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AQUI LI NO, Senior Judge: This case for judicial reviewof

al l eged | ack of enforcenment by U S. Custons and Border Protection
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("CBP") of the right(s) of the plaintiff U S. patent hol der was
commenced by the filing on August 19, 2005 of a sunmons, conpl aint,
application for a tenporary restraining order and prelimnary
i njunction, and application for an i nmedi ate order to show cause in
connection therewith. That secondary application was granted, in
part upon the ground that but a week earlier, on August 12, 2005,
Eat on Corporation had cone to this court with a notion for | eave to

intervene as a party to ArvinMeritor, Inc. v. United States, CT

No. 05-00461, only to learn upon the first call of that matter (via
order to show cause at the behest of that plaintiff) that the
government defendants and it had just executed a Stipulation of
Settlenment and Dismissal pursuant to USCIT Rule 41(a)(1l), which,
anong other things, rescinded one form of certification pro-
mul gated by CBP in favor of another such formto apply with regard

to the Limted Exclusion Order (or "LEO'), 70 Fed.Reg. 19,094

(April 12, 2005), published by the U S. International Trade
Conmi ssion ("ITC') in conjunction with its investigation requested
by Eaton Corporation pursuant to 19 U.S.C. 81337 and carried out

sub nom Matter of Certain Automated Mechanical Transni ssion

Systens for MdiumbDuty and Heavy-Duty Trucks and Conponents

Thereof, Inv. No. 337-TA-503. See ArvinMeritor, Inc. v. United

States, 29 AT __, Slip Op. 05-96 (Aug. 12, 2005).

In other words, the crux of the conplaint of Arvin-

Meritor, Inc., which has interposed a notion for | eave to i ntervene
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as a party defendant herein', as well as of the conplaint of Eaton

Corporation, was and is CBP enforcenent of the ITCs Limted Ex-

cl usi on Order.

I
The defendants were ordered to show cause at a hearing
t hat comrenced on August 24, 2005, why the plaintiff should not be
granted the requested, inmedi ate, equitable relief and why j oi nder
of 1ssue and discovery in connection therewith should not be ex-
pedited. Counsel for defendant(s) United States and CBP appeared
in opposition to all of the relief requested and also filed an
i medi ate notion to dismss this action for |ack of subject matter
jurisdiction pursuant to USCIT Rule 12(b)(1) or, in the alterna-
tive, to stay it, pending further admnistrative action.? Arvin-
Meritor, Inc.'s notion for | eave to intervene was filed with a pro-
posed answer to plaintiff's conplaint. It also has filed a notion
for leave to interpose a witten response to plaintiff's applica-
tion for inmediate relief.?
A
The conpl aint is not an exenplar of what USCIT Rul e 8(a)

requires. To parse it (and the papers filed in support) for

! This notion can be, and it hereby is, granted.

> Defendant | TC has not yet filed a response to the com
plaint, but it was well-represented by its counsel at the hear-
ing and has now submitted a witten statenent, which was receiv-
ed in chanbers on Septenber 8, 2005, that it "takes no position
on the substantive issues before the Court."

® This notion of the [proposed] intervenor-defendant also
can be, and it hereby is, granted.
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pur poses of this opinion, the I TC proceedi ngs pursuant to 19 U. S. C.
81337 began on or about January 2004 and resulted in an opinion
made public on May 9, 2005. See Plaintiff's Menorandum of Points
and Authorities, Exhibit 4. Among other things, it reports:

. . .[A] conplaint filed by Eaton Corporation . . . of
Cleveland, Chio . . ., as supplenented, alleged viola-
tions of section 337 of the Tariff Act of 1930 in the
inmportation into the United States, the sale for im
portation, and the sale within the United States after
i nportation of certain autonmated nechani cal transm ssion
("AMI") systens for nmediumduty and heavy-duty trucks,
and conponents thereof, by reason of infringenment of
claim 15 of U 'S Patent No. 4,899,279 ("the '279
patent”); clains 1-20 of U S. Patent No. 5, 335,566 ("the
'566 patent"); clainms 2-4 and 6-16 of U S. Patent No.
5,272,939 . . .; clainms 1-13 of U S. Patent No. 5, 624, 350

Co cl ai ms 1, 3, 4, 6-9, 11, 13, 14, 16 and 17 of U s.
Pat ent No. 6, 149 545 (”the 545 patent”); and clains 1-16
of US. Patent No. 6,066,071 . . .. The conplaint and
notice of investigation nanmed three respondents[:] ZF
Meritor, LLC ("ZF Meritor") of Maxton, North Carolina, ZF
Friedrichshafen AG ("ZFAG') of Freidrichshafen [sic],
Germany, and ArvinMeritor, Inc. . . . of Troy, M chigan.
Claim15 of the '279 patent, claim4 of the '566 patent,
and clains 1, 3, 6, 7, 11, 13, 16, and 17 of the '545
patent remained at i ssue at the tine that the adm nistra-
tive law judge ("ALJ") issued his final initial determ -
nation ("I1D").

The ALJ found a violation of sectlon 337 by
reason of i nfringenment of claim15 of the '279 patent by
respondents. He did not find a violation based on in-
fringenent of the asserted clains of the remaining
patents. Petitions for review were filed by Eaton, the
respondents, and the Comm ssion investigative attorney
("I'A") on January 21, 2005. Al parties filed responses
to the petitions on January 28, 2005.

On February 24, 2005, the Conmmi ssion i ssued a notice
that it had determned not to reviewthe ALJ's final ID
on violation, thereby finding a violation of section 337.
70 Fed. Reg. 10112 (March 2, 2005). The Conm ssion al so
requested briefing on the issues of renedy, the public
interest, and bonding. 1d. :
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Id., pp. 1-2. Wth regard to renedy,

all the parties agree that the appropriate renedy is a
limted exclusion order excluding AMI systens, nmanufac-
tured by or for the respondents, that infringe claim15
of '279 patent and a cease and desist order directed to
the donestic respondent, ArvinMeritor. Mor eover, the
parties agree that the orders should include a certifica-
tion provision and that the cease and desi st order shoul d
contain a record-keeping requirenent. Finally, the par-
ties agree that the i ssuance of renedi al orders directed
against the respondents' AMI systens would not be
contrary to public interest. The parties disagree, how
ever, . . . about the scope of any certification provi-
sion or record-keeping requirenent.

Eat on argues that the renedial orders should cover
all of respondents' AMI systens that infringe claiml5 of
the '279 patent and should not be limted to specific
nodel s or types of transm ssions. The respondents argue
t hat the orders should only cover AMI systens for nedi um
duty and heavy-duty trucks that infringe the '279 patent
by bl ocki ng al | gear change command out put signal s during
anti-lock brake system activity in the fully automatic
node of operation. The respondents further argue that
any renedi al orders should not cover its new FreedonLi ne
transm ssi on system which they argue does not infringe
claim15 of the '279 patent.

We determne to issue both alimted exclusion order
excluding AMI systens for nediumduty and heavy-duty
trucks, and conponents thereof that infringe claim215 of
the ' 279 patent, and a cease and desist order directed to
Arvi nMeritor. :

Qur limted exclusion order and cease and desi st
order both include an exception for replacenent parts
that are necessary to service infringing AMI systens
whi ch were installed on trucks prior to the issuance of
our renedi al orders.

Qur limted exclusion order also includes a certi -
fication provisionthat allows i nportation of AMI systens
or conponents thereof if the inporter certifies that
t hese inports do not fall within the scope of the order.
W determine to direct the limted exclusion order
agai nst the goods of all the respondents

Id., pp. 3-5. Furthernore,
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Eaton requests that the Conm ssion strike portions
of the respondents' brief relating to the respondents’
new FreedonLi ne transm ssion, as well as the supporting
exhi bits, because the new FreedonlLine transm ssion was
not a part of the investigation.' W deny Eaton's notion
to strike because we agree with the A that the portion
of the respondents' subm ssion subject to the notion to
strike "falls within the purview of the Conmm ssion's
request for briefing on the issues of remedy, the public
i nterest, and bonding."

Id., pp. 6-7. The footnote "1" states that the respondents

do not seek a determ nation fromthe Conmm ssi on regardi ng
whet her or not their new transm ssion system infringes
claim15 of the '279 patent, and we have not made such a
determ nation. W note that respondents may seek an ad-
vi sory opinion under Comm ssion rule 210.79, 19 C F. R
§210. 79, as to whether their new FreedonLi ne transm ssi on
systemfalls within the scope of the limted exclusion
or der.

Id. Finally, both the limted exclusion order and cease-and- desi st
order were found to be in the public interest, and the ITC
determned to set the bond during the period of review of the
results of the investigation by the President at 100 percent of

entered valued. See id., pp. 7-9.

In fact, both of the orders were issued a nonth prior to
publication of the agency's opinion, on April 7, 2005. According
to the first of them

Automated nechanical transm ssion systens for
medi um duty and heavy-duty trucks and conponents t her eof
that infringe claim15 of U S. Patent No. 4,899, 279 t hat
are manufactured abroad by or on behalf of, or inported
by or on behal f of, ZF Friedrichshafen AG ArvinMeritor,
Inc., or ZF Meritor, LLC or any of their affiliated
conpani es, parents, subsidiaries, or other rel ated busi -
ness entities, or their successors or assigns, are ex-
cluded fromentry for consunptioninto the United States,
entry for consunption from a foreign trade zone, or
wi thdrawal from a warehouse for consunption, for the
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remai ning term of that patent, except under |icense of
the patent owner, as provided by law, and except for
parts inported for use as a replacenent for an identica

or substantially equivalent part, subassenbly, or com
ponents on an automated mechani cal transm ssion system
for mediumduty or heavy-duty trucks inported into the
United States prior to the effective date of this Order.*

Mor eover :

Pursuant to procedures to be specified by [CBP], as
[it] deens necessary, persons seeking to inport autonated
mechani cal transm ssion systenms and conponents thereof
that are potentially subject to this Order shall certify
that they are famliar with the terns of this Order, that
t hey have made appropriate inquiry, and thereupon state
that, to the best of their know edge and belief, the
products being i nported are not excluded fromentry under
paragraph 1 of this Oder. At its discretion, [CBP] may
require persons who have provided the certification
described in this paragraph to furnish such records or
analyges as are necessary to substantiate the certifica-
tion.

As for the ITC Oder to Cease and Desist, "[f]or the

remai ning termof the respective patents” respondent ArvinMeritor,
I nc. has been forbidden to:

(A) import (including electronically) or sell for
inmportation into the United States covered products;

(B) market, distribute, offer for sale, sell, or
ot herw se transfer (except for exportation), in the
United States inported covered products;

(C advertise inported covered products;

(D) solicit U S. agents or distributors for inported
covered products;

“* Plaintiff's Menorandum of Points and Authorities, Exhibit
5, p. 3, para. 1.

®|d., p. 4, para. 3.
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(E) aid or abet other entities in the inportation,
sale for inportation, sale after inportation, transfer,
or distribution of covered products; or

(F) furnish services to its custoners, includin%
software technical support relating to covered product.

erm "covered products” is defined to nean

aut omat ed nechani cal transm ssion systens for nedi um duty
and heavy-duty trucks and conponents thereof that in-
fringe claim15 of U S. Patent No. 4,899, 279, including
Respondent's "Freedonli ne" transm ssion systens, except
for parts inported for use as a replacenment for an iden-
tical or substantially equivalent part, subassenbly, or
conponent on an aut omated nmechani cal transm ssion system
for mediumduty or heavy-duty trucks inported into the
United States prior to the effective date of this Oder.’

Besi des the foregoing prohibited conduct, the Conm ssion's order,

part

|V specifies permtted conduct, and it requires specified

reporting per part V (under threat of possible crimnal prosecution

for violation of 18 U. S. C. 81001) and record-keepi ng and i nspecti on

under

part VI .

Agai nst this background at the ITC, plaintiff's conpl ai nt

avers, paragraph 5, that in

anticipation of this ultimte finding of infringenment, on
information and belief, Respondents began work on a
redesi gned AMI for use with nediumduty and heavy-duty
trucks . . . that they now all ege no | onger infringes the
rel evant patent claim

6. As is required by established court and Conmmi s-
sion precedent, after an exclusion order issues, a re-
spondent seeking to inport a redesigned version of the
product that was within the scope of the investigation
nmust either obtain an advisory opinion fromthe Conmm s-

®1d., Exhibit 6, pt. Ill, pp. 2-3.
“1d., p. 2, para. (Q.
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sion or seek a determnation of non-infringement from
Cust ons before such product is lawfully entitled to gain
adm ssion into the custons territory of the United
States. Respondents to this section 337 investigation
have sought both, filing a request for an advisory
opi nion at the Conmm ssion some four nonths ago which is
ongoi ng on an expedited basis, and, on information and
belief, filing a request for a determ nati on fromCust ons
as to infringement of the redesigned AM.!'®

7. To date, neither the Conm ssion nor Custons
ha[ s] nade a determ nation as to whether or not Respond-
ents' redesigned AMI continues to infringe the '279
Pat ent .

8. Neverthel ess, during the pendency of these two
reviews and since the issuance of the Limted Exclusion
Order, on information and belief, Respondents have
inmported without regard to, and in brazen violation of,
t hat order

9. Oninformation and belief, at sonme point several
nmonths after the issuance of the April 7, 2005 Limted
Exclusion Order, Custons began properly enforcing it
agai nst Respondents and their inports began experiencing
sone del ays or detentions at the border. Thus, Respond-
ents began to pressure Custons to allow the inportation
of the redesigned product asserting that it no |onger
i nfringes. In particular, Respondents have sought to
convi nce Custons to all owfor adm ssion of the redesigned
AMIs t hrough the m suse of the certification nmechanism -
a nmechani smdesi gned solely to all ow Custons to differen-
tiate and permt admssion of legitimte trade and
products that were found not to be covered by the scope
of the exclusion order.

10. Respondents' efforts to pressure Custons to
al | ow adm ssi on of the redesi gned AMIs via certification
culmnated in a suit filed by ArvinMeritor in this Court
on August 5, 2005. . . . Court No. 05-00461.

11. After th[at suit's] dism ssal, Eaton sought
assurances from Custons that it would properly enforce
t he excl usi on order by not all owi ng adm ssi on of Respond-
ents' redesigned AMIs for use with nmedi um duty and heavy-

® Underscoring in original.
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duty trucks based sol ely upon representati ons by Respon-
dents that they no |onger infringe. I nstead of ob-
taining such assurances, Eaton received a witten
statement from Custons indicating that it would not_
provi de such assurances and woul d i nstead al |l ow i nport a-
tion of the redesigned AMIs so |long as the certification
| etter agreed upon in the settlenment was provi ded at the
time of Inportation.!?

°®|1d. Attached to plaintiff's Menorandum of Points and

Authorities as Exhibit 1 is a declaration of its |ead counsel,
Sturgis M Sobin, Esqg., in support of this paragraph. That dec-
laration and its two attachnents were marked at the continued
hearing in open court on August 25, 2005, as plaintiff's Exhib-
it 13 and offered in evidence. The court reserved decision on
def endants' objection to that proffer. Upon further delibera-
tion, that objection, in particular to paragraphs 4 and 5 of the
declaration, is overruled, and that exhibit is hereby received.

Attachnment 1 thereto was sent in the nane of M. Sobin on
August 17, 2005 to the Chief of CBP s Intellectual Property
Ri ghts Branch, Ofice of Regul ations & Rulings,

to establish the terns by which [Eaton Corporation]
will agree not to initiate an action at the U S. Court
of International Trade ("CIT") based upon Custons'
recent actions with respect to the enforcenent of the
[1 TC] order.

Those terns were stated to be as foll ows:

« Your office ensures that FreedonLine transm ssions
are excluded fromentry until the ITC or Custons
conclusively determ nes that they do not infringe
claim15 of the '279 patent;

« Wen sending the revised certification formto the
ports in accordance with notice of dismssal filed
at the CIT on August 12, 2005, your office attaches
to the certification express instructions to the
ports that transm ssions nust not be permtted entry
until permssion is granted by your office based on
a concl usive determ nation of no infringenent by ei-
t her Custons or the Conm ssion and that transm ssions
for use in mediumduty and heavy-duty trucks (i.e.,
t hose transm ssions destined for the facility in Max-
ton, North Carolina) nust be excluded fromentry;

(footnote conti nued)
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12. The unlawful settlenment, coupled with Custons’
subsequent express witten statenents docunenting its
position that redesi gned AMIs can enter the United States
i f acconpani ed by an unverified certification by the Re-
spondents, represent an unlawful abdication of Custons
statutory requirenent to enforce section 337 exclusion
orders by excluding fromentry all products within the
scope of the order and viol ates Conm ssion and court pre-
cedent regarding the proper enforcenent of a limted
excl usi on order.

13. G ven the overl apping rol es of both Custons and
the Comm ssion in issuing and enforcing section 337
remedi al orders, the Comm ssion should be required to
coordi nate and communicate with Custons to ensure that
Custons i s properly enforcing the Conm ssion's orders and
that they are interpreted as intended.

e- nmai
t hat

« Your office, in cooperation with the ports or other
offices, immedi ately orders redelivery of all ship-
ments of FreedonLi ne transm ssions that have been
entered without certifications;

« Your office provides express instructions to the ports
and to Respondents that all future entries of Freedom
Li ne transm ssions nmust be made by paper (not el ectron-
ically), and that a signed certification nust be prom
inently included in the docunentation provided to Cus-
tonms for each paper entry; and that presentation fo[r]
such certification does not authorize entry; and

« Your office will continue to provide Eaton Corpora-
tion a fair role in the efforts to determ ne whet her
Respondents' all egedly redesigned Freedoniine trans-
m ssions infringe claim15 of the '279 patent.

Attachnent 2 to the Sobin declaration is a copy of the CBP
| response to these terns on August 18, 2005, which states
it cannot agree to them

Pursuant to the settlenent reached by the United States
and Plaintiffs in the CIT |last week, CBP intends to
condition inportation of nerchandi se potentially
subject to the Order upon provision of the agreed upon
certification letter at inportation, consistent with

t he express | anguage of the Comm ssion's April 7, 2005
Opi nion on Renedies, Public Interest and Bondi ng, and,
par agraph 3 of the Exclusion Order itself.
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14. Further, given the previous unl awful adm ssions
of redesi gned AMIs, Custons shoul d be ordered to request
redelivery for all wunliquidated entries of redesigned
AMIs t hat have entered since April 7, 2005, the date when
the Limted Exclusion Order issued.

ArvinMeritor, Inc.'s proposed answer, which the court

hereby orders filed with the record of this case, denies the fore-

goi ng conpl ai nt paragraphs 8 to 14. As for the three i nmmedi ately-

pr eceedi ng par agraphs, the i ntervenor-defendant answers as fol | ows:

5. Admits that ZF Freidrichshafen [sic] AG and
ArvinMeritor redesigned their Freedonline AMI systemin
a way which ensures that the system does not infringe
Claim15 of Eaton's United States Patent 4,899, 279
and that such redesign efforts were undertaken after the
Conmi ssion ALJ issued his "initial determ nation” and
claiminterpretation of the'279 patent in the underlying
i nvestigation but before the ITCissued its LEO and ter-
m nated the investigation. Denies the remainder of the
al | egati on.

6. Denies that any law or regulation requires
inporters to obtain a pre-inportation ruling concerning
whet her particul ar goods infringe given patents or are
subj ect to exclusion under an excl usi on order, including
the LEO which is the subject of this action, before such
product is lawfully entitled to gain adm ssion into the
custons territory of the United States. Avers that
Custons is required to nake a determnation of ad-
m ssibility upon presentation of an entry of merchandi se,
but not before. Admt [sic] that the Comm ssion is con-
ducting an Advi sory Opinion Proceeding regarding ZF and
ArvinMeritor's redesi gned Freedonli ne system Deny [sic]
that ZF and/or ArvinMeritor were required by court or
Comm ssi on precedent to seek an Advi sory Opi nion. Denies
t he remai nder of this allegation.

7. Admits that the Conm ssion has not conpletedits
Advi sory Opi ni on Proceedi ng. Avers that the Conm ssion's
Ofice of Unfair Inport Investigations . . . has made a
staff recomendation that the Commssion's . . . ALJ[]
rul e that the redesi gned Freedonli ne AMI syst em does not
infringe Claim15 of the '279 Patent and is not subject
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to the LEO  ArvinMeritor |acks information and beli ef
sufficient to forma judgnent as to the truth of whether
or not Custons has nade a determ nation as to whet her or
not Respondents' redesi gned AMI continues to infringe the
'279 patent and, there[]fore, ArvinMeritor denies such
al l egation. Denies the balance of the allegation.
B
Thus has issue been partially joined -- save defendant
| TC s answer or response to the conplaint® and plaintiff's forma
response to the nmotion to dismss' that al ready has been interposed

on behalf of defendant(s) United States and CBP

(1)
As indi cated, the controversy before the court focuses on

CBP enforcement of the ITC s Linmted Exclusion O der. On or about

the date of that order, April 7, 2005, the Chairman of the ITC

formally notified the Secretary of the Treasury' of its issuance

YUsSCI T Rule 12(a)(1)(A) affords the agency 60 days to
answer or otherw se respond to the conplaint.

1'USCIT Rule 7(d) affords the plaintiff 30 days to respond
to this dispositive notion.

2 The Tariff Act of 1930, as amended, 19 U.S.C. §1337(d),
continues to require such notification of Treasury. Wile the
Honmel and Security Act of 2002, Pub. L. No. 107-296, 8403(1), 116
Stat. 2135, 2178 (Nov. 25, 2002), transferred "the functions,
personnel, assets, and liabilities" of the U S. Custons Service
of the Departnent of the Treasury, "including the functions of
the Secretary of the Treasury relating thereto", to the new
Depart ment of Honel and Security, the "Custons revenue functions”
were retained by Treasury per section 412(a)(1l) of that Act, 116
Stat. 2179, and those functions were defined by section 415(4),
116 Stat. 2180, to nean, anong other things, "[e]nforcing sec-
tion 337 of the Tariff Act of 1930". Cf. Vastfane Canera, Ltd.
v. Int'l Trade Commin, 386 F.3d 1108, 1110 n. 1 (Fed.C r. 2004).

(footnote conti nued)
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and forwarded a copy of that witten notification to the Chief of
the CBP Intell ectual Property Ri ghts Branch. See CIT No. 05-00461
Conmpl ai nt Exhibit C. On or about April 26, that Branch pronul gated

a formfor certification by any woul d-be inporter (under penalty

Nonet hel ess, effective May 15, 2003, such (or sone) func-
tion(s) were seemngly delegated to the Departnent of Honel and
Security as a part of Treasury Departnent Order 100-16, to wt:

: Consi stent with the transfer of the functions,
personnel, assets, and liabilities of the United States
Custons Service to the Departnent of Honel and Security
as set forth in Section 403(1) of the Act, there is
hereby del egated to the Secretary of Honmel and Security
the authority related to the Custons revenue functions
vested in the Secretary of the Treasury as set forth in
sections 412 and 415 of the Act, subject to the follow
ing exceptions . . . [,]

whi ch i nclude "copyright and trademark enforcenent” but nmake no
specific nmention of either section 337 enforcenment or of any en-
forcement as pertains to patents. Delegation of Authority to
the Secretary of Honeland Security, 68 Fed.Reg. 28,322 (May 23,
2003). See also CBP Decision 03-24, 37 Cust.B. & Dec. No. 37,
p. 17 (Sept. 10, 2003)(revising CF.R Title 19 to refl ect
changes caused by the creation of the Departnent of Honel and
Security and the consequent governnental reorganization) and

19 CF. R part 0 (2005).

Such apparent del egati on notw t hstandi ng, that regul atory
schene continues (as of April 1, 2005) to maintain that, if

the Comm ssion finds a violation of section 337, or
reason to believe that a violation exists, it may
direct the Secretary of the Treasury to exclude from
entry into the United States the articles concerned

whi ch are inported by the person violating or suspected
of violating section 337.

19 CF.R 812.39(b). Paragraph 6 of Treasury Departnent O der
reserves that agency's "right to rescind or nodify this Del ega-
tion of Authority, pronulgate regulations, or exercise authority
at any time based upon the statutory authority reserved to the
Secretary by the Act".
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for perjury) of famliarity with the Comm ssion's exclusion order
and t hat

the articles being inported are not excluded fromentry
under paragraph 1 of the Order because:

a. The articles being inported are not automated me-
chani cal transm ssion systens for use in nmedium
duty or heavy-duty trucks or conponents thereof
that infringe claim15 of U S. Patent 4,899, 279; or
b. The articles being inported are parts, not including
conpl ete transm ssions, inported for use as repl ace-
ments for an identical or substantially equival ent
part, subassenbly, or conmponent on automated nechan-
ical transm ssion systens which were installed in
medi um duty or heavy-duty trucks prior to April 7,
2005.
| bid., Exhibit E, second sheet, para. 3. Then on May 19, 2005, the
CBP Branch Chief notified the parties to the | TC proceedi ngs that
"further consideration and review . . . determined that the orig-
inally drafted certification necessitated certain revision for
adequate CBP enforcenent.” Plaintiff's Menorandum of Points and
Aut horities, Exhibit 7, second sheet. Wereupon that revision of
the form s paragraph 3(a) was introduced, to wt:

The articles being inported are not autonmated
mechani cal transm ssion systens for use in medi umduty or
heavy-duty trucks or conponents thereof]|.]

Id., third sheet. The contents of the formotherw se remained in

haec verba the original version

That revision becane the object of ArvinMeritor, Inc.'s
conplaint in CIT No. 05-00461, and which resulted in CBP' s return

to that paragraph's original |anguage in conjunction with the im
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nmedi ate Stipul ation of Settlement and Dism ssal filed therein. See
id., Exhibit 9. And it also led to comrencenent of this action one
week | ater.
I
The only "count” of plaintiff's conplaint is |abelled
"Declaratory Judgnent”. Its ensuing prayer for relief is subdi-

vided into ten parts, including:

(1) declaring that Custons' enforcenent position as
to the redesi gned aut omat ed nmechani cal transm ssion sys-
tems for nediumduty and heavy-duty trucks is arbitrary,
capricious and an abuse of discretion;

(2) setting aside Custons' enforcenent position as
to the redesigned automated nechanical transm ssion
systens for nediumduty and heavy-duty trucks;

(3) ordering the Comm ssion and Custons to commun-
icate as to the proper interpretation and scope of the
excl usion order and the proper applicability of the cer-
tification provision;

(4) ordering Custons to exclude (under 19 U S. C
81337(d) (1)) or seize where appropriate (under 19 U. S. C
81337(1)) the redesigned automated nechani cal transm s-
sion systens for nmediumduty and heavy-duty trucks and
not allow adm ssion of redesigned automated nechanica
transm ssion systens for nediumduty and heavy-duty
trucks even if acconpanied by certification unless a
determ nation of non-infringenent is nmade by either the
Conmi ssi on or Cust ons;

(5) decl aring that the redesi gned aut onat ed nechani -
cal transm ssion systens for medi umduty and heavy-duty
trucks are subject to the Conmmi ssion Limted Exclusion
Order unless or until a determ nation of non-infringenent
is made by either the Comm ssion or Custons;

(6) ordering Custons to seek redelivery inmediately
of all wunliquidated entries of redesigned automated
mechani cal transm ssion systens for nediumduty and
heavy-duty trucks that have been admtted into the
custons territory of the United States since April 7,
2005;
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(7) ordering Custons to issue explicit instructions
to the ports, to ArvinMeritor, and ZF stating that (a)
all future inportations covering autonmated nechanica
transm ssion systens nust be entered using paper docu-
ments (and not electronic neans), and nust prom nently
i nclude a signed certification where appropriate; and (b)
any redesi gned aut omat ed nechani cal transm ssi on systens
for medi um duty and heavy-duty trucks are not entitled to
adm ssion into the United States unless a determ nation
of non-infringenent is made by either the Comm ssion or
Cust ons| . |
This prayer also includes a specific request for grant of Plain-
tiff's Motion for Tenporary Restraining Order and Prelimnary In-
junction that was filed sinmultaneously with it. The proposed form
of order acconpanying that notion essentially recites the | anguage
of the foregoing paragraphs (4), (5) and (7), as well as of (8), to
be in effect fromthe date of its entry "until and including the

trial on the nerits of this case".

A
Typically, a tenporary restraining order issues, if at
all, at the commencenent of an action. Initial reading of al
plaintiff's papers upon receipt on August 19, 2005 induced the
court to order the expedited hearing on August 24 (and 25) but not
to grant theretofore or thereat a restraining order pending

del i beration and pronul gation of this opinion.

The conpl ai nt pl eads subj ect-matter jurisdiction pursuant
to 28 U . S.C. 81581(i)(3) "because [this case] involves 'enbargoes

or other quantitative restrictions on the inportation of nerchan-
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di se for reasons other than the raising of revenue'"; and pursuant
to 28 U S.C. 81581(i)(4) "because it involves 'adm nistration and
enforcement with respect to matters referred to in paragraph[](3)
of . . . subsection [1581(i)] and subsections (a)-(h) of

[1581] "' ".

As pointed out above, the notion of defendant(s) United
States and CBP to dism ss is based upon clainmed |ack of jurisdic-
tion. Al four nunbered affirmative defenses pl eaded on behal f of

ArvinMeritor, Inc. are jurisdictional. See generally [Proposed]

Answer of Defendant-Intervenor ArvinMeritor, Inc., pp. 13-17. See

also id., paras. 15-17. The second avers lack of a justiciable
case or controversy; the third is a sinple allegation that the
plaintiff has failed to denonstrate jurisdiction over the matter
pursuant to 28 U.S.C. 81581(i); and the fourth avers that this is

a collateral attack on the |ITCs Limted Exclusion Oder and

certification provision contained therein which should have been
pursued (but was not) via appeal to the U S. Court of Appeals for
the Federal CGircuit wunder 19 U S. C. 81337(c) and 28 US.C
§1295(a) (6).

As for the first asserted affirmati ve def ense, paragraph
58 thereof incorporates by reference the answer's precedi ng para-
graphs, nunber 17 of which avers in part that,
to the extent this action seeks a declaratory judgnent

related to the admissibility of nerchandise, it falls
within this Court's 28 U S.C. 81581(h) jurisdiction.
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Avers that plaintiff has not nmade the show ng of irrepar-
able harmrequired to establish subject matter jurisdic-
tion under that jurisdictional provision. . . . Further
avers that a declaratory judgnent is the only relief
available to plaintiffs under that basis of the Court's
jurisdiction. :

See id., paras. 60-66.

At the commencenent of the hearing on August 24, 2005,
counsel for the plaintiff could not parry this first affirmative
defense, and notw thstanding the |labelling of count I of its com
plaint. See Transcript ("Tr."), pp. 38-42. And, after due de-
|iberation, this court hereby concludes that it does not have

subj ect-matter jurisdiction under 28 U.S. C. 81581(h).

At this stage of proceedings, the court cannot, and
t herefore does not, conclude that it does not have jurisdiction
pursuant to section 1581(i) of Title 28, U . S.C. That is, it is not
i nperative that the court conclusively determ ne jurisdiction over
the case as a predicate to ruling on the nerits of threshold

equitable relief. In US. Ass'n of Inporters of Textiles & Ap-

parel v. United States, 413 F.3d 1344, 1348 (Fed.C r. 2005), for

exanple, while reversing a Court of International Trade grant of a
prelimnary injunction, the court of appeal s neverthel ess found "no
abuse of discretion in the trial court's decision to delay
consi deration of the governnent's notion to dismss [for |ack of
subject-matter jurisdiction] until briefing was conpleted.” Pend-

ing receipt of plaintiff's response brief (and defendant ITC s re-
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sponse), suffice it to report that this court has re-read the
opi nion of the five-circuit-judge panel, which affirnmed the Court
of International Trade's section 1581(i) jurisdiction over a case
in which there had been no protestable exclusion of the goods in

i ssue by Custons. Vivitar Corp. v. United States, 761 F.2d 1552,

1557-60 (Fed.Cir. 1985), cert. denied, 474 U.S. 1055 (1986). But

conpare K Mart Corp. v. Cartier, Inc., 485 U S. 176 (1988), w th

id., 485 U S. at 191-96 (Scalia, J., dissenting).

B
The record reflects that plaintiff's counsel properly
under stand their burdens of persuasion with regard to both subject-
matter jurisdiction and grant of a prelimnary injunction. As to
the latter, they recognize that, in

anal yzing whether Eaton is entitled to injunctive re-
lief[,] the Court nust bal ance four factors:

(1) The threat of immediate, irreparable harmto
Eat on;

(2) Eaton's Ilikelihood of success on the nerits;

(3) Whether the public interest would be served
by the issuance of injunctive relief; and

(4) Whet her the bal ance of hardshi ps favors Eaton.

Plaintiff's Menorandum of Points and Authorities, p. 16, citing

Kenmet El ectronics Corp. v. Barshefsky, 21 T 701, 702, 969 F. Supp.

82, 84 (1997), citing Zenith Radio Corp. v. United States, 710 F. 2d

806, 809 (Fed.Cir. 1983); Int'l Maven, Inc. v. MCauley, 12 CIT 55,
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56-57, 678 F.Supp. 300, 301 (1988)(application for tenporary

restraining order).

(1)
This court and others have held that the severity of the
injury the noving party will sustain without injunctive relief is
in inverse proportion to the showing of |ikelihood of success on

the nmerits. E g., Wil verine Tube (Canada), Inc. v. United States,

23 CIT 76, 78, 36 F.Supp.2d 410, 413 (1999), citing Makita Corp. v.

United States, 17 C T 240, 250, 819 F.Supp. 1099, 1108 (1993);

Ceranmi ca Regionpntana, S.A. v. United States, 7 CI T 390, 395, 590

F. Supp. 1260, 1264 (1984); Anerican Air Parcel Forwarding Co. V.

United States, 1 CT 293, 300, 515 F. Supp. 47, 53 (1981). Here,

counsel claimthere are two "overriding" issues:

(1) whether . . . [CBP] may abdicate its mandatory duty
imposed by 19 U S.C. 81337(d)(1) to refuse entry of
products covered by the Conm ssion's renedial orders to
t he adj udi cated infringer through a fl awed self-certifi-
cation process; and (2) whether . . . the Comm ssion may
refrain fromtaking actions within its powers to ensure
its orders are enforced consistent with the statute and
precedential | aw.

Plaintiff's Menorandum of Points and Authorities, pp. 1-2.
(a)
Wth respect to the first issue, plaintiff's positionis

patent: paragraph 3 of the Limted Exclusion Order , supra, when

read in conjunction with the ITC s opinion, supra, prohibits the
importation of AMI systens for nedium and heavy-duty trucks at

this time by intervenor-defendant ArvinMeritor, Inc.
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The first business day after this case comenced with an
order to show cause for expedited hearing, August 22, 2005, CBP
sent a witten request to the ITC for clarification "as soon as

possi bl e" as to the certification provisions of its Limted Excl u-

sion Order. Defendants' Opposition to Plaintiff's Mtion, Exhibit
1, second page. That request recited in toto paragraphs 1 and 3 of
the order, supra, and specifically asked

whet her the certification provision referenced in para-
graph 3 of the Oder is intended to extend to the
i mportation of "redesigned" automated nechanical trans-
m ssi ons.

The Conmi ssion's formal answer to CBP after the hearing
in open court had concluded, and which was thereafter received in
canera on Septenber 1, 2005, was:

It does not.*®
Furt her:

An interpretation of the certification provision
such that "redesigned" AMIS may be inported based on a
certification by the inporter that the re-designed AMI
does not infringe the patent at issue is contrary to the
Conmi ssion's Opinion in Certain Automated Mechani cal
Transm ssions for MediumDuty and Heavy-Duty Trucks and
Conponents Thereof . . . [Public Version, May 9, 2005).
The . . . Opinion notes respondents' request that any
remedi al order exenpt its newly designed "Freedonline"
AMTS, whi ch respondents alleged did not infringe. 1d. at
4. The Commission inplicitly rejected that request by
directing respondents to request an advisory opinion if
they want a Conmm ssion determnation as to whether a
newl y designed AMIS does not infringe the patent at
i ssue, and thus does not conme within the scope of the
Oder. Id. at 6-7, n. 1.

» Witten response from|TC Secretary to Assistant Com
m ssioner, CBP Ofice of Regulations & Rulings, p. 2 (Aug. 26,
2005) .
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An interpretation of the subject certification
provision such that the provision would apply to re-
desi gned AMIS for which no determ nation on infringenent
has been nmade by either the Conm ssion or Custons woul d
be contrary to the Conm ssion's |ong-standing practice.
The Conmmi ssion includes certification provisions inits
exclusion orders only where Custonms is unable to deter-
m ne by inspection whether an inported product violates
a particular exclusion order. Inthis case, acertifica-
tion provision was included in the Order because Custons
is not able to determ ne by i nspecti on whet her a parti cu-
lar AMIS falls within one of the categories of inports,
referenced above, that are exenpted fromthe Order. The
Conmi ssion did not find, however, that Custons is unable
to determ ne by inspection whether newly designed AMIS
fall within the scope of the O der

By Order of the Conmission.*

At the outset of the hearing, Conm ssion counsel had
advised the court that CBP had asked his agency to clarify its
intent with regard to certification, that the defendant | TC woul d

respond on an expedited basis, and that this m ght be an

efficient resolution. . . to let the Comm ssion explain
further what it neant, and then Custons can understand
and potentially |leave the certification as is . . . or

change it, depending on what the Comm ssion renders.

Aug. 24 Tr., pp. 18-19. See Aug. 25 Tr., pp. 195-96 (closing
argunent of counsel for defendant(s) United States and CBP)

Furt her:

“|1d. at 2-3. The court is nowin receipt of the follow ng
witten reaction to this order on behalf of defendant(s) United
States and CBP

. . Notwi thstandi ng the Conm ssion's response,
def endant s stand by their position, as set forth
i n defendants’' opposition and argued before the
Court during the show cause hearing . :
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. . [We would submt that there is no need to order
the Cormission to do sonething that it [i]s already in
the process of doing on an expedited basis. W are
: wor ki ng feverishly to issue this clarification.

Aug. 24 Tr., p. 20.

Not only is the court grateful for defendant ITC s ex-
pedi ti ous response, it recognizes, as it nust, that the Conm ssion
has paranount authority and responsibility under section 337 of the
Tariff Act. Its opinion and resultant orders have set the sub-
stantive law of this case, and its post-hearing subm ssion quoted
above has added to that |law. The court can only conclude that that
clarification buttresses the position of the plaintiff herein on
the nerits of its application for immedi ate equitable relief. It
also draws into question CBP' s inmmediate conprom se of Arvin-
Meritor, Inc.'s conplaint in CT No. 05-00461, thereby casting
aside the very certification CBP itself came to concl ude on May 19,
2005 was necessary "for adequate . . . enforcenent.” Plaintiff's
Menmor andum of Points and Authorities, Exhibit 7, second sheet.
| ndeed, when a nenber of Congress apparently questioned that
| anguage, the agency offered the follow ng explanation, in part:

CBP's intent in constructing the certification

| anguage, which we believe is consistent with the ITC s
intent, was to exenpt from the exclusion replacenent
parts and al so AMI systens that do not fall within the
scope of the exclusion order, i.e., for use in other
commerci al applications such as in buses and cranes. In
t he Conm ssion Opinion, the ITC clearly identified the
infringing products as AMI systens for nmediumduty and
heavy-duty trucks, and conponents thereof. W believe
that the certification |anguage provided for inthe ITC s

limted exclusion order was not intended to allow
i nportation of putative non-infringingre-designs. It is
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CBP' s understanding that the exclusion order requires
that shipnments of AMIs for nediumduty and heavy-duty
trucks and conponents thereof shoul d be excl uded, unless
they are acconpanied by a certification certifying that
the articles being inported are not excluded fromentry
because they do not fall within the scope of the order
(i.e., are not for use in nediumduty or heavy-duty
trucks), or that the articles are replacenent parts for
use in existing AMI systens installed prior to the
i ssuance of the order.

Id., Exhibit 8, p. 3 (enphasis added).

What ever the answer to the questions of Congress and the
court, CBP' s current formof certification, which was consented to
in court by agency counsel on August 12, 2005, is not in accordance
with the | aw governing this case.

(b)

As for the second of plaintiff's "overriding" issues, of
course the ITC cannot refrain from taking steps wthin its
authority to ensure that its orders are enforced consistent with
the law, nor is there any evidence on the record herein to the
contrary. Indeed, at the outset of the hearing its counsel cor-
rectly viewed plaintiff's requested equitable relief "as being
agai nst Custons, rather than against anything that the Conm ssion
has done." Aug. 24 Tr., p. 17.

More so than ever, the public has a strong interest in
protecting and enforcing, when need be, U S. intellectual property
rights. It also has such interest in fair, if not genuinely free,
trade anong the nations of the world, which interest is not neces-

sari|ly advanced by overl y-aggressive, even |litigious or nonopoli st -
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ic, practices. This case seens to have elenments of all these phe-
nonena, but the court cannot find that whatever their precise
bal ance ti ps against grant of the prelimnary relief for which the
plaintiff prays. Surely, it is not in the public interest to per-
mt CBP not to carry out the precise mandate of the U. S. Interna-
tional Trade Conm ssion.

As for the bal ance of any resul tant hardshi ps that a pre-
[imnary injunction could entail, the court cannot fathomhowits
direct object, CBP, would be injured. O course, wtnesses for
both plaintiff Eaton Corporation and intervenor-defendant Arvin-
Meritor, Inc. took the stand at the hearing to testify as to how,
from their particular perspectives, this case could cause their
respective sky to fall, to borrow a cl osing nmetaphor of counsel on
both sides. See Aug. 25 Tr., pp. 183, 195. Suffice it to state
that the record devel oped has evidence of injury to both firns that
could be exacerbated by this case. Conpare Aug. 24 Tr., pp. 132-
35, 166; Plaintiff's Exhibit 2, paras. 21-22 with Aug. 25 Tr., pp.
92-160. Until such tinme as the I TCissues the advisory opinion re-

quested by the respondents before it?*®, however, the court cannot

“ Plaintiff's counsel informed the court on Septenber 7,
2005 that the I TC ALJ has

deni ed the Mdtion for Summary Determ nation
sought by the section 337 respondents as to non-
infringenment of their redesigned Freedonii ne AMI
pr oduct .

Cf. [Proposed] Answer of Defendant-Intervenor ArvinMeritor, Inc.,
para. 7, supra.
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find as a matter of public fact herein that they are no longer in
vi ol ati on of an Eaton Corporation patent and thereby entitled to an

unencunber ed bal anci ng of their clainmed hardship.

The Court of Appeals for the Federal Circuit has opi ned
t hat the

very nature of the patent right is the right to exclude
others. Once the patentee's patents have been held to be
valid and infringed, he should be entitled to the ful
enjoynent and protection of his patent rights. The
i nfringer should not be all owed to continue his infringe-
ment in the face of such a holding. A court should not
be reluctant to use its equity powers once a party has so
clearly established his patent rights.

Smith Int'l, Inc. v. Hughes Tool Co., 718 F.2d 1573, 1581 (1983).

Furthernore, in

matters involving patent rights, irreparable harm has
been presunmed when a clear show ng has been made of pa-
tent validity and infringenment. This presunption derives
in part fromthe finite term of the patent grant, for
patent expirationis not suspended during litigation, and
t he passage of tinme can work irrenedi able harm

Bell & Howell Docunment Mnt. Products Co. v. Altek Systens, 132

F.3d 701, 708 (Fed.CGr. 1997), quoting wth continuing approva
H.H Robertson, Co. v. United Steel Deck, Co ., 820 F.2d 384, 390

(Fed.Gir. 1987).

Here, of course, there is a clear show ng of patent
validity but not yet of infringenent thereof by the ITC respond-

ents' redesigned FreedonlLine AMIs. That issue is properly still
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before the Comm ssion. But the essence of its clarification on
August 26, 2005 to CBP with regard to that redesign's entry into
the United States is caution-- for the tine being, which would al so
be the essence of the requested prelimnary injunction. That is,
not to grant that interimrelief, and then to have the ITCformally
determ ne that the redesigned FreedoniLine still violates plain-
tiff's patent, would engender the irreparable harmthat the lawis

i ntended to prevent.

11

In view of the foregoing, plaintiff's notion for a pre-
[imnary injunction should be, and it hereby is, granted. The
defendants United States of Anerica and Departnent of Honel and
Security, United States Custons and Border Protection and their
of ficers, enployees, servants, successors and assigns are each
hereby forthwith enjoined until further order of the court from
permtting entry for consunption into the United States, entry for
consunption froma foreign trade zone, or withdrawal froma ware-
house for consunption, of that nerchandi se manufactured abroad by
or on behal f of, or inported by or on behalf of, ZF Friedrichshafen
AG ArvinMeritor, Inc., or ZF Meritor, LLC or any of their af-
filiated conmpani es, parents, subsidiaries, or other related busi-
ness entities, or their successors or assigns, that has been or
still is within the purview of the investigation of the United

States International Trade Conm ssion pursuant to 19 U S. C. 81337
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sub nom Matter of Certain Automated W©Mechanical Transni ssion

Systens for Medium Duty and Heavy-Duty Trucks and Conponents Ther e-

f, Inv. No. 337-TA-503, and of the plain English' of the Limited

Exclusion Order, 70 Fed.Reg. 19,094 (April 12, 2005), and witten

clarification sent by the United States International Trade
Comm ssion to the Departnment of Honeland Security, United States
Custons and Border Protection on or about August 26, 2005, which
have issued as a result of the aforesaid Inv. No. 337-TA-503.

So order ed.

Dat ed: New York, New York
Sept enber 9, 2005

Thomas J. Aquilino, Jr.

Seni or Judge

' Aug. 24 Tr., pp. 16, 17, 26, 34, 44; Aug. 25 Tr., p. 193.



