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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLORADO

Civil Action No. 16-cv-00482-NYW

BALL DYNAMICS INTERNATIONAL, LLC,
a Colorado limited liability company,

Plaintiff,
V.

DEBORAH G. SAUNDERS, d/l?¢ WIZARD OF PAWS, aka DEBORAH SAUNDERS aka DR.
DEBBIE GROSS aka DR. DEBBIE GBSS SAUNDERS, an Individual,

MARTHA MCCORMICK, an Individual, and

TOTO FIT, LLC, a Connecticdimited liability company,

Defendants.

MEMORANDUM OPINION AND ORDER

Magistrate Judge Nina Y. Wang

This matter is before theart on Plaintiff Ball Dynamics lernational, LLC'’s (“BDI” or
“Plaintiff”) Motion for a Temporary Restrainin@rder (“Motion for TRO”). [#41, filed October
17, 2016]. The undersigned Magistrate Judgpadiss of the Motion for TRO pursuant to her
authority under 28 U.S.C. 8§ 636(c), Fed. R. Civ. P. 73, and D.C.COLO.LCivR 324#15].
The court has considered the Motion for TRO asdociated briefing, thapplicable case law,
and the comments offered by counsel dutimg October 21, 2016 Motion Hearing. For the
following reasons, the Motion for TRO GRANTED IN PART and DENIED IN PART .

PROCEDURAL BACKGROUND
BDI initiated this civil action on February 26, 2016, to assert six common law claims for

breach of contract, bad faith and ainf dealing, unjust enrichment, unfair
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competition/misappropriation of trade secrets, intentional interference with existing and
prospective business relations, amdl conspiracy. [#1 at 16-22].The action arises out of an
ultimately unsuccessful business relationshippvben BDI and Defendant Deborah G. Saunders
for services related to BDI's FitPAWS bran&ee[#1; #22]. On April 18, 2016, Defendants
Deborah G. Saunders, d/b/a Wizard of Pawdaabeborah Saunders, a/k/a Dr. Debbie Gross,
a/k/a Dr. Debbie Saunders (“Dr. Gross”), Martha McCormick, Boid Fit, LLC (collectively,
“Defendants”) filed an Answeand the following counterclaims:tentional misrepresentation;
negligent misrepresentation; tortious interferewd@@ prospective busiss relations; and breach

of the covenant of good faith arddir dealing. [#16]. BDI ifed an Answer to Defendants’
counterclaims on May 2, 2016. [#20].

On May 3, 2016, the court held a Scheduling @mrice at which it set certain pre-trial
dates and deadlines,cinding a discovery deadline ®dovember 4, 2016 and a dispositive
motions deadline of December 16, 2016. [#222]. On August 17, 2016, Dr. Gross filed a
Motion for Partial Judgment on the Pleadingg29]. BDI and Dr. Grosfinished briefing the
Motion for Partial Judgment on the Pleadings on September 26, 3@&539; #40].

BDI filed the Motion for TRO on October 12016. [#41]. In theensuing twenty-four
hours, Defendants filed a Response [#43] and BDI filed a Rpf#], followed by an
unopposed First Amended Complair@ee[#46]. The First Amended Complaint (“FAC”) adds
the following claims: violation of the Colorad@onsumer Protection Act (“CCPA”), C.R.S. § 6-
1-101, et seq. violation of the Anti-Cybersquattingddsumer Protection Act, (“ACPA"), 15
U.S.C. § 1125(d); violation adhe Lanham Act, 15 U.S.C. 1125(and trademark infringement

in violation of 15 U.S.C. 8§ 1114. The cotmld argument on the Motion for TRO on October



21, 2016, at which time Defendants tenderedDeclaration of Jonathan Hochma®ee[#48 at
48-2]. The court took the Motionnder advisement and instructed Plaintiff to respond to the
Hochman Declaration on or before Octola®, 2016. Plaintiff filed a timely Response on
October 27, 2016See#51]
FACTUAL HISTORY

The following facts are derived from the Complaint, the Motion for TRO, and the
Response thereto. BDI launched the FitPAWSa&Nd in 2009. The brand is specifically
designed as “canine conditioning and rehabilitapiooducts.” [#41 at 5]. On June 1, 2010, BDI
registered the trademark “FitPAWS” with the United States Patent and Trademark Office
("USPTQ?”) for a variety of classes of goods amavices. BDI lists its marks as follows:

June 1, 2010, Reg. No. 3,797,098: Physical rehabilitation and physical therapy
equipment for animals, namely, physicaiabilitation and physical therapy balls,
balance apparatus, agility training equent) strength training equipment, and
training harnesses all used for physicahabilitation ad physical therapy
animals.

June 1, 2010, Reg. No. 3,797,098: Exercasal conditioning equipment for
animals, namely, exercise and conditioning balls, balance apparatus, agility
training equipment, strength training equigamy and training harnesses, all used
for exercise and physical conditioning of aninals.

August 28, 2012, Reg. No. 4,199,563: Printedtrirctional, educational and
teaching materials in the fields of pioa therapy, rehabilitation, exercise,
conditioning and training for animals.

August 28, 2012, Reg. No. 4,199,564: Edwral services, namely, conducting
live classes, seminarsorferences and workshops the fields of physical
therapy, rehabilitation, excise, conditioning andraining for animals and
distribution of printed mateails in connection therewith in hard copy or electronic
format on the same topics.

! Though listed as a separate registration, thisgetethe same registration as above, but for a
different class of goods.



December 9, 2014, Reg. No. 4,653,151: Digital media, namely, digital video
discs, digital versatile discs, downtteble audio and video recordings, DVDs,
and high definition digital discs feaing physical therapy, rehabilitation,
exercise, conditioning and training programs for animals.
[#41 at 5 (citing #41-1)]. BDI asserts tmaark Reg. No. 3,797,098 has achieved “incontestable”
status and thus cannot tleallenged in litigation. I§l. at 6]

BDI has maintained and operated the wehsgwev.fitpawsusa.confrom November 2009

to present. From October 2009 through Noveni®015, “Wizard of Paws,” a limited liability
company controlled by Dr. Gross, was a dealdfit#AWS products in the United States. On or

about March 1, 2011, Dr. Gross entered intdratependent Contractor Consulting Agreement

with BDI to provide consulting seices (the “Agreement”). [#1 at § 20; #1-1]. Pursuant to the
Agreement, Dr. Gross served as a paid independent contractor and acted as a spokesperson for
BDI and the FitPAWS brand. [#41 at 6].

On October 13, 2015, Dr. Gross and Ms. Mcdoknerganized Defendant Toto Fit, LLC
(“TotoFit"). [#1 at 1 43]. On or arounddvdember 19, 2015, Dr. Gross ended her relationship
with BDI. [ld. (citing #41-3)]. The termination and dudion of Dr. Gross and BDI's Agreement
are in dispute in this action. [#41 at 6ke alsd#1 at {1 70-76]. On aabout November 19,
2015, TotoFit filed a federal trademark application for TotoFit for goods BDI contends are
identical to FitPAWS'’s productshe application sgrifies September 17, 2015 as the date the
goods were first used in commerce. [#1 48] Following a round of correspondence with Dr.

Gross and Ms. McCormick about the Partiedigdiions under the Agreement, BDI commenced

? In their Response, Defendants generally co®B4's claim of trade seets, but do not address
the validity ofthe mark protected by Reg. No. 3,797,0%e[#43 at 4 (“[tlhe email [between
Defendant Gross and Defendant Mc@ak] further demonstrates this Court the utter lack of
trade secrets, considering Plaiints providing this type of infamation to anyone included in an
email chain.”)].



an effort to enforce its legal rights under the Agreem&de[#41 at 6];see alsd#1 at | 49-
55].

By January 1, 2016, Ms. McCormick and Teitohad purchased the following domain
names: fitpaws.info; fitpaws.net; fitpaws.orfitpawsusa.biz; fitpawsusa.info; fitpawsusa.net;
fitpawsusa.org; and fitpawsusa.training (collectively, “FitPAWRLS”). [#41 at 6-7 (citing
#41-2)]. At the October 20, 2016 Motion Hearing, Beeties informed the court that a total of
eleven URLs had been disclosed. BDI asséras it did not authorize or otherwise approve
Defendants’ use of its traderkéfor the FitPAWS URLSs.

LEGAL STANDARD

Federal Rule of Civil Procedure 65 autlzes the court to enter preliminary injunctions
and issue temporary restraining orders. FedCiR. P. 65(a), (b). “When the opposing party
actually receives notice of the application for str&ning order, the procedure that is followed
does not differ functionally from that on anpdipation for a preliminary injunction and the
proceeding is not subject to any special requirdme 11A Charles Alaiwright & Arthur R.
Miller, Federal Practice and Procedure: Ci\g12951 (3d ed.) Becaufefendants have notice
of the Motion for TRO, and, indeed, filed a Resse, the court treats the Motion for TRO as a
motion for preliminary injunction.

A preliminary injunction is condered an extraordinary remed$ee, e.g., Wiat v. Nat'l
Res. Defense Council, In&55 U.S. 7, 24 (2008) (citation omitted) hus, the right to such
relief must be “clemand unequivocal.”Petrella v. Brownback787 F.3d 1242, 1256 (10th Cir.
2015) (quotingBeltronics USA, Inc. v. Mivest Inventory Distrib., LLC562 F.3d 1067, 1070

(10th Cir. 2009)). A party seeking preliminanjunctive relief must d#sfy four factors: a



likelihood of success on the merits; a likelihoodttthe movant will suffer irreparable harm in
the absence of preliminary relief; that the balasfcequities tips in the movant’s favor; and that
the injunction is in the public interesid. at 1257.

The primary goal of a preliminary injunctias to preserve the pre-trial status quo.
“Status quo” is defined to be the last uncons®atus between the pad that preceded the
controversy until the outcome of the final hearirfgee Schrier v. University of Colorgdé27
F.3d 1253, 1260 (10th Cir. 2005). Therefore, cours the following type®f injunctions with
caution: (1) preliminary injunctions that alteretlstatus quo; (2) preliminary injunctions that
require the nonmoving party toke affirmative action (“mandatory preliminary injunctions”);
and (3) preliminary injunctions &b give the movant all the refi it would be entitled to if it
prevailed in a full trial. RoDa Drilling Co. v. Siegal552 F.3d 1203, 1208 (10th Cir. 2009)
(citing O Centro Espirita Beneficiente Uniao Do Vegetal v. AshcB&® F.3d 973, 975 (10th
Cir. 2004) (per curiampffirmed,546 U.S. 418, 126 S.Ct. 1211, 163 L.Ed.2d 1017
(2006)). Movants who seek a digfaied injunction must demonstratesabstantiallikelihood of
success on the merits, as well as a heighteheding of the other three elementd. (citing O
Centrq 389 F.3d at 980).See also Fundamentalist Churchletus Christ of Latter—Day Saints

v. Horne 698 F.3d 1295, 1301 (10th Cir. 2012) (the movanst show that the factors “weigh

3 cf. Walmer v. United States Dep't of Defer® F.3d 851, 854 (10th Cir. 1995) (holding,
under a “modified likelihood of success” requiremehtthe movant has satisfied his or her
burden with respect to the irreparable injury, bedaof equities, and public interest factors, “the
movant may establish likelihood of success by shgwuestions going to the merits so serious,
substantial, difficult and doubtful, as to make ig®ues ripe for litigation and deserving of more
deliberate investigation.”)See Colorado Rail Passenger Ass’n v. Federal Transit AdiNos.
09-cv-01135-REB, 10-cv—00462—-REB, 2010 Wa49790 (D. Colo. Mar. 3, 2010)
(“assuming’ theWalmerstandard is still viable.”).



heavily and compellingly” in his or her favorlhe court may grant a disfavored injunction only
if the moving party demonstratéisat the “exigencies of the @sequire extraordinary interim
relief,” and satisfieshe heightened burderRoDa Drilling, 552 F.3d at 1209 (citin@ Centrq
389 F.3d at 978). “The determination of whetla@ injunction is mandatory as opposed to
prohibitory can be vexing,” but the United Sta@surt of Appeals for the Tenth Circuit (“Tenth
Circuit”) has explained that mandatory injunction affirmately requires the non-moving party
to act in a particular waySchrier, 427 F.3d at 1261. Whether teu® a preliminary injunction
lies in the sound discretiaf the trial court.See idat 1208 (citations omitted).

ANALYSIS

BDI asserts that Defendants “must be résé to preserve the status quo and protect
against further irreparablinjury.” As discuss® above, the status quo ‘ihe last uncontested
status between the parties iath preceded the controversy linthe outcome of the final
hearing.” Dominion Video Satellite, Inc. v. EchoStar Satellite Ca2p9 F.3d 1149, 1155 (10th
Cir. 2001) (quotingSCFC ILC, Inc. v. Visa, USA In@36 F.2d 1096, 1100, n.8 (10th Cir.
1991)). In determining the status quo for prelimipanjunctions, the court “looks to the reality
of the existing status and relatiship between the parties and Botely to the parties’ legal
rights.” 1d.

BDI asserts that the “last uncontested stagtgveen that parties [sic] which preceded the
controversy would be prior to ¢hlaunch’ of the TotoFit.com vsite and its Facebook page.”
[#41 at 9]. Defendants frame tRarties’ status quo as “Plaintif operating its business and
Defendants are operating their business.” [#43 at 5]. The court is not fully persuaded by either

Party’s assertion, and finds, rather, thatdtedus quo dates to on or around November 19, 2015,



when Dr. Gross terminated the AgreemerBased on the Complaint, Dr. Gross and Ms.
McCormick had organized TotoFit and launcheel @ssociated Facebook page by November 19,
2015. See[#1 at 11 42, 43]. Were tleourt to date the status quo“mrior to the ‘launch™ of
TotoFit, it would effectively rule on the merits thie bulk, if not the entitg, of BDI's claims. A
preliminary injunction is not intended to pro@&usuch an outcome or disposition.

The court now turns to the factors identifedabve, and begins by noting that BDI seeks a
mandatory injunction because it would have the court compel Defendants to take certain action.
BDI also seeks a prohibitory junction because it would hawbe court prohibit Defendants
from taking certain actions. €hefore, with respect to requests such as, and for example,
compelling Defendants to publish a communicatiomhim trade press informing the public that
they directed FitPAWS internet traffic to theelves, BDI must satisfthe heightened showing
required in this Circuit. In #hend, however, undeitlger standard, thisourt reaches the same
conclusion.

l. Relief Sought

The court paraphrases BDI’s request for injurectiglief as follows. First, Plaintiff asks
the court to restrict Defendants from: using tRitPAWS” or “FitPAWSUSA” marks; using any
“unauthorized colorable imitation of the ‘FAWS’ or ‘FITPAWSUSA’ marks”; engaging in
false representations, descriptioasdesignation of origin with epect to these marks; engaging
in activity that constitutes aolation of the CCPA, the ACGR and the Lanham Act; operating

the website located atww.totofit.compending a trial on theerits of this action; and offering

products for sale at the website locatednatv.totofit.com [#41 at 2-3]. Next, Plaintiff asks the

court to order Defendants to: provide a list of all customers, and accompanying contact



information, who purchased products framvw.totofit.cony publish “a communication in the

trade press,” in a form acceptable to Plainttifit notifies the public #t “Defendants directed
FitPAWS internet traffic [sic] to the Defeadts,” and that Deferaahts’ products are not
affiliated with FitPAWS; provide to BDI a listentifying “each and every domain, URL, and/or
website owned, managed or controlled by anyhef Defendants”; verify under oath that no
domain, URL and/or website otolled by Defendants “poistdirects anyondo a website
owned, managed or controlled by any of tefendants”; and submit their Information and
Technology and social media presence and activigDbfor an audit at Defendants’ expense.
[Id. at 3-4].

In support of this requestelief, BDI asserts that it ner authorized or approved
Defendants to use its trademarks for FitPBWRLs, Defendants newendicated through
disclosures or discovery respessthat their FitPAWS URLs &sted, and BDI did not suspect
that the FitPAWS URLs exigle [#41 at 7]. BDI contendthat on October 14, 2016, it
discovered eight URLs containing BDI's FitP/AAand FitPAWSUSA marks, and learned that

five of these URLs had “redirected” gt internet traffic to Defendantsivww.totofit.com

website. [d. (citing #41-4; #41-5)]. BDI asserts itsasonable belief that FitPAWS customers
have been “unknowingly purchasing TotoFit prodiicasd that consumers “have been confused
by an apparent association between FitPAWS TotdFit—an association that does not exist.”
[Id. at 8]. Counsel for BDI informed coundelr Defendants of the eight URLs; counsel for
Defendants advised on Octoldés, 2016 that the URLs had been “shut downd:] [

Defendants respond that the Motion for TRO is unnecessary because the URLs

complained of herein have been shut doway ttho not oppose Plaintiff amending its Complaint



to add facts pertinent to the URLand they will not object to additional discovery. [#43 at 2].
Defendants also allude to allegeliscovery violations perpetudtdy Plaintiff, but this court
declines to address those arguments asatepot germane to the instant Motion.
Il. The Parties’ Arguments

A. Success on the Merits

BDI asserts that it is “likely to prevaildon its claims that Defendants are liable for
trademark infringement and have violated theham Act and ACPA. [#4at 10-12]. Plaintiff
did not assert these claims in its Complaint, datiter introduced them in the FAC that it filed
after the Motion for TRO. See[#43; #46]. Defendants do not pide a response to Plaintiff's
argument regarding its likelihood of success on thesms| other than to assert that “[m]any of
Plaintiff's allegations in the Mon fail to contain any citation® exhibits.” [#43 at 3].

1. Trademark Infringement

In the FAC, Plaintiff asserts that Defentia are liable for tradeank infringement under
15 U.S.C. § 1114. “[lln order to establish tradekninfringement, a plaintiff must prove the
validity of the mark it seeks to protect and matsto prove that the us# a similar mark by
defendant is ‘likely to cause confusion in therked place concerning the source of the different
products.” USA Network v. Gannett Co., In684 F. Supp. 195, 198 (D. Colo.
1984) (quotingeer Nuts, Inc. v. Clover Club Foods Coll F.2d 934, 940 (10th Cir. 1983)).

As to the first factor, the registration afmark is prima facie evidence of the owner’s

exclusive right to use the mark gyistered in connection with seres stated in the registration.

* The court considers the challenge of grantimyediminary injunction due in part to a party’s
likelihood of success on the merits, where thelililk®d of success pertains to claims that did
not exist at the time the party moved for thgumction. In light of the court's ultimate
disposition of the Motion fof RO, it declines to pass dhis precise question.

10



USA Network584 F. Supp. at 198 (citing 15 U.S.C. 88§ 4(@®) and 1115(a)). As to the second
factor, “[c]lonfusion occurs when consumers makeincorrect mental association between the
involved commercial productsr their producers.”John Allan Co. v. Craig Allen Cad540 F.3d
1133, 1138 (10th Cir. 2008) (quotidgrdache Enter. v. Hogg Wyld, Lt@28 F.2d 1482, 1484
(10th Cir. 1987)). Whether the use of a mark result in likelihood of confusion is a question
of fact. Id. (citation omitted). Courts examinexsnon-exhaustive factors to determine
likelihood of confusion: (1) the degree of simitarbetween the mark42) the intent of the
alleged infringer in adopting the mark; (3) este of actual confusiofd) similarity of
products and manner of marketin) the degree of calékely to be exetised by purchasers;
and (6) the strength or weakness of the maikis(internal quotations omitted). “The party
alleging infringement has the burden mfoving likelihood of confusion.”ld. See als&P
Permanent Make—Up, Inc. v. Lasting Impression I, ,15843 U.S. 111, 118 (2004) (“It is
evident...that 8§ 1115(b) places a burden pifoving likelihood of confusion (that is,
infringement) on the party charging infringemieeven when relying on an incontestable
registration...”).

BDI asserts only that its FitPAWS mark Heeen registered with the USPTO for multiple
classes of goods and services, one mark haseattaimcontestable” statuand that Defendants’
use of the FitPAWS mark has caused confusiothénmarketplace. [#41 at 10]. Plaintiff has
submitted the registration of the word mark, “FitPAWS,” which is live on the Principal
Trademark Register since Jude 2010, and pertains to phyaicrehabilitation and physical
therapy equipment for animals and exercise @tlitioning equipment for animals. [#41-1].

While Defendants generally appear to contést validity of the trademark, they fail to

11



specifically raise a validity coention in their Resporsto the Motion for TRO. Therefore, for
the sole purpose of consideringtimstant Motion, the court concluléat Plaintiff is likely to
prevail that the mark is valid.

However, BDI offers no argument or aagpanying support for the second inquiry
regarding confusion. Plaintiff Bahe burden to demonstrate comduas and in thisCircuit, the
likelihood of confusion is question of factSee General Motors Corp. v. Urban Gorilla, LLC
500 F.3d 1222, 1227 (10th Cir. 2007). The Parties preder evidence in threpapers or at the
hearing to establish confasi among consumers. At the hearing, Defendants offered a
Declaration of Jonathan Hochmawho attested that “[tlhers no evidence presented in the
Motion that anybody in the market was made avadrthe [| URLsS.” [#482 at | 7]. Plaintiff
urges the court to ignore Mr. Hochman’'s stagata. [#51]. The court need not credit Mr.
Hochman’s statement to find th&aintiff has failed to carryts burden of offering some
evidence that it is likely to succeed on the maearding confusion. There is no evidence of
actual confusion, such as a thpdrty statement that she or teached these URLs inadvertently
while seeking Plaintiff's products. To succeedlo® Motion for TRO, Plaintiff must offer more
than bare allegationsSee Whitington v. OrtiZ07 F. App’'x 179, 194-96 (10th Cir. 2009);
Ogden v. Sedgwick Cty. Dist. Attorney’s Offide. 11-3124-SAC, 201®/L 235575, at *1 (D.
Kan. Jan. 25, 2012) (“Plaintiff has the burden establish his right to such [preliminary
injunctive] relief by clearproof, and he may not rest onrbaallegations.”). Furthermore,
Plaintiff carries a heightened burden becausseéks a disfavored injunction. BDI does not
acknowledge this distinction, and has not demonstrasetbstantiallikelihood of success on the

merits of this claim.

12



2. False Designation of Origin

BDI next asserts that Defendants are lkabbr Trademark Infringement and False
Designation of Origin under 15 U.S.C. 8§ 1125(é8ection 43(a) of the Lanham Act, prohibiting
the use of false designations of origin, protemainst service mark infringement even if the
mark has not been federally registere@dnchez v. Coors Brewing C&92 F.3d 1211, 1215
(10th Cir. 2004) (quotation marks and citationitbead). In order to prevail on an action under §
43(a), a plaintiff must establish)(the mark is protectable; arfd) “the defendant’s use of an
identical or similar mark is likely to cause confusion among consumdrat 1215 (brackets,
guotation marks, and citation omitted). “To Ipeotectable, a mark must be capable of
distinguishing the productsr services it marks from those of otherdd. at 1216 (brackets,
guotation marks, and citation dted). The test examininghe “likelihood of confusion”
applicable to trademark infringement applies equally to BDI's claim
of false designation of origin molation of 15 US.C. § 1125(a).

Again, for the purpose of the instant Motiaie court concludeshat Plaintiff has
established that the mark is protected. B again fails to demonstrate a substantial
likelihood of success on the merits because tierasufficient evidence of confusion among
consumers. Plaintiff statesnly, “Defendants’ marketing and sales of canine products to
FitPAWS customers in an industry in which the ‘FitPAWS’ and ‘FitPAWSUSA’ marks have
been synonymous with BDI/FifRNVS for over seven years ande of BDI's ‘FitPAWS’ and
‘FitPAWSUSA’ marks in the processis.likely to continue to causeonfusion...” [#41 at 11].

Cf. Electrology Laboratory, Inc. v. Kunz&69 F.Supp.3d 1119, 1157 (D. Colo. 20{&)ing

evidence of nonparties’ confasi resulting from defendant’s tantional use of plaintiff's

13



product as his own). Theiis no information inhe record regarding the size of the market, the
sophistication of the emsumers, or the number of consens who even had access to the
offending URLs. The court has received insuént evidence (indeed, no evidence) at this
juncture supporting Plaintiff's claim for viation of 15 U.S.C. § 1125(a), and thus | cannot
conclude that BDI has a likkood, let alone a substantielihood, of prevailing on the merits
of this claim.
3. ACPA
Finally, in support of the Motion for TRBDI asserts a likelihood of success on the
merits of its ACPA clain?. Pursuant to the ACPA, a cyberstigais potentially liable to the
owner of a protected miaif that person:
(i) has a bad faith intent farofit from the mark...; and
(ii) registers, traffics in, or uses a domain name that-
() in the case of a mark that isstinctive..., is identical or confusingly
similar to that mark;
(1) in the case of a famous mark...,igentical or confusingly similar to
or dilutive of that mark; or
(1) is a trademark, word, or nanmmotected by reason of section 706 of
Title 18 or section 220506 of Title 36.
15 U.S.C. § 1125(d)(1)(A). Accordingly, BDI mudemonstrate: (1) its mark is protected as
specified in the statute and was so protectetietime of registration of its domain name; (2)
the FitPAWS URLs are identicakr confusingly similar to th&DI's mark; and (3) Defendants
used or registered the FitPAWS URkgh bad faith intent to profitCleary Building Corp.674

F.Supp.2d at 1263 (citindtah Lighthouse Ministry v. Foundation for Apologetic Info. &

® “The ACPA was enacted in 1999 in respon® concerns over the proliferation of
cybersquatting-the Internetrsion of a land grabCleary Building Corp. v. David A. Dame,
Inc., 674 F.Supp.2d 1257, 1263 (D. Colo. 2009) (quotiimgual Works, Inc. v. Volkswagen of
America, Inc.238 F.3d 264, 267 (4th Cir. 2001)).

14



Res. 527 F.3d 1045, 1057 (10th Cir. 2008)).

Based on the registration of the “FitPAWS” mdanark and Defendants’ failure to argue
otherwise, this court concluglefor the purpose of this ACPA claim that BDI's mark is
sufficiently protected. See USA Network584 F. Supp. at 198 (citing1l5 U.S.C. 88
1057(b) and 1115(a)). Unlike the trademark magi BDI need not establish a likelihood of
confusion from the perspective afthird-party, only “an identicalr confusingly similar” mark.
The court finds that Plaintiff is likely to saeed in establishing that the FitPAWS URLs
(fitpaws.info, fitpaws.net, fitpaws.org, féywvsusa.biz, fitpawsusafo, fitpawsusa.net,
fitpawsusa.org, and fitpawsusaitiag) are confusingly similar t®laintiff's FitPAWS mark, as
they expressly incorporate “fitpaws” anterely change the domain extensiddee Cleary674
F. Supp. 2d at 1264 (citing McCarthy on Tradeks 8§ 25:78 (“The addition in the accused
domain name of generic or descriptive matteth® mark will usually not prevent a finding of
confusing similarity”);DaimlerChrysler v. The Net Inc388 F.3d 201 (6th Cir. 2004) (accused
domain name “foradodge.com” is confusinglgnilar to the trademark DODGE for autos)).

Therefore, this court must next considehether Plaintiff has adequately proven
likelihood of success on the merits ashte element of bad faith. As txearycourt observed,
the Senate Judiciary Committeeits report on the ACPA advisedaththe consideration of “bad
faith” within the context of the statute meatintent to trade on #h goodwill of another’s
mark.” 674 F. Supp. 2d at 1264 (citing S.R8jm. 106-140, at 9 (1999) (Conf.Rep.)). “The
ACPA enumerates nine nonexclusive factors tosafise court in determimg whether the use of

a trademark involves a bad faith intent to profitd. (citing 15 U.S.C. § 1125(d)(1)(B)(iY).

® These factors are set forth as:

15



“These factors are designed to balance the ptppeterests of trademark owners with the
legitimate interests of Internet users and othdre seek to make lawful uses of others’ marks,
including for purposes such as comparativiveatising, comment, criticism, parody, news
reporting, fair use, etc.ld. (quoting H.R.Rep. No. 106-412, at 10 (1999) (Conf.Rep.)). Given
the prior relationship between BDI and Defertdathe electronic nilacorrespondence between

the principals of Defendants witlegard to BDI, and the undisputed fact that the Parties in this
action are competitors, this court concludes that Plaintiff has established a likelihood of success

on the merits on the element ofdbfaith. Indeed, common sensgggests that the direction of

() the trademark or other intellectual propertyhtis of the person, if any, in the domain name;
(1) the extent to which the domain name consiétthe legal name of the person or a name that
is otherwise commonly used identify that person;

(111) the person's prior use, if any, of the domaame in connection with the bona fide offering
of any goods or services;

(IV) the person's bona fide noncommercial or tee of the mark in a site accessible under the
domain name;

(V) the person's intent to divert consumergnirthe mark owner's online location to a site
accessible under the domain name that couldh lthe goodwill represented by the mark, either
for commercial gain or with the intent to tesim or disparage the marby creating a likelihood

of confusion as to the source, sponsagrséiffiliation, or endosement of the site;

(V1) the person's offer to transfer, sell, or athise assign the domain name to the mark owner
or any third party for financiagain without having used, or hag an intent to use, the domain
name in the bona fide offering of any goods avises, or the personmior conduct indicating a
pattern of such conduct;

(V1) the person's provision of material and railing false contact information when applying
for the registration of the domain name, the pe's intentional failure to maintain accurate
contact information, or the person's prionduct indicating a padtn of such conduct;

(VIII) the person's registration or acquisitionrabiltiple domain names which the person knows
are identical or confusgly similar to marks of others thatre distinctive at the time of
registration of such domain names,dilutive of famous marks afthers that are famous at the
time of registration of such domaiames, without regard to the goamsservices of the parties;
and

(IX) the extent to which the mark incorporatediwe person's domain namegistration is or is
not distinctive and famous within the m@amof subsection (a)f this section.

15 U.S.C. § 1125(d)(1)(B)(i).
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traffic with the use of the FitPAWS URLs tbefendants’ website was for the purpose of
commercial gain. Therefore, the court conchutleat Plaintiff has established a likelihood of
success on the merits as to the cybersquatting clé®e Am. Acad. of Husband-Coached
Childbirth v. ThomasNo. 10-CV-2899-CMA-MEH, 2010 W15184779, at *5 (D. Colo. Dec.
15, 2010) (finding a likelihood of success on its e¢gheatting claim in recognizing that he
demonstrated “effort to capitalize from [dher's] Marks is exactly the type of unfair
competition that the Anti—-CybersquattiAgt is designed to prohibit”).

The court expressly notes that its findindgpased on limited evidence, certainly evidence
less complete than in a trial on the meri®ee Heideman v. S. Salt Lake Ci348 F.3d 1182,
1188 (10th Cir. 2003) (citing/niversity of Texas v. Cameniselpl U.S. 390, 395 (1981)). And,
the Federal Rules of Evidence do not gdpl preliminary injunction hearingsSee id(citations
omitted). BDI quoted many of the factorsucts consider in determining bad faidee[#41 at
11-12], and yet did not fully address or apply afiythose factors to the circumstances here.
Thus, the court reminds the Parties that theadision with respect to the ACPA claim is not a
disposition on the merits; lidhy is left for another day.

B. Irreparable Harm

A plaintiff establishes irrepabde harm by demonstrating “agsiificant risk that [it] will
experience harm that cannot be compensatiéer the fact by monetary damagesRoDa
Drilling, 552 F.3d at 1210 (quotir@reater Yellowstone Coal. v. Flowe&21 F.3d 1250, 1258
(10th Cir. 2003)). See also Weinberger v. Romero-Barcel66 U.S. 305, 312 (1982) (The
grounds for injunctive relief “in the federal coutias always been iparable injury and the

inadequacy of legal remedies,” and “to protgebperty rights agaimsinjuries otherwise

17



irremediable”) (citations omitted). To cditste irreparable harm, the injury cannot be
speculative but “must be certain, greattual and not theoreticalMeideman v. South Salt Lake
City, 348 F.3d 1182, 1189 (10th Cir. 2003) (intergalbtations and citations omitted). In
addition, conclusory statements are ingudint to establish irreparable harrominion Video
Satellite 356 F.3d at 1261.The court must also determine if the harm is likely to take place
before a ruling on the merit®2oDa Drilling, 552 F.3d at 1210.

BDI argues that it has “no wabf knowing that all infringng websites will remain ‘shut
down™ or that “all websites were indeed ‘shiddwn.” [#41 at 14]. BDI additionally asserts

that information may be “hidden” or “coded” in theww.totofit.com website that makes

improper use of or otherwise infringes on BDI's marksd.][ BDI insists that granting the
preliminary injunction “is the only way” to prevefurther injury to it, and also preserve the
status quo, evidence, and BDI's ability to discover relevant evidehd¢. Qefendants respond
that there is no threat of harm because they hleady “shut down all relevant websites.” [#43
at 7 (citing #43-1)].

The court takes at face value defense counsgiesentation as anfficer of the court;
however, the court also ponderstttwithout some typef order, nothing serves to prevent
Defendants from reactivating the websitesWhile BDI does not explain why an award of
monetary damages would not adequately comgtenit for any damages suffered, the court
nonetheless concludes thaistfactor weighs in favor of resiog the status quo &nin the event
BDI ultimately prevails on its claims.

C. Balance of Equities

" To the extent that Defendants have offeredransfer the FitPAWS URLs to Plaintiff, this
court will leave such transfer up to the Parties.
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In light of the above findings, the court fintkeat the balance of equities tips slightly in
favor of Plaintiff with respecto a preliminary injunction as tthe FitPAWS URLs. The court
thus enjoins Defendants from using the FitPAWS URLs pending the outcome of this litigation,
noting Defendants’ willingness to cease and desi8s for the additional relief sought by
Plaintiff, this court finds that BDI has failed to carry its burden oflbdistaing a right to such
extraordinary preliminary relief, particularly givehat Plaintiff seekslla(and in some cases,
more than) the relief to which it would betiéled should it prevail in this actionSeeGen.
Motors Corp. v. Urban Gorilla, LLC500 F.3d 1222, 1230 (10th Cir. 2007) (affirming the denial
of plaintiff's motion for preliminary injunctiorand holding that the sfirict court “properly
considered the financial hardship to [defant] that would result from a preliminary
injunction”); see alsdBuca, Inc. v. Gambucci’'s, Incl8 F. Supp. 2d 1193, 1211 (D. Kan.
1998) (denying a motion for preliminary injunctioadause the requested injunctive relief would
disturb the status quo and sesly impair defendant’s aliyf to continue operating).

D. Public’s Interest

BDI asserts that “actual consumers and fhublic at large willbe protected from
Defendants’ continued deception and misrepried®ns,” and by grdimg the preliminary
injunction, the court upholds comne&l ethics and prevents camser confusion. [#41 at 15].
Defendants do not address the dioes of the public’s interest. At this juncture in the
proceedings, this final factor meutral to the court’s analysis.

CONCLUSION
For the reasons set forth hereid, IS ORDERED that Plaintiff Ball Dynamics

International, LLC’s Motion for a Traporary Restraining Order [#41] GRANTED IN PART
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and DENIED IN PART:

DATED:

Defendants shall cease and desist ftbenoperation of the FitPAWS URLS;

Defendants shall not resume any activwitith the FitPAWS URLs until otherwise

ordered by the court;

Defendants shall not obtain any otherlldRncluding the term “FitPAWS;” and

All other requested relief BENIED.

December 1, 2016 BY THE COURT:

s/NinaY. Wang
UnitedStatesMagistrateJudge
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