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/s/ Richard G. Andrews
ANDREWS, UNITED STATES DISTRICT JUDGE:

Before me is Defendant’s motion to dismiss for failure to state a claim. (D.I. i&ye
considered the parties’ briefing. (D.I. 18, 21, Blgcause | find thatome ofthe asserted claims
of the patents at issul notsatisfy the test for eligibility under § 101 of the Patent Act, | will
grant Defendant’s motion in part and deny it in part.

l. BACKGROUND

Plaintiff filed this patent infringement lawsuit asserting infringement of “at least claim 1
of U.S. Patent Nos. 9,098,526 (“the '526 patent”) and 10,015,254 (“the 254 patent”) on July 22,
2019. (D.l. 1). Plaintiffs submitted a First Amended Complaint on November 12, 2019 further
asserting claim 1 of U.S. Patent Nos. 8,694,590 (“the 590 patent”) and 7,879,225 (“the '225
patent”)! (D.I. 15).

Defendant alleges that the Asserted Patents are invalid for claiming inelidygetsu
matter under 35 U.S.C. § 101. (D.l. 18 at 1). Specifically, Defendant alleges that the '526 and
'254 patents are diréad at the abstract idea of storing and retrieving data from a remote
location, that the 590 patent is directed to receiving, reformatting and deliveringgageesd
that the '225 patent is directed to communicating instructions to a remote reciglansame
manner as if to a local recipientd). Defendant also contends that the claims of the Asserted
Patents contain no inventive concept, merely implementing abstract ideas using common
computer components and functionality that were routine or conventitthait ).

. LEGAL STANDARDS

A. Rule 12(b)(6)

! Thefour patents are exhibits, 3, 6, and &tD.l. 15-1.
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Defendant moves to dismiss the pending action pursuant to Rule 12(b)(6), which
permits a party to seek dismissal of a complaint for failure to state a claim updnreiret
can be granted. Fed. R. Civ. P. 12(b)(6). According to Defendant, Plaintiffjsl@omfails to
state a claim because the asserted claims of the patenits are ineligible for patent
protection under 35 U.S.C. § 101. Patent eligibility under 35 U.S.C. § 101 is a threshold test.
Bilski v. Kappos561 U.S. 593, 602 (2010)herefore, “patent eligibility can be determined at
the Rule 12(b)(6) stage ... when thare no factual allegations that, taken as true, prevent
resolving the eligibility question as a mattd law.” Aatrix Software, Inc. v. Green Shades

Software, InG.882 F.3d 1121, 1125 (Fed. Cir. 2018).

When considering a Rule 12(b)(6) motion to dismiss, the court must accept as true all
factual allegations in the complaint and view them in the light most favorable to the plaintif
Umland v. Planco Fin. Sery$42 F.3d 59, 64 (3d Cir. 2008). Dismissal under Rule 12(b)(6) is
only appropriate if the complaint does not contain “sufficient factual mattespesctas true,
to ‘state a claim to relief that is plausible on its facAshcroft v. Iqgbal556 U.S. 662, 678
(2009) (quotingBell Atl. Corp. v. Twomb|ys650 U.S. 544, 570 (2007pee also Fowler v.

UPMC Shadysides78 F.3d 203, 210 (3d Cir. 2009). However, “a court need not accept as true
allegations that contradict matters properly subject to judicial notice exHibit, such as the
claims and patent specificatiorSeécured Mail Solns. LLC v. Universal Wilde, Jri8%3 F.3d

905, 913 (Fed. Cir. 2017) (cleaned up).

B. Patent-Eligible Subject Matter
Section 101 of the Patent Act defines patdigible subject magr. It provides:
“Whoever invents or discovers any new and useful process, machine, manufacture, or

composition of matter, or any new and useful improvement thereof, may obtain a pateot,theref



subject to the conditions and requirements of this title.” 35 U.S.C. § 101. The Supreme Court
recognizes three categories of subject matter that are not eligible for pdeemssof nature,
natural phenomena, and abstract id@éise Corp. v. CLS Bank Inf'673 U.S. 208, 216 (2014).
The purpose of these exceptions is to protect the “basic tools of scientific anddgataiol
work.” Mayo Collaborative Servs. v. Prometheus Labs., B8&6 U.S. 66, 86 (2012). “[A]
process is not unpatentable simply because it contains a law of oraguneathematical
algorithm,” as “an application of a law of nature or mathematical formul&bt@wan structure or
process may well be deserving of patent protectimh 4t 71 (internal quotation marks and
emphasis omitted). In order “to transform ampatentable law of nature into a patefigible
application of such a law, one must do more than simply state the law of nature while adding the
words ‘apply it.”” Id. at 72 (emphasis omitted).

In Alice, the Supreme Court reaffirmed the framework laitiodayo “for
distinguishing patents that claim laws of nature, natural phenomena, and abstsaitbidea
those that claim patesmigible applications of those concepts.” 573 U.S. at 217. First, the court
must determine whether the claims are drawngatantineligible conceptld. If the answer is

yes, the court must look to “the elements of the claim both individually and as an ‘ordered

combination™ to see if there is an “inventive concept.e., an element or combination of
elements that is ‘sufficient to ensure that the patent in practice amounts to giggificare

than a patent upon the [ineligible concept] itselid” (alteration in original). “A claim that
recites an abstract idea must include ‘additional features’ to ensure tfcaiitmé is more than a
drafting effort designed to monopolize the [abstract iddd].at 221. Further, “the prohibition
against patenting abstract ideas cannot be circumvented by attempting to limé tfiftiis

idea] to a particular technological enviroam.” Id. at 222 (quotindBilski, 561 U.S. at 610-11).



Thus, “the mere recitation of a generic computer cannot transform a peiegible abstract
idea into a patertligible invention.”Alice, 573 U.S. at 222

Patentability under 35 U.S.C. § 101 is a threshold legal iBsis&i, 561 U.S. at 602.
Accordingly, the § 101 inquiry is properly raised at the pleadings stage if it is apparerfiérom t
face of the patent that the asserted claims are not directed to eligible subjectSeatter.
Cleveland Clinic Found. v. True Health Diagnostics L.I869 F.3d 1352, 1360 (Fed. Cir. 2017),
cert. denied138 S. Ct. 2621 (2018). In these situations, claim construction meoessarily
required to conduct a 8 101 analysi®netic Techs. Ltd. v. Merial L1818 F.3d 1369, 1374
(Fed. Cir. 2016) (“[C]laim construction is not an inviolable prerequisite to a validity
determination under § 101.” (brackets in original, internal citations and quotationsd)jnitthe
Federal Circuit has held that the district court isnequired to address individuelaims not
identified by the non-moving party, so long as the court identifies a representativeraidiail a
the claims are substantially similar and linked to the same abstract@iedent Extraction &
Transmission LLC v. Wells Fargo Bank, Nat. As3T6 F.3d 1343, 1348 (Fed. Cir. 2014)
(internal quotation marks omitted).

1. Abstract Idea

“First, we determine whether the claims at issue are directed to [an abstrattAtiea]
573 U.S. at 217. “The ‘abstract ideas’ category embodies ‘the longstanding rule that dn idea o
itself is not patentable.’ld. (quotingGottschalk v. Bensod09 U.S. 63, 67 (1972)). “The
Supreme Court has not established a definitive rule to detewhiaiieconstitutes an ‘abstract
idea’ sufficient to satisfy the first step of thayo/Aliceinquiry.” Enfish, LLC v. Microsoft
Corp., 822 F.3d 1327, 1334 (Fed. Cir. 2016). The Supreme Court has recognized, however, that

“fundamental economic practice[sBilski, 561 U.S. at 611, “method[s] of organizing human



activity,” Alice, 573 U.S. at 220, and mathematical algorithBes)son409 U.S. at 64, are
abstract ideas. In navigating the parameters of such categories, courts heakygenght to
“compare clans at issue to those claims already found to be directed to an abstract idea in
previous casesEnfish 822 F.3d at 1334. “[S]Jome improvements in comptetated
technology when appropriately claimed are undoubtedly not abstichcit’1335. “[I]n
determining whether the claims are directed to an abstract idea, we must becanedid
oversimplifying the claims because ‘[a]t some level, all inventions... embody, uset, et
upon, or apply laws of nature, natural phenomena, or abstract ideag TLI Commc’'ns LLC
Patent Litig, 823 F.3d 607, 611 (Fed. Cir. 2016) (alterations in original) (qudiiilcg, 573 U.S.
at 217).

The specification is helpful in determining what a claim is “directedSe€ In reTLl,
823 F.3d at 611-1Ariosa Diagnostics, Inc. v. Sequenom, &8 F.3d 1371, 1376 (Fed. Cir.
2015). But while the specification may help illuminate the true focus of a claim, wibziag
patent eligibility, reliance on the specification must always yield to the claim laaguag
identifying that focusChargePoint, Inc. v. SemaConnect, Jr820 F.3d 759, 766-69 (Fed. Cir.
2019). This is because “the concern that drives” the judicial exceptions to patgnigbdne of
preemption,” and the claim language defines the breadtrcbfaaim.Alice, 573 U.S. at 216;
see Graver Tank & Mfg. Co. v. Linde Air Prods. (386 U.S. 271, 277 (1949) (“[I]t is the claim
which measures the grant to the patentee.”). Thus, as part of the “directed ysisahalso
consider whether a claimigily focused on an abstract idea (or other ineligible matter), whose
use the patent law does not authorize anyone to preSegpMayp566 U.S. at 72ee also
Alice, 573 U.S. at 223 (noting “the preemption concern that undergirds our 8101 jurisprigdence”

Ariosa Diagnostics788 F.3d at 1379 (“The Supreme Court has made clear that the principle of



preemption is the basis for the judicial exceptions to patentability.”). “[A] Bpaton full of
technical details about a physical invention may nonethel@sclude with claims that claim
nothing more than the broad law or abstract idea underlying the claims, thus preempting all use
of that law or idea.ChargePoint 920 F.3d at 769.
2. Inventive Concept

At step two, | consider whether the claims contain an “inventive concept suffficie
transform the claimed abstract idea into a patent eligible applicafibog 573 U.S. at 221
(internal quotations omitted). An “inventive concept” exists when a clagnite[s] a specific,
discrete implementation of the abstract idea” where the “particular arrangeheéements is a
technical improvement over [the] prior alBASCOM Global Internet Servs., Inc. v. AT&T
Mobility LLC, 827 F.3d 1341, 1350 (Fed. Cir. 2015). This focus on specificity is linked with
concerns about preemptiddee Amdocs (Israel) Ltd. v. Openet Telecom, 84d. F.3d 1288,
1306 (Fed. Cir. 2016) (finding claims eligible at step two because “they describefec speci
unconventional technological solution, narrowly drawn to withstand preemption concerns, to a
technological problem”).

To passstep two, the claim “must include additional features” that “must be more than
well-understood, routine, conventional activitdltramercial, Inc. v. Hulu, LLC772 F.2d 709,
715 (Fed. Cir. 2014) (internal quotations omitted). “If a claim’s only ‘inventive cdhisgihe
application of an abstract idea using conventional and well-understood techniquesitheslai
not been transformed into a patefigible application of an abstract ide®3G Tech LLC v.
Buyseasons, Inc899 F.3d 1281, 1290-91 (Fed. Cir. 8D1

II. DISCUSSION

A. The '526 and '254 Patents



The '526 patent and the '254 patent are titled “System and Method for Wireless Device
Access to External StorageBoth patents clairpriority to the same applicatiosserted Claim
1 of the '526 patent recites:

A wireless device comprising:

at least oa cache storage, one wireless interface, and program code configured to cause
the wireless device to:

establish a wireless link for the wireless device access to a storage space ofqatedef
capacity assigned exclusively to a user of the wireless dByiaestorage serveand

couple with the storage server across the wireless link to carry out a relqyestation
for remote access to the assigned storage space in response to the user fimtedse w
device performing the operation,

wherein the opration for the remote access to the assigned storage space comprises
storing a data object therein or retrieving a data object therefrom, the storingaf a da
object including to download a file from a remote server across a network into the
assigned storage space through utilizing download information for the file stored in said
cache storage in response to the user from the wireless device performing theropera
for downloading the file from the renmeserver into the assigned storage space.

('526 paent at5:61-6:15. Asserted Claim 1 of the '254 patent recites:
A wireless device accessing a remote storage space, the wireless device camprising
at least one cache storage for caching data received from the Internet, and
one computer-readable storage device comprising program instructions which, when
executed by the wireless device, configure the wireless device accessing tlge remot

storage spaceavherein the program instructions comprise:

program instructions for the wireless device establishing a communication link for
accessing the remote storage space served by a first server;

program instructions for the wireless device displaying the estotage space upon
receiving information of the remote storage space from the first serdger; an

program instructions for the wireless device coupling with the first serverrioadra
requested operation for accessing the remote storage spaceomseegpa user, through
the remote storage space displayed on the wireless device, performing the@wperati



wherein the operation being carried out for accessing the remote storage spacesompr

from the wireless device storing data therein or retngdata therefrom, the storing data

comprising to download a file from a second server across a network into the remote

storage space through utilizing information for the file cached in the cache stothge i

wireless device.
(254 patent at 5:64-6:24).

The '526 patent proposes the idea that “the storage of a server can be used as the external
storage for wireless devices:526 patent at 2:32-38). Claim 1 of the '526 patent is directed to a
wireless device (1) with a wireless link for access to an assigned seragesspace, (2) that
can remotely store a data object from the storage space, (3) which includes downdiadali
from a remote server into the storage space using download information from theswirele
device’s cachgSee idat5:61-6:15).Claim 2limitsthe data objeaiescribed in Claim 1o
“comprise[] a message or multimedia data of video, digital music, or digital pic{laeat
6:16-19. Claim 3makesthe user’s dedicated device one dphurality of storage devices.'ld.
at6:20-23. Claim 4specifiesthat download information transmitted to the storage server causes
data download.ld. at6:24-31) Claim 5 limitsthe wireless device to “one of a cell phone or a
persoml data and management device (‘PDA’)d.(at6:32-39. Claims 6 and 10ecite that data
can be saved in folders or “folder structurefd” t6:35-39; 6:53-5Y. Clains 7 and 8 dscribe
that folders and files can be deleted, moved, copied or renaltheat.§:40-49. Claim 9
describe access to the storage space using a web browseat§:50-59.2

The '254 patent purports to solve the same problem as the '526 patent, in a like manner.

(Se€254 patent at 1:21-33 (“This invention relates to wireless devices accessing and using

external storage spaces provided by one or more servers.”); 2:2Bh@3p54 patent recites the

2 Claims 1 to 10 are device claims. Claims2Dlare nortransitory computereadable medium
claims that essentially parallel the device claims.
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same steps for downloading data from a remote web server site into exteags float 5.6
32) and the same steps for retrieving data from the external statages(33-43). The '254
patent has aubstantially similar spefication as the '526 patent and both claim priorityite
same2003 patenapplication

Claim 1 of the '254 patent is directed to a wireless device that (1) has a coratiamic
link for accessing a first server storage space, (2) can display the réonatge space, (3)
couples with the first server to access the remote storage space to eitheatatoraetrieve
data and (4) includes downloading data from a remote server into the storage space using
download information stored in the wireless desamche(See254 patent at 5:64-6:24The
dependent claims do not add significant claim limitations. Claim 2 recites that download
information transmitted to the storage server cause the server to downl@ada fit 6:25-33).
Claim 3defines “download information” as file name and locatideh. t 6:34-37. Claim 4
describe displaying the remote storage space on a web browet §:38-43. Claim 5 makes
the wireless device “one of a cell phone, or a personal data assidthrat’q:44-46)Claims 6
and 7 describe the use of folders and that files and folders may be moved, copied, deleted or
renamed.Ifl. at6:4751, 6:5257). Claim 8describa the types of files that may be stored or
retrieved (e.g., messages, videos, music or pictutdsit:58-62.3

Because the asserted claims of the '526 and '254 patents are “substantiédiyasid
linked to the same abstract idehyill discuss them togethérSee Content Extraction &

Transmission LLC776 F.3cat 1348.

3 Claims 915 are server claims and claims2® are method claims

4“Courts may treat a claim as represgive . . . if the patentee does not present any meaningful
argument for the distinctive significance of any claim limitations not found in thesepative
claim.” Berkheimer v. HP In¢881 F.3d 1360, 1365 (Fed. Cir. 201Bgfendant asserts that

claim 1 of the '526 and claim 1 of the '254 patent are representative of the remaang) icl
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1. Abstract Idea

Defendant argues that the asserted claims of the '526 and '254 patents aed thrdue
abstract idea of “storing data to, or retrieving data from, a remote locatiargimgitransferring
data from one remote location to another,” merely using computers to automate basic huma
steps (D.l. 18 at 14-1% Plaintiff argues that the claims are not abstract because they are directed
to solving a problem with computer technology, namely, limited storage space on a wireless
device and unlimited access to information on the internet. (D.l. 21 at 8). Plaidfsathat
the patentgurther include claim elements that improve the wireless device by expanding
available storage using an interactive display of the remote storage $gpaatel 3-16).

The Federal Circuit hasstablished that the storage and retrieval of information is an
abstract concepintellectual Ventures | LLC v. Erie Indem. C850 F.3d 1315, 1330 (Fed. Cir.
2017). Storing data is a “generic computer function[rj.Fe TLI, 823 F.3d at 612. “[S]ending
and receiving information” over a network are “routine computer functidrge’indem. Caq.

850 F.3d at 1329In Intellectual VenturesILLC v. Symantec Corpthis Court invalidated a

claim for copying data to a remote location because the claim was directed to “thet atesdra

of backing up data.” 234 F. Supp. 3d 601, 607 (D. Del. 2@}, 725 F. App’x 976, 978 (Fed.

Cir. 2018) see alsaNVhitServe LLG. Dropbox, InG.2019 WL 3342949, at *4, *8 (D. Del. July

25, 2019) (invalidating claims directed to backing up data records), appeal pending, No. 19-2334
(filed Aug. 29, 2019). | do not see much difference between backing up data at a remote location

and increasing storage capacity by storing data at a remote location. Courts hauendlsloat

their respective patents. (D.I. 11 at 4 nPllaintiff disputes the representativeness of the claims.
(D.I. 21 at 3).Since only clainl of each of the '526 and '254 patents are expressly asserted, |
will principally address each claim 1 heend, for the motion at issuemerely conclude that

they are representative of the dependent claims that depend from them.
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such claims are directed to longstanding practices of human organi&sere.gWhitServe
2019 WL 3342949, at *§'lt is a well-understood practice of human organization that backup
copies [of data] are stored in a location separate and distinct from the origitiahdya
Symantec Corp234 F. Supp. 3d at 607 (“It is undisputed that institutions have long backed up
data”).

Plaintiff asserts that the claimed technology is not directed to an abdgadiacause
“the claims require synchronized operation of three separate computing device1 @& 7,
15). These include a remote storage server that allocates storage space to a uses,seineenot
on the Internet, and a local wireless devite. gt 15). Plaintiff does not, however, explain why
adding a third generic computing device would render the claimsiostnactNor does the
“synchronous operation” described in the briefing appear supported by the Gains.
ChargePoint 920 F.3cdat 766-69. Without more, | am not persuaded that the use of three devices
represents an improvement to computer technology or otherhésges the character of the
claims such that they are not directed to an abstract idea.

The components and processes recited in the asserted claims of both patents comprise
generic and conventional computer components and functions. Both pkgstribe the
“wireless device” as a generic “cellphone or PDAS26 patent at 2:29-32; '254 patent at 1:29-
33). Both describe “internal storage” of a computing system as comprising “hard disk drives
memory sticks, [and] memory” internally connected to a computing system. (‘526 patent at 1:31-
33; '254 patent at 1:29-33). Both patents describe “external storage” as consistiagdadisk
drives” and “memory card[s]”$26 patent at 1:41-45; '254 patent at 1:41-45), and the “web-
browser” as any “suitable software capable [of] communication with web sefxase [on a]

web server through the HTTP protocol” ('526 patent at 3:27-30; '254 patent at 3:26-29).
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Reciting tangible components does not make the claims less abstract where tbé asser
patents “mak(] clear that the recited physical components merely provide a generic environment
in which to carry out the abstract idefnre TLI, 823 F.3d at 61XClaiming “wireless devices”
operating over a communication network also does not make the idedsioactintellectual
Ventures | LLC v. Capital One Bank (USA92 F.3d 1363, 1366 (Fed. Cir. 2015) (“An abstract
idea does not become non-abstract by limiting the invention to a particular field of use or
technological environment, such as the Internet.”). The patents describe tha tséreliess

device,” “a storage server,” “a remote seraeross a network,” an@“storage serveér(See,

e.g, '590 patent at 5:61, 5:64-67, 6:5-10). The patents therefore use existing computer
functionality as a network dasdoragetiool and do not disclose nor claim any improved aspect of
the computer or networlSee Symantecorp, 234 F. Supp. 3d at 607.

Plaintiff argues that the pateciaims include “elements that allow the user to request
operations on the remote storage through [a] display on the wireless device giving a intuiti
user interface.” (D.l. 21 at 1856). The Federal Circuit has found patents eligible where “the
claims rejuire a specific, structured graphical user interface paired with a prescribed
functionality directly related to the graphical user interface’s strudtates addressed to and
resolves a specifically identified problem in the prior state of theEndding Techs. Int’l, Inc.

v. CQG, Inc, 675 F. App’x 1001, 1004 (Fed. Cir. 201That is not the case hefEo pass the

test set forth irAlice, the patent must describe how to solve the purported problem in a manner
that goes beyond asserting the “priteim the abstract.See ChargePoin®20 F.3d at 76%ee

also Finjan, Inc. v. Blue Coat Sys., In879 F.3d 1299, 1305 (Fed. Cir. 2018) (“[A] result, even

an innovative result, is not itself patentableThe claimed “display” is neither specific nor

structuredSee Trading Tech$675 F. App’x at 1004.
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The specificatiordoes not describe any “intuitiveness” problem with prior art user
interfaces or how the recited display resolves any such proBkeenChrgePoint 920 F.3d at
766.Plaintiff attempts to construe the “display” terms to “require-conventional use of
display information.” D.I. 21 at19). The patent, however, does not describe how any intuitive
user interface would work. The claimed “display” is neither specific nortated: The only
interface that is described in the specificatioageneric “webbrowser” that can “access and
browse any web-site on the internet, and Intranet.” ('254 pateéh#7; see also idat 3:26-29
(“[T]he web-browser . . . can be any suitable software tool, which is capalsi]to [
communication with web server software . . . .While | normally accept whatever claim
construction the plaintiff proffers at the Rule 12(b)(6) stagthdaxtent that Plaintiff argues
that the “display” termsnust be construed (D.I. 21 at 19), it is unclear what Plaintiff’'s proposal
is, and, in any event, whatever structure Plaintiff has in mind does not make the claims non-
abstract.

Plaintiff also agues that there is a dispute regarding the terms “cache” or “cache storage”
that require construction before this Court can rule on Defendant’s motion. Accarding t
Plaintiff, a person of ordinary skill in the art would understand that the term “cachdiigh-
speed access area in hardware or software of a computing device that temgtorasiyata.

(D.I. 21 at 14). Plaintifflefines‘cache storage” as hardware or software memory of a computing
device that allows higbpeed access of temporarily stodada. (d.). Plaintiff argues that the

claims thus recite specific structure that cannot be considered absulabiat Defendant’s

motion improperly “short circuits” the definition of the claim terms to any generiaigter

storage. Id.). Plaintiff sugorts its argument by asserting that thelity, efficiency,and ease of

use in the claims of the 526 patent are in part driven by using already existing download
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information from the cache storage, without requiring a user to manually enter the download
information.” (d.). But the only reference to storage in the specification of the '526 and '254
patents explamthat the internal and external storage spaces are comprised of generic
components. ('526 patent at 1:31-33, 1:41-45; 254 patent at 1:29-31, 1:41-43). In anyhevent, t
proposedcache”constructions do not make the claims any more or less abstract.

Plaintiff asserts that the combination of elementhi@&independent claims and the
dependent claims result in the improvement of electronic devices. (D.l. 21Saegifically,

Plaintiff contends that the claimed technology makes existing user inteofaeésctronic
devices more dynamic and efficient in accessing information from the Intgrin@proving the
manner in which devices perform operations to access remote stadgge. (

Courts must distinguish between claims “directed to an improvement in computer
functionality”—which are not abstraetand claims “simply adding conventional computer
components to well-known business practiceshieh are abstracin re TLI, 823 F.3d at 612.

In Enfish in which the Court held that the claims at issue were not directed to an abstract idea
the invention focused on a “specific improvement . . . in how computers could carry out one of
their basic functions of storage and retrieval of data,” and not on “asserted aduarsmEsto

which existing computer capabilities could be put.” 822 F.3d at 1335-36. Even though the
invention could be run on a general-purpose computer and was not defined by reference to
physical components, the claims were #eadly directed to a selfeferential table rather than

any form of storing tabular dathl. at 1336. The specification taught that the seférential

table functioned differently than conventional database structures and achieved otfitsr bene

over conventional databasés.
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Despite Plaintiff's assertions, the claims here use generic technology and doiteot r
“specific improvements in computer capabilitieBrifish 822 F.3d at 1337. Plaintiff asserts,
“The specification discloses that the download information from the ‘cachedgstor . comes
from software modules that obtain download information from padpes that are open on a
wireless device.” (D.l. 21 at 8, citing D.I. 15-1, Ex. 1 at 5:13-16). The claims do not, however,
identify a “particular improvement in how this is done” with computer techno®ggUniloc
USA v. ADP, LLC772 F. App’x 890, 897 (Fed. Cir. 2018ge also Accentui@lobal Servs.,
GMBH v. Guideware Software, In@.28 F.3d 1336, 1345 (Fed. Cir. 2013) (rejecting claims that
contained no “detailed software implementation guidelindsig Supreme Court has rejected
the idea that claims become patent eligible simply because they disclose a sgatidit &oa
particular problemSee Bilski561 U.S.at 599-601 (concluding that claims fell outside section
101 notwithstanding the fact that they disclosed a very specific method of hedging agaénst pri
increases)Parker v. Flook437 U.S. 584, 593 (1978) (rejecting the argumdndt‘if a process
application implements a principle in some specific fashion, it automatically falls vthinin
patentable subject matter of § 101”). Indeed, although the claims at igsliceidescribed a
specific method for conducting intermediated settlement, the Court nonethelessauswi
concluded that they fell outside § 1&keel34 S. Ct. at 2358-60.

The patents fail to provide any detail on how the software modules, cached storage,
webpagesor wireless devices operate or present an improvement over the conventional
functionality of each of these components. There is no modification of conventional cache
memory or how “download information” is stored therein. And there is no descriptionvof ho
“download information” is obtained other than a passive resuksited statement that software

modules obtain download information which then “becomes available in the cached webpages
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[of the wireless device] after the wbowser accesfes] the websé.” (D.I. 15-1, Ex. 1 at 5:13-
17). The patent thus appears to describe nothing more than the generic operation of cache
memory, as understood by a skilled artisgae SymanteCorp, 234 F. Supp. 3d at 607-08
(claimsineligible where they reliedoh the ordinary storage and transmission capabilities of
computers within a network and apply that ordinary functionality in [a] particular co))teaé
alsoWhitServe2019 WL 3342949, at *5.

In summarythe claims essentially describavireless device thabaplesor
communicates with a remote storage server and stores or retrieves data fremvénaBsth
claims describe storing data in or retrieving data from a remote location.thiduesaimed
invention describes the well-known and longstanding pedicequestingn institution to
obtain data from remote locations andtore that data in storage space assigned to a specific
user.“Remotely accessing and retrieving uspecified information is an aged practice that
existed well before the advieof computers and the InterneEfie Indem. Cq.850 F.3d at 1330.
Here, the claims incorporate the addition of generic computer components to do thiSeeork.
Univ. of Fla. Research Found., Inc. v. Gen. Elec, b6 F.3d 1363, 1367 (Fed. Cir. 2019). But
the addition of such components does not make the claims any less abstract. For the foregoing
reasons, | find Claim 1 of the '526 patent and Claim 1 of the '254 patent to be directed to a
patentineligible abstact idea.

2. Inventive Concept

Defendant contends that there is no support in the pleading, specification, or prosecution
history to support Plaintiff's assertion that the patents made exigtargnterfaces on electronic
devicesmore dynamic or efficient accessing information from the Internet or that they

improved the performance of the computer system itself. (D.l. 24 At&ording to Defendant,
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the claimed combination is merely a conventional arrangement of computing compddeats. (
7). Plaintiff argues that Defendant’s focus on the individual components recited in this pate
fails to consider the elements of the claims as an ordered combjreliich offers an inventive
concept (D.I. 21 at 12)Plaintiff asserts that through the pauiiar arrangement of elements
recited, the patents improve the manner in which wireless devices access,ratrikstore
information from the internet to a remote storage seamdrmake existing electronic devices at
the time of the invention more dymé& and efficient(ld. at 1213, 17).

The inventive concept inquiry requires more than recognizing that each claim element, by
itself, was known in the arBee BASCOMB27 F.3d at 1350n BASCOM the Federal Circuit
agreed with the district court thaltéring content was an abstract idea because it was a
longstanding, well-known method of organizing human behaloat 1348. However, the
Federal Circuit foundhe claimeligible under Step Two, stating thiatecited a non
conventional and nogeneic ordered combination of known, conventional pieteésat 1350.
The Federal Circuit characterized the inventive concept as “the installatioritefiagitool at a
specific location, remote from the enders, with customizable filtering features sfieto each
end user.’ld. In particular, the Federal Circuit noted that, “[b]y taking a prior art filtertsni [.

..] and making it more dynamic and efficient [. . . ], the claimed invention represents a
‘softwarebased invention| ] that improve|[s] the performance of the coengiself.” 1d. at
1351.

Plaintiff fails to identify any specific “improvements” in its asserted combination o
conventional pieceSee Enfish822 F.3d at 1336. Nor do the specific components used together
provide a different way of using their ordigaoles to achieve the desired resuise Unilo¢

772 F. App’x at 898Plaintiff's claimed “wireless device” is a “cell phone or personal assistan
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device (PDA).” ('526 patent at Abstract; '254 patent at Abstract). The use ioéless device,
without more, is not an inventive concepee, e.gSound View Innovations, LLC v. Facebook,
Inc., 204 F. Supp. 3d 655, 663 (D. Del. 2016) (finding that advertisements delivered to a specific
wireless device “were not inventive concepts sufficient to confer fpaligibility”). The patents
describehe internal and external storage spaces, such as “cache storage” and the “storage
server,” as comprised of generic components such as “hard disk drives, menksry stic
memory,] etc.” ('526 patent at 1:31-33; '254 patent at 1:29-31) or “magnetic hard disk drives,
solid state disk[s], optical storage drives, memory card[s], etc.” (526 pattém1-45; '254

patent at 1:41-43). The claimed “wireless link” or “communication link,” is desdras a

“network interconnehg a wireless device and a server” such as “the Internet” or an “intranet.”
(526 patent at 2:64-3:6; '254 patent at 2:67-3:2). These are also generic components, used i
theirordinary capacity.

Courts have routinely determined that the use of a computer network does not confer
eligibility. See, e.gbuySAFE, Inc. v. Google, In@.65 F.3d 1350, 1355 (Fed. Cir. 2014) (“That
a computer receives and sends information over a network—with no further speciieatinot
even arguably inventive.”)ntellectual Ventures | LLC Capital One Fin. Corp.792 F.3d
1363, 1368 (Fed. Cir. 2017)communication medium” is a “generic computer element[]”);
Ultramercial, 772 F.3d at 716 (“[T]he use of the Internet is not sufficient to save otherwise
abstract claims from ineligibility under § 101.”). The use of “program code configuredise c
the wireless device to” perforthe recited steps also fails to convey an inventive conSegpt.

e.g., IpLearn LLC v. K12 Inc76 F. Supp. 3d 525, 535 (D. Del. 2014) (finding that the use of
“computers, networks, the Internet, or computer program code” was generic anidierduibr

eligibility); TS Patents LLC v. Yahoo! In€79 F. Supp. 3d 968, 972-73 (N.D. Cal. 2017)
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(finding that the use of “program code” was insufficient to recite an inventive coyekof,

731 F. App’x 978 (Fed. Cir. 2018)heclaims describgeneric components operating in their
expected capacity, which provides no inventive con@&gaSymantec Corp234 F. Supp. 3d at
608 (finding claims ineligible where individual components are “conventional, generic, and
operate asxpected.”).

Finally, storing, displaying, and retrieving content are among the routine functions of
generic computer$See MortgGrader, Inc. v. First Choice Loan Serv@11 F.3d 1318, 1324-25
(Fed. Cir. 2016) (no inventive concept in claims reciting “stor[ing]” and “display[idgi&);
Interval Licensing LLC v. AOL, Inc896 F.3d 1335, 1347 (Fed. Cir. 2018) (“Offering a user the
ability to select information to be displayed is one of the ‘most basic functions ofpautsorh. .

. [Plaintiff] does not, and cannot, contend that it is arguably inventive to enable a person to
access information over a network through a user interfate fg; TLI, 823 F.3d at 612 (stating
that servers merely “storing, receiving, and extracting data” were routine camfynuttions as
of 1997).

Plaintiff asserts that in addition to thatenteligible inventive concept of claim 1 of the
'526 patent, independent claim 11 and dependent claims 2-10 &@lddd further limitations
which further demonstrate patent eligibility. (D.I. 21 at 13-P4aintiff also asserts that in
addition to the patent-eligible inventive concept of claim 1 of the '254 patent, independent
claims 9 and 16, and dependent claims 2-8, 10-15, a2 &dd limitations whic further
demonstrate patemigibility. (Id. at 1718).

First, since only claim 1 of each of the '526 and '254 patents are expresslydisserte
Plaintiff's argument that other, nasserted independent claims are patent eligible idiresdtly

relevanthere. Secondhe limitationsPlaintiff identifiesin the dependent claims do rodfer
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inventive concepts. Claim 3 of the '526 patent includasn element “controls a plurality of
storage devices,” which, according t@iRtiff, adds the inventive concept of a remote storage
server controlling more than one storage device while providing operations on storage space
allocated to any given user. ('526 patent at @32P.1. 21 at 13). There is no explanation of
how this is done, howeveClaim 2 claims ease of access to multimedia or streaming data,
without a specific improvement to the technology. ('526 patent atB)16Similarly, Claim 4
claims elements regarding sending download information for a file frencache.ld. at 6:24-

31). “[S]ending and receiving information” over a network are “routine computer functiand,”
there is no description of how this is improved ugdeme Indem. Cqg.850 F.3d at 132%€laims
6-8and10add claim elements related to specific file system operations for creatiagingy,
editing, and modifying files and folders on remote storage. ('526 pait6r&5-39, 6:40-44,
6:45-49, 6:53-5)¥ This is $mply a recitation of the ordinary capabilities of computers, applied in
a particular contexSee Symantecorp, 234 F. Supp. 3d at 607-08laim 9 clains different

types of user interfaces including a waiewser that allows access to remote stora§26(’

patent a6:50-52).The webbrowser is described as “any suitable software tool” and is not
claimed to be used in an unconventional way. &t 3:26-29)

As an ordered combination, the claim limitations “add nothing that is not already present
when the elements are considered separately,” but rather elaborate on known, @moeav&e{s.
See Apple Inc. v. Ameranth, In842 F.3d 1229, 1241 (Fed. Cir. 2016hus, nothing in the
claims provides the necessary inventive concept to render the claims pajfibieg-ahider § 101.

SeeFairWarningIP, LLC v. latric Sys., In¢839 F.3d 1089, 1097 (Fed. Cir. 2016).

® As to the ‘254 patenthe analysis is similarSeepage 1Gupra describing dependent claims
2-8.

21



In sum, none of the claimed elements, taken individual or as an ordered combination,
provide the required inventive concept “sufficient to ensure that the patent in@eobunts to
significantly more than a patent upon the ineligible concept itsditeg, 573 U.S. at 218.He
patentsdo not state how any improvement is accomplished. And none of the alleged
improvements “enables a computer . . . to do things it could not do beéforgnf, 879 F.3d at
1305. The claims contain no inventive concept because they are not directed to “an improvement
in computers as tools,” but instead assert an “independently abstract ideafieflshtomputers
as tools.”Elec. Power Grp.830 F.3cat 1354. Thus, | find that the '526 and "2pétents claim
the abstract idea storing and retrieving data from a remote locagtiorplemented on
conventional, well-known hardware, adding no inventive concept.

B. The '590 Patent

The '590 patent is titled “Method and System for Formatting Messages Into &tylize
Messages for Print Out.” The patent describes methods for formatting emagjsaraplates for
delivery to a printer.§e€590 patentat Abstract, 2:40-43)Asserted Claind of the '590 patefit
recites:

A method of delivering a message comprising:

receiving an email message directed to a preselected recipient at a central service,

wherein the recipient is specified by an email address associated with thenteaipd

wherein the email message comprises one or more elements;

resolving all elements of the email message into one or more categories oftglemen

formatting the email message into a prirftegndly format for delivery of the message to

the recipient’s prirdr by placing the elements of the email message into a selected

template, wherein the template comprises a plurality of spaces configusaeitee a

preselected category of elements and the template is selected based on the el¢heents
email message;

® Claims 274 all ultimately depend from Claim 1 find Claim 1 is representative of all claims
in the patent.
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transmitting the formatted message to the recipient’s printer over a netweneinvthe
recipient’s printer comprises a printing device owned or possessed by the reaipient;

sending instructions to print the formatted message aetigient’s printer for direct
receipt by the recipient.

(Id. at9:36-56).

Plaintiff states that a person of ordinary skill in the art would understand thatrtise te
“printing device” or “recipient’s printer over a network” requir@abn-conventional printer
that is not a generic computer.” (D.l. 21 at 25). “Using this constructitiaitiff contends that
the claims recite a specific structure that cannot be considered abkdradtirgt, it seems to me
selfevident that “a non-conventional printer” cannot be a valid construction. Selsend, t
specification contradicts Plaintiff's position, describing “printer” as it&k-jet printer, a dye-
sublimation printer, a laser printer, or the like.” ('590 patent at 2:24-25). Thus, based on the
words of the specification, | cannot accept Plaintiff's contention that a ifpgidevice” and
“printer” mean a norconventional printer. | will reject this construction as implausibleght
of the specificatiorf

1. Abstract Idea

Defendant argues that the Claim 1 of the '590 patent is directed to the abstratt idea o
“receiving, reformatting and delivering a message.” (D.l. 18 at 18). Plaintdftaghat the '590
patent claims araon-abstract because they “include a combinatibcentralized automated
servicefor printing that allows for dynamic customization of print messages and operation of
network printing.” (D.l. 21 at 19). Plaintiff contends that the technology brings “effi@smot

only for formatting the message irgant format but also to receive in email format from one

" Even if Plaintiff were right that the construction of “printing device” was “non-comnwealt
printing device,” the result of the analysis would be the same.
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and forward on in print format to anotherld.(at 20).Plaintiff argues that Claim 1 of the '590
patent and claims dependent therefrom result in the improvement of providing a ngessagi
communication service in print format to people without computers, at the time of thdonve
(Id. at 22).

The '590 patent describes the process of formatting emails using templates/gnydel
a printer. ('590 patent at Abstract, 2:40-43). Bpecificaion describes receiving a message,
identifying certain elements in that message, reorganizing those elementspetifia format,
and transmitting the reorganized message to another deveeid). The '590 patent states that
“accessing remoteetwork printers for senior citizens not familiar with computer technologyf(]
was not possible through computer networks at the time of the inventrat (:20-38).

The patent essentially recites manipulating or reorganizing data, whichdéeaFe
Circuit has rejected as abstract idézee Digitech Image Techs., LLC v. Eléeslmaging, Inc,
758 F.3d 1344, 1351 (Fed. Cir. 2014) (finding claims unpatentable and directed to an abstract
idea where they recited “taking existing information . . . and organizing this information into a
new form”); Capital One Fin. Corp.850 F.3d at 1340 (asserted claims were, “at their core,
directed to the abstract idea of collecting, displaying, and manipulating data”). Nahdoes
patentrecite any particular impr@ment in the functioning of the technology used to reorganize
data.See Elec. Power Grp330 F.3d at 1354 (finding claim “merely presenting the results of
abstract processes of collecting and analyzing information without more” anataiotifg]
any particular assertedly inventive technology for performing those functions” to becgjstr
Interval Licensing896 F.3dat 1345 (collection, organization, and display of two sets of
information on a generic display device is abstract absent a “specificvienpent to the way

computers [or other technologies] operate.”).
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The Federal Circuit has found similar elements as those claimed in the '590tpdien
directed to an abstract idea.RecogniCorp, LLC v. Nintendo Cohe claims were directed to an
abstract idea where a user displays images on a first display, assigns image ttaalgsdges
through an interface using a mathematical formula, and then reproduces the image dased on t
codes. 855 F.3d 1322, 13@&ed.Cir. 2017) In Content Extraction“(1) collecting data, (2)
recognizing certain data within the collected data set, and (3) storing that recbdaia in a
memory” was an abstract idea because “data collection, recognition, and staradjepsitedly
well-known” and “humans have always performed these functions.” 776 F.3d at 1347. And while
a computer may maki@e process of receiving, reformatting, and delivering a message
“efficient’ (D.l. 21 at 20), that does not make the idea patéigible. See, e.gCapital One
Bank 792 F.3d at 1370 (“[O]ur precedent is clear that merely adding computer functionality to
increase the speed or efficiency of the process does not confer patent glgibéit dbherwise
abstract idea.”).

In Enfish the Federal Circufound the claims at issue nastract because th&ycused
on a specific improvement in how computers could carry out one of their basic functions of
storage and retrieval of dag22 F.3d at 1335-3&laims are not directed to an abstract idea if
“the focus of the claims is on the specific asserted improvement in computeilitepa . .

[rather than] on a process that qualifies as an ‘abstract idea’ for which @ymaré invoked
merely as @ool.” Id. at 1336. Plaintiff argues that the '590 patent focuses on a particular
network printer implementation that utilizes simple email message commands at one end to
provide a hasslefre€’ remote printing experience for another recipient. (D.l. 21 atl@Xgrder

to do this, thgpatent establishes a communication pathway between a person with a computer

sending email messages and another person without a comialifeBut express disclosures in
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the paént describe conventional communications pathways between the “centralized’servic
and printer. $e€590 patent at 2:30-33). For example, the printer “is connected to the
[centralized] service [via a network] such as the Internet, DSL, a phonwimneess WAN or
other means known in the artltdl(). Unlike Enfish Plaintiff fails to identify specific
“improvements” in its asserted combination of conventional piSm=822 F.3d at 1335-36.

Resultsfocused, functional claim language has been a “frequent feature” of claims found
to be ineligible under § 10Elec. Power Grp.830 F.3d at 1356. UnlikEhales Visionix Inc. v.
United Stateswhere the court found the claims eligible because they “speciffied] a particular
configuration of [sensors] and a particular method of using the raw data [to] moratalyc
calculate the position and orientation of an object,” the '590 patent does not describec#it sp
configuration or the processing ‘vaw data.”850 F.3d 1343, 1349 (Fed. Cir. 2017). Instead, the
patent recites generic stepsplace the various elements of an email into a template for printing,
with the use of a computeBee, e.g.590 patent at 9:36-5@[F]ormatting the email mesge . .
. by placing the elements of the email message into a selected template, whereipltdte tem
comprises a plurality of spaces configured to receive a preselected category ofsslemgiit

For the foregoing reasons, I find Claim 1 of the '590 patent to be directed to a patent-
ineligible abstract idea.

2. Inventive Concept
The claims of the '590 patent add nothing inventive, whether as individual elements or as

an ordered combination.

8 The dependent claims further describe the process of formatting elememt®ofdih such that
they fit into a selected template, adjusting sizes of photographs to be transferried into t
template, allowing the user to select a template based on season, holiday, cal@rtlar, or
themes, and other forms of template customization. €perttient laims therefore do not add
anything to render the claim n@fstract.
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Plaintiff argues that the purported invention offers an improvement in computer
capabilities through the use of a network printer that is associated with aneeip&l address
and that that Defendant did not “properly attribut[e] the functionality of a remot@rkepninter
to accept email messages fronothrer’ (D.l. 21 at 23-24)Plaintiff contends that the inventive
concept “includes hassfeee configuration of printers and receipt of print messages that are
remotely controlled by another through a central service on a netwiatkat (L9).Plaintiff
argues that the combination of elements “resulted in the enhancement or improvement of
providing a messaging or communication service in print format to people without computers
[and thus] established a protocol of communication between an email message#msan
translated to a printed output for anotheld: @t 22).

Thespecificationdentifiesthe problem that “[c]urrergystems [for transmitting data to
users without a computer] are not able to receive email messages that aredomatelected
templates.” ('590 patent at 1:31-35). But there is no suppdine specification that the patent
offers a tangible solution to that problem or that it describes a “protocol of conatianit
Instead, the patent discloses a generic computer for formatting an email infdatedor
delivery to a printer.Id. at 1:12-17).

In DDR Holdings, LLC v. Hotels.com, L,Rhe Federal Circuit found that the patented
claims satisfiednlice step two because “the claimed solution amounts to an inventive concept for
resolving [a] particular Internatentric problem.” 773 F.3d 1245, 1259 (Fed. Cir. 20THg
‘590 patent statethat while “[c]urrent systems exist for the transmission of photographs to users
without a computer or to users who are unable to sufficiently operate a computer . . . these
systems are not able to receive email mesdagé are formatted into selecteirtplates.” (‘590

patent at 1:30-35). But receiving data via email and reorganizing that data for delivieoytwi
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more, does not convey an inventive conc8pk, e.gbuySAFE 765 F.3d at 1355 (Fed. Cir.
2014) (“That a computer receives and sends information over a network—with no further
specificatior—is not even arguably inventive.”). There is nothinghi@ specification tha
supports the idea that tpatentoffersa technological solution to that problem, or an explanation
of how the formatting talseplace.

Nor does the '590 patent claim to have invented a remote network printer capable of
accepting messages. The prosecution histergonstratethat remote network printers capable
of accepting emails were knowisdeD.l. 25-1, Ex. A at 11-12)n BASCOM the claimed
invention took a prior art filter solution and made it more dynamic and efficient through the use
of a softwarebased invention #t improved the performance of the computer it827. F.3dat
1351. Here, there is no support for the assertion that a prior art solution was improved upon in
any way. Theecitedgeneric computer components each perform their conventional functions in
performing the recited steps of the claim. There is no software-based solution tqothréeplur
problem of being previously unable to receive formatted content or format content for
transmission.

Plaintiff contends that a narrow focus on individual components of the invention fails to
consider the wholeyhich recites a“specific improvemento the way computers operatéD.|.
21 at 24, citing=nfish 822 F.3d at 1336)n Enfish the claims were directed to an improvement
in the computer’s functioning and specifically directed to a database struwtiferictioned
differently, and better than, conventional database structures. 822 F.3d .dUaBESENfish
the claimshererecite no specific improvement in computer functioning, mentioning only generic

computer components used in conventional ways and for their conventional pugsesies.
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The specific components used together do not provide a different way of using their ordinary
roles to achieve the desired resufiee Uniloc772 F. App’x at 898.

“[A]n inventive concept can be found in the non-conventional andyeoeric
arrangement of known, conventional piec&AXSCOM 827 F.3dat 1350.In BASCOM the
patent owner “alleged that an inventive concept can be found in the ordered combination of
claim limitations that transform the abstract idea of filtering content into a particrdatical
application of that abstract idead. at 1352. The Court found the allegation sufficient to survive
a motion to dismisdd. The Court explained that the placement of a filtering tool “at a specific
location,” and configured in a particular way, evidenced an inventive concept bdwauseard
before the Court did not demonstrate that the “specific method of filtering” exiivad been
conventional or generi¢d. at 1350.

Similarly, in Cellspin Soft, Inc. v. Fitbit, Incthe Federal Circuit found claims had an
inventive concept when “they recite a specifilgusibly inventive way of arranging devices and
using protocols rather than the general idea of capturing, transferring, and publishing data.” 927
F.3d 1306, 131 (FedCir. 2019)Cellspin’s allegations identified several ways in which its
application of capturing, transferring, and publishing data was unconventobredl1316. For
example, prior art devices were “inferior” because they were compayabivily and expensive.
Id. The claimed solution was an unconventional two-step,d&eee structure that was
discussed in the specificatidd. Cellspinthus made specific, plausible factual allegations about
why aspects of its claimed inventions were not conventitshadt 1317-18.

Here, the concept of formatting appears to be applied to emails. BAREOMand

Cellspin there are no specific allegations,support in the specification, that demonstrate that
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any of the components are used in a specific, unconventional, genenic waySee idg
BASCOM 827 F.3d at 1350.

Plaintiff argues that dependent claimg2“add further limitations that are moteah
sufficient to render these claims eligible.” (D.I. 21 at 25). Plaintiff és¢eat claims ®, 12, 18
and 63 includehe claim element “template family” to format messages “based on different
algorithms specifically taught in the specificatiorid.{ citing '590 patent at 5:23-65). But what
is described in the specification cannot be characterized as an algorithm \eheiis tio
explanation of how the claimed function actually worlsese claims describe additional
resultsoriented steps that describe different known templates, known types of formatting
methods, rules for selecting templates, rules for identifying elements and statiag@ying
different user preferences and templates.

The claims andhe specificatiorlo not provide any dail for implementation.$eed. at
5:23-65). For example, the specification states that the size of photos are &fifntifby
reading the metadata in their files,” and the service “automatically selects theregiprop
template in the template family(ld. at 5:37-40. Plaintiff asserts that dependent claimsg&®
add limitations demonstrating patent eligibility because these claims “addressefisemee
settings for the sender of an email message.” (D.I. 21 aCkjn 59 claims the method of
clam 1, further comprising: “storing a set of user preferences at the cemtiabsand applying
one or more user preferences to the formatted message.” (‘590 patent at 12GBd&8)laims
include additional claim elements such as “order of the elements,” time the messageand
“event data.” [d.). These assertions suffer from the same deficiesging nothing to describe

an inventive concept nor any detail for implementation.
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Storing, formatting and transmitting data is insufficient unklee Step Two See, e.g.
Univ. of Fla, 916 F.3d at 1367-68 (no inventive step in claims for converting data from one
format into another). For the foregoing reasons, | @talm 1 of the590 patent directed to the
abstract idea of formatting emails using templates for delivery to a printlemavinventive
concept. All claims of the ‘590 patent claim pateimeligible subject matter.
C. The '225 Patent
The '225 patent is titled “Disk System Adapted to be Directly Attached to Network.”
Asserted Claim 1 of the '225 patémécites:
A networkattached device (NAD) access system wherein a host, having an internal host
system bus and running an operating system, controls an external device through a
carrying generapurpose network traffic using a certain network protocol, the system
comprising:
a network interface card (NIC) installed at the host for providing a general purpose
network connection between the host and the network and via the network to other
devices coupled to the network;
a networkattached device (NAD) having a data storage to store data, the NAD coupled
to the network for receiving device level access commands from the host in data link
frames accordingtcertain network protocol through the network; asid [
a device driver, running at the host, for creating a virtual host bus adapter in software
controlling the NAD through the network via the NIC, the device driver enumerating
NAD that are availablewer the network, not directly attached to the host internal system
bus, to make the host recognize the NAD as a host local device;
the virtual host bus adapter controllitige NAD in a way indistinguishable from the way
as a physical host bus adapter dewontrols device so that the host recognizes the NAD

as if it is a local device connected directly to the system bus of the host.

(‘225 patentat 23:2-29.

® There are twentpne dependent claims in addition to the one independent claim.
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The specification describes various problems with the pridf afape drives and CD
driveshad performance issues compared to a-deskidrive. (d. at 1:25-27). Increasing the
capacity of hardlisk drives was problematicld(at 1:27-29). Adding a Network Attached
Storage product has “many shortcomings,” whichsgmecification describesld( at 1:4456)
Using the Storage Area Network technology has “shortcomings,” including expéshsat. (
1:57-65). The invention claims to be an improvement in that it meets the “need for aceterf
that allows a disk systeto be directly attached to a network, while still being accessed like a
local disk without the need of adding an additional file server or special equipmiehntt (
1:66-2:2). The Summary of the Invention claims that the NAD system accomplishegtiats
(Id. at 2:631).

1. Abstract Idea

The parties dispute wheth€taim 1 of the '225 patent is directed to the abstract idea of
communicating instructions to a remote recipient in the same manner as if to adguaht.
According to Plaintiff, the patent is directed to solving a problem with computer technioéagy,
limited storage space on a local device and “kludgy” access to network attachge sicthe
time of the invention (D.l. 21 at 26)I think it is plausible thathte invention is directed to
expanding storage capacity

The specification describes certain embodiments of the clBiefendahargues thathe
embodiments do not matter; the claiamount to fesultsoriented limitation that are
essentially*instructians for performing the abstract idea [of communication] using a comiputer.
(D.I. 24 at 13, citingChargePoint920 F.3d at 769)Defendant argues thtte claimsdo not

recite specific details of how the generic components work to address the prollBtaitiief

10 The patent claims priority to a provisional application in 2000. (‘225 patent at 1:7-11).
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identifies, such that the claim might be rendered alostractSee Univ. of Fla.916 F.3d at 1368
(finding claims to be “directed to an abstract idea” where “[n]either the Ehpator its claims,
explainshowthe drivers do the conversion that UFRF points to.”).

Defendant points out th#te text for the “device driver” limitation recite€) a device
driver that creates a virtual host bus adapter in software; (2) that cone®™&D through a
network; (3) the device driver establishing the number of NADs available oveetiverk; and
(4) makingthe host recognize the NAD as a host local dey[2d. 24 at 14-15). Defendant
argues that the claim fails to explain how the recited software actually acdoesph®se tasks.
SeeCapital One Fin. Corp.850 F.3d at 1342 (“[T]he claim language here provides only a
resultsoriented solution, with insufficient detail for how a computer accomplishes ita@ur |
demands more.”)To explain how the device driver achieves the desired result, the claims state
only that the virtual adapter “control[s] the NAD in a way indistinguishable from theawa
physical host bus adaptéevice controls devicgo that the host recognizes the NAD as if it is a
local device.” Thignay not be enouglsee TweNay Media Ltd. v. Comcast Cable Commc’ns,
LLC, 874 F.3d 1329, 1337 (Fed. Cir. 2017) (“The claim requires the functional results of
‘converting,’” ‘routing,’ ‘controlling,” ‘monitoring,” and ‘accumulating records,’” but does not
sufficiently describe how to achieve these results in aatstract way.”).But | cannot say that
iS so on a motion to dismiss. Among other things, | cannot say what a person of akiihary
the art would understarftbm the specification See Visual Memory LLC v. NVIDIA Corp67
F.3d 1253, 1261 (Fed. Cir. 2017) (implementation details known to ordinary skilled artisan need
not be taught by the patent). Consequently, | cannot say what is required to be disclosed about
controling physical host bus adapters. It may be that SynKloud’s proposed construction for

“virtual host bus adapter” provides no detail to inform a person of ordinary skill in theoaitt a
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how “software for the bist bus adapter . . . interacts with the NAD” or how it achieves the
desired result of indistinguishably controlling the NAD in a way so that the host recot@zes
NAD as if itwerea local deviceSee Interval Licensin@96 F.3dat 1345-46. But | cannot say
on a motion to dismisthat Defendant is rightl cannot nowconclude that the patent claims are
directed to an abstract idea rather than a technological improvement in eotephhology.
SeeVisual Memory867 F.3d at 1259 (“improved computer memory systeat’abstradt DDR
Holdings, LLC v. Hotels.com, LP773 F.3d 1245, 1259 (Fed. Cir. 2014) (making two web
pages look the same not abstract).

Thus, I do not find Claim 1 of the '225 patent to be directed to a pakeigible abstract
idea.

2. Inventive Concept

In view of my conclusion above, | do not need to address the inventive concept portion o
the analysis. | will say, though, that | have thought about this too, and | doubt that | would be
able to conclude on a motion to dismiss that it is implausibldibea is an inventive concept.

V. CONCLUSION

In my opinion, Claim 1 of the '590 patent is obviously paiestigible. Claim 1 of the
‘5626 patent and Claim 1 of the ‘254 patent are also patent-ineligible, albeit less gbthans
Claim 1 of the ‘590 patent. Claim 1 of the ‘225 patent may be patent-ineligible, but | cannot
conclude that that is the case on a motion to dismiss. For the foregoing reasbrggantin-
part and denyn-partDefendant’s motion to dismiss (D.l. 17) andismissCounts 1, 2, and 4 of

Plaintiff's Amended Complaint! Claims 1 to 74 of the ‘590 patent, Claims 1 to 10 of the ‘526

11 note that Plaintiff's complaint mak@o allegations related to patent eligibility. | afsute
that Plaintiff makes no request that it be given leave to amend its complaint should arfy part
the motion to dismiss be granted.
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patent, and Claims 1 to 8 of the ‘254 patent are invalid for claiming patigtble subject
matter.

An accompanying order will be entered.
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