SEED COMPANY LIMITED et al v. WESTERMAN et al

UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

SEED COMPANY, LTD.et al,
Plainiffs, : Civil Action No.:  08-0355 (RMU)
V. :  Re Document Nos.: 34, 35

WILLIAM F. WESTERMAN et al,

Defendants.

MEMORANDUM OPINION

DENYING WITHOUT PREJUDICE THE WESTERMAN DEFENDANTS’ M OTION FOR SUMMARY
JUDGMENT ; DENYING WITHOUT PREJUDICE THE KRATZ DEFENDANTS’ M OTION FOR
SUMMARY JUDGMENT ; GRANTING THE PLAINTIFFS ' REQUEST FOR DISCOVERY

[. INTRODUCTION

This matter is before the court on the defendaetgective motionfor summary
judgment, as well as th@aintiffs’ request for discovery. The plaintiffs, Seed Company Ltd. and
Shigeru Tamia (collectively, “Seed”), bringlaims of legal malpracticegainsthe two law
firms andindividual lawyers who representdtemin aprior patent dispute. fAe plaintiffsassert
that the defendants acted negligentlyen theyallegedly(1) failed to file an English translation
of the plaintiffs’ Japanese pateapplicationwith a particularmotionin their patent litigation,
and(2) providederroneous legal advice that led the plaintiffsgi@cttwo settlement offers

related to that same patent litigation
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The defendants nomovefor summanjudgment' The plaintiffs, in responsask that
the court allow a period of discovery before ruling on the defendawatsons for summary
judgment. Because the court determines that discovery should proceed prior to ruling on the
defendants’ motionshe courtgrants the plaintiff's request and denies without prejudice the

defendants’ respective motions.

[I. BACKGROUND
A. Factual Background

On July 31, 1991Seedfiled a patent application (“JP 37Mjth Japars patent office
authority. Am. Compl. 1 13. On July 24, 1992, Seed filed an international patent application
under the Patent Cooperatioredity (“PCT")in Japan Id. {1 14. The subject matter of bath
thesepatent documentsas a correction tape dispensegated byne of the plaintiffs, Shigeru
Tamai Id. T 15.

In March 1993, Seed retained the law firm of Kratz, Quintos, & Hanson('th® Kratz
firm”) to file a patent applicatiofor Tamai’scorrection tape dispenser in tbaited Statesl|d.

1 16. On March 29, 1993, thKratz firm filed an initial U.S. patent application (“183
apdication”) on behalf of Seedld. 1 17. The following year, on February 15, 1994, the Kratz
firm filed an additional patent application (“839 application”), which wpardéial continuation

of the 183 applicationid. { 18.

Thedefendants style their motions as motions to dismiss, or, in the akerrfatisummary
judgment. Because the partlesve presented materials outside of the pleadings and because the
court has not excluded that material in making its rulings, the treats these motions as

motions for summary judgmenHoly Land Found. for Relief & Dev. v. Ashct@83 F.3d 156,

165 (D.C. Cir. 2003jobserving that when resolving a motion to dismiss for failure to state a
claim and matters outside the pleadiage presented to and not excluded by the court, the

motion shall be treated as one for summary judgment and disposed of as provided5&"Rul



Around the same time, on February 10, 1993, an individual named Christopher Stevens
(“Stevens”) filed a patdrapplication in the Unite&ingdom for a correction tape dispenséd.
1 19. While Seed’s U.S. patent plcation was pending, Stevens had filed a patent application
for the correction tape dispenser in the United Stdtes]] 21. Approximately two years later,
on February 28, 1993 ¢ United States Patent and Trademark OffitkESPTO) issued Stevens
apatent for his designld.  19.

Detecting tlat Seed'pending 839 application and Stevens’ Lp&entinvolved
potentially similar subject mattehe USPTOdeclared arfiinterferencé to determine the
relative priority of the twd. Id. { 20. Stevengetitioned the U.S. Board of Patent Appeals and
Interferences (“the Boardtp have his U.S. patent application backdated to the date that he filed
his United Kingdom patent applicatiofd.  21. The Board granted his requafigwing
StevensU.S. patent application to be considered fidesdofFebruary 10, 1993Id.

TheKTratz firm filed asimilar motion with the Board requesting that Seeceive the
benefit of the PCT and JP 371 applications filed in Japan and dated July 24, 1992 and July 31,
1991, respectively Id. § 22. With the motion, th€ratz firm includedan English language
translation of the JP 371 application, but did not include an English language transléten of
PCT application.Id.

In June 2002, the Boagtanted Seed’s qeiest to receive the benefit of the July 31, 1991
date associated with the JP 371 application (“Board’s June 2002 decidabrff)23. The Board
did not, howeverafford Seed thdenefit of the July 24, 199fateassociated with itBCT

application because Sefalled to include an English language translation of its Japanese PCT

“Whenever an application is made for a patent which . . . would interfédramyjtpending
application, or with any unexpired patent, an interference may be declared. . . oaftie@B
Patent Appeals and Interferences shall determine questions of priorigyinféimtions and may
determine questions of patentability.” 35 U.S.C. § 135.
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application with its motion, as requireg 37 C.F.R. 8§ 637(f) and § 1.64Td. Nevertheless,
because Seed®> 371 application, dated July 31, 19®as filedin Japamrior to Stevens’
United Kingdom application, dated February 10, 1993, the Baaidreedpriority to Seedvith
respect to the correction tape dispenser patent in the United. Sthtes

In July 2002, th&ratz firm filed a motion for reconsideration with the Board, arguing
thatSeed should receive the benefit of the PCT application date notwithstanding thedack of
English translation filing Westermarefs.” Mot. for Summ. J*WestermarDef.’s Mot.”) at 6
7. The Kratz firm argued that a translatmithe PCT applicatiowas not necessabecause
one had already beercinded with the 183 applicationd. The Board denied this motion for
reconsideration, reiterating its earlier ruling that a separate English tamsias requiredor
Seed to receive tHeenefit of itsPCT application dateld. at 8. Seed nevertheless retained the
benefit of the date associated with the JP 371 application dateeaoepriority over Steveris
patent Id.

In May 2003, Steverfiled an appeal with the Federalr@liit regarding the Board’s June
2002 decision that haalvardedpriority to Seedor the correction tape dispenser pateht.
Compl. 1 24. Although thKratz firm continued to represent Seed with respect to this appeal,
id., around October 1, 2008ome of the attorneys handling Seed’s easgecificallyWilliam
Westerman, John Kong, and Ed Kenehdeftthe Kratz firm to establish their own law firm
under the nam®@/esterman, Hattori, Daniels and Adrian, LLP (“the Westerman firia")] 27.
The Westerman firm took over Seed’s representation regarding the cortaptatispenser
patent in the United Statetd.

In January 2004yhile Stevens’ appeal was pending in the Federal Circuit, Stevens

submtited asettlement offer to Seed that would hgvaented each party a rdgafree, non-



exclusive license thamcluded the right to sublicense for the other party’s patent ridti4§ 28.
According to the plaintiffs,ite Westermafirm subsequenthadvised Seed that even if the
Federal Circuit reused the Board’s decision grantiBgedpriority, Seed’s patent application
would “be returned to the [patent e]xaminer,” at which point Seed would be permitted to “add or
amend claims.”ld. § 29 Seed claims that it acted in reliance upon this adwickoosing to
decline the settlement offerd. § 30.

On May 4, 2004, the Federal Circuttversed the Board’s decisiongive Seed’s patent
application priority over Stevens’ patend. J 31. More specifically, thé-ederal Circuiheld
that under 35 U.S.C. § 119(a), a patent application mayrecgve the benefit of the date of a
previous filing made in a foreign countifythe application in the United States is filed within
one year of the foreigapplication filingdate. Id. Because Seedd° 371 applicatiom Japan
was filed more than one year befdseU.S. patent applicatioiseed was not awarded priority.
Id. Further, the Federal Circuaffirmed the Board decisionthat Seed was not entitled to the
benefitof the PCT applid#on’s filing datebecause ofeed’sfailure to include an English
languagédranslationwith its motion to the BoardId.

Seed petitioned the Federal Circuit for a panel rehearing and for reheatiagc but
on June 10, 2004, the Federal Circuit deti$epetitions Pls.’Opp n to Westermabef.’s
Mot. at 21. Stevenffered to settlagain in July 2004this timeoffering Seed a mutual cross
license withait a right to sublicense. Am. Compl. 1 32. Seed turned dowaftarsas well
allegedly in reliance on the Westerman firm’s negligent advide.

In Decembel006, the Westerman defendaallegedly informed Seed thebntrary to
its prior advice, the Federal Circuit’s ruling on priority was final and Semdd not be able to

pursueits patent application in the United Statéd.  39. Seed and the Westerman defendants



subsequentlgntered into an agreement to toll the running of the statute of limitatioasy
legalmalpracticeclaims the effective date of this agreemer@sMay 3, 2007.1d. { 41. ®ed
and the Kratz defendants entered into an identical agreevhesit went into effect on May 10,
2007. 1d. Although both agreements expired on December 31, 2007, they included a provision
that allowed the plaintiffs to receive the benefit of the tolling agreement if theyafibdaim
within sixty days of the expired tolling agreemerd.
B. Procedural Background

On February 28, 2008e plaintiffscommenced thiaction againsthe Kratz defendants
and theWesterman defendart&ollectively, “the defendants”)See generalliompl. The
plaintiffs allege that the defendants committed legal malpractice by (1) failing to ffeglish
translation with the PCT application (“failure to file claim”), and(Byerroneously informing
the plaintiffs that if the Federal Circuit did not find in their favor, the plaintiffaldatill be
able to pursue a U.S. patent for their correction tape dispenser (“erroneous &ivide ¢d. |
33-43.

The Westerman and Kratz defenddmse previously moved for summary judgment.
See generallyestermarDefs.” Mot. for Summ. J.Kratz Defs. Mot. for Summ. J. (“Kratz
Def.’s Mot.”). The plaintiffs however, amended their complaint in May 2008, to include two
“contingent” legal malpractice claims against the Kratz defenddrits plaintiffs wish to pursue
these two contingent claims only if the cowdre todismiss the failure to file claim based on

statuteof limitations grounds. Am. Compl.  53-66. After the amended complaint was filed, the

The Kratz deéndants include the law firof Kratz, Quintos, & Hanson, LLP, as well as James
Armstrong Ill, who is now deceased and represented by his estate’s pezpoesentativelohn
Harmon.

The Westerman defendants include the law 6fiVesterman, HattgrDaniels & Adrian, LLP,
as well as the individual defendant®Villiam F. Westerman, Ed Kenehan and John Kong.
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Westerman and Kratz defendastdbsequentlyenewedheir respectivamotions for summary
judgment. See generallyWesterman Defs.” Renewed M&br Summ. J. ("“Westermabefs.’
Renewed Mot.”) Kratz Defs.” Reaewed Motfor Summ. J(“Kratz Defs.” Renewed Mot.”).The
parties have not yet engaged in discovemiith the defendantsmotionsripe for review, the

court turns to the parties’ arguments and the applicable legal standards.

[ll. ANALYSIS

A. Legal Standard for Summary Judgment

Summary judgment is appropriate when the pleadings and evidence show “that there i
no genuine dispute as to any material fact and the movant is entitled to judgmenatsr of
law.” FED.R.Civ.P.56(a);see also Celotex Corp. v. Catret?7 U.S. 317, 322 (1986);
Diamond v. Atwoo43 F.3d 1538, 1540 (D.C. Cir. 1995). To determine which facts are
“material,” a court must look to the substantive law on which each claim Aastierson v.
Liberty Lobby, Inc.477 U.S. 242, 248 (1986). A “genuine dispute” is one whose resolution
could establish an element of a claim or defense and, therefore, affect the cafttioenaction.
Celotex 477 U.S. at 322Anderson477 U.S. at 248. In ruling on a motion for summary
judgment, the court must draw all justifiable inferences in the nonmoving peavgsand
accept the nonmoving party’s evidence as tiyederson477 U.S. at 255. A nonmoving party,
however, must establish more than “the mere existence of a scih@l@dence” in support of
its position. Id. at 252. To prevail on a motion for summary judgment, the moving party must
show that the nonmoving party “fail[ed] to make a showing sufficient to establishishenee
of an element essential to that partyase, and on which that party will bear the burden of proof
at trial.” Celotex 477 U.S. at 322. By pointing to the absence of evidence proffered by the

nonmoving party, a moving party may succeed on summary judgnaent.
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The nonmoving party may defeat summary judgment through factual representati
made in a sworn affidavit if he “support[s] his allegations . . . with facts in tbed,eGreenev.
Dalton, 164 F.3d 671, 675 (D.C. Cir. 1999) (quotidgrding v. Gray 9 F.3d 150, 154 (D.C. Cir.
1993)), or provides “direct testimonial evidenc&rtington v. United State<73 F.3d 329, 338
(D.C. Cir. 2006). Indeed, for the court to accept anything less “would defeat the pantose
of the summary judgment device, which is to weed out those caseéficiently meritorious to
warrant the expense of a jury trialGreeng 164 F.3d at 675.

B. Legal Standard for a Request for Additional Discovery Under Rule 56(d)

UnderRule56(d), a court “may deny a motion for summary judgment or order a
continuance to permit discovery if the party opposing the motion adequately exgigirst w
that timepoint, it cannot present by affidavit facts needed to defeat the mdsitvarig v. U.S.
Arms Control & Disarmament Agend364 F.2d 859, 861 (D.C. Cir. 198@pndrigan v. Fed.
Bureau of Investigatiqr670 F.2d 1164, 1174 (D.C. Cir. 1981). “[T]he purpose of Rule 56(d)
to prevent railroading the non-moving party through a premature motion for summanejudg
before the non-moving party has had the opportunity to make full discovergkens v. Whole
Foods Market Group, Inc2003 WL 21486821, at *2 n.5 (D.D.C. Mar. 18, 2003) (cit=iotex
Corp. v. Catrett477 U.S. 317, 326 (1986)). Whether the circumstances warrant a continuance
to permit discovery is decision that falls within the discretion of the district co@tella v.
Mineta 284 F.3d 135, 147 (D.C. Cir. 2002).

A non-moving party seeking the protection of Rule $6(dust state by affidavit the
reasons why he is unable to present the necespppsing material."Cloverleaf Standardbred
Owners As$, Inc. v. Nat Bank of Wash.699 F.2d 1274, 1278 n.6 (D.C. Cir. 198&%e also

Hotel & Rest. Employees Union, Local 25 v. Attorney (& F.2d 1256, 1269 (D.C. Cir.



1986) (noting that this affidavit requirement helps “prevent fishing expedijiorefated on
other grounds808 F.2d 847 (D.C. Cir. 1987). The non-moving party bears the burden of
identifying the facts to be discovered that would create a triable issue aedsbas why the
party cannot produce those facts in opposition to the mofgynd v. Envtl. Prot. Agen¢y.74
F.3d 239, 248 n.8 (D.C. Cir. 1999). The non-moving party must show a reasonable basis to
suggest that discovery would reveal triable issues of faatpenter vFed. Natlt Mortgage

Assh, 174 F.3d 231, 237 (D.C. Cir. 1999)it i5 well settled that conclusory allegations
unsupported by factual data will not create a triable issue of fBgtd, 174 F.3d at 248 n.8
(internal citations omittedsee alsd&xxon Cap. v. Crosby-Miss. Res., Lidl0 F.3d 1474, 1488
(5th Cir. 1995) (holding that Rule 56(chay not defeat summary judgmémthere the result of a
continuance to obtain further information would be wholly speculgtive”

C. The Court Denies WithoutPrejudice the Defendants’ Respectivélotions for Summary
Judgment Regarding the Plaintiffs’ Failure to File Claim and
Grants the Plaintiffs’ Request for Discovery

TheWesterman and Krattefendants move f@ummary judgmendn the grounds that

the plaintffs’ failure to file claim isbarred by the applicabiatute of limitations. Westerman

The Kratz defendant$ully adopt and incorporate the factual assertions, choice of lawssaly
and arguments (including all exhibit§eeenced)’advanced by the Westerman defendants
regardinghe plaintiffs’ failure to file claim. Kratz Def.’ot. at 7. For ease, the court refers to
the Westerman and Kratz defendants as “the defendants” in discussing thd9ltittife to

file claim.



Defs.”Mot. at 10° The defendants argue that the plaintiffs’ thyear limitations period began
to run in July 2002 when the plaintiffs incurred legal fees result of the defendants’ failure to
file an English translatiowith the PCT applicationld. at 15. According to the defendants, the
Board’s June 2002 decision put the plaintiffs on “inquiry notice” of the defendants’ faliite
the translatin. Id. at 1212. The defendantarther reason thahe plaintiffswould have known
of thedetrimental ramifications of thefailure to file the translatiobecausehe defendants filed
a motion to reconsidevith the Boardand the plaintiffs werbilled forthis motionby the Kratz
firm. Id. at 12. The defendants conclude tihat plaintiffsshould havehereforefiled their
failure to file claim by July 2005, avithin three yearsf July 2002.

The plaintiffs counter with three alternatimeguments regding the statute of
limitations andtheyurge the court to allow a period of discovery before ruling on this matter.
Pls.” Opp’n to WestermabDef.’s Mot. at 17-18, 45. First, the plaintiffs argue that they did not
know of the harm that thdefendantdailure to file anEnglish translation caused them until, at
the earliest, June 10, 2004, when the Federal Circuit denied Seed’s petit@psiuf@ rehearing
and fora rehearingn banc.Id. In making their argument, the plaintiffs retylarge part on the
fact that the Board initially granted Seed priority over Stewshgh they allege gave them the
impression that the failure to file did not detrimentally affect the plaintiffs’ pgnolatent

application. Id. at 19. Second, the midiffs assert thathe defendants are estopped from

6 The court refers to the Westerman defendants’ original motion for synumgmentinstead of
the renewed motion for summary judgmbatause the Westerman defendagtand large
responded to the plaintiffamended complairity simply referringhe court to their original
motion. See generallyWesterman Defs.” Renewddot. The court pauses here to remind both
parties that[Local Civil Rule 7(h)(1) places the burden on the parties and their counsel, who are
most familiar with the litigation ahthe record, to crystallize for the district court the material
facts and relevant portions of the recorddckson v. Finnegan, Henderson, Farabow, Garrett &
Dunner,101 F.3d 145, 151 (D.Cir. 1996)(citing Twist v. Meese854 F.2d 1421, 1425 (D.C.
Cir. 1988)). The parties’ piecemeal efforts to broadly incorporate etyari legal theories and
arguments in separate filings undermines the purpose of Local Civil Ri){&)7 as it leaves the
court to guess which arguments are relevant to the instant motions.
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asserting the statute of limitatisbecause othe “lulling doctrine; which a plaintiff invokes
when a defendant takes affirmative steps to corfogalthat plaintiff an injury that he or she
may havesustained.ld. at 28. Third, the plaintiffs argue that the fact that the same attorneys
continued to represent them until December 2006 extends the start of the statutatafrisn
under the “continuous regsentation rule.ld.

In their reply, he defendants asséntat the lulling doctrine does not affect the
commencement of the runigof the statute of limitations. Westerman Defs.” Reply to PIs.’
Opp’n to Westermabef.’s Mot. at 7-8. The defendantsrtherarguethat the continuous
representation rule does not apply to the representation of a client during subseqdsit @mpe
thus contend that the rule does not apy@ie because the defendamtdy continued to represent
Seed during the appellateview of the Board’s decisich Id. at 9. The defendantdo not
respond to the plaintiffs’ request for discoveB8eed.

The statute of limitations for legal malpractice claims in the District of Columbia is three
years “from the time [thathe right to maintain the cause of action accru&gdgner v.

Sellinger 847 A.2d 1151, 1154 (D.C. 2004geD.C.CopE§12-301(1981). In the
conventional negligence claim, where the fact of injury is clearly evidensidh#e of
limitations begingo runat the timethatthe injury actually occursBurns v. Bell409 A.2d 614,
615 (D.C. 1979). If, howevethe fact of injury is unclear, as is sometimes the case in legal

malpractice claims;ourts applythe “discovery ruleto determinevhen the sttute of limitations

The Kratz defendants claim tHag¢cause therepresentation ended in October 2003 (before any
of the alleged lulling occurredhe plaintiffs argumend regarding lulling and continuous
representation are inapplicable to theimatz Defs. Replyto Pls.” Opp’n to Kratz Defs.” Mot
2-6. Becauseghoweverthedate that the cause of action accrued is not evident at thistpeint,
courtdeclines to address the Kratz defendants’ additional arguments at thidistead, the
court believes the more prudent course is to allow the parties to pardikeovery and proceed
to first resolve whether the plaintiffs’ failure to file an Esgliranslation claim survives the
defendants’ statute of limitations defense.

11



begins to run.Knight v. Furlow 553 A.2d 1232, 1234 (D.C. 1989). For a cause of action to
accrue under the discovery rule, the defendant must prove the plaintiff anbwthe exercise
of reasonable diligence should have kna/il) the existence of the injury, (2) its cause in fact
and (3) some evidence of wrongdoind. at 1234. Even under this rule, the point in time at
which the plaintiff knew or reasonably should have known is normally a question &drfact
jury, and drial judge should only make this determination as a matter of law if no reasonable
person could disagree on this daByers v. Burlesgn/13 F.2d 856, 861 (D.Cir. 1983).

To succeean their satute of limitations arguments, tdefendants must shawat—
more than three years prior to the date that they filed their clatins plaintiffs knew or had
reason to know of an injury causedthg failure to file an English translation of the PCT
application Knight, 553 A.2d at 1234Due to the tollingagreementbetween the partiethe
plaintiffs’ claims are deemed to be filed in May 200As such, the pivotal question is whether
the plaintiffs’ claims accrued before May 2004 (or stated otherwise, whbthelaims accrued
more than three years frowhen the plaintiffs “filed” their suit). If so, then the plaintiffs’ claims
would be barretby theapplicable thregearstatute of limitations.

According to the defendants, the plaintiffs knew or had reason to know as early as July
2002 that thelefendants’ failure to filéhe translation had caused the plaintiffs’ injury.
Westerman DefsMot. at 12. he plaintiffs however, argue that they did not have any

knowledge of any injury resulting from the failure to file until, at the edyliese 10, 2004,

8 Although the plaintiffs did not commence suit until February 2008, the parties@méo tolling
agreements that allowed the plaintiffs to bring claims against the dafendthin six months of
the expiration of those tolling agreements. In other words, the partiesddaivpurposes dhe
statute of limitations the time that elapsed from the date that thespamtered into the tolling
agreements until the plaintiffs filed their claims. Therefore, the cetetmhines that the proper
date to consideas thefiling of the plaintiffs’ suit is the date that the respective tolling agreement
was entered into: May 3, 2007 with regard to the Westerman defendants, 8,807, with
regard to the Kratz defendants.
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when the Federal Circuit denied thpatition for a panel rehearind?ls.” Opp’n to Westerman
Defs.” Mot. at 24. As evidence to support their argument, the plaintiffs provide the court with
several letters that the defendants sent them after the Board'’s initiabdewisich attempted to
assurehe plaintiffsthat the failure to file a translati@hould not affect the pending patent
application. Id. at 2021.

“A decision by summary judgment is disfavored when additional developmemttsf f
might illuminate thessues of law requiring decisionBarnes v. District of Columbj&2007 WL
896282, at *3 (D.D.C. Mar. 26, 2007) (citibhgxon v. Freeman670 F.2d 346, 362 (D.C. Cir.
1982)). The parties here have yet to eggan discoveryand given the factual ambiguities
surrounding the commencement of the statute of limitations, the court is perswstdegdriod
of discovery is warranted prior to ruling on the defendants’ motiGeg Americable Iri{’Inc.

v. Dep’t of Navy129 F.3d1271, 1274 (D.CCir. 1998) (holding that neither the Circuit nor the
district court was “in a position to decide as a matter of law whether there [wasjiag
dispute . . because the district court did not permit [the plaih&ffy discoverybefore issuing
its ruling”); First Chi. Int’l v. United Exchange Ca836 F.2d 1375, 1380 (D.C. Cir.1988)
(observing that, ordinarily, “summary judgment is proper only aftepldnatiff has been given
adequate time for discovery”)Accordingly, the cott denieswithout prejudice the defendants’
respectivemotions for summary judgmerdnd grants the plaintiffs’ request for discovery with
respect to the failure to filen English translation claim.

D. The Court Denies Without Prejudicethe Defendants’RespectiveMotions for Summary
Judgment on the Plaintiffs’ Erroneous Legal Advice Claim

1. Legal Standard for Legal Malpractice Claim
To establish a prima facie case of legal malpractice in the District of Coluaizgy

must prove that (1there wasan attorneyclient relationship, (2)he attoney neglected a
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reasonable dutgnd (3) the attorney’s negligence resulted in and was the proximate cause of a
loss to the clientHerbinv. Hoeffe] 806 A.2d 186, 194-95 (D.C. 2002)he plaintiff must first
establish that an attornejient relationship existed, whidjivesrise to a duty or standard of

care. Hinton v. Rudasill624 F. Supp. 2d 48, 53 (D.D.C. 2009). Although the plaintiff must
prove @usationthis elements usually a question for the jury and only an issue of law if there
are no facts or circumstances fravhich a jury could reasonably determine that such negligence
was the proximate cause of injurgragg v. Owens-Corning Fiberglas Coyg34 A.2d 643,

648 (D.C. 1999).Finally, although actual, not speculative, damages are required to succeed on a
legal malpractice cle, seg e.g, Poole v. Loweg615 A.2d 589, 593 (D.C. 1992), the court has
discretion to postpone a ruling on a summary judgment motion if a party requests disaovery
prove damaged/ermont Elec. Power Co. v. Hartford Steam Boiler Inspectidns&Co, 72 F.
Supp. 2d 441, 447-48 (D. Vt. 1999) (granting the plaintiff's request for additional discovery in
order to ascertain facts regarding damages).

2. The Court Declnes at this Juncture to Rule on th&Vesterman Defendants
Summary Judgment Arguments Concerning Causation

The Westerman defendants argue that they should be granted summary judgment on the
plaintiffs’ erroneous legal advice clainMore specifically, the Westaan defendants contend
thatthe plaintiffs do not proffer any evidence from whacheasonable fadinder could
determinghatthe plaintiffs forfeited the settlement offees a result ofite Westerman
defendantserroneous legal advicéVestermarDefs.” Mot. at 14 Instead,lie Westerman
defendantsnsist thatthe plaintiffs turned down the settlement offers because the offers provided

no value to

14



Seed”? SeeWestermarDefs.” Renewed Mot.

The plaintiffs, on the other hand, insist that the defendants’ erroneous legal adviee le
plaintiffs to believe that they could obtaanU.S. patentegardless of the Federal Girts
ultimate ruling, thereby promptirtge plaintiffs to reject the sédement offers from Stevens
Pls.” Opp’n to WestermabDefs.” Renewed Matat 7-8. The plaintiffs assert that “[a]s a direct
consequence [of turning down the settlement offers], Seed has lost the revenuetdbbt it
have received from licensing its correctiongdpspenser for sale in the United Statek. The
plaintiffs furtherargue that the Westerman defendants’ causation arguments are merely attacks
on their credibility. Id. at 9

Under Rule 561 “the district court may defer ruling on a summary judgment motion
and permit further discovery so that the nonmoving party may obtain the informatiosargces
to show an issue of material fact in disput€itst Chi. Int’'l, 836 F.2d at 1380Typically, the
nonmoving party is expected to file an affidavit to ensure that the protections d6Rd)eare
being invoked in good faith and “to afford the trial court the showing necessary te theses
merit of a party’s opposition.ld. The cout may determine, however, that a filirsgich @ an
opposition, sufficesto alert the district court of the need for further discovery and thus servels]
as the funcoinal equivalent of an affidavit.Td.

Here, the plaintiffassert in theiopposition to th&Vesterman defendantsotion for
summary judgmerthatthey acted in reliance on the defendants’ erroneous legal advice when
they declined the settlement offelBls.” Opp’n to Westerman Defs.” Renewed Mot. at 7-8e T

court isbewildeed as to why the plaintiffs would natach any declaratiotinat would support

The Westermadefendants also argue that the plaintiffs have not provided the court with
sufficient evidence to establish actual damages. Westdbetari Renewed Motat 3. Because
the court grants the Westerman defendants’ motion on causation grounds, it doelsesst the
issue of damages.
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this argument. Notablyhe plaintiffshaveresponded to othesummary judgment arguments by
point to supporting evidence such asiaH correspondence and declaratipussuant to Rule

56(d). Seegenerallyid. Yet in addressing the issue of causatiba,plaintiffs neithepresented
affidavits that would support their arguments for causation, nor indicated why further discovery
would be necessary to acquire such evideiseeFeD. R. Civ. P.56(d).

Notwithstanding the lack of supporting declarations, the court believes that a ruling on
the Westerman defendants’ summary judgment motion would be premature at thigjubcéur
plaintiffs make a general plea for further discoveuysuant to Rule 56(djeforethe court
considers th§Vestermardefendants’ motion for summary judgmeeePIs.” Opp’'n to
Westerman Defs.” Renewed Mot. at Ihe court has no reason to believe that the existence of
such evidence on causation is speculative. Thes;durt agreethat he plaintiffs should be
afforded an opportunity to present evideraisinga genuine dispute of fact regarding causation.
Stella v. Mineta284 F.3d 135, 147 (D.C. Cir. 2002) (noting that the district court may in its
discretion permit additionaliscovery before resolving a motion for summary judgment).
Accordingly, thecourtdenies without prejudicthe Westerman defendansaimmary judgment

arguments with respect to catisn, and grants the plaintiffs’ request for further discovery on
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this issue'®

3. The Court Declines at this Juncture to Rule on th&ratz Defendants’ Summary
Judgment Arguments Concerningthe Duty Element

TheKratz defendants argue that the plaintiis'foneous legal advice claimust fail
because the alleged malpractice occurred after the Kratz defendants had termimated thei
representation of the plaintiffs with respect to the patent at is&az Defs.” Mot. at 4 see also
id., Ex. A. The plaintiffsrespondhat the Kratalefendants, as well as the Westerman
defendants, are liable for Seed’s “loss of valuable settlement oppieslibecause the Kratz
defendants provided “incorrect and misleading legal advesen before the Westerman
defendants left the Kratz firm. $21 Opp’n to KratzDefs.” Mot. at 25. Such advi¢éhe plaintiffs
contend,'naturally informed Seed’s decision in rejecting Stevens’ settlement Sfftets The
plaintiffs insist thathe Kratz defendants are liable because the erroneous legal thdviaas

givenby the Westerman defendamias consistent wittheincorrect and misleading adviteat

10 According to the Westerman defendants, the plaintiffs must demonsaaiktkiey had accepted

the settlement offer,“they would have made more money than they lost.” Westermean Def
Renewed Mot. at 3. The Westerndafendants further insist that the plaintiffs were required but
failed to allege that “any new or amended claims” which could have been addegatttite
examiner level would have had an “estimated economic value exceeding the \githeradr

both sé¢tlement offers.”Id. Requiring such factual showings, however, is not appropriate at the
prediscovery stage of this litigatiorBeeSwierkiewicz v. Sorema N,A34 U.S. 506, 511-14
(2002) (noting that it is not necessary for the plaintiff to plebel@ments of his prima facie case
in the complaint)Krieger v. Fadely211 F.3d 134, 136 (D.C. Cir. 2000) (recognizing that a
plaintiff need not “plead law or match facts to every element of a legalth@ernal quotation
marks and citation omitteld) The plaintiffs here have sufficiently alleged that they lost money
(an injury) as a result of their reliance on erroneous legal advice (cajis&aeHerbin, 806

A.2d at 19495 (describing the elements of a legal malpractice claim). While the Wiaste
defendants’ arguments may eventually prove persuasitieing more is required from the
plaintiffs at this procedural juncture.
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the Kratz defendantsad previouslgiven'* Id.

To eventually succeed on their legal malpractice claim against the Kratz defendants, th
plaintiffs must pointto anact(or omissior) by the Kratz defenants that resulted in a lossthe
plaintiffs. SeeHerbin, 806 A.2dat194-95. The Kratz defendantsnoreoverare not
accountable for those actions taken by the Westerman defeondeatthe Westerman
defendants took over thpaintiffs’ representationSeeBloome v. Wiseman, Shaikewitz,
McGivern, Wahl, Flavin & Hesi, P.C279 Ill. App. 3d 469, 477 (lll. App. Ct. 1996Ji$missing
a legal malpractice claim against one attorney for the alleged malpracticdlodraaitorney
who took over the case).

In their complaint,lte plaintiffs allege that their decision to declihefirst settlement
offer was made in reliance dine defendants’ advice “regarding, among other things, [Seed’s]
ability to protect its invention in the United States despite Defendants’ failure &mfimglish
language translation of the PCT application; its chance of success in the @no@adat the
time] before the Federal Circuit Court of Appeals; and its ability to raise nemended claims
before the patent examinerAm. Compl. § 30. The plaintiffs argue that they “would surely
have[] pursued a settlement with Stevenstlifd Kratz defendantsad] given [the plaintiffs]
correct advice regarding the ramifications of the Board’s refusal to comsid®CT apptation

in awarding it priority: Pls.” Opp’n to Kratz Defs.” Mot. at 26. Thus, the plaintiffs point to

1 The plaintiffs further argue that the Kratz defendants breackedittuciary duties by

encouraging Seed allow the Westerman defendants to handle their palténat 26. The
plaintiffs, however, have not alleged a breach of fiduciary duty clainmstgthie Kratz defendants
in their complaint. A plaintiff cannot amend its complaint by assertingat&@ns in a

responsive pleading to survive a motion for summary judgnfeee, e.g., Lemmons v.
Georgetown Univ. Hosp431 F. Supp. 2d 76, 91 n.16 (D.D.C. 2008%. the plaintiffs raise
these claims for the first time in their opposition, the court declmestertain thie breach of
fiduciary duty claim.
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advice (or lack thereofjiven by the Kratz defendarttsthe plaintiffs during the time that Kratz
was representing them.
Although theKratz defendants cannot be held accountable for the advice that was offered

by the Westerman defendants, phaintiffs point to specific adwe allegedly offered by the

Kratz defendants that contributed to the plaintiffs’ decision not to settle andubsequent

loss. Accordingly,lte courtdeems that it would not be appropriate at this stage to grant
summary judgment tthe Kratz defendaatwith respect to the plaintsf erroneous legal advice
claim, and denies their motion without prejudice in order to allow the parties to devalipa f

record regarding this clainSeeStellg 284 F.3cat 147.

V. CONCLUSION
For the foregoing reasons, the court deniesldfiendants’ respectivaotionsfor
summary judgmentAn Order consistent with this Memorandum Opinion is separately and

contemporaneously issued thi8 day ofJanuary2011.

RICARDO M. URBINA
United States District Judge
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