UNIQUE INDUSTRIES, INC. v. 965207 ALBERTA LTD.

UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

UNIQUE INDUSTRIES, INC.,
Plaintiff, . CivilActionNo.:  08-1095RMU)
V. Re Document Nos.: 69, 70, 71, 72
965207 ALBERTA LTD., '

Defendant.

MEMORANDUM OPINION

DENYING THE PARTIES’ CROSSM OTIONS FOR SUMMARY JUDGMENT
[. INTRODUCTION

This matter comes before the court on theig@sl cross-motions for summary judgment.
The defendant is a company that holds twsiglepatents for numerical and star-shaped
sparklers, a type of firework that throws off dgawhen lit. The plaintiff is a company that sells
similar products. The plaintiff commenced thigtion in pursuit of a declaratory judgment
stating that its products do not infringe ugba defendant’s design patents, and that the
defendant’s patents are invalithe defendant maintains tht patents are valid, and it has
asserted counterclaims against the plaintiff faepainfringement. Becaaggenuine disputes of

material fact prevent the issu@nof summary judgment, the codenies the parties’ motions.

[I. BACKGROUND
A. Legal Framework
The primary purpose of the patent system isdeance progress indtarts and sciences

by granting an inventor the exclusive right to profit from the s for a period of years.
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Sinclair & Carroll Co. v. Interchemical Corp325 U.S. 327, 330 (1943)) re CFLC, Inc, 89
F.3d 673, 679 (9th Cir. 1996). To preserve thdusive right, federdaw presumes that all
existing patents are valid, 35 U.S.C. § 282 (19843l this presumption can only be overcome
by clear and convincing ewdce to the contrarySee, e.g., WMS Gaming Inc. v. Int'| Game
Tech, 184 F.3d 1339, 1355 (Fed. Cir. 1999).

There are several methods by which a pldintay mount an attac&n the validity of a
patent. For instance, a plaintiff may show thaneone else invented the patented subject
matter. 35 U.S.C. 8 102(f). Such a patentid sahave “derived” fom another’s invention.
See Polymer Indus. Products Co. v. Bridgestone/Firestone 20@1 WL 253259, at *4 (Fed.
Cir. Mar. 13, 2001). In addition, a plaintiff malhow that the defendant’s patent is invalid
because it was “anticipated” by “prior art” — th&to say, the patented subject matter existed in
the public domain at the time that the patent was obtaiRettactable Technologies, Inc. v.
Becton, Dickinson & Cp653 F.3d 1296, 1309 (Fed. Cir. 2011).

Should the patent be deemed valid, its awnay bring suit against individuals or
organizations that possess products whiafrifige” on the patent. 35 U.S.C. § 271. An
individual infringes on a patebly producing a product that is sondiar to the patented material
that an ordinary observer mighmistake one for the otheGeeEgyptian Goddess, Inc. v. Swisa,
Inc., 543 F.3d 665, 678-79 (Fed. Cir. 2008). With this legal framework in mind, the court now
turns to the factual and prabral history of this case.

B. Factual & Procedural Background

The plaintiff manufactures and marketstgaupplies such as balloons, paper goods,

wrapping paper and novelty prodsicincluding sparklers. Compl. 1 5. In early 2008, the

defendant contacted the plaintiffsserting that the plaintiffsparklers violated two of the



defendat’s design ptents: U.SDesign Pant Nos. D417,207 (“the207 Paterif) and D45]164

(“the 164 Patent”). Id. 1 6; Def.s Mot. fa Claim Constuction at 1. The 207 Btent covers set

of numeical sparkles, represeed by the fgure below:

0123456 /89

Def.’s Mot. for Clam Construaton, Ex. A 07 Patent).

g,

1

The 164 Patd is for a sar-shaped garkler repesented byhe figurebelow:

Def.’s Mot. for Clam Construdton, Ex. B (64 Patent).

The plaintiff's numericabparklers ppear as fotbws:
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s.- i ‘1.“ -

SeePl.’sMot. for umm. J. orNon-Infringament at 3. h additionthe Plaintiffs sta-shaped

sparkleris shown blew:

In June 2008the plaintif commened this actim in pursuitof a declaratry judgment to
the effet that its praucts do noinfringe onthe defendnt’s patents See genatly Compl. In
Septembr 2008, thelefendantesponded 1 asserting aunterclains of patentnfringemen.
See genally Counercl. In July 2009, the ourt resolvel the partig cross-motons for clam
construgion.! Mem Op. (July22, 2009) aB-17. The ourt constred the '207Patent andtie
164 Patat in the folowing mamer:

The '207 P&ent is congBued as thernamenth design ofa set of sarklers, as
shown in Fgures 1-5 6 the pateh The patnted desig includesall of the

Before rulingon infringenent claims, ourts must fist conduct “daim constration” to ascetain
the meaning d scope of gatent. Elmer v. ICC Fébricating, Inc., 67 F.3d 131, 1577 (Fd. Cir.
1995).



sparklers illustrated in the drawingagcluding the number-shaped sparklers and
the “?”-shaped sparkler. The term “seticompasses sparklers that belong or are
used together, regardless of whether tlaeg packaged or sold together or

separately.

The '164 Patent is construed as the ornaalalesign of a steshaped sparkler, as
shown in Figures 1-4 of the patent.

Id. at 16-17.

Following the court’s ruling, the parties fileeross-motions for summary judgment in
early 2010. In February 2011, theucbdenied the parties’ motioréd allowed the reopening of
discovery for ninety daysSeeMem. Op. (Feb. 17, 2011). Once the extended discovery period
expired, the parties renewed theiogs-motions for summary judgmergee generallyPl.’s
Mot. for Summ. J. on Non-Infringement (“PINon-Infringement Mot.”); Pl.’s Mot. for Summ.

J. on Invalidity (“Pl.’s Invalidity Mot.”); Def.’sMot. for Summ. J. on Infringement Regarding
Patent 207 (“Def.’s 207 Mot.”); Def.’s Mot. f@umm. J. on Infringement Regarding Patent 164
(“Def.’'s 164 Mot.”). With these motions ripe for adjudication, tbert now turns to the

applicable legal standardsd the parties’ arguments.

[ll. ANALYSIS
A. Legal Standard for Summary Judgment
Summary judgment is appropriate when the pleadings and evislema€that there is
no genuine dispute as to any madkfact and the movant is ettéid to judgment as a matter of
law.” FeD.R.Civ.P.56(a);see also Celotex Corp. v. Catret?7 U.S. 317, 322 (1986);
Diamond v. Atwoo43 F.3d 1538, 1540 (D.C. Cir. 1995). To determine which facts are
“material,” a court must look to the suéstive law on which each claim res#&nderson v.

Liberty Lobby, InG.477 U.S. 242, 248 (1986). A “genuidsspute” is one whose resolution



could establish an element of a claim or defemsk therefore, affect the outcome of the action.
Celotex 477 U.S. at 322Anderson477 U.S. at 248.

In ruling on a motion for summary judgmetite court must draw all justifiable
inferences in the nonmoving party’s favor andegt the nonmoving party’s evidence as true.
Anderson477 U.S. at 255. A nonmoving party, howeweust establish more than “the mere
existence of a scintilla of ewvethice” in support of its positiond. at 252. To prevail on a motion
for summary judgment, the moving party must shibat the nonmoving party “fail[ed] to make
a showing sufficient to establish the existencaroélement essential to that party’s case, and on
which that party will bear the burden of proof at triaCélotex 477 U.S. at 322. By pointing to
the absence of evidence proffered by the monng party, a moving party may succeed on
summary judgmentld.

The nonmoving party may defeat summiaggment through faatl representations
made in a sworn affidavit if he “support[skhallegations . . . with facts in the recor@feenev.
Dalton, 164 F.3d 671, 675 (D.C. Cir. 1999) (quotidgrding v. Gray 9 F.3d 150, 154 (D.C. Cir.
1993)), or provides “dirgadestimonial evidence Arrington v. United State€73 F.3d 329, 338
(D.C. Cir. 2006). Indeed, for the court to accapything less “would defeat the central purpose
of the summary judgment device, which is to weatthose cases insufficiently meritorious to

warrant the expense of a jury trialGreene 164 F.3d at 675.

B. The Court Denies the Plaintiff's Motionfor Summary Judgment Regarding Invalidity

1. The Plaintiff Has Not Submitted Sufficent Evidence to Show that the Defendant
Derived Its Patents from the Wok of a Third Party Inventor

The plaintiff claims that the defendant’stgiats are invalid because they were derived

from the work of another inventorPl.’s Invalidity Mot. at 2.More specifically, the plaintiff



argues that the defendant’s patents resemblexiséing designs that were created by Drutep, a
Czech company that manufactures the defendant’s sparldeist. 3. The plaintiff therefore
asks the court to infer that the defendant copiadep’s designs whethe defendant applied for
its patents.ld.

The defendant counters that its patentsardy be rendered invalid on the basis of
“derivation” if the plaintiff shows that Drap specifically communicated its designs to the
defendant. Def.’s Opp’n to Pl.’s Invalidity Mot. &t The defendant arguthgat the plaintiff has
submitted no evidence of any such communicat®ee id

Under 35 U.S.C. § 102(f), a person is not entitted patent if “he did not himself invent
the subject matter sought to be patented.’si@w that a patent isvalid because it was
“derived” from a third party’s invention, a pidiff must prove “both prior conception of the
invention by another and communicatiortlzit conception tthe patentee.’Eaton Corp. v.
Rockwell Intern.323 F.3d 1332, 1334 (Fed. Cir. 2003) (quotdembro Lundia AB v. Baxter
Healthcare Corp.110 F.3d 1573, 1576 (Fed. Cir. 1997)). The communication must be
sufficient to enable an individuaf ordinary skill in the art tonake the patented invention.
Eaton 323 F.3d at 1344. Mere proof of a defendantdnecess to a third pgis invention is not
sufficient to carry the bden of proving derivationHedgewick v. Akergt97 F.2d 905, 908
(Fed. Cir. 1974).

The plaintiff argues that Drutep was in thgsiness of manufactag sparklers at some
point before the defendant filhis patent applicationdd. The plaintiff has offered no evidence
to suggest that Drutep spfcally communicated its designs to the defendant, howesee
Pl.’s Invalidity Mot. at 3-4. Absent evidence sime communication between those companies,

the plaintiff's evidence is legally insuéfient to support its derivation argumeitedgewick497



F.2d at 908. The court cannot conclude, therethet,the defendant’s patent is invalid under 35
U.S.C. § 102(f).See Creative Compounds, LLC v. Starmark L&l F.3d 1303, 1313 (Fed.
Cir. 2011) (reaffirming patent validity when tparty raising derivation claim failed to present
evidence supporting any specific communicatfoccordingly, the courtlenies the plaintiff's

motion insofar as it argues that the defendarivee its patents from the inventions of a third

party.

2. The Plaintiff Has Not Submitted SufficientEvidence to Show that the Defendant Based
Its Patents on Materialsin the Public Domain

The plaintiff claims that the defendanpatent was “anticipated” by “prior art.3eePl.’s
Invalidity Mot. at 5. Stated otherwise, the ptifrargues that the defendis patents are invalid
because they are copied from desitira exist in the public domaird. More precisely, the
plaintiff argues that the defdant’s patents are based oa fhaintiff's own productsid. at 5-7.

The defendant counters that its patents drelly distinct from the plaintiff's products,
which are merely a set of non-sparkling candles in the shape of nurleefdef.’s Opp’n to
Pl.’sInvalidity Mot. at 8.

To prove that a defendant’s patés anticipated by prior attthe plaintiff must show that
an ordinary observer would deem the patented materiz so similar to the prior art that he or
she might mistake one for the oth&eeGorham Co. v. White81 U.S. 51 (1871kee

International Seaway Trading Corp. v. Walgreens C&89 F.3d 1233, 1240 (Fed. Cir. 2009).

2 The plaintiff also suggests that the defendant’'s employees destroyed or failed to preserve

information necessary to prove communication of the patent, including the drawings of the bent
wires and other patent application recor8gePl.’s Invalidity Mot. at6. The plaintiff asks the

court to infer that this putative evidence would have supported its cldinThe plaintiff's

entire argument has already been considanedrejected by this court, howev&eeMem. Op.

(Feb. 17, 2011) at 15-16. The court will not reiterigs analysis here; suffice it to say that the
court rejects this argument for the same reasons that are more fully explained in this court’s
earlier opinion.



The plaintiff carries the burden pfoducing the prior art it alleges b@ the basis of anticipation.
SeeEgyptian Goddes$43 F. 3d 665, 678-79 (“Where, as here, an accused infringer elects to
rely on the comparison [to] prior art as paritefdefense against the claim of infringement [or
anticipation], the burden of prodimn of that prior art is othe accused infringer”).

The plaintiff argues that éhdefendant’s patents were anticipated by the following

designs:

FESTIVE NUMERAL CANDLES

01234

3T ar aroz aroa
Lossta! HAINBOW NUMERAL CANDLES

t -& 3 3 i

J50-7

DELUXE NUMERAL CANDLES

eANDLE

IEELY

360-7 380-1

Pl.’s Non-Infringement Mot., Ex. A. In consf the defendant’s patecintains the following

designs:
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Id., Ex.B. Even a arsory glane reveals ginificant differences beteen the @intiff's
purportel examplesf prior artand the defedant’s pataeted sparkles. In parttular, the cart
highlights the fact tht the defedant’s candds throw of sparks, wereas the @intiff's
submittel prior art @ not. Id. In addition,an ordinaryobserver cald notice anumber of

differerces betweethe shapeand relativesizes of thecandles. Atest, the @intiff has

10



demonstrated that there is a material issuaafds to whether a reasble observer could deem
the defendant’s sparklers to be substantially smhalgoublically available font types. In this
scenario, summary judgment is inapproprigdeeZenith Elec. Corp. v. PDI Commc’n Sys.,.Inc
522 F.3d 1348 (Fed. Cir. 2008) (“Anticipation may be resolved on summary judgment if there is
no genuine issue of material fact.”). Accordingly, the court denies the plaintiff's motion insofar

as it argues that the defendant’s patents amtieipated by fonts in the public domdin.

C. The Court Denies the Parties’ Cross-Mtions for Summary Judgment on Infringement

The plaintiff seeks summary judgment oe thsue of infringement, arguing that no
reasonable juror could concludettis sparklers infringe upondldefendant’s patents. Pl.’s
Non-Infringement Mot. at 1. The plaintiff gthasizes a number of phyal differences that
distinguish its sparklers fromerdefendant’s patented desigimg]uding the following: (1) the
plaintiff's sparklers are uniform iheight and font, whereas thet@ated sparklers are not; (2) the
plaintiff's patented set of sgders includes a sparkler in tsape of a question mark, whereas
the defendant’s patent does not; and (3) thepif's star-shaped spkler has six points,
whereas the defendant’s patents includeastaped sparkler with five pointkl. at 4-8.

In contrast, the defendant maintains thatdlantiff's sparklers are so similar to the
defendant’s patents thahy ordinary observer would confuse the t®e generallpef.’s 164
Mot.; Def.’s 207 Mot. The defendant thus clutges that the differences highlighted by the
plaintiff are so minute that thedo not create a genuine disputdraible fact. Def.’s 164 Mot. at

2; Def.’s 207 Mot. at 2.

3 The plaintiff also argues that the defendant’s patents are too conventional to be patented, an issue

that the court has already addressed in its prior deciSeaMem. Op. (Feb. 17, 2011) at 10-13.
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When determining whether a party infrisggpon another’s patertourts apply the
“ordinary observer” test, which was originally set forttGarham Co. v. White81 U.S. 51
(1871). See Egyptian Godded$A3 F.3d at 681Gorhamstates that “if, in the eye of an
ordinary observer, giving such attentionaggurchaser usually gives, two designs are
substantially the same, if the resemblance is agdb deceive such abserver, inducing him to
purchase one supposing it to be the other, thediimstis infringed [or anticipated] by the other.”
Gorham Co0.81 U.S. at 51.Stated otherwise, the patenteestestablish that an ordinary
observer would be deceived into believing that the accused product is substantially the same as
the patented desigrSee Egyptian Godde$3 F.3d at 681.

In general, whether or not a product inffes on a patent is a question of facatalina
Lighting v. Lamps Plus, Inc295 F.3d 1277, 1287 (Fed. Cir. 200)A. Gear, Inc. v. Thom
McAn Show C0988 F.2d 1117, 1124 (Fed. Cir. 1993). Aclogly, if reasonable jurors could
disagree as to whether an ordinary obsemaild believe the parties’ products to be
substantially similar, summary judgment is unwarrantedn-Mate Corp. v. Koolatron Cotp.
2011 WL 3322597 (C.D. Cal., Aug. 1, 2011) (denyingss-motions for summary judgment on
the issue of infringement due tactual disputes regarding the simitiaof the parties’ products);
Degelman Industries, Ltd. v. Pioech Welding an&abrication, Inc, 2011 WL 6754040, at *17
(W.D.N.Y., May 27, 2011) (same).

Here, the parties deploy a number of fact-seres#dirguments in support of their claims.
First, the plaintiff argues that its sparklers auniform” in their height and usage of font,
whereas the defendant’s patensgdrklers vary in size and shagl.’s Non-Infringement Mot.
at 7, 9. In contrast, the defendant arguesithatvn sparklers are not truly “uniform” because

their shape varies somewhat. Def.’s Qp Pl.’s Non-Infringement Mot. at 6.

12



Second, the plaintiff argues thas star-shaped sparklefffdrs from the defendant’s
patent because it has six points instead of fiveePl.’s Non-Infringement Mot. at 5-7. The
defendant counters by arguing that both of thréigs designs ultimately contain an overall
“visual theme” of a single-line hollow star-gfeaon a stick. Def.’s 164 Mot. at 4-6. The
defendant thus argues that the plaintiff's star sparkler is sasimoverall impression to the
defendant’s patented star sparkleat the ordinary fireworksomsumer would find the two to be
the same.ld.

Third, the plaintiff highlights théact that its set of sparkkecontains a sparkler in the
shape of a question mark, whereas the defetsdsettof sparklers does not. Pl.’s Non-
Infringement Mot. at 3. The éendant counters that this slaglifference does not alter the
overall similarity between the partiesparklers when viewed as a whoeeDef.’s 207 Mot.,
Ex. 4 at 3-4.

In sum, both parties have marshaled factwadence in support of their arguments for
summary judgment. The court is mindful, howewhat when ruling upon summary judgment, it
may not resolve factual disputeAnderson477 U.S. at 255George v. Leavift407 F.3d 405,
413 (D.C. Cir. 2005) (“[A]t thesummary judgment stage, a judge may not make credibility
determinations, weigh the evidenoe draw inferences from thacts — these are jury functions,
not those of a judge ruling on a motion for suanynudgment.”). Because resolution of this
guestion is best left for the trier of fact, suampjudgment is inappropriate at this junctuBun-
Mate Corp, 2011 WL 3322597Degelman2011 WL 6754040, at *17. Accordingly, the court

denies the parties’ cross-tians for summary judgment.
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V. CONCLUSION
For the foregoing reasons, the court dethesparties’ cross-motions for summary
judgment. An Order consistent withgiMemorandum Opinion is separately and

contemporaneously issued thigth day of February, 2012.

RICARDO M. URBINA
UnitedState<District Judge
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