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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF GEORGIA
ATLANTA DIVISION

FISHERBROYLES, LLP,
Plaintiff,
\A 1:14-cv-1101-WSD
JURIS LAW GROUP,
Defendant.

OPINION AND ORDER

This matter 1s before the Court on Defendant Juris Law Group’s
(“Defendant’) Motion to Dismiss for Lack of Personal Jurisdiction and Motion for
Sanctions [5] (the “Motion”™).

L. BACKGROUND
On April 12, 2014, Plaintiff FisherBroyles, LLP (“Plaintiff”) filed its

Complaint [1] (“Complaint™), asserting claims of trademark infringement and
unfair competition against Defendant.

Plaintiff asserts that it 1s a limited liability partnership organized and existing
under the laws of the State of Georgia, with its principal place of business in

Atlanta, Georgia, and that Defendant is a corporation organized and existing under
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the laws of the State of California, witls principal place of business in Century
City, California. (Compl. 1 4-5).

Plaintiff practices law under thregistered trademark “THE NEXT
GENERATION LAW FIRM” (the “Mark”). (Id. 1 6, 10). Plaintiff has ten (10)
offices nationwide, including offices in California, and has advertised its legal
services under the Mark throughout the United States, including the State of
California and Century City._(Idif 7-9).

Plaintiff alleges that Defendant provadkegal services using the slogan “the
next generation law firm,” and adopted this slogan despite knowing of Plaintiff's
extensive use of the trademark. and dedplaintiff's requests that Defendant
cease its infringement. (1§f 11-13). Plaintiff alleges that Defendant’s use of the
Mark will cause confusion or cause thpdrties to believe that Plaintiff is
affiliated with Defendant, and Plaintiff i&ely to be damaged as a result of this
confusion. (Idf 20).

Plaintiff requests that the Court enjddefendant from using the words “the
next generation law firm” in the advertisent of legal serviceand that Defendant
account to Plaintiff and pay Plaintiff adfofits realized by Defendant from the sale

of legal services using the slogahétnext generatiolaw firm.” (Id. at 6-7).



On May 16, 2014, Defendant filed its Motion, requesting that the Court
dismiss Plaintiff's Complaint against Defendant for lack of personal jurisdiction
and sanction Plaintiff for Defendant’'d@ineys’ fees and costs incurred in
responding to the Complaint.

Defendant argues that it does not hamg contact with Georgia such that
Defendant would be subject pe@rsonal jurisdiction in this state. (Motion at 1).
Defendant asserts that it is a small lasnfwith two offices in California that
primarily only accepts cases or clietfiat are based in California. (lak 2).
Defendant asserts that, with the exceptbthis matter, it has never handled a
case in Georgia, has never conductednass in Georgia, and does not solicit
business in Georgia. ()d.Defendant does not méam an office, employees,
representatives, or agents in Georgia] is not registered to do business in
Georgia. (ldat 2-3). Defendant does not oviease, or use any real property in
Georgia. (Idat 3). Plaintiff does not allegi, its Complaint, any specific facts
that contradict Defendant’s assertionsj @oes not allege arfigcts, aside from its
allegations of trademark infringemeantd the claimed copying of pages from
Plaintiff's website, that suggest tithe Court has personal jurisdiction over

Defendant.



Defendant asserts that the conductrl&ialleges in its Complaint, if it
occurred, occurred in California._(Jd.Defendant argues that it is not subject to
either general or specific personal ggiction under Georgia’s long-arm statute,
and that exercising personal jurisdictiover it would violate the Due Process
requirements of the Fourteenth Amendment. gtcb-8).

On June 2, 2014, Plaintiff filed its Response in Opposition [7] (the
“Response”) to the Motion. Plaintiff assethat the allegations in the Complaint
regarding Defendant’s wrongful use oétMark establish that the Court has
personal jurisdiction over Defendant. egponse at 2-3). In addition to the
allegations in the Complaint, PlaintéfResponse contained additional allegations
concerning Defendant’s allegé@demark infringement._(lét 3-7).

Plaintiff asserts that Defendant’s “intemal, targeted torts against plaintiff
justify the exercise of personal jurisdiction against it.” @d3). Plaintiff asserts
that the Court has personal jurisdictmrer Defendant under Georgia’s long-arm
statute because of Defendant’s “intentl, targeted torts against plaintiff
constitute transacting business in Georgia.” &tdz7). Specifically, Plaintiff
asserts that the copying of its Mark fraiwebsite constitutes the transaction of

business in Georgia. (ldt 14-15).



Plaintiff asserts further that Defendanti$entional, tortious acts aimed at
Plaintiff establishes the necessary minmcontacts with Georgia to satisfy Due
Process. (ldat 17-18). Plaintiff asserts thaefendant knew its infringement of
Plaintiff's Mark would injure Plaintiff “andhat the brunt of that injury would be
felt by plaintiff in Georgia.” (Idat 18).

1. DISCUSSION

A. Standard of Review

A plaintiff must allege sificient facts in its complaint to make out a prima

facie case of personal jurisdiction oxedefendant. Diamond Crystal Brands,

Inc. v. Food Movers Int'l, In¢.593 F.3d 1249, 1257 (11th Cir. 2010). If the
plaintiff makes its prima facie showing pérsonal jurisdictionthe defendant may
challenge the allegations ofrisdiction with evidence. Sead. Upon the
defendant’s submission of jurisdictionali@ence, “the burden traditionally shifts
back to the plaintiff to produce ewdce supporting jurisdiction.”_ldquoting

United Techs. Corp. v. Mazes56 F.3d 1260, 1274 (11th Cir. 2009)); accord

Meier ex rel. Meier. Sun Int’l HotelsL td., 288 F.3d 1264, 1269 (11th Cir. 2002).

Where there are conflicts between thalence, the court makes all reasonable

inferences in favor of thelaintiff. Diamond Crystal593 F.3d at 1257 (quoting

Meier, 288 F.3d at 1269); Morris v. SSE, 1n843 F.2d 489, 492 (11th Cir. 1988).




A district court has personal juristimn over a nonresident defendant if the
exercise of jurisdiction (1) is permitteshder the state’s long-arm statute and
(2) does not violate the Due Process G&aaf the Fourteenth Amendment.

Diamond Crystgl593 F.3d at 1257-58. In Georgia, the two inquiries are distinct

because the Georgia long-arm statute isggoobligations that a plaintiff must
establish that are independent ofgadural due process requirements. atdl 259.
To satisfy the Georgia long-arm statute, phantiff must establish that jurisdiction
is permitted under an express statutory miowi, interpreted and applied literally.

Id. at 1259 & n. 10 (construing Innovative Clinical & Consulting Servs.,

LLC v. First Nat'l Bank of Ames620 S.E.2d 352 (Ga. 2005)).

To satisfy the constitutional requirentgthe defendant must have “fair
warning” of litigation in Georgia by edtshing “minimum contacts” with the
state. Idat 1267. If such “minimum contaltare shown, the defendant can
escape the exercise of personal judsdn over it only by making “a ‘compelling
case’ that the exercise of jurisdiction wowiolate traditional notions of fair play

and substantial justice.” Id(citing Burger King Corp. v. Rudzewic471 U.S.

462, 477 (1985)).



1. Long-Arm Statute

Georgia’s long-arm statute confers personal jurisdiction over non-resident
defendants under sixrcumstances. Sdega. Code Ann§ 9-10-91 (the
“Long-Arm Statute”). Plaintiff assertsahDefendant is subject to jurisdiction
under only the first of these six subsewsipwhich provides for jurisdiction over a
defendant who “[tJransacts any lmnesss within [Georgia].”_Idat § 90-10-91(1).
Subsection (1) provides for jurisdiction whire defendant has “purposefully done

some act or consummated some tratisa” in Georgia._Diamond Cryste$93

F.3d at 1260 (quoting Aero Toy Store, LLC v. Grieve31 S.E.2d 734, 736-379

(Ga. Ct. App. 2006)) (empbkes removed). The defendant’s physical presence in
the state to perform the act is not required.atdL.264.
A nonresident defendant’s “mail |Jé@hone calls, and other ‘intangible

acts’ that occur outside @eorgia must be examined to determine “whether it can
fairly be said that the nonresident has saated any business within Georgia.” Id.
The defendant, however, must “fairly baid” to have literally “transacted”

business in Georgia. ldsee alsad. at 1264 n. 18 (“Transact’ means ‘to

prosecute negotiations,’ to ‘carry on busigsg ‘to carry out,” or ‘to carry on.”)

(quoting Webster’s Third New Int’| Dtonary, 2425 (1993)). That is, the



defendant must havengaged in conduct directed to Georgia and which occurs in
Georgia._Sed.

2. Due Process

To satisfy the constitutional requiremts for the exercise of personal
jurisdiction, a defendant mukave “certain minimumantacts with [the forum]
such that the maintenance of the suit doeoffend traditional notions of fair play

and substantial justice.” Diamond Crys®&93 F.3d at 1267. A nonresident

defendant is subject to personal jurisdictio a state only when “the defendant’s
conduct and connection with the forum 8tate such that he should reasonably
anticipate being haled intourt there.”_Burger Kingd71 U.S. at 474 (quoting

World-Wide Volkswagen Corp. v. Woodsot4 U.S. 286 (1980)).

“Due process contemplates two typegurisdiction over the person: general

and specific jurisdiction.”_Paul, Hasts, Janofsky & Walker, LLP v. City of

Tulsa, Okla, 245 F. Supp. 2d 1248, 12598.D. Ga. 2002). For general

jurisdiction to apply, a nonresident defentla “contacts with the forum that are
unrelated to the litigation must be substantial,” in the nature of “continuous and
systematic general business contacts between the defemdiathe forum state.”
Meier, 288 F.3d at 1274. Specific jurisdiction is present when the defendant’s

contacts with the forum state “satisfydbrcriteria: they mudde related to the



plaintiff's cause of action or have givese to it; they must involve some act by
which the defendant purposefully avatkelf of the privilege of conducting
activities within the forum; and they rsiube such that the defendant should

reasonably anticipate being haled into coliere.” Sloss Indus. Corp. v. Eurisol

488 F.3d 922, 925 (11th Cir. 20Q(Mternal quotations omitted).

Jurisdiction must also comport withréditional notions of fair play and
substantial justice,” which requiresrtsideration of: “(a) the burden on the
defendant, (b) the forum State’s intergsadjudicating the dispute, (c) the
plaintiff's interest in obtaining convenieand effective relief(d) the interstate
justice system’s interest in obtaining thesnefficient resolution of controversies,
and (e) the shared interest of theesal States in furthering fundamental

substantive social policies.” Meje288 F.3d at 1276.

B. Analysis

The question before this Courtidhether the alleged infringement of
Plaintiff's Mark from its website andlaged wrongful copying in California of
one or more pages of Plaintiff's &te provides the Court with long-arm
jurisdiction over Defendant.

Plaintiff asserts that Subsection (1) of Georgia's Long-Arm Statute is

satisfied because Defendaritistentional, targeted tortagainst plaintiff constitute



transacting business in Georgia.” (Response at 7). “[S]ubsection (1) long-arm
jurisdiction in Georgia expressly deperasthe actual transaction of business--the
doing of some act or consummation ofr@transaction--by the defendant in the

state.” Diamond Crystab93 F.3d at 1260. “Interpesd literally, ‘transacts any

business’ requires that the nonresident defendant has purdpodefie some act
or consummated some transantin [Georgia] . . . .”_Idat 1264 (internal
guotations omitted).

In conducting this mixed law and faoguiry, we find instructive the

literal definition of the words in thstatute. “Transact” means “to

prosecute negotiations,” to “caroy business,” “to carry out,” or “to
carry on.” “Any” means “to angxtent” or “in any degree.”

“Business” means “activity directédward some end,” or “a usually

commercial or mercantile activity stomarily engaged in as a means

of livelihood,” or “transactionsjealings, or intercourse of any

nature.”

Id. at 1264 n.18. (internaltations omitted).

Plaintiff does not allege that Defgant does business in Georgia and does
not allege a physical presence in Georgregven that Defendant’s principals or
employees travel here. Plaintifsaldoes not provide any support for its
contention that the commission of ismentional tort--alleged trademark
infringement and copying one or mgrages from a website--constitutes the

“transaction of business” in Georgia saignt to confer long-arm jurisdiction

under Subsection (1). Defendant’s allégenduct was not the “transaction” of

10



“commercial or mercantile activity cusharily engaged in as a means of

livelihood” in Georgia._Se®iamond Crystal593 F.3d at 1264 n.18. Even though
Defendant’s website, with the allegedfringed Mark, was accessible in Georgia
and other states, including, apparenthyifGmia, Plaintiff does not allege that
Defendant actually obtained any clientsother business in Georgia through its
website or by using the Mark. Plaintiffrgply has failed to allege or show that
Defendant’s alleged infringement constituted the “transaction of business” in
Georgia.

Even if Defendant’s alleged traderkanfringement constituted a “business
transaction” under the Long-Arm Statutehich the Court finds it does not--and
assuming Plaintiff alleged jurisdictiamder Subsection (2) of the Long-Arm
Statute--which it does not--Plaintiff did naflege or show that such a transaction
or tort occurred in Georgifa.Subsection (2) of the Long-Arm Statute authorizes
courts to exercise personal jurisdiction if a person “[cJommits a tortious act or
omission within this state, excepttasa cause of action for defamation of

character arising from the actGa. Code Ann. § 9-10-91(2).

! Plaintiff, while established and raguartered in Georgia, maintains offices

nationwide, including offices in CaliforniglCompl. {1 7-9). Plaintiff's website
and Mark covers its entire firm, npist its Georgia office.

11



In considering Subsection (2) of therig-Arm Statute, th&leventh Circuit
and Georgia courts haverggally found that torts committed using a computer
occur at the physical place wieethe computer used to contriine tort is located.

Cf. LABMD, Inc. v. Tiversa, Ing.509 F. App’x 842, 844 (11th Cir. 2013)

(Finding that tortious conduct occurred where defendants used computers and,
because the computers were used outsidgeorgia, the defendants were not

subject to personal jurisdiction urrdeubsection (2)); Huggins v. Boy@97

S.E.2d 253 (Ga. Ct.p@gp. 2010) (“The conduct giving rise to the
offense . . . occurred at the physical plachere Huggins typed in and sent his
e-mails. The effect was the transmissof the communications along electronic
lines and receipt by Boyd . . . at the otBed. Therefore, Huggins did not engage
in any conduct . . . in Georgia, whendent the e-mails from out of state.”).

Where a plaintiff alleges, in a tradark infringement case, that a defendant
has wrongfully used the plaintiff's mark on defendant’s website to solicit business,
our Court has found that neither Setisons (1) or (2) provides personal

jurisdiction over the defendant. SRaradise Media Ventures, LLC v. Mills

No. 13-CV-1003, 2013 WL 6388627,"&-4 (N.D. Ga. Dec. 5, 2013). The

Paradise Medi&ourt found that Subsection)(did not apply because nobody in

Georgia utilized defendant’s services. ati*2-3. The Paradise Med@ourt

12



concluded that Subsection (2) did npply because in a trademark infringement
action involving the internet, the tadus conduct occurs where the infringing

“website ishosted.” 2 Id. at *4; see alsdordan Outdoor Enterprises, Ltd. v. That

70’s Store, LLC 819 F. Supp. 2d 1338, 1345 (M.D. Ga. 2011) (“Even if

infringement occurred in Georgia as auk of Georgia residents viewing the

infringing marks on Defendants’ websites. the conduct giving rise to the

infringement occurred in Arkansas, waddefendants created the websited.”).
Defendant has asserted, and Plaimi#$ not rebutted, that Defendant does

not provide any services to persons in Georgia and, accordingly, Subsection (1) of

2 Some courts, alternatively, hasencluded that the situs of trademark

infringement is where the servers whitlintain the website are located. See
e.qg, Gucci Am., Inc. v. Fantline Processing Corp/21 F. Supp. 2d 228, 241
(S.D.N.Y. 2010) (applying New York’s Long-Ar statute). Even if applicable to
Georgia’s Long-Arm statute, Plaintiff does not allege the location of the servers
that maintain Defendant’s website.

3 The_Paradise Medi@ourt also found that Subsection (3) did not apply
because the defendant did not regularly dsaticit business in Georgia, or derive
substantial review from servicesgered in GeorgiaParadise Medj&2013 WL
6388627, at *4. Subsection (3) of thengsArm Statute authorizes courts to
exercise personal jurisdiction if a person gelmits a tortious injury in this state
caused by an act or omission outside thasesif the tort-feasaregularly does or
solicits business, or engagasany other persistent ca# of conduct, or derives
substantial revenue from goods usedarsumed or services rendered in this
state.” Ga. Code Ann. 8§ 9-10-91(3). daese it is uncontroverted that Defendant
does not maintain an office in Georgsalicit clients in Georgia, or provide
services in Georgia, the Court conclagir the same reasons enunciated in
Paradise Mediahat Subsection (3) does raminfer personal jurisdiction over
Defendant.

13



the Long-Arm Statute does not provide a basis for exercising long-arm jurisdiction

over Defendant. Segéa. Code Ann. 8 9-10-91(1)Even if Plaintiff relied on

4 Plaintiff cites two cases that gserts provides guidance on the issue of

personal jurisdiction, U.S. Phard@orp. v. Breckenridge Pharm., Indlo. 09-CV-
2050, 2010 WL 3731112 (N.D. Ga. Sept. 2610) and Peridyne Tech. Solutions,
LLC v. Matheson Fast Freight, Ind.17 F. Supp. 2d 1366, 1368 (N.D. Ga. 2000).
(Response at 15-16). Plaintiff asserts that the Brecken@idge found that
allegations that a nonresident defendant had intentionally copied the plaintiff's
trade dress and that this activity maniéekitself in Georgia and damaged plaintiff
in Georgia “might be sufficient to establish personal jurisdiction under
[Licciardello v. Lovelady544 F.3d 1280 (11th Cir. 2008)]Breckenridge

Pharm, 2010 WL 3731112, at *4. The BreckenridQeurt’'s statement, aside from
being dicta, pre-dates the Eleventh Cit'stadmonishment that “courts must apply
the specific limitations and requiremsmf O.C.G.A. § 9—10-9literally and must
engage in a statutory examination thahtependent of, and distinct from, the
constitutional analysis to ensure thaty&teparate prongs of the jurisdictional
inquiry are satisfied.” Diamond Cryst&l93 F.3d at 1263. The fact that a
defendant’s conduct mightave an effect on a @Grgia plaintiff does not
automatically satisfy the Long-Arm Steé, even if it would satisfy the
requirements of Due Process.

Plaintiff's reliance on Peridyne also misplaced. &htiff asserts that the
PeridyneCourt concluded that defendants’ contact with Georgia through
computers constituted a substantial @gtion with Georgia, and found that
defendants should not be entitled to tateamtage of modern technology such as
the internet to escape traditional notiongunisdiction. (Response at 16). The
PeridyneCourt, however, incorrectly treatéae Long-Arm Statute as providing
personal jurisdiction to the limits @fue Process, an interpretation that was
specifically rejected by the Elewmth Circuit in Diamond CrystalSeePeridyne
117 F. Supp. 2d. at 1369 (“Where asmtong-arm statute confers personal
jurisdiction to the limits of Due Procegbge court may pass over analysis of the
statute and exercise jurisdiction &k the constitutional requirements are
satisfied.”);_ Diamond Crystab93 F.3d at 1259 (“the Georgia long-arm statute
does not grant courts in Georgia persgaasdiction that is coextensive with
procedural due process . . .. Itimposekependent obligations that a plaintiff
must establish for the exercise of perdguasdiction that are distinct from the

14



Subsection (2) of the Long-Arm Statutee thleventh CircuitGeorgia courts, and

the Court in Paradise Medihave concluded that tastis conduct engaged in over
the internet occurs where the offending corepig used, which, ithis case, is in
California. Plaintiff has thus failed &lege facts to show that long-arm
jurisdiction under Subsection)(Bhay be exercised her@laintiff thus failed to
“allege sufficient facts in its complaint toake out a prima facie case of personal
jurisdiction over a defendanthd, even if it had, Plaintiff failed to satisfy its

burden to produce evidence supporting personal jurisdi¢tieeDiamond

Crystal 593 F.3d at 1257.

demands of procedural due process.”)e Tourt notes further that the defendants
in Peridynewere accused of negotiating @ntract with the plaintiff, a
Georgia-based business, that includeghpents by defendants in Georgia and a
forum selection clause requiring juristion in Georgiaand that defendants
electronically accessed plaintiff's compw@n Georgia through the use of stolen
passwords, and transferred thousandded from these computers. Seeridyne
117 F. Supp. 2d. at 1371. That the Perid@oert found that defendants had
substantial contact with Georggnot surprising, but the Peridy@®urt’s
reasoning does not apply to this casd] its interpretation of the Long-Arm
Statute has since been rejedydhe Eleventh Circuit.

> While Defendant is subject to persbpaisdiction in California, it maintains
offices in both Century City, California,ith falls within the jurisdiction of the
Central District of California, and MenBark, California, which falls within the
jurisdiction of the Northern District of California. Because neither of the parties
have moved to transfer wee, and because there are two possible districts in
California which would have pper venue, the Court will netia sponte transfer
this case._Selravec v. Chicag&®neumatic Tool Co579 F. Supp. 619, 623

(N.D. Ga. 1983).
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“Because Plaintiff has failed to prottee existence of personal jurisdiction
under Georgia’s long-arm statute, the Galaes not need to decide whether the
exercise of jurisdiction, if it existed undehe [Georgia] long-arm statute, which it

does not, would be proper under the DuecBss Clause.” Websters Chalk Paint

Powder, LLC v. Annie Sloan Interiors, LidNo. 13-CV-2040, 2014 WL 4093669,

at *7 (N.D. Ga. Aug. 18, 2014giting LabMD v. Tiversa, In¢.509 F. App’x 842,

846 (11th Cir. 2013)j.
Defendant requests that the Court ingeanctions on Plaintiff pursuant to
28 U.S.C. § 1927. Seoti 1927 provides that
Any attorney or other person admitted to conduct cases in any court of
the United States or any Territory thereof who so multiplies the
proceedings in any case unreasonably and vexatiously may be
required by the court to satisfy pemally the excess costs, expenses,
and attorneys’ fees reasonablgumnred because of such conduct.
28 U.S.C. § 1927. Defendant asserts Biaintiff's pleadings lack any basis
to support personal jurigdion, and that the “tone and substances of the
discussions of the parties regarding both the legal insufficiency of Plaintiff's

claims and the question of improperigdiction prior to the filing of the

complaint (in Georgia) as well as Riaff's insistence on personal service in

® On the facts here it is likely, if notevitable, that the Court would find that

the exercise of jurisdiction would not be constitutionally proper.

16



order to further hold [Defendant’s] ‘fe@d the fire’ render Plaintiff's bad
faith intent obvious.” (Motion at 8).

The Court finds that Plaintiff's filingf its Complaint in Georgia has not
“multiplie[d] the proceedings in [this] casmreasonably or vexatiously . . ..” See
28 U.S.C. § 1927. Plaintiff filed its Cona@int, and Defendantesponded with its
Motion to Dismiss. Defendant has neten required to engage in any additional
work, or to prepare any additional pleaglé or motions to support an award of

sanctions. The Court, accordingienies Defendant’s sanctions request.

17



[11. CONCLUSION

For the foregoing reasons,

IT ISHEREBY ORDERED that Defendant’s Motion to Dismiss for Lack
of Personal Jurisdiction and Motion for Sanctions [S}RANTED IN PART
andDENIED IN PART. Itis GRANTED with respect to Defendant’s request
that Plaintiff's Complaint be dismissed. ItDENIED with respect to the request
for sanctions.

IT ISFURTHER ORDERED that Plaintiff's Complaint [1] is

DISMISSED.

SO ORDERED this 12th day of February, 2015.

WILLIAM S. DUFFEY, JR.
UNITED STATES DISTRICT JUDGE
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