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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

BONE CARE INTERNATIONAL, LLC )
and GENZYME CORPORATION, )
)
Plaintiffs, )
) CaséNo.: 08-cv-1083
V. )
) Judgd&robertM. Dow, Jr.
PENTECH PHARMACEUTICALS, INC., )
and COBREK PHARMACEUTICALS, INC., )
)
Defendants. )

MEMORANDUM OPINION AND ORDER

Pending before the Court are nine motionmine filed by both parties [345, 399, 403,
406, 409, 412, 414, 417, 424], as well as Defendants'omadti file instanter a reply to one of
Plaintiffs’ motionsin limine [471]. Several of tase motions are addressed below [399, 409, 412,
414, 417, 471]. ThBaubertrelated motions, as well as the objection to Judge Ashman'’s ruling,
will be addressed in a separaggnion. For the reasons set foliblow, the Court denies four
motionsin limine [399, 412, 414, and 417], and grants int @ad denies in part one motign
limine [409]. In addition, the Court grants Defendannotion to file irstanter a reply brief
[471].

l. Legal Standard

A motion in limine is a motion “at the outset” a@ne made “preliminarily.” BACK’S
LAw DicTIONARY 803 (8th ed. 2004). The power to rule on motionmine inheres in the
Court’s role in managing trialsLuce v. United Stateg69 U.S. 38, 41 n.4 (1984). Motioms
limine may be used to eliminateidence “that clearly ought not Ipeesented to the jury because

[it] clearly wouldbe inadmissible for any purposeJonasson v. Lutheran Child & Family Sycs.
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115 F.3d 436, 440 (7th Cir. 1997) (elbging that, when used prape the motions may sharpen
the issues for trial). The party seeking to aglel evidence has the burdeihdemonstrating that
the evidence would be inadmissible for any purpoRebenhorst v. Dematic Cor®2008 WL
1766525, at *2 (N.D. Ill. Apr. 14, 2008).

Because motions limine are filed before the Court hasen or heard the evidence or
observed the trial unfold, rulings limine may be subject to alterah or reconsideration during
the course of trial.United States v. Connell§74 F.2d 412, 416 (7th Cir. 1989); see dlaog
469 U.S. at 41-42 (holding that “avé nothing unexpected happendral, the district judge is
free, in the exercise of sound judicial discretion, to alter a previodsnine ruling”). In
addition, if thein limine procedural environment makes it tdifficult to evaluate an evidentiary
issue, it is appropriate to defer ruling until triglonasson115 F.3d at 440 (d&ying until trial
may afford the judge a better opportunityegiimate the evidence’s impact on the jury).

These limiting principles apply in all trial $eigs, but they have even greater force in a
bench trial, because the trial judge has fleitibiio provisionally adrit testimony or evidence
and then discount or disregard it if upon furthdlertion it is entitled tdittle weight or should
not have been admitted at all. Segy, SmithKlineBeecham Corp. v. Apotex, Coip47 F.
Supp. 2d 1011, 1042 (N.D. lll. 2003) (Posner, J.) (“beach trial it is aracceptable alternative
to admit evidence of borderline admissibilitpdagive it the (slight) weight to which it is
entitled”), aff'd on other grounds403 F.3d 1331 (Fed Cir. 2008arna v. United Stated83
F.R.D. 235, 239 (N.D. Ill. 1998) (“motions itimine to strike party experts are of less

importance in bench trials”).



Il. Analysis

A. Plaintiffs’ Fourth Motion in Limine to Preclude Testimony Regarding
Defendants’ New and Abandoned Vidity and Priority Connections

Plaintiffs’ fourth motion in limine [409] asks the Court to bar Defendants from
introducing evidence on the issuevdiether claim 7 of the ‘116 patent is invalid for any ground
other than obviousness, pursuant3® U.S.C. § 103. Plaintiffsontend that other defenses
asserted by Defendants—namely, invalidibased on anticipation, insufficient written
description, nonenablement, indefiniteness] &tk of utility—were abandoned and revived
only at such a late date thaamitiffs would be prejdiced by introduction of evidence of those
defenses at trial. For the reasons sehfbdlow, the Court grants Plaintiffs’ motiam limine
with respect to evidence of indefiniteness aruk laf utility, and denies the motion with respect
to evidence of anticipation, insufficiewritten description, and nonenablement.

In a suit for infringement of a patent, the party accused of infringement may raise a
defense of invalidity of #a patent. 35 U.S.C. § 287 he invalidity defase may rest on grounds
of failure to satisfy the conditions of fgatability set forthn 35 U.S.C. 8§ 100-108r failure to
comply with the conditions for claiming the riedit of a priority fling date under § 112. 35
U.S.C. 88 101-103, 112 1 1. Sections 101, 102, anddidérth the conditionsf patentability,
including utility of the paten{8 101), lack of anticipationf the invention (8 102), and non-
obviousness of the invention (8103). 35 U.S.C. 88 101-03. Section 112 enumerates three
requirements for claiming the benefit of the earfikng date of a related, ancestor application
under 8 120: the ancestor application must (byige a written description of, (2) enable a
person skilled in the art to make, and (3) setftne best mode contemplated by the inventor for

carrying out the same inventionsdeibed in the later applicatidn35 U.S.C. §§ 112, 1, 120.

! The “best mode” requirement enumerated in 35 U.S.C. § 112, 1, is not at issue here.



In their answer [227] to Plaintiffs’ secoramended complaint alleging infringement of
the ‘116 patent [197], Defendants raised cetsiaims of invalidity on several grounds.
Specifically, Defendants alleged thd{t]he ‘116 patent is inv& under one or more provisions
of 35 U.S.C. § 101et seq.including sections 103 and 112,” “is invalid under 35 U.S.C. § 102",
and “is obvious over the jor art under 35 U.S.C. § 103 and theisnvalid.” Defs.” Ans. 1 35-
37. Plaintiffs submitted contention interrogatorseking Defendants to specify the factual and
legal bases for their allegatiotisat the patents wernavalid under 88 101 (lack utility), 102
(anticipation), 103 (obviousness), and 112 and 1a6k(bf entitlement to priority filing date
based on insufficient written deription and non-enablement)In their respnses to the
contention interrogatories, Defendants providedféiotual and legal bases for their contentions
of obviousness of claim 7 under § 103 and of insigfit written descripdn of Example 4 in
claim 7 under 88 112 and 120. Defendants did protvide the bases for their invalidity
arguments regarding claim 7 as to lackutifity under 8 101 and amipation under 8§ 102.
Plaintiffs state that Defendants’ experts faitecaddress any defense theory except obviousness
in their opening or rebuttal reports.

In light of the omissions irthe interrogatory responses and experts’ reports, Plaintiffs
argue that Defendants have abamed all of the defenses asedrtin their answer with the
exception of obviousness. Séelvanced Cardiovascular Sydnc. v. Medtronic, Ing.41
U.S.P.Q.2d 1770, 1773 (N.D. Cal. 1996) (“sirj8& U.S.C.] sections 101, 102, 103, and 112
provide numerous grounds for fimgj a patent invalid, defendamust provide a more specific
statement of the basis for thisfelese in order to give [plaintifffair notice of the claims being
asserted”);Qarbon.com, Inc. v. eHelp Corp315 F. Supp. 2d 1046, 1050 (N.D. Cal. 2004)

(same);TecSec, Inc. v. Protegrity, InRR001 WL 802064 at *2 (E.D. Va. Jun. 27, 2001) (same);




Daiichi Pharm. Co. v. Apotex, In2005 U.S. Dist. LEXIS 26059 (D.N.J. Nov. 1, 2005) (same).
Plaintiffs further assert thaafter abandoning those defendesfendants only raised anew the
grounds of anticipation, insufficiemvritten description, nonenablememdefiniteness, and lack
of utility so late in the game thataRitiffs lack sufficient time tgrepare adequate responses.
Because none of those defenses were disclosedefendants’ experts’ reports, Plaintiffs
contend that Defendants have wi@d Federal Rule of Civil Ptedure 26(a)(2)(B), and that the
proper sanction is to exclude all evidence dasth grounds for invalidity pursuant to Rule
37(c)(1). Fed. R. Civ. R6(a)(2)(B), 37(c)(1).

Federal Rule of Civil Procedure 26(a)(2)({@pvides that experts whom a party may use
at trial must prepare written repethat include “a complete statent of all opinions the witness
will express and the basis and reasons for them; [and] the data or other information considered
by the witness in forming them * * *” Fed. Civ. P. 26(a)(2)(B)(i)-(i)). The sanctions for
violating Rule 26(a) and (e) are severe: “lparty fails to provide information or identify a
witness as required by Rule 26@) 26(e), the party is not alloweao use that information or
witness to supply evidence onnmaotion, at a hearing, or at taial, unless the failure was
substantially justified or is harmless.” Fed. Civ. P. 37(c)(1). The Seventh Circuit has
established a four-factor test for evaluatwhether Rule 37 sanctions are warranted: (1)
prejudice or surprise to party against whom ewvigeis offered; (2) abilityof the party to cure
the prejudice; (3) likelihood of disruption to tieal; (4) the proffemg party’s bad faith or
willfulness in not disclosing evidence at an earlier d&avid v. Caterpillar, Inc.324 F.3d 851,

857 (Fed. Cir. 2003). Not all four factoreead be met; preclusion of the untimely or

2 Plaintiffs contend that, post-alleged abandonment, Defendants first raised the lack of utility ground in
the June 2010 reply brief to their first Daubert motj345]; first raised the ground of nonenablement in

the Daubert motion reply [345] and in their JB@L0 response [382] to Plaintiffs’ summary judgment
motion [336]; and first raised the ground of aiptition in their June 2010 draft pre-trial order.



insufficiently disclosed evidence is “automatimdanandatory” where the violation is unjustified
and harms the partyFinley v. Marathon Oil Cq.75 F.3d 1225, 1230 (7th Cir. 1996).

Plaintiffs argue that preasion of evidence on antmation, insufficient written
description, nonenablement, lack of utilityndaindefiniteness is warranted under Rule 37
because all four of thBavid factors are met. Plaintiffs asserathhey will be harmed at trial as
a result of their inability to review the defessand prepare responses in the short amount of
time before trial. They further assert thia only cure for the prejudice—postponing the trial—
could cause other harmful conseqees) as they have sjp@ty sought an earlyrial date in order
to forestall the possibility that Defendants wilutech at risk their generiversion of the ‘116
patent drug. Plaintiffs come that introduction of evidence relevant to these defenses will
disrupt the trial by diverting signdant resources of the parties ahd Court. Finally, they state
that Defendants “have no good faith explanatiom’féiling to meet their Rule 26 obligations as
to these defenses.

In response, Defendants do not point to @vidence that their experts addressed
defenses other than obviousness in their ntepewhich is tantamounto conceding a Rule
26(a)(2)(B) violation. Defendamtcontend, however, that nonséion should be imposed under
the four David factors. Preliminarily, Defendants stateat they identified in their answer
anticipation, insufficient written description, naoradlement, and lack of utility as grounds of
invalidity—thus putting Plaintiffson sufficient notice—and never abandoned them thereafter.
Defendants then present an assortment of reasons why each of thdlyalbgedoned defenses
will not prejudice Plaintiffs.

Defendants argue that the defense of anticipation is so substantially related to the defense

of obviousness as to be effectivehdistinct from it. “Anticipation requires the presence in a



single prior art disclosure of adllements of a claimed inventi@ranged as in the claim. A
prior art disclosure that ‘almost’ meets thargtard may render the afainvalid under 8§ 103; it
does not ‘anticipate.”Connell v. Sears, Roebuck & C@22 F.2d 1542, 1549 (Fed. Cir. 1983)
(internal citations omitted). Dafdants contend that if they cahow anticipation, they also will
succeed in showing obviousness. Jalens Hopkins University v. CellPro, In@d52 F.3d 1342,
1357 n.21 (Fed. Cir. 1998) (holding that “a disclosure that antespatder 8 102 [anticipation]
also renders the claim invalighder § 103 [obviousness]”) (citim@onnell 722 F.2d at 1549).
The converse is not necessarilyey however: because the amation standard is stricter—
requiring the presence inmior art disclosure oéll, not merelymost elements of a claimed
invention arranged in the same way—a cldahat is invalid asobvious under 8§ 103 is not
necessarily invalid as anticipated under 8 102. Neverthelessothertes that in this case the
same prior art is at issue and the sameyamalapplies for both the anticipation and the
obviousness defenses. To the pktéhat evidence a anticipation at tal would prejudice
Plaintiffs at all, the harm would ke minimusand Plaintiffs would havbead the oppaunity to
cure it by preparing a response to the defensagltine approximately five months between the
initial work on the pre-trial order and trial. Nor is the Court persuaded that presentation of
evidence on anticipation will disrupt trial in lighf its similarity to the evidence that the Court
will consider as to obviousness. Finally, the Galoes not find that there is any evidence that
Defendants acted in bad faith in failing to diss anticipation in their experts’ reports.
Plaintiffs’ assertion that Defendants lack a good faitstive is insufficient to satisfy this factor
of the David test. The Court therefordenies Plaintiffs’ motionin limine with respect to

evidence of anticipation.



Defendants also argue that Plaintiffs wilbt prejudiced by introduction of evidence
purporting to show insufficient written degation and nonenablement under 8 112 to dispute
Plaintiffs’ claim to priority unde8 120. The Court agrees. Asscussed in its opinion denying
summary judgment on Defendantsbunterclaims and affirmative defenses F and G [498],
Plaintiffs bear the burden of ping forth evidence showing that ththe ‘116 patent is entitled to
the benefit of its parent algation’s filing date under § 120 through satisfaction of the written
description and enablememtquirements of § 112. S&ech. Licensing Corp., v. Videotek, Inc.
545 F.3d 1316, 1327-29 (Fed. Cir. 2008). Deferslualve the ultimate burden of proving by
clear and convincing evidence thiae ‘116 patent is ented only to the latefiling date of the
application from which it issued because of ffisient written descrigbn and nonenablement.
Id. The Court denied Plaintiffs’ motion for sumary judgment of Defendants’ counterclaims
and affirmative defenses F and G precisely beeatudetermined that Defendants had shown the
existence of genuine issues oftaral fact as to whether the ten description and enablement
requirements could be satisfied. (See #horelated decision on Defendants’ motiodimine
to preclude evidence of PHiffs’ claim of priority, infra Section 11.C.) In light of the fact that
the written description and enablement requiremeiilt be key issues during Plaintiffs’ case-in-
chief, and thus also will be a focus duringf@welants’ cross-examination, the Court finds that
Plaintiffs will not be prejudiced, nor will the trial be disrupted, by introduction of evidence on
these issues. The Court therefore denies Plaintiffs’ matiimine with respect to evidence of
insufficient written descption and nonenablement.

Finally, Defendants argue that they are justified in raising new defenses of invalidity
based on indefiniteness and lack of utility light of the Court’s construction of the claim

“effective amount.” [363, 468] Defendants stalet Plaintiffs will not suffer prejudice by



evidence of indefiniteness oadk of utility as the defensese “uncomplicated” and will not
require additional fact discovery. The Court firtllat Defendants’ argumeas to indefiniteness

of the construed term of the claim likely Hasen rendered moot by the Court’s revised claim
construction opinion. [468] To the extent thatf@wlants still intend to assert evidence as to
indefiniteness, the Court grants Plaintiffs’ motianimine to preclude such evidence. Because

the defense is not sufficiently enmeshed with other issues in the case as to overcome the
prejudice to Plaintiffs or disrujgn of the trial from the late disclosure, the Court concludes that
preclusion of the evidence undeule 37(c)(1) is warranted.

The Court also finds that Plaintiffs may suffgejudice with respect tthe lack of utility
defense. Defendants provide no justificatiortasvhy, aside from the boilerplate language in
their answer, they addressedstilefense only in their June 2010 reply to their first Daubert
motion [376] and in their respomd380] that same month ®laintiffs’ motion for summary
judgment on counterclaims F, G,daiX [336]. Defendants have elsewhere explained that utility
and enablement are related requirements for a patedithat a patent that lacks utility also does
not enable. Semfra at 1l.C (discussingn re ‘318 Patent Ifringement Litigation 583 F.3d
1317, 1323-24 (Fed. Cir. 2009)); Defs.” Resp. to Pls.” Mot. for Summ. J. at 16 (same).
Defendants do not provide a similar explanation-#deed any description of what the defense
of lack of utility entails—intheir opposition to this motiom limine. Nor do they aver that the
analysisfor a claim of lack of utilig is similar to that for noneldement (in contrast to their
assertion, discussed above, that Plaintifeaild not be prejudiced by evidence of anticipation
because the analysis and evidence offeresupport of the anticipation defense would be the
same as that necessary for the defense of ciivéms). Indeed, all that Defendants posit with

respect to the defense of lack of utility isatht is “uncomplicated” and “would require no



additional fact discovery for either party.” tYyeeven a defense so allegedly “uncomplicated”
merits fuller explication and supporting infortime, and in a timelier manner, than Defendants
have provided.

In light of the late and scant assertionslatk of utility, the Court concludes that
Plaintiffs would suffer prejudice by introduction of evidence on tiew defense that Plaintiffs
would be forced to counter. Postponing thel tt@a cure the prejudice is an unavailable
alternative in light of the immience of trial and the desire of both parties to proceed on the
current schedule. Although Plaintiffs have failed to show affirmative evidence of Defendants’
bad faith in failing to present laak utility in their experts’ rports, the Court nevertheless finds
that, on balance, the factors weigh in favopdclusion under Rule 37(c)(1). Plaintiffs’ motion
in limine as to the defense of lack utility is granted.

B. Defendants’ Motion to File Instarier a Reply to Plaintiffs’ Opposition
to Defendants’ Motion in Limine to Preclude Plaintiffs from
Presenting Evidence Relating to th ‘371 Application as a Priority
Disclosure for Claim 7 of the ‘116 Patent

Defendants’ unopposed motion to file ind&ra reply brief [471] to its motiom limine
to exclude evidence of the ‘116 patent’s claim to priority [399] is granted.

C. Defendants’ Motion in Limine to Preclude Plaintiffs from Presenting
Evidence Relating to the ‘371 Applicabn as a Priority Disclosure for
Claim 7 of the ‘116 Patent

Several of Defendants’ counterclaims rely moving that claim 7 of the ‘116 patent is
not entitled to the benefit of the 1988 “prioritying date” of its parat application, the ‘371
patent application, pursuant to 35 U.S.C. 88 44@ 120, but instead is entitled only to the 1995
filing date of the ‘488 applicationdm which it issued. Defendants motionimine [399] seeks

to bar Plaintiffs from presenting evidence—indihg but not limited to testimony of Plaintiffs’

experts Dr. Craig Langman andcRard Killworth, Esq.—relating to Plaintiffs’ contention that

10



claim 7 of the ‘116 patent canagin priority to the ‘371 applicain. For the reasons below, the
Court denies Defendants’ motiamlimine [399].

A continuation patent application may be entitled to the benefit of the priority date of its
parent application under 35 U.S.C. 120, so lonthaghree requirements of 35 U.S.C. § 112 {1
are met. the parent application must provide iédewr description of, endd a person skilled in
the art to make, and set forth the best manlgesnplated by the inventor for carrying out the
same invention described the later application. In defense of Defendants’ counterclaims that
claim 7 of the ‘116 patent is invalid becaus&as preceded by prior art from 1989 and 1993,
Plaintiffs have contended that claim 7, as pathef'488 continuation-ingat application filed in
1995, can claim the 1988 priority date of its paramplication, the ‘37Xpplication, thus pre-
dating the prior art in question. Plaintiffs bear the burden of persuasion with respect to the
written description and enablement requirements of 8112, and Defendants bear the burden of
proving by clear and convincing evidence ttfaise requirements are not satisfieGeeTech.
Licensing Corp.545 F.3d at 1327-29.

Defendants argue in this motian limine that Plaintiffs Bould be precluded from
presenting evidence that the ‘116 patent can clagptlority filing date ofthe ‘371 application.

Their argument rests on two assertions: first #s a matter of law, the ‘371 application does

not enable the ‘116 pateim light of the Fedel Circuit’s ruling inln re ‘318 Infringement

A continuation application is one that discloses lastantial portion of the subject matter disclosed in
an earlier-filed patent application (the “parent laggion”), and claims the benefit of the parent
application’s earlier filing date for that subject matteThe parent application is then considered a
“priority disclosure,” and the filing date of the parapiplication is termed the “priority date” or “priority
filing date” of the later application. The beneéit entittement to a priority filing date is that a
continuation application may be atiteovercome prior art references that predated the filing date of the
continuation application but postdate the prioritynfilidate. See Manual of Patent Examining Procedure
(“M.P.E.P.”) 8 201.08 (8th ed. 2001).

* The “best mode” requirement enumerated in 35 U.S.C. § 112, 1 1, is not at issue here.
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Litigation, 583 F.3d 1317 (Fed. Cir. 2009); and second, dhgtevidence that Plaintiffs attempt
to present with respect to enablement or sufftorenitten description woul be either irrelevant

or a waste of time, and thus excludable urktbgleral Rules of Evidence 401, 402, and 403. Fed.
R. Evid. 401-403.

In In re ‘318 the Federal Circuit considered whethige specification for the ‘318 patent
enabled a person skilled in the &r use the claimed methodtoéating Alzheimer’s disease with
galanthamine. 583 F.3d at 1323. eT$pecification of th invention was scarlyemore than one
page in length and “provided alstono basis for its stated cdusion that it was possible to
administer ‘an effective Alzheier's disease cognitively-enhangi amount of galanthamine.”
Id. at 1321. The specification summarized six s@eaicles that descridevarious effects of
administering galanthamine to humans or animéds. It did not, however, provide any analysis
or reasoning that showed hatwve results of any of the studies connected with the claim’s
conclusion that galanthamine could bediso treat Alzheimer’s in human&l. The U.S. Patent
and Trademark Office (“PTQO”") examiner rejecteertain claims on grounds of indefiniteness
and obviousnessld. at 1322. The inventor thezxplained to the exanmen that animal testing
that was underway and near completion wouldws concrete mlts of treating Alzheimer’s
with galanthamine sufficient to overcome the examiner’s concédnsThe PTO issued the ‘318
patent several months befdhat testing was completedd.

The district court found that the ‘318 tpat was invalid on the ground that the
specification did not demonstrate utility under 35 U.S.C. § 101 because relevant animal
experiments had not been completed by the timepttent issued, and the specification itself
gave only “minimal disclosure” of utility.ld. at 1323 (citing318 Patent Infringement Litig.

578 F. Supp. 2d 711, 723, 725) (D. Del. 2008)). Towtcmade an alternative finding that the

12



claims did not enable a person skilled in the@use the claimed nfeid under 35 U.S.C. § 112
because the specification did not gdwessufficient dosage informationd.

On appeal, the Federal Circuit noted tha&t tequirements of utilitgand enablement are
closely related. Id. The utility requirement, set fértin 35 U.S.C. § 101, mandates that
“[wlhoever invents ordiscovers any new andseful process, machine, manufacture, or
composition of matter, or any new and useful ioy@ment thereof, may obtain a patent therefor,
subject to the conditions and requirements of thle.” 35 U.S.C. § 101 (emphasis added).
Utility prevents an invention that is merely abject of research frorneing patented. 583 F.3d
at 1323 (citingBrenner v. Mansan383 U.S. 519, 536 (1966) (holdirtgat “a patent is not a
hunting license. It is not a reward forethsearch, but compensation for its successful
conclusion”)). The enablement requiremeset forth in 35 U.S.C. § 112, mandates that a
specification must “contain a wign description of the invewotn, and of the manner and process
of making and using it, in such fulélear, concise, and exact terms astableany person
skilled in the art to wich it pertains, or withwhich it is most nearly connected, to make and use
the same * *.” 35 U.S.C. § 112, | 1 (@phasis added). To enabl@earson skilled in the art to
make or use the claimed invention, the speaifon must do “more than state a hypothesis and
propose testing to determine the accuracy oftigpbthesis.” 583 F.3d at 1327. The court held
that “if a patent is invalid due to lack of utilityecause it is not useful or operative, then it also
does not satisfy the how-to-use aspect of the enablement requirertterat’1324. Affirming
and reframing the lower court’s decision, the Febl€ircuit held that “[tlhe ‘318 patent’s
description of using galantaminsid] to treat Alzheimer’s diseasthus does not satisfy the
enablement requirement because the ‘318 patapplication did not establish utility.1d. at

1327.
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Defendants urge the Court to rule thatre ‘318 requires preclusion of evidence of
enablement in this case as a matter of law, bectngsfacts of the two casase so similar as to
compel the same result. The Court finds #mgument unconvincing. Preliminarily, the court
notes that the level of detail provided in a disal@ in order to satisfy 112 varies according to
the scope of the invention. SBeirel Corp. v. Osram Sylvania In256 F.3d 1298, 1306-07
(Fed. Cir. 2001)in re Wright 999 F.2d 1557, 1561 (Fed. Cir. 1998)re Wands858 F.2d 731,
737 (Fed. Cir. 1988). In any evettiere appear to beggsiificant factual disnctions between the
specifications at issue In re ‘318and here. Unlike the one-pagecification and unexplained
references in the ‘318 patent application, th&L'application provided a detailed description of
the invention and its context as well as discussion of the implications of the animal and clinical
studies that it cited. Sed. at 1323. Thus, in contrast to the ‘318 application, the ‘371
application does “more than state a hypothests@opose testing to determine the accuracy of
that hypothesis.” Id. at 1327. The Court énefore finds thain re ‘318 does not compel
rejection of the enablement requirement as a mattiatw, and declines to preclude evidence as
to enablemert.

Furthermore, the Court takes this oppoity to emphasize #t the utility and
enablement requirements, although related, are meess distinct and cannio¢ folded into an
identical analysis. As the court in re ‘318 explained, the two requingents are set forth in
different sections of the patent law-ty in § 101 and enablement in 8§ 112d. at 1323-24.
The rule against surplusage prohibits construwrngrlapping provisions of a statute so as to
render them superfluous. Seg, Ratzlaf v. United State$10 U.S. 135, 140-41 (1994).

Although it acknowledged the relatiship between the concepts of utility and enablenhemg

® The Court need not reach Plaintiffs’ contention thatform of this argument is procedurally improper
because it is better suited to a motion for summary judgment than a indtrame.

14



‘318 did not merge them. 583 F.3d at 1323-24. Rathercourt engaged in a two-fold analysis
pursuant to each requirement, concluding tthet ‘318 patent satisfied neither oned.
Notwithstanding that distinctiorthe Court’s ruling with respec¢o Plaintiffs’ fourth motionin
limine to preclude evidence of lack of utilitguprain Section Il.A) means that Defendants may
not do an end-run in attempting to prove nonenablement by arguing lack of utility.

Defendants also argue that f@eurt should preclude Plaiff§8 from presenting evidence
purporting to satisfy the written deription and enablement requmrents of claiming priority on
the grounds that such evidence would be irrelevader Federal Rule of Evidence 401 and thus
inadmissible under Rule 402—or, even if relevant, would be a waste of time and thus
inadmissible under Rule 403. Fed. R. Evid. 40B8- Specifically, Defendants contend that
Plaintiffs’ experts Dr. Langman and Mr. Killworsghould be barred from testifying as to the §
112 requirements at tril.

The Court denied [498] Plaintiffs’ motionfeummary judgment on éhclaim to priority
[336] precisely because there were genuine isstiasaterial fact thatvarranted elaboration at
trial. And, as stateduprain Section Il.A, Plaintiffs bear thieurden of persuasion as to the claim
to priority. SeeTech. Licensing Corp545 F.3d at 1327-39. Theo@t therefore provisionally
finds that evidence that Plaintiffs present on this issue is relevant under Rule 401 and thus
admissible under Rule 402. Fed. R. Evid. 4002. The Court defers ruling on any Rule 403

contentions until trial. Defendants’ motiognlimineis denied.

® Defendants state in their reply brief that Plaintiffs did not oppose this nintinine as to the specific
exclusion of these experts’ testimony, but only asthe general preclusion of evidence at issue.
Therefore, Defendants argue, Plaintiffs have concedtudability of the expert’ testimony, and the
Court should grant the motidn limine in this respect. This argument is unavailing. Plaintiffs oppose
preclusion of all evidence that goes to the clainpriority. That encompasses Dr. Langman’s and Mr.
Killworth’s testimony.

15



D. Defendants’ Motion in Limine to Preclude Plaintiffs from Calling as
Witnesses Defendants’ Expert Witesses in Their Case-in-Chief and
From Introducing Deposition Testimony of Defendants’ Expert
Witnesses and Their Own Fact Witnesses

Defendants also filed a motian limine to prevent Plaintiffs from calling Defendants’
expert witnesses in their casechief and from introducing g@sition testimony of Defendants’
expert witnesses and Plaintiffiact witnesses.412] The Court denies Defendants’ motion

limine for the reasons set forth below.

1. Calling Defendants’ Experts asWitnesses During Plaintiffs’
Case-in-Chief

Defendants argue that Plainti§iould not be permitted to call during Plaintiffs’ case-in-
chief any of seven defense experts who will testify for the defense, as such testimony would be
cumulative. The Court denies the motiariimine with respect to the cumulativeness argument
at the pre-trial stage. However, the Court remibdtendants that, to the extent that they believe
specific lines of questioning directed to a twaadled expert would waste time, they may object
on Federal Rule of Evidence 403 grounds at frial.

Defendants also assert tHlaintiffs should be precludeunder Federal Rule of Civil
Procedure 26(b)(4)(B) from calling as witnessesriuRlaintiffs’ case-in-chief any of the seven
defense experts whom Defendants may dedideto call as withesses. Rule 26(b)(4)(B)
provides that “a party may not, by interrogatoesieposition, discover facts known or opinions
held by an expert who has been retained or specially employed by anothen pautigipation
of litigation or to prepare for trial and who is netxpected to be called as a witness at 'trial
absent exceptional circumstas. Fed. R. Civ. P. 26(b)(4)(B). Defendants contend that

Plaintiffs cannot show exceptional circuanrstes. Fed. R. Civ. P. 26(b)(4)(B)(ii).

" The Court declines to determine at this junct@a® Plaintiffs urge, that the evidence is strongly

probative merely because Defendants have cautioned that it may be cumulative.
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Plaintiffs respond that Defendis misconstrue Rule 26(b)(4)(B). Read plainly, the rule
precludes calling the opposing party’s expert as a witmielgsvhen that expert was retained for
purpose of trial preparation; éhrule does not prevent a paftpm calling as a witness the
opposing party’s testimonial exppe Fed. R. Civ. P. 26(b)(8). The seven experts whom
Defendants seek to bar Plaintiffem calling were all listedn Defendants’ June 16, 2010, draft
witness lis€ Plaintiffs included those same seven expirtheir list of potential witnesses. See
S.E.C. v. Koenig557 F.3d 736, 744 (7th Ci2009) (stating that “[ajvitness identified as a
testimonial experis available to either sideand upholding district cotis ruling that plaintiff
could introduce in its &®-in-chief video deposition testimonfdefendant’s testimonial expert)
(emphasis added). In view tife Seventh Circuit’'s guidance Koenig the Court agrees with
Plaintiffs that Rule 26(b)(4)(B) does not apmh these circumstances, and rejects Defendants’
argument as to that effect. Aach, there is no reason to considdiether Plaintiffs can satisfy
the exceptional circumstances exception to the .R#ed. R. Civ. P. 26(b)(4)(B)(ii); see also
Hartford Ins. Co. v. Transgroup Expre009 WL 2916832 at *2-3 (N.D. Ill. Sept. 1, 2009).

Although Defendants have not sugtgl that they might convdtteir testimonial experts
into non-testimonial expertthe facts and ruling iKoenigare instructive here. In that case, the
Seventh Circuit considered whether the S.E.@lated Rule 26(b)(4)(B) bgalling in its case-in-
chief an expert, Frederick Dunbavhom Koenig had retainedS.E.C. v. Koenigb57 F.3d at
743. Dunbar prepared a report and was deposeéd. Koenig did not present the report or
Dunbar’s testimony at trial, bilhe S.E.C. introduced Dunbatastimony via a video recording

of his deposition.Id. On appeal, Koenig maintained thla¢ district court erred in allowing the

8 Defendants listed Mr. Sofocleus, Dr. Deftos, Dr. Sherrard, and Dr. Keana among the witnesses they will
call at trial, and listed Dr. Wittes, Dr. Segre, Dr. Chesnut, and Dr. Sherrard among the witnesses they may
call at trial.
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S.E.C.’s presentation of thisstanony because the S.E.C. did not include Dunbar on its list of
potential withesses. Had it done so, Koenig adgioenig would haveiithdrawn Dunbar as an
expert. Id. The Court rejected thisrgument, holding that pursuaiat Rule 26(b)(4)(B), “[a]
witness identified as a testimonial expert isible to either sidesuch a person can’t be
transformed after the report has been discloaad,a deposition conducted, to the status of a
trial-preparation expert whose idagtand views may be concealedd. at 744; see alsdnited
States v. Schauyd?009 WL 1218605, at *3 (N.D. Ill. ApB0, 2009) (“Plaintiff was entitled to
use the [expert] repgrthough it was prepared by Defendarggpert, and was not required to
disclose Defendants’ expewitness as its own”).

As in Koenig defense testimonial experts whom Defendants do not call are nonetheless
available to Plaintiffs. The Couttherefore denies Defendants’ motionlimine as it pertains to
Plaintiffs’ calling defense testimonial experts as witne3ses.

2. Use of Deposition Testimonyf Defendants’ Experts During
Plaintiffs’ Case-in-Chief

Defendants next argue thaaRitiffs should not be permitted to use deposition testimony
of Defendants’ experts in Plaintiffs’ case-ihief because introduction of testimony from experts
not called as witnesses would constitute inadibie hearsay under Federal Rules of Evidence
801(c) and 803 and would be misleading and ugfairejudicial under Rule 403. Fed. R. Evid.
403, 801(c), 803. Defendants also ewmut that, if Defendants calhese experts to testify,
Plaintiffs should be permitted to cross-exaenithe experts only on those portions of their
deposition testimony discussed on direct examination.

Plaintiffs correctly respond #t any deposition testimony thegek to introduce likely

would be considered a party admission, and tbegefiould not constitute hearsay. See Fed. R.

° The Court declines to reach Plaintiffs’ argumasito whether Defendants abused the litigation process
by employing multiple experts in an alleged attetogdish for the “right” scientific conclusions.
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Evid. 801(d)(2)(C); see alsGlendale Fed. Bank, FSB v. U.89 Fed. CIl. 422425 (1997)
(holding that prior deposition testimyp of an expert witness put forward as a testifying expert at
trial is an admission against the pattyt retained the expert); see aMmebea Co., Ltd. v.
Papst 2005 WL 6271045, at *1 (D.D.C. Aug. 2, 2005) (erging as “persuasive the analysis of
Chief Judge Smith iislendalé); cf. In re Hanford Nuclear Reservation Litjgo34 F.3d 986,
1016 (9th Cir. 2008) (explaining that party couldt exclude prior expetiestimony that she
herself proffered but later determined “was mbegmful than helpful” because expert’'s prior
testimony “was an admission of a party opponattter Federal Rule of Evidence 801(d)(2)(C),”
citing Glendalg. The Court therefore rejects Defendamsarsay argument at this juncture and,
to the extent that such testimony does rmistitute a party admissi, invites Defendants to
lodge appropriate heassabjections at trial.

The Court also declines to determine this stage of proceedings that deposition
testimony that Plaintiffs may present in theisean-chief or use t@ross-examine testifying
experts would be misleading or unduly prejialicnder Rule 403. Fed. R. Evid. 403. The cases
upon which Defendants rely for their Rule 403 argumémright v. Hartford Accident and
Indemnity Cq.580 F.2d 809, 810 (5th Cir. 1978)ef curian) (finding no error in trial court’s
refusal to admit deposition testimony on Rule 408ugds in light of facts and context specific
to that testimony)Omaha Nat'l Bank v. Manufacturers Life Ins. C832 N.W.2d 196, 204
(Neb. 1983) (relying on Nebraska evidentiaryato hold that any party may introduce parts
of deposition testimony if opposing party mdiuced other parts of same testimonyice v.
Northern Telecom, Incl996 WL 517701 at *1 (E.D. La. Sept. 10, 1996) (precluding party from
using testimony of witnesses taken in depositfonsther actions in lie of live testimony)—are

neither binding nor persuasive light of the particular factsral circumstances of this case.
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Defendants may make objectionstiadl to the extent they believe that evidence proffered by
Plaintiffs runs afoul of Rule 403.

Defendants also urge the Court to bar mi#is from using deposition testimony or
reports of Defendants’ non-tesiiig experts to cross-examinestiéying experts. Defendants
rely on a number ofases in support dfiis argument. Sda re Hanford Nuclear Reservation in
Litigation, 534 F.3d 986, 1011-12 (9th Cir. 2008) (hob that party cannot use expert’s
deposition testimony that court ruled inadmissible to impeach another emb);v. Modern
Products, Inc.648 F.2d 1051, 1054-55 (5th Cir. 1981) (fimglino error in trial court’s decision
to disallow deposition testimonyhere deposition was taken faut proper notice to or cross-
examination by opposing partgyerruled on other grounds I&autreaux v. Scurlock Marine,
Inc., 107 F.3d 331 (5th Cir. 1997Rios v. City of Chicagor71 N.E.2d 1030, 1038-39 (lll. App.
Ct. 2002) (holding that evidence deemed inadlissind for which founden not properly laid
may not be used to impeach expert on cross-examination). In the cases cited, however, the
evidence was not permitted on cross-examination because it had been deemed inadmissible on
other grounds. As stated above, the Courtiatjtincture cannot accepefendants’ assertion
that the deposition testimony is inadmissiblehaarsay or on Rule 80grounds, and reserves
ruling on any other objections until trial. Defendants’ motiofimine is therefore denied as to
the use of defense experts’ depositiestimony during Plaiiffs’ case-in-chief.

3. Use of Deposition Testimony ofPlaintiffs’ Fact Witnesses
During Plaintiffs’ Case-in-Chief

Finally, Defendants argue that Plaintiffsosild not be permitted to introduce deposition
testimony of Plaintiffs’ fact withesses because rRifis listed such individuals as possible live

trial witnesses and because the testimony isnmsglble hearsay. Defendants contend that, to

20



the extent that Plaintiffs relgn the deposition testimorof fact witnesses atll, their use should
be limited to counter-designations for contpleess under Federal Rule of Evidence £06.

The Court agrees that Plaintiffs should dale witnesses in lieu of using deposition
testimony whenever possible. However, if tiitness is unavailable, their deposition testimony
will be excepted from the general rule againstreay (Fed. R. Evid. 804(a)(4)) and may be used
during court proceedings (Fed. R. Civ. P. 32(a)(8hould either party seek to use deposition
testimony of a fact witness in lieu of live testiny, they will need to show that the witness is
unavailable and satisfy the requirements of Fadeule of Civil Procedure 32. As Defendants
point out, if Plaintiffs introduce part of a plesition transcript, Defendants may then require
introduction of other parts pursuant to Rule 16&d. R. Evid. 106. With those caveats in mind,
the Court denies Defendants’ motiam limine to preclude Plaintiffs from using deposition
testimony or calling defense wésses in its case-in-chief.

E. Plaintiffs’ Third Motion in Limineto Preclude Dr. Leonard J. Deftos
from Relying Upon Opinions and References Not Included in His
Expert Reports

Plaintiffs’ third motionin limine seeks to preclude Defendang(pert, Dr. Deftos, from
testifying as to new publations and substéime opinions that he did monclude in his initial
expert report but referenced only in latebmitted corrections to his report and deposition
testimony. [414] The Court denies this motion.

Dr. Deftos submitted his opening report Angust 28, 2009, and his rebuttal report on

January 8, 2010. Plaintiffs deposed Deftos enréports on March 12, 2010. Two months later,

Deftos submitted a deposition “errata” sheet as agltorrected pages to his report. The errata

19 Defendants also request the particular exclusidPlaintiffs’ expert Mr. Newland. As Plaintiffs have
stipulated that they do not intend to call Mr. Newlamdely on his deposition trial, the Court need not
further address that request.
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sheet cited four articles, by &ors Anderssen, Helmsberg, and Jotiest, were not identified or
included as exhibits in his initial reports, ahét he admitted during his deposition that he had
not read. The errata sheet aldarified Deftos’s descriptiof the teachings of articles by
Rambeck, Hiwatashi, and Hartwell about whioh had testified during the deposition. The
corrected report pages cited aticde by Kaye, the author of a different article to which Deftos
cited in his initial report. The citation to tHeaye article in the initial report was clearly
erroneous, as evidenced by the fact that the pagiers cited did not exist in the article quoted,
and Defendants provided a copy of the correct artelPlaintiffs prior toDeftos’s deposition.
Upon receipt of the errata sheand corrected pages, Plaintiffs requested that Defendants
produce Deftos for a second deposition, Datendants declined to do so.

Plaintiffs contend that the new refereneesl opinions included in the errata sheet and
corrected pages violate Rules 264ayl 26(e). They also argue that failure to fully disclose the
citations in the first instance was unjustified and has prejudiced their trial preparation. As such,
Plaintiffs urge the Court to preclude Deftos from testifying iat tegarding the new references
and opinions, pursuant to Rule 3){(9. Finally, they argue that the errata sheet’s reference to
the Hartwell article is irrelevant and teéore also should be precluded at trial.

As discussedsuprain Section Il.A, Federal Rule of @l Procedure 26(a)(2)(B) provides
that experts retained by a partytéstify in the case must prepare written reports that include “a
complete statement of all opinions the witness will express and the basis and reasons for them;
[and] the data or other information considebgdthe witness in forming them * * *” Fed. R.
Civ. P. 26(a)(2)(B)(i)-(ii). Rule 26(e)(2) providésat a party who has disclosed an expert report
under Rule 26(a)(2)(B) has a duty“supplement or correct its disdore or response * * * in a

timely manner if the party learns that in somaterial respect the disclosure or response is
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incomplete or incorrect * * *” Fed. R. Civ. R6(e)(1)(A). With respect to expert witnesses,
“the duty to supplement extends both to infotiora included in the m@ort and to information
given during the expert’s deposition * * *” Feld. Civ. P. 26(e)(2). \dlation of Rules 26(a)
and (e) may result in preclusion of the undiselb or untimely disclosed evidence unless the
violation was justified or harmlesszed. R. Civ. P. 37(c)(1).

In Salgado by Salgado v. Gen. Motors Corthe Seventh Circtiexplained that
compliance with Rule 26 demands submission of “[a] complete report [that] include[s] the
substance of the testimony which expert is expected to given direct examination together
with the reasons therefor * * *” 150.3d 735, 742, n.6 (7th Cir. 1998). The centripetal
principle of the rule is to pwvent a party from being ambushey new theories or evidence to
which the party lacks sufficient time to resporid. As the Seventh Circuit recently reiterated,
“[tlhe purpose of these [expert] perts is not to replicate evewyord that the expert might say
on the stand. It is instead to convey the guxe of the expert’'s apon * * * so that the
opponent will be ready to rebut, to cross-examind,ta offer a competing expert if necessary.”
Metavante Corp. v. Emigrant Savings Bank F.3d __ , 2010 WL 3385961, at *9 (7th Cir.
Aug. 30, 2010) (quotingValsh v. Chez583 F.3d 990, 994 (7th Cir. 2009)). If later-submitted
opinions and analyses dot differ substantially from opinioraffered in the expert report, they
are not late for purposes of 26(a) awdnot subject to Rule 37 preclusioRowe Int'l Corp. v.
Ecast, Inc. 586 F. Supp. 2d 924, 935 (N.D. IIl. 2008).

In Rowe plaintiffs defending against a claim pétent invalidity argued that a defense
expert’s declaration should be excluded becauseas submitted as an accompaniment to the
defendants’ opposition brief for summary jmgdgnt and contained opinions and supporting

analyses that differed significaptfrom the expert’s report. 586 Supp. 2d at 933. The court
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precluded a portion of the expsrtestimony on obviousness becatise declaration “buil[t] a
[new] reference into its obviousseanalysis in a new wayld. at 961.

As in Salgadoand Rowe Plaintiffs argue that Deftos’s failure to disclose the new
references and opinions pursuant to Rules 26 @)@ changes the analysis and substance of his
reports, thus demanding preclusion of his testimamguant to Rule 37(c)(1). Fed R. Civ. P.
26(a), 26(e), 37(c)(1). Dendants respond that disclosing thierences in the errata sheet and
corrected pages two months aftiee deposition did not alter theaysis or change the scope of
Deftos’s reports or deposition testimony, and swoissubject to preclusion. Defendants concede
that the Anderssen, Holmberg, and Jones citations nesvaeferences as of the errata sheet, and
have communicated to Plaintiffs that they wlat intend to question M@s on those articles
during direct examination, reserving the rightdim so on re-direct should Plaintiffs reference
them during cross-examination of Deftos. Wispect to the correct pages to the report,
Defendants contend that the mitation of the Kaye article wasbvious, and that by supplying
Plaintiffs with a copy of the corce article prior to D#os’s deposition (whichPlaintiffs did not
mark as an exhibit during the deposition), they forestalled any prejudice that the erroneous
citation otherwise may have caused.

Having reviewed the differences betweer tbriginal deposition transcript and the
changes made in the errata gheke Court finds that Deftodid not meaningfully alter or
contradict his testimony with respect to dission of the Rambeck, Watashi, or Hartwell
articles. Furthermore, Plaintiffs had an oppoity to, and did, question Deftos on the Rambeck,
Hiwatashi, and Hartwell articles deposition. Deftos’s explanations of the articles in the errata
sheet were substantially similar to those he offered during deposition. In addition, Plaintiffs had

the opportunity to question Deftos regarding ttorrect Kaye article during the deposition.
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Their failure to do so does notgger the severe sanctions of R8IEc)(1). In short, Plaintiffs
were not ambushed by Deftos’s references t&Rtémabeck, Hiwatashi, Hartwell, or Kaye articles
in the errata or correéoh sheets, and the Cowlgnies Plaintiffs’ motiomn limineto preclude the
testimony of Dr. Deftos with respt to these references. T@eurt makes binding Defendants’
agreement not to question Deftos regarding&hderssen, Holmberg, arlibnes articles during
direct examination, reserving B&dants’ right to examine hiran re-direct should Plaintiffs
elicit his testimony on the actes on cross-examination.
F. Plaintiffs’ First Motion in Limine to Preclude Defendants’ Experts
from Relying on or Testifying About New Matter in Defendants’
Experts’ Rebuttal Reports

In their first motionin limine, Plaintiffs argue that Defendants improperly included new
arguments and references in thexperts’ rebuttal reports thatere not included in the opening
reports. [417] Plaintiffs argue that these addgiwiolate Rule 26(a)(2)(B), incurably prejudice
Plaintiffs, will cause disruption at trial, are usfifiable, and were made in bad faith, therefore
requiring preclusion of the additional information under RulecgTZ]. Fed. R. Civ. P.
26(a)(2)(B), 37(c)(1); see alddavid, 324 F.3d at 857. The Courtrdes the motion for the
reasons below.

Defendants served their experts’ openiagorts on August 28, 2009. On October 30,
2009, Plaintiffs served their resm@s to the reports. After sevieraquests for extensions of
time, Defendants served theibrdtal expert reports on Januay2010. According to Plaintiffs,

the rebuttal reports contained more than 2w aeguments and more than 70 new scientific

references in support of patent invalidity oai for which Defendants bear the burden of proof
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by clear and convincing evidente.After Plaintiffs sought teubmit supplemental reports in
response to the new argumentsd references, Defendants movier [301] and were granted
[306] a protective order pcluding Plaintiffs from doing so. Mgastrate Judge Ashman stated in
granting the protective ordéhat Plaintiffs could later move to limit the contested arguments and
references [306], givingse to the instant motian limine.

Plaintiffs argue that Defendantomission of the arguments and references in experts’
opening reports constitutes a violation oflé&u26(a) and (e) (discussed substantigeigrain
Sections II.A and II.EJ? In addition, Plaintiffcontend that the foubavid factors to consider in
view of a Rule 26(a) or (e) elation—prejudice, inability to ae, disruption at trial, and bad
faith—are satisfied here, and that preclusminthe relevant evidence under Rule 37(c)(1)
therefore is required. S@&mvid, 324 F.3d at 857. Witrespect to prejudic®laintiffs state that
Defendants failed to carry their toien of proof in their initinexperts’ reports by alleging
without sufficient support their clas of patent invalidity. Platiffs then had to show their
cards in their response reportsgrgsenting in detail their arguntsrcontesting invalidity. As a
result, Defendants were able to submit rebuttal tegbat had more force and precision than the
opening reports would have had. This flankaek, Plaintiffs contend, harmed them by

unseasonably proffering an avatae of new information and bgnproperly shifting the burden

1 Section 282 of Title 35 of the U.S. Code provide# tfa] patent shall be presumed valid * * *. The
burden of establishing invalidity of a patent or angiral thereof shall rest on the party asserting such
invalidity.” See als@star Sci., Inc. v. R.J. Reynolds Tobacco 687 F.3d 1357, 1365 (Fed. Cir. 2008).

12 Although Plaintiffs rest their argument on Rule&)62?)(B), they do not contend here that Defendants’
experts’ initial reports were incomplete statement&nd of themselves. Rather, they argue that the
addition of new arguments and references in theittal reports was improper. Their argument thus
appears to turn on Rule 26(e)(2) regarding suppiegail disclosures of experts rather than on Rule
26(a)(2)(B). Rule 26(e) states that any party thistloses an expert report under 26(a)(2)(B) has a duty
to supplement that disclosure with respect to tfierimation included in the report and the information
given during the expert’'s deposition when they learnithabme material respect the report is incomplete
or incorrect. Fed. R. Civ. P. 26(e)(1)-(2). Nekeless, the Court examines compliance with both rules
in deciding this motiolin limine.
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regarding invalidity defenses #laintiffs. Due to the issuaa of the protective order [306],
Plaintiffs assert that they wee unable to cure the harm biing supplemental responses.
Plaintiffs submit that admitting evidence pertaining to the new arguments and references will
disrupt the trial and divert regices for both the Court and pastie They further argue that
Defendants’ failure to provide a complete statement in the opening reports in the first instance
was willful, and that Defendants’ subsequent requestextensions of time to file their rebuttal
reports in fact amounted to a bad faith Istgl maneuver to marshal the new arguments and
references and dump them on Plaintiffs as tlekcfor expert discovery was about to expire.
For these reasons, Plaintiffs submit that exolus»f the 97 new arguments and references is
warranted under Rule 37(c)(1).

Sister courts have held thaapplemental disclosures cannotused to correct significant
omissions in initial reports. Sé&ener v. United State$81 F.R.D. 639, 642 (D. Mont. 1998)
(concluding that a supplemental report was so substantially different from initial report as to
exceed the bounds of any reasonable notion ofecting incomplete or inaccurate expert
report); Reid v. Lockheed Martin Aeronautics C@05 F.R.D. 655, 662 (N.D. Ga. 2001)
(precluding plaintiff from filingsupplemental expert witness reports that substantially revised
analysis in original reportand revised deposition testimonyteaf court-imposed deadline for
expert reports). “[S]upplemental expert opiridhat threaten to belatedly send the case on a
wholly different tack” may berecluded under Rule 37(c)(1)albert v. City of Chicago236
F.R.D. 415, 424 (N.D. Ill. 2006).

Experts’ rebuttal reports—gpe of supplemental report—eaby nature responsive, and
necessitate “a showing of facsupporting the opposite conclusi of those at which the

opposing party’s experts arrived in their response repo8BB Air Preheater, Inc. v.
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Regenerative Environmental Equipment,.Int67 F.R.D. 668, 669 (D.N.J. 1996). 103
Investors I, L.P. v. Square D Cahe court held that the rebuttalport of plaintiffs’ expert did
not advance a new theory of negligence, but mgm@vided a more specific identification than
had the opening report of thgpe of defect in question372 F.3d 1213, 1217 (10th Cir. 2004).
The court thus held that plaifis had not violated Rule 26ld. In Crowley v. Chaitthe court
admitted plaintiff's expert’s rebuttal report ovefelgdant’s objections that the expert could have
included the assertions theremher original report. 32F. Supp. 2d 530, 551 (D.N.J. 2004).
The court persuasively explashahat the rule “does not aumatically exclude anything an
expert could have included in his or her origireggort. Such a rule would lead to the inclusion
of vast amounts of arguably irrelevant material in an expert'strepdhe off chance that failing
to include any information in &ipation of a particwdr criticism would forever bar the expert
from later introducing the relevant material. Allaths required is for the information to repel
other expert testimony, ahf rebuttal report] doesld.

Here, the Court provisionally finds that Defentia experts’ reports satisfied Rules 26(a)
and (e). Fed. R. Civ. P. 26(a)(B); 26(e)(2). The new argumenand references were offered
to repel testimony offered by Plaiffiti experts in their responsiveperts. Even if they did not
and a Rule 26 violation exists ettCourt provisionallyffinds that Rule 37(¢1) sanctions are not
warranted. The new assertions do not appear o lseibstantially different from the arguments

and references included in the opening reportsthieat set the case on an entirely new tack. See

3 1n contrast to the presentation of a case-in-chiédvi@d by a rebuttal case at trial—after discovery is
complete and the parties often have a very good sense of their adversaries’ theories of the case—an
opening expert report is an early\sain the process of defining thesues for trial, and thus it is more
understandable at the expert discovery stage thatyarpay need to include significant elaboration in a
rebuttal report to challenge the assertiohthe opponent’s expert reports. Ses}., ABB Air Preheater,

Inc. v. Regenerative Envinmental Equipment Co., Ind67 F.R.D. 668, 672-73 (D.N.J. 1996) (finding

that patentee’s submission of expert’s opinions regarding secondary consigdesatnon-obviousness in
rebuttal report did not violate Rule 2&s they properly rebutted adverse partysna facie case of
obviousness).
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Metavante Corp. 2010 WL 3385961, at *9 (holding thaxpert's supplemental report,
combined with his original report, gave the ogpgsparty “sufficient infemation to allow it to
prepare adequately for his testimony” and catiing the circumstances of a prior case in which
“the expert clearly deviatedrom the established scope bis expected opinion” in his
supplemental report). Nor were the rebuttal regpsubmitted at the eleventh hour; rather, they
were presented nearly ten months prior to triahally, the possibility oprejudice to Plaintiffs

is reduced by the fact that the material to wiithintiffs object pertaing an issue as to which
Defendants bear the heavy burds proving their case by cleand convincing evidence. See
Tech. Licensing Corp545 F.3d at 1327. For all of thesmasons, the Courbacludes that the
contested rebuttal evidence is provisionallynésible and denies Plaintiffs’ first motian
limine.

The Court hastens to reiterate that, in viewhaf complexity of trying to parse in a pre-
trial vacuum what is new from what is old imfigation and what is perligsibly responsive from
what is unseasonably averred in the expeports, the Court’'s determination as to the
admissibility of these 97 evidentiary items rémsasubject to revisiobefore, during, and even
after trial. Seelonassonl115 F.3d at 440 (holding that deferodlevidentiary rulings until trial
is appropriate when thi@ limine procedural environment makes evaluation of the evidentiary
issue too difficult to resolve prior to trial). Duog this bench trial, the Court expects that it will
develop a better understanding of the evolutiorthi§ case and the complex issues that it
presents. As that process unfolds, the Court retains the authority to reconsider its pre-trial
rulings. Sed.uce 469 U.S. at 41-42 (holdintpat “a district judge idree, in the exercise of
sound judicial discretim to alter a previousn limine ruling”); cf. Jack Guttman, Inc. v.

Kopykake Enterprises, Inc302 F.3d 1352, 1361 (Fed. Cir. 2002pi&trict courts may engage
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in a rolling claim construction, in which the courvists and alters its terpretation of the claim
terms as its understandingtbe technology evolves”).
lll.  Conclusion

For the reasons discussed above, the Court denies motimsne [399, 412, 414, and
417], and grants in part and denies in padtion [409]. In addition, the Court grants
Defendants’ motion to file instanter a reply brief with respect to its matidimine to exclude
evidence on enablement [471]. Additional rulings onDiaebertrelated motionsn limine and
the objections to Magistrate Judgshman’s order will be issued in a separate opinion in due

course.

Dated: September 30, 2010

Robert M. Dow, Jr.
Lhited States District Judge
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