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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

SLOAN VALVE COMPANY, )
a Delaware corporation, )
)
Plaintiff, )
)
V. )
) CaseNo. 1:10-cv-00204
ZURN INDUSTRIES, INC., )
a Delaware corporation, and )
ZURN INDUSTRIES, LLC, )
a Delaware limited liability company, )
)
Defendants. )

MEMORANDUM OPINION AND ORDER

AMY J. ST. EVE, District Court Judge:

Plaintiff Sloan Valve compan{/Sloan”) brings this pateribfringement action against
Defendants Zurn Industries, Inc. and Zurn Indas, LLC (collectively, “Zurn”). Zurn now
moves for leave to amend its final norfiringement, invalidity and unenforceability
contentions. (R. 419.) For the reasons discussknv, the Court grants Zurn’s motion in part
and denies it in part. Irddition, the Court strikes those pons of Sloan’s Amended Final
Infringement Contentions thateanot relevant to the partiedispute regarding provisional
remedies under Section 154(d) awd therefore outside the scagehe Court’'s October 2, 2012
Order.

BACKGROUND

This case concerns U.S. Patent N607,635, entitled “Flush Valve Handle Assembly

Providing Dual Mode Operation” (the “633atent” or the “Wilsn Patent”), and the

corresponding U.S. Patent Applicationldication No. 2006/0151729 (the “Published Wilson
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Patent Application”). On January 13, 2010, Sloan commenced this action against Zurn seeking
(a) damages and injunctive relief for Zurn’iegkd infringement of the ‘635 Patent; and (b)
provisional damages for Zurn’s alleged makinde sad use of inventits that the Published
Wilson Patent Application covers. (See R. 1, Compl. 11 34-38.)

On August 15, 2012, Zurn filed a motion for partial summary judgment on Count Il
arguing that Sloan is not entidléo provisional remedies based Claims 7, 8 and 12 of the ‘635
patent. (R. 364, at 1-2.) Specdlily regarding claims 7 and 8, Zuargued that because Sloan
did not allege direct infringement of those claith&y were not entitled tprovisional damages.
See id(“[P]rovisional rights are limited to those iasices where a party ‘makes, uses, offers for
sale, or sells in the United Statthe invention.’ It is undisputdldat Zurn does not “make, use,
offer for sale, or sell” in the United States #ikegedly novel methods claimed in Claims 7 and 8
- the remaining claims asserted in Count Il.”)ohder to address thissue in part, on September
11, 2012, Sloan filed a motion seeking leavartend its final infringement contentions
regarding Count I of its Amended and Supplemental CompiafRt. 385.) Sloan explicitly
requested “that the Court enter an order fiting Sloan to amend its Final Infringement
Contentions against [Zurimd specifically recite Sloan’s clai for provisional damages relating
to Zurn’s pre-issuance activitiés(R. 385, at 1) (emphasis addeskg also id.at 3 (“Sloan

conditionally requests that theo@t grant it leave tamend its Final Infringement Contentions

! Count Il of the Amended and Supplemental Claimp is entitled “For Infringement of the
Wilson Patent Application” alleging that (1) Zuhmade, used, offered for sale or sold in the
United States the invention claimed inedst Claims 10-11 and 15 of the publishéidson
Patent Application during thegeriod between plication of theWilsonPatent Application and
the issuance of th&ilsonPatent;” (2) “Claims 10-11 and 15 of the publishéidisonPatent
Application are substantialigentical to Claims 7-&nd 12, respectively of th&ilsonPatent,
within the meaning of 35 U.S.8.154(d)(2);” and (B“Zurn had actual notice of the published
WilsonPatent Application at the time it comneitt its acts of infringement of tWilsonPatent
Application.” (R. 197, Sloan’s Amended and Sugpéntal Complaint, at 11 81-85) (emphasis
original.)



to add its bases under Section 154(d) for claiming provisional damages against Zurn.”) Two
days later, on September 13, 2012, the Court issued its claim ctiostruing. (Dkt 391.)

At a hearing on October 2, 2012, the Couanged Sloan’s Motion for Leave to Amend
Its Final Infringement Contentions to specifically recite Sloan’s claims for provisional damages
relating to Zurn’s pre-issuanegtivities as requested by Sloafr. 399.) On October 9, 2012,
Sloan submitted its Amended Final Infringem@aintentions. (R. 419-5, Sloan’s Amended Final
Infringement Contentions.)

At issue in this order is Zurn’s Matn seeking Leave to Amend its Final Non-
Infringement and Invalidity/Unenfceability Contentions. (R. 419.) The Court grants Zurn’s
motion in part. The Court further strikes th@setions of Sloan’s Ameated Final Infringement
Contentions, filed on October 9, 2012, that arerelevant to the part# dispute regarding
provisional remedies under Sectib®4(d) as they are outside theppe of the Court’s October 2,
2012 Order granting Slodeave to amend.

LEGAL STANDARD
Amending Final Contentions

The primary rule governing Zurn’s request.@cal Patent Rule 3.4, which provides that
a party may amend its final infringement conimms only by order of court “upon a showing of
good cause and absence of unfa@judice to opposing parties depromptly upon discovery of
the basis for the amendment.” L.P.R. 3de also Fujitsu Ltd. V. Tellabs Ops., |rid¢os. 08 C
3379, 09 C 4530, 2012 WL 5444979, at *4 (N.D. Ill. Mar. 21, 2012). The purpose of these
patent rules is to “prevent ahifting sands’ approach to claioonstruction by forcing the parties
to ‘crystallize their theories of the case early in litigatiorf-tjitsu, 2012 WL 5444979 at *4
(citations omitted). Specifically, “[tlhe purpose of infringement contentions is to provide notice

of the plaintiff's theories of infngement early in the case becauseractice, it is difficult to



obtain such information through traditional disery means, such as interrogatorielsl”
Il. Motion to Strike

Federal Rule of Civil Procedure 12(f) providbat a district court “may strike from a
pleading an insufficient defenseamy redundant, immaterial, impewint, or scandalous matter.
(Fed. R. Civ. Proc. 12(fgee also Delta Consulting Group, Inc. v. R. Randle Const,,354.
F.3d 1133, 1141 (7th Cir. 2009).) The Court midglyez strike on its own or on a motion by a
party and has considerable discretion irkstg any redundant, immaterial, impertinent or
scandalous matterld(; Talbot v. RoberMatthews Distrib. Co961 F.2d 654, 665 (7th Cir.
1992).)

ANALYSIS

Here, Zurn argues that Sloan “took the libextyurther amendings contentions beyond
the leave requested in its motion.” (R. 427, atThe Court agrees with Zurn and hereby strikes
those portions of Sloan’s Amended Final Infringement Contentions that go beyond the Court’s
October 2, 2012 Order. Specifically, the Cdintls that certain amendments made by Sloan
went beyond the scope explicitly requested giraghted in open Court on October 2, 2012, and
strikes those portions not reldtt its claim for provisionalamages pursuant to Fed. R. Civ.
Proc. 12(f), as discussed below.

Sloan’s Motion to Amend Its Final InfringemieContentions explicitly stated a single
basis for its request: “that the Court erdgrrorder permitting Sloan to amend its Final
Infringement Contentions against [Zuto]specifically recite Sloan’s claim for provisional
damages relating to Zurn’s pre-issuance activitiedR. 385, at 1) (emphasis addes@e also
id., at 3 (“Sloan conditionallyequests that the Court grahleave to amend its Final

Infringement Contentions to add its bases under Section 154(d) for claiming provisional damages



against Zurn.”) Sloan’s motion wailent as to requesting leave to amend its contentions on the
basis of the Court’'s September 13, 2012 claimtroason order or any ber basis outside of
the clear request under Section 154(Burthermore, the Court lited the extent to which Sloan
could amend its Final Infringement Contentionseoite claims for provisional damages. Yet,
Sloan’s Amended Final Infringeent Contentions filed witthe Court on October 9, 2012
explicitly state that its amended contentionavia been updated in view of the court’s claim
construction decision of September 13, 2012.” 480-5, at 1.) The @urt, however, did not
grant Sloan permission to amend based on tienaonstruction ruling. Sloan’s attempts to
circumvent the Court’s October 2, 2012 Orderiangroper. As such, the Court strikes these
amendments.
l. Sloan’s Amendments Applicable to Povisional Damages Under 35 U.S.C. § 154(d)
Under Section 154(d), an inventor hastiight to obtain a reamable royalty from
anyone who, between the publicateomd the patent’s issuance, “makes, uses, offers for sale, or
sells in the United States the invention as cldiinethe published pateapplication or imports
such an invention into the United States.” LBS.C. 8 154(d). Under Section 154(d), a patentee
may “obtain reasonable royaki¢or activities amounting to infringement of the [patent
application’s claims] if: (1) the issued patent claiare substantially identical to the claims in
the published application; arf@) [defendant] had actual no¢i of the published patent
application.” Stephens v. Tech Int'l, InB93 F.3d 1269, 1275-76 (Fed. Cir. 2004) (internal
footnotes omitted)see als®B5 U.S.C. §8 154(d)(1)(B), (2).
Sloan’s Amended Final Infringement Centions amended its claims of direct
infringement stating: “Zurn has directlyfimged asserted Claims 1, 4-8, 10-12, 14, 19, 29-31

and 33-34 of the Wilson Patent by using thenZz6000 Valve and Zurn P6000 Handle with a



flush valve, including in connectn with its internal quality assuree testing of those products.”
(R. 419-5, at 7.) This statement and the cpoeding allegations of literal infringement and
infringement under the doctrine efluivalents are relevant toopisional damages. Specifically,
these amendments allege direct infringememiaims 7 and 8 of the ‘635 patent which this
Court found in its October 26, 2012 Order to be substantially identical, which is one factor of
eligibility for provisional remedies.SgeR. 412, at 3.)

Il. Sloan’s Improper Amendments Outsidethe Scope of the Court’s October 2, 2012
Order

Sloan’s amendments, however, went well beyond the limited scope of the Court’s
October 2, 2012 Order. Sloan, for exampleluded new contentions regarding the specific

terms of the ‘635 patent claims, namely “agiplunger travel,” “acuate portions,” and
“extension portions” that are nalated to Sloan’s claim for pvisional remedies under Section
154(d). (R. 419, 14, 7.) The terms “axis of glentravel,” “arcuate ptions,” and “extension
portions” are not even found in the language of claims 7 an86xR( 412, at 3.) As such, the
Court hereby strikes any discussion of thesmse€rom Sloan’s Amended Final Infringement
Contentions.

In addition, Sloan’s amendments include nadditional theories of direct infringement
for claims other than claims 7 and 8, and addal theories ofriduced and contributory
infringement for claims of the ‘635 patent. @.9, § 8.) Sloan’s additional allegations of direct
infringement for claims other &m 7 and 8 are not relevanttte parties’ dispute regarding
provisional damages under Sectil54(d) and are therefore odtsithe scope of the Court’s
October 2, 2012 Order. The Court also stri®kmn’s additional allegations of induced or

contributory infringement of the ‘63patent claims as they are melevant to the parties’ dispute

regarding provisional dargas under Section 154(d).



Further, Sloan included “computer-assistedlgsis” that differs from that used during
the claim construction hearing on August 2812 without any supporting documentation or
data. (R. 419, 6.) Sloan does natreattempt to justify this chang&ee Vulcan Golf, LLC v.
Google, Inc.552 F. Supp. 2d 752, 782, n. 16 (N.D. lll. 20@R)plaining that it is1ot the court’s
job to hunt through the parties’ exhibits to find a basis for their asserted pos&ergiso LG
Electronics Inc. v. Quanta Comp. In&66 F. Supp. 2d 910, 916 (W.D. Wis. 2008) (explaining
that there may be “more specific evidence lurkingeahere in the record” but that “it is not the
court’s obligation to find” facte patentee’s proposed findingEfact necessary to support an
allegation of infringement). This additidrevidence supplied with Sloan’s Amended Final
Infringement Contentions is stken as it is not relevant tbe parties’ dispute regarding
provisional damages.

Finally, Zurn also argues that Sloan’s ach@ents to its Amended Final Infringement
Contentions with respect to the claim terms ‘aity and tiltably mounted,” “tilting the inner
end of the plunger,” “dual mode flush valve” nstgnd as these terms are included in claims 7
and 8 of the ‘635 patent. They are, therefaglevant to the pads’ dispute regarding
provisional damages der Section 154(d).SeeR. 412, at 3, reciting Claims 7 and 8.) To the
extent, however, that Sloan’s Amended Finalihgfement Contentions addressed these terms in
their allegations of direct infigement of claims 7 and 8, Zurn’s request to respond to those
allegations in its Amended Final Non-infringemh@nd Invalidity/Unenforceability Contentions

is granted.



CONCLUSION

The Court strikes those amendments in 8®A&mended Final Infringement Contentions
outside of those specific to duot infringement of claims 7d 8 pursuant to Rule 12(f), and
orders Sloan to revise its Amendeéadal Infringement Contentions strict accordance with this
order. Specifically, the Coustrikes Sloan’s amendments: {that purport to address those
terms from the Court’'s September 13, 2012 Cl@onstruction Order not contained in claim 7
or claim 8; (2) that assert additial theories of direct infringemeat claims other than 7 and 8;
(3) that asserts additional inducadcontributory ifringement of the ‘635 patent claims; and (4)
that references animations of Sloan’s conterttithat differ from those disclosed to Zurn
previously. Sloan must fila revised version of its Amendi&inal Infringement Contentions
with the Court by December 20, 2012.

In addition, the Court grants Zurn’s Motidor Leave to Amend its Non-infringement,
Invalidity/Unenforceability Contdions to the extent that th@smendments are necessary to
respond to the permissible amendments to Am@idleal Infringement Gntentions. Zurn must
file its Amended Final Non-infringement, InvaligUnenforceability Contetions with the Court
by January 4, 2013.

One final note, given the antics that both sidlave engaged in during the course of this
litigation, the Court expects strict compliance with @jsinion from both sides.

Dated: December 13, 2012 ENTERED

(o 1

AVY J. $TEVE
Lhited States District Court Judge




