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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

CARRIER VIBRATING
EQUIPMENT,INC.

Raintiff,
CasdéNo. 10-cv-5110
V.
JudgdrobertM. Dow, Jr.
GENERALKINEMATICS
CORPORATION,

N N N N

Defendant.
MEMORANDUM OPINION AND ORDER

Plaintiff Carrier VibratingEquipment (“Carrier”) sued Defendant General Kinematics
Corporation, alleging infringenm¢ of U.S. Patent No. 7,712,513he '513 patent”). General
Kinematics counter-claimed asserting, among othag#) that the '513 patent is invalid. Before
the Court is General Kinematics’ motion fomsmary judgment that claims 31 and 32 of the
'513 patent are invalid for failure to complyittv the written descrifpon requirement of 35
U.S.C. 8§ 112, first paragraph [42]. For the messet forth below, the Court grants General
Kinematics’ motion [42].
l. Background

The Court takes the relevant facts primafilym the parties’ Local Rule (“L.R.”) 56.1
statements of material facts. As counsel fudlip explained at the claim construction hearing
and tutorial held on Marct26, 2012, the technology in thisase involves a method for
controlling the retention time of a casting on a vibnatconveyor, typically used in an industrial
environment such as a foundry or other majdiacility. '513 patent col. 1 Il. 7-8¢. col. 2 II.

12-13. When used in the foundwyocess, these vibratory conveyoknown as “shakeouts,” are
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used to shake sand or otherreunding mold media used inetltasting process from the metal
casting itself. The '513 patent, entitled “8ym and Method for Controlling Casting Shakeout
Retention,” discloses a system and methodctortrolling the retentionime — the time that a
casting is retained in its mold — of a casting bditansported on a vibragoconveyor. This is
accomplished first by imparting a vdiory force to the conveyor atpredetermined angle to the
conveying surface whereby the predetermined angle determines the retention time, and then by
modifying that angle. The '513 patemas issued on May 11, 2010, based upon a patent
application filed on April 4, 2006 the original application”). Té named inventor of the '513
patent is Charles Mitchell, a fifteen-year eoyde of Carrier and cwently Carrier’'s Foundry
Sales Manager.

Claims 31 and 32 of the '513 patent, theyawbo claims at issue in the instant motion,
both depend from claim 30. Claim 30 is directedhe modification of the predetermined angle
of a vibratory force applied @ conveyor, and reads as follows:

A method for controlling the retention time of a casting positioned on a conveyor
comprising:

providing a vibratory conwer having a conveying surface and a frame through
which a vibratory force may be transmitted to the conveying surface;

imparting a vibratory force to said conywe at a predetermined angle to said
conveying surface whereby the predetermined angle determines the retention time
of said casting; and

modifying the predetermined angle of \abwry force imparted to said conveyor
to modify said retention time.

'513 patent col. 8 Il. 63-67-col. 9 Il. 1-6. &Ms 31 and 32 add limtions relating to the
modification of themagnitudeof the vibratory force applied to a conveydd. col. 9 Il. 10, 16,

18. Specifically, Claim 31 reads:



A method for controlling the retention time of a casting positioned on a conveyor
as claimed in claim 30 comprising:

imparting a vibratory force of a predetermined magnitude to said conveyor
whereby themagnitude of force determines the retention time of said casting;
and

modifying the predeterminechagnitude of vibratory force imparted to said
conveyor to modify said retention time.

Id. col. 9 II. 7-13 (emphas&dded). Claim 32 reads:

A method for controlling the retention time of a casting positioned on a conveyor
as claimed in claim 30 comprising:

reducing the magnitude of the force appliedto said conveyor to slow the
advance of the mold; and

increasing the magnitude of the force appliedo said conveyor to discharge
said casting from said conveyor after a predetermined time period.

Id. col. 9 II. 14-20 (emphasis added).

Claims 31 and 32 were not a part of thigioal application that was filed on April 4,
2006. The two claims, originally numberediohs 52 and 53, were added by amendment in
mid-2009. Similarly, claim 16 of the '513 patentetbnly other claim irthe '513 patent that
references the “magnitude of vatory force,” was not gart of the originabpplication. Claim
16 discloses a “speed control feach of said plurality of electrimotors to independently vary
the respective speeds thereof whereby the resultant magnitude of vibratory force imparted to said
conveyor is variedy varying the speed of at least one electric motdd? col. 7 Il. 58-62
(emphasis added). The patemtaminer allowed these three new claims without comment.
(Theuerkauf Declar., Ex. B. at T 27.)

General Kinematics has moved for summadgjment as to claims 31 and 32 of the '513
patent, arguing that these twetaims are invalid under 35 8.C. § 112, first paragraph, for

failure to comply with the written descriptiorquirement. General Kingtics argues that the



invention described in the origsthapplication relates only to éhmodification of the angle of
vibratory force. According to General Kinematitslhere is no mentiorof modification of the
magnitude of force, either alone or in combima with the modificatiorof the angle.” (Def.
Memo. at 1.) In response, Carrier contendsttiainventor of the '513 patent had possession of
the inventions disclosed in claims 31 and 32 at the time that the original application was filed
and that a person of ordinary skil the art would recognize th&dct by readinghe disclosures

in the '513 patent, its incorporated patents, @mgrosecution history. Carrier also argues that
General Kinematics cannot prevail on summary jueiginwithout the opinion of an expert who

is of ordinary skill in the art.

Il. Standard of Review

Summary judgment is proper if “the movahbsws that there is no genuine dispute as to
any material fact and the movant is entitlegueigment as a matter of law.” Fed. R. Civ. P. 56
(a). In determining whether theers a genuine issue of factetiCourt “must construe the facts
and draw all reasonable inferences in the light most favorable to the nonmoving patgy’v.
City of Lafayette, Ind.359 F.3d 925, 928 (7th Cir. 2004). ®woid summary judgment, the
opposing party must go beyond the pleadings anddsit specific facts showing that there is a
genuine issue for trial.”Anderson v. Liberty Lobby, Inc477 U.S. 242, 250 (1986) (internal
guotation marks and citation omitted).

A genuine issue of materiaadt exists if “the evidence isuch that a reasonable jury
could return a verdict fothe nonmoving party.” Id. at 248. The party seeking summary
judgment has the burden of establishing the laiclny genuine issue of material fact. See
Celotex Corp. v. Catretd77 U.S. 317, 323 (1986). Summangd@gment is proper against “a

party who fails to make a showing sufficient tdaédish the existence of an element essential to



that party’s case, and on which that pawtlf bear the burden of proof at trial.Id. at 322. The
non-moving party “must do more than simply shibat there is some metaphysical doubt as to
the material facts.”Matsushita Elec. Indus. Cd.td. v. Zenith Radio Corp475 U.S. 574, 586
(1986). “The mere existence of a scintillaeefdence in support of the [non-movant’s] position
will be insufficient; there must be evidence onietththe jury could reasonably find for the [non-
movant].” Anderson477 U.S. at 252.

“Summary judgment is agpropriate in a patent case iass in any other case.C.R.
Bard, Inc. v. Advanced Cardiovascular Sys.,,I8d.1 F.2d 670, 672 (Fed. Cir. 1990). Because
an issued patent is presumed valid, seeU35.C. § 282, an accused infringer must prove
invalidity by clear and convincing evidenc€reative Compounds, LLC v. Starmark Laleg1
F.3d 1303, 1310 (Fed. Cir. 2011) (citiMjcrosoft Corp. v. i4i Ltd. P’ship564 U.S. ---, 131 S.
Ct. 2238, 2252 (2011) (“For nearly 30 years, the Fddeircuit has interpreted § 282 as we do
today.”)). Accordingly, a party “seeking to invalidate a patensuahmary judgment must
submit such clear and convincing evidence of invaliditiglf Lilly and Co. v. Barr Labs., In¢.
251 F.3d 955, 962 (Fed. Cir. 2001).
lll.  Analysis

Section 112, first paragraph, provides that temaspecification ‘isall contain a written
description of the invention * * *,” 35 U.S.@. 112, § 1. The written degation requirement is
satisfied when “the disclosure of the application reasonably conveys to those skilled in the art
that the inventor had possession of the claimed subject matter as of the filing Aaitad’
Pharms., Inc. v. Eli Lilly & Cq.598 F.3d 1336, 1351 (Fed. Cir. 2010) (en banc) (cMag—
Cath, Inc. v. Mahurkar935 F.2d 1555, 1563 (Fed. Cir. 1991)). The test is a flexible one,

“requir[ing] an objective inquiry ito the four corners of the sp&cation from the perspective of



a person of ordinary gkin the art. Basedn that inquiry, the specdation must describe an
invention understandable to that skilled artisan and show that the inventor actually invented the
invention claimed.” Ariad Pharms., In¢.598 F.3d at 1351. The specifica need not recite the
claimed inventionn haec verba- that is, in exactly the sanberms as the amended application
does — but it must do more thannelg render the invention obviousd. at 1352. Although the
specification “must describe the claimed invention with all its limitatiofisghzo v. Biomet
156 F.3d 1154, 1158 (Fed. Cir. 1998), a failure “to specifically mentiomittion that later
appears in the claims is notatal one when one skilled indgrart would reagnize upon reading
the specification that the new language reflects wieaspecification shows has been invented.”
All Dental Prodx, LLC v. Adantage Dental Prods., Inc309 F.3d 774, 779 (Fed. Cir. 2002). It
is sufficient for purposes of the itten description requirement thatperson of ordinary skill in
the art would find it “reasonably clear what tim¥ention is and thathe patent specification
conveys that meaning.ld.

Whether a specification complies with theitten description requément is a question
of fact. Ariad, 598 F.3d at 1352. Nevertheless, the ingis “amenable to summary judgment
in cases where no reasonabéetffinder could return a vaod for the non-moving party.”
PowerQasis, Inc. v. T-Mobile USA, In&22 F.3d 1299, 1307 (Fed. Cir. 2008). Because the
written description requirement is focused on dldequacy of the specification’s disclosure, the
patent-in-suit can provide sufficient evidemyi proof to demonstrate its own validity.
University of Rochester v. G.D. Searle & Co., Ir858 F.3d 916, 927 (Fed. Cir. 2004) (citing
PIN/NIP, Inc. v. Platte Chem. Ca304 F.3d 1235 (Fed. Cir. 2002), afdrboCare Division of
Demagq Delaval Turbomachinery Corp. v. Gen. Elec, @64 F.3d 1111 (Fed. Cir. 2001)). In

other words, General Kinematics may pievan summary judgment even without the



submission of an expert’s report. Seg, Centocor Ortho Biotech, Inc. v. Abbott Lgb836
F.3d 1341, 1347 (Fed. Cir. 2011) (“A patent * * * cha held invalid for failure to meet the
written description requirement based solatythe face of the patent specification&jascape,
Ltd. v. Nintendo of Am., Inc601 F.3d 1333, 1339 (Fed. Cir. 20X@inding that an expert’s
conclusion “cannot override the objective @it of the specifiation at issue).

In arguing that claims 31 and 32 meetwéten description requement, Carrier makes
two primary arguments. First, Carrier contends that a person of ordinary skill in the art knew, at
the time that the original application was filed, htoacontrol different parameters of vibratory
conveyors, including magnitude of force, by coltitng the speed of both motors rotating the
eccentric weights. See Resp. at 3. Becausdifying the magnitude of force to control
retention time was already known in the art, @arargues, the written description requirement
is satisfied here. Regardless, Carrier asserts, wdahby a person of @inary skill in the art,
the specification itself disclosehe inventions found in clain® and 32 of the '513 patent.

A. Knowledge of a Person of Ordinary Skill in the Art

Because the test for adequate written dpsor “requires an ‘objective inquiry into the
four corners of the specification from the perspectf a person of ordinaskill in the art,” in
some instances, “a pateetcan rely on information that &ell-known in theart’ to satisfy
written description.” Streck, Ing. 665 F.3d at 1285 (quotingriad Pharms., In¢.598 F.3d at
1351 andBoston Sci. Corp. v. Johnson & JohnséA7 F.3d 1353, 1366 (Fed. Cir. 2011)). If,
however, the “four corners of thepecification directly contradiéhformation that the patentee
alleges is ‘well-known’ to a person of skill tite effective filing date, no reasonable jury could

conclude that the patentpessessed the inventionBoston Sci. Corp647 F.3d at 1366.



Based on the disclosures of the '763 patéim¢ declaration of Carrier's expert, Dr.
DiEuliis, and Mitchell’s deposition testimony, tli®urt accepts the fact that, on April 4, 2006, a
person of ordinary skill in the aknew that “change, alteration,ryang or adjustment of a force
means changing the magnitude of the force,dihection along which the force acts, or both.”
Def. Resp. to Pl. Add’l Facts 1, 23.; Theuerkauf Declar., E.at 1 31 (opining that a person
of ordinary skill in the art at the time that tbeginal application was filed knew “that a change
in the speeds of both driven motors, while neimng a constant anglef attack, necessarily
changes the magnitude of théonatory force applied to theough of a vibratory conveyor”);
Horton Decl., Ex. 5 at 162:4-2563:1-8 (stating that it would bknown in the industry to
modify the magnitude of force by ahging the speed of the motors).

This knowledge, however, differs from the '513qud’s specification inwo ways. First,
the specification and original claims of the pata clearly directed toontrolling the retention
time of a casting on a vibratory conveyor by moiifythe angle of vibratory force imparted on
the conveyor. In other words, although thaddled in the art knew at the time that the
application was filed that the term “modificati of force” could mean changing either (1) the
magnitude or (2) the direction (deyof that force, or both, whetiscussing thenvention of the
'513 patent, the specification itsalfly refers to the second of tleesoncepts, and not the first.
Second, unlike what is known in the art — aamfe in the speeds of both motors while
maintaining the angle of vibratory force nece#gavould modify the magnitude of force — each
reference in the specification to “motor speeddiected to temporayil altering the speed of
only one motor in order to modify the angle valhich the vibratory force is applied to the

conveyor. Seee.g, Horton Decl., Ex. 2 at 10. Becaude specification othe '513 patent



differs from what is well known in the art, Carrier may not rely on the knowledge of those of
ordinary skill in the art alone to meet the written description requirement.

B. The Specification

Perhaps anticipating thatetbbackground knowledge of a persafnordinary skill in the
art alone might not carry the day, Carrier also ffies two disclosures in the specification itself
which, Carrier argues, would lead a person of orgliigill in the art tobelieve that Mitchell’s
invention included the modification dfoth the angle of vibratory forcand the magnitude of
force. First, Carrier pointso the “Background othe Invention” sectin, which states that
“[m]any prior art systems vary conveying speed and directiachbypging either the direction or
magnitude of a forcapplied to a conveyordugh * * *,” Horton Declar., Ex. 2 at 2 (emphasis
added). The section goes on to incorpoiat reference U.S. Patent No. 5,615,763 (“the '763
patent”), an “exemplary prior art system thiis nature.” HortorDeclar., Ex. 2 at 2. Dr.
DiEuliis opines that the description of the “present invention” in the “Field of the Invention”
section as “a system and method for controltimg retention time of aarticle being conveyed
by selective and direicinal application of a vitatory force to a conveyor asfunction of at least
one sensed variable” (Horton Declar., Ex. 2 aignough to relate the description of the prior
art to the invention claimed. DDiEuliis concludes that the statements made in the Background
of the Invention section are reldtto the invention itself becaushe inventor isexplaining that
techniques in the prior art, such as ‘changirtbegithe direction or ngmitude of a force’ are
applicable to his invention ofontrolling retention time.”
The Court is not convinced that a reasonable jury could find that the reference to

“magnitude of force” in the Background of thevention section is anything but a description of

! The '763 patent, in turn, incorporates by referedc®. Patent No. 5,064,053 (“the '053 patent”) and
U.S. Patent No. 5,404,996 (“the '996 patent”). Def. Resp. to Pl. Add’l Facts | 17.



the prior art. Neither the discussion of the padrnor the incorporation by reference of the '763
links the modification of the magnitude of forte the invention claimed in the '513 patent.
Again, even though the prior art icdies that a person of ordinaskill in the art knew that it
was possible to vary conveying speadd direction by changing eitheéhe direction or
magnitude of a force applied goconveyor trough, this disclosudees not suffice to show that,
at the time of filing, Mitchell actually had investt a method that includehe steps of modifying
both the angle and magnitude of vibratory forceliadp Thus, while the inventions in claims 31
and 32 may be obvious to a person of ordirskyl in the art reading the specification, “a
description that merely renders the inventobvious does not satisfy the requiremeniriad
Pharms., InG.598 F.3d at 1352 (citingockwood 107 F.3d at 1572 (“One shows that one is ‘in
possession’ of the invention bysieibing the invention, with alts claimed limitations, not that
which makes it obvious.”)).

Nor does the second disclosure that Carrientifies provide an adgate description of
the inventions claimed in claims 31 and 32. @anpoints to a second section of the Background
of the Invention section, whicstates that “[p]rior art vibratory conveyor systems are incapable
of monitoring an article being conveyed tojusd the speed and daton of conveyance to
imparta desired amount of vibratory for¢e an article before it dibarges from the conveyor.”
Horton Declar., Ex. 2 at 3. (emmis added). The “present invention” seeks to solve this
problem, Carrier contends, by pidwg “an electronically adjuable system for controlling
conveyor retention time * * *” Horton DeclarEx. 2 at 4. Carrier argues that a person of
ordinary skill in the arwould read the reference to “a desi amount of vibratory force” as a
method that includes both modifying the angtel the magnitude of force to control retention

time.

10



Despite the fact that this section of thgecification actually does describe Mitchell’s
invention, not just the prior art (see Def. Me. at 14), it still isnot enough to permit a
reasonable jury to determine that claims 31 and 32 meet the written description requirement. In
the industry, the phrase “desired amount of atidwy force” may generally refer to either a
modification of either the angle or magnitudeforce — or both. Nevertheless, a person of
ordinary skill in the art would read the speation and understand thite invention Mitchell
claimed was directednly to the modification of the angle &rce. He or she would not reach
the conclusion that Mitchell had contemplatedraitethe magnitude of force either alone or in
conjunction with modification of # angle at which vibratory forapplies. In other words, the
specification discloses an invention that is narravan what is known in the prior art.

C. Carrier's Remaining Arguments

The remainder of the evidence on which Carrret #s expert rely is either irrelevant to
the written description inquiry or insufficient to demonstrate the existence of a triable issue. For
example, Carrier twice cites claim 16 of tie 3 patent to support its position. Carrier asserts
that claim 16 “expressly teaches modifying thagnitude of force by altering the speed of the
motors which rotate the shafts containing the ecimeweights.” PIl. Resp. at 8. Carrier also
argues that when read irormection with claim 16, the specification’s discussion of the
limitations in the prior art and Mitchell’s sdian — specifically, providig an electronically
adjustable system for controlling conveyor réitamtime — conveys to a person of ordinary skill
in the art that Mitchelhad possession of theventions in claims 31 and 32. But Carrier's
reliance on claim 16 of the '513 patent is még@d because claim 16 was not a part of the
original application filed on Aplr4, 2006. While Carrier correctly red that the original claims

as filed are part of the specificai for purposes of 35 U.S.C. § 112 ($¢att v. Boong 146
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F.3d 1348, 1352 (Fed. Cir. 1998)), claims addedr dfte application is filed are not. See
Centocor Ortho Biotech, Inc. v. Abbott Lal36 F.3d 1341, 1350 (Fed. Cir. 2011) (stating that
specific claim language that was not added unt@drahe original application was cannot satisfy
the written description requiremenfurdue Pharma L.P. v. Faulding I1nc230 F.3d 1320,
1328-29 (Fed. Cir. 2000) (pointing out that whitee amended claims @iee the invention,”
support for the invention must be found in gpecification as filed, and the amended claims
cannot be used to provide that support). Tlusletermining whether claims 31 and 32 satisfy
the written description requirement, the Courtymat rely on the teachings of claim 16, or any
part of Dr. DiEuliis’ opinion that is based on claim 16.

Carrier and Dr. DiEuliis’ reliance on ¢hPatent and Trademark Office (“PTO”)
examiner’s handling of claims 31 and 32 is sinlylanisplaced. Carrier contends that the fact
that the PTO examiner allowed claims 31 and &ms that the limitations in these claims did
not inject “new matter” ito the claims set forth in the original application. According to Carrier,
because the claims were allowed, the PTO éxanmnecessarily conatied “that the subject
matter of claims 31 and 32 were contained nd aupported by the original application.” PI.
Resp. at 10. In reaching hisrxlusion that the written desgfion requirement was satisfied
here, Dr. DiEuliis explicitly based his opinion 6tle fact that the PTO examiner determined
that claims 16, 31 and 32, whelded, did not introduce amew matter beyond what was
already contained in the origihapplication * * *,” Theuerkauf Declar, Ex. B T 31.

Carrier overlooks the fact that the Federalkc@i has “dispel[ledthe notion” that the
failure of the PTO examiner to issue a new matgection automatically creates an “especially
weighty presumption” of compliance with 35 U.S.C. § 112. SkeSteel Corp. v. Sollac and

Ugine 344 F.3d 1234, 1245 (Fed. Cir. 20@B)jecting dicta fronBrooktree Corp. v. Advanced

12



Micro Devices, InG.977 F.2d 1555, 1574-75 (Fed. Cir. 1993)wdnch Carrier relies). Instead,
because compliance with 8§ 112aigactually intensive inquiry (sééas-Cath 935 F.2d at 1561),

the amount of deference that the PTO examirset®n deserves must be evaluated on a case-
by-case basis. S&&K Steel Corp.344 F.3d at 1245; see alkeN Photonics, Ltd. v. Cynosure,
Inc., 73 F. App’x 425, 430 (Fed. Ci2003) (unpublished) (discusgi the written description
requirement). The presumption of validitys “far from determinative,” and the Court may
invalidate patent claims for inglling new matter, despite the faloat the PTO examiner allowed
those claims. SekCN Photonics, Ltd.73 F. App’x at 430 (citingrurboCare Div. of Demag
Delaval Turbomachinery264 F.3d 1111Purdue Pharma230 F.3d 1320Augustine Med., Inc.

v. Gaymar Indus.181 F.3d 1291 (Fed. Cir. 1999) (holdingtear claims invalid over prior art
after finding that those claims were not gapged by an earlier-filed parent application);
Lockwood v. American Airlinesl07 F.3d 1565 (Fed. Cir. 1997) (same)). Here, because
Carrier's expert admits thahe PTO examiner allowed claims 31 and 32 “without comment”
(Theuerkauf Declar., Ex. B { 27.), there is no reason for the Court to conclude that the PTO
examiner’'s decision deserves any more deferémae the typical presumption of validity that
must be overcome by clear and convincing evidence.

Carrier and its expert also appear to relfttmnfact that Mitchelhad actual possession of
the inventions disclosed in claims 31 and 88d that the '513 patent met the enablement
requirement. However, a showing of actual pss®m “alone does not cure the lack of written
description in the sification * * *.” Enzo Biochem, Inc. v. Gen-Probe |23 F.3d 956, 969
(Fed. Cir. 2002). Rather, “the written deption requirement is satisfied by the patentee’s
disclosure of ‘such descriptiveaans as words, structures, figudeagrams, formulas, etc., that

fully set forth the claimed invention.”ld. (quotingLockwood 107 F.3d at 1572); see al&ad
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Pharms., Ing.598 F.3d at 1352 (stating that “it is theesification itself that must demonstrate
possession”). For that reason,n@a’s argument that Mitchelpossessed the inventions in
claims 31 and 32 — based on Mitchell's depositestimony and its expert@pinion, but not the
disclosures in the '513 patent — cannot suppdmding that the two claims meet the written
description requirement.

Similarly, Dr. DiEuliis’ conclusion that a persa ordinary skill in the art, using (1) his
or her knowledge that a change in the speeds of both drive motors could change the magnitude of
the force, and (2) the information containedthie '513 patent, “couldnake and use, without
undue experimentation, a vibratory conveyor to jicacthe inventions” of claims 31 and 32 is
not relevant to the written degation analysis. TheuerkaWeclar., Ex. B § 31. Whether a
person of ordinary skill in the art couldhake and use the invention without undue
experimentation is the test for enablementiciwhalthough also found in 35 U.S.C. { 112, first
paragraph, is a distinctagtitory requirement. Sef&riad Pharms., In¢.598 F.3d at 1351. By
contrast, “[tlhe adequacy of the written descriptioa.(the disclosure) is measured from the
face of the application; the requirement is not datisf one of ordinary sk in the art must first
make the patented invention befde can ascertain the clainfedtures of that invention.New
Railhead Mfg., L.L.C. v. Vermeer Mfg. CR98 F.3d 1290, 1295 (Fed. C2002) (affirming the
district court’'s grant of summanfudgment of invalidity for failee to comply with the written
description requirement).

“[T]he purpose of the writtedescription requirement is tensure that the scope of the
right to exclude, as set forth in the claintkes not overeach the scope of the inventor’s
contribution to the field of art as described in the patent specificatiohriad Pharms., Ing.

598 F.3d at 1353-54 (citatiomsnitted). The requirement “is gaof the quid pro quo of the

14



patent grant and ensures that the public recaeiv@ganingful disclosure in exchange for being
excluded from practicing an invention for a period of timel’ at 1354. Here, not only does the
specification fail to specifically mention a limitahi that later appears the claims, Carrier has
failed to present evidence from which a reasonplriecould conclude that “one skilled in the
art would recognize upon readirtge specification that the new language reflects what the
specification shows has been invented.” 8kéental Prodx, LLC, In¢.309 F.3d at 779. For
those reasons, the Court gra@sneral Kinematic’'s motion for summary judgment of invalidity
of claims 31 and 32.
IV.  Conclusion

For the foregoing reasons, the Court ¢gga@eneral Kinematic’s motion for summary

judgment of invalidity as to claims Zhd 32 of the '513 patent [42].

Dated: September 27, 2012

Robert M. Dow, Jr.
UnitedState<District Judge
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