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IN THE UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

HUBBELL INDUSTRIAL CONTROLS, )
INC. and HUBBELL INC., )
)
Plaintiffs, )
)
V. ) Case No. 12-cv-8609
)
ELECTRO POWER SYSTEMS OF )
UTAH, INC. and ROY EDWARD )
VINCENT, JR., )
)
Defendants. )

MEMORANDUM OPINION AND ORDER

AMY J. ST. EVE, District Court Judge:

Before the Court are Defendant Electro Po@stems of Utah, Inc.’s (“Electro Power”)
two motions to compel further discovery respes from Plaintiffs Hbbell Industrial Controls,
Inc. and Hubbell Inc. (colleively, “Hubbell”). Electro Powemoves to compel Hubbell to
(1) provide further responses to two interrogatseeking identification of Hubbell's alleged
trade dress configurationseeR. 29) and (2) produce unredatitorney billing records to
support Hubbell’'s damages theosgé€ R. 31). For the followingeasons, the Court grants in
part and denies in part Electro Power’'s motmeompel further respaes to its trade dress
interrogatories (R. 29) and wies Electro Power’s moticl compel Hubbell to produce
unredacted attorney billing recs (R. 31) in its entirety.

BACKGROUND

On October 26, 2013, Hubbell filed this suit aghiElectro Power, alleging that Electro
Powerunlawfully attempted to reproduce componearts for Hubbell’s braking contactors and

misled customers into believing that Electro Posveontactors were genuine Hubbell products.
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(R. 1, Compl. 1 1.) Inthe operative complakitibbell asserts claims for trademark and trade
dress infringement, unfair competition and vimatof the Uniform @ceptive Trade Practices
Act and the lllinois Consumer Fraud Act. (R. 26, Am. Compl. 11 26-90.) Hubbell seeks
compensatory, treble and punitive damages and to enjoin Electro Power from the continued
reproduction, sale and distribution oéthllegedly infringing contactorsid( 11 1, 93.) Hubbell
seeks approximately $3 million for legal fees and expenses that Hubbell spent defending against
a products liability lawsuit that ase out of the failure of two &ttro Power contactors mistaken
for Hubbell contactors. (R. 29 at Ex. 2, pp. 4, 16.)

Electro Power issued integatories and requests for protiac of documents to Hubbell
on March 21, 2013.1d. at 2.) On May 24, 2013, Hubbellrged its initial interrogatory
responses and written responses to Eddébwer’s requests for productiorid.(at Ex. 1; R. 31
at 2.) On July 19, 2013, Hubbell issued supplememtiirogatory responses. (R. 29 at Ex. 2.)
Hubbell produced documents responsive to tideleower’s requests on June 4, July 19 and
August 12, 2013. (R. 31 at 3.) Atissue hemtambbell's responses two interrogatories
requesting information on Hubbell’s alleged &attess configurations (R. 29) and Hubbell's
refusal to produce unredacted attorney billing records related Acte®rmittalproducts
liability litigation to supporits claim for damages (R. 31).

l. Trade Dress Interrogatories

In Interrogatory No. 11, Electro Powsmguested that Hubbell “describe with
particularity the exact elements of the allegeatectable trade dress ldfibbell’s alleged trade
dress configurations.” (R. 29 at Ex. 1, p. h)Hubbell’s initial resporss, it objected to the

interrogatory to the extent it called for a legahclusion and stated, sebj to its objection:

! Acrelormittal Indiana Harbor, LLC viHubbell Industrial Controls, IncNo 45D10-0802-PL-
0025 (Lake County, Ind. Circuit Court).



[T]he facts evidencing the protectabéafures of Hubbell's trade dress include,
but are not limited to, the specific factdated to the following elements of
Hubbell’'s 5210 contacts, operating coilsgalowout boils (collectively, the
“Products”): the color of the Productbeir individual components, and
packaging: the shape, size and orgation of components the Hubbell 5210
contractors; and the teMsed on the Products and paging, including the font,
size, color, and specific part numbers of the Products.

(Id. at Ex. 1, pp. 7-8.)
Hubbell supplemented its respomseJuly 19, 2013, further stating:

... [T]he elements of Hubbell’s peattable trade dress configurations for
the Hubbell 5210 contactorsiasue in this case ingle, but are not limited to,
the following: the armature assembly; the stator assembly; the arc shield
assembly; the curve and “seesaw” shapdhefarmature; the shape of the pivot
pins with spring clips; th aluminum side plates on the armature; the overall
footprint of the contactor; the dabkue operating coils; blue spring; the
nameplate that includes the type and sizeontactor, volts, aps, contactor part
number, serial number, CSA logo, andidbell name; and the overall orientation
of the individual contactor parts on the contactor base.

... [T]he elements of Hubbell’s peattable trade dress configurations for
Hubbell’s blowout coils atsisue in this case includeyt are not limited to, the
following: the trapezoidal shape of the bidwe rounded corners tife bar; the use
of ETP copper and appearance it givag] the footprint othe Hubbell blowout
coil that makes it compatible with Hubbell contactors.

... [T]he elements of Hubbell’s peattable trade dress configurations for
the Hubbell’'s operating coils at issuethis case include, but are not limited to,
the following: the dark blue color of the operating coil; the part number of the
operating coil; the presence of a date code on the operating coil; the anti-rotation
feature; the location of éhanti-rotation feate; and the footprint of the Hubbell
operating coil that makes it contjide with Hubbell contactors.

(Id. at Ex. 2, pp. 9-10.) Hubbell stakin its response brief thatritends to supplement its trade
dress definition again “to include [Hubbellshdemark and the overall appearance of its
contactor, blowout coil and operating cdil.(R. 40 at 4 n. 1.)

In Interrogatory No. 21, Electro Power regigesinformation on Hubbell’s first use of its

alleged trade dress configurationsiéhtify the date of first use the United States by Plaintiffs

2 Electro Power had not yet received Hubbedbsond supplemental interrogatory responses
when it filed its reply brief o®©ctober 11, 2013. (R. 42 at3n.1.)
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of Hubbell's alleged trade dresenfigurations. Identify expssly the circumstances of such

first use and any documents that evidence dath of first use.” (R. 29 at Ex. 1, p. 10.)
Hubbell’s initial response stateahly that its “investigatin continue[d]” and it would

“seasonably supplement” its answeld.X On July 19, 2013, Hubbell supplemented its response
to state that “[Hubbell’s] trade éss configurations have beeruse in their premnt, protectable
state since at least 1995.” (R. 29 at Ex. 2, p. 14.)

In its first motion to compel (R. 29), ElectPower seeks to compel Hubbell to provide
further responses to Interrogatory Nos. 11 2hd Electro Power argues that Hubbell's response
to Interrogatory No. 11 “lacks the articulatiand particularity requested and is wholly
insufficient to enable [Electro Power] totdeamine what Hubbell islaiming trade dress
protection in,” {d. at 3-4) and that Hubbell's resporiednterrogatory No. 21 is “insufficient
and non-responsive” (R. 42 at 5).

Il. Production of Hubbell's Attorney Billing Records

In Request for Production No. 36, EledBower requested thiiubbell produce “[a]ll
documents and things upon which [Hubbell] wilyreo establish and calculate its damages,
including but not limited to any lost revenuegoofits, attorneys’ feeand/or punitive damages,
which [Hubbell] claim[s] were caused by f€eltro Power’s] conduct as set forth in the
Complaint.” (R. 31 at 2.) One componentlué compensatory damages Hubbell seeks is
approximately $3 million in legal fees and expenses it spent defending agaistaluemittal
products liability suit, which Hubbell claimswtould have avoided if not for Electro Power
unlawfully misleading customers into believin@gtithe contactors Electro Power built were
authentic Hubbell contactorsS€eR. 29 at EX. 2, pp. 4, 16ee alsdr. 39 at 1.) On August 12,

2013, Hubbell produced its attornbyling records from thé\crelormittal litigation, but the



records it produced listed only the amounts ctditgeHubbell and the dates of those charfges.
(R.31at3-4 &Ex. 1)

Electro Power’s second motion to compel 8R) seeks an order compelling Hubbell to
produce more detailed attorney billing recordsubstantiate Hubbell's damages claird. &t
9.) Specifically, Electro Power seeks billing recotidat indicate the “identity of the attorney(s)
providing the legal serges, an itemization of the time exyed for the individual service, and
the hourly rate(s) charged.ld( at 9.) Electro Power alsoqeests that the Court hold all
depositions in abeyance until Hubbelbguces these additional documentsl.) (

LEGAL STANDARD

The Federal Rules of Civil Procedure allobelial discovery to assist in preparation for
trial and settlement of disputeSee Bond v. Utera885 F.3d 1061, 1075 (7th Cir. 2009).
Federal Rule of Civil Procedure 26(b)(1) providest “[p]arties may obtain discovery regarding
any non-privileged matter that is relevanatyy party’s claim or defense. . . . Relevant
information need not be admissible at the trighé discovery appearsasonably calculated to
lead to the discovery of admissildeidence.” Fed. R. Civ. P. 26(b)(1).

In the context of motions to compel, the Seventh Circuit instructs that a “district court
may grant or deny the motion in whole ompiart, and similar to ting on a request for a
protective order under Rule 26(c), the distciotirt may fashion a rulg appropriate for the
circumstances of the caseGile v. United Air Lines, Inc95 F.3d 492, 496 (7th Cir. 1996).
“The burden rests upon the objecting party tovglwhy a particular discovery request is
improper.” Kodish v. Oakbrook Terrace Fire Prot. Dis235 F.R.D. 447, 450 (N.D. Ill. 2006).

This burden “is not satisfied byr@flexive invocation of the samaaseless, often abused litany

% Electro Power asserts that Hubbell “heavilyawted” the attorney bitig records it produced.
(R. 31 at 3-4.) The sample documents Electro Power submitted to the Court under seal,
however, do not contain redactionsd. @t Ex. 1.)
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that the requested discoverywegue, ambiguous, overly broad, undourdensome, or that it is
neither relevant nor reasonablyatdated to lead to the discery of admissible evidence.”
Osada v. Experian Info. Solutions, In290 F.R.D. 485 (N.D. Ill. 2012) (citation omitted). As
with all discovery matters, the Court has latalsscretion in deciding motions to compé&lee
James v. Hyatt Regency ChiQ7 F.3d 775, 784 (7th Cir. 2013).

ANALYSIS

Trade Dress Interrogatories

A. Interrogatory No. 11

Electro Power argues that Hubbell’'spesse to Interrogatoyo. 11 does not identify
the elements of Hubbell’s alleged protectabdele dress with suffient “articulation and
particularity” to allow Electro Power to defendels (R. 29 at 3-4.) Hubbell, on the other hand,
contends that its response sadisfits discovery obligations. (RO at 2, 4.) Moreover, Hubbell
argues that Electro Power claetter obtain the specificity it seeks through the upcoming
depositions of Hubbell's personnel and Ruleb3(®) representatives rather than through
supplemental interrogatory responsdsl. 4t 2, 4.)

“Trade dress’ refers to a product’s oveiiatlage, including its ige, shape, color,
graphics, packaging, and label’ . . .Abbott Labs. v. Mead Johnson & C871 F.2d 6, 20 (7th
Cir. 1992) (quoting/aughan Mfg. Co. v. Brikam Int’l, In814 F.2d 346, 348 n.2 (7th Cir.
1987)). Hubbell seeks trade dress protectiohice products: its 5210 contactors, its blowout
coils, and its operating coilsS¢eR. 29 at Ex. 2, pp. 9-10; RO at 3.) In response to
Interrogatory No. 11, Hubbell lists eleven speatfiements of its alleged trade dress for its
contactors, four elements for its blowaatls, and six for its operating coilsS€eR. 29 at Ex. 2,

pp. 9-10.) For all but three elements, Hubbell algaildethe particular aget that it claims is



part of its protectable trade dres$d.X Hubbell, for example, identifies thelrve and ‘seesaw’
shapeof the armature,” thedark blueoperating coils,” and thdrapezoidal shapef the bar” in
its blowout coils as parts @k alleged trade dressld((emphasis added).)

The Court finds that Hubbell's description of these elements contains sufficient
particularity to fulfill Hubbell’s discovery obl@tions. Hubbell's description of the remaining
three elements—the “armature assembly,” thatts assembly” and the “arc shield assembly”—
however, requires more particularity. The Court, therefore, orders Hubbell to supplement its
response to Interrogatory No. fidlinclude the particular asgiés) of those elements that
Hubbell claims is part of its trade dress.

Furthermore, the Court strikes the phraselude, but not limited to” from Hubbell’s
response. Hubbell must identdyl elements of its alleged trade dress, not just some, in response
to Interrogatory No. 11SeefFed. R. Civ. P. 33(b)(3) (“Each imtegatory must . . . be answered
separately and fully . . . .”)Because Hubbell represents that its response already identified all
but two elements of its alleged trade dress and it will supplement its response to include the two
missing elements (R. 40 at 4 n.1), striking thisagk should not requitéubbell to substantively
alter its response.

The Court rejects Electro Power’s argumeat tHubbell’'s description of its alleged trade
dress is “amorphous,” “vague” or “unclear.3geR. 29 at 8.) Aside frorthe specific shortfalls
addressed above, Hubbell has provided sufficient detditlineate its trade dress definition; it
identified the specific elements, and evertipalar aspects of those elements, for which it
claims trade dress protectiorSeg idat Ex. 2, pp. 9-10.) Hubbelltsade dress definition is not
so imprecise or vague that it will prevent ttoairt from determining the validity of its trade

dress infringement claim or prejudice Electro Power’s ability to coratiditional discovery and



prepare its defenseCf. Planet Hollywood (Region 1V), Inc. v. Hollywood Casino C@.F.
Supp. 2d 815, 889-90 (N.D. lll. 1999) (“Specificity..is necessary begse ‘imprecision and
vagueness [in the alleged trade dress] is unfdalvegarty accused of infringement who is forced
to defend against an amorphous claim of excityswhich is of uncertain and indeterminate
dimensions.”” (alteratiomn original) (quotingMcCarthy on Trademarks and Unfair
Competitionat 88 8-9 (4th ed. 1998)). If Electrower is unclear about specific element of
Hubbell's alleged trade dress, it can seekifitation during the upmming depositions of
Hubbell's personnel and Rule 30(b)(6) representatives.

Furthermore, Hubbell’s interrogatory respormejts face, is neither vague nor unclear.
Rather, Electro Power imports ambiguity iktabbell’s response by adgising the merits of
Electro Power’s alleged trade deeclaim instead of the sufficienoy its interrogatory response
under applicable discovery rulesSef, e.gR. 29 at 8; R. 42 at 3-4.) Electro Power argues, for
example, that because Hubbell purportedly adohitbeat some components of its contactors are
“functional” and, therefore, not protectable under the Lanham Act, “the nature of [Hubbell’s]
alleged protectable trade dressegns unclear.” (R. 42 at 3-4Blectro Power also argues that
one of the elements Hubbell identified—the “malefootprint of the contactor’—is “merely a
rectangular shaped box, leavindd&ro Power] unsure as to athHubbell is claiming protection
for.” (R. 29 at 8.) Arguments like these abthé functionality or distinctiveness of Hubbell’s
trade dress go to the merits of Hubbell’s infringatr@aim, not to the sufficiency of its response
to Interrogatory No. 11.

B. Interrogatory No. 21

Interrogatory No. 21 requested that Hublintify the date of first use of Hubbell’s

alleged trade dress configuratianghe United States, the circumstances of this first use, and



any documents that evidence the date of thisdss. (R. 39 at Ex. 1, p. 10.) Hubbell responded
that its “trade dress configurations have beemsm in their present, protectable state since at
least 1995.” Id. at Ex. 2, p. 14.) Electro Power argtleat Hubbell's response is “insufficient
and non-responsive.” (R. 42 at5.)

Hubbell's response to Interragay No. 21 is deficient itwo respects. First, though
Hubbell claims trade dress peation for three productsé€eR. 40 at 2 (“Hubbell specifically
identified all of the elements of trade dress for which it is seeking protectitméerproducts-
its contactor, its blowout coil and its operatoal.” (emphasis added)), it provided only one
date of first use. SeeR. 29 at Ex. 2, p. 14.) If all three praudsi share the same date of first use,
Hubbell must explicitly state sdf not, Hubbell must specify the date of first use for each
product. Second, Hubbell responded only to the st of Interrogatory No. 21. It neglected
to respond (or object) to the rexgis that Hubbell identify thercumstances of its first use and
any documents evidencing that first uskl.) ( Hubbell must supplement its response to
Interrogatory No. 21 to provide this additiomafiormation for each product for which it claims
trade dress protection. Ifubbell knows of no documents egitting its first use of those
products, it must explicitly state so.

Il. Production of Hubbell's Attorney Billing Records

Electro Power’s second motion to compehcerns Hubbell’s refusal to produce
unredacted attorney bitlg records related to thecrelormittallitigation that include the
“identity of the attorney(s) providing the legadrvices, an itemization of the time expended for
the individual service, and the hburate(s) charged.” (R. 41 at) The parties disagree about
the legal standard that should apply to caliggHubbell’s attorneysfee damages. Electro

Power argues that the statutorg{ghifting framework courts gendlyause to evaluate awards of



attorneys’ fees applies. (R. 31 at 4-7.)e@pcally, under Electro Power’s proposed system, the
Court would evaluate Hubbell'statney billing records, includg the names of the attorneys,
the hours billed, and a description of the tgstdormed to determinghether the fees Hubbell
incurred were “reasonable.’Sée id(collecting cases).) Hubbetin the other hand, argues that
because it seeks attorneysés as “actual damages”™—not under a statutory fee-shifting
framework—the Court would consid#re amount of attorneyséés Hubbell in fact paid, but it
would not dissect the reasonablenestho$e fees. (R. 39 at 2-4.)

lllinois law suggests that Hubbell is corre¢inder lllinois law, “[w]here the wrongful
acts of a defendant involve the plaintiff in littgan with third parties or place him in such
relation with others as to makenecessary to incur expense totect his interest, the plaintiff
can then recover damages against such wrongaeasured by the reasonable expenses of such
litigation, including &orney fees.”Ritter v. Ritter,381 Ill. 549, 554, 46 N.E.2d 41 (lll. 1943);
Nalivaika v. Murphy120 Ill. App. 3d 773, 776, 76 Ill. Dec. 341, 458 N.E.2d 995 (lll. App. Ct.
1983) (“Where the attorney fees sought by the pfaerte those incurred in actions with third
parties brought by a defendant’s misconduct]itlgation expenses armerely a form of
damages and are accordingly recoverable from the defend&utr&nson v. Fio Rit®0 Ill.
App. 3d 368, 371-72, 45 Ill. Dec. 714, 413 N.E.2d 47 (Ill. App. Ct. 1980) (The “American Rule”
that each party should pay its own legal fees does not “preclude a plaintiff from recovering losses
directly caused by the defendant’s conduct sinlyglgause those losses happen to take the form
of attorneys’ fees.”). “In determining whettthe plaintiff proved th reasonableness of her
expenditures, ordinary princgs of damage should applySorenson90 lll. App. 3d at 376-77.
Applying this principle, thellinois appellate court itsorensomejected the defendant’s

argument that the plaintiff must provide recoddsailing the servicesstcounsel rendered and
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the amounts charged for those servicgse idat 376. The&orensorcourt found that the
attorney’s testimony regarding thests of his services and thaipliff's testimony that she paid
those fees satisfied the plaintiff's burderptove the damages she allegedly incurdeldat 376-
77. Thus, under lllinois law, Hubbell would not nesarily need to relgn detailed attorney
billing records to prove its damages.

Hubbell, however, seeks attorneys’ fee damages under the federal Lanham Act, not its
state-law claims. JeeR. 39 at 5.) Neither party addredse its briefing whether federal law,
like lllinois law, applies ordinargamages principles to claims for attorneys’ fees resulting from
third-party litigation.

The Court, however, does not need to resdins issue because Electro Power’s motion
to compel fails for a more fundamental reas&®quest for Production N86 did not request all
documents related to Hubbell’s alleged dges only those documents “upon which [Hubbell]
will rely to establish and calculatis damages.” (R. 31 at 2.) Hiubbell chooses to rely solely
on the attorney billing recordshias produced and testimony, tleaHubbell’'s prerogative, and it
need not produce additional documents ipoase to Request for Production No. 36.

Electro Power has known for months that Hubdeeks its attorneys’ fees from the
Acrelormittallitigation as damages, but Electro Powpparently never requested documents
related to those attoeys’ fees other than the docungnnh which Hubbell will rely. Electro
Power’s motion thus seeks to compel the prédomf documents it never requested. The
Court, therefore, denies Electro Power’s motion.

In the interests of justice, h@wer, the Court will give Electro Power a chance to request
additional documents on the limited issue of Hukbattorneys’ fee danages, and will allow

fact discovery on this limited issue to extiebeyond the November 4, 2013 fact discovery
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cutoff. Electro Power shall issue its limitedpplemental requestsrfproduction, if it so
chooses, by October 22, 2013. Hubbbkall respond to Electro R@r’s supplemental requests
by November 5, 2013.

Finally, the Court denies Electro Power'sjuest to hold all depdsns in abeyance
pending Hubbell's production of urttacted billing records. (RB1 at 8-9.) The parties shall
proceed with depositions as scheduled. If Electro Power requests, and Hubbell ultimately
produces, additional attorney billing records, plaeties should meet and confer to determine
whether additional, limited depositions are necessary.

CONCLUSION

For these reasons, the Court grants in padtdenies in part Electro Power’s motion to
compel Hubbell to provide further responseg&lectro Power’s trade dss interrogaries (R.

29). Hubbell shall supplement its responsdsitierrogatory Nos. 11 and 21 in accordance with
the Court’s order by October 22, 2013. The €denies Electro Power’s motion to compel
Hubbell to produce unredacted atteyrbilling records without pragice. The Court reminds the

parties of theiobligations under Lecal Rule 37.2.

DATED: October 17, 2013

ENTERED

AMY J. ST, £} A /& g

U.SDistrict CouHJudge
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