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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

SARKIS’ CAFE, INC., an lllinois corporation, )

Plaintiff, ) : CaseNo. 12C 9686
V. ; Hon. Judge John Z. Lee
SARKS IN THE PARK, LLC, an lllinois ))
limited liability company, )
Defendant ))

MEMORANDUM OPINION AND ORDER

Plaintiff Sarkis’ Cafe Inc., an lllinois corporation(“Sarkis”), has suedefendantSarks
in the Park, LLC, an lllinois limited liability company (“Sarksfypr false designation of origin,
trademark infringement, dilution, unfair competition, consumer fraud, deceptive tradiegga
and injunctive relief Plaintiff asserts these clainpgrsuant to the Lanham Act, 15S.C. §
1114, 1125(g) 1125(c) lllinois common law, thelllinois Consumer Fraud and Deceptive
Business Practices Act, 815 ILCS 505/1, andlthmois Uniform Decepive Trade Practices Act,
815 ILCS 510/1 Defendannhow movedo dismissPlaintiff's Second Amended Complaitihe
“Complaint”) pursuant to Federal Rule of Civil Proced(ifeule”) 12(b)(6) For the reasns set
forth herein, Defendantotion isdenied

Factual Background

The following factsalleged inPlaintiffs Complaint are assumed to be true for purposes
of this motion. See Murphy v. Walkebl F.3d 714, 717 (7th Cir. 1995).

Plaintiff Sarkis openedts businessn or around1965 in Evanston, lllinois. (2d Am.
Compl. 1 5.) Sarkis is a restaurant that serves breakfast and lunch asduoftere meals

bearing such names as theoretta; “ Disaster, and “Animal.” (ld.) Jeff Cramin purchased
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Sarkis from its original owner in November 2000, and incorporated Sarkis as an lllinois
corporation on February 26, 2001d.(f 6.) Cramindied on May 9, 2002, whereupon his wife,
Marla Cramin (“Ms. Cramin”), took over as the owner of Sarkisl.) (On November 9, 2010,
Ms. Cramin rgistered the word “Sarkis” with therited States Patent and Trademark Offise
USPTO Reg. No. 3872829, Serial No. 7796829RI. { 7.) The Sarkis name has developed
valuable good will through the restaurant’s more than 40 years of busiteest 8.

On May 5, 2009DefendantSarks in the Parlwasformed as an lllinoigimited liability
company. [d. § 9.) Defendanthereafteropened its restaurardalled Sarks in the Park, at 444
W. Fullerton Parkway, Chicago, Illingisn or around July 2009.Id.  10.) From the time the
restaurant opened, Sarks in the Park has offered and continues to offer the idetieaimeriu
items offered by Sarkis, including, but not limited tioe “Loretta; “ Disaster, and “Animal.”

(Id. § 11.) Sarksin the Parkdescribes the aforementioned sandwiches as “Original Sarks
Sandwiches,'with full knowledge ofPlaintiff's restaurant, its name, and its longtime use of
these same sandwich namelsl. { 11.)

Defendant alse@reated a website, www.sarksinthepark.carhich featureson the front
page a logo that is nearly identical to Plaintiff's logdd. ] 12.) Furthermore, Defendant’s
website contains a section that mentions Plaintiff's restaurantaltsl Sarks in the Parthe
Lincoln Park equivalent of the Evanston Sarkilsl. § 13.) Defendant also launched a Facebook
page that identified Sarks in the Park as the “second location” of Sat#isy 14.) Plaintiff
never gave its consent or authorization to Defendant to use the “Sarks” or“8arkess. Id.

15.)
As a result of Defendant’s logo, name, menu, website, and Facebook page, consumers

and media outlets, including a website run by the Chicago Tribune, have concludelditttdf



and Defendant’s restaurants are one and the saldey {6.) Additionally, Defendant made
direct misrepresentations to the media about its affiliation with Plaintiff's restaudd. 1 17.)
To illustrate the harm caused by Defendant to Plaintiff, Plaintiff assertshéhaatings of the
two restaurants on thgopularfood review website yelp.com and grubhub.comdicate that
Defendant’s restaurard inferior to Plaintiff'srestaurant (Id. 1 1819.)

On July 18, 2009, Plaintiff's counsel sent a letter to Defendant’s counsel informing
Defendant that itplanneduse of the Sarks name, mark, meand logo would violate Plaintiff's
rights. (d. 1 20.) Defendant disregarded the letter and proceeded to open and operate its
restaurant. Id.  21.) Plaintiff alleges that theimilarity between the two restants has
resulted in a very high likelihood of confusion among the public as to the affiliation between
Sarks and Sarks in the Parkd.({ 22.) Moreover, many customers have expressed confusion to
Ms. Cramin as to the ownership of Defendant’s restausssuming that the two restaurants are
connected. 1¢.)

Defendant moves to dismisse Gmplaint pursuant to Rule 12(b)(6) on two grounds
First, Defendant contendghat the Gomplaint is time-barred bythe applicable statuse of
limitations  Alternatively, Defendant argueshat Plaintiffs Lanham Act claims Gounts |
throughlll) are barred by the doctrine of laches. In addition, Defendantsalsks sanctions
against Plaintiff in the form of attorney&es and costs pursuant to 28 U.S.C. § 182715
U.S.C. 8§ 1117(a). The Court will address each issue in turn.

Discussion
Statute of Limitations
Defendant firsturges the Court to dismiss theoi@plaint pursuant toRule 12(b)(6)

arguing thateach ofPlaintiff’s six claims is governed by a thrgear statute of limitations and



the allegations of the Complaint adrthiat Plaintiff failed to file this lawsuit within théree
year period Plaintiff retorts thaits Lanham Act claims (Countsthroughlll) neednot compy
with a threeyearlimitations periodandthat in any event, the claims are nonethelgssserved
by the continuingviolation doctrine. For the reasons stated below, the Caudsfthat all six
counts of the @mplaint aresubject toa limitationsperiod of three years. The Court also holds,
however, that Plaintiff's allegations are insufficient to establish that its claimgldsibe
precluded by the statute of limitations.

To survive a motion to dismiss pursuant to Rule 12(b)(6), a complaint‘staigt a claim
to relief that is plausible on its faceBell Atl. Corp. v. Twomb|y550 U.S. 544, 57(007). “A
claim has facial plausibility when the plaintiff pleads factual content that allosvedhrt to
draw the reasonable inference that the defenddiable for the misconduct allegeddshcroft v.
Igbal, 556 U.S. 662, 6782009). A complaint, however, need not anticipate nor overcome
affirmative defensesSeeXechem, Inc. v. BristdWlyers Squibb Cp372 F.3d 899, 901 (7th Cir.
2004) As such, a court cannot dismiss a plaintiffs complaint under Rule 12(b)(6) simply
because it fail$o plead aroundn affirmative defenseSee Richards v. Mitche96 F.3d 635,
637 (7th Cir. 2012) United States v. NTrust Co, 372 F.3d 886, 888 {7 Cir. 2004)
(Easterbrook, J.Jjreversing dismissal of plaintiffs complaint under 12(b)(6) because it was
irrelevant that complaint failed to plead around defendant’s assertion thavasuiintimely).
That said, dismissal of a claim under Rule 12(b)y{&y be appropriatevhere a plaintiff
affirmatively “pleads itself out of court” by alleging facts in the complaint thatsafficient to
establish an affirmative defenskechem372 F.3d at 901 (Easterbrook, J.).

A defendant’s invocation of aatuteof limitations constituts an affirmative defense

See IndepTrust Corp. v. Stewart Info. SengGorp, 665 F.3d 930, 935 {@ Cir. 2012). As such,



the Court may only grant this motion if ti@mplaint plainlyestablities thatPlaintiff did not
comply with thelimitations period Therefore, as a threshold mattde Court must determine
the appropriatstatuteof limitations for Plaintiff's claims.

Turning first to Plaintiff's Lanham Act claims (Counts | through IR)Jaintiff is correct
that the Lanham Act does nptovide a specific statute of limitationsSee Hot Wax, Inc. v.
Warsaw Chem. Cp45 F. Supp. 2d 635, 647 (N.D. lll. 1999). In such instances, however, the
Supreme Court has indicated that courts shaploly the statute of limitations from the most
analogous state statute, rather than simply imposing an indefinite limitations periBtintiff
suggests.See Wilson v. Garcja71 U.S. 261, 266 (1985)Where a plaintiff alleges trademark
infringementas well as unfair competition under the Lanham Act, courts have “found that mos
analogous lllinois limitation period [is] the thrgearstatute of limitations found in the lllinois
Consumer Fraud and Deceptive Business Practices S&A Futures, LLG- Series 2 v. Sysco
Chicago, Inc. No. 13:C-7629, 2012 WL 851556, at *3 (N.D. Ill. Mar. 13, 2012) (quoting
Chattanoga Mfg., Inc. v. Nike, InB01 F.3d 789, 793 (7th Cir. 2002)gee also Clever ldeas
Inc. v. Citicorp Diners Club, IncNo. 02 C 5096, 2003 WL 21982141, at {18D. Ill. Aug. 20,
2003) (“That [threeyear] statute of limitations is thus applicable to Clever Ideas’ trademark and
unfair competition claims.”). The Court therefore applies a these statute of limitations to
Plaintiff's Lanham Act claims

With this threeyear limitations period in mind, Defendant contends that the Complaint
should be dismissed because Plaintiff filed its first Complaint at least six motghthafthree
year window had expiredDefendantpoints out thatas alleged in the Complaint, Plaintiff was
aware of Defendant’s challenged conduct as early as July 2009, but failed to suectidabtef

until January 2013. But this does not end the inquAgcording toPlaintiff, its Lanham Act



claims arestill timely because Defendant’s conduct continues to this day (Compl. § 11) and,
therefore, constitutes a “continuing wrong” undeylor v. Meirick 712 F.2d 1112 (7th Cir.
1983).

In Taylor, plaintiff Taylor created and copyrighted maps for use by fiseenm three
lllinois lakes. Defendant Meirick copied the maps in 1976 and 1977 without plaintiff's
permission and sold them to dealers, who in turn sold them to customers. As a result, Taylor
sued for copyright infringement in May 1980, and Meirick sought tmids the action based
upon the thregrear statute of limitationsontained in the Copyright Actd. at 1117.

Citing “the general principle that the statute of limitations does not begin to run on a
continuing wrong till the wrong is over and done withd’ at 1118, the Seventh Circuit found
that “Meirick’s infringement was a continuing wrongltl. at 1119. “He copied Taylor's maps
in 1976 and 1977 and either sold copies till 1979, which was well within the three years of the
bringing of this suit, or at least became party to infringements by his deddets continuedili
after the suit was filed.1d. In so holding, the Seventh Circuit concluded that “[t]he initial
copying was not a separate and completed wrong, but simply the first stepourse af
wrongful conduct that continued till the last copy of the infringing map was sold biycker
with his connivance.”ld.

This Court recognizes that the reasoning aylor has been the subject of recent scrutiny.
Indeed, several district courts within this Circuit have noted the SeventhtGisuibsequent
elaboration (and seeming limitation) of the continuing violation theoyasgupta v. Univ. of
Wis. Bd. of Regent421 F.3d 1138, 1139 (7th Cir. 1997) (holding in a Title VII discrimination
case that “a continuing violation is one that could not reasonably have been expecte@dde be m

the subject of a lawsuit when it first occurred because its character as a wididtimt become



clear until it was repeated during the limitations period”), as well as theemppaconsistency
between the reasoning iraylor and CSC Holdings, Inc. v. Redis309 F.3d 988, 99¢7th Cir.
2002) (finding that each sale of illegal cable decoder was an independent violatienGzlie
Communications Policy Act and not a continuing violatiorfjee, e.g., Persis Int’l. Inc. v.
Burgett, Inc, No. 09 C 7451, 2012 WL 4176877, at (M.D. Ill. Sept. 18, 2012)Peterson v.
Harley Davidson, In¢ Case No. 1-Z£V-00381, 2012 WL 3113184, at *3 (E.D. Wis. Jul. 31,
2013). Be that as it maylaylor remains binding law, and the circumstances and claims
presented imaylor more closely resemble those at issue here as compared to tizEsgupta
and CSC Holdings Because Plaintiff has alleged that Defendant is continuing to infringe upon
the subject trademarks and violating the Lanham Act (which allegations apgextas true for
the purposes of this motion), Plaintiff’'s Lanham Act claims are ratlpded by the statute of
limitationsat this stage of the litigation

As for Plaintiff's state law claims, it is undisputed that the IllinG@asumer Fraud and
Deceptive Business Practices ACbunt V) contains a thregear statute of limitationsSee815
lIl. Comp. Stat. § 505/10(a)(e). Furthermore, this tiyea limitations period has been held to
govern claims focommon law unfair competitioas well asclaims asserted undére lllinois
Uniform Deceptive Trade Practices Actee Persis2012 WL 4176877at *3 (“For both the
unfair competition and lllinois Deceptive Trade Practices Act claims, it appearimitations
period is three years”) (citinGlever Ideas2003 WL 21982141, at *18nd Reinke & AsSsoOCS.
Architects Inc. v. CluxtgrNo. 02 C 0275, 2002 WL 31817982, at *1 (N.D. lll. Dec. 16, 2D02)
As such, the Court agpka threeyear limtations period tdPlaintiff’s state law claims And, as
with Plaintiffs Lanham Act claims, the continuing violations doctradso applies to hese

claims. SeeGrove Fresh Distrib., Inc. v. Everfresh, IncCase No. 8€-1113, 1990 WL



250416, at *2 (N.D. lll. Dec. 17, 1990) (“As long as the plaintiff can prove damages from the
defendants' continuous course of [unfair competition], including seraegful conduct within
the statutory period, the plaintiff can recover for the entire periodSge also Badgon v.
Firestone Tire & Rubber CpNo. 87#C-4698, 1989 WL 24492, at *6 (N.D. Ill. Mar. 10, 1989)
(holding that Plaintiff's lllinois Consumer &ud and Deceptive Business Practices Act claim not
time-barred because Defendant unable to prove wrongful conduct was “over and done with”
prior to commencement of thrgear limitations period)Persis Int’l, 2012 WL 4176877, at *4
(finding that Plaintiff's lllinois Uniform Deceptive Trade Practices Act claiot time-barred
because Defendant’s last act of infringement occurred within-gf@@elimitations window).

Accordingly, Defendant’s motion to dismiss Counts | through VI based upon thee statut
of limitations is denied.
Il. Laches

Next, Defendant contends that Plaintiff's Lanham Act claaresbarred by the doctrine
of laches. BecausePlaintiffs Complaintdoes notestablishthe elements ofdchesnecessary to
plead itself out of court, this argumeaisois not welttaken

In order to establish laches within the contextadfrademark infringementlaim, a
defendant mustiemonstratethat “the plaintiff had knowledge of the defendant's ufearo
allegedly infringing mark . . thatthe plaintiff inexcusably delayed in taking action with respect
to the defendant's use, atitht the defendant would be prejudiced by allowing the plaintiff to
assert its rights at this timie Chattanoga 301 F.3dat 79293. Because laches is an affirmative
defenseseeWhittington v. Indianapolis Motor Speedwigund, Inc., 601 F.3d 728, 732 (7th
Cir. 2010), a defendartin onlyprevail on a laches defenatthis early stage of the proceedings

if a complaint plainy establishegach of the above three elementhis standard is difficult to



meet, ancevenDefendant admits that lachesnigt typicallyan appropriatéasis for dismissadt
the pleadingtage (SeeDef.’s Mem. Supp. Mot. Dismiss 9.)

In this case, dftough theComplaint establishes that Plaintiff was aware of the challenged
conduct in July 2009, it does not provide sufficient facts to dstrate that the doctrine of
laches would preclude Plaintiff's claims. For example, assuming, as we muddeteadant
receivednotice of Plaintiffs objections in July 200@Compl. §20) and proceeded to open and
operate its restaurafiwith full knowledge” of Plaintiff's trademarkIfl. I 11), it is unclear
whether Defendant would be able to invdkehes as a defense&seeAbraham v. Alpha Chi
Omega 708 F.3d 614, 620 (5th Cir. 2013) (“A defendant who intentiomadtynges a trademark
with the bad faith intento capitalize on the markholder's good wli#icks the clean hands
necessary to assert the equitaldiefense.). The cases upon which Defendant relies are
distinguishable. For instandde paintiff in Hot Waxwaited for over 20 years to file its claim,
while the plaintiff in Chattanogawaited nine years.See HotWax 45 F. Supp. 2dat 647,
Chattanoga 301 F.3dat 793. The periods of delay in these cases far exceeded thraasith
period at issue here.

For these reasontheCourt denies Defendant’s Rule 12(b)(gtion to dismis€ounts |
through 11l of the Complaint under the doctrine of laches.

Il . Defendant’'s Request forSanctions

Defendant urges the Court to award it reasonable fees and costs pursuant to 28 U.S.C. §
1927 and 15 U.S.C. 8§ 1117(dpr having to move to dismiss Plaintiff's First and Second
Amended ComplaintsThis request is premised upon the assumption that Defendawiien to
dismiss would be granted. Because the Court denies the motion, Defendant’'s fequest

reasonable fees and costs is denied.



Conclusion
For the reasons provided in this Memorandum Opinion and Order, the Court denies
Defendants’ motion to dismiss Plaintiff's Second Amended Complaint pursuantl t&RF€iv.

P. 12(b)(6).[Dkt. 53.]

SO ORDERED ENTER: 12/16/13

~hn M
C .
JOHN Z. LEE
United StatesDistrict Judge
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