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IN THE UNITED STATES DISTRICT COURT FOR THE
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

TOYO TIRE & RUBBER CO., )
LTD. and TOYO TIRE U.S.A. )

CORP, )
)
Plaintiffs, )

) Case Nol4 C 0206
V. )

) Judge John Z. Lee
)
ATTURO TIRE CORP. and )
SVIZZ-ONE CORPORATION, )
LTD., )
)
Defendants )

MEMORANDUM OPINION AND ORDER

Plaintiffs Toyo Tire & Rubber Co., Ltd. and Toyo Tire U.S.A. Corp. (“Toyobyrought
this action against Defendamtturo Tire Cormration (“Atturo”) and SvizzOne Corporation,
Ltd., alleging patent infringement, trade dress infringement, trade dressrilatid other state
law claimsconcerning certain vehicle tiresAtturo filed seven counterclainagising under state
common law and state and federal statutBsyo has moved for summary judgment as to all of
Atturo’'s counterclaims based uponthe Noerr-Pennington doctrine, arguing that the
counterclaims arise out of Toyo's actions before the United States bdealaTrade
Commission (TC) and aretherefore protected from suit. For the reasons that follow, Toyo’s
motion for summary judgment [331] is denied.

Background
In 2013, prior to commencing its action before this Court, Toyo filed a complaint with

the ITC, requesting that it investigate various manufacturers and distribfiforgign tires(the
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“ITC respondents” or “respondents”). Pl.’s LR 5@&)(3) Stmt. 15, 7, ECF No. 332. Toyo
alleged that theseespondentsvere importing and selling tires that it believed infring@dious
Toyo design patentsld. {6, 8. Atturo was not among tlm@amedrespondentsnor were any
Atturo tires listed among the afjedly infringng tires in Toyo’'s complaint Def.’s LR
56.1(b)(3)(C)Stmt. 1143, 45, ECF No. 340-3.

At Toyo’s request, the ITC agreed to institute an investigation. Pl.’'s LRe&@&@)LStmt.
111. The investigation, however, was newcarried out Instead, each of theespondents
identified inToyo’s complaint(which, again, did not include Attur@jtherdefaulted, stipulated
to consent orders, or entered into settlement agreements with Toyo, followidyg tve ITC
terminated its investigatioms b each individual entity at Toyo’s reque#d. 1 13-16.

The terms of the relevant settlement agreements and the manner in which the ITC
terminated its investigation are centrathe issues raised the presenimotion. The settlement
agreements, which weidentical in all material respects, provided that the namespondent
would refrain from importing and selling any “Accused Tires’e., the tires listed in the ITC
complaint—as well as additional tires that Toyo believed infringed upon itdectahl property
rights Id. 126. One of these additional tires was the “Atturo Trail BlIsld€,” a tire produced
by Atturo. Id. 11126, 28. Thus, notwithstanding the fact thettherAtturo northe Atturo Trail
BladeM/T wasidentifiedin Toyo’s complaint the namedespondentagreed in their settlement
agreements with Toyo not sll the Atturo Trail BladeéV/T. Id. 129; Def.’s LR 56.1b)(3)(C)
Stmt.§ 52.

The agreements were negotiated, finalized, and executed solely between Toye and th
individually namedespondentsthe ITCtook no parin the settlement negotiations. Def.’s LR

56.1 (b)(3)(C) Stmt.f150-51, 53. Moreover, the agreementsntained no provision requiring



approval by the ITC or any other government agency prior to taddfegt. 1d. 50-51.
Rather the agreements weselfexecutingand became bindingvenbefore Toyo requested that
the ITC terminate its investigationld.; seeMot. Summ. J. Hr'g Tr. 4832, ECF No0.360
(statement by Toyo’s counsel thidile agreementsere enforceable “as a matter of contract
law™).
Because the ITC was not involved in the settlement negotiatiomsexecution of the
settlement agreements did rattomaticallyterminate the ITC proceedingsAnd sq with two
exceptions, Toyo submited the settlement agreements to the &l@hg with requestthat the
ITC terminate its investigation of the namex$pondents Pl.’s LR 56.1a)(3) Stmt. 16, 18.
When reviewing a request to terminate a proceeding based upon a settlensneagre
betveen the parties, the ITC regulations provide as follows:
Regarding terminations by settlement agreement, consent order, or
arbitration agreement under280.21 (b), (c) or (d), the parties may
file statements regarding the impact of the proposed termmati the
public interest, and the administrative law judge may hear argument,
although no discovery may be compelled with respect to issues
relating solely to the public interest. Thereafter, the administrative law
judge shall consider and make appropridindings in the initial
determination regarding the effect of the proposed settlement on the
public health and welfare, competitive conditions in the U.S. economy,
the production of like or directly competitive articles in the United
States, and U.S. cenmers.

19 C.F.R. § 210.50(b)(2). Nowhere do the regulations require the administrative judge to

consider the reasonableness or fairness of the settlement terms or any timpact

settlement agreement may have on third parties directly.

! The two exceptions are a draft settlement agreement that Toyo sent to Boublge

(“Doublestar”), one of theespondentsamed in the ITC complaint, and a settlement agreement entered
into with Vittore Wheel & Tire (“Vittore”) and RTM Wheel & Tire (“RW”), two other respondents
named in the complaint. Def.’'s LR 5@)(3)(C) 1160, 62. Because Doublestar filed consent order
stipulations with the ITC and Vittore and RTM defaulted in the ITC acfilmyo did not submit the
agreements to the ITC. Pl.’s Reply Supp. Summ. J. 2, ECF No. 344.
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On November 20, 2013, Atturo submitted a letter in response to Toyo’s requests for
termination, noting its concern “that various executed and proposed Settlement Agsaeme
this investigation represent an abuse of the [ITC] process, and are being usedliorasfact
competition in the United States market for tire®l'’'s LR 56.1(a)(3) Stmt., Ex. 26, at 2, ECF
No. 33%129. The ITC staff then reviewed Toyo’s requetstserminateand provided its view for
the administrativéaw judge’s considerationSeed. | 21.

In its written response, the staff at the ITC noted that it had no objectidoytws
requestsstating thatthe Staff does not believe that termination of the investigation based on the
settlement agreement([s] at issue would be contrary to the public healthelackwcompetitive
conditions in the U.S. economy, the production of like or directly competitive articldsei
United States, or U.S. consumeérsld. (citing 19 C.F.R. 810.50(b)(2)). With respect to
Atturo’s letter, the staff stated that“@pparently was found not to raise public interest concerns
that should prevent the settlements submitted in this investigatidn.'Soon thereaftestating
its agreementvith the staff's analysis of thee public interest factors, the ITGanted Toyo’s
request that it terminate the investigatidd. § 24. Althougtthe ITCacknowledgedhat Toyo’s
request was “based upon” the varicestlement agreementd, 125, thelTC did not review the
agreementdor their specific impact on Atturonor did it mention Atturo in terminating the
investigation see Def.’s LR 56.1b)(3)(C) 11 50 58

Toyo filed its suit against Atturo this Court on January 13, 2014, asserting claims of
design patent infringement, trade dress infringement, trade dress dilutiononoleamn unfair
competition, common law unjust enrichment, and violation of the lllinois Deceptive Trade
Practices Act. 6@mpl. 1 32—-71, ECF No. 1. Atturo answered and asserted seven counterclaims:

(1) common law tortious interference with existing contracts; (2) common law u®rtio



interference with prospective business expectancy; (3) common law defan@) common
law unfair competition; (5) common law unjust enrichment; (6) violation of the lllinois
Deceptive Trade Practices Act; and (7) violation a&f3&)(1)(b) of the Lanham Act. Am.
Answer & Countercls. 11 100-66, ECF No. 39.

Atturo’s counterclaims arisgrimaily from the settlement agreements that Toyo
negotiatedn the ITC actiorf For example, in its first counterclaim, Attustates that “Toyo
used leverage as a Complainant in the Toyo ITC action to expand the scope of éheesettl
agreement with [one of the named ITC respondents] beyond the intellectual propestyean
the Toyo ITC Action to include false trade drassingement allegations against the Atturo Tralil
Blade M/T Tire.” Id. 1105. On this basis, Atturo claims that “Toyo unlawfultytiously
interfered with an existing contract between Atturo and [one afesgondenis’ Id. §1108. On
May 20, 2016,Toyo moved for summary judgmeas toAtturo’s counterclaims, asserting they
are barred by thBoerr-Penningtordoctrine.

Analysis

“The court shall grant summary judgment if the movant shows that there is no genuine

dispute as to any material fact and thevant is entitled to judgment as a matter of law.” Fed.

R. Civ. P. 56(a)see alscCelotex Corp. v. Catretd77 U.S. 317, 322 (1986). In this case, the

2 Atturo’s second through seventh counterclaims also rely upon on Toyo's draft settlement

agreement with Doublestar and the agreement with Vittore and RTM, bumeitthese documents was
submitted to the ITCE.g, id. 11112, 115, 121, 130, 132, 139, 141, 148, 150, 158.



partiesacknowledge thato material facts are in disputePl.’s Mem. Supp. Summ. J-g, ECF
No. 331-1 Def.’s Mem. Opp. Summ. J. 15 n.9, ECF No. 34lhe sole issue ia legal one
whether theNoerr-Penningtordoctrine immunizes Toyo from Atturo’s counterclaims.

l. The Noerr-Pennington Doctrine

The Noerr-Penningtondoctrine protects those who petition governmental actors for
redress from liability based on their petitioning activify. R.R. Presidents Conference v. Noerr
Motor Freight, Inc, 365 U.S. 127, 1388 (1961);accordUnited Mine Workers v. Pennington
381 U.S. 657, 669 (1965). The doctrine originatedthe antitrust contexbased ontwo
principles.

The first is that the antitrust laywa’hich generally bar concerted efforts by privatéors
to restrain tradeshould not bar individuals from joining together in efforts to persuade
governmental representatives to take action, even if similar coneffoets to persuade private
decisionmakersight be unlawful. Noerr, 365 U.S. at 137. Thigrinciplefollows in part from
basic notions of causation: maely, when the government acbmsedon petitioning, any
purportedly unlawful result ismost proximatelycaused byovernment action, ndty the private
petitioning. SeeF.T.C. v. Superior Court Trial Lawyers Ass493 U.S. 411, 24-25 (1990);
Campbell v. City of Chi639 F. Supp. 1501, 1511 (N.D. lll. 1986jf'd, 823 F.2d 11827th Cir.
1987) Conversely where private parties take unlawful actiorerely hopingthe government
will later ratify it, government action is not an intervening cause, Bodrr-Pennington

immunity does not ariseAllied Tube & Conduit Corp. v. Indian Head, Ind86 U.S. 492, 563

8 Atturo’s memorandum in opposition to Toyo’s motion highlights that Toyo’s motion does not

mention the draft settlement agreement with Doublestar and the agreenteiitieite and RTM that
were not submitted to the ITC. Toyo does not disghisfact Pl.’s Reply at 2. Atturo also contends
that summary judgment is not appropriate because there aregé&uues of material fact as to whether
the “sham” exception tdNoerr-Penningtonimmunity applies. Def.’'s Mem. Opp. Summ. J. at 5, 13.
Becausethe Court holds that Toyo’'s settlement agreements are not protecteity aatider Noerr-
Penningtonthere is no need to considbese issues
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04 (1988);In re Brand Name Prescription Drugs Antitrust Litid86 F.3d 781, 789 (7th Cir.
1999) see also Superior Court Trial Lawyers Assi93 U.Sat424-25.

The secondorinciple underlyingNoerr-Penningtonis that prohibitions onpetitioning
efforts “would raise important constitutional questionalerthe First AmendmentNoerr, 365
U.S. at 137£38. Insofar ashe antitrust laws wouldreateliability that conflicts with the First
Amendment right of petition, the right of petitishould prevail.See id.

Noerr-Penningtorhas sincesvolvedfrom thesewell-definedroots. TheSupreme Court
hasrecognized that thprinciples underlyinghe doctrinealso warrant protection fondividuals
who “use the channels and procedures of state and federal agencies and auwtcate their
causes and points of viewCal. Motor Transp. Co. v. Trucking Unlimited04 U.S. 508, 510
11 (1972). Tus,in addition to petitioning the legislature, instituting a lawsuit is protected
petitioning activity undeNoerr-Pennington Id. Additionally, Noerr-Penningtonmmunity has
expanded beyond the antitrust context out of the recognition that the doctrine’s fourdations
particularly those sounding in the First Amendmehave forcebeyond the antitrust lawsSee
BE & K Const. Co. v. N.L.R.B.536 U.S. 516, 526 (2002 re Innovatio IP Ventures, LLC
Patent Litig, 921 F. Supp. 2d 903, 911 (N.D. Ill. 2013) (observing that “the Seventh Circuit has
applied the INoerr-Penningtoh doctrine broadly,” and collecting cases in which the Seventh
Circuit and other courts have applidderr-Penningtorto claims arising under federal and state
statutes and state common ldw).

Additionally, Noerr-Pennington immunizes not only conduct that constitutesre
petitioning activity, but also conduct with anticompetitive consequences “independent of any

govanment action” insofar as the conduct igntidental to a valid effort to influence

4 The parties here do not dispute tNaterr-Penningtorcan apply to each of the different causes of

adion specified in Atturo’s counterclaims, nor do they sugjestrr-Penningtorshould apply differently
to the different causes of action.



government action.”Allied Tube 486 U.S. at 499 (quotinyjoerr, 365 U.S. at 143). Whether
conduct is sufficiently “incidental” to petitioning activity to warrant immyrdepends upon the
“context and nature” of the conduahd the “source” of anticompetitive consequencks at
499-500, 50304. In making this determination, it is necessary to consider the fundamental
nature of the conduct at issue and decide whéetlh®iakin to traditionally unlawful activityon

the one handyr tantamount to the political activityoerr-Penningtonis designed to protect, on

the other. Id. at 6-07. To guide this analysis, the Supreme Court has held that enough
incidental conduct must be protected so as to afford “breathing space” to thef rpgtttion.

BE & K, 536 U.S. at 531. In other words, some conduct that does not directly implicate First
Amendment values should be protected so as raftilacorepetitioningactivity. Id.

On the other handn activity that is‘'mere sham™i.e., activity that “is actually nothing
more than an attempt to interfere directly with the business relationstapsoaipetitor™—is not
entitled toprotection undeNoerr-Pennington Noerr, 365 U.S. at 1441n the case of lawsuits
the Supreme Court has developed a-pad test for determining when a lawsuitassham.”

“First, the lawsuit must be objectively baseless in the sense that no readdiggrie could
realistically expect success on the meritsProfl Real Estate Investors, Inc. v. Columbia
Pictures Indus., In¢508 U.S. 49, 60 (1993). Winning lawsuits peg seimmune,id. at 60 n.5,
and courts have invariably held that lawsugsminating ina favorable settlement ardésa
objectively reasonablend arenot shars, New W., L.P. v. City of Jolie#91 F.3d 717, 722 (7th
Cir. 2007);see also Theme Promotions, Inc. v. News Am. Mktg.5886I F.3d 991, 1008 (9th
Cir. 2008). If a court determines a suit is objectively basglg continues tdhe second part of
the inquiry: whether the lawsuit “conceals ‘an attempt to interdenectly with the business

relationships of a competitorlly using the lawsuit as an “anticompetitive weapoRrof'| Real



Estate Investors508 U.S. at 6661 (quotingNoerr, 365 U.S. at 144City of Columbia v. Omni
Outdoor Advert., In¢.499 U.S. 365, 380 (1991)).

. Noerr-Pennington Applied to Toyo’s ITC Conduct

While Noerr-Penningtons understood to protect the actfilihg a lawsuit(subject to the
sham exception it is less clear how the doctrine applies to other litigation condittere
appears to be little dispute that “core petitioning activity” in the litigation context is lirtoted
direct communications with the courGeeFreeman v. Lasky, Haas & Cohlet10 F.3d 1180,
1184 (9th Cir. 2005) (“A complaint, an answer, a counterclaim and other assorted do@mdents
pleadings, in which plaintiffs or defendants make representations and pregemieats to
support their request that the court do or not do something, can be described as petitions without
doing violence to the concept.'Giardtoons, L.C. v. Major League Baseball Players As208
F.3d 885, 892 (10th Cir. 2000But less unanimity exists as to what litigatioasedconduct—
outside of direct court communicatiensvould qualify as conduct “incidental” to petitioning
activity, thereby qualifying foNoerr-Penningtonmmunity.

For example, aurts generally agredhat the content ofpresuit demand letters that
threatenlitigation or seek settlemens immune from suitunder Noerr-Pennington In re
Innovatio IP Ventures921 F. Supp. 2d at 912 & n.5 (collecting cases). The question of whether
the negotiation and execution of settlement agreenaswsall under “incidental” conduct has
met diverging views.CompareColumbia Pictures Indus., Inc. v. Profl Real Estateeista’s,

Inc., 944 F.2d 1525, 1528 (9th Cir. 1991) (holding tha} decision to accept or reject an offer
of settlement is conductdidental to the prosecution of the suit and not a separate and distinct
activity which might form the basis for antitrust liabifijy with In re Nexium (Esomeprazole)

Antitrust Litig, 968 F. Supp. 2d 367, 395 (D. Mass. 2013) (stating flcddurts are drgely



uniform in their view that private settlement agreements entered into during tlengg of
litigation that are neither presented to nor approved by the judge presiding odespiine fall
outside the ambit dfloerr-Penningtonmmunity,” and colécting cases)

Here, Toyo argues that the settlement agreentettgeen it and the respondentshe
ITC action are either core petitioning activity or conduct incidental titiggeng activity under
Noerr-Penningtor® In support of its argument thahet settlement agreements are core
petitioning activity, Toyo points to the fact that it submittied agreements to the ITC as pafrt
its request for termination of thelTC proceedings. The Court does not find this argument
persuasive for a number of reasons.

It is necessary at the outset to precisyine theactivity” that is in dispute. Toyo
would have the Court consider thactivity” to comprise thesettlement agreements in their
totality. But Atturo’s counterclaims arise only from thpecific provisions in the settlement
agreements that restrict the respondents’ ability to purchase and distrilure' sAtires (the
“Atturo provisiors’). The other provisions that involve other tires are entirely irrelevant to
Atturo’s claims. Accordingly, the Atturo provisiem the settlement agreements between Toyo
and the ITC respondent®nstitutethe conduct for which Toyo is seeking immunity under the
Noerr-Pennington doctrine. See Allied Tuhe486 U.S. at 499 (“The scope oNderr-
Penningtoh protection depend§] on the source, context, améture of the anticompetitive
restraint at issue.”) Furthermore before applying th&loerr-Penningtondoctrine, the Court has
to examine whether Toyo’s challenged conduct is in faatedlto the prosecution of the suit or

“can bemore fairly said to be outside of or unrelated to the petitioning activiinited Tactical

° In framing their arguments, the parties treat Toyo’s conduct in this céise esnduct of a party

in a lawsuit. Of course, the ITC is an executive agency and not a courthéuytartiesdo not seem to
believe this matters for present purposes, and they are likely coBeeCal. Motor Transp. C0.404
U.S. at 510-11.

10



Sys, LLC v. Real Action Paintball, IncCase No. 14v-4050MEJ, 2016 WL 524761, at
(N.D. Cal. Feb. 10, 2016).

Viewed in this way, it is difficult to see how the submission of the Atturo provisions
would constitute core petitioning activitp Toyo’s proceedingdefore the ITC. Recall that
Toyo’s complaint does not even mention Atturo or Atturo tires, and there is nothing indfek rec
to indicate that the scope of treqjuestednvestigation includedtturo or its tires. It only makes
sense thathe metes and bounds of core petitioning actiwvityhe context of litigatiormust be
determined by reference tbhe parties and claints the suit. The jurisdiction of a court (or the
agencytribunal in this case) is limited tihe parties named in a complaint seeking redaesis
the scope of the claims allege€Consider a hypothetical where Toyo and an ITC redeon
enter into a settlement agreement without the Atturo provisions and thenntotarseparate
agreement where the respondent agrees to boycott Atturo tires. As Toyo’'s camtseledht
oral argumentthe latter agreement would not enjdgerr-Pennngton immunity. Hr'g Tr. at
48:17-49:9. It would be odd to allow Toyo to insulate itdetim liability simply by appending
the provisions (which are not relevant to the proceellitmthe settlement agreements that it
eventually submitted to the ITC. Toyo’s efforts to shoehorn whatever clainsyihave with
respect to the Atturo tires into the ITC proceeding (when it could have, but digsnttem in
its ITC complaint)under theguise of motions to terminate “conceas attempt to interfere
directly with the busines relationships of a competitoby using thelTC proceeding as an
“anticompetitive weapon, thereby constituting a “sham” ineligible faXoerr-Pennington

protection. Prof'| Real Estate Investor§08 U.S. at 60—61 (internal quotatiamitted)®

6 To be clear, this is not to say thabyb’s complaint and the resulting ITC proceedwas a sham as a

whole. Rather, Toyo’s use of th@ C proceedings tdmmunize anticompetitive conduct againstttdro—a third
party who was not mentioned in the ITC complaimtas a sham via-vis Atturo. See IPtronics Inc. v. Avago Tech.
U.S., Inc, Case No. 14v-5647BLF, 2015 WL 5029282, at6=7 (N.D. Cal. Aug. 25, 2015) (to determine whether
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This conclusion is buttressed by the fact that sa#lementagreementsvere private
agreements that did not require ITC appraeabecome effective in the first placeilthough
they were executed after the commencement of the ITC procegethiagd C did not mandate
them or participate in their negotiatiorDef.’s LR 56.1(b)(3)(C) 148, 50. Nor did the ITC
require the negotiation of the agreements as a prereqoiséarination of its investigationid.
The agreementslelineatedvhat tires thesignatorswould and would not sell in the U.S. market
and with whom they would and would not deal, Pl.’s LR 56.1(a)(3, fandwere fully
enforceable from their signing thiout regard to the ITC’dater decision to terminate its
investigation Def.’s LR 56.1(b)(3)(C) %$0. As the Seventh Circuit has recognized, Noerr-
Penningtondoctrine “does not authorize anticompetitaxgtion in advance of governmestjor
the ITC's] adopting the industry’s anticompetitive proposal. The doctrine apples \such
action is the consequence of legislation or other governmental actiowhantit is the means
for obtaining such action.In re Brand Name Prescription Drug$86 FE3d at 789 (emphasis in
original). Here too the agreement between Toyo and the various ITC respondents with regard to
Atturo was an action that was taken by the parties themselves, unrelatetl® freceeding.

Holding otherwise would allow actors to shield anticompetitive or tortious cortllaict
harms third parties simply by appendingoitny host of motions in the course of a laws#ior
example A could sueB for breach of contractagree to settle its suit agaisivith one of the
conditiors beingthat B breach an existing contract wit, file a motion to dismiss the suit

againstB with the settlement agreement attached, and then a$sentPenningtonimmunity

ITC proceeding was a sham, court looked only to podfgmroceedingelated to thg@arty against whom thidoerr-
Penningtondoctrine was being asserted)For this reason, Toyo’s reliance on another court's decision
concerning Toyo's actions before the ITCpyo Tire & Rubber Co. v. CIA Wheel GrpNo.
SACV15246JLSDFMX, 2015 WL 4545187 (C.D. Cal. July 8, 2015),isplaced. In that case, the court
considered th&loerr-Penningtondoctrine solely as applied to Toyo’s actions before the ITC as such, not
the settlement agreements at issue in this ddsat *3.
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when later sued b@ for tortious interference.The purposes underlying tidoerr-Pennington
doctrine do not require such a result. Furthermdi@yeng C to proceed with its clailgainst
A would notunreasonably chilA's right to petition the court with respect to @sginal claims
againstB. See United Tactical Sy016 WL 524761at*7 (finding Noerr-Penningtondid not
apply where “atdast some of the terms in the. settlement agreemednd related agreesh
conduct go beyond the [party’s] petitioning activities and its claims pripr action]”); Select
Portfolio Servicing v. Valentino875 F. Supp2d 975, 987 (N.D. Cal. 2012jirfding Noerr-
Penningtoninapplicable because defendant’s challenged conduct was based on a settlement
agreement term unrelated to the petitioning activity in the underlgmguit); cf. Broadcast
Music, Inc.v. Columbia Broadcasting Sys., Ind41 U.S. 1, 131979) (“Of course, a consent
judgment, even one entered at the behest of the Antitrust Division, does not imithnize
defendant from liability for actions, including those conttatgul by the decree, that violate the
rights of nonparties.”). For these reasons, the Court finds that Toyo’s submissiorAttitioe
provisions as attachments to its motions to terminate the ITC proceddings constitute core
petitioning activity

Alternatively, Toyo argues thathe settlement agreements fall within tiNoerr-
Penningtondoctrine because they atenduct incidental tats petitioning activity. This again
requires the Court to look to the context and nature of Toyo’s settlenteeinagntsas well as
the source othe alleged resultingarm,with a mind to giving adequate breathing space to the
right to petition. Allied Tube 486 U.S. at 499500, 503-04; BE & K, 536 U.S. at 531.n the
end, Toyo’s alternative argument also fails.

First, as discussed abovthe agreementbetween Toyo and the ITC respondents

regarding Atturo are beyond the scope of Toyo’'s complaint and the ITC investigati
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Accordingly, they were not incidéad to Toyo’s petitioning activity before the ITCSee United
Tactical Systems 2016 WL 524761, at *6 denying immunity for conduct”outside of or
unrelated to the petitioning activity”)Second, lie settlement agreememere the product of
negotiationdetween private parties, and the nature of the agreements is much the sange: privat
contracts entered into between private parti&sch private settlement agreements fall outside of
Noerr-Penningtonmmunity. See Andrx Pharm., Inc. v. Biovail Corp.’In256 F.3d 799, 818
19 D.C.Cir. 2001) In re Nexium 968 F. Supp2dat 395 (collectingcases).This is true even in
those cases where the partadgaina consent judgment, signed and approved by a juthge,
setsforth the terms of their settlementn re Nexium 968 F. Supp. 2dat 3%-97. This is
because, in such cases, the parties dictate the terms of the settlemitiraactionsare not
intended to persuade a judicial o#fr to obtain a redress of griavees. Id.; accord In re
Androgel Antitrust Litig. Case No. 1:081D-2084TWT, 2014 WL 1600331, at 8 (N.D. Ga.
Apr. 21, 2014) (holding that consent judgments are akin to private agreements andladttenti
Noerr-Penningtonimmunity); In re Ciprofloxacin Hydrochloride Antitrust Litig.261 F. Supp.
2d 188, 21213 (E.D.N.Y. 2003) (same}kee alsdn re Cardizem CD Antitrust Litig.105 F.
Supp. 2d 618, 640-42 (E.D. Mich. 2000).

In response, Toyo contends that the settlement agregmeaniestion werg@resented to
and approved by the ITC administratilsv judge as part ofToyo’s motions to terminate the
ITC proceedings. But this argemt has several problems. As an initial maiteignoresthe
fact that Atturo’s counterclaims are also based onmabeu of settlemerdigreementshat were
never presented to the ITC. Am. Answer & Counterclsl1f 115, 121, 130, 132, 139, 141,
148, 150, 158.Furthermorethe settlement agreemeritat Toyo submitted to the IT@ere a

fait accompli They did noneed the approval of the CTjudge to beomeeffective. Def.’s LR
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56.1 (b)(3)(C) Stmt. Y 581; Mot. Summ. J. Hr'g Tr. 48:R2. Additionally,the Court is not
persuaded that the ITC’s review of the agreememtich was focused obroadpublic interest
factors Pl.’s LR 56.1(a)(3) 191, 24—specifically considered, and thus can plausibly be said to
have endorsed, the injuries underlying Atturo’s counterclaifog/o’s counsel admitted as much
at oral argument. Hr'g Tr. at 14:285:87 As a result, the Qgt finds that the settlement
agreements at issue here (or, perhaps, more precisely, the parties’ ageetoeAtturo) are
similar to theparty-negotiated consent judgmentiscussed above and fall outside of Kerr-
Penningtordoctrine.

The cases upon which Toyo relies ezadilydistinguishable. For exampl€ampbell v.
City of Chi, 639 F. Supp. 1501, 1511 (N.D. Ill. 198@ffd, 823 F.2d 11827th Cir. 1987),
involved a settlement agreement between two taxicab companies a@itytbéChicag. After
reviewing the history of the settlement negotiations, including discussiongdbalted in the
passing of davorableordinance, the coufound “the agreement reached here no more atypical
than any other lobbying effomade by a powerful lobbyist.Id. at 1511. SimilarlyA.D. Bedell
Wholesale Co. v. Philip Morris Inc263 F.3d 239 (3d Cir. 2001), involved a settlement

agreement that was negotiated between various tobacco manufacturers and nsiaiEslg.

! The ITC staff's reference to a letter submitted Atjuro, which “apparently was found not to

raise public interest concerns,” Pl.'s LR 56.1(a)(21f does not persuade the Court otherwise. Toyo
fails to specify who considered the letter and the basis for thé&s staffclusion. Additionally, the ITG
subsequent termination of the investigation made no mention of Atturo or its leRef.’s LR
56.1(b)(3)(C) B8. Toyo essentially argues that Atturdike Toyo—had its opportunity to petition the
ITC and cannot complain that it lost. This argumerstdme superficial appeal. But the fact that Atturo
submitted a letter to the ITC regarding the propriety of the settlemesgragnts does not transform
Toyo’s submission of the settlement agreements into petitioningitactv conduct incidental to
peitioning activity. In effect, Atturo was left with two untenable choicdascolld ignore Toyao’s actions
before the ITC (after all, Atturo was not a party to the ITC proceedingsewiously involved in them),
or it could file its letter. It chose to do the latter. But, in doing so, Attu® limgited by the public
welfare standard irf 210.50(b)(2). It had nability to oppose Toyo's motion or the settlement
agreements on the ground that they would éjturo directly. The ITC staff's opinion (with was
adopted by the administrative law judge) that the settlemeeegnts did not injure competition in the
domestic tire industry as a whole is hardly surprising.
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at 53-54. Toyo also cites toColumbia Picturedndustries Inc. v. ProfessionalReal Esate
Investors, InG.944 F.2d 1525 (9th Cir. 1991noting that, in that case, the Ninth Circuit found
that even theacceptanceand denial of a settlement agreement-lpigation was entitled to
Noerr-Penningtonmmunity. Id. at 1528 But the language i€@olumbia Picturesvas dicta, and
in any event, “[sJubsequent courts have lim@aumbia Picturesholding to its factsi.e., cases
involving the offer @ rejectionof a settlement.”United Tactical System2016 WL 52476 1at

*6 (collectingcases}

Finally, the Court finds that subjecting private settlement agreements such as tboyo
liability will leave adequatéreathing space for the right to petition coustsagenciedor
redress. Partien Toyo’s positionremain free tofile and settle theirsuits The First
Amendment values that lawsuits and similar agency proceedings imphoatably,
“compensation fowriolated rights and interests, the psychological benefits of vindicdaod,
public airing of disputed factsBill Johnson’sRests.Inc. v. N.L.R.B.461 U.S.731, 743 (1983)
(citations omitted)}—will not be undermined by refusing tmmunizeToyo’s sttlement conduct
with respect to Atturo in this case.

Parties in Toys position have several different options. They bamt settlement
agreements tthe scope the original complaint and seek express approval of their terms from the

judge. Or theycanseek tanclude additional parties like Atturo, whose rights will be impacted

8 Toyo’s reliance on cases addressing other presuit actjvitiesbly presuit daand lettersis also

misplaced. Reply at 6 n.8seeSosa v. DIRECTV, Inc437 F.3d 923, &8-3% (9th Cir. 2006);In re
Innovatio IP Ventures921 F. Supp. 2d at 912 & n.5. There is good reason to distinguish piEmaind
letters from settlement agreements like those at issue here. Eersaitd letters are a unilateral action,
whereas the settlement agreements at issue here were not only bilateral in natuestedtthé rights of

a thrd party Additionally, settlement agreements do not implicate the same First Amendmentaalues
presuit demand lettersnotably, psychological vindication and the public airing of disputed-fatttat

courts immunizing presuit demand letters have nofasa 437 F.3dat 936;see alsdn re Nexium 968

F. Supp. 2d at 3987 (distinguishing presuit demand letters on the basis that they are aimed at
“persuasion of a judicial officer to obtain a redress of grievances”).
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by the settlement agreementis the proceedings. In this way, they can ensure that their conduct
would qualify as core petitioning activity or conduct incidental to etitig activity—precisely
the type of activity thathe Noerr-Penningtondoctrine is intended to protect.
Conclusion
For the foregoing reasons, the Court denies Toyo’s motion for summary judggsent

upon theNoerr-Penningtordoctrine [331].
IT IS SO ORDERED. ENTERED: 3/30/17

JOHN Z. LEE

United States District Judge
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