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INTHE UNITED STATESDISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

SPECIALTY EARTH SCIENCES, LLC, )
)
Faintiff, )
) No. 15-cv-06133
V. )
) JudgeAndreaR. Wood
CARUSCORPORATION, )
)
Defendant. )

MEMORANDUM OPINION AND ORDER

Plaintiff Specialty Earth Sciees, LLC (“SES”) invented aenvironmental remediation
technology that it licensed to Defendant CarugpGration (“Carus”). SES alleges that Carus
failed to develop properly the market for produmstaining SES’s technadyy, fearing that if the
technology were successful, it would hurt Carus’s @umary product line. As a result, SES has
sued Carus for breach of cortridbreach of fiduciary duty, and fraud. To support its claims, SES
seeks to introduce testimony from two expethesses: Dr. Stephanie Luster-Teasley and John
Bone. Now before the Court is Carus’s motiorstrike Luster-Teasley’s expert report and
opinions, as well as those portiooisBone’s expert opinion®r which he relies on Luster-
Teasley’s opinions. (Dkt. No. 214.) For the reaghas follow, Carus’s motion is granted in part
and denied in part.

BACKGROUND

SES is a small environmental remediatiompany specializing in solutions for soil and
groundwater remediation issues. (First Am. Corfipd, Dkt. No. 207.) This action arises out of
an agreement SES entered into with Carustgrgu€arus an exclusive license to sell products

using SES’s proprietary technology for treatswgl and groundwater with lesser amounts of
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reactants like permanganate (“License Agreementd) fd1 8, 12, 45-46.) Under the License
Agreement, Carus promised to use commercialisonable efforts to develop the market for
products employing SES’s technology (“Licensed Pregfy@nd also agreed to pay SES royalties
on its sales of theicensed Productsld. 1 47-48.) However, according to SES, Carus regarded
SES’s technology as a threatitoown lucrative business oflkeg permanganate for use in
traditional methods of soil and groundwater remediatiah f(27.) SES claims that, to quash that
threat, Carus made certain migegentations to induce SES tdarinto the License Agreement
so that Carus could use its axgve right to sell and mark8ES'’s technology to minimize the
market for the technologyld, 11 21, 49, 67.) Specifically, SEBeges that Carus put SES’s
technology “on the back burner,”&deliberately declined to usemmercially reasonable efforts
to develop the market for the Licensed Produtts f[ 1, 49.) SES contends that when it
complained to Carus about its insufficient efcat commercializing the Licensed Products,
Carus responded that it was “not in the bussnaf cannibalizing [its] primary product linelt(

111, 56.)

As a result of Carus’s alleged failuredommercialize the Licensed Products, SES has
brought the present action asserting claims featin of contract, breach of fiduciary duty, and
fraud. To support its claims, SESsharoffered two expert witnesses. First, SES has retained Dr.
Stephanie Luster-Teasley, an environmental engimgeerofessor, to give her expert opinions on:
(1) whether certain Carus produei® Licensed Products; (2) whether Carus used commercially
reasonable efforts to develop the market forlilsensed Products; and (3) the damages caused by
Carus’s wrongdoing. In addition, Skoffers John Bone as a damages expert. Bone relies on

Luster-Teasley’s opinions for portions of his ownrepns. Carus has moved to strike the entirety
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of Luster-Teasley’s expert report and testimasywell as those portions of Bone’s testimony for
which he relies on Lster-Teasley’s work.
DISCUSSION
Federal Rule of Evidence 702 até Supreme Court’s decisionDaubert v. Merrell
Dow Pharmaceuticals, Inc., 509 U.S. 579 (1993), govern the admissibility of expert testimony.
Ervin v. Johnson & Johnson, Inc., 492 F.3d 901, 904 (7th Cir. 2007). Rule 702 states:

A witness who is qualified as an expbytknowledge, skill, experience, training,
or education may testify in the foraf an opinion or otherwise if:

(a) the expert’s scidific, technical, or other spedized knowledge will help the
trier of fact to understand the evidermrdo determine a fact in issue;

(b) the testimony is based eanfficient facts or data;
(c) the testimony is the product ofiedle principles and methods; and

(d) the expert has reliabgpplied the principles and ti@ds to the facts of the
case.

“In Daubert, the Supreme Court interpreted Rule 702tguire the district court to act as an
evidentiary gatekeeper, ensuring that an ejgrstimony rests on a reliable foundation and is
relevant to the task at handsopalratnam v. Hewlett-Packard Co., 877 F.3d 771, 789 (7th Cir.
2017) (internal quotation marks dieid). The district court’s gateeping function requires the
court to engage in a three-step gsm before admitting expert testimong. at 779. Specifically,
it must evaluate: “(1) the proffed expert’s qualifications; (2) ¢treliability of the expert’s
methodology; and (3) the relevanof the expert’s testimonyld. The proponent of the expert
bears the burden of demstrating by a preponderance of tha&lemce that the expert’'s testimony
satisfies théaubert standardLewisv. CITGO Petroleum Corp., 561 F.3d 698, 705 (7th Cir.

2009).
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l. Stephanie Luster-Teasey

Carus first seeks to strike the entirety obtar-Teasley’s expert report and testimony. It
argues that Luster-Teasley is an academicsedwn environmental engineering and lacks the
requisite qualificationso testify on matters of product development, commercialization, and sales
forecasting. Moreover, Carus complains that testimony on those matters do not employ a
reliable methodology.

To determine whether a witness is quatifte testify as aexpert, a court must
“comparl[e] the area in which the witness has sop&nowledge, skill, eperience, or education
with the subject matter of the witness’s testimoi@aroll v. Otis Elevator Co., 896 F.2d 210,

212 (7th Cir. 1990). “[A] court should consideproposed expert’s full range of practical
experience as well as acaderor technical training.Smith v. Ford Motor Co., 215 F.3d 713,
718 (7th Cir. 2000).

Luster-Teasley is an environmental engineer who describes herself as “a specialist in
chemical oxidation controlled relemapplication and remediation.” €D’'s Mot. to Strike Expert
Report and Test., Ex. A at 2.) She holds a mastiegsee in chemical engineering and a PhD in
environmental engineering. Currently, Luster-Teasdey Professor and @i of the Department
of Civil, Architectural, and Environmental Emgiering at North CarolanA&T State University,
where her research “focuses on the use of clemigdants to remediate contaminants in soils
and water.” (d.) Prior to entering academia, Luster-Tegslvorked for approximately six months
at a consulting firm as a stafhvironmental engineer speciafigiin chemical oxidation. This was
followed by a one-year stint at another cotisglfirm as a field engineer focused on

environmental remediation of contaminagigs and environmental site assessments.
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In her expert report, Luster-Teasleggins by providing background on chemical
oxidation, the process underlying the SES technoiggsue here. Next, she proceeds to opine
on whether particular Carus products meetibense Agreement’s definition of Licensed
Products. Then, Luster-Teasley discusses whéthars used commercialigasonable efforts to
develop the market for the Licensed Products.rAftecluding that Carus did not, she offers her
opinion on the potential sales Campuld have made of the Licad Products if it had used
commercially reasonable efforts tovedop the market for the products.

To the extent Luster-Teasley is offerechasexpert to provide background information
concerning chemical oxidation, th@ourt has no trouble concluditigat she is qualified. Luster-
Teasley’s educational background focuses on tlagmical and environmental engineering, she
has work experience as a specialist in chenugalation and environmental remediation, and in
her academic career, she has focused on the use of chemical oxidation to remediate contaminants.
Indeed, Carus does not contend that Luster-Te&sleyt qualified to pvide general background
information. Instead, it attacks hgualifications to give a spe@fopinion on the viability and
applicability of wax-based oxiaé cylinders as a technology, arggithat Luster-Teasley does not
have any first-hand experience with such preésludowever, an expert does not have to
“specialize or have experiencethre particular product or fielehwolved in the case” to qualify as
an expertSuperior Aluminum Alloys, LLC v. U.S FireIns. Co., No. 1:05-CV-207, 2007 WL
1850860, at *5 (N.D. Ind. June 25, 2007) (listing casses)also Cary Oil Co. v. MG Refining &
Mktg., Inc., No. 99 Civ. 1725(VM), 2003 WIL878246, at *2 (S.D.N.Y. Apr. 11, 2003) (“[L]ack
of extensive practical experiendeectly on point does not necesgbapreclude an expert from
testifying.” (internal quotation marks omitted)). tdeit is sufficient that Luster-Teasley has

demonstrated knowledge and experience with atedraxidation systems as a general mates.
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Hasan v. Cottrell, Inc., No. 10 C 5534, 2014 WL 4124254, at *8 (N.D. lll. Aug. 21, 2014)
(“Generally, where a proffered expert has efperin a broad subjedie may give expert
testimony on any specialized topuithin that sibject area.”).

Similarly, Luster-Teasley’s ggialized knowledge of chemical oxidation systems also
gualifies her to testify as to whether cant@iarus products meet the License Agreement’s
definition of Licensed Products. Carus argues lthiater-Teasley is unquakfd to testify on this
topic because she is not alteology licensing expert and hag legal trainingelating to the
interpretation of license agreements. But the Court does not believe that Luster-Teasley needs
legal experience to be qualified to opine on ket product fits thdefinition of a Licensed
Product. As defined in the License Agreeméhicensed Product(s)’ means the product(s)
made, have made, developed, used, sold, marldstdbuted or sold by Carus that incorporate
the SOCOR Technolod¥lthe SES Patents, the SES Background IP, the SES Background IP
[sic], or the SES Technical Information.” (Def.’s KMdo Strike Expert Report and Test., Ex. A at
10.). Thus, a Licensed Product is defined by refax¢a the technology thatincorporates. And
Luster-Teasley’s scientific anddhnical expertise specific toermical oxidation makes her well-
gualified to recognize whea particular product ineporates that technology.

Moreover, the methodology underlying LustexaEley’s opinions on chemical oxidation
and whether a product is a Licedderoduct is reliable. She arrssat her opinions by using her
scientific and technicdnowledge to analyze ralant documents related to SES’s disclosure of
its propriety information to Carus ancetdevelopment of each Licensed ProdSet, e.g.,

Cement-Lock v. Gas Tech. Inst., No. 05 C 0018, 2007 WL 6947911, at *2 (N.D. Ill. Dec. 11,

! The License Agreement defines SOCOR Techno#sy“any encapsulation technology developed,
conceived or discovered by SES for various oxidantsef.(®Mot. to Strike Expert Report and Test., EX.
A at 10.)



Case: 1:15-cv-06133 Document #: 239 Filed: 11/30/20 Page 7 of 11 PagelD #:2934

2007) (finding an expert’s opinions reliable whbheeevaluated the evidence in the record “in
light of his extensive experienceand knowledge of the business world?illips v. Raymond
Corp., 364 F. Supp. 2d 730, 743 (N.D. Ill. 2005) (“[T]he process of analyzing assembled data
while using experience to interpret the data is not illicit.”). That methodology is sufficient and
any weaknesses in her analysis rhayattacked on cross-examinatiSee, e.g., Gayton v.

McCoy, 593 F.3d 610, 616 (7th Cir. 2010) (“Determinations on admissibility should not supplant
the adversarial process; ‘shaky’ expert testi;mmay be admissible, salable by its opponents
through cross-examination.”). Finally, Luster-$kgy’s expert opinions on chemical oxidation
and whether a product is a Licedderoduct are relevant and helpoi the trier of fact; Carus
does not contend otherwisSghus, Carus’s motion to strike kter-Teasley’s expert opinions on
those topics is denied.

Carus has a stronger basis for objecting todmiSeasley’s opinions as to whether Carus
used commercially reasonable efforts to digwehe market for the Licensed Products and the
volume of sales of the Licensed Products that Carus could have made if it had done so.
Specifically, Carus argues that Luster-Teasleyilasficient experienceeducation, or training
in marketing and sales of remediation productieohnologies. This Court agrees. Just because
Luster-Teasley has expertise with respec¢héoscience and technology underlying the Licensed
Products does not mean that she has expérttbe marketing and ks of those product€&f.
Washington v. Kellwood Co., 105 F. Supp. 3d 293, 310 (S.D.N.Y. 2015) (“[An expert’s] extensive
experience in accounting and busis@aluation does not translateo marketing expertise.”);
Abaxis, Inc. v. Cepheid, No. 10-CV-02840-LHK, 2012 WL 2979019, at *4 (N.D. Cal. July 19,
2012) (excluding an expert’s opoms on the commercial succaedgroducts in a patent action

because the withess was “an expert in pharmacynrsaiies, marketing, or consumer preferences
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and demand”)Rambus Inc. v. Hynix Semiconductor, Inc., 254 F.R.D. 597, 604 (N.D. Ill. 2008)
(finding that an expert in eleatal engineering’s opinions on tikemmercial success of patented
inventions were inadmissible because the expekied expertise on the “factors influenc[ing] the
commercial success of thegfented] products”).

SES argues that Luster-Teasley is qualifeedffer an opinion on sales and marketing
issues based on her previouperience with licensing a controlled release chemical oxidation
polymer technology that she invented and patkr®imilar to the License Agreement here,
Luster-Teasley’s licensing agreement camdia provision requirintpe licensee to use
commercially reasonable efforts to market products embodying her technology. And Luster-
Teasley had weekly meetingsth the licensee over a 2.5ameperiod during which they
discussed the commercializatiohher technology. liaddition, Luster-Teasley attended two or
three training sessions on commelizegtion offered by her university.

That Luster-Teasley developed a technolo@y thas commercializelly the licensee does
not qualify her as an expertmarketing and sales, howevgee, e.g., Harrisv. City of Chicago,

No. 14 C 4391, 2017 WL 3193585, at *4 (N.D. Ill. Jaly, 2017) (holding that a proposed

expert’s “experience as a law enforcement afjbat] included two cases in which the police
obtained false confessiondid not qualify him as anxgert on false confessions)ashington,

105 F. Supp. 3d at 310 (deeming a proposed exgaridescribed efforts to promote his own
various businesses” as insufficient to qualify hamopine on marketing issues). Nor can the Court
conclude she acquired sufficient expertigarfrtaking a few training sessions focused on
commercializationSee Washington, 105 F. Supp. 3d at 310 (stating that an expert’s enrollment in
“various marketing courses in graduate schools waufficient to show that he had “engaged in

the academic study of the discipline”). In any céss,not apparent thatuster-Teasley actually
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developed an expertise in sales and marketmm frer limited experience and training in those
areas. Indeed, in her expert dapos, she repeatedigesponded to questions about the sales and
marketing of her patented techagy by stating that she left thmguestions to the licensee and
focused on her research. (DsfMot. to Strike Expert Rmrt and Test., Ex. B at 251:15-252:18,
273:7-275:6.)

Moreover, Luster-Teasley’s opinions on Carissifes and marketing efforts with respect
to the Licensed Products do not employ a rédiaethodology. Her testimony on those topics
purportedly relies on the evidemand her experience. But @mvess who relies “solely or
primarily on experience . . . must explain howattexperience leads to the conclusions reached,
why that experience is a sufficient basistfue opinion, and how thaixperience is reliably
applied to the facts Demouchette v. Dart, No. 09 C 6016, 2012 WL 6568232, at *4 (N.D. lIl.
Dec. 14, 2012). Here, Luster-Teashagkes conclusory statementatther opinions are based on
her experience but omits any explanation as to er experience informs her opinions. Not only
does Luster-Teasley’s analysis fail to apply hest paperience in the sales and marketing of her
technology to the facts before hergontains no reference whaes@r to any specific experience
from Luster-Teasley’s careesee Crawford Supply Grp., Inc. v. Bank of Am., N.A., No. 09 C
2513, 2011 WL 4840965, at *3 (N.D. Ill. Oct. 2011) (“An expert witness cannot merely
present his qualifications alongsitis opinion; he must explaintwy the application of his prior
experience to the facts at hand compefiha conclusions.”) “[N]othing in eitheDaubert or the
Federal Rules of Evidence requieslistrict court to admit opion evidence that is connected to
existing data only by thigse dixit of the expert.’'Gen. Elec. Co. v. Joiner, 522 U.S. 136, 146

(1997).
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Given her limited qualifications in sales andrk&ing, the reliability of Luster-Teasley’s
opinions is rendered particuladyspect by her inability to connect whatever limited experience
or training she has in thoseeas to her opinions on Carus’sesaand marketing efforts with
respect to the Licensed Produdier that reason, Carus’s requisexclude Luster-Teasley’s
expert testimony on thosepics is granted.

. John Bone

Carus also seeks to strike the expert opinaffered by John Bone to the extent those
opinions rely on Luster-Teasley®w stricken expempinions. Bone is offered by SES as a
damages expert. One category of damages uporwRiopines is SES’s damages from Carus’s
failure to use commercially reasonabfods to market the Licensed Produ¢Because Bone
concededly lacks expertise in the markettf@ Licensed Products, helies on Luster-Teasley’s
expert opinions. Carus argues that those opinioB®0oé’s must be stricken due to his reliance
on Luster-Teasley’s inadmissible opinions. SE§ponds by arguing thBbne’s opinions should
not be stricken because he did not rely sabely uster-Teasley. Rather, he also relied on Carus’s
own sales projections ffdhe Licensed Products.

In his expert report, Bone projects théesaCarus could have ma of the Licensed
Products based on four different potential scenafioxreate the first two scenarios, Bone used
Carus’s internal sales projections and for thedtand fourth scenarios, he relied on Luster-
Teasley’s opinions regarding the sales Carus shHwaud been able to achieve by the fifth year of

the License Agreement. While only the third dodrth scenarios are based primarily on Luster-

2 Bone also offers an opinion on the damagesnarisom a tortious interference with prospective
economic advantage claim that SES has since dropped. Because his opinions on that claim are now moot,
the motion to strike those opinions is granted.

10
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Teasley’s own projections, Carus argues that all four scenarios should be excluded because Bone
considered discussions he had with eusteasley in devising each scenario.

The Court agrees that the thadd fourth scenarios must be excluded, as Bone admits that
those scenarios are primarily based on Lustesl€ga now stricken opinions. (Def.’s Mot. to
Strike Expert Report and Test., Ex. F at 227:28:2.) Bone's first two scenario, however, are
based on the “expectations oétparties as they were going into the” License Agreement as
embodied by Carus’s internal sales projectiolts.at 137:1-11.) Thus, those scenarios are viable
even with Luster-Teasley’s opinisstricken. While Carus contentifgt Bone’s opinions as to
scenarios one and two are unrelabécause they were partiallfarmed by his discussions with
Luster-Teasley, any issues arising from such reliance may be explored on cross-examination.
Thus, Carus’s motion to strikeoBe’s expert testimony is grantad to scenarios three and four
and denied as to scenarios one and two.

CONCLUSION

For the foregoing reasons, Carus’s motiosttike the expert port and testimony of

Luster-Teasley and opinions of Bone basedluster-Teasley’s opinions (Dkt. No. 214) is

granted in part and denied in part.

ENTERED:

Dated: November 30, 2020 W

Andrea R. Wood
United States District Judge
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