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UNITED STATESDISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

REPUBLIC TECHNOLOGIES (NA)LLC,
and REAM, INC.,

Plaintiffs,
No. 19 C 7991
V.
JudgeSara L. Ellis
FRIENDS TRADING INC.d/k/a STOP30
andMUHAMMAD SHAMSI,

Defendans.

OPINION AND ORDER

Plaintiff Republic Technologie@NA), LLC (“Republic”) ownscertain trademarksnd
Plaintiff Sream, Inc.(“Sreami) licenseshesetrademarks. fiey allegethat Defendantsriends
Trading Inc. db/a ST@ 30(“STOP 30) and Muhammad lkamsihaveengaged inredemark
infringement, counteeiting, andfalse dsignation of origin and unfair competition under the
Lanham Act 15 U.S.C. § 105&t seq,. by offering for salevater pips and relded products
bearing a brandimilar to Republics tradenarks. Defendantdhiave movedo dismissPlaintiffs’
conplaint under Federal Raiof Civil Procedure 12(b)(6)BecauséPlaintiffs have adequately
allegedlikelihood of confusiorandneed ot dlege that Deéndants sold products knowing they
were counte#its,the Court denieDefendantsmotion to dsmiss[22].

BACK GROUND?
Since 1995Martin Birzle hasmarketed and sold produdts smokerausing the

trademarK’RooR.” Birzle worked for mearly two decadesto distinguish the RooR brand as the

! The Cout takes thdacts in the backround sectiofrom Plaintffs’ complaintard the exhibits attched
thereb andtreats al well-pleaded, norconclusory factuaallegationsastrue for the purpose of resolving
Defendants’ mtion to dismiss. Phillips v. Prudentiallns. Co.of Am, 714 F.3d 1017, 1019-Z@th Cir.
2013) Virnich v.Vorwald, 664 F.3d206, 212 (7thCir. 2011).
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premier manufactureof glasswater pipes by emphasizing the bramdiwavering use of quality
materialsandfocusing on siertific principles[thaf facilitate asuperiorsmding experience.”
Doc. 1 1 10.The RooR-branded products, which includesgtaater pipes, partandrelated
accessorigs'arewidely recognizednternationdly andarehighly renownedor their ornate and
innovative characteriste” 1d. 9. RooR-branded products/eagarnerechumerog awardgor
their quality and innovation, and they have a digaint following inside and outside the United
States

In March 1999Birzle obtained a fedellg registeredrademarlfor theword mark
“ROOR” in stylized font with the lastR” fadng backwards. Birzle obtained two mdeeleraly
registered trademarks for similar wlamarks in January 2000 and September 2009, and at some
point, Brzle alsoobtained common law and unregistered state law rights in variants of the
registeredRrooRtrademarks.To better visualizéhe registered and unregistered RooR

trademarks (collectively, tH&RooR Marks”), below is one of éhfederally registecemarks

ROOOS

Doc. 1-2 at 1 Trademark Reg. No.,875,839). The other RooR Marks are subsa#iptsimilar.
In August 2013, Brzle gave an exclusive licensenmanufacture and sell prodsct
bearing the RooR Marks in thénited Stateso Sreama company that manufactgrglass
products and various smokeesticles including water pipes. Six years later August 2019a
company named RooR International BV assigtedRooRMarksto Republic? The same day,

Republic gaveSreaman exclusivdicenseto use the RooR Marka the United Statesin short,

2 Birzle signed the aggnment agreenmt as a director oRooR International Presumably, Bzle
conveyedhis rights intheRooR Marks to RooR International before RdaRrnadional conveyedtose
rights toRepublic, but Plaintiffs complaint is silent on this issue.
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Republic is the current owner of the RooR Marks, amis (and has beesince 2013) the
exclusive licensee authorizén use the RooR Marks in tlhunited States

Since 2013, Sream has continuously usedibeR Marks in commerasithin the
United Statesn connection with the manufactuand salef smokersproducts Sreamsells
water pipesand other smokersirticlesassociaté with the RooR Mark# authorized
distributors, including retail stores spalciing in smder's products, in lllinois and nationwide.
Stream also advertisesd markets RooRrarded products, and Plaintiffs togethbeave spent
substantial time, monewgnd effort in developing consumer recognition and awarenéles of
RooR brand via point of purchase materials and displays, through their websites, by attending
industry trade shows, and through social media promotion.” Doc. 1 {1 16, 19.

Thequality of the RooR-branded prodsatakes the RooR Marks distinctive to both the
comnsuming public and professionalshhaintiffs industry. Individual ardtshandblow Sreans
RooR-banded products using nearly unbreakable glass. Moreover, the unitpiarsty
functional superiorityof RooRbranded products have aadvarious accolades and have made
the RooR Marks synonymous with high-quality products. And because gfitiey and
innovationassociateavith the RooR Marks, consumers are willing to pay much higher prices fo
genuinely RooR-branded products as opposed to non-RooR-branded products. Sales of products
bearing the RooR Marks in the Unit8thtes have been more tt&hmilli on for the &st three
years.

However counterfeiterrave targeted RoeBranded products tselling without
Plaintiffs’ authorization jnferior water pipesand other producthat have identical or nearly

identical versions of the RooR Marks affixed to them. Counterfeit products havedlbed



United States marketplaagesulting in lost sales and damages to Plééraindirreparabé harm
to theRooR brand.

Shamsi owns, manages, and/or operates STO#®réfil store located in Crest Hill,
lllinois. STOP 30,with Shamsis participatioror under his authority or direction, has offered to
sellwater pipesand products bearingmaark that issimilar tothe RooR Marksgthe “Infringing
Mark”) without Plaintiffs authorization.Thesewater pipesare materialy and technologically
inferior to genuine RooR-branded producBpecifically,in Decenber 2016Defendants sold

thewater pipeshown belowthatbears the Infringing/ark:

Doc. 1-5 at 5.
Defendantsoffersto sellgoods bearing thimfringing Mark the*“Infringing Goods”)
havecausd Plaintiffs to lose business opportunities, customers, contracts,lagd sa

considerably damaged the goodwill of Plaintiffs and the RooR Marks; and diminished the brand
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recognition of the RooR Marks. dhtiffs seekamong other things, statutory damage=ble
damagesand injunctive elief.
LEGAL STANDARD

A motion to dismiss uther Rule 12(b)(6) cillengeghe sufficiency othe canplaint not
its merits. Fed. R. Civ. P.2(b)(6); Gibson v. City oChicaga 910 F.2d 1510, 1520 (7th Cir.
1990). In considering a Rule 12(®)motion to dismissthe Court acepts as true all well
pleaded facts in thgaintiff’s complaint and drawdlaeasonableriferences from thasfacts i
theplaintiff’s favor. Kubiak v.City of Chicago,810 F.3d 476, 480-81 (7th Cir. 2014)o
survive a Rule 12(b)(6) motion, the complaimistassert a faaily plausible claim and provide
fair notice oftheclain’s basido the defendantAsicroft v. Igbal 556 U.S. 662, 678 (2009);
Bell Atl. Corp.v. Twombly, 550 U.S. 544, 555 (20Q7Adamsv. City of Indianapolis 742 F.3d
720, 728-29 (7th Cir. 2014)A claim has facial plausibility whethe plaintiff pleads factual
content thaallowsthecourt to draw the reasableinference that the defendant is liabbe the
misconduct alleged.’Igbal, 556 U.S. at 678&ee alsdHoristv. Sudler &Co., 941 F.3d 274, 278
(7th Cir. 2019) ([T]he allegations in the complaint ‘must plausibly suggesa.right to relief,
raising that pesibility above apeculative level. (citation omitted)).

ANALYSIS

Plaintiffs bring claimsagainstDefendantgor federaltrademark infringement and

counterfeiting under 15 U.S.C. §8 1114 and 111@Zaunts | and 1§ andfederal false

designation of ngin and unfaicompetitionunder 15 U.S.C. § 152a)(Count Ill). Under the

3 Count | invokes 8§ 1114vhereasCount Il invokes 8116(d). Section 116(d), howeverdoes not
providea cause of actioseparate fronthecause of aoon defined in § 1114rather,8 1116d) authorizes
aparicular type of remedy (injunctive relig@ivolving the sezure ofitemg where a violatiorof § 1114
involvestheuse ofa counterfeit mark. 15 U.S.C. § 1116(gjA); TWD,LLC v. GruntStyleLLC, No. 18
C 7695, 2019 WL 5420153, at *BID. lll. Oct. 23, 2019)“Section 1116 is merely a remedy for a
violation of Sedion 1114, not an independent cause of actjonTherefore, the Court considers Counts |
and llastogether raising a claifior trademark infringement and coterfeiting
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Lanham Act, alefendanis liable fortrademark infringement the defendant, without the
trademark registrant’s consent

use[s] in commercany reproductiongounterfeit, cop, or

colorable imitation of a registered trademark in connection with

the sale, offering for sale, distribution, or advertising of any goods

or service®n or in connection with which such use is likely to

cause confusion, or to cause mistake, or to deceiv
15 U.S.C. § 1114()(a); Desmond/. Chi. BoxedBeefDistribs., Inc., 921 F. Supp. 2d 872, 879—
80 (N.D. Ill. 2013). Countegiting is a particular tge of trademarknfringement under
§ 1114(1)(a)where the defendamnses*a purious mark [that] is idrtical with, or sulstantially
indistinguishabldrom, a registered mark.15 U.S.C. § 1127 (definingcounterfeit’); N. Am.
Van Lines,Inc.v. N. Am.Moving & Storagelnc., No. 1:18€V-196-HAB, 2020 WL 703178, at
*3—4 (N.D. Ind. Feb. 10, 202Q) Trademarkinfringement including counterfeiting, is prohibited
under 15 U.S.C. § 11]@)](a) . . . . However, ot all trademark infringemens i
counterfeiting.).

A defendant is liable fonnfair compétion under the Lanham Adt the defendant

on or in connetion with anygoods or services, or any container

for goods, uses in commerce any word, term, name, symbol, or

device, or any combination thereof, or any false designation of

origin, false or misleading description of faat,false or

misleading represéation of fact,which|[] is likely to cause

confusion, or to cause mistake, or to deceive as to the affiliation,

connection, or association of such person with another person, or

as to the origin, sponsorship, or approval of his or her goods,

servicespr commecial actvities by anothepersoij.]
15 U.S.C. § 1125(a)(1)(APhoenix Entm’'t Partners v. Rums@&p9 F.3d 817, 822 (7th Cir.
2016). Falsdy designatng the origin of a product is omeay a defendant caangage in urgir

compdition under 8 112&)(1)(A). See RoenixEntnit, 829 F.3d at 822 éstion1125(a)

“creates a remedy against a person who esgagenfair competition byinter alia, falsely



designating the origin of a produt’For simplicity, the Gurt herafterrefers to Plaintiffs
federaltrademarkand ounterfeiting claim as their trademark claandPlaintiffs’ federal false
designation of origin and unfair competitiolaim as their unfair competition claim.

Defendats make two arguments in suppoftheir motion to dismissFirst, they arge
that Plaintiffs complairt fails to plausibly allege likelihood of confusion. Second, they argue
thatPlaintiffs have notficiently allegeda courerfeiting claim because tlyehave nooffered
any specift facts indicating that Defiglants intentionally soltheInfringing Goods knowing
that their marksvere counterfed. The Court addresses each argument in turn.
l. Likelihood of Confusion

To prewail on either theitrademak claim or theirunfair competion claim, Plaintiffs
mustdemonstate that Defndantsuse of a potectable mi “is likely to cause confusion among
consumers$. Phoenix Enin't, 829 F.3d at 82Z2Packman v. Chi. Tribune Cp267 F.3d 628, 638
& n.8 (7th Cir. 2001).Plaintiffs need not prove likelihood of confusi@tthis stage othe
litigation, butthey still must plead allegations that makpl#usible that such likéibod of
confusion exists Seefortres Grand Corp.v. WarnerBros.Entnit Inc., 763 F.3d 696, 700 (7th
Cir. 2014) (“Allegations of consumer confusionainrademek suit, just like ag other
allegations in any other suit, canrsaive a claim if they are implausible.Top Tobacco v.
Fantasia DistritutionInc., 101 F. Supp. 3d 783, 798.D. Ill. 2015) (“[T]his Courtsrole at the
motion to disnss stagéis limited to assessing whethgPlaintiffs have] pleaded facts that
plausibly could result in a saessfulbutcome on the likelihood of confusion elementtbé(r]
claim.” (alterations in original) (citation omitted))'hus, in considerinthe plausiblity of
Plaintiffs’ trademarkand unfair competition claims, the Court employs the Sev@intiiit's

sevenfactor tesfor determiningdikelihood of confusion.E.g, FortresGrand 763 F.3d at 701—



02; Mighty DeerLick, Inc. v. Morton Salt,nc., No. 17¢v-05875, 2020 WL 635904, at *6—7
(N.D. lll. Feb. 11, 2020) (using the likelihood of confusion factors to address the defendant’
argument on a motion to dismiss that the plaintiff did not allege likelihood of confulsion)
Aimee Choclat, Inc. v. TushjaLLC, No. 15 C 4235, 2015 WL 6407758, at *5M\&D. Ill. Oct.
22, 2015) $¢ame);Top Tobacco101 F. Supp. 3dt 789-92(same) KJ Korea, Inc. v. Health
Korea, Inc, 66 F. Supp. 3d 1005, 1013, 1015M8D. Ill. 2014) (same)

The Seventh Circuit isesthefollowing sevenfactorsto determind] likelihood of
confusion (1) the similarity between the marks in appearance and suggestitime &@inilarity
of the products; (3he area and manner of concutrese; (4xhe degree of care likely to be
exercisedy consurers; (5)the strength othe plaintiff s mark; (6)arny evidence of actual
confusion; and (7) the intent of the defendanptm off his product as that of another.”
Sorensen v. WD-40 C&2 F.3d 712, 726 (7th Cir. 2015). “No siedhctoris dispositive, and
courts may assign varying weights to each of the factors dependingfantthpresentetibut
the Seventh Circuit has recognized that the masiksilarity, the defendaid intent, and actua
confusion“are especially importat[.]” Id.; Packma, 267 F.3d at 643With these factors in
mind, the Court nav turns toPlaintiffs complaint.

Factor 1: With respect tahemarks similarity, the test iswhether the viewer of an
accused mark would be likely to asgate the produdair servce with whch it is connected with
the source of products services with which an earlier rkas connected.”Sorengn, 792 F.3d
at 726(citation omitted). Plaintiffscomplaintincludesimages othe RooR Marksndthe
Infringing Mark as itwas found on thevater pipe Defendants allegedlgffered for salen

December 2016 Below is one of the RooR Marks and the Infringing Mark:



RooR Mark Infringing Mark

Doc. 12 at 1; Doc. 35 at 1. A jury viewing thee mark could plausibly findthat the marks are
similar and likely to make a consumassociate thproductoffered for saldoy Defendantsvith
the soure ofthe RooR Marks.What is more, Defendants concede that this fdeteighs] in
favor of Plaintifs.” Doc. 22 at 13.

Factor 2: For similarity between products;durts askwhether the products are the kind
the public attributes to a single sourceKJ Korea 66 F. Supp. 3d at 1016itation omitteq.
The complaintlleges thaBream manufactuse advetises, andsellsRooRbranded water pipes,
which arethe sameype ofproducts that Defendants allegedl§er for sale This plausibly
givesrise to the inference th#te public would attribute the products to a single sousee
Mon Aimee ChocolaR015WL 6407758, at *5 (finding thahe plaintiff sufficiently allegd the
existence of the secorfdctor“by claiming that both parties sell chocolate and confectionary
products”) KJ Koreg 66 F. Supp. 3d at 1015-16 (finditigat the complainaddressethe
seond factor by alleging thahe plantiffs and defendants both produced “itignal
supplements, massage apparatuses, and lieadtiproductsn association with their respective
marks); Lorillard TobaccoCo.v. J.J. Stell FoodMart, Inc., No. 03C 5506, 2005 WL 8177551,
at *4 (N.D. lll. Oct. 27, 2005) (finding the second factor satisflEtausdahe counterfeit
products are the exact same type of goods as Plaintgisfiline cigaattes).

Factor 3: With respect to the area and manokconcurent use, the Court askwhether
there is aelationshipin use, promotion, distribution, or sales betwtergoods or services of

the parties KJ Korea 66 F. Supp. 3d at 1016ifation omittedl. To answethis question, the
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Court considershe*“relative geogaphicaldistribution areas, evidence of direct competition
betweerthe products, whether products are sold to consumers samhe tpe of store or
similar sectio of a particular store, and whether the product is sold through thersaketirg
channels. Top Tobaca 101 F. Supp. 3d at 79®laintiffs allege that Sream sells RooR
branded products to distributors that inclueail stores specializing in smoker’s products.
STOP 30 idikewisea retail stoe, andthe Court can reasably inferthat itspecialize in
smoker’s productas wel| as shown by the photograpdisached to Plaintiffcomplaint,
including the one showing the stwrsigrege: “CIGARETTES &CIGARSPIus.” Doc. 1-5at
2-4. Plaintiffs also allegehiat Defendats’ offers to sell thelnfringing Goodshave caused
Plaintiffs to lose sales, which indicates that tfenuine RooR-branded products and the
Infringing Goodscompete And geographically, both STOP 30 anmeé&his distributorssell
their smoking products imé samestae, lllinois. To be surdllinois is a lage geographic area,
andPlaintiffs would havehad a stronger case regardthg “geogaphical distributiorared
consideration had they @ldal thatSreamhad dstributors inJoliet, lllinois orthe Chicagolan
area*® Butthis is just orfactor to consider. OveralPlaintiffs allegationgaisethepossibility
that“thereis a relationship inse, promotion, distribution, or salestweefi the partiesgoods,
KJ Koreg 66 F. Supp. 3d at 1016itation omited), “above a speculative leyeHorist, 941
F.3dat 278 (citation omitted)

Factor 4: Plaintiffs do not argue thatelr complaint addressesis factor, which looks at
the degree of care likely teelexercised by customse Thus, the Courtifds that his factor does

not support a likelihood of confusion finding.

4 Crest Hill, where STOP 30 is allegedly located, is a few miles outside of Jolietpaghly40 mies
sauthwest of Clgago.
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Factor 5: For the stregth of the plaintiffs mark “courts examinéthe distinctveness of
the mark,or more precisely, its tendentyidentify thegoods sold under the mark as emanating
froma particular. . . source.””KJ Koreg 66 F. Supp. 3d at 1016itation omitted).“A mark's
strength ordinarily corresponds to its economic madketingstrength.” Sorensen792 F.3d at
731. Plaintiffs allege that 8am has beecontinuously using the RBoMarks incommerce
througlout the United Statder severalyears §ince 2013) and that sales of RooR-branded
products in the bited States hae exceeded $4 million for the last thyesars Moreover,
Plaintiffs allege that [tlhe RodR Marks are @stinctive to both the consuming public” and those
in Plaintiffs industry, thatRooR is “a recognizable high quality brandsid that'[t]he
superiority of RooR branded produds .. readily apparent to consumers . . . [and] to industry
professionalsaswell.” Doc. 1 § 18. According tBlaintiffs, they have $pent substantial time,
money, and effort in developing consumer recognition and awareness of the RooR brand via
point of purchase matieats anddisplays, through their websites, by attending ingusade
shows, and through social media promotiotd. { 19. Theseallegationswhich indicate
continuougand economically successfulye of the RooR Marks for several years,
distinctiveness baseazh quality and reputation, and subsiargffortsto maintin recognition
and awareness of the brand through advertising and prompitaisjbly give rge to the
inference thathe fifth factor weighs indvor oflikelihood of confusion.SeeBarbecue Mrx,

Inc.v. 551 Ogdeninc., 235 F.3d 1041, 1045 (7th Cir. 2000) (finding thatglantiff’'s use of its
mark for six years and its good reputatwarranted weigimg thefifth factor in favor of a
likelihood of confusion)Mighty Deer Lick 2020 WL 635904at *7 (allegabn that the

plaintiff’s mark waswidely recognized as being associated \itte plaintiff] and high-quality
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goods”satisfied the fifth factgr Moreover, as with thirst factor, Defendants concede thaist
factor“weigHhs] in favorof Plaintiffs.” Doc. 22 at 13.

Factor 6: Plaintiffs concedéhatthey have notlpadel any fatsfrom which the Court
can reasonably infer actual confusion. Nonethetéssabsence of factual allegations
demonstrating actual confusion is not dispes,” KJ Koreg 66 F. Supp. 3d at 101because
“evidence of actual confusion . . . is not required to prove that a likelihood of confusior’ exists,
CAE, Inc. v. Clean Air Eng’g, Inc267 F.3d 660, 685 (7th Cir. 2001).

Factor 7: This factorprimaiily looksto whether “he defendants are attgting to pas
off’ their products as having come from thlaintiff.” Packman267F.3d at644. Regarding
this factor, Plaintiffsopposition ciesto paragraphs 34 and 35 of tt@mplaint, where tby
allege thahamsiknowingly and intentionally addedand usedhe Infringing Mark and that
both Defendantacted with théeintent to trade on the goodwill of the RRdVarks, cause
confusion and deception in the marketplace, and divert potential sales of auR@DR water
pipes to themselvesDoc. 11134-35. These allegations address Defendamtent, but they
“do not weigh particularly heavily in favor of or against likelihood of confuslmause they
are contusory and not supported by factual allegations from wthien®urt can reasonably
infer the allegd intent and knowledgeSee Top Tobao, 101 F. Supp. 3d at 791 (addressing
unsupportedllegationghat the defendant wastentionally using itsnark“to profit off of the
goodwill and consumer recognition of” thepitiff’s trademark anttleliberatelyand willfully
used [ts] mark .. . to pass its tobacco product off as thoselwd”plaintiff (citations omitted))

In sum,Plaintiffs have allegedufficientfactspertaining tdfour of the seen likelihood
of confusionfactors the first, second, ihd, and fifth factors. By doing so, Plaintiffs have raised

the possibility ofikelihood of confusion “above apeculativdevel,” Horist, 941 F.3chat 278
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(citation omitted) especially given theattintensivenature of weighing the diffent factors
deperding on thefacts ofthe case seePackman 267 F.3d at 643Top Tobaccpl101 F. Supp. 3d
at790. @urts from this District have similarfpund that complainthatpleadsufficient facts
pertaining to four of theeven factoradequatsi dlegelikelihood of confusion.See, e.g.Mon
Aimee Chocolat2015 WL 6407758, at *5—6 (finding likelihood of confusemhequatelyleaded
where the complaintallegedsufficientfactspertaining to the first, second, third, arfthf
factors) Top Tobaco, 101 F.Sup. 3d at 789, 79&ame);SlepToneEntnit Corp. v. Coyne 41
F. Supp. 3d 707, 715-1K.D. Ill. 2014) (finding likelihood of confusion adequately guied
where thecomplaintalleged suftient facts pertaining tthefirst, second, fourth,ral fifth
factors). The Court therefore denies Defendami®tion to dismisdased ortheir likelihoodof
confusion argument.
. Knowledgethat the Infringing Mark isa Counterfeit

Defendantslso argue that Plaintiffs have ramtequately pleadeaicounterfeiing daim
because thehave nobffered any specific facts indicating that Defendaaisl thelnfringing
Products knowing themarks were counterfeits. Defendants cite several ctasdhis
argument, but the only case that supports Defendants’ proposettétgewequirement isord
Motor Co. v. Heritage Management Group, lnehich states tha plaintiff alleging trademark
counterfeiting “must show that ‘the defendant intentionally used the mark knowing it was a
countefeit.”” 911 F. Supp. 2d 616, 621 (&.Tenn. 2012)ditation omitted.

The Court does not finBord Motor persuasive.Theintentionalityand knowledge

requiremenset forthin Ford Motor appears todwveoriginated inBabbit Electronics, Inc. v.
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Dynascan Corp,® where the Eventh Circuit, quoting 15 U.S.C. § 1117(b), stated that a

trademark holdealleging countediting had to provehat theinfringer “intentionally used a
mark, knowing such mark is a counterfeit mark.” 38 F.3d 1161, 1181 (11th Cir. 1994). But
§ 1117(b) does not addi®wvhat is regired to prove a counterfeitingaim, asBabbitreasoned
Rather, 81117(b)sets forthwhat is necessary farcourt to treble damages and awattbrneys
fees once countergiting violation hasalready beemstablished

In assessing damges under subsection (a) for any violation of

section 1114(1)(a) of this title . in acase involving use of a

counterfeit mark or designation (as defined in section 1116(d) of

this title), the court shall. . enter judgment for thrékenes such

profits or damages, whichever amount is greater, together with a

reasonable attorn&yfee, ifthe violation consists df

intentionally using a mark or designation, knowing such mark or

designation is a caierfeit mak (as defined in section 1116(d) of

thistitle), in connection with the sale, offering for sale, or

distribution of goods or seiced.]
15 U.S.C. 8 1117(b)(1). In other wordgile 8 1117(b)’'sintent and knowledgeequirements
are relevant in determimg how to remedy countefeiting violation, they have nothing to do
with what isnecessaryo establisha countéfeiting violationin thefirst place.

Indeed, as the Seventh Circuit has recognisefgllers bea strict liability for violations

of the Lanham Act.” Hard RockCafe Licersing Cap. v. Concession Servs., In855 F.2d 1143,
1152 n.6 (7th Cir. 1992pmphasis added)And nothing in 8 11141)(a) otherwisesuggests that
intent or knowledgés an element of a counterfeiting clainborillard Tobaccq 2005 WL
8177551 at *3 n.2 (notinghat §1114(1)&) “makes no metion of intentiori’); Lorillard
Tobacco Cov. Amoco& Food Shop 5Inc., 360 F. Supp. 2d 882, 885 n.3 (N.D. Ill. 2005)

(same). To the contrary, maward ofstatitory damages-which Raintiffs seek—"does not

® For the preposition at issue;ord Motor quotedAbercrombie &Fitch v. Fashion Shopsef Kentucky,
Inc., 363 F. Supp. 2d 952, 957-58 (S.D. Ohio 20@&jich citedToo, Inc. v. TIX Companies, In229 F.
Supp. 2d 825, 837 (S.D. Ohio 200@hich cited Babbit
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depend on whethror not there is a showing of intentional counterfeiting,” apthatiff is
entied torecoverstatutorydamages even for “innocérmounterfeiting. 15 U.S.C. § 11(d);
Lorillard, 2005 WL 8177551, at *see #so Lorillard, 360 F. Supp. 2d at 887 lgether
individuals“had any idea that the actuagarettes at issue e not authemt” concerned
“damages and remedies, not liability"As such, the Court denies Defendantstion to dismiss
based onheir knowledge and intent argument.

CONCLUSION

For the foregoingeasonsthe Court denieBefendantsmotion to dsmiss[22].

Dated:October 6, 2020 & Zm

SARA L. ELLIS
United Sates Distrit Judge
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