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INTHE UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF KANSAS

J&M INDUSTRIES, INC., )
)
Plaintiff, )

)

V. ) CaseNo.: 16-2723-JTM-KGG

)

RAVEN INDUSTRIES, INC. )
)
Defendant. )

)

MEMORANDUM & ORDER ONMOTION TO COMPEL

The this is a patent infringement eabrought pursuant to 35 U.S.C. § 271,
et seq. The parties are aapetitors in the grain storage cover industry. Now before
the Court is Defendant’s Motion to Corlp (Doc. 102.) Defendant brings the
present motion based on Plaintiff's allegeéftdient responsesd . . . refusal to
timely produce . . . important core docurteen(Doc. 103, at 4.) The discovery
requests at issue will liBscussed and addressadividually herein. Having
reviewed the submissions of tharties, Defendant’s motion GRANTED in
part as more fully set forth below.

ANALYSIS
l. L egal Standards.

Fed.R.Civ.P. 26(b) states that
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[p]arties may obtain dcovery regarding any
nonprivileged matter that islerant to any party's claim
or defense and proportional to the needs of the case,
considering the importance of the issues at state in the
action, the amount in controngy, the parties' relative
access to relevant informatiahe parties' resources, the
importance of the discovery in resolving the issues, and
whether the burden or expense of the proposed discovery
outweighs its likely benefitinformation within this

scope of discovery need rm¢ admissible in evidence to
be discoverable.

As such, the requested informationist be nonprivileged, relevant, and
proportional to the needs of the case to be discoverélakck v. Burkhart, No.
16-1188-JTM-KGG, 2018 WB72440, at *2 (D. KanJan. 11, 2018).
1.  Meet& Confer.

As an initial matter, Plaintiff arguekat Defendant filed the present motion
“In blatant violation of thd-ederal Rules and this Cowrlocal rules,” particularly
Fed.R.Civ.P. 37(a)(1) and D. Kan. R@lé.2. (Doc. 109, é#2.) Federal Rule
37(a)(1) requires that a motion to comgecovery “must include a certification
that the movant has in goodtfaconferred or attempted confer with the person
or party failing to make disclosure orisdovery in an effort to obtain it without
court action.” Pursuant to D. Kan. Rd&.2, “[t]he court will not entertain any

motion to resolve a discovery dispute unless the attorney for the moving party



has conferred or has made reasonable effort to confer with opposing counsel
concerning the matter in dispute prto the filing of the motion.”

Plaintiff concedes that the parti&®nducted telephonic meet and confers
on three different occasions(Doc. 109, at 2.) Even so, Plaintiff contends that a
litany of the issues addressed in Defenda¥tibtion to Compel were not raised
during that meet ancbnfer process.ld., at 2-3.) Defendanhowever, contends
that all issues addressed in the motion vaiseussed by the parties. (Doc. 111, at
3-4.) According to Defendant, the isswesre either memorialized in Defendant’s
“golden rule” letter or are included defense counsel's notes from the parties’
discussions. Id.)

The Court obviously was not presentidgrthe parties’ meet and confer
sessions. As such, based on the parties’ discussion of these communications in the
submitted briefings, thedtirt has no way of determining whether Plaintiff or
Defendant has more acculgtsummarized the topicssiussed. As such, the
Court will not deny portionsf Defendant’s motion on this technical issue but will
instead address the discovery requesissat on their substantive merits.

[11.  Rolling Production.

Although not reflected in the Scheddi Orders (Docs. 23, 65), the parties

apparently agreed at the beginning a$ ttase that documents may be produced on

a “rolling” basis. This type of cooperati agreement is encouraged by this Court.



Its source is the “Trial by Agreemerdite maintained by Stephen D. Susman
(trialoyagreement.com). The purposesath an agreement is to “produce
documents on a rolling basis as soon ay trave been located and copietd!

This agreement is not a license to progldocuments at some vague “later” date,
or to produce them when convenient.cBdocuments should be produced within
a reasonable time after the responselsrstied. The agreement’s purpose is to
avoid the delay caused by waiting toguce any documents until all have been
compiled, and to recognize that additibresponsive documents may come into a
party’s possession or contmhliring the litigation.

Of course, subsequently acquiredpensive documents would activate a
duty to supplement under Fed. R. Civ. P.€}6(In any event, documents in this
case which were within the custody or cohtrbthe plaintiff at the time of the
original discovery responses (May of 205hpuld have been produced long ago.
This Order requires all responsive documents be produitach thirty (30) days
of the date of this Order.

IV. Discovery Requestsat |ssue.
A. General Objections.
As an initial matter, Plaintiff inclugethe following general objection at the

beginning of its responses to Defendafirst and Second Interrogatories:



Plaintiff objects to the requests to the extent they call for
information subject to the work product doctrine, the
attorney-client privilege, joindefense privilege, privilege
for the opinions of or facts known or held by non-
testifying experts, and arother applicable privilege,
protection or immunity.

(See Doc. 103-3, at 1; Doc. 103-9, at 1.)

This Court has unequivocally ruledattrsuch objections are improper.

This Court has specifically held that ‘[t]hese type of
objections are, at bestorthless and improperMartin

K. Eby Const. Co., Incv. OneBeacon Ins. Cp08—
1250-MLB-KGG, 2012 WI11080801 (D.Kan. March

29, 2012) (citingswackhammer v. Sprint Corp. PCS
225 F.R.D. 658, 660-61 (D.Kan.2004). “Such
objections are considered mere hypothetical or
contingent possibilities, wherthe objecting party makes
no meaningful effort to show the application of any such
theoretical objection to any request for discoveryd.

At worst, these types of objections leave the requesting
party ‘unsure whether or not the objection correlates to
withheld information.’

Everlast World’s Boxing Headquarters Corp. v. Ringside, InNo. 13-2150-CM-
KGG, 2014 WL 2815515, at *2-3 (D. Kan. June 23, 2014). As such, Plaintiff's
general objections amverruled. This determination does not, however, apply to
instances in which Plaintiff subseqtigrraised these specific objections in
response to specificgtovery requests.

B. Interrogatory No. 12.

Interrogatory No. 12 asks Plaintiff tf]dentify by name and location each
and every site or place where there isargstorage system that includes a Raven
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product and that you contemdringes any claim of the ‘239 patent.” (Doc. 103-3,
at 1.) Plaintiff objects that the imtegatory is unduly burdensome because
Defendant “is in possession tle documents and infortna@n identifying each and
every [such] site . .. .” (Doc. 103-3, at 2.)

Plaintiff continues that every lotan with an installed Fortress brand
Internal Strop System “is a site or plaafanfringement” of the patent at issue
“because there are no substantial non+uging uses” of Defendant’s systemd.]
Given this explanation of Plaintiff’'s position, the Cosustains Plaintiff’'s unduly
burdensome objection. If Plaintiff intendsadvance the theory that every use of
Defendant’s system infringes on the patent at issue, there is no need for Plaintiff to
provide further enumeration dfie sites where such infriagent is taking place.

Plaintiff initially further objected that it cannot “fully answer this
interrogatory” because Defendant “haxt fully produced the information and
documents” requested indttiff's discovery. [(d.) Plaintiff's responsive brief,
however, indicates that Defendant “recently provided [Plaintf] with complete
invoices that identify to whom” Defendaswld its internal strapping systems.
(Doc. 109, at 8, n.1.) Plaintiff indicatdsat it will supplement this response as it
“Investigates these sales further and otgt@idditional direct evidence of direct

infringement . .. .” Id.) To the extent Plaintiff lsanot yet done so, Plaintiff is



instructed to provide such applemental response to Defendantthin thirty (30)
days of the date of thisOrder.

C. DamagesDiscovery (RFP Nos. 21, 22, 30, and 36; Interrogatory
No. 11).

Defendant contends that Plaintiff “provides basically zero information about
damages or financial issuegDoc. 103, at 11.) The Cduhus turns to Plaintiff's
answers to the specific discovery requests on this issue.

Defendant’s Interrogatory No. 11 adRintiff to “[p]lease describe the
complete bases for [its] contention that\&s entitled to recover damages in this
case, including an identification of whet [it] seek[s] losprofits, reasonable
royalty, or both, and the complete basasgach such claim.” (Doc. 103-8, at 3.)
Plaintiff objects that the interrogatory “$&sdegal conclusions,” is premature, and
requires a “running narrative . . . (Doc. 103-9, at 8.) The Cowverrulesthese
objections as unsubstantiated.

In conjunction with these objections, Plaintiff responds that it is “still
awaiting [Defendant’s] document productiso that it can fully calculate all
damages” and will “supplement this respondeen said calculation is complete.”
(Id.) The Court finds Plaintiff'sesponse to be inadequate.

“Plaintiff doesn’t get to decide when respond to discovg requests at his
leisure.” Azim v. Tortoise Capital Advisors, LLNo. 13-2267-DDC-JPO, 2015

WL 1268021, at *2 (D. KarMarch 19, 2015). Plaintiff is suing Defendant for
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damages. As such, Plaintiff must haaene general understanding of the nature
and extent of its damage#t a minimum, “Plaintif[s] should have provided ‘a
computation of each category of damageswal’ in their Fed. R. Civ. P. 26(a)(1)
initial disclosures. It is clearly not taarly in discovery for plaintiff to provide
such a calculation.’"Monopoly Acquisitions, LLCv. T.E.N. Investments, Ing.

No. 07-2161-CM-JPO, 2008 WL 11381877;atD. Kan. January 18, 2008).
While additional information received froDefendant may regu this response
to be revised, this does not excusemifiifrom responding to what constitutes a
very basic discovery request. Pldihthay supplement its response to this
interrogatory as necessary as additionfdrmation becomes available to it.

That stated, Plaintiff's responsive brief indicates that Defendant finally
responded fully to Plaintiff's discovery requests relating to its “sales of infringing
products” a couple weeks before filittge present motion — and that it took
Defendant approximately tenamths to do so. (Doc. 109, at 9.) As such, Plaintiff
indicates it would supplement its responsénterrogatory No. 11. To the extent
Plaintiff has not yet done so, it is instredtto provide a supplemental response to
Interrogatory No. 1ivithin 30 (thirty) days of the date of thisOrder.

Request for Production No. 21 asks “[a]ll documents relating to
[Plaintiff's] sales, profits, revenues, cosasd margins on grain storage products or

services” since January 2012. (Doc. 103-5, at 10-11.) Request No. 22 seeks



“[dJocuments sufficient to show [RI&iff’'s overall annual revenue and profits”
since 2012. 1¢l.) Request No. 30 seeks “documeragting to the pricing for any
J&M grain storage product or serviceld( at 14.)

Plaintiff objects to the breadth of tleesequests as “not limited to the subject
matter of this litigation” because thegek information on grain storage products
or services generally rather thamgpiy internal strapping systemdd.( at 11, 14.)
Plaintiff indicates it is withholding documents responsive to these requests on the
basis of this objection, but will fpduce nonprivileged documents in its
possession, custody or control evidencingdates, profits, revenues, costs and
margins for J&M'’s Internal Strapping Sgsts” for the relevant time periodld(,
at 11, 15.)

Defendant contends that Plaintiff Hasilaterally narrowd” the responses
to these discovery requests “to apply t@érnal Strapping Systems’ only, which is
a subset of the broader category of fgrstorage products or services’ as the
original requests seek.” (Doc. 103, at)1Befendant argues that “grain storage
products or services are highly relevemassess any damages claim in this case”
for two reasons. Id., at 13-14.) Initially, Defendant contends that “needs to
know” what percentage of the grain stge products market is comprised of

“Internal Strapping Systems.d(, at 14.) Defendant does not, however,



explicitly explainwhy it “needs” to know this informan or how it is relevant to
calculating Plaintiff's damagein the present case.

Plaintiff argues that the requests are improper because they are

not limited to the patented product at issue — the internal
strapping system. [Plaintiff] provides a variety of
products that could be deemadgrain storage product or
service’. For example, [Plaintiff] provides custom
separation covers for graiships used to separate
different types of stored grain from each other. These
separation covers are whollyretated to this litigation.
(Doc. 109, at 15.)

Defendant continues, however, thastmore general information would
allow it to determine if, “during thellaged period of infmgement, all ‘grain
storage products or services’ sales declimednly the ‘grain storage products or
services’ with ‘Internal Strapping Systshdeclined.” (Doc. 103, at 14.)
Defendant contends that “[i]f both declinghis indicates lost sales were the result
of the market as a whole rathtean alleged infringement.”ld.)

The Court does not find this to be a sufficient justification to expand
discovery well beyond the product at isso@ncompass products and issues that
are only, at best, tangentially related tis fitigation, if at d. Even if such

information could be considered relevamthis litigation, the additional effort

required to compile and produce the infatran would not be proportional to the
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case. The Court thigsstains Plaintiff’'s objection that Requests Nos. 21, 22, and
30 are impermissibly overly broad.

Request No. 36 asks for “documents ralgtio any claim . . . relating to lost
profits.” (Doc. 103-5, at 17.) Plaintiiiidicates that subject to the “preliminary
statement” contained in its discovagsponses, it will produce documents
evidencing its claim for lost profits.Id.) Defendant contends that, as of the filing
of the motion at issue, Plaintiff hadgaluced only three invoices for sales of its
“Internal Strapping Systems” for 2015-1{Doc. 103, at 15.) Although Plaintiff
argues that Defendant failedrteeet and confer regarding this issue pursuant to D.
Kan. Rule 37.2 (Doc. 109, at 16), theutt cannot determingith any certainty
that this is true given Defendant’s position on the issue (disceggea). The
Court instructs Plaintiff to supplemeitd response to Request No. 36 to provide
any other responsive documents forthwith.

D. Pre-Patent Issuance Discovery (RFP Nos. 42-44, | nterrogatory
No. 13).

Plaintiff is seeking pre-patergsuance damages pursuant to 35 U.S.C.
8154(d), which Defendant characterizesasextraordinary, rarely awarded
remedy.” (Doc. 103, at 15.) While damage a patent case are generally limited
to the term of the patent (after the putis issued), 8154(d) allows pre-issuance
damages from the date of publication of fratent application if the infringer had

actual notice of the published patent apggiion and “the invention as claimed in

11



the patent is substantially identicaltt@ invention as claimed in the published
patent application.” 35 U.S.C. 8154(d)®), (d)(2). Thus, according to
Defendant, Plaintiff “should be requiréal produce documenteyidencing such a
claim and answer fully, completelyn@ unevasively the grounds for such a
contention.” (d.)

Interrogatory No. 13 asks Plaintiff tprovide the complete basis for [its]
contention that it is entitled to damages before May 24, 2016, the date the '239
patent issued.” (Doc. 103-3, at 2.) Tihterrogatory asks Plaintiff to identify the
first date on which it contends it istéled to seek damages against Defendant.
(Id.) Plaintiff responded that it could not fully respond because Defendant had not
sufficiently responded to Plaintiff's firgind second discovergquests and that it
needed to depose Defendamépresentatives. (Doc. 103-3, at 2-3.) Within that
framework, Plaintiff responded that it “is entitled to damages relating to Raven’s
indirect infringement beginning on thetddgDefendant] receed actual notice of
the published patent application.Id( Plaintiff contends this was when
Defendant “had actual notice of [Plaintiffpgnding patent application at least as
early as February 2014 . . . .Id()

Request No. 42 seeks “all documentatreg to any trade show, convention,
meeting, or presentation for which yoontend [Defendant] was put on notice of

the . . . patent in suit or pending patapplication before it issued on May 24,
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2016.” (Doc. 103-7, at 2.) Request No.réguests that “[flor each trade show,
convention, meeting, or @sentation” implicated by Request No. 42, Plaintiff
“produce any presentations . . . presentedisplayed at the show, as well as any
literature, handouts, or matng documents distributed . . . , including anything
marked with patent pending or any infaton about any . .patent or patent
application.” (d.) Request No. 44 asks Plaihtd “[p]Jroduce all documents and
any evidence of any kind whatsoever y@aye that reflects that anyone from
[Defendant] saw anything from [Plaintiffbout a patent pending system, as you
contend in response to [Defemifg] Interrogatory No. 13.” I{l., at 3.) Plaintiff
indicated it would produce any non-pragjed documents responsive to these
requests. (Doc. 103-7, at 2-3.)

The parties agree that Plaintiff “pragkd a brochure that includes the patent
application number and on Decemberd®duced evidence of Raven attending
the trade show at which thedmhure was circulated.” (Do&09, at 9; Doc. 111, at
11.) Defendant indicates that the responsive information by Plaintiff lacks
“documents reflecting the marking fgratent pending’ on the embodying product
at any time, much less the specificsmiat was presented to [Defendant] that
would trigger actual notice.”ld.) Defendant argues that Plaintiff “should not
continue to pursue pre-patent issuance damages under 35 U.S.C. § 154(d) if it

cannot support such a contemtiwith this discovery.” I¢l., at 19.)
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A discovery motion is not the appmigite time for the Court to determine
whether a party can legally mue a particular claim oype of damages. Rather,
the Court is currently tasked with dérig the sufficiency with Plaintiff's
objections and/or responsesdiscovery. If Plaintiff’sresponses to Interrogatory
No. 13 and RFP Nos. 42-44 encompasstiteety of the responsive information
and documentation Plaintiff has in its passen, custody, or control, the Court
cannot simply order Plaintiff to creaor produce additional responsive
information. Whether this information ssifficient to sustain Plaintiff's claim for
prepatent issuance damages pursuant 10.85C. § 154(d) is an issue to be
presented to, and decided by, the Dist@ourt (or the jury) at the appropriate
time. Plaintiff is, however, instructed supplement its responses to these
discovery requests to indicate whether thithe entirety of responsive information
it has.

E.  Willful Infringement (Interrogatory No. 9, RFP No. 2).

Plaintiff's claim for willful infringement seeks treble damages against
Defendant pursuant to 35 U.S.C. §284. Adang to Defendant, Plaintiff “hides
the ball as to its bases for thmntention.” (Doc. 103, at 19.)

Interrogatory No. 9 asks Plaintiff tdescribe the complete basis for your
contention that any alleged infringementdiful.” (Doc. 103-9, at 7.) Plaintiff

objects that the request seeks legalotusions and requires it “to provide a
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running narrative or description of itsagh in contravention of the purpose of
discovery as contemplated by thedEmal Rules of Civil Procedure.d;, at 7-8.)
These objections are without merit and are tuesruled. Plaintiff's response
states that Defendant “willfully infringed . the ‘239 Patent by selling, offering
for sale, advertising, instructing hdw use, installing and otherwise making
available its internal strapping system, including, but not limited to the
FORTRESS brand strapping system, with klealge of, and of infringement, of
the ‘239 Patent.” I¢l., at 8.)

Defendant argues that “[t]his respenast regurgitates the willfulness
requirements without any indication of egitte to support it.” (Doc. 103, at 20.)
Defendant contends that if Plaintiff “hasore evidence of willfulness, it should
provide it now. If it does not, [Plaintiff] shadikcertify this answer as complete so
Raven can pursue summary judgment.’o¢D111, at 13.) TéaCourt agrees.
Plaintiff is instructed to provide a substi@e response that specifically details its
bases, if any, for the contention tlagly alleged infringenrg by Defendant has
been done in a willful manner.

Request No. 2 seeks “documents ewicing, supporting, or relating to
[Plaintiff’'s] contention thatiny infringement by [Defendd] is willful.” (Doc.
103-5, at 3.) Plaintiff indicates thiatwill produce response, non-privileged

documents. Ifl.) To the extent Plaintiff lsanot yet produced the responsive
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documents, it is instructed to dowdhin thirty (30) days of the date of this
Order.

F. Marketing and Advertising (RFP Nos. 11, 19, and 23).

These requests seek documents “ewid®y, supporting, relating to any
marketing, market studies, consumerfooger research, or advertising of any
product that you contend embodies argiral of the '239 Patent” (RFP No. 11),
“market surveys or analyses relating toMi& grain storage products or services”
(RFP No. 19), and “marketingy advertising documents relating to any J&M grain
storage product or service” (RFP. No. 28poc. 103-5, at 7, 10, 11.) Defendant
contends this information is “relevantdbleast damages issues in this case.”
(Doc. 103, at 21.)

Plaintiff indicates that it will produce responsive, non-privileged documents
In its possession, custody, or control. (Db@3-5, at 7, 10, 12.) As of the filing of
Defendant’s reply brief, however, Plaifithad not done so. (Doc. 111, at 13.)
Plaintiff is thus instructed to produce documents responsive to Requests Nos. 11,
19, and 23within thirty (30) days of the date of this Ordér.

G. Design, Development and Testing (RFP Nos. 9, 10).

1 The Court agrees with Plaintiff, howeveratiRequest No. 23 is overly broad “as it is
not limited in temporal scope or to the product at issue in this litigation.” (Doc. 109, at
16.) Plaintiff's supplemental response toFRNo. 23 shall be limited to “documents
since 2010 . . . evidencing marketing or atlsang of any of [Plaintiff's] Internal

Strapping Systems . .. ."1d\)
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Request No. 9 seeks “documents evaileg, supporting, or relating to the
design and development of any prodihett you contend embodies any claim of
the '239 patent” while Request No. 10 seelocuments “relating to any research
or testing” of any such product. (Doc. 183at 6.) Plaintiff indicates that, subject
to the “Preliminary Statement” includé&dits responses, it will produce “non-
privileged documents in its possessioastody or control” responsive to these
requests. I¢.)

Defendant states that Plaintiff “has mpobvided this type of information”
and should be compelled to do so. (Db@3, at 23.) Plaintiff's discovery
responses indicate the information will be produced. (Doc. 103-5, at 6.) If
Plaintiff has not yet provided the requestefrmation, it is instructed to do so
within thirty (30) days of the date of this Ordeér.

H. Licensing Agreement and Negotiation (RFP Nos. 32, 33).

Request No. 32 asks for “documergtating to any licenses, license

agreements, settlements, or licensing negotiations relating to the '239 patent” while

2 Plaintiff states that it has “proded over 200 pages of development-related
documents” to Defendant prior the filing of this motion.(Doc. 109, at 11.) Defendant
contends, however, that seems highly unlikely th&00 pages (of which many are
duplicates) is the universe of documentatreg to the conception of a new product
design, and then the totality of the rasss, design, development, testing, and
implementation of this design.” (Doc. 111,1&t) Plaintiff is instucted to supplement
its response to provide the remiag responsive documentaiti or specifically indicate
that all responsive documents in its possessiostody, or control have been identified
and produced.
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Request No. 33 seeks such documerghkating to grain storage products” in
general. (Doc. 103-5, at }5Plaintiff indicates that, (subject to the “Preliminary
Statement” included in its responses as to Request No. 32), it will produce “non-
privileged documents in its possessioastody or control” responsive to these
requests. Ifl., at 15-16; Doc. 109, at 11.)

Defendant contends that “[h]Jow [Ri&ff] or the market values its
technology is important to damage issums [Plaintiff] has not provided this
information either.” (Docl03, at 23.) Plaintiff's discovery responses indicate the
information will be produced. (Doc. 103-& 15-16.) If Plaintiff has not yet
provided the requested information, it is instructed to deisloin thirty (30)
days of the date of this Order.

l. Interrogatories 1-4, and 14.

Interrogatory No. 1 asks, as to easkated patent claim, for Plaintiff to
“describe in detalil . . . thelaim’s conception and diligeméduction to practice . . .
" (Doc. 103-9, at 2.) Therein, Pl4ififiis asked to identify individuals and
documents relating to “the conceptionreduction to practice . . . .1d)

1113

Plaintiff objects to Defendant’s use of the term “relating’ as overly broad as
it fails to modify a sufficiently narrow category of informationfd.j The Court
finds that the language of this interrogatory is sufficiently narrow as to the term

“relating” andoverrules this objection. The Court alswerrules Plaintiff's
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objection that the interrogatory requsre “to provide a running narrative or
description of its claim . . . .”Id.) Further, the Couftnds that Defendant’s
request that responsive documents leatified by Bates number does not impose
an improper obligation on Plaintiff. This objection is, al®eerruled. The Court
alsooverrulesthese objections as to Interrogaés Nos. 2, 3, and 14.

Plaintiff continues by providing a substantive response to Interrogatory No.
1 (seeid.), which Defendant argues fails“farovide any information regarding
reduction to practice.” (Doc. 103, at 2@)aintiff argues in its brief in opposition
that it has “fully responded” to thestiovery request. (Doc. 109, at 12.)
Defendant replies that “[a]lthough [Plaiififidentifies persons involved with and
dates of conception, it is devoid of any answer regarding reduction to practice.”
(Doc. 111, at 14.) The Court agreesaififf is instructed to supplement its
response to Interrogatory No. 1 to provaldetailed description of the reduction to
practice. If Plaintiff's response to Integatory No. 1, as stated, contains all the
information Plaintiff has regding reduction to practice, Plaintiff is instructed to
indicate the same.

Interrogatory No. 2 asks, as to easbated patent claim, the facts relating
to “the first and each subguent public use, offer faiale, and salef a product by
[Plaintiff] (or any predecgsor-in-interest) embodying theached invention . . . .”

(Doc. 103-9, at 3.) Defendaotntends that while Plaintiff's substantive response
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to the interrogatory “provides the people with knowledge of the sales of products
embodying the claimed invention,” it fails ‘tprovide an answeto the name of a
single product, the date on which eachbhssale occurred, where applicable the
price relating to any of the foregoirapnd whether any of the products were
marked with the '239 Patent(Doc. 103, at 27.)

Plaintiff argues that its response téeimogatory No. 2 makes “clear” that it
has “identified persons with relevamowledge and alsoiwprovide documents
pursuant to Rule 33(d) form which thespenses to Interrogatory No. 2 can be
ascertained.” (Doc. 109, 42.) Defendant replies that Plaintiff's answer, “which
lists people with knowledge” and indicatiésvill produce documents, “makes no
effort to identify the name of a singbeoduct, the date on which each sale
occurred, where applicable, the price tieljto any of the foregoing, and whether
any of the products were marked withgya information.” (Doc. 111, at 15.)

Based on the Court’s reading of Imegatory No. 2, Defendant is not
merely asking for a list of names @#ople who have knowledge of “facts and
circumstances relating to the first and eaghsequent public use, offer for sale,
and sale of a product” by Plaintiff “embodg the claimed invention . . .."” (Doc.
103-9.) Rather, Defendantasking for this informatiom addition to the people
who have knowledge of the saméd.Y As Plaintiff is instucted to supplement its

response to provide the requestetdstantive information.
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Interrogatory No. 3 instructs Plaintiis to each assertedtent claim, to
“describe . . . all facts and circumstantest support or otherwise relate to any
secondary considerations of nonobvioess” and identify tated documents.

(Doc. 103-9, at 4.) In addition to the oljjeas raised as to all the interrogatories
discussed in this sectiowhich the Court has overruladpra, Plaintiff objects that
the request is “premature to the exteseeks expert opiniorend information.”

(Id.) Plaintiff also objects that “secondary considerations of nonobviousness are
not considered unless and until Raestablishes a prima facie case of
obviousness, and Raven'’s invalidity contentifabkto establish such a prima facie
case.” [d.) The Courbverrulesthese objections and instructs Plaintiff to
respond with the information currently aadle to it; should Plaintiff need to
supplement this response to comply vdtlbsequent expert disclosures or
testimony, Plaintiff is free tdo so in a timely manner.

Interrogatory No. 4 asks Plaintiff, & each asserted claim of the ‘239
patent, to “define the relevafields of art and level adrdinary skill in the relevant
art that [Plaintiff] contends is applicable...” (Doc. 103-9, at 5.) Plaintiff objects
that the information sought by this integedory is irrelevanbecause Defendant,
“having asserted the defense of invaidhas the burden of establishing the
criteria for a person of ordinary skill inghart, and then presenting evidence that

such a person would have considered mivemtion disclosed ithe ‘239 Patent to
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be obvious.” Kd.) Plaintiff then refers Defendato section from a report of
Plaintiff's expert.

Defendant merely states that thesgections “should be overruled” without
explainwhy the objections are improper. (Doc. 1@828.) This is insufficient.
See Nyanjom v. Hawker Beechcraft, IngNo. 12-1461-JAR-KGG, 2014 WL
667885, at *4 (D. Kan. Feb. 20, 2014g(ging a motion teompel where the
movant fails to discuss why the respondpgagty’s objections are improper). The
Court thussustains Plaintiff's objections tdnterrogatory No. 4.

Interrogatory No. 14 instructs Plainttts “provide the complete basis for
[its] contention that it is entitletb the priority date for thprovisional patent . . . .”
(Doc. 103-3, at 3.) Defendaargues that the substantive portion of Plaintiff's
response to this interrogatory “provides only a ‘non-limiting’ example for the
contention that it is entitled to priority date of the provisigeatent.” (Doc. 103,
at 29.) Defendant argues this is insuéfit because it is seeking “the complete
basis,” thus asking the Court to compéintiff to supplement its answer.

Plaintiff responds that it has statetiétcomplete basis” for its contention
that it is entitled to the priority date. (Dd09, at 13.) Defendant replies that “the
law requires a specific showing by J&M tagger the relief it seeks. Specifically,

J&M must show how the provisional apgation describes the invention as 35
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U.S.C. § 112(a) requires, and any facts supporting the application of § 112(a).”
(Doc. 111, at17.)

Again, a discovery motion is not the appropriate time for the Court to
determine whether a party has sufficientdence to support a gecular claim or
argument. If Plaintiff's response totémrogatory No. 14 encompasses the entirety
of the responsive information and docurtaion Plaintiff has in its possession,
custody, or control, the Court cannot simply order Plaintiff to create or produce
additional responsive information. Whethieis information is sufficient to sustain
Plaintiff's contention that it is entitled toelpriority date for the provisional patent
IS an issue to be presented to, and dedigethe District Court (or the jury) at the
appropriate time.

J. Communication Requestsfor Production (RFP Nos. 12-17).

These document requests seek comigations between Plaintiff and
Defendant, Plaintiff and Integra Plasticommunications about Defendant, and
communications about Integra Plastics.0¢D103-5, at 9.) Although Plaintiff has
agreed to produce certain such documadt}, Oefendant complains that Plaintiff
has thus “produced few, if any respmescommunications tthese requests.”

(Doc. 103, at 29.) Defendant asks theu@ to compel Plaintiff to produce any
responsive documents that exist on€onditionally certify” in supplemental

responses that such documents do not exigt, at 29-30.) While the parties
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appear to have agreed to a rolling prdasucof this information, the Court finds
that Plaintiff has had sufficient time to identify responsive information. Plaintiff
shall supplement its responses to Interrogatories Nos. #2thif thirty (30)

days of the date of this Order. Thsupplementation shall include, where

applicable, an indication of whether resgive documents do not exist.

IT ISTHEREFORE ORDERED that Defendant’81otion to Compel
(Doc. 102) iISGRANTED in part as more fully set forth above. All supplemental
responses, including responsive docutseshall be served by Plaintiffithin
thirty (30) days of the date of this Order.

IT 1S SO ORDERED.

Datedthis 22" day of March, 2018, at Wichita, Kansas.

s/ KENNETHG. GALE
HON.KENNETH G. GALE
U.S.MAGISTRATE JUDGE
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