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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF KANSAS

ENERGY INTELLIGENCE GROUP, INC.
and ENERGY INTELLIGENCE GROUP
(UK) LIMITED,

Plaintiffs,

VS. Case No. 16-1015-EFM-BL

CHS McPHERSON REFINERY, INC.
(F/K/IA A NATIONAL COOPERATIVE
REFINERY ASSOCIATION),

Defendant.

MEMORANDUM AND ORDER

Plaintiffs Energy Intelligence Group, In@and Energy Intelligence Group (UK) Limited
(collectively “EIG”) have sued CHS McPhers&efinery, Inc. (“the Refinery”) for copyright
infringement. There are four motions pendindobe the Court. The Refinery has moved for
partial summary judgment (Doc. p&eeking to limit EIG’s claimbased on the three-year statute
of limitations and seeking to limit EIG’s request $tatutory damages. In response to this motion,
EIG has filed a cross-motion for summary judgm@®uc. 67) regarding E3’s statutory damages
request. In addition, EIG has moved for pagiahmary judgment (Dod.00) seeking to dismiss
the Refinery’s affirmative defenses and has fdédotion Challenging the Adissibility of Expert

Report and Testimony of William Rosenblatt (Doc..86pr the reasons stated below, the Court
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denies the Refinery’s motion for partial summgngudgment, grant€lG’s cross motion for
summary judgment, grants in part and denigzairt EIG’s motion for pdial summary judgment,
and grants EIG’s motion to exclude theert testimony and report of Rosenblatt.

l. Factual and Procedural Background
A. EIG’s Publications and Copyright Registrations

EIG sells subscriptions to margublications, two of which includ®il Daily and
Petroleum Intelligence WeekhEIG sells at least three types of subscriptions to its publications:
(1) a single subscription; (2) multiple subscriptions; and (3) a Global Enterprise License, which
includes up to 15 publicathns and six databases. In additio its subscriptions, EIG allows
readers to access individual articlesssues on a pay-peiew basis.

Within EIG, account managers are reqdite make periodic calls on their assigned
accounts to, among other things, look for opportuntbdacrease the numbef subscriptions an
individual or company mighhold. Account managers are assigned to both large and small
accounts. One of EIG’s accoumianagers who specializes inaimaccounts is Derrick Dent.
Dent managed the Refinery’s acmt with EIG beginning in 2009.

Since 2006, Deborah Brown—an account services manager at EIG—has filed EIG’s
copyright applications with the U.S. Copyrigbffice. During that time, EIG register&l Daily
using Form G/DN. From 2006 to 2008, Brown clegtkhe “Compilation’box in the “Author’s
Contribution” section of Form G/DN, as well #se “text” and “editing” boxes in the group
applications. In 2008, she stopped checking‘@@mpilation” box but continued checking the
“text” and “editing” boxes. Frm 2004 to 2016, EIG registerBetroleum Intelligence Weekhs

a collective work usg Form SE/Group.



B. EIG’s Copyright Enforcement

EIG began enforcing its copyrights and pungypotential copyright infringement litigation
around 2005. At that time, EIG’s presidentnTdVallin, proposed copyright enforcement as a
potential revenue stream, comprised of bogjalesettlement and improved subscription revenues
due to better compliance by subscribers. In 2B03,ramped up its copyright enforcement tactics
by issuing copyright notices on psiblications, implementing new procedures for monitoring and
enforcing its copyrights, and ruimg “password abuse” reports dgsed to “pick out users with
the most suspicious behavior.” When EIG uncovered information indicating infringement by its
large clients, EIG believed that it should pwstemedies for that infringement, including
litigation. This aggressive approach was sufgebby EIG’s board of dectors and ownership.

In 2010, EIG hired John Hitchcock as mgimg director. On February 23, 2010, he
emailed his team a memorandum “which represg{ed] a ratcheting-up of [EIG’s] efforts to
thwart copyright abuse.” In the memoranguEIG rolled out its bonus plan, calling upon the
“sales force and customer service representativasttas another line of defense in identifying
incidents of unauthorized use among [its] oosrs.” The plan required all documented
information of suspicious activity or dire@vidence of unauthorized usage to be reported
immediately to Hitchcock. Under these policies, if management determines that there are
ambiguous circumstances as to whether unauthoceging occurred, the account representative
is instructed to contact the customer and askntiio confirm the scope of their usage of EIG’s
publications.

If an EIG salesperson reports suspicious behavior to management and EIG initiates a
lawsuit based on such reporting, then EIG pags shlesperson $5,000. tife lawsuit leads to a

settlement or court-ordered award, EIG then pays the salesperson an additional $5,000. Since
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2005, EIG has vigilantly protected itopyrights and aggressivelyferted them after discovering
overt evidence of infringement.
C. The Refinery’s Subscription toQil Daily and Petroleum I ntelligence Weekly

The Refinery purchased a subscriptionCib Daily beginning in 1992 and renewed it
annually until it allowed the subscription to expire on or around May 15, 2015. The Refinery
receivedOil Daily by print delivery until 1999 when it elect¢o receive it electronically. EIG
directed its subscription renewals to Galen Menard, who was the Refinery’s Vice-President of
Supply & Trading. Refinery employee LeAnn Fliocger, who was Menard’s assistant, received
the publication through an email sent by EIG it publication attached:lickinger forwarded
the email with the attached publication torMed and other Refinery employees daily.

The Refinery first subscribed ®etroleum Intelligence Weekig 1982 and renewed it
annually until it allowed the subscription to expire on or around June 13, 2016. The Refinery
received the publication by print delivery urdgpproximately 2002 when EIG moved from print
delivery to electronic delivery.From 2005 to 2011, EIG directei$ renewal subscriptions to
Refinery employee Kathy Swanson. Swanson seagean assistant to James Loving, who was
the Refinery’s president.Swanson downloaded issues Rétroleum Intelligence Weekbnd
distributed it to multiple Refinery employeggluding Loving. When Swanson retired in June
2012, her responsibilities regard the publication were assed by Deborah Ratzloff.

Both Oil Daily and Petroleum Intelligence Weekigontained copyright notices and
warnings. In addition, EIG incledl a copyright notice and wangj on the weekly emails it sent
notifying the Refinery thad new issue was available.

D. Communications between the Refinery and EIG

On September 25, 2007, Menard sent an email to Loving, which stated:
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The Oil Daily is produced by the same company as Energy [sic] Intelligence
Weekly. Please note the copyrightonouncement below for the Energy
Intelligence Group.

We will need to discontinue the e-mailingtbe Oil Daily until a decision is made

as to our subscription andetltost of retaining servid® the list that currently

receives the pdication.

Five months later, on February 26, 2008, lihiger emailed 11 Refinery employees, including
Menard and Loving, stating: “I will no longer Erwarding the Energy Oil Daily report out every
morning due to Energy Oil Daily’sopyright policy.” That same gain response to an inquiry
from a Refinery employee abo@il Daily’s ongoing availability, Memna told the employee that
he was going to attempt to negotiate with ElGareling a group discount and that he would make
sure copies were available ilthe situation was resolved.

The following day, on February 27, Menard dehEIG Customer Service indicating that
he would like to discuss the costs associateld adding up to 10 users within the Refinery@ar
Daily. EIG responded with a pricing schedule ihaicated that five users would cost $7,863.00
annually and that 10 users would cost $14,708 annually. Menard then notified the Refinery
employees of the quoted prices and stated that he was reltctarcrease the Refinery’s
subscription because the prices were “highwahybery.” Menard further stated that he would
continue to negotiate with EIG for better ratesthat EIG did not seem interested in lowering its
prices.

Menard followed up with EIG on April 2, aratjain on April 3, requesting pricing for two
or three additional users. On April 17, the Refy received a renewabtice from EIG for its
subscription tdil Daily. The Refinery renewed that subscription on May 12.

Almost four years later, on the mang of March 27, 2012, Flickinger forwardéxl Daily

to Menard and three other Refinery employeésiter that day, shepske with EIG account
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manager Derrick Dent abouitiiRefinery’s subscription il Daily. After their conversation, she
sent Dent the following email:

As per our phone conversati, the Energy [sic] Oil Dailys forwarded to Galen
Menard by me and if he is out it is forwiad to one of the oth@xecutives. | get

the email since Galen is out of the office on occasions and then someone else in the
Executive office can see the information.

Pursuant to EIG’s copyright infrgement policy, Dent reported this information to Hitchcock.
Two days later, on March 29, the Refinery renewe@ik®aily subscription. The next day, Dent
sent the following email:

Thank you for your recent renewal to Oiliya You are one of your [sic] valued
subscribers and we appreciate your busin€Bsis is just a gentle reminder to
inform you that our publications are licedder use by the named authorized user
as provided in the license (subscription)eggment for their sole use and are priced
accordingly. All single user subscriptiosigsch as yours are intended solely for the
designated named recipient and not anyose @& any entire ganization or group
within it. A single user subscription maot be shared by electronic means among
multiple readers by forwarding or posting oniatmanet, or by sharing of a log-in
name and password. If access is regfulsy other beyond the current subscription
agreement, a multiple named user subscription could be purchased.

No further action was taken by Dent or EIG. The Refinery did not stop forwa@dlifigily or
Petroleum Intelligence Weelkdyter receiving this email until June 2015.

Three years later, on about March 27, 2015, Dent contattdenard for a routine sales
call. During that call, Menard inforedl Dent that Flickinger distribute@lil Daily to himself and
Loving. Dent contacted Menard after the two had spoken stating:

| would like to make clear that the termsour subscription agreement with [the

Refinery] for the Oil Daily publicatio do not permit the kind of usage you

described during our phone call. Eledimforwarding of the publication creates

copies that violate the terms of th@bscription agreement and our copyrights in

the publication.

Nonetheless, Dent offered to discuss a liceahs¢ would “be in keeping with the usage [the

Refinery] is making of Oil Daily.”



Menard responded on March 31, apologizingtfee misunderstanding and requesting a
guote for additional users. Dent did not respondénard’s email. After conferring with counsel,
EIG began to treat the Refinery’s uséliff Daily as a copyright infringement matter. On or about
November 10, 2015, EIG pitched its “Global Eptése License” to the Refinery.

E. EIG Files Suit against the Refinery

EIG filed this lawsuit against the Refiyeon January 18, 2016, and filed an Amended
Complaint on August 16. EIG claims that thefiRery engaged in copight infringement by
allegedly copyingOil Daily andPetroleum Intelligence Weekand distributing copies of these
publications to multiple Refinery employees in violation of the subscription agreements. The
Refinery disputes these allegatoand contends that EIG’s ctes are limited or barred by the
following affirmative defenses: (1) the three ystatute of limitations set forth in 17 U.S.C. §
507(b); (2) EIG’s failure to mitigate damages; i3 doctrine of copyright misuse; (4) the doctrine
of implied license; (5) EIG has an adequate rensdgw; (6) EIG’s claims fail to state a claim
upon which relief may be granted; and (7) El@laims for statutory daages violate the due
process requirements ofetlrourteenth Amendment and/or Fifth Amendment.

On July 17, 2017, the Refinery filed a motion ffieferral to the Register of Copyrights and
a concurrent stay on the grountteat EIG knowingly included arccurate information in its
copyright applications foDil Daily that, if known at the time of registration, would have caused
the Register of Copyrights tofuse registration. The Court mied the Refinery’s motion in a
Memorandum and Order dated January 17, 2018onktladed that the Refimgdid not meet its
burden to show that EIG includedhirturate information in its copyhgapplications or that even

if EIG did include inaccurate information, it did rad so with knowledge that it was inaccurate.



The Refinery has now moved for partiahsunary judgment seeking to limit EIG’s claim
based on the statute of limiais and its statutory damagesjuest based on the number of
registrations obtained versus tim@mber of publications the Refiryereceived. In response, EIG
filed a cross motion for summajydgment on the statutory damagesue. In addition, EIG has
filed a motion for partial summary judgment or tRefinery’s affirmative defenses two through
seven listed above and a motion challengirgy ddmissibility of thereport and testimony of
Rosenblatt—the Refinery’s designated expeftl of these motions are ripe for the Court’s
consideration.

Il. Legal Standard

Summary judgment is appropeaf the moving party demonstrates that there is no genuine
issue as to any material fact, and the movant is entitled to judgment as a matter &f fagt.is
“material” when it is essential to the clairmdaissues of fact are “genuine” if the proffered
evidence permits a reasonable jury ézide the issue in either party’s fafoThe movant bears
the initial burden of proof and retishow the lack of evidence an essential element of the claim.
If the movant carries its initial burden, the nonmovant may notlgirapt on its pleading but must
instead “set forth specific facts” that would &@missible in evidence in the event of trial from
which a rational trier of faatould find for the nonmovaritThese facts must be clearly identified

through affidavits, deposition transcripts, or imparated exhibits—conclusory allegations alone

! Fed. R. Civ. P. 56(a).
2Haynes v. Level 3 Commc'ns, LL456 F.3d 1215, 1219 (10th Cir. 2006).

3 Thom v. Bristol-Myers Squibb C&53 F.3d 848, 851 (10th Cir. 2003) (citi@glotex Corp. v. Catretd77
U.S. 317, 322-23, 325 (1986)).

41d. (citing Fed. R. Civ. P. 56(e)).



cannot survive a motion for summary judgmeifhe Court views alevidence and reasonable
inferences in the light most favoralitethe party opposing summary judgment.

Though the parties in this case filed cross-motions for summary judgment, the legal
standard remains the safmeEach party retains the burdenesftablishing the lack of a genuine
issue of material fact and entitlement to judgment as a matter &f IBach motion will be
considered separatelyTo the extent the cross-motiomgerlap, however, the court may address
the legal arguments togethér.

lll.  Analysis

A. The Refinery’s Motion for Partial Summary Judgment (Doc. 52) and EIG’s Cross
Motion for Summary Judgment (Doc. 67)

The Refinery seeks partial summary judgn@mtwo grounds. First, the Refinery seeks
summary judgment on EIG’s copght infringement claims acurring before January 18, 2013,
arguing that these claims are barred by the staitifimitations. Second, the Refinery seeks
summary judgment on EIG’s claim thitt is liable for copyrightinfringement it is entitled to
statutory damages for each individual publicatiofringed from 2004 t@?016. EIG has filed a

cross motion for summary judgment oe gtatutory damages issue.

5 Mitchell v. City of Moore218 F.3d 1190, 1197 (10th Cir. 2000) (citihdler v. Wal-Mart Stores, Incl44
F.3d 664, 671 (10th Cir. 1998)).

6 LifeWise Master Funding v. Telebai®?4 F.3d 917, 927 (10th Cir. 2004).
7 City of Shawnee v. Argonaut Ins..C846 F. Supp. 2d 1163, 1172 (D. Kan. 2008) (citation omitted).

8 United Wats, Inc. v. Cincinnati Ins. C&71 F. Supp. 1375, 1382 (D. Kan. 1997) (citigughton v.
Foremost Fin. Servs. Corpr24 F.2d 112, 114 (10th Cir. 1983)).

9 Atl. Richfield Co. v. Farm Credit Bank of Wichi226 F.3d 1138, 1148 (10th Cir. 2000).

0 Berges v. Standard Ins. C@04 F. Supp. 2d 1149, 1155 (D. Kan. 2010).



1. Statute of Limitations

A claim for copyright inflngement must be brought “within three years after the claim
accrued.*® The Tenth Circuit has lonapplied the discovery rule afccrual inthe copyright
context, meaning that the claim accrues whenctipyright owner haskhowledge of a violation
or is chargeable with such knowleddé. The Supreme Court, however, recently discussed the
limitations period inPetrella v. Metro-Goldwyn-Mayer, Incin an opinion holding that the
equitable defense of laches does not apply tansl&r copyright infringement brought within the
statute of limitations® In discussing the applicableasite of limitations, the Supreme Court
applied the incident of injury rule, meaning tkia claim accrues when the infringement océtirs.
The Supreme Court acknowledged that a majoritiroliits use the discowerule and noted that
the Court has “not passed on the question,” but proceeded to analyze the case under the incident
of injury rule!®

SincePetrella district courts have wrestled with itaplication on the use of the discovery
rule in copyright infringement cases. Maofythe district courts who have examirieetrellahave

concluded that the Supreme Codidl not intend to abrogate the discovery rule in that tase.

1117 U.S.C. § 507(b).

2 Diversey v. Schmidley38 F.3d 1196, 1200 (10th Cir. 2013) (quotimley v. New World Pictures, Ltd
19 F.3d 479, 481 (9th Cir. 1994)).

13 petrella v. Metro-Goldwyn-Mayer, Incl34 S. Ct. 1962, 1969 (2014).

¥d.

51d. n.4.

6 See, e.g., Design Basics, LLC v. Windsor Homes,28&7 WL 1836893, at *2-3 (N.D. Ind. 201Bynergy

Intelligence Group, Inc. v. Scotia Capital (USA).Ii017 WL 432805, at *1-2 (S.D.N.Y. 2010poley v. Penguin
Grp. (USA), Ing 31 F. Supp. 3d 599, 611 n.76 (S.D.N.Y. 2014).
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Furthermore, in a subsequent c&8A Hygiene Prods. Aktiebolag v. First Quality Baby Préds
the Supreme Court made the following statement regaRbhglla
While some claims are subject to aativery rule under vith the limitations
period begins when the plaintiff discovess should have discovered the injury
giving rise to the claim, that is not a unisal feature of statutes of limitations. . . .

And in Petrella, we specifically noted that wieave not passed on the question
whether the Copyright Act's statuteliofitations is governed by such a rdfe.

This statement appears to confirm that Sigpreme Court has not tdemined whether the
discovery rule or the incident of injury rule applies when calculating the statute of limitations in a
copyright infringement case. Neitheaurty in this case has addresBedrellaor its applicability.
Because this Court is bound to apply Tenth Circwi lawill apply the discovery rule in this case.

A copyright infringement claim accrues @rhthe copyright owner has actual knowledge
or constructive knowledge of the infringeméhtlt is easy to determine the limitations period
when a copyright owner has actual knowledgeccral begins with the acquisition of that
knowledge and is determined based on the passage ofinRut, in the absence of actual
knowledge, the question becomes “when a reasopaltient person in the plaintiff’'s shoes would
have discovered (that is, would have acqlima awareness of) the putative infringemeéhtThe

defendant bears the burden of profhis “fact-intensive inquiry 22

17137 S. Ct. 954 (20175CA Hygiengoresented a similar question Betrella—whether the equitable
defense of laches brought within a statute of limitatfarsod is valid, but in the context of the Patent Adt.at 959.

181d. (citations omitted).

19 See Diversey738 F.3d at 1200 (gtag that a claim accrueshen the copyright omer has knowledge of
a violation or is chargeable with such knowledge).

20Warren Freedenfeld Assocs. v. McTigb®1 F.3d 38, 44 (1st Cir. 2008).

21 Beidleman v. Random House, 821 F. Supp. 2d 1130, 1134 (D. Colo. 2008) (quadtiragren Freefield
Assocs.531 F.3d at 44).

2|d.
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EIG filed its Complaint on January 18, 2016.eRefinery argues that EIG cannot recover
damages for any act of infringemehtee years before this daie. January 18, 2013, because
EIG knew or should have known of the Refinergleged infringement at least as early as 2008
and at the latest in 201According to the Refinery, EIG Haonstructive knowledge that it was
forwardingOil Daily in 2008 and it had actual knowledgetttlit was forwarding the publication
in 2012. The Refinery also asserts that Hl&l constructive notice that the Refinery was
forwardingPetroleum Intelligence Weeldy least as early as 2012.

a. EIG’s Knowledge of the Refinery’s Use@il Daily in 2008

The Refinery argues that when EIG receiaedemail from Menard in 2008 asking how
much it would cost to increase his subscription by E#G, acting as a reasonably diligent plaintiff
under the circumstances, should have investigated the Refinery’s QdeDafily. The Refinery
seeks to hold EIG to a higher standard of caaa th reasonably prudepérson. The Refinery
contends that EIG has specialized knowledge about what constitutes copyright infringement due
to its enforcement efforts that it established @2 and that it must exercise “a quantum of care
which is commensurate with the circumstancedhus, the Refinery argues that EIG, as a
company with specialized knowledge of copyrighiringement, failedto act reasonably and
diligently when it did not investigate Menard’'squeest to increase the Refinery’s subscription.
The Court disagrees.

First, the Court declines to impose a morengint standard other th#mat of a reasonably
prudent person. The Refinery has cited no casenahe copyright context indicating that EIG
should be held to have “special knowledgdioat copyright infringement because of its

enforcement policies. The cases the Refindiggen involve negligence during a skiing accident
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and an illness contracted while manufacturing airplane instruments, not copyright infring&ment.
If the Court were to apply this standard ibwid contravene well-estikéhed law regarding the
discovery rule.

With regard to EIG’s knoledge in 2008, a reasonable faicidler could conclude that
Menard’s email in 2008 was not sufficient to triggeduty to investigate further. A customer’s
inquiry into increasing the number of subscriptiaglo®s not in and of itself provide a basis for
constructive knowledge of infringemefit.While Menard’s requeshay have been motivated by
his knowledge that the Refinery was forwardi@g Daily beyond what was allowed in the
subscription agreement, this knledge is not imputed to EIGmsply from an email exchange
asking to increase subscriptiorisurthermore, even if Menard’s email triggered an investigation
by EIG, itis not likely thaEIG would have discovered thiie Refinery was forwardinQil Daily
to employees beyond Menard. EIG had no accefiset®Refinery’s email system or computer
network. The only way EIG could ya learned of the infringemewbuld be if the Refinery told
it that it was copying and distributin@il Daily to multiple employees. Thus, based on the
evidence before the Court, a reasonable fadef could conclude #t a reasonably prudent

person in EIG’s shoes would not have diggred the Refinery’s infringement in 2008.

23LaVine v. Clear Creek Skiing Corp57 F.2d 730, 734 (10th Cir. 1973phnston v. United States68 F.
Supp. 351, 354 (D. Kan. 1983).

24 Cf. Energy Intelligence Grp., Ing. Jefferies, LLC101 F. Supp. 3d 332, 342 (S.D.N.Y. 2015) (holding
that allegations of a customer’'s comments regardireg company’s need for additional subscriptions and the
company’s subsequent reduction of the number of licenses was not sufficient to sudtam &or copyright
infringement).
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b. EIG’s Knowledge of the Refinery’s Use ©fl Daily in 2012

In the alternative, the Refinery contenttleit EIG had actual oat least constructive
knowledge of the Refinery’s alleged infringembén March 2012 when Flickinger emailed Dent
telling him that she receive®il Daily through her email accounthat she forwarded the
publication to Menard daily, and on occasion, whanard was gone, she forwarded it to another
Refinery executive. The Refinery claims that themeseveral critical facthat weigh in favor of
granting summary judgment, including (1) Deméporting of Flickinges March 27, 2012, email
to EIG’s in-house counsel und&G’s copyright enforcement poy; (2) Dent's email to
Flickinger reiterating the terms of the Refinsrgubscription and waimg her that electronic
forwarding of the publication violates the sulygtion agreement; and (3) Dent’s testimony that
EIG was placed on a potential litigation hold list in 2012.

EIG argues in response that there is a genggwe of materialaict regarding whether it
had actual or constructive knowledge in 2012.rdsponse to Flickinger'smail regarding her
forwarding practices oDil Daily, EIG offers evidence of it®hg-standing policy that access by
assistants for the purpose of semda publication to a supervisomst an unauthorized use. EIG
argues that practically spking, it is not concerdewith the number ofeaders of a single copy of
a given subscription, but the number of copies madidalso cites its policy that a printed copy of
a publication may be placed in a library and deachultiple individuals. Accordingly, EIG claims
Flickinger's practice of forwardingOil Daily to Menard did not wlate the subscription
agreements. EIG also claims tHatckinger's practice of forwardingil Daily to another
executive when Menard is absent conforms with the Refinery’s subscription because on those
days, only one subscribed copy would have hesad by the Refinery—the copy that went to

Menard simply went to another executive.
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EIG also offers the declaration of ThamWallin, EIG’s Executive Vice President and
Editor-In-Chief. Wallin explained that und&iG’s policy, customer service employees are
instructed to report any suspicious circumstaregarding a customer’s unauthorized use of a
publication. If the circumstancewdicate unauthorized copying, the sales director will report them
to senior management who will decide what steps to be taken. If the circumstances are ambiguous,
the account representative is required to contact the customer and ask them to confirm their scope
of usage. If the customer confirms that they using EIG’s publication ian authorized manner,
and there is no further evidendben EIG concludes its invigation. Here, because Dent’'s
inquiry to Flickinger showed nothing motiean the fact that she normally emailed Daily to
Menard, this concluded EIG’s instigation of the matter.

EIG also points out thatthough Dent testified that the Refinery was placed on a potential
litigation list, Dent also testified that he wast aware whether the Refinery was placed on that
listin 2012 or in 2015. Furthermore, Hitchcock statelis declaration thato Potential Litigation
Hold Notice involving the Refiery existed before 2015.

Based on this evidence, the Court cannot lcmiecas a matter of law that EIG had actual
or constructive notice of the Refinery'sleged infringement in 2012. “Generally, the
reasonableness of [the] plaintiffs’ actions, in@hgdthe reasonablenessinfjuiring or failing to
inquire, is a fact qustion for the jury.2® Flickinger’'s email stated that she forward@itiDaily to
Menard daily and when he was absent she forvdatde another Refinery executive. EIG claims

that based on its policies this conduct was nioiniging and thus it had no reason to know of the

25 Energy Intelligence Grp., Inc. v. Kayne Anderson Capital Advisors20P6 WL 1203763, at *7 (S.D.
Tex. 2016) (quotindgpodson v. Hillcrest Sec. Coxdl996 WL 459770, *8 (5th Cir. 1996)).
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Refinery’s alleged infringemenBut, when Dent emailed Flickingéwvo days later, he informed
her that the publication is onlycknsed for use by “the designateined recipient and not anyone
else or any entire organization” and that thbssuption could not be ahed electronically by
forwarding. Thus, there is a genuine issue of natiact as to whether EIG knew or had reason
to know that infringement was occurring in Mh 2012. The Court denies summary judgment on
this issue as to the Refin&yalleged infringement dDil Daily.

C. EIG’s Knowledge regarding the Refinery’s UsePetroleum Intelligence
Weekly

Finally, the Refinery argues that EIG hashstructive knowledge of the Refinery’s alleged
infringement ofPetroleum Intelligence Weekhased on Flickinger's March 27, 2012, email to
Dent. But, Flickinger’'s email is silent regardiRgtroleum Intelligence Weeklgnd throughout
its relationship with EIG, different Refinery @ioyees accessed the publications. Moreover, as
discussed above, the Court could not concladea matter of law that EIG had actual or
constructive knowledge @il Daily based on Flickinger's email, atlous this lack of evidence
cannot be used to impute knowledge on EIG regardetgleum Intelligence WeeklBased on
the summary judgment evidence, there is genwsigel of material fact as to whether EIG knew
or had reason to know that the Refinery was infrindgtegoleum Intelligence Weekly 2012.

2. StatutoryDamages

EIG seeks an award of st&dry damages for the Refinéyalleged infringement oDil
Daily andPetroleum Intelligence Weekl¥£1G contends that each issu&idfDaily andPetroleum
Intelligence Weeklys eligible for its own statutory dames award, while the Refinery contends
that EIG’s statutory damages should be limitedh® number of copyrightegistrations. Both

parties seek summarmyggment on the issue.
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Under the Copyright Act, a copyright ownenay select statutgrdamages for “all
infringements involved in the action, with respect to amg work’?® “All the parts of a
compilation or derivative wi constitute one work?” The Copyright Act defines a “compilation”
as “a work formed by the collection and assentplof preexisting materials or of data that are
selected, coordinated, or arranged in such a watythie resulting work as a whole constitutes an
original work of authorship?®

The U.S. Courts of Appeals are split in determining what constitutes a “compilation” or
“one work” for purposes of statutory damagéhe Second and Fourth Circuits follow a strict
“registration determinative” test which mastictly follows the laguage of the statufé. Under
this test, only one statutory damages award is available per compifatibhe First, Ninth,
Eleventh, and D.C. Circuits employ a “separatenemic value test,” whichllows a plaintiff to
receive multiple statutory damages awards if pathe compilation copied “has an independent
economic value and is, in itself, viabf&."The Tenth Circuit has natdressed this issue.

The Refinery contends that EIG’s damadesudd be limited under either test. Relying on

the registration-determinative test, the Refjnargues that EIG’s use of monthly group

2617 U.S.C. § 504(c)(1) (emphasis added).
27d.
2817 U.S.C. §101.

29 Bryant v. Media Right Prods., In6603 F.3d 135, 142 (2nd Cir. 2018)pom, Inc. v. Imageline, In323
F.3d 279, 285 (4th Cir. 2003 progated on other ground®ed Elsevier, Inc. v. Muchnjd&9 U.S. 154 (2010).

30 Bryant 603 F.3d at 1405oom 323 F.3d at 285 n.8.

31 Columbia Pictures Television v. Krypton Brogtd6 F.3d 284, 295 (9th Cir. 1992v'd on other grounds,
Feltner v. Columbia Pictures Televisiod23 U.S. 340 (1998 Gamma Audio & Video, Inc. v. Ean-Chell F.3d
1106, 1117 (1st Cir. 1993MCA Television Ltd. v. FeltneB9 F.3d 766, 769 (11th Cir. 1998)alt Disney Co. v.
Powell 897 F.2d 565, 569 (D.C. Cir. 1990).
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registration procedures estabksl by the Copyright Office foOil Daily and Petroleum
Intelligence Weeklyrenders the collection of each mioist issues of each publication a
“compilation” that is only eligible for one statutory damages award. And relying on the
independent economic value test, the Refirmntends that individual issues @fl Daily and
Petroleum Intelligence Weekiave no “independent economiduel apart from the subscriptions
EIG sells for those publications. Meer test, however, supportetRefinery’s argument in this
case.

EIG registers its daily issues @fil Daily and weekly issues dfetroleum Intelligence
Weeklyusing the group registration procedures establighedhe Copyright Office. Group
registration allows a copyright claimant to registnultiple works, such as daily newspapers or
weekly periodicals, using a single applicatiord aingle filing fee. EB’s group registration of
Oil Daily is pursuant to 37 C.F.R. 8§ 203@©), which requiresn part, that “[tlhe works must be
essentially all new collective works or all new isstieg have not been published before” and that
all of the issues “bear issue dates withimalsi calendar month under ts@me continuing title3?
Since at least 2004, EIG has registef@itl Daily as “daily newsletters” by filing monthly
applications using Form G/DN, eaohwhich includes all issues @il Daily published during

that month. Each issue @il Daily is a collective work consisting of articles creatétiselected,

%37 C.F.R. § 202.3(b)(9)(i) and (v).

33 A “collective work” is “a work, such as a periodidgssue, anthology, or encyclopedia, in which a number
of contributions, constituting separate and independent works in themselves, are assembled into a collective whole.”
17 U.S.C. § 101.

34 Based on the Courts’ Memorandum and Order denying Motion Referral to the Register of Copyrights and

Concurrent Stay (Doc. 116), the Court recognizes that Gl Biso contains articles licenses from Reuters. This does
not change Oil Daily’s status as a collective work.
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and arranged by EIG. Until 2008, EIG marked“dwmpilation” box when asked to describe the
author’s contribution in the work=vered by the application.

EIG’s group registration oPetroleum Intelligence Weekig pursuant to 37 C.F.R.

§ 202.3(b)(6), which allows for a single regisivatifor a group of serials, a type of collective
work, published at intervals afweek or longer. Sincelaeast 2004, EIG has registefeetroleum
Intelligence Weeklpy filing monthly applications usgnForm SE/Group, each of which includes
all issues ofPetroleum Intelligence Weekjyublished that month. Each issue Rdtroleum
Intelligence Weeklys a collective work consisting of septe and independeatticles created,
selected, and arranged by EIG.

The Refinery’s arguments fail becausetitonfuse group registration with compilation
formation. Under the Refinery’s theories, eadection of issues is eompilation simply because
EIG placed them together for group registratiddut this is not the case. “Authorship of work
involves creation, notmere accumulatior?® A compilation is the product of arranging pre-
existing materials or data to create an original wérkvhile each individual issue @il Daily or
Petroleum Intelligence Weekiyay be a compilation, EIG’s groupgistrations are not. EIG only
bundled Oil Daily and Petroleum Intelligence Weeklynto monthly collections for group
registration purposes. There is no evidence thatdeld these monthly collections to customers
as one work. Furthermore, the U.S. Copyrigfitd® has made clear that “[c]opyright owners who
use a group registration option may be entitledaorch separate award of statutory damages for

each work—or each issue in the case of serialgspa@pers, or newsletters—that is covered by the

35 Energy Intelligence Group, Inc. v. Kayne Anderson Capital Advisors2@P7 WL 363004, at *3 (S.D.
Tex. 2017).

3% d.
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registration, because group registration cowash work or each issue that is submitted for
registration (rather thathe group as a whole§” Accordingly, each issue @il Daily and
Petroleum Intelligence Weeliyentitled to a separate statytdamages award if EIG prevails on
its copyright infringement claim. The Courtries the Refinery’s motion for partial summary
judgment on this issue and grants EIG’s crosandor partial summary judgment on this issue.

3. Conclusion

The Court denies the Refinery’s Motion artial Summary Judgment (Doc. 52). There
are genuine issues of material fact reqaydEIG’s knowledge of the Refinery’s alleged
infringement. Therefore, the Court cannot cadel as a matter of law that EIG’s damages must
be limited to the three-year period before EIGdilss Complaint. In addition, the Court denies
the Refinery’s request to limit BEl's statutory damages based on the number of registrations rather
than the number of publications. The groupgis&ation procedures utilized by EIG did not
transform the monthly collections @il Daily and Petroleum Intelligence Weekipat EIG
provided with its applicationsnto compilations. If the Raiiery is liable for copyright
infringement, EIG is entitled to a septe award for each individual issue ©fl Daily and
Petroleum Intelligence WeeklyAccordingly, the Court grants EIG’s Cross Motion for Partial
Summary Judgnre (Doc. 67).
B. EIG’s Motion for Partial Summary Judgment (Doc. 100).

The Refinery has asserted the followiaffirmative defenses: (1) failure to mitigate
damages; (2) the divme of copyright misusd3) the doctrine of implié license; (4) EIG has an

adequate remedy at law; (5) EIG’s claims faiktate a claim upon whichlref may be granted;

37U.S. Copyright OfficeCompendium of U.S. Copyright Office Practic®4104.5 (3d ed. rev. 2017).
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and (6) EIG’s claims for statutpdamages violate the due procesguirements of the Fourteenth
Amendment and/or Fifth Amendment. EIG magved for partial summary judgment on each of
these defenses arguing that they are not supporte@ fgctual record or that they fail as a matter
of law.

1. Failure to Mitigate Damages

The Refinery asserts the affirmative defenstaitdre to mitigate damages. EIG contends
that this affirmative defense must be dismissed as a matter of law because EIG has elected to
pursue statutory damages. The Court agrees.

Section 504(c) of the Copyright Act allows@pgright owner to ele@n award of statutory
damages in lieu of actual damages and préfite the Tenth Circuit, a failure to mitigate defense
does not apply to an awhof statutory damage$. Although neitler the Tenth Gcuit nor this
District has applied this rule in the copyrigiintext, the District of Colorado has concluded
multiple times that the election of a statutory dgesaby a plaintiff in aopyright infringement
suit invalidates the affirmative defense of failure to mitigéte.

The Refinery claims that mitigation ofrdages is an element that must be considered
because it bears directly on the amount ofustay damages a jury might award within the

statutory range. According toelRefinery, one of théactors that the Court must look at when

317 U.S.C. § 504(c).
39 Moothart v. Bell 21 F.3d 1499, 1506-07 (10th Cir. 1994).

40 See, e.g., Purzalideo GmbH v. Smoak1 F. Supp. 3d 1020031 (D. Colo. 2014)“Because Plaintiff
has elected statutory damages in this case, Defendaydk&nfailure-to-mitigate defense should be stricken.”);
Malibu Media, LLC, v. Ryder2013 WL 4757266, at *3 (D. Colo. 201talibu Media, LLC v. Batz2013 WL
2120412, at *3 (D. Colo. 2013).
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determining the amount of statutory damagethés“conduct and attide of the partied* and
thus, EIG’s conduct and attitude toward thefifery throughout the paés’ relationship are
relevant in determining a “just”autory damages calculation.

The Refinery’s argument is not persuasividhe Refinery relies on an outdated, out-of-
Circuit case to support itheory that the plaintiff's conduct iglevant in determining a statutory
damages awartf. In this District, a plaintiff's actionhave no effect on the determination of a
statutory damage award. When calculating stafudamages, the jury weighs (1) the expenses
and profits the defendant gained by infringem&itthe plaintiff's lostrevenue; and (3) whether
the infringement was willfut® Thus, a plaintiff's failure to mitigate damages is not relevant to a
statutory damages award calculation. The €grants EIG’s motion for summary judgment on
this affirmative defense.

2. CopyrightMisuse

41 Nat'l Football League v. PrimeTime 24 Joint Ventut81 F. Supp. 2d 458, 473-74 (S.D.N.Y. 2001)
(citations omitted).

42 The Refinery relies primarily oNational Football Leaguén arguing that a aot must consider the
conduct and attitude of both parties in calculating statutanadas. In that case, thesBict Court for the Southern
District of New York quoted the following passage frBatry on Copyright

In awarding statutory damages, the courts may consider, among other factors, the expenses saved
and the profits earned by the defertg#me revenues lost by the plaif) the deterrent effect on the
defendant and third parties, the defendant's cooperation in providing evidence concerning the value
of the infringing material, anthe conduct and attitude of the parties

Id. at 473-74 (citation omitted) (emphasis added). The current version of the treatise, howevenphad fine
conduct and attitude of the parties” as one of the factors for a court to consider when dejdimi@mount of a
statutory damages award. 6 William F. PaBgiry on Copyright§ 22:174. Instead it focuses on the defendant’s
conduct rather than ¢hplaintiff's conduct.Id.

43 Beginner Music v. Tallgrass Broad., LL2009 WL 2475186, at *3 (D. Kan. 200®jg Tree Enters., Ltd.
v. Mabrey 1994 WL 191996, at *7 (D. Kan. 1994) (citidgsperilla Music Co., M.C.A., Inc. v. Wing’s Lounge Ass’n
837 F. Supp. 159, 161 (S.D. W. Va. 1993)).
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Copyright misuse forbids the use of a copytitfo secure an exasive right or limited
monopoly not granted by the copyright officedais contrary to public policy to grarft*” The
defense is an absolute bar to a plaintiff's reco¥&rjo prevail on this defense, the Refinery must
prove either: (1) that EIG violated antitrusivig or (2) that EIG illeglly extended its monopoly
beyond the scope of the copyrigitviolated the public polieis underlying copyright law$. EIG
contends that it is entitled to summary judgmestause the Refinery has not met its burden of
proof under either of these tests.

In response, the Refinery argues that EBBNot prevail as a matter of law because a
reasonable jury could find that EIG has useddltsisive litigation tactics to extend its monopoly
to minimally-protected compositeorks beyond that granted byetopyright Office.” According
to the Refinery, courts havednd copyright misuse in cases where a copyright owner uses an
infringement suit to protect pperty not protected bgopyright law in the hopes of forcing a
settlement or achieng an outright victory! Courts have labeled thigpe of conduct an “abuse
of process* The Refinery argues that EIG has agephin abuse of press through its actions
of filing multiple copyright infringement lawsuitgyainst its clients, paying its employees bonuses

for finding and reporting potential copyright infrirgent claims, engaging in efforts to “entrap”

44 Malibu Media, LLC v. Cuddy2015 WL 1280783, at *8 (D. Colo. 2015) (citations omitted).
45 Lasercomb Am., Inc. v. Reynal@41 F.2d 970, 979 (4th Cir. 1990).
461n re Indep. Serv. Orgs. Antitrust Litj85 F. Supp. 2d 1130, 1175-76 (D. Kan. 2000) (citations omitted).

47 See AF Holdings, LLC v. Oliva2013 WL 4456643, at *3 (D. Conn. 2013) (quotikgsessment of Techs.
of WI, LLC v. WIREdata, Inc350 F.3d 640, 647 (7th Cir. 2003)).

81d..
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its largest clients into admitting that they argaging in copyright infringement, and by pushing
the Refinery into purchasing a costly Globatdtprise License to avoid this lawsuit.

The Court is not persuaded by the Refinery’s arguments. Thethadesfinery relies on
are distinguishable from this case because therigiyowner in those casettempted to assert
rights beyond those granted in their copyright registréfiofior example, iDesign Basics, LLC
v. Petros Homes, LLE the district court derid summary judgment onglilefendant’s copyright
misuse defense because the defendant allegedhthalaintiff’'s design plans contained many
standard elements not protected by the pffisn copyrights and beasse of other evidence
showing that the defendant engaged in a business “model” to incentivize employees to find alleged
infringers, sue those infringers, daforce settlements on those claiths. Similarly, in Home
Design Services v. Park Square Enterprises,¥nhe defendant claimed that the plaintiff's work
was largely generic in nature atiis not protectable by copyrighit.In analyzing the copyright
misuse defense, the district court stated ithabuld determine whethehe plaintiff engaged in
copyright misuse after it determined wiet the plaintiff's works were genefit.

In this case, there is no evidence t@#tDaily or Petroleum Intelligence Weekéye not

protected by valid copyright regjrations. Indeed, the Court foreclosed any argument to the

49 Compare AF Holdings, LLC v. Oliva3014 WL 4782816, at *1 (D. Conn. 2014) (denying the defendant’s
counterclaim for copyright muse because the plaintiff's ownershigha copyrighted works was in question).

50240 F. Supp. 3d 712 (N.D. Ohio 2017).
511d. at 720-21.

52 2005 WL 1027370 (M.D. Fla. 2005).
531d. at *11-12.

54 See id (“In the event, [the plaintiff's worksdre found to be largely generic in natute only logical next
stepwould be to determine whether [the plaintiff] has used its limited rights to ‘obtaienygmrotection ... that
copyright law clearidoes not confer.’ ")
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contrary when it denied the Refinery’s motion feferral to the Registaf Copyrights. “[T]he
predicate for a misuse defense is an attempséothe copyright monopoly to control something
the monopoly does not proteéf.”Because EIG is not assertinghts beyond those granted in its
copyright registrations, the Refiryes copyright misuse defenselfaas a matter of law.

Furthermore, the evidence that the Refimeties on does not necessarily show that EIG
engaged in abusive litigation taxs. The parties dpute the number of copyright infringement
suits EIG has filed against its subscribers. Regardless, the fact that EIG has filed multiple suits
does not mean that it engagechimabuse of process. nglar facts were alleged Malibu Media
v. Doe when the defendant offered the existen€emultiple similar copyright infringement
lawsuits in support of a copyright misuse defetiseThe court did not find such evidence
persuasive, noting “[i]t is certainly true thahdt plaintiff] has filed a very large number of
infringement suits in this district and in others. But that is what the holders of intellectual property
rights do when they are faced with mass infringem&ntri addition, courts have concluded that
attempts to negotiate a settlement before fiirgppyright infringemeriawsuit are not evidence
of abuse of process.

Overall, the Court finds that the Refindrgs failed to come forward with any evidence
that EIG misused its copyrights by attemptiiogextend its copyright monopoly to rights its

registrations do not protect. Thases the Refinery relies on upport of this defense all contain

% Malibu Media, LLC v. Dog2014 WL 2581168, at *2 (N.D. Ill. 2014).
%1d.
571d.

58 Purzel Videg 11 F. Supp. 3d at 102Malibu Media, LLC v. Doe,12013 WL 5603275, at *3 (D. Md.
2013);Malibu Media, LLC v. Lee2013 WL 2252650, at *5-6 (D.N.J. 2013).
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evidence that the plaintiff was attempting to éxeghts in works that were not protected by
copyright or owned by that plaintiff. Here etltourt has foreclosed any argument the Refinery
may have regarding the validigf EIG’s copyrights. Therefore, the Court grants summary
judgment for EIG on the Refinerytopyright misuse defense.
3. ImpliedLicense

EIG next seeks summary judgment on the Refisaffirmative defense that EIG’s claims
are barred, in whole or in part, by the doctrinengblied license. The Tenth Circuit has not yet
addressed implied licenses in the context of dgpyrinfringement. Hwever, several Circuit
Courts of Appeal have done so. These courts hala that for a partyo establish an implied
license, a party must show thal)(@ person (the licensee) requébktscreation of a work, (2) the
creator (the licensor) makes that particular wemkl delivers it to thedensee who requested it,
and (3) the licensor intendsatithe licensee-requestapy and distribute [the] work?® Clearly,
these factors are not satisfied in this case because the undisputed facts show that EIG did not create
Oil Daily or Petroleum Intelligence Weekdy the Refinery’s request. Nonetheless, the courts do
not strictly require that all three factors be present for an implied license t&°efisicense may
be implied from the conduct of the partfés.

According to EIG, the undisputed facts derstrate that it did not grant the Refinery an

implied license to copy and forward the publioas. EIG claims the flowing facts support its

59 Kid Stuff Mktg., Inc. v. Creative Consumer Concepts, 223 F. Supp. 3d 1168, 1181 (D. Kan. 2016)
(citing ILA.E., Inc. v. Shavei4 F.3d 768, 776 (7th Cir. 1996)).

60 1d. at 1182 n.8 (stating that the absence of oneethree factors does not preclude the finding of an
implied license).

61 See id at 1181-82 (holding that there was an implied license allowing the defendant to use copyrighted

characters)see als@Jacob Maxwell, Inc. v. Veeckl10 F.3d 749, 752 (11th Cir. 1997) (finding implied license where
copyright owner allowed the defendant to repdsitplhy song despite no explicit agreement).
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argument: (1) the express terofsthe subscription agreemeristween EIG and the Refinery
prohibited copying and distriting EIG’s publication; (2) EB’'s publications and emails
delivering these publications contain express dgpyrwarnings and notices; (3) there is no
evidence of any communications between the Rgfiaed EIG allowing the Refinery to copy the
publications; (4) the Refinery’s own internalnemunications show that the Refinery knew that
EIG did not permit copying and distributing itspgwighted publications; and (5) EIG employees
directly informed the Refinerthat copying and distributing the publications via email forwarding
was not permitted.

The Refinery argues in response that theragenaiine issue of materiélct as to whether
EIG granted the Refinery an implied license. Redinery cites another sa from this District,
Kid Stuff Marketing, Inc. v. @ative Consumer Concepts, Inim which Judge Lungstrum relied
on three factors to determine whethercamisor intended to grant an implied licefiseThese
factors are:

(1) whether the parties were engagedshart-term discrete transaction as opposed

to an ongoing relationship; X2vhether the creator liied written contracts ...

providing that copyrighted maials could only be usedith the creator’s future

involvement or express permission; gB4 whether the creator’'s conduct during

the creation or delivery of éhcopyrighted material indicate¢hat use of the material

without the creator’'@volvement or consent was permissible.
The Refinery asserts that the Court cannottgsammary judgment on its affirmative defense
based on these three factors.

Turning to the first factor—the nature thfe parties’ relationspi—the Court concludes

that this factor favorghe Refinery. The parties weregaged in a long-term relationship,

62223 F. Supp. 3d at 1182.
631d. at 1182 (quoting\sset Mktg. Sys., Inc. v. Gagnéd2 F.3d 748, 756 (9th Cir. 2008)).
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beginning in 1982. When the Refinery receig@tiDaily andPetroleum Intelligence Weekily
print form, it would routinely route the publicatiotts other executives ateéhRefinery to read.
When these publications becamaitable electronically, the Refinery continued to do the same
by distributing them through email.

The second factor—whether thieensor utilized written aatracts containing copyright
limitations—is more complicated. According to the Refinery, the subscription agreements neither
stated the type of subscription the Refinery hedd prevented the Refinefrom forwarding the
publications to other employees. The invoiceS Bént to renew the subscriptions from 2005 to
2007 only contained a general copyright noticargjahat EIG’s written consent was necessary
to use the publication in any way. After 2007, thiessription invoices explicitlgtated that “[t]he
subscription(s) for the publicatias)(identified on the front of thisvoice is for the sole use and/or
access by the individual(s) or tleenployee(s) of the entity éatified under the “Shipped to”
notation on front of this Invoice on(“Authorized User(s)”) and nyanot be shared electronically
or by any means now known throughout threverse or hereafter devised.” Foil Daily, the
Refinery listed Gien Menard and NCR® in the “Shipped to” notation. FoPetroleum
Intelligence Weeklythe Refinery listed either Kathy @wson or Debbie Ratzloff and NCRA in
the “Shipped to” notation. It was not until 2013, that the invoice to renewDih®aily
subscription defined the term “Authorized Useas “the individual(s) expressly named on this
invoice under the “Shipped to” notation,” and stateat an “Authorized User can only be a living
individual and never a corapy, organization or any loér entity.” The firstPetroleum

Intelligence Weeklinvoice containing this language sveent to the Refinery in 2015.

64 The Refinery was formerly known as Natio@aloperative Refinery Association or “NCRA.”
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Viewed in the light most favorable to the Refinery, the subscription agreements are not
clear regarding what type of subscription thdify held and who had the right to access the
publications. Because the invoices seeminglyadb multiple employees under the entity listed
in the “Shipped to” notation to access the publarata reasonable jury calfind that the Refinery
believed that employees other than Menamudataccess the publications-spgecially considering
the past practice of routing the printed publimasi from executive to executive. However, the
contractual language in the 2008l Daily invoice and 201%etroleum Intelligence Weekly
invoice clearly indicates that éhRefinery had a single subs@iblicense and that the named
individual on the invoice was the only Refinemployee who could acces® publication. Thus,
the Refinery could not have an implied licenseetie subscription provided for in these licenses
became effective.

The third factor—whether the licensor’s conduct indicated that the use was permissible—
does not favor finding an implied license. The Refinery claims that EIG’s policies of allowing an
assistant to access and forward the publicati@ndopervisor and allowing a printed copy of the
publication to be placed in a library for anyoneréad support this fast. But, the Refinery
acknowledges that neither of tleefacts were communicated to tRefinery before litigation.
“There must be some conduct or expression from which a license could be irfipliddcause
the Refinery was not aware of these faatigcense can not be implied from them.

Overall, the Court concludes that there isrugge issue of material fact regarding whether
the Refinery had an implied licengeforward the publications togroup of Refinery executives.

The Court recognizes that thedhbrfactors discussed above do rtsider the Refing’s internal

65 Kayne Anderson Capital Advisei2017 WL 363004, at *7.
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communications, which EIG asserts are conclusiidence that the Refinery did not have an
implied license. But, these communications only rela@iltBaily and noPetroleum Intelligence
Weekly Furthermore, these communications dosugport dismissal of this affirmative defense
for the entire period of the alleged infringement as a matter of law.

The Court does, however, limit the Refinery’s use of this affirmative defense based on the
March 29, 2012, email Dent sent tlickinger. In that email, Dertbld her that the Refinery only
had a single user subscription il Daily and that such subscription is “intended solely for the
designated named recipient and anyone else or any entire orgaation or a group within it.”

He further stated that “[a] #jle user subscription cannot sieared by electronic means among
multiple readers by forwarding or posting on an ingtdh This language ebrly explains to the
Refinery what type of subscription it had and t@étDaily could not be forwarded to multiple
Refinery executives. Therefotbe Court concludes that the Refry cannot claim that it had an
implied license after this date.

The Court grants in part and denies imt @ G’s motion for summary judgment on the
Refinery’s implied license affirmative defense. Ruefinery is only allowedo assert this defense
for the alleged infringement @il Daily prior to March 29, 2012. It cannot assert this defense for
any alleged infringing activity occurring after tldate. The Refinery may also only assert this
defense for the alleged infringementR&troleum Intelligence Weeldhgfore June 15, 2015—the
date the 2015 invoe took effect.

4, Adequate Remedy at Law

EIG seeks summary judgment on the Refinery’s affirmative defense that EIG has an

adequate remedy at law. In response, the Rgfiagues that it plead this defense to avoid

waiving it because EIG seeks an injunction as well as damages.
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In this District, an adequate remedylat defense is not an affirmative defef%eBut, a
court will not necessarily strike jiist because it has been mislabéledecause an affirmative
defense might be deemed waived if not timely ¢l€the cautious pleader is fully justified in
setting up as affirmative defenses anything thigiht possibly fall into that category, even though
that approach may lead to pleading matters asraifive defenses thabuld have been set forth
in simple denials® A court in this District will not stkie this type of defense unless the moving
party has shown that it is prejudicled the defendant’s assertion of9t.Other courts have ruled
similarly.”®

Here, EIG has not demonstrated any prejudiéé¢.most it has shown that the Court’s
failure to grant summary judgment on this issuk result in additional briefing by the parties
prior to trial. Therefore, th€ourt does not find it necessary grant summary judgment solely
because EIG plead this denial as an affirmative defense.

EIG also argues that the adequate remethnatiefense fails as a matter of law because it

is not a legal requirement that is applicabla topyright infringemerdction. Section 502 of the

66 FTC v. Affiliate Strategies, Inc2010 WL 11470103, at *7 (D. Kan. 2010). EIG argues that this case is
inapposite because it involves alleged violations ef FTC Act and not the Copyright Act. Yet, the case EIG
repeatedly citedousehold Financial Servs., Inc. v. Northeastern Mortg. Inv. Carom the Northern District of
lllinois and involves a contractual dispute. 2000 WL 816795, at *1 (N.D. Ill. 2000).

67 pffiliate Strategies2010 WL 11470103, at *7.
681d. (quotingBobbitt v. Victorian House, Inc532 F. Supp. 734, 736 (N.D. Ill. 1982)).

891d. (citing Wilhelm v. TLC Lawn Care, Inc2008 WL 474265, at *2 (D. Kan. 2008) (“Without a showing
of prejudice, the Court gives leeway to defendant imrafftively pleading theories which do not actually constitute
affirmative defenses.”)).

70 See Home Design Servs., Inc., v. Schroeder C@@&t2 WL 527202, at *2 (D. Colo. 2012) (“While the
court agrees that a number of Defendants’ ‘affirmativertefe are more accurately characterized as denials, the
Court does not find it necessary t@agr summary judgment on this basisHgme Design Servs., Inc. v. Trumble
2011 WL 843900, at *3 (D. Colo. 2011) (denying summary judgment when denials were mislabeled as affirmative
defenses).
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Copyright Act states that a court may “grant pemary and final injunctionsn such terms as it
may deem reasonable to prevent stnan infringement of a copyright? The Tenth Circuit has
held that a copyright owner is entitled to arpanent injunction under this statute when the owner
“establishes past infringement and a subgthlikelihood of infringement in the futuré? EIG
interprets this holding to mean that these are the only elements a plaintiff is required to show to
obtain an injunction. The Couthowever, is not persuaded thhts is the case. Nothing in
Harolds Storesexplicitly eliminates the requirement thtae plaintiff show there is no adequate
remedy at law to obtain an injunction. Accargli, the Court declines to grant summary judgment
on this defensé
5. Failure to State a Claim

EIG asserts that it has sufficiently plahd requirements for copyright infringement, and
therefore the Refinery’s affirmative defensefaifure to state a claim for which relief may be
granted must be dismissed. To establish cgpyrinfringement, a platiff must prove: “(1)
ownership of a valid copyright, dn(2) copying of constituent elements of the work that are
original.””* EIG has satisfied both of these elements.

EIG has shown that it owns federal copyright registrations fadih@aily andPetroleum

Intelligence Weeklpublications at issue inithcase. The Refinery asserts that there is a genuine

7117 U.S.C. § 502(a).
2 Harolds Stores, Inc. v. Dillard Dept. Stores, 82 F.3d 1533, 1555 (10th Cir. 1996).

" Harolds Storess ambiguous regarding whether a copyright owner is required to show that it does not have
an adequate remedy at law to obtain an injunction. Thet@eed not decide this issnow, howevehecause there
appear to be issues of fact surrounding the @tleenents EIG must prove to obtain an injunctian, whether there
is a substantial likelihood of future infringement.

74 Feist Publ'ns, Inc. v. Rural Tel. Serv. C499 U.S. 340, 361 (1991).
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issue of fact regardingithissue because it claims that thesgistrations are noalid and it has
filed a motion to refer that issue to the RegistBCopyrights. The Qurt, however, recently
denied that motion, concluding thtite Refinery did not satisfy its burden to show that EIG
knowingly included inaccurate information on it®pyright applications Therefore, the
Refinery’s argument with respect to this element fails.

EIG has also sufficiently pledde second element of infigement—copying of constituent
elements of the work that are original. EIG haserted that the Refinery purchased subscriptions
to Oil Daily andPetroleum Intelligence Weekdynd that the Refinery peed and distributed these
publications in violatiomf the subscription agreements. Therefore, the Court grants EIG summary
judgment on the Refinery’s affirmative defensdaifure to state a claim upon which relief may
be granted.

6. Alleged Violation of Due Process

The Refinery asserts that “Plaintiff's [kiclaims for statutory damages are barred
inasmuch as such damages are wholly punitive in this instance and violate the due process
requirements of the Fourteenth Amendment anBfith Amendment of tb Constitution of the
United States of America.” EIG contends thiais entitled to summary judgment on this
affirmative defense because it is not a true “affirmative defense” and because the punitive nature
of a statutory damages award under the Copyrightiées not implicate the Due Process Clause.

The Court agrees with EIG that the Refirneryefense regarding statutory damages is not

a proper affirmative defense. Proof of statytdamages is not an element of a copyright
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infringement clain’®> Thus, this defense cannot defeay aortion of EIG’s direct infringement
claim and is simply a denial of EIG’s rights tontges. This Districhowever, does not strike a
denial that is improperly pleas an affirmative defense unless the defendant can show préefudice.
Here, EIG has not demonstrated thas prejudiced by the Refineryassertion of this defense.
Therefore, the Court will not grant summary judgment on this basis.

EIG also argues that the Court should grant summary judgment because the Refinery’s
defense, as written, is based on the incorrect premise that the punitive nature of a statutory damages
award implicates the Due Process Clause. Adegra EIG, a statutory damages award may be
“wholly punitive” in nature and the imposition of such award is a proper application of the
Copyright Act. The Court agrees.

The U.S. Supreme Court addressed the perpdsstatutory damages awards under the
Copyright Act inF.W. Woolworth Co. v. Contemporary Arts, fdevhen it stated:

The statutory rule, formulated after loegperience, not merely compels restitution

of profit and reparation for injury bulso is designed to discourage wrongful

conduct. The discretion ofatcourt is wide enough to ieit a resort to statutory

damages for such purposes. Even fonumious and unprofitable invasions of

copyright the court may, if it deems it jushpose a liability within statutory limits

to sanction and vindicate the statutory polity.

This case has subsequently been applied bysthreme Court and various Circuit Courts of

Appeals to recognize that statytatamages include a punitive eleméhfThus, the fact that EIG

> See id (stating that for a plaintiff to prove copyrighfringement, the plaintiff must show “(1) ownership
of a valid copyright, and (2) copying of the constituent elements of the work that are original”).

76 Affiliate Strategies2010 WL 11470103, at *7.
77344 U.S. 228 (1952).
81d. at 233.

See, e.g., Feltneb23 U.S. at 353 (“[Aln award of statutory damages [under § 504(c)] may serve purposes
traditionally associated with legal relief, such as compensation and punishm&ohy);BMG Music Entm’t v.
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seeks statutory damages and that those damages include a punitive element does not automatically
implicate the Due Process Clause.

The Refinery asserts that statutory damages award timis case would be “wholly
punitive.” But this still does not implicate the dpecess requirements of the Fourteenth and
Fifth Amendments. According to the Supreme Caastatutory damages award is proper “[e]ven
for uninjurious and unprofitde invasions of copyrigh®® And Circuit Courts have determined
that a statutory damages award is appropreaten when the copyright owner cannot show
evidence of actual damas or lost profit§! For example, the Ninth Circuit stated that “[a] plaintiff
may recover statutory damages ‘her or not there is adequateidence of the actual damages
suffered by plaintiff or of the@rofits reaped by defendant®” Thus, a statutory damages award
may properly be “wholly punitive” in nature.

The Refinery contends that dismissal of tififrmative defense is premature because EIG
has not stated the amount of statutory damagesitds to seek and thextcessive damage awards,
even those that are punitive in nature, may sitlate due process. Buas EIG asserts, the
Refinery’s affirmative defense does not addressexcessive statutory damages award. It only

claims a due process violation based on the pumtauere of a statutory damages award. Because

Tenenbaum660 F.3d 487, 514 (1st Cir. 2011) (stating that statutory damages under theyl@opgti‘have both a
compensatory and punitive elementPjtzgerald Publ’g Co., Inc. v. Baylor Publ’'g C&07 F.2d 1110, 1117 (2d Cir.
1986) (“Awards of statutory damages serve two purposes—compensatory and punitive.”).

80 F.W. Woolworth344 U.S. at 233.

81 See Lowry’s Reports, Ing. Legg Mason, Inc 302 F. Supp. 2d 455, @¢5D. Md. 2004) (“[blecause
statutory damages are an alternative to actual damages,hths never been a requirement that statutory damages
must be strictly related to actual injury.T);A. News Serv. v. Reuters Television Int'l,.L 1d19 F.3d 987, 996 (9th
Cir. 1998); Superior Form Builders, Inc. v. DaChase Taxidermy Supply Co., Int4 F.3d 488, 496-97 (4th Cir.
1996) (upholding a statutory ekages award despite the plaintiff's inabilityshow actual damages or lost profits).

82 |L.A. News Sery149 F.3d at 996 (quotirdarris v. Emus Records Carpr34 F.2d 1329, 1335 (9th Cir.
1984)).
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this Court concludes that the punitive natura statutory damages award is a proper application
of the Copyright Act, the Refinery’s defense faisa matter of law. The Court grants summary
judgment for EIG on this issue.

7. Conclusion

The Court grants in part and denies imt @& G’s Motion for Paiil Summary Judgment
(Doc. 100). The Court grants EIG’s motion with resipto the Refinery’s affirmative defenses of
mitigation of damages, copyright misuse, failursttte a claim upon which relief may be granted,
and the violation of the Due Process Clausdb@fifth and Fourteenth Amendments. The Court
denies EIG’s motion regarding the Refinery’sqdate remedy at law defense. And finally, it
grants in part and denies in part the Refineiyglied license affirmative defense. The Refinery
may assert the affirmative defense of implied license for all allegedly infringing condw@il for
Daily before March 29, 2012. The Refinery may ashertaffirmative defense of implied license
for all allegedly infringing conduct fdPetroleum Intelligence Weeklbgfore June 15, 2015.

C. Motion to Exclude Expert Testimony of Rosenblatt (Doc. 86)

EIG moves to exclude the testimony of fRefinery’s expert, William Rosenblatt. The
Refinery produced the Expert Report ofll&@m Rosenblatt on January 23, 2017 (“Rosenblatt
Report”). The Rosenblatt Report contains threei@estof analysis. Iithe first section, titled
“Summary of Opinions,” Rosenblatt opines that EIG did not take “substantive measures to mitigate
infringement of its copyrights.” In the secondtsen, titled “EIG Has Chan to Publish Content
in Ways Especially Amenable to Unhaotized Copying,” Rosenblatt summarizes EIG’s
publishing practices, including how it makes its pulticoes available to subscribers. And in the
third section, titled “EIG Has NAAdopted Specific MeasuresMitigate Unauthorized Copying,”

Rosenblatt discusses availalbehnology EIG could have implemented to prevent copyright
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infringement and opines that EIG “investedyoniinimal money and resources into tools and
techniques for mitigating copyright infringemenE1G contends that itber Rosenblatt's Report
nor Rosenblatt’s testimony should be permitted at trial.

1. LegalStandard

Rule 702 of the Federal Rules of Evidence gose¢he admissibilitypf opinions based on
scientific, technical, or spedized knowledge. Rule 702 providdést a withness who is qualified
by knowledge, skill, experience, training, or edumaijcalled an “expert iwness”) may testify in
the form of opinion or otherwise as to scientifiechnical, or other spetized knowledge if such
testimony will assist the trier o€t to understand the evidence or to determine a fact issue, “if (1)
the testimony is based upon sufficient facts dadé) the testimony is the product of reliable
principles and methods, and (3gtWitness has applied the prin@pland methods reliably to the
facts of the case.” A distriatourt has broad discretion irecdding whether to admit expert
testimony.

The proponent of expert testimony mudtow “ ‘a grounding in the methods and
procedures of science’ which must be baseaanal knowledge and né&tubjective belief or
unaccepted speculation®” To determine whether an expeytinion is admissible, the Court
performs a two-step analysis.r$ti the Court must determine tiie expert’s prifered testimony
... has ‘a reliable basis in the knowledgd axperience of his fder] discipline.’ ®* The Court

must then inquire into whether the proposedirtemy is sufficiently “reévant to the task at

83 Mitchell v. Gencorp Ing 165 F.3d 778, 780 (10th Cir. 1999) (quotgubert v. Merrell Dow Pharm.,
Inc., 509 U.S. 579, 592 (1993)).

84 Bitler v. A.O. Smith Corp400 F.3d 1227, 1232-33 (10th Cir. 2005) (quofambert 509 U.S. at 592);
see also Norris v. Baxter Healthcare Cqrg97 F.3d 878, 883-84 (10th Cir. 2005).
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hand.®® An expert opinion “must be based on fastsich enable [him] to express a reasonably
accurate conclusion as opposed to conjecture or speculation, . . . absolute certainty is not
required.®®

Daubertsets forth a non-exhaustilist of four facbrs that the trial court may consider
when conducting its inquiry under Rule 702: (1)etiter the theory used can be and has been
tested; (2) whether it has beerbfected to peer revieand publication; (3the known or potential
rate of error; and (4) general actapce in the scigific community®’ These factors may or may
not be pertinent, depending on tha&ure of a particulaissue, the expert’s particular expertise,
and the subject of the expert’s testiméhy.

It is within the discretion of the trial court to determine how to perform its gatekeeping
function undeDaubert®® The most common method for filllhg this function is a Daubert
hearing, although such a process is not specifically man¥fatddre, neither party has indicated
that such a hearing is necessary, and aftefutreeviewing the motiorand exhibits, the Court
believes a hearing is not requiredis case to render a decision.

2. Analysis

EIG challenges the Rosenblatt Report andeiRblatt’s testimony on multiple grounds. It

argues that (1) the Report and testimony are tetaat because EIG was not required to mitigate

8 Norris, 397 F.3d at 884.

8 Dodge v. Cotter Corp328 F.3d 1212, 1222 (10th Cir. 2003) (quotation omitted).
87 Daubert 509 U.S. at 593-94.

88 Kuhmo Tire Co., Ltd. v. Carmichaél26 U.s. 137, 153 (1999).

89 Goebel v. Denver & Rio Grande W. R.R.,(15 F.3d 1083, 1087 (10th Cir. 2000).

90 See United States v. Charlé9 F.3d 1251, 1266 (10th Cir. 1999) (district court granted great latitude in
deciding whether to hold fmal hearing), cert. denigd28 U.S. 1098 (2000).
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its damages; (2) the Report and testimony ardaséd on reliable princigd and standards; (3)
the Report and testimony consist of conclusgpinions; and (4) the Report and testimony will
not assist the trier of fact. The Court will onlydaglss EIG’s first argument, as it is dispositive of
the admissibility of the Reenblatt Report and testimony.

EIG argues that the Rosenblatt Report is thasethe faulty hypothesis that the issue of
mitigation of copyright infringement is relevaat the Court’s determination of damages in this
case. EIG claims that its election of statytdamages invalidates theefinery’s affirmative
defense that EIG failed to mitigate its damagé@$ws, EIG argues that because the Rosenblatt
Report discusses EIG’s efforts to mitigate copyright infringement, the Report is not relevant to this
case.

The Refinery argues in response that theseRblatt Report is relevant because the
Refinery’s failure to mitigate damages is one fatboronsider in calculating a statutory damages
award. The Refinery’s argument is almost identioahe one it presented in response to EIG’s
motion for summary judgment on the Refinery’suiee to mitigate affirmative defense. Citing a
2001 case from the Southebistrict of New York,National Football League v. PrimeTime 24
Joint Venture®! the Refinery asserts that when deteingrstatutory damages, a jury may look at
a variety of factors, including the conduct and attitaflthe parties. According to the Refinery,
several points in the Rosenblatt Report relate to EIG’s conduct and attitude, such as the value that
EIG places on its copyrights, Gls failure to mitigate damaggeand EIG’s overall conduct and

attitude toward copyright protection.

91131 F. Supp. 2d 458.
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As discussed above, EIG’s election to pursta¢utory damages invdhtes the Refinery’s
failure to mitigate damages affirmative defenaad a plaintiffs conduct is not relevant to
calculating statutory damages. In this District, the relevant considerations for calculating statutory
damages are (1) the expenses saved and prdfiedgay the defendant from the infringement; (2)
the plaintiff's lost revenues because of thigingement; and (3) the defendant’s state of nind.
The Refinery continually refers to the “conduct attitude of the partiesas a factor to be
considered, but as discussed abtive single case it relies on settiogth this factoris not binding
on this Court and is outdated.

The Rosenblatt Report focuses exclusively EIG’s efforts to mitigate copyright
infringement, whether that be through its distos of EIG’s publishingractices, the technology
available for publishers to prevtecopyright infringement, or EIG’investment in the available
technology. EIG’s efforts to mitigate suchfringement, however, are not relevant to the
calculation of statutory damages. Therefore, the Rosenblatt Reparb malevance to this case.

The Court grants EIG’s motion to exclude Rdsatt's Report and séimony at trial.

IT IS THEREFORE ORDERED that the Refinery’s Motion for Partial Summary
Judgment (Doc. 52) BENIED.
IT IS FURTHER ORDERED that EIG’s Cross Motion for Partial Summary Judgment

(Doc. 67) iSGRANTED.

92 Beginner Music2009 WL 2475186, at *3jValden Music, Inc. v. C.H.W., Ind996 WL 254654, at *5
(D. Kan. 1996).
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IT IS FURTHER ORDERED that EIG’s Motion for Partial Summary Judgment to
Dismiss Defendant’s Affirmative Defenses (Doc. 100RANTED IN PART AND DENIED
IN PART.

IT IS FURTHER ORDERED that EIG’s Motion Challenging the Admissibility of Expert
Report and Testimony of William R. Rosenblatt (Doc. 8&RANTED.

IT IS SO ORDERED.

Dated this 1% day of March, 2018.

ERIC F. MELGREN
WNITED STATESDISTRICT JUDGE
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