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UNITED STATES DISTRICT COURT

DISTRICT OF NEVADA

* % %

RIMINI STREET, INC, Case N02:14-cv-01699-RH-DJA
Plaintiff/ Counterdefendant,oRpER
V.

ORACLE INTERNATIONAL CORP., andg
ORACLE AMERICA, INC,

Defendand/ Counterclaimants

Plaintiff and counterdefendant Rimini Street, Inc. (“Rimini”) and defendants
counterclaimants Oracle International Corp. and Oracle America, In@diwedlly “Oracle”) have
filed a total of 7 motions for partial summary judgmedtacle filed five mtons for partial
summary judgment (ECF Nos. 8@86-s); 888 (896s);, 898 (904-s); 916 (936} & 930 (941s)),
and Rimini filed twomotions(ECF Nos. 910 (91:3); & 917 (927-)).! The parties have responde

and replied to all motions. For the reasons laid out in this OrdeCoilm grants in part and denie$

in part the parties’ motions.

I

1 The parties filed portions of their motions for summary judgnaew attached exhibits under seal. DU

to the nature of the sealed material, the Court granted the partjgestdo seal many of these motions.

SeeECF No. 1240. While the Court would peefto keep all the sealed information confidential, some
it is necessary to resolve the pending motions. The Court will therefdude the information unredacteq
in this order where appropriate. The Court recognizes that the parties haaey gnteests in the
confidential information, but the public has an even greater interelsé ireasoning behind the Court’s
Order today. The Court will refer to the sealed pleadings with an ésigdation and, for clarity, will cite
to the sealed document fpmpoint citations unless otherwise noted.
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l. BACKGROUND

This is a massive lawsuit which follows a prior massive law8wier sixty attorneys have
been admittetb represent the two sides in this case alone, approximately thirty for each didé
for the pending seven motions, the briefings exceed 2,800 pages and the supporting e
declarations, and appendices exceed 43,000 pages.

While thiscase has begrending since 2014, it domparabléo the parties’ initial lawsuit,
Oracle USA, Inc. v. Rimini Street, IncCase Number 2:16v-00106+RH-VCF.2 This prior
lawsuit likewise involved a voluminous record, plus a month long jury trial, appeals torttne |
Circuit and the United States Supreme Court, and cost the parties tens of millawikuef in
legal fees and costs. Ai@racle | continues today by way of permanent injunction.

Oracle develops, manufactures, and licenses computer software, paytiEmi@rprise
Software Programslnlike traditional software, entities interested in purchasing Oracle’s seftw
do not purchase the software outright, but rather purchase a license to use the $otiugineut
the duration of the license agreement.cAlsnlike traditional software that is installed on a sing
computer, enterprise software is hosted on servers that allow everyone withigahigatron to
access it simultaneously. One of the key features of enterprise soffvitsreustomizabilitythe
software can be modified to fit the specific needs of the organization licensiggterprise
software is routinely updated with service packs and patches that increasenglity and
performancegorrect andix bugs, and improve security. Oracle provides this support servic
its licensees for an additional cost on top of the licensing fees, but the IEeaseand often do
seek third party service providers, such as Rimini, to perform that servicalinstea

Both this case and the previous litigat{@racle [) concern Rimini’'s unauthorized copying

of Oracle’s enterprise software into and from development environments. A deealopm

environment allows a software engineer to copy the enterprise software being udexthyes
and update it, patch bugs, and test improvements before implementing the new version i

licensee’s computer system. Oracle’s licenses generally allow the licensq®y tthesoftware

2 The Court uses Oracle I' to refer to the entirety ofasenumber 2:16cv-00106LRH-VCF, and for
citations to the record in that case. All other ECF Numbers cited throutjii®®rder refer to the docket|
in the above captioned case.
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into a development environment and havénanouse IT team service it themselves or otherwi
contract with Oracle to perform the same services. Alternatively, the licensegeakyally allow

for a thirdparty service provider, like Rimini, to copy the software in place of the licemske

custanize it for the licensee. But the licenses do not allow a-fharrtly service provider to use ong¢

customer’s software to support other customers. This is what Rimini has,,ibgeartaccused of
doing here and what a jurgs well as th€ourt,has previasly determined it did in the past.
A. The Previous (and Ongoing) Litigation

Oracle first sued Rimini in 2010, alleging that Rimini infringed several of &mcl
copyrights when itinter alia, used work that it completed for one client for the benefit of otl
clients, which Oracle claimed was a violation of its software copyrights. #d is©raclel were
four of Oracle’s business enterprise software products: J.D. Edwards, Setyelle$oft, and
(Oracle) Database. Following the filing of dispositive motions, @oeirt granted summary
judgment to Oracle on some of its copyrigtitingement claims, the key finding being that Rimir
violated the “facilities restriction” within PeopleSoft's standard licensingeegent when it
hosted its clients’ development environments on its own computer systgnasess called “local
hosting.” Oracle USA, Inc. v. Rimini Street, In6 F.Supp.3d 1086, 10988 (D. Nev. 2014§.
Later at trial, a jury found in favor of Oracle on other copyright infringement cléamg.D.
Edwards and Siebel. On appeal, the Ninth Circuit affirmed bashCturt’'s grant of summary
judgment and most of the jury’'s verdict, only reversing the judeésermination regarding
violations of the California Computer Data Access and Fraud Act (“CDAFAY Hevada
Computer Crimes Law (“NCCL"Oracle USA, Inc. v. Rimini Street, In879 F.3d 948, 962 (9th
Cir. 2018)* The Ninth Circuit also upheld thisoQrt’s decision to grant Oracle the “full costs” o
the litigation, which included expert witness feesligcovery expenses, and jury consultant feq
Id. at 96566. The Supreme Court granted certiorari on the latter issue, reversing the Nsath C

and holding that the Copyright Act only allows a district court to authorize awardsdatidih

3 The Court refers to its Order i@racle USA, Inc. v. Rimini Street, Iné. F.Supp.3d 1086, 1098 (D.
Nev. 2014) asOracle USA in citations.
4 The Court refers to the Ninth Circuit’s opinion @macle USAand other rulings fron®Oracle |, case
number 16-1683Dracle USA, Inc. v. Rimini Street, In879 F.3d 948 (9th Cir. 2018) aRitminil”.
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expenses expressly listed in the costs staRiteini Street, Inc. v. Oracle USA, Ind@39 S. Ct.
873 (2019).
Prior to the Supreme Court’s ruling in March 201% @ourt granted Oracle’s motion for

a permanent injunction, which prevents Rimini from continuing the practices which prom

ptec

Oracle’s lawsuitOraclel, ECF No. 1164. On February 27, 2019, Oracle filed a motion to reopen

discovery to determine if Rimini had been complying whis toourt's permanent injunction.

Oraclel, ECF No. 1199. Oracle clasthat it has evidence that demonstrates that Rimini has b

een

circumventing ts court’s permanent injunction. Magistrate Judge Cam Ferenbach grantec

Oraclés motion, and subsequently, Oracle filed several motions to co@patle |, ECF Nos.
1237, 1290. Following voluminous briefing and oral argument, Judge Ferenbach gngvaed

and denied in par@racle’s motions to compel on September 3, 2@H@l January 22, 2020

respectivelyOraclel, ECF Nos. 1250, 1307. Currently pending before the undersigned is Oracle’s

objections to Judge Ferenbach’s January 22 ruldngcle |, ECF Nos. 1311, 1318 While the
parties were engaged ingtiscovery dispute, on August 16, 2019, the Ninth Circuit upheld
majority of the permanent injunction and the grant of attorney’s fees to Qtaalde USA, Inc.
v. Rimini Street, In¢.783 Fed. Appx. 707, 2019 WL 3854259 (9th Cir. Aug. 16, 201
(unpublished).
B. The Current Litigation

Prior to theOctober 2015ury trial in Oracle |, Rimini filed a complaint against Oracle
(this actior) for declaratory judgment on October 15, 2014. ECF No. 1. The complaint sten
from theCourt’s graning of summary judgment to Oradlethe first actioron the issue of whether
Rimini infringed six of Oracle’s PeopleSoft and Database copyrigtitthe time of filing this

second action, Rimini maintained that by July 31, 2014, it had changed its company polig

comply with theCourt’'s February 13, 201@rderfrom Oracle I, something it dubbed “Process$

2.0.” Id. at 3 Despite Rimini’'s assertions thdthad ceased infringing on Oracle’s copyrights
Oracle was skeptical, and suggdbit Rimini’'s new Process 2.0 still infringapon its software
copyrights.ld. at 34. In response, Rimini preemptively sued Oracle for a declaration that it

no longerengaging in infringing conduct and that its Process 2.0 was lawful. Following Rim
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new suit, Oracle filed a counterclaim on February 17, 2015, alleging eight caustiemf @)
copyright infringement; (2) violation of the Lanham Act; (3) inducinigr@ach of contract; (4)
intentional interference with prospective economic advantage; (5) breach @ctpo(@) unfair
competition under California Bireess& ProfessionalCode 817200; (7) unjust enrichment, ang
(8) for an accounting. ECF Nos. 21, 22-s.

Following a round of lengthy and contentious discovery and motion practic€otime
allowed the parties to file third amended complaints. Rimini's third amended compllegesa
eight causes of actiofit) declaratory judgment that it is no longer infringing Oracle’s copyrigh
(2) declaratory judgment that it is not in violatiohamy federal, California, or Nevada anti
hacking statutes; (3) declaratory judgment that Oracle’s copyrights are weatfiier because of
copyright misuse; (4) intentional interference with contractual relations; in&ntional
interference with prospage economic advantage; (6) violations of the Nevada Deceptive Ti
Practices Act; (7) violations of the Lanham Act; and (8) unfair competition undéorGel
Bugness & Professional Code § 17200. ECF Ns 487, 489s. Oracle’s third amended
counterclaimalleges twelve causes of actiqid) copyright infringement; (2) violation of the
Digital Millennium Copyright Act; (3) violation of the Lanham Act; (4) inducing bread
contract; (5) intentional interference with prospective economic advantageedéi lof contract;
(7) unfair competition under California Buosss & ProfessionalCode §17200; (8) unjust
enrichment; (9) an accounting; (10) declaratory judgment on Rimini’s fourth causteoof é11)
declaratory judgment on Rimini’s fifth cause of action, and (12) declaratory judgmennhon'&i
eighth cause of action. ECF No. 397 (ECF No. 584, Corrected).

The Court eventually dismissed Oracle’s claims for intentional interference v
prospective economic advantage and unjust enrichment. ECF Nd'&8Bourt also dismissed
Rimini’s claims for declaratory relief that Oracle engaged in copyright misagentional
interference with prospective economic advantage, violations of Nevada's Decépade
Practices Act under the “bait and switch” provision of Nevada Revised Statute "|*NF
§598.0917, and violations of the Lanham Act. ECF No. 633.ddwt denied both parties the

opportunity to file fourth amended complaintgeeECF Nos. 589, 633.
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The crux of Oracle’s argument in this action is that Rimini has contituedblate its
copyrights, but instead of storing the copyrighted software on its own computer systems |
Oraclel, Rimini is storing the software on thighrty cloud servers. Oracle asserts that Rimini I
continued with its practice of “cross use,” by which it uses one customer’s solitvesuse for the
direct benefit of othecustomers and for the direct economic benefit of Rin@mnacle has also
alleged that Rimini has substantially increased downloading from its sedmssloading
“millions” of update files, which Oracle claims is highly unusual and suspicionallys Oracle
has contended that Rimini has made numerous false statements to the pressiatahiers about
how its (Rimini's) business practices no longefringe Oracle’s copyrights. As part of its
requested relief, Oracle seeks to permanently prohibit Rimini from downloading reoitpdates
and patches from its servers. On the other hand, Rimini’'s case is based on two gene®d:pr
(1) its new business practices do not constitute copyright infringement, and (2¢ Gasc
intentionally interfered with Rimini’'s business practices by prohibiting Rimimmfiaccessing
Oracle’s support website. Throughout the summary judgment briefs filed, Rimini hesedc
Oracle of selectively enforcing the provisions within its licensing agreemehnttkat specific
intent of harming Rimini’s business.

C. Rimini's Process 2.0

The central issue in this case is whether Rimini’'s Process 2.0 infringesQuspole’s
copyrights While theCourt will go into more detail in later sections of tl@sder, described
generally, Rimini’'s new support model hosts a client’'s development environments arareof
on either the client's own computer systems or on a-frarty cloud servein either case, the
client grants Rimini remote access to wherever the software is hosted tdeptioinecessary
support services. This is opposed to Rimini’s “local hosting” support syst@maate |, whereby
Rimini would copy a client’s software to its own computer systems and provide suppoes
before copying the software back to the client's computers. Additionally, Rimini clkhiats
Process 2.0 no longer allows for a software engineer to distribute an updatéhongdécusing
one client’ssoftware to other clients, which was determine®macle | to constitute copyright
infringement. Oracle disputes Rimini’'s claims concerning Process 2.0.
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D. The Cease and Desist Letter

Anothercentral issue in this round of litigation is Oracle’s attempt to prohibit Rimini from

downloading files fronOracle’ssupport website. On January 17, 2017, Oracle sent a cease an(

desist letter to Rimini, informing the company that it would no longelid&ed to access Oracle’s

support website. ECF N01026, 103% at 17. The cease and desist letter stated that accesg was

being revoked because of the amount of data it was downloading, which was “abusive ar

harmful” to Oracle’s system&l. According toOracle, Rimini was responsible for more than half

the downloads it experienced in 2015 and more than seventy percent of the downloads in 20:

ECF Ncs. 881, 886sat 12. The letter asserted that pursuant to Oracle’s support websitess te
of use and a #mrecent Ninth Circuit decisiorsacebook, Inc. v. Power Ventures, 844 F.3d
1058 Oth Cir. 2016), Oracle had the right to terminate Rimini’'s access to its suppoitensizs
Oracle gavearimini sixty days to cease accekk.at 13. Rimini complieavith Oracle’s letter and
stopped accessing Oracle’s support website as of March 16, 2017. ECE026, 1039-at 19.

Rimini now asserts that Oracle’s conduct has caused “significant disruptias]tbysiness,”
mostly through having to expend substalhti more money and resources to complete clignt
business and giving certain clients discounts stemming from Rimini's inability essadhe
support websitdd.

. LEGAL STANDARD

Summary judgment is appropriate only when the pleadings, depositions, answers t

interrogatories, affidavits or declarations, stipulations, admissions, and othenaieain the
record show that “there is no genutisputeas to any material fact and thevant is entitled to
judgment as a matter of lawFED. R. Civ. P.56(a). In assessing a motion for summary judgment,
the evidence, together with all inferences that can reasonably be drawn therefsbine mead in
the light most favorable to the pampposing the motiorMatsushita Elec. Indus. Co. v. Zenith
Radio Corp, 475 U.S. 574, 587 (19863ounty of Tuolumne v. Sonora Cmty. HoR36 F.3d
1148, 1154 (9th Cir. 2001).

The moving party bears the initial burden of informing the court of the basts motion,

along with evidence showing the absence of any genuine issue of materi@efatéx Corp. v.
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Catrett 477 U.S. 317, 323 (1986). On those issues for which it bears the burden of prog
moving party must make a showing that is “sufficient for the court to hold that no reasoieabls
of fact could find other than for the moving partgZalderone v. United Stateg99 F.2d 254, 259
(6th Cir. 1986) quoting W. SchwarzeSummary Judgment Under the Federal Rules: Defini
Genuine Issuesf Material Fact 99 F.R.D. 465, 4888 (1984)) see also Idema v. Dreamworks
Inc., 162 F. Supp. 2d 1129, 1141 (C.D. Cal. 2001).

f, th

=)

g

To successfully rebut a motion for summary judgment, the nonmoving party must pojnt tc

facts supported by the record whigdmnabnstrate a genuine issue of material faeese v. Jefferson|
Sch. Dist. No. 14208 F.3d 736, 738 (9th Cir. 2000). A “material fact” is a fact “that might aff
the outcome of the suit under the governing ladntlerson v. Liberty Lobby, In&77 U.S. 242,
248 (1986). Where reasonable minds could differ on the material facts at issue, swdgrasng
is not appropriateSee v. Durang711 F.2d 141, 143 (9th Cir. 1983). A dispute regarding a mate
fact is considered genuine “if the evidence is dheth a reasonable jury could return a verdict f
the nonmoving party.Liberty Lobby 477 U.S. at 248. “The mere existence of a scintilla
evidence in support of the [party’s] position [is] insufficient” to establish a gexlispeate;‘there
must be evidence on which the jury could reasonably find foptud.” Id. at 252.

1. ORACLE’S OBJECTIONS TO RIMIN I'S EVIDENCE (ECF No. 1181)

Before reaching the merits of the parties’ motions for summary judgmer@otive will

first address Oracle’s objections to evidence Rimini submitted in oppositiorotoft@racle’s

motions for partial summary judgment. ECF No. 1181. In this filing, l@raeeks to exclude

hundreds of pages of Rimifiled exhibits, but Oracle’s motion is mostly devoid of any leggal

analysis, instead making broad, boilerplate allegations about the legal deficigheyeahibits.
For example, Oracle claims that Rimini gpeated “numerous Oracle internal emails aj
presentations without any evidence authenticating the documents” and then citew tdoadn
exhibits in the record. ECF No. 1181 at 4. But Oracle makes no attempt to sheaadimxhibit
Rimini filed lacked the proper foundation, which impermissibly places the onus @otineto
examine each email and imagine what specific arguments Oracle could have made tttash
the evidence is improper. Courts are not obligated to “methlbgliscrutinize each objection and
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give a full analysis of each argument raised,” especially when “many of teetiobg are
boilerplate recitations of evidentiary principles or blanket objections withowsasiapplied to
specific items of evidence3hridhar v. Vantage Travel Service, InCase No. CV 1409793-

BRO (PJWXx),2016 WL 146076at *3 (C.D. Cal. Jan. 7, 2016) (quotilpe v. Starbucks, Inc.
Case No. SACV 08582 AG (CWXx), 2009 WL 5183773, at *1 (C.D. Cal. Dec. 18, 2009)). To
extent Orale objects to evidence upon which tbeurt does not rely, th€ourt will overrule those
objections as moot and otherwise overrule the remainder of Oracle’s boilerpéattonis).

V. DISCUSSION

A. Oracle’s motion for partial summary judgment on Rimini's second, fourth, ard
eighth causes of action, as they relate to the cease and desist letter sent bycl@reo
Rimini on January 17, 2017, (ECF Nos. 881, 88§° is granted.

Oracle’s first motion seeks partial summary judgment on Rimini’'s claiemiped upon the
January 17, 2017 cease and desist letter (“the Letter”) sent by Oracle to. RirsiniOracle seeks
summary judgment on Rimini’s second cause of action for declaratory relief thati Riould
not be violating the federal, California, Nevada computer anliacking statutes by accessin
Oracle’s support websites following the Letter. Second, Oracle seeks partialbsy judgment
on Rimini’s fourth cause of action for intentional interference with contractletions arguing
that Oraclehas an absolute right to exclude Rimini from accessing its support websites.
finally, Oracle seeks partial summary judgment on Rimini’s eighth cause of ali¢igimg unfair

competition under California Business & Professional Code § 1&26€q ECFNos. 881, 886&

at 2. Rimini responded to Oracle’s motion (ECF Nos. 1026,-5038d Oracle replied (ECF Nos|

1137, 1142-s). The Court will discuss each of Oracle’s arguments in turn.

1. The Court grants Oracle’'s motion Bimini’s second cause of action for a declaratid
of no violation of federal, California, dfevada computer statutes.

Rimini’s second cause of action requests declaratory judgment under 28 U.S.C. 8§

and 2202, the Declaratory Judgment Act (“DJA”), that if Rimini were to access,ruk®ayoload

5 As discussed abovsupranote 1, theCourt shall distinguish between redacted filings and sealed filif
with the *“s” designation. While the filings were sealed to protect the confidentiatatmn found within,
the Qurt finds thathe public’s interest in the reasoning behind @aurt’s order today necessitates citin
to the sealed documentdnless othewise noted, lie Court cites to the sealed document for pinpoi
citatiors.
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from Oracle’s support websiteafter the 6eday notice period provided for in the cease and des
letter (March 18, 2017), Rimini would not be in violation of the federal Computer Fraud and A
Act (18 U.S.C. 8§ 1030) (“CFAA”), the California Computer Data Access and FraudCAct (
PENAL CoDE 8§ 502) (“CDAFA”), and the Nevada Computer Crimes Lave\. REv. STAT.
(“NRS") § 205.4765) (“NCCL"). ECF Nos. 487, 4899 114120.

“The CFAA prohibits acts of computer trespass by those who are not authorized us
who exceed authorized usé&acebook, Inc. v. Power Ventures, |n844 F.3d 1058, 1065 (9th
Cir. 2016) (hereinafterFacebooK). Specifically, the CFAA imposes civil and criminal liability
on any person who “intentionally accesses a protected computer without authorizatios aar
result of such conduct, causes damage and loss.” 18 U.S.C. 81030(a)(5)(C). Similarlyqi€alif¢
CDAFA imposes civil and criminal lialty on any person who “[k]jnowingly accesses and witho
authorization takes, copies, or makes use of any data from a computer, computey Gkt
computer network, or takes or copies any supporting documentation, whether existing or rg
internal orexternal to a computer, computer system, or computer network,” or “[klnowingly
without permission uses or causes to be used computer services.” PENAL CODE
8502(c)(2}(3). Finally, the NCCL imposes criminal and civil liability on “a person wh
knowingly, willfully and without authorization . . . [o]btains or attempts to obtain, permisacg

to or causes to be accessed . . . a program or any supporting documents which exist ir

SISt

buse

ers (

sidir

and

0]
e

side

outside a computer, system or network” or “who knowingly, willfully, and without authorization

. . . [o]btains or attempts to obtain access to, permits access to or causes ®sbedacc. a
computer, system or network.” NRS § 205.4765(3)(k)); § 205.511(1).

Oracle relies on the Ninth Circuit’'s opinion klacebook Inc. v. Power Ventures, Indn
support of its decision to prohibit Rimini from accessing its support websites. 844 F.3d 105
Cir. 2016). InFacebook the Ninth Circuit held that a defendant violates the CFAA and CDA

when it (1) accesses a website after permission to access that website has b rexpked

6 Per the Cease and Desist Letter, Rimini’s access and use was revakedhfte's support website's

which included, but was not limited tely Oracle Support (support.oracle.com), Oracle Software Delive

Cloud (edelivery.oracle.com), and JD Edwards EnterpriseOne and WJdgddate Center
(updatecenter.oracle.congeeECF No. 883-7.
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by the owner, and (2) the defendant receives notice of the revoddtiah1068-69.” The Court
held that “[o]nce permission has been revoked, technological gamesmanship or the enhlgsti
third party to aid in access will not excuse liabilitid” at 1067. But the mere fact that a defendg
violated the website’s terms of use does not alone establish liability under thessliat 1066
67. Although thd-aceboolCourt did not address Nevada’'s NCCL, fBaurt has previously ruled
that Facebooks holding applies to the NCCL. ECF No. 633 at 8 n.4 (“The court finds that
ruling in Facebookwould be equally applicable to the NCCL which prohibits similar conduct
that prohibited by the [CFAA] and CDAFA."). In that order, tiisurt denied Oracle’s motion to
dismiss Rimini's second cause of action because it was unclear wheitedyookapplied to
situations where “the thirdarty authorization comes from a licenseéh a direct contractually
vested property interest in accessing the website which arises from the undesgnsg.lld. To
properly evaluate Rimini’s claim, the Court found that it needed to review the Estgabge of
Oracle’s software licensesdithe extent of the licensee’s authorizations to Rinhdhiat 9.

When support service customers obtain their user ID and password to Oracle’s s
websites, the user must agree to the website’s terms of service. ECF Nos. 88ht 886 ECF
No. 8837 at 7 (“By using the Oracle Web sites, you agree to these Terms of Use. If you d
agree to these Terms of Use, you may not use the Oracle Web didesclgl, ECF No. 794 at
12324. The Terms of Use for Oracle.com state that “Oracle reservegthdaiterminate the
permissions granted” to those accessing the website “at any time.” ECF N06.a883 These
terms also state that “Oracle may, in its sole discretion, at any time discontinisgngrov limit
access” to the support site, and timat iser agrees that “Oracle may, in its sole discretion, at
time, terminate or limit [their] access to, or use of,” the supportlditat 8. Oracle also has thq
authority to terminate access to its support website “for any redsomt’ 14. Rimifis 30(b)(6)

designee, Nancy Lyskawa, acknowledged that Rimini was aware of the provisions thvihi

"In FacebooktheCourt recognized that the CFAA and the CDAFA difftee CDAFA “does not require
unauthorizedaccess. It merely requirémowingaccess.Facebook 844 F.3d at 1069 (quotingnited
States v. ChristenseB801 F.3d 970, 994 (2015)mphasis in original)However, the Court held that
despite this difference, the analysis remained the-sdmben Facebook sent the cease and desist let
Power, as it conceded, knew that it no longer had permission to accessokacebmputers at all. Power,
therefore, knowingly accessed and without permission took, copied, and made usdoblEaaata,” in
violation of the CDAFAId.
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support website’s terms of use that allowed for Oracle to unilaterally téer@neess to the sites
ECF No. 8866-s at 11 (“[T]o my knowledge, | know that, within my organization, you know, 1
management team were all aware of the website terms of use, and | believe tlsat lveel ayou
know specific folks within our legal organization who are aware of the website terase 0.
The designee also tegtid that Rimini was told, by its clients, “that they had the ability to author
agents, third parties to access” the support sites and materials on theirldehia¥.

Oracle argues that undeacebook Rimini must have permission from both theshsee
and Oracle before it can use the licensee’s credentials to access the materialsibstsdpport
website. ECF Nos. 881, 886at 23. Or, at the very least, Rimini (or any other third party act
as an agent of the licensee) must not be explicitly prohibited by Oracle frossiagctne support
website. On the other hand, Rimini argues that the only authorization it needs tolecsapport
website is its client’'s permission. ECF Nos. 1026, 193 21. Rimini asserts that it is “entirely
legal and not a violation of” the computer hacking statutes for “Rimini to access andddw
support materials from Oracle’s support websites as a designatdadoagsrclients.”ld. at 26.
Essentially, Rimini’s argument is that Oracle cannot prohithird-party servicer, such as Rimini
from using an Oracle licensee’s credentials to access Oracle’s suppsitewsblong as the
licensee has given the thiprty permission to act in its stead.

While Rimini is correct in stating that an Oracle licemsnay designate a third party to a
as an agent and download the files on its behalf, pursuant to the support website’s tanite pf
Oracle still retains the right to terminate access. ECF No788378, 14. The Ninth Circuit was
clear inFacebookthat following Facebook’s issuance of a cease and desist letter, the defe
“needed authorization both from individual Facebook users (who controlled their datasomhpe
pages) and from Facebook (which stored this data on its physical seredrayetlawful access.
Facebook 844 F.3d at 1068. Similarly, following Oracle’s cease and desist letter, Rumird
need authorization both from Oracle licensees (who control their user accounts afel
credentials) and from Oracle (which stores thipes, updates, and service packs on its phys
servers) to lawfully access Oracle’s support website. Rimini has not iddraify provision within

the terms of service that allows for unfettered access to the downloadeblenfithe support
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website.Nor has Rimini identified any provision that allows for a licensee to appoint antagent

download materials on its behalf over Oracle’s objection or disapproval. On the coheaeynis
of service plainly provide that Oracle may terminate the acéess/one using the support websit
to download files for any reason at any time. This broad provision encompasses tioa $iarat
The fact that Rimini was acting as an agent of a software licensee is not materal
analysis because pursuant t@ tterms of service, Oracle retained the authority to termin
anyone’s access to the support website. The terms of service do not providatdéfeneaation
rules for software licensees and their agents. If Oracle can ban itscewsekes from accessi

the support website for violating the terms of service (or for any other reason), themanca

11%

to tr

ate

third-party agent it has alleged to have used the website to engage in copyright infringement. Tt

conclusion is consistent with the deposition testimony of Edward Screven, a high ranlaley Qra

executive, who testified that while licensees have the ability to appoint agents toadwsmpport
materials on their behalf, the third party cannot do so if Oracle “has made clearticwayr third

party that they are not authorized to access” the support website. ECF N@-4@895. Screven

testified that he did not know of any contract Oracle has ever signed that included aprovisi

allowing guaranteed access to the support wehdit®imini has noproduced any evidence of

case law demonstrating that it is allowed to access Oracle’s support websiteOndcle has

expressly forbidden it from doing sbhe Court will accordingly grant Oracle summary judgment

on Rimini's second cause of action.

2. The Court grants Oracle’s motion &imini’'s fourth cause of actiofor intentional
interferencevith contractual elations

Next, Oracle requessummaryjudgment on Rimini’s fourth cause of action, intention
interference in contractuedlations. In its third amended complaint, Rimini set forth three differ
theories of liability by which Oracle interfered with Rimini’s client support cotdr&erst, Rimini
alleges that Oracle made several misrepresentations to Rimini’'s cliendimggae legality of

Rimini’'s services with the intent to induce those clients to break their contractsimiifi.FECF

Nos. 487, 489-41 124131 Second, Rimini alleges that Oracle engaged in selective audits of

Rimini clients to harass them and drive them away from Rimini’'s sentateSnd third, Rimini

13
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alleges that the cease and desist letter impermissibly revoked its access to Quggels
websites, thereby causing severe contractual issues between Rimini and tigs Idlién this
motion, Oracle is only requesting summary judgment on the third theory of liability concerr
the cease and desist leftérerefore, the Court only rules on this thebeye®

To prove a claim for intentional interference with contractual relations Ieleada law,
a plaintiff must demonstrate: “(1) a valid and existing contract; (2) the defé&néantledge of
the contract; (3) intentional acts intended or designed to digrepmontractual relationship; (4
actual disruption of the contract; and (5) resulting damapé."Indus., LLC v. Benneftl P.3d
1264, 1267 (Nev. 2003) (citin§utherland v. Gross/72 P.2d 1287, 1290 (Nev. 1989)). T
demonstrate the “intentional aattquirement, a plaintiff must show that the defendant ha
specific purpose or motive to injure the plaintiff through the tortious interfer&late Right to
Life Political Action Comm. v. Friends of Bryamd1 F.Supp. 807, 814 (D. Nev. 1990). The mg
knowledge that a plaintiff had a contract with a third party is “insufficierestablish that the
defendant intended or designed to disrupt the plaintiff's contractual relationsigdridus., LLC
71 P.3d at 1268. The “actual breach or disruptioafment requires that a plaintiff show either g
actual breach of a contract or a significant disruption of a contract rather thgsleisipairment
of contractual duties.Treasury Sols. Holding Inc. v. Upromise, IncCase No.
3:10-CV-00031ECRRAM, 2010 WL 5390134, at *5 (D. Nev. Dec. 22, 2010).

Oracle argues that the cease and desist letter cannot constitute intentiofeaknder
because “Oracle has an absolute right to exclude Rimini from its support weltSitésdNos. 881,
886s at 25. Oracle asds that this right is “absolute” because it “grow[s] out of contracty
relations” in that licensees and their agents who wish to access the support mwabségree to
follow the terms of service, which is a form of a contrittOracle also contendisat the right is
absolute because it stems from a property interest, namely Oracle’s rightrtd aocess to its
computer systemdd. at 25-26. Finally, Oracle contends that the right is absolute because
asserting the protections provided bg #ntithacking statutedd. at 26.

The Court has previously made clear that:

8 The Court addresses the additional theories of liability later irlCuder.SeePart 1V.D.1.
14

ng

O

1 a

n

ial

it is




© 00O N o o A W N P

N NN N N N N N DN R P R P R R R R R
o ~N O ;O N D0 N RO OO o0 N oY 0N 0O O NEReR O

Generally, there is no liability for causing a breach of contract where the bseach i
caused by the exercise of an absolute right, that is, an act which a person or entity
has a definite legal right to engage in without any qualificate®44B Av. JUR.2d
Interference8 [21]. An absolute right includes rights incident to ownership of
property, rights growing out of contractual relations, and the right to enter or refuse
to enter into contractual relatiorid.

ECF No. &3 at 14. Nevada law provides that a privilege or justification exists to defeat an

intentional interference with prospective economic advantage claim when alagfects to
protect its own interestéeavitt v. Leisure Sports Inc/34 P.2d 1221, 1226 (Nev. I98This
privilege applies when a defendaatts “to protect the interests they had acquired via a va
contract.”ld. But upon further review of the relevant case law, it does not appear that the N¢
Supreme Court has extended the absolute privilege doctrine to encompass the tortiarfiahtg
interference with existing contractual relations despite the elements of thaeiwgt rearly
identical to the elements of interference with prospective economic advaB&gelreasury
Solutions Holdings, Inc. v. Upromise, InCase No. 3:1@CV-00031LRH, 2015 WL 3902400, at
*3 (D. Nev. June 25, 2015) (finding that the Nevada Supreme Court has not expressly exi
the privilege to existing contractual relatiomsit only prospective economic advanjagzting
Nationwide TranspFin. v. Cass InfoSys, Inc., 523 F.3d 1051, 1055 n.2 (9th Cir. 2008)). The
have been no cases from the Nevada Supreme Court addressing this issue s;€slopinion
in Treasury Solutions Holdinyand there is still an open question of whether the absolute r
doctrine applies to claims for intentional interference with contractual retation

When state law is unclear and the highest court of the state has not ruled on the
federal courtsre tasked with predicting how that court might decide the iSsal&ni v. Western
& Southern Life Ins. Cp 258 F.3d 1038, 10486 (9th Cir. 2001). Federal courts can look t
intermediate appellate court decisions, statutes, and -feetloned decisiohsfrom other
jurisdictions for guidancel akahashi v. Looms Armored Car Seryié25 F.2d 314, 316 (9th Cir.
1980) Gravquick A/S v. Trimble Navigation Int'l Lid823 F.3d 1219, 1222 (9th Cir. 2003).

Here, it is likely that given the opportunity, the Nevada Supreme Court would exten

absolute privilege doctrine to encompass the tort of intentional interference omititactual

9 Case N03:10-CV-00031-LRH, 2015 WL 3902400 (D. Nev. June 25, 2015).
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relations. Absolute privilege is included in the Restatement approach to intentiomactait

interference, and “Nevada state courts often follow the Restatement approachterteesnce

torts.” Nationwide Transp. Fin.523 F.3dat 1055 n2. Moreover, as previously mentioned, the

elements of interference with contractual relations are nearly identical téeratere with

prospective economic advantageedn re Amerco Derivative Litigatigr252 P.3d 681, 702 (Nev.
2011) (providing the elements for interference with prospective economic advantage). The
relevant difference between the elements of the two torts ia firaspective economic advantag
plaintiff must prove “the absence of privilege or justification by the defendiahtfi Leavitt v.

Leisure Sports Incorporatigthe Nevada Supreme Court applied the doctrine of absolute privi
to a case where the phaiffs, inter alia, asserted a claim of intentional interference wi
prospective economic advantage. 734 RR#225-26. The Leavitt Court ruled in favor of the

defendants, applying the absolute right doctrine and noting that thelabtdito protectthe

interests theyad acquired via a valid contrdcld. at 1226. In doing so, the Court cited to out ¢f

jurisdiction cases where courts had applied the absolute privilege doctrine to thenterttadnal
interference with contractual relations, noting that “these cases d#alwmengful interference of

contract which is a species of the broader tort of interference with prospectwv@mic

onl

ege

th

advantage.'ld. It is evident that the Nevada Supreme Court views the two torts as exceedingl

similar.

In this case, Oracle’s actions are protected by the absolute right doctrine. i3 hnar
guestion that Oracle has a vested property interest in the copyrighted files it hastsupport
website, and Rimini has not presented any evidence to the coresy4dB Av. JUR. 2d
Interference821. Rimini cannot plausibly argue that Oracle must give access to its own su
website to anyone whodqaests it, especially in light of the Ninth Circuit’s decisiorFatebook
requiring an entity to receive access permission from the website host afgeirtbermed that
access would no longer be granted. In addition to having a vested property righbwn

software, pursuant to its support website’s terms of service, Oratlth@ability to terminate

anyone’s access at any time for any reaB@¥% No. 8837 at 78, 14. Oracle cannot be liable fof

interfering with Rimini’'s contracts by exercising tights under the contracts it entered into wi
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those who have agreed to the terms of service in exchange for access to the Sexbsibaviit
734 P.2cat 1226 (defendants acted appropriately to protect their interests they had acquireq
valid contractand thuswere privileged). Th&€ourt accordingly grants Oracle partial summa
judgment on Rimini’s fourth claim for intentional interference with contractuatioas arising

from the cease and desist letter.

3. The Court grants Oracle summary judgmentRimini’'s eighth cause of actiofor
unfair competitionunder California Business and Professional C8d&200et seq,
as it pertains to the ceasmd desist letter, under both the “unfairness” a
“unlawfulness” prongs.

Oracle lastly seeks summary judgment on Rimini’'s eighth cause of action, u
competition under California Business & Professional Code 88 16t (“UCL"), as it relates
to the cease and desist letter. California’s unfair competition statute praoibdact that can be
defined as “any unlawful, unfair, or fraudulent business act or prac@ise.’Bus. & PROF. CODE
8§ 17200. The statute providesedhrvarieties of unfair competition: acts or practices that are
unlawful, (2) unfair, or (3) fraudulendodsdon v. Mars, Inc891 F.3d 857, 865 (9th Cir. 2018
(“Because Business & Professions Code 8§ 17200 is written in the disjunctive, itskstsibliee
varieties of unfair competitier-acts or practices which are unlawful, or unfair, or frauduleet.
Tech Commc'ns, Inc. v. L.A. Cellular Tel. C&73 P.2d 527, 540 (Cal. 1999).Davis v. HSBC
Bank Nevada, N.A691 F.3d 1152, 1168 (9th Cir. 2012Because the statute is written in th
disjunctive, it is violated where a defendant’s act or practice violates amiyeoforegoing
prongs.”). Rimini has alleged that Oracle prohibiting Rimini from accessing the suyglusite
via the cease and dedmstter meets the requirements of two proagsifairness and unlawfulness
ECF Nos. 487, 48911 157164.

Oracle argues that its conduct in banning Rimini from it support website and sendirn
cease and desist letter cannot support a violation of the UCL for two reasonst &igstes that

the letter cannot be considered “unfair” because Oracle’s issuance of thentiies the company

10 Oracle further argues that Rimini’s fourth cause of adiils because there is no “evidence that the)

has been any actual disruption of any contractual obligat@rany other cognizable ha.” ECF Nos.

881, 886s at 27.The Court declines to address Oracle’s additional argument because it gramts (

summary judgment based on the absolute right doctrine.
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to safe harbor from the UCL. ECF Nos. 881, 88&t 23. This is so because conduct cannot
deemed “unfair” under the UCL if it is independently legal and a “means to p@ri@de’s rights
under federal and state computer access statdeQtacle argues that it protects its rights becau
it sent the cease and desist letter following the procedure approvdte byinth Circuit in
Facebookld. Second, Oracle argues that separate from the safe harbor doctrine, Rimini has
to produce any evidence indicating that it was harmed or lost money or property because
prohibited it from accessing its supperebsite.ld. at 31. In turn, Rimini argues that “Oracle’s
conduct was independentijegal because it constitutes tortious interference.” ECF Nos. 10
1039s at 36 (emphasis in original). Moreover, Rimini argues that even if the conduct wal
illegal, Oracle’s conduct was a violation of the unfairness prong because “Oracled®iokai’'s
access to Oracle’s support websites to suppress competition in the marketcler ofware
support.”ld. at 37. Rimini further contends that Oracle is not entitled to safe harbor prote
because only legislation from a state or federal legislative baihyd not a court can declare
certain types of conduct lawfud. at 38. Finally, Rimini asserts that it did suffer losses becaus
was forced to give clients discounts and hire additional contractors to completeftiteacitial
obligations, and it suffered harm to its “brand and goodwdl.’at 39-40.

The Court first considers whethdéne state or federal legislature has provided safe har
for Oracle’s conductSeeCelTech Commc'ns, Inc. v. L.A. Cellular Tel. C&/3 P.2d 527, 544
(Cal. 1999). For conduct to be immunized by the safe harbor doctrine, “the challenged cq
must be affirmatively permitted by statut¢he doctrine does not immua from liability conduct
that is merely not unlawfulEbner v. Fresh, In¢838 F.3d 958, 963 (9th Cir. 2016). Stated anoth
way, “to forestall an action under the unfair competition law, another provision mustyattagl
the action or clearly permihe conduct.’'Davis, 691 F.3d at 1164 (quotir@elTech 973 P.2d at
541).

The California legislature has not passed a statute that explicitly allows dangany to
prohibit another company from accessing its website by sending a cease anettsi©racle
cites toDavis v. HSBC Bank of Nevada, N.#r the proposition that judicial opinions can crea

safe harbors. ECF Nos. 1137, 13s1dt 16. This is a misreading of that cd3&visonly discussed
18
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that in addition to California state statutesgulations and federal statutes can also create 9
harbors; the opinion contains no discussion about whether a judicial opinion can create
harbor for certain conduct (much less explicitly states that it can dD@&a}j 691 F.3d at 1166.
Absenta Ninth Circuit case explicitly holding that judicial opinions can create safe hander
the UCL, the Court cannot conclude that the Ninth Circuit’'s holdirkgaoeboolextends the safe
harbor doctrine to encompass the conduct at issue in that case.

Because the Court can find no statute or regulation that explicitly provides sade, iz
Court must then consider whether Oracle’s conduct is “unfair,” within the meagtifigrth by
the California Supreme Court: “conduct that threatens an incipi@ation of an antitrust law, or
violates the policy or spirit of one of those laws because its effects are cblagarar the same
as a violation of the law, or otherwise significantly threatens or harms compgtitiCelTech
973 P.2d at 544. “[Alnyfinding of unfairness to competitors under section 17200 [must]
tethered to some legislatively declared policy or proof of some actual oretedaimpact on
competition.”ld. In other words, to defeat Oracle’s motion for partial summary judgmentnRin
needed to provide at least some evidence that Oracle’s conduct was motivated by a

competitive purpose. It has not done so. Rimini states that Oracle revoke@#s t@acthe support

websites “to suppress competition,” but then fails to cit@yoesidence supporting that assertion.

ECF Nos. 1026, 1039 at 37. The evidence it does cite to merely shows that “targeting,” ar
by an entity with market power directed toward the customers of one particulartitompean
be” anticompetitive.ld. But it does not provide any evidence that what Oracle did in this @
constituted “targeting,” nor does it provide any evidence that the specificingrgeds ant

competitive. While Rimini points to the fact that Oracle has not sought to prohibif Riyimi’'s

competitors from archiving software, this tends to show that Oracle’s conducthaseat on an
antrcompetitive motiveld. Instead, it supports Oracle’s position that it has prohibited Rimn
from accessing its support site because it believes that Rimini is engaging iscalegeopyright

infringement, not because it is a major competitor in the business software supgett ma

1 TheCourt notes that the term “unfair” is not defined by the UCL, and as tg@aniune 2018, the Ninth
Circuit commented that the definition of the term was in “flux” in Califoste@te courtsHodsdon 891
F.3d at 866 (quotindavis 691 F.3d at 1169).
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The Court also notes that thacebooldecision flows from the copyright holder’s absolut
right to protect itelf from copyright infringement by a licensee’s agent who may have consid
its conduct to be authorized. Althoughacebookdoes not grant Oracle safe harbor from Rimini
cause of action under the UCL, as the copyright holder, Oracle had no obligagi@mt Rimini
access to its property. As such, it is axiomatic that Oracle’s issuana adabe and desist lette
cannot be considered “unfair” under the UCL. Based on the above, the Court does not reg
issue of whether Rimini has produced suéfiti evidence that it suffered harm as a result
Oracle’s actions.

Additionally, Rimini’s eighth cause of action fails under timawfulness prong. Rimini’'s
eighth claim of “unlawful” business practices, is premised on Oracle’sedll&g) intentional
interference with Rimini’'s contractual relations, (ii) intentional interference \Rimini's
prospective economic advantage, (iii) violations of the Nevada Deceptive Teadie®s Act, (iv)
violations of the Lanham Act, (v) copyright misuse, and (\@gloh of contractual agreements wit
its customers.” ECF Nos. 487, 489 158. Per th€ourt’s prior order, Rimini’'s third cause of
action, copyright misusdfth cause of action, intentional interference with prospective econo
advantagesixth cause of action, violation of Nevada’s Deceptive Trade Practices Act, NR
598.0903¢et seq,. as it pertains to the “bait and switch” provision (NRS98.0917)and seventh
cause of action, violations of the Lanham ;Ae¢re dismissed. ECF No. 633. As discussed beld
the Court grants Oracle’s fourth motion for partial summary judgment on Rimighshetause
of action,violation of Nevada’'s Deceptive Trade Rrees Act, under NRS §98.0915(8)See
Part IV.D.2.“To be ‘unlawful’ under the UCL, the [defendant’s conduct] must veokaother
‘borrowed’ law” Davis 691 F.3d at 1168 (internal citation omitted), and common law violati

such as a breach of contrace insufficientShroyer v. New Cingular Wireless Services,, 1622

F.3d 1035, 1044 (9th Cir. 2010). Therefore, because no statutory law claim on which Riminj

“borrow” remains Rimini’s unlawfulness theory necessarily fails

Based on the aforemBoned, the Court grants Oracle’s motion for partial summa
judgment on Rimini’s eighth claim under the unfairness and unlawfulness prongs, assttoela
the cease and desist letter.
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B. Oracle’s motion for partial summary judgment on its first cause of action, copyight
infringement, and Rimini’'s express license defense as it relates to the 47isdue
copyrights, and7 other affirmative defenses asserted by RimifECF Nos. 888, 89&)
is granted in part and denied in part.

Oracle’s second mmn seeks partial summary judgment on its first claim, copyrig
infringement, and Rimini's express license defense, as both relate to the 47 B®op
environments listed in Oracle’s corrected third amended counterclaims (E@E844N. ECF Nos.
888, 896s at 6, 8 n.1. Oracle also seeks summary judgment on six affirmative defenses Rim
lodged against Oracle’s first claim for copyright infringeméaht.Rimini responded to Oracle’s
motion (ECF Nos. 967, 97¢), and Oracle replied (ECF Nos. 1146, :$49The Court will discuss

each argument in turn.

1. The CourtgrantsOracle summary judgment on its first cause of action, copyri
infringement, and Rimini's express license defense, as both relate to thésdideat
PeopleSoft copyrights.

As previously stated, i@racle |, the Court granted Oracle summary judgment on its cldi

that Rimini committed copyright infringement when it copied its clients’ PeopleSoftaeftvom
their computer systems over to Rimini’'s computer syst@recle USA, Inc. \Rimini Street, Ing.
6 F.Supp.3d 1086, 10988 (D. Nev. 2014¥? Though factual discovery i®racle | closed in
December 2011Cracle |, ECF No. 161 at 9), following the Court’s February 2@inmary
judgment oder(Oracle USA, Rimini made two supplememntdisclosures providing updated clien

lists, including “clients Rimini had obtained since the close of fact discoveripécember 2011

and “clients that had received updates generated on Rmostéd environments after close of fa¢

discovery through,’August 2014. ECF No. 913 at 12; ECF Nos.-31®106, 9167, 9108.
From this supplemental discovery, Oracle identifies “47 PeopleSoft environthantgere either
(1) associated with customers not at issuéiacle |, or (2) were built after the Court’s Februar
2014 Order. ECF Nos. 888, 838t 7. Rimini admitted that its “conduct prior to December 20

for servicing PeopleSoft Software would be consistent with its processes fairggReopleSoft

12 As noted abovehe urt uses Oracle I to refer to the entirety afasenumber 2:16cv-00106+£ RH-
VCF and for citations to the record in that caseOhacle |, the Court issue@®racle USA, Inc. v. Rimini
Street, InG.6 F.Supp.3d 1086, 1098 (D. Nev. D14), which the Court refers to a®tacle USA. The
Ninth Circuit’s opinion orOracle USAand theOracle | case as a wholQracle USA, Inc. v. Rimini Street,
Inc., 879 F.3d 948 (9th Cir. 2018), is referred to@sfinil”.
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Software between December 2011 and July 30, 2014.” ECF Nel@®S6at 4. Given these
undisputed facts, Oracle now seeks to recover damages related to Raftegesd unlawful
infringement of these 47 PeopleSoft copyrights which occurred between Septemban@0ly
2014, and which were not adjudicateddracle . ECF Nos. 888, 896-s at 6.

I.  Claim Preclusion

Rimini assend that the doctrine of claim preclusioalfo known ases judicata) prohibits
Oracle from recovering any damages from September 28, g@rbiigh July 31, 2014, for anyj
copyright infringement stemming from the 47 PeopleSoft environments. ECF Nos. 9&/at97
16-17. Rimini argues that Oracle purposefully chose not to pursue its copyright infringe
claims for that period if©racle | eventhough it could have, instead deciding to file a separ
lawsuit to recover those damagksk.As such, it should be estopped from seeking those damz
in this case.

“Claim preclusion prevents the relitigation of claims previously tried @dexded:
Littlejohn v. U.S.321 F.3d 915, 9220 (9th Cir. 2003) (citing_lark v. Bear Stearns & Cp966
F.2d 1318, 1320 (9th Cir. 1992)Claim preclusion is a broad doctrine that bars bringing clai
that were previously litigated as well as somenttathat were never before adjudicated
Holcombe v. Hosmed77 F.3d 1094, 1097 (9th Cir. 20q@uotingClements v. Airport Auth. Of
Washoe Counfy69 F.3d 321, 327 (9th Cir. 1995)). The doctribars all grounds for recovery
which could have been astat, whether they were or not, in a prior suit between the same p4
on the same cause of actibRlark, 966 F.2d at 1320he three elements of a successful clai
preclusion defense are: (1) “identity of claims, (2) a final judgment on the merit&3)gomity
between parties.Tahoe-Sierra Pres. Council, Inc. v. Tahoe Reg'l Planning Age@p F.3d
1064, 1077 (9th Cir. 2003) (internal quotation marks and citation omitted).

What Rimini is requesting is not necessarily claim preclusion, but na#ingal judgment
on Oracle’s copyright infringement claim pursuant to the doctrine of dalitting. It is “well-

established that a party may not split a cause of action into separate grounds of rexbxeasea

13 The doctrine of clainsplitting is a “subspecies” of claim preclusid®eeFinjan, Inc. v. Blue Coat
Systems, LL230 F.Supp.3d 1097, 1102 (N.D. Cal. 2017).
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the separate grounds successive lawsuits; instead, a party must raiseall the grounds of
recoveryarising froma single transaction or series of thérat can be brought togettieFerring
B.V. v. Actavis, IngcCase No. 3:18v-00477RCIWGC, 2014 WL 3697260, at *5 (D. Nev. July,
23, 2014) (quotingVars Inc. v. Nippon Conlux Kabush#kaishg 58 F.3d 616, 619 (Fed. Cir,
1995)). ‘Claimsplitting is different from claim preclusion in that it does not require a fif
judgment on the merits ithe firstsuit” Finjan, 230 F.Sipp.3dat 1102. Instead, a successfu
claim-splitting defense must meet the first and third elements of claim preclusion.

A recent Ninth Circuit casdjoward v. City of Coos Bay71 F.3d 1032, 104®th Cir.
2017), establishetthatthere is a bright lineule prohibiting the application of the doctrine of clair
preclusion (and, by extension, clasplitting) to*“claims that accrue after the filing of the operatiy
complaint! In Howard, the plaintiff accused the defendant of a retaliatory firing steminomg
a whistleblower complaint she had fildd. at 1037. She eventually found a new job, but wh
her case was pending, the defendant repeatedly posted a job listing for her old pdsRlamtiff
applied for that position when the listing was initially posted, but she was turned Idov8he
prevailed at trial in her first case and then filed a second case against the ddtenasaliating
against her (by rejecting her job application) because of her success kat @izl 038. The Ninth
Circuit held that the district court erred by applying the doctrine of claim preclusiondeckar
second case only accrued around the time her first case went 1d.taall040. The main concerr]
of the Ninth Circuit, like other circuit courts that hasansidered the issue, was that absent sug
rule, a plaintiff would be barred from asserting a claim that arose during a lamasi$ the district
court allowed the plaintiff to amend her complaidt.This can often be an issue because a plain
is only allowed one amended complaint early in a case, and likeward a new claim might
not accrue until late in a lawsuit.

The Ninth Circuithas since interpreted the term “accrue” freloward, determinng that

it means to “come into existence” or “arisklédia Rights Technologies, Inc. v. Microsoft Corp.

922 F.3d 1014, 1021 (9th Cir. 201@Microsoft’). In other words, “claim preclusion does ng
apply to claims that were not in existence and could not havesueehupon-i.e., were not

legally cognizable-when the allegedly preclusive action was initiatdd.”In addition to these
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rules made clear iHoward and Microsoft to determine if a copyright infringement claim i
precluded by res judicata, the Court considers the “discovery rule,” (that “a copyrigtgenient
claim accrues when a party discovers, or reasonably should have discovered, the {
infringement”), and the “separagecrual rule” (that “when a defendant commits success
violations of theCopyright Act, the statute of limitations runs separately from each violatidn”).
at 102223 (internal quotation marks, alterations and citations omitted). Therefdvicrosoft,
the Court held that claims that the plaintiff “could reasonably have discovered gfilorg suit
accrued prior to filing and were thus, precluded, if the other claim preclusion etewerst met.

Id. at 102324. “By contrast, under the separatrual rule, any sale of the allegedly infringin

Microsoft products aftertiie date plaintiff filed its complaint] gave rise to a cause of action . . |

of the date of the sale” and were thus, not precluldedt 1024.

Here, there is no doubt Oracle and Rimini were both parties in the previous Sei#or).

Oracle USA 879 F.3d948 (9th Cir. 2018). But ifOracle I, Oracle filed its second amende
complaint, the operative complaint, on June 1, 2@&&Oraclel, ECF No. 145 and the claims
it seeks to recover from in this action accrued from September 28, 2011 through July 31,
UnderHoward and the “separataccrual rule,’that means any damages or claims that accr
after June 1, 2011, are not subject to the doctiingaim preclusionor claimsplitting). See
Microsoft Corp, 922 F.3dat 1024 (“Because those claims arose aftdre[plaintiff] filed the
operative complaint iMRT | and[the plaintiff] could not have sued on them when it fiMRT |,
they are not precluded here.”). Therefore, Oracle is not precludeds&elmg damagesn this
suit stemming from any infringement of tdg PeopleSoft development environmethist arose
after the filing of Oracle’s second amended complai@riacle L
ii.  Collateral Estoppl

On the other hand, Oracle assdftat Rimini is collaterally estopped from contestin
liability on the 47 PeopleSoft environments because Rimini has committed the sanvéhathe
same software, the only difference being that those acts occurred duringrendiffime period.
ECF No0s.888, 896s at 9. Oracle argues that following the filing Ofacle | in 2010, from

September 28, 2011 through July 31, 2014, Rimini continued to infringe its PeopleSoft copy
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through a process known as “local hostind.”As previously described, ¢al hosting is a system
by which Rimini copies a client’s version of PeopleSoft from the client's compységm over to
its own computer system to create and test updatgsaPart I.A. Oracle concludes by arguing
that because the Ninth Circuit affirchehis Court’s ruling that Rimini’'s conduct constituteq
copyright infringement and Rimini continued the same activities through July 201€pthve
should hold that Rimini cannot challenge liability for the 47 PeopleSoft environments.

Instead of an argume for claim preclusion, Oracle makes an argument for isg
preclusion, also known as collateral estoppel. This doctrine “bars successivefitajan issue
of fact or law actually litigated and resolved in a valid court determination esgeriti@ prior
judgment, even if the issue recurs in the context of a different claioward, 871 F.3d at 1040
41 (internal quotation marks and citations omitted). The elements for issliesjgne@re similar
to claim preclusion (though not identical), and reguhe party asserting collateral estopp
demonstrate: “(1) the issue at stake was identical in both proceedings; @ubeavias actually
litigated and decided in the prior proceedings; (3) there was a full and fair oppottulitigate
the issue;ad (4) the issue was necessary to decide the méyeniran v. Holder672 F.3d 800,
806 (9th Cir. 2012). Though not applied “mechanistically,” the Court applies four faotof
determine if the issues are “identica{l) whether “there is a substantial overlap between |
evidence or argument to be advanced in the second proceeding” as was in thvitstt{@r the
“new evidence or argument involve[s] the application of the same rule of law” as insthe
proceethg; (3) if pretrial preparation and discovery in the first action could be “raagon
expected to have embraced” the issue in the second action; and (4) whether then cleenso
proceedings are closely relatddoward 871 F.3d at 1041 (citinfResolition Trust Corp. v.
Keating 186 F.3d 1110, 1116 (9th Cir. 1999)).

As with claim preclusion, therie no dispute that Oracle and Rimini were both parties
the first lawsuit, and that i@racle |, the Court granted Oracle summary judgment on the idsu
whether Rimini engaged in copyright infringement when it copied its clients’ People

environments from their computer systems over to its own, after a full and fair opfyottun
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litigate. SeeOracle USA6 F.Supp.3d 1088 The only true dispute heeis whether the issues arg
identical. Rimini argues that its express license defense for the 47 Peoge8aihments is
different from its express license argument that bothGbigt and the Ninth Circuit rejected in
Oracle | Specifically, Rimini sated that following the Court’s grant of summary judgment
Oracle inOracle |, the parties entered into a “limited stipulation” regarding the scope of
software license provisions for PeopleSoft; the parties agreed that “for gusesiof this actg”
the remaining PeopleSoft licenses were the same as or very similar to the tweslakissue in
the motion for summary judgment. ECF Nos. 967,-9& 13;0Oracle |, ECF No. 599 { 1. The
Court had found those two licenses to both contain provisions that prohibited Rimini from co
its customers’ PeopleSoft environments over to its own computer system. Ora@deguew that
because the 47 PeopleSoft environmenissaie here are the same as the two licenses at issl
the Court’s summary judgment ruling@racle |, Rimini is collaterally estopped from contestin
liability for the 47 licenses. ECF Nos. 1146, 148t 16-11.

Having reviewed the relevant licenst#s Court agrees with Oracle that the issues in {
two lawsuits are identical. First, there is a substantial overlap betweendbeavbecause Oraclg
would be presenting the same facts surrounding the local hosting process that was one tdlthq
issues in the first case to a jury in this case. Oracle would also be presentiagi¢hargument
that it did in the first case, namely that Rimini committed copyright infringement by hostin
clients’ PeopleSoft software on its own computer systems. This evidence also ithekasne
rule of law as in the first proceeding, as the Court would be applying the same standard ¢
interpretation principles to interpret the licensing provisions, and Rimini would prbgum
present the same affirmativefdnses. Additionally, the pretrial preparation and discovery
Oracle | embraced this issue as substantial discovery was conducted regarding Rouoadi’'s
hosting process, and the parties briefed the issue extensively at the dispositive msgon pha

Turning to the factor of whether the claims are “closely related,” the majat pbi
contention between the parties is whether the licensing agreements for theSB&qgplducts in

Oracle | are the same as the licensing agreements for the 47 PeopleSoft products Oracls

14 As theCourt has noted, this decision watfirmedby the Ninth Circuit irRimini |, 879 F.3d at 95%0.
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judgment on here. In the previous action, one of the two licenses stated that “Qraicte
Licensee a . . . license to use the licensed Software, solely for Licemgesisli data processing
operations at its facilities.Rimini I, 879 F.3d at 959. On appeal, neither Oracle Rionini
differentiated between the language in the two licenses despite minor languagens.ld. at
959, n.5. The “facilities restriction” provision, regardless of any minor languagatigari
prohibited Rimini from hosting its clients’ PeopleSoft software on its own computer systems
While not all the PeopleSoft licensing agreements are the same as the@raedari, the
evidence presented by Oracle here demonstrates that they all contain fa@htiestion
provisions that are either identical or substantially similar to the restrictions feomprékious
action. ECF Nos. 1146, 1149at 1611. Some of the language is identical to the two licens
ruled on inOracle |, such as the license belonging to the City of Ontario, Canada, which grg
it the ability to use the software “on one or more servers at Licensee’s faCilieF No. 896
24s at 11. Some of the language is substantially similar to the languag®ifaaie |, such as the
languagdrom Adventist Healthcare, Inc.’s license, which limited it to only making copig¢he
software on “one or more servers and/or workstations located at facititized by the licensee,”
and Brandeis University’s license, which limited copying of asd of the software to “servery
and/or workstations located at facilities owned or leased by” Brandeisrsinwvéd. at 4, 78.1°
Rimini’'s argument to the contrary is unpersuasive because it does not provide amatiadter
meaning to any of these facilities provisions within the PeopleSoft licensegeahesg. To defeat
a motion for summary judgment, especially one such as this where there are no dispsites

Rimini must do more than make a naked legal conclusion without providing a plausilataléer

15 Rimini points to 4 additional licenses that it argues either do not haveiéacilirovisions or the
provisions are not substantially similar to those ruled ddrecle |. SeeECF No. 974s at 22 While the
provisionsidentifiedare not identical, th€ourt finds that each license contains a provision that prehil

local hostingSeeECF No. 89611 at 6 (under the PNMR Services Company’s license, a “Computesdice

allows you to use the licensetbgram on ainglespecified computer.lemphasis added)ECF No. 896-
24 at 23 (under the A.H. Belo Corporation license, copying is limited tolfezerver at the Site up to
the licensed number of workstations specified in the applicablal8lehtanddefines “Site” as “a specific,
physical location of Licensee’s Server as set forth in the applicable Schedt@F)No. 8965-s at 13
(under the Bemis Company, Inc. license, the licensee can “use an whiwnitder of copies of Software,
solely for theinternal data processing operations of Licensee” on specified searatdfCF No. 896-24-
s at 1011 (under the Choice Hotels International Services Corpataticense, the licensees use is limite
to “a single machine.”).
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explanation. To the contrary, each license contains a provision that makes it clBamthatvas

not allowed to copy the PeopleSoft software or environments to its system. Agbprthe Court

finds that the facilities restrictions languagehintthe PeopleSoft licenses here have the same

meaning as their counterpartsGnacle I

Rimini further argues that Oracle has “failed to produce the specific custoeresds for
at least 4 of the 47 PeopleSoft environments.” ECF Nos. 967s @f£23.The Declaration of
Casey McCracken provides that after Rimini notified Oracle that some a¢¢hede agreements

for certain clients were missing, Oracle provided that “Oracle was unaideribfy a license

agreement for certain clients” and insteaovided “a representative agreement.” ECF No.-976

19 45. The Court agrees with Rimini that the Court cannot rule that these 4 licenseeuseqd
contain a provision that would prohibit local hosting without seeing the agreement. How
Rimini has notprovided the Court with the names of the clients without license agreement
anything else that would provide a useful guide for determining those left at issue. Witlgng
more than a bare assertion that some 4 of these 47 PeopleSoft environments do not c(
facilities restriction that would prohibit local hosting, when every other P8ofiléicense the

Court has reviewed did, the Court finds Rimini has failed to meet its burden fepras®license

defense.

Rimini finally argues that the issue was not “actually litigated” in the previous ac
because Oracle must specifically argue and demonstrate that each particular lccensaltbw
for Rimini’'s conduct. ECF Nos. 967, 9#&at 23. While this is factually correct, what both tH
Court and the Ninth Circuit analyzed @racle |, with respect to the PeopleSoft licenses, w.
whether Rimini’s conduct violated the facilities restriction within those licensestafed above,
Rimini has also failed to demonstrate how the facilities restisttbat apply to each of the 47
PeopleSoft environments here are different from the facilities restrictiorQracle 1. If Rimini’s
argument were correct, then every time a court was presented with a rostirence contract
case, courts would be unable to rely on district and circuit precedent interpresagihénguage
found in contracts from the past. This, olcse, is not the law, and it is walstablished that

courts may look to previous cases for guidance when interpreting identical contract |laBgeaag
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e.g., Kimble v. Marvel Entertainment, LL&676 U.S. 446, 457, 135 S.Ct. 2401, 2410 (201
(recognizingthat in “cases involving property and contract rights, considerations favsiang
decisisare at their acme.” (internal quotation marks omitted)).

The Court accordingly grants Oracle partial summary judgment on its first abaim
copyright infringement for the 47 PeopleSoft environments listed in its third calractended

counterclaims.

2. TheCourt grantsn part and denies in padtraclés motion forsummary judgment on
the six affirmative defenses@sue in this motion, as each relates to Otaclepyright
infringement counterclaim.

Oracle also seeks summary judgmensixof Rimini's affirmative defensegl) implied
license and consent; (2) statute of limitations; (3) laches; (4) equitatypekt(5) abandonment
and (6) unclean hands. EQ¥os. 888, 89& at 1524. Importantly, Oracle only seeks summar
judgment on these claims as they apply to its @ostnteclaim for copyright infringemengnot
just the 47 PeopleSoft environmeumtsissue aboye but not as each would apply to any othe
counteclaim Oraclehas asserted.

I.  Implied License and Consent Defense

Oracle seeks summary judgment on Rimini’s third affirmative defense, the resnl
defenses of implied license and consent of replied license and consent of use are lega
duplicative affirmative defenses and shall be addressed togStere.q.Peker Letterese &
Assocs., Inc. v. World Inst. Of Scientology Entes83 F.3d 1287, 13089 (11th Cir. 2008)
(equating a consent defense to that of implied license and applying the same stbAdard))c.
v. Shaver74 F.3d 768, 7736 (7th Cir. 1996) (holding that consent is equivalent to nonexclus
license defense).

“An implied license can be found where the copyright holder engages in conduct
which [the] other [party] may properly infer that the owner consents to his &sgld’v. Google,
Inc., 412 F.Supp.2d 1106, 1116 (D. Nev. 2006)). “Consent to use the copyrighted work nef
be manifested verbally and may be inferred based on silence where the copyrightrimideof
the use and encourages I’

I
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Oracle offers two separate arguments in support of summary judgment. First,stthague

Rimini is collaterally estopped from asserting this defense because Rimini uslindar
arguments and evidence here as it di@racle |, and there, th€ourt ganted Oracle summary
judgment on the defense. ECF Nos. 888,-88616. Second, Oracle argues that Rimini has I
providedany evidence that Oracle did in fact consent to Rimini’'s condiicin its response,
Rimini highlights the fact that Oracle haléem encouraged its clients to use cloud servers to N
its business softwar@andpoints to the fact that Oracle approved the processes used by ty
Rimini’'s competitors, Spinnaker and CedarCrestone, but inexplicably objected to tke
processes whemsed by Rimini. ECF Nos. 967, 974#s28-31.

After reviewing the record, th€ourt finds partial summary judgment is appropriate f
Oracle. As an initial matter, collateral estoppel does not apply here bedaisei®premising
this defenseon different conduct than before, namely that Rimini’s clients had copied t
PeopleSoft environments to a cloud server rather than hosting the software on Rimiptisetor
systems. This support process was not “actually litigate@traclel. As to Rimini’'s catentions
about the use of a cloud server, ituisdisputed that Oracle executives have consented to
approved of licensees hosting their Oracle software on their licensee’s clvedss®&imini
asserts that the cloud server falls outside the “faslitiestriction” provision in the legacy
PeopleSoft licensing agreements and that somehow this supports an affirmative oiefepted
license and consent. Rimini’s argument misses the broader point. The use of a clauaysamnve
Oracle licensee doe®ninsulate Rimini from Oracle’s claims of copyright infringement, such
illegal copying or crossise. The terms of the licensing agreement do not suddenly expand or
greater conduct by Rimini simply based upon the physical location of the licersed®tare.
Access to a licensee’s cloud serugay besubject to the exclusive control of the licensee, just
is software physically located within the licensee’s “faciliti€%s.”

Rimini argues that Oracle consented to the processes used by Spiramake

CedarCrestone, but it is unclear from Rimini’s brief whether that consent wasoeveunicated

16 As discussed below, there is an issue of material fact whetherehelwdis control of its cloud server
SeePart IV.G3.
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by Oracle to Rimini, and if so, when. Rimini states that Oracle approved Spinnakgp@ts

processes, but as evidence, Rimini cites to a confiddetiat from Oracle to Spinnaker sent i

November 2011. ECF No. 975 at 2. Rimini has provided no evidence that it knew about this

approval prior to this litigation. Similarly, Rimini cites to a settlement agreement betreele
and CedarCrestone, whbgeOracle permitted CedarCrestone’s use of “kitnmw” in servicing a
licensee’s software. ECF No. 924. But it is unclear how Rimini would have known the deta
of this confidential settlement agreement at the time it was agreed to-20d8d Rimini @annot
claim that it had an implied license to operate in the manner Oracle accuses it of biegausto
communications between Oracle and a third pdigld, 412 F.Supp.2a@t 1116;Alaska Stock,
LLC v. Pearson Edu., Ind975 F.Supp.2d 1027, 1041 (®laska 2013) (“Often, the parties' cours
of dealings will determine whether an implied license was given.”). Whigeahidenceamight
arguablybe used by Rimini at trial to cast doubt on Oracle’s motivation for raising the caus
action it has against Rimini, it cannot be used as a basis for an implie@ laresensent defense
ii.  Statute of Limitations Defense
As it did in Oracle I, Rimini again asserts a statute of limitations defe(tsesixth

affirmative defensefo defeat Oracle’sopyrightinfringement claim. Rimini argues that becaus

Oracle filed its first set of counterclaims on February 17, 2015, it can only recovérefor

infringing actions that took place after February 17, 2012. ECF Nos. 9675 &783-34.

Is

D

es O
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Generally, copyright infringenent actions must be filed “within three years after the claim

accrued.’Roley v. New World Pictures, Ltd9 F.3d 479, 481 (9th Cir. 1994) (quoting 17 U.S.(
8§ 507(b); see also Petrella v. MetrGoldwynMayer, Inc, 572 U.S. 663, 671 (2014). A copyrigh
infringementclaim “accrues when one has knowledge of a violation or is chargeable with
knowledge.”Roley 19 F.3d at 4810ne is chargeable with knowledge of a copyright violation
it could have been reasonably discoverealar Bear Prods. v. Timex CorB84 F.3d 700, 706
(9th Cir. 2004). Thus, “[a] claim for copyright infringement accrues on the date that a f@aso
investigation would have put the rights holder on notice that potentially infringing conduc
occurred.”In re Napster, Inc. Copyright LitigCase No. QDL -00-1369MHP, C 043004 MHP,

2005 WL 289977at*4 (N.D. Cal. Feb. 3, 2005).
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This defense is onlapplicable to some of Oracle’s claims, specifically infringement
Oracle’s EBusiness Suitesoftware (‘EBS”) dating back to 2010 (which was not at issue
Oraclel) and Oracle’s other copyright infringement claims that purportedly accrued @rig
Felruary 17, 2012. ECF Nos. 888, 896t 1718. Oracle argues that gecopyright infringement
claims did not accrue until April 2014 when Rimini provid2chclewith an updated customer list
which, for the first time, placed Oracle on notice that Rimimfanging conduct had continued
through the litigation. ECF Nos. 1146, 1149-s at 21.

To prevail on its statute of limitations defenBanini must provide at least some evidend
showing that Oracle knew or should have known of Rimini’s underlying conduct prior to Febl
17, 2012 As the Ninth Circuit made clear in its recent decistmacle Americalnc.v. Hewlett
Packard Enterprise Companyonstructive knowledge is enough to trigger the statute
limitations. --- F.3d---, 2020 WL 4876833, at *3 (9th Cir. Aug. 20, 2020 €wlett Packard).
Regarding the EBS claims, Rimini states that in October and November 201g5edeeveral
press statements stating that it was now offering support services fae’©EEBE. ECF Nos. 967,
974-sat 34 (citing ECF No. 969). Importantly, the press statements indicated that Rimir]
support services for EBS followed “the same successful model used in the desgolf of its
other products lines.” ECF No. 9d9at 23. Given that Oracle had accusedii of using a
business model that infringed on its copyrights, Rimini argues that Oracle had a dugstmate
Rimini’s conduct at that tim&CF No. 974s at 34 As to the other copyright claims, Rimini argue
that because of what was revealed dyudrscovery inOracle |, Oracle wa®n notice that Rimini
might be continuing to infringe Oracle’s copyrights.

The Court agrees with Rimini regarding EBS. #laintiff is deemed to have had
constructive knowledge if it had enough information to warmmtinvestigation which, if
reasonably diligent, would have led to discovery of the” cl&mcay v. Andrew238 F.3d 1106,
110940 (9th Cir. 2001)internal quotation marks and citation omitte@ine Ninth Circuit has
“previously explained that ‘suspicion’ of copyright infringement ‘places upon the iffi@muty
to investigate further into possible infringements of its copyrighkéeWlett Packard--- F.3---,
2020 WL 4876833, at *3 (quoting/ood v. Santa Barbara Chamber of Commerce, W35 F.2d

32

of
in

t

=

e

uary

of

S

[72)




© 00O N o o A W N P

N NN N N N N N DN R P R P R R R R R
o ~N O ;O N D0 N RO OO o0 N oY 0N 0O O NEReR O

1515, 1521 (9th Cir. 1983))At the time Rimini argues that Oracle was given constructive notice

of potential infringement (October/November 2011), Oracle suspected that Richemgaged in
widespread copyright infringement (which a jury later determined that it wlithe course of
providing support services for several of Oracle’s software products, such adWwdddg, Siebel,
and PeopleSoft. There is an issue of material fact as to whether it would havedssmable for
Oracle, upon hearing th&imini had begun offering support services for EBS, to investig
whether Rimini was utilizing the same infringing practices with that softwareaadeGuspected
Rimini was with others.

A case from the Central District of Californi&gahmy v. JayZ, is instructive. 835
F.Supp.2d 788C.D. Cal. 2011)There, the plaintiff sued a musician and several other defends
arguing that in creating the song “Big Pimpin’,” the defendants had infringedthpgraintiff's
copyrighted interest in an originalregp Id. at 786.The plaintiff argued that because he only kne|
about the “Big Pimpin™ single, which he claims infringed his copyrighted work, the stattut
limitations did not bar his recovery for subsequent remixes and acoustic versioigs Birtfpin’
that he did not know exiddeld. at 789. TheCourt rejected the plaintiff's argument becauster
alia, the plaintiff had an obligation to investigate whether the defendants created other setgs
on the plaintiff's original song in addition to the single he already knew aloloat. 790. This is
the same situation here. There is a plausible argument to be made that @xacteshispected
that Rimini infringed on its PeopleSoft, Siebel, and J.D. Edwards copyrights, should
investigated whether Rimini also infringed on its EBS copyright after Rimini announeedl|d
be using the same support model for EBS as it did for the other sofSea&epnefTregoe, Inc.
v. Exec. Dev., Inc79 F.Supp.2d 474, 488 (D.N.J. 1999) (upon discovering one infringing w
plaintiff had a duty to monitor the defendant's additional published works béeearesesonable
[copyright holder], motivated by his interest in recovering for and preventing infringement, k
abreast of the activities of those in his field of endeavantérnal quotation marks omitted)
Whether Oracle should have investigated Rimini’'s support services for EBI&puted question
of fact that the jury must decide.
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The Courtfurtherfinds that there are disputed questions of fact concerning when Of
acquired knowledge of or is chargeable with knowledge of a prospective Rimingerfrent
beyond the thregear statute of limitations. Fact discovery close®nacle 1 on December 5,
2011, and following motion practice and over the objections of RiminColet ruled that Oracle

could supplement its expert damages report to indiatieages it suffered through the course

litigation regarding presuit Rimini clients.Oracle |, ECF No. 669 at.40racle represented to the

Court that it did not intend to seek damages focated “gap customers” (customers Rimini

acquired after Orde had filed its lawsuit) irDracle |, but rather seek damages for them in th
litigation. There is an issue of material fact as to what claims Oracle knew or shoaldéritavn
about prior to February 17, 2012, that must be resolved atAgabrdingly,the Court denies
Oracle’s motion for summary judgment as to Rimini’s statute of limitations defense.

iii.  Latches Defense

Next, Oracle requests summary judgment on Rimifolgteenth affirmative defense,

laches. To establish a laches defense in a copyright infringement action, a defendahomus

that (1) the plaintiff delayed in initiating the lawsuit; (2) the delay was unredsomald (3) the
delay resulted in prejudic®anjag LLC v. Sony Corp263F.3d 942, 951 (9th Cir. 2001). Delay

is measured from when “the plaintiff knew (or should have known) of the allegedly infrin

acle

is

Jing

conduct, until the initiation of the lawsuitld. at 952. In determining the reasonableness of the

delay, “courts look to t cause of the deldyid. at 954. Delays have beblgeld permissiblevhen
(1) “it is necessitated by the exhaustion of remedies through the administration pr{#)essis
used to evaluate and prepare a complicated c¢lang (3)"its purpose is to dermine whether
the scope of the proposed infringement will justify the cost of litigdtiwh.(internal quotation
marks and citations omitteds to the prejudice element, courts generally require that a defen
demonstrate greater harm when the ylesashort, but less when the delay is lengttller v.
Glenn Miller Prods., InG.454 F.3d 975, 1000 (9th Cir. 2006) (appendix). The two primary for
of prejudice in the laches context are expectatimased prejudice, which exists where a defendd
“took actions or suffered consequences that it would not have, had the plaintiff brough
promptly,” and evidentiary prejudice, which exists where there are “such things asalestois
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degraded evidence, or withesses whose memories have fadedlawelthed. Danjag 263 F.3d
at 955. Importantly, the Supreme Court recently held that the defense of lachesheansed to
defeat copyright infringement claims that have been brought within the Copyright Aety#ar
limitations period absent “extraordinary circuarstes.Petrella v. MetreGoldwynMayer, Inc,
572 U.S. 663, 677, 686 (2014).

Pursuant tdPetrella, Rimini cannot assert a laches defense to any copyright infringen
claim brought within the statute of limitations absent an “extraordinary circunastaiicthis
point, this means that it cannot assert a laches defense to any claim broudgrelatiary 17,
2012, unless it can demonstrate this situation is an “extraordinary circumstanite.felsponse
to Oracle’s motion, Rimini does not explain howstltase qualifies as an “extraordinar
circumstance.” In fact, Rimini never addresses the issueefine, theCourt will grant Oracle
summary judgment on this defense because, having failed its burden of persuasion, the only
to which Rimini can lavfully assert a laches defense would already be barred by the staty
limitations, making this defense unnecessary and redundant.

iv.  Equitable Estoppel Defense

Oracle next moves for summary judgment on Rimififeenth affirmative defense,
equitable estppel. The purpose of equitable estoppel is to “prevent the assertion of legal
that in equity and good conscience should not be available due to a party’s cdncecEState
of Prestie 138 P.3d 520, 525 (Nev. 200@pternal quotation marks anditation omitteql.
“Equitable estoppel requires thét) the party to be estopped must be apprised of the true f4
(2) [it] must intend thafits] conductshall be acted upon, or must so act that the party asser
estoppel has the right to believe it was so intended; (3) the party asserting thel estisp e
ignorant of the true state of facts; [#)e party asserting estoppelust have relied to its detrimen
on the conduct of the party to be estoppetleeward Capital, L.P. v. Archon Corp759
F.Supp.2d 1249, 1254 (D. Nev. 201u¢tinglIn re Harrison Living Trust112 P.3d 1058, 1062
(Nev. 2005)).

Rimini is unable to proffer sufficient evidence on each element of equitable dstopy
create a triable issue of fact. Here, Rimini’s basic theory of the defense is ¢fiatlibn Oracle’s
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repeated statements that “thpdrty support can be performed under its licenses,” but that w
it changed its support processes, Oracle changed its theories of liability. &SC#6N, 974s at
36. Butwhether thirdparty support is allowed under the licensing agreements is not at issue |
lawsuit, nor was it at issue @racle . What was (and is) at issue is the manner in which Rim
performed that thirgbarty support. Rimini has not providedyagvidence that Oracle intended fo
Rimini to rely on its statements or other conduct when Rimini altered the manner initvh
provided services to its clients. In any event, the statements to which Rimini eresnade by
Oracle employees during deftamns taken welafter the date that Rimini states it changed
support practices. For instance, Rimini cites to early 2018 depositions of @autief Lawrence
Ellison and ceCEO Safra Catz for the proposition that “the provision of thady suppd...is
permitted by its software licenses.” ECF Nos. 967-9a#36But Rimini cannot make a plausible
argument that it relied on statements that did not yet exist when it changedptstsservice
model in 2014 and 2015. Similarly, Rimini cites to a portion of Oracle’s appellate briehabut
brief was not filed until February 2017, roughly two and a half years after Rimini diaihes/e
altered courseld. Rimini does not cite to any Oracle acts or statements that occurred pri
Rimini changing its business model, and therefore, there was nothing upon which it could {
its detriment.

Accordingly, he Court grants Oracle summary judgment on this defense.

v. Abandonment/ Waiver Defense

Next, Oracle requests summary judgment on Rimisggentepth affirmative defense,
abandonmentind waivey which is focused entirely on Oracle’s PeopleSoft copyrighis.
copyright, waiver or abandonment of copyrightcurs only if there is an intent by the copyrig}
proprietor to surrender rights in its wofkA & M Records, Inc. v. Napster, In239 F.3d 1004,
1026 (9th Cir. 2001jquoting 4 Melville B. Nimmer & David NimmefNimmer on Copyright

113.06 (2000))“Under Ninth Circuit caselaw, abandonméanust be manifested by some over

act indicative of a purpose to surrender the rights and allow the public to’’tdgsrya v.
Warner/Chappell Music, Inc131 F.Supp.3d 975, 89C.D. Cal. 2015) (quotingdampton v.

Paramount Pictures Corp279 F.2d 100, 104 (9th Cir. 1960)). It is possible for a copyright hol
36
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to abandon some rights but not oth&se Micro Star v. FormGen Ind54 F.3d 1107, 1114 (9th

Cir. 1998) (“Given that [FormGen] overtly encouraged players to make and freeilyudestniew

levels, FormGen may indeed have abandoned its exclusive right to do the same. But abarndon

some rights is not the same as abandoning all rights, and FormGen never overtly abandgned

rights to profit commercially from new levels."fheMarya Court noted thatwhat does or does

not constitute abandonment appears to be a highhgfedific inquiry” because there is no clear

rule as to whatonstitutesabandonmentl31 F.Supp.3dt 92. What is clear, however, is that thg

copyright holder does not abandon its rights to its copyright by mere inddtion.

1”4

Here, Rimini is unable to point to any overt acts by Oracle that would signal to the publi

that it was abandoning itsghts to the facilities restrictions in theopleSofiicenses Rimini
asserts that “Oracle hasverclaimed that PeopleSdfcenses may not use the cloud” as eviden
of overt acts. ECF N0 967, 974s at 38 (emphasis in original). But not stating something can

constitute an overt act for purposes of abandonment, as the Ninth @iaclgtcleam Hampton

not

279 F.2dat 104 (findingno evidence of an overt act where copyright holder did not consent to

public use and did not give anyone permission to sell the copyrighted works). Rimini alt® gsser

that Oracle has “encouraged” its licensees to use the cloud, but the evaehdeh Rimini cites
only reveals that Oracle stated that its customers had the option of hosting theiresoh cloud
servers if they so desire@f. Melchizedek v. HqQl792 F.Supp.2d 1042, 1052 (D. Ariz. 2011)
(finding issue of material fact where copyright holder stated that he let hisahge out to the
world unrestrainedNo control on the copyrighted material.”). In any event, Rimini does
explain how Oracle informing its customers that it could make use of cloud hostingutessts
intent to abandothe entire facilities restriction in tHeeopleSofticenses
Accordingly, he Court grants Oracle summary judgment on this defense.
vi. Unclean Hands Defense

Finally, Oracle seeksummary judgment on Riminisighth affirmative defensenclean

hands. Under the doctrine of unclean hands, a plafisgking equitable relief must have actgd

fairly and without fraud or deceit as to the controversy in isd@ngkok Broadcasting & V.

Co., Ltd. v. IPTV Corp.742 F.Supp.2d 1101, 1117 (C.D. Cal. 2Qdternal quotation marks and
37
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citation omitted) “To establish unclean hands, a defendant must demonstrate (1) inequ
conduct by the plaintiff; (2) the plaintiff's conduct direatgfates to the claim which it has asserte
against the defendgrand (3) plaintiff's conduct injured the defendantletro-GoldwynMayer
Studios, Inc. v. Grokster, Ltd5618 F.Supp.2d 1197, 1223 (C.D. Cal. 200i)ernal quotation

marks and citation omittedJ his usually presents a question of facs Angeles News Service V.

Tullo, 973 F.2d 791, 799 (9th Cir. 1992).

Rimini argues that Oracle should be barred from asserting any copyright infeange
claimsby the doctrine of unclean hangscause Oraclenisrepresented the scope of its copyrigh
to” the Court, Rimini, and the general public to “foreclose lawful competition in the sadtwj
support market.” ECF N0 967, 974s at40. To support this allegatip Rimini states that Oracle
has “privately told customers” that Rimini is an “illegal maintenance provigerg' that a
customer would be “stupid” and “foolish” to purchase services from RikdirBut the documents
that Rimini takes these quotes frone anternal emails between Oracle employees, not dir
statements to customeSeeECF Nos. 9780-s, 97531-s. These internal emails do not shoy
that Oracle ever communicated such language to Rimini customers, and Rimini pesvitzd
any evidence #it Oracle ever did. Rimini also asserts that Oracle’s copyright infringen
allegations in this lawsuit (namely that Rimini impermissibly engaged in cross arssjtuates
unclean hands. ECF N0967, 974s at40. But as Oracle states, the mere filingadawsuit and
the allegations within cannéform the basis of an unclean hands defenBaylor Holland LLC
v. MVMT Watches, IncCase No. 2:1&v-03578SVW-JC,2016 WL 6892097, at *12 (C.D. Cal.
Aug. 11, 2016).

Accordingly, the Court gran@racle slmmary judgment on this affirmative defense.

C. Oracle’s motion for partial summary judgment regarding crossuse andderivative
works (ECF Nos. 898, 904) is granted in part and denied in part.

Oracle’s next motion seeks partial summary judgment on its first cause of actiomglcbp
infringement, on Rimini’s second affirmative defense (express license) aedtisaffirmative
defense (fair use), and on Rimini’s first cause of action for deatgreelief. First, Oracle requests

judgment on its claim that Rimini illegally copied and cross used the software eneintsof its
38
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client, Campbell Soup Company (“Campbell Soup”), in violation of Campbell Soup’s Peopld
software license agreemenec®nd, Oracle requests judgment on its claim that Rimini engag¢g
unlicensed copying, cross use, and the creation of derivative works of Oracle’s PeojoieSs#t
belonging to Rimini’s client, City of Eugene. Third, Oracle argues that Rimini’'s usts of
Automation Framework (“AFW”) Tools software to distribute updates to itsitslieonstitutes
impermissible cross use by design. Fourth and finally, if the court grants any of Onaafiess
for summary judgment, Oracle requests summary judgment omiRiralaim for declaratory
relief that it did not violate any of Oracle’s copyrights. The Court will discuds eOracle’s
arguments in turn.

1. Campbell Soup.

I. Oracle’sPrima Facie Case of Copyright Infringement

“To prevail on a claim of copyright infringement, a plaintiff must prove ownership g
copyright and a copying of protectable expression beyond the scope of the litkdhk8ystems
Corp. v. Peak Computer, In©91 F.2d 511, 517 (9th Cir. 1993) (internal quotation marics
citation omitted) It is undisputed that Oracle owns the two at issue copyrights pertainin
Campbell Soup: PeopleSoft Human Resource Management System (“HRMS”) 8.90@5¢< 7
381) andPeopleTools 8.46.17 (TX-092-772).SeeECF No0.1084s (Rimini does not dispute
Oracle’s ownership of these copyrights in its Response); ECF No. 1240 at 4 (findinguéat
preclusion prevents Rimini from relitigating whether Oracle is the valid copyhglaer of
PeopleSoft HRMS 8.9 (TX-065-318));ECF No. 8992; ECF No. 889 8 & ECF No. 89213
(providing that PeopleTools 8.46 (TX-0B2-772) was registered within five years of firs
publication, and therefore, pursuant to 17 U.S.C. § 410(c), it is presumed valid. No evidence
contrary has beeprovided.); ECF No. 899-3.

It is further undisputed that the at issue PeopleSoft software was instatedGampbell
Soup environments WSM890CAMX andWSM-H890CAMO. SeeECF No. 1084s (Rimini
does not dispute this fact in its Response); ECF No4994at 11 & ECF No. 905-s at 2 (Ex. D
3.5) (listing these environments as “PeopleSoft environments that were migoateRifnini’s
computer systems to remote systems”). As this Court discusssadaie USA given the critical
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nature oenterprisesoftware programs, like Peoplesoft, updates to the software must be fully te
and verified in a development or testing environment before they are provided to a cusl
Oracle USA, Inc. v. Rimini Street, In6. F.Supp.3d 1086, 1092 n.4 (D. Nev. 2014)récle
USA). These testing environments, while stored on the licensed client's computemsys
necessarily require copying Rimini’s client's PeopleSoft software to beedrtdaCF No. 905-3-s
at 67, 9 (“In order to create the Development and the Test Environmeapyaf that Rimini
Client’'s PeopleSoft Software is loaded to a particular location on such Rinent’€IComputer
Systems.” (emphasis added)). Oracle argues that when “Rimini loacdedetmaroments to use
them for development, Rimini copied the environments into” the random access meg
(“RAM"), which constitutes the second element ofatsna faciecase of copyright infringement.
ECF No. 904-s at 21.

Pursuant to the Copyright Act, “copies” are “material objects, other than phordsecor
which a work is fixed by any method now known or later developed, and from which the wor
be perceived, reproduced, or otherwise communicated, either directly or witl tfe@aanachine

or device.” 17 U.S.C. § 101. “A work is ‘fixed’ in a tangible medium of expression when

pStec

ome

mor

K cal

its

embodiment in a copy or phonorecord, by or under the authority of the author, is sufficiently

permanent or stable to permit it to be perceived, reproduced, or otherwise cocatedifor a
period of more than transitory durationd. The Ninth Circuit addressed whether RAM copie
constitute “copies” under the Copyright Act MAI Systems Corporation v. Peak Computg
Corporation, Inc, 991 F.2d 511 (9th Cir. 1993). MAl, it was undisputed that when the comput
was on, the copyrighted operating system was loaded into the computer'sdRAanV618. When
the software was loaded into the RAM, the technician was “able to view the systehog and

diagnose the problem with the computdd” Therefore, because the plaintiff had “adequate
shown that the representation created in the RAM [was] ‘sufficiently pe@mhanstable to permit
it to be perceived, reproduced, or otherwise communicated for a period of moreatigiony

duration,” the Court held that “the loading of software into the RAM creates a copy unde]
Copyright Act.”Id. at 51819 (quoting 17 U.S.C. § 101).
7
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Here, it is undisputed that the RAM copies of the at issue PeopleSoft softadeel linto

the Campbell Soup environments are “copies” within the meaning of the Copyright Actikarst, |

in MIA, when Rimini is accessing and using Campbell Soup’s PeopleSoft environments, th

copyrighted operating system is copied into the computer's RAM. Osacbehputer software

expert, Barbara Frederiks€ross, explains:

Each time Rimini used a PeopleSoft environment, this use resulted in the creation
of ephemeral copies of Oracle software in the computer's RAM. Such copies are
necessarily created when software is used, because a congauatable version of

the software is loaded into the computer's memory so that its instructions can be
interpreted and acted upon by the computer.

... Development, testing, and distribution all result in RAM copies ohthedual
updates. When a program runs, the copy of the program that is stored on disk is
loaded into the computer's memory, so that its instructions can be executed.
Without this step, the program cannot perform any useful function, so every use of
the software necessarily results in creation of additionah@mory copies. In the

case of a complex system such as PeopleSoft, which requires interaction between
the application software and infrastructure components, copies of applications,
PeopleTools components, and the underlying architectural components such as PIA
and the Oracle database may all be active at the same time, running on separate
threads supported by the hardware’s processing architecture.

ECF No. 9042-s11 78.1" Rimini furtherconcedes that RAM copi@gerecreated in the course of
developing updates for Campbell SoupsopleSoftsoftware SeeECF No. 1084 at 2728.
Given how Rimini engineers use these RAM copiss create and develop updates and fixes for

the PeopleSoft softwareit cannot be disputed thdte RAM copies are “sufficiently permanent

or stable to permit it to be perceived, reproduced, or otherwise communicated for a pewoel of m

than transitory duration.” Accordingly, like MIA, the Court also finds that these RAM copigs

are “copies” within the Copyright Act.

Because the Court finds that the copyrighted material is owned by Oracle and tmat jt w

copied, Oracle has proved gama faciecase of copyright infringement.
il. Rimini’s Express License Defen§&AM Copies
Rimini asserts the affirmative defense, express license, which Rimini argheszed it

to make the above-mentioned RAM copies of Oracle’s copyrighted soft3es€CF No. 410 at

22-27. Because Rimini does not hold a “license to copy or to modify from Oracle, the sofccess

17This opinion was articulated in Barbara Ann FrederikSemss’s May 4, 2018 expert report and reiterated
in hersupplemental exgrt report of June 19, 2018eeECF No. 9042-s {1 68. For clarity, the court cites
to her declaration filed with the at issue motion.
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Rimini’s affirmative defense turns on whether Rimini’'s accused acts came withiscope of
licenses held by itsustomers.’Oracle USA, Inc. v. Rimini Street, In879 F.3d 948, 954 (9th
Cir. 2018) (‘Rimini I"). Rimini has the initial burden to identify any license provigspthat it
believes excuses its infringeme@racle USA 6 F.Supp.3d at 1093. If Rimini identifies an
relevant license provision, Oracle may overcome the defense of express licenseihy satw
Rimini’s conduct exceeded the scope of that providohn.

Construing the scope of a license is principally aenaif contract interpretatiol¥.S.0.S.,

Inc. v. Payday, In¢.886 F.2d 1081, 1088 (9th Cir. 1989). The starting point for the interpreta

of any contract is the plain language of the contiéletmath Water Users Protective Ass’n V.

Patterson 204 F.3d 1206, 1210 (9th Cir. 1999) (“Whenever possible, the plain language d
contract should be considered first.”). When a contract contains clear and undquieaisions,
these provisions shall be construed according to their usual and ordinary mehrihgn, using
the plain language of the contract, the Court shall effectuate the intent of tas. |ghrt‘Contract
terms are to be given their ordinary meaning, and when the terms of a contract areecietmnt
of the parties must be ascertdnfrom the contract itself.”).

While “[a]nyone who violates any of the exclusive rights of the copyright owner, . . . i
infringer of the copyright,” “anyone who is authorized by the copyright owner to use
copyrighted work in a way specified in the statute . . . is not an infringer of the copyright
respect to such useSony Corp. of Am. v. Universal City Studios, |d64 U.S. 417, 433 (1984)
(quoting 17 U.S.C. 8§ 501(a)). “The existence of a license creates an afiraefense to a claim
of copyright infringement.’ Worldwide Church of God v. Phila. Church of God, Jri#27 F.3d
1110, 1114 (9th Cir. 2000). However, “[w]hen a licensee exceeds the scope of the licersk ¢
by the copyright holder, the licensee is liable for infringemear@®S Architects, Inc. v. Concordia

Homes of Ney434 F.3d 1150, 1156 (9th Cir. 2006).

tion
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18 By the express termshe Campbell Soup and City of Eugene (discussed below) PeopleSoft brandec

software licenses assue in thismotion are to be construed in accordance with the laws of the Stat
California.SeeECF Nos. 908l-s at3, 7; & 9052-s at 10 See also MDY Indus., LLC v. Blizzard Entm’
Inc., 629 F.3d 928, 939 (9th Cir. 201@nding thatthe license was to be interpreted accordingetaware
law pursuant tadhe game’s Terms of Use and the End User License Agreement).
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It is clear that Rimini’s initial copying to create the development and/or tes
environment, which it uses to create and test modifications to Campbell Soup’sJedop
software, is permitted by the license agreem8aeECF No. 9051-s at 2 (Licensee may: . . .
modify or merge the Software with other software, with the understanding that any ataBc
however extensive, shall not diminish PeopleSoft's title or interest in the Seftwar
Additionally, the licenseés permitted to use a thhpiarty servicer, like Rimini, to make thesg
modifications.See idat 10 (“Licensee may, at its option, enter into an outsourcing arrangel
with a third party solely for the purpose of outsourcing the processing of Licensee’sl data
under this Agreement.”). Like iMAI, the software license allowed “MAIl customeosuse the

software for their ownnternal information processingwhich necessarily allowed “loading of

the software into the computer’'s [RAM] by a MAI custarthévAl, 991 F.2d at 517 (emphasis

added). Therefore, because the Campbell Soup license permits Rimini to mekgptess, fixes,
and modifications for Campbell Soup’s internal data processing operations, the making of
copies while doing so is geradlly permitted by the license. However, these copies will potentig
infringe unless the licensee’s use is within the scope of the licGegeMDY IndusLLC v.
Blizzard Enmn’t, Inc, 629 F.3d 928, 938 (9th Cir. 2010) (“The parties agree that whemgla
WoW, a player’s computer creates a copy of the game’s software in the computenr's eamcess
memory (“RAM”), a form of temporary memory used by computers to run softwareapnegr
This copy potentially infringes unless the player (1) is a licensesavhse of the software ig
within the scope of the license or (2) owns the copy of the software.”).

Here, it isundisputed that Rimini “prototyped” or developed its Patient Protection
Affordable Care Act (“PPACA”) Phase 1 update HCM104286 in Campbell Soup’s envirgnn
and only that environment. ECF No. 908 at 2425 (“And Ms. Smith responds to you an
says, ‘CAMX is only the place where the development is taking place. . . . Based on this
thread, it does look like Campbell’'s environment was used for prototyping the ACA proje
does appear like we continued in there because we started in tleeeavieknew that they didn’t
even want to get this update.”); ECF No. 9@6s; ECF No. 1084.-s § 3 (“Campbell Soup was
the ‘prototype’ client for Rimini’'s Phase 1 PPACA update, meaning that Riminiafmcklthe
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update for Campbell Soup first.”). It is undisputed that by October 2014, Rimini was awaré
Campbell Soup did not want this update: Susan Tahtaras, senior direct®edpteSoft
development at Rimini, testified in her deposition that in October 2014, Rimini ledraed
Campbell Soup was not scheduled to receive and did not RBACCA Phase lupdate
HCM104286.ECF No. 90612-sat 25 ECF No. 90614 at 3 (“CAMX is only the place where|

the development is taking place. They are not actually receiving the update.” datediDctober

2 the

9, 2014)).1t is undisputed that until June 2015, Rimini continued to use Campbell Soup’s

environment to develop the update even thoDgkctor Tahtarasestified that it was natheir
“normal proces$ ECF No. 9®-12-sat 25("It is not our practice to be developing a prototype
an environment of a client that is not actually going to receive that update. That isaroted
process.”). Finally, it is undisputed that RAM copies of Oracle’s protected sefinere created
by Rimini while it was working on this wiate. ECF No. 9@-2-s 1 78. Based on these undispute
facts, the Court finds that these RAM copies, made during the development and tedtmg
PPACA Phase 1 update HCM104286, could not be for Campbell Soup’s sole “internal
processing operationsihen it is clear that Campbell Soup did not want or need the upgd
Accordingly, Rimini’'s use was outside the scope of the license.

Rimini argues that it did not violate the “internal data processing operations”iprovi

because even though Campbell Soup had articulated that it did not want or need the update

n

0!
of t
dat
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was still under contract to deliver the update to Campbell Soup. And consequently, it wdsabbliga

to develop and test that update for potential use by Campbell Soup because if Camygbe

changed its mind at the last minute, Rimini would be unable to perform its contractuatioblig

| So

ECF No0.1084s at 27.The undisputed facts show: (1) Campbell Soup engaged Riminj in

September 2012 to provide support for its PeopleSoft software (ECEIR47; ECF No. 1104-
8); (2) Rimini began developing the PPACA Phase 1 update as early as August 2014 (EQ
1084-1s 1 3 (“In or around August or September 2014, [Timothy Conley’s] team of develd
began developing Phase 1 of Rimini’'s PPACA update for its client, Campbell Sou@))n

October 2014, Campbell Soup informed Rimini that it would not need the PPACA ug@#e

No. 90612-sat 25 ECF No. 90614-s at 3); and (4) at the time Rimini was developing the upda
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Rimini’s statement of workrovided that Campbell Soup was to receive “Enterprise Payroll Ng
America updates,” which would have included PPACA updates (ECF No. 1084-1-s  10).

The Court again draws guidance from the Ninth Circuit's opiniorMil Systems
Corporation v. Peak Computer, In®©91 F.2d 511. There, the MAI software license allow
“customers to use the software for their own internal information proceskingt’'5L7. However,
it specifically prohibited “the use or copying of MAI software by third partigk.Therefore, the
Court found that any copying by the defendant (a thady servicer), which included RAM
copies, was outside the scope of the liceltkeSimilarly here, Campbell Soup’s license allow
the licensee to use the software solely for its own “internal data processingamseraVhile
third-party servicers are permitted to perform the tasks that the licensee weyldiust only act
within the €ope of the license. Because Campbell Soup specifically told Rimini that it did
want the PPACA Phase 1 update, Rimini’'s creation of RAM copies while developrgsting
the update were not solely for Campbell Soup’s internal use. Even though Campbell Soy
Rimini had a contract for thirdarty service, that does not mean that Rimini may act outside
scope of the license agreement and make copies of the PeopleSoft software thatcdedyrfot
the licensee’s internal data processing operation

iii. Rimini’'s Express License Defense: Crhkse

Oraclefurtheralleges thathe PRACA Phase lupdate HCM104286 was then improperl

delivered to another Rimini client, Toll Brothers, in December 2014, which constitutbdrfur

copyright infringement by cross use. ECF N@4s at 2122. Cross use is “the creation of

development environments, under color of license of one customer, to sothoitustomers.

rth

12}

not

Ip al

the

—

... In its narrowest form, ‘cross use’ is the making of development environments, under caglor c

license held by one identifiable customer of Rimini, for another identifiable custdrRemini
that also holds a licenseRiminil, 879 F.3d at 956.

The undisputed facts before the Court are: (1) this update was prototyped under c(
Campbell Soup’s license (ECF No. 1084  3); (2) Rimini was not authorized by Campbe
Soup to develop and test the update in its environmBimini was expessly aware that
Campbell Soup did not want the update; (ECF No.-B®§ at 25); (3) the Campbell Souy
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development environmerfCAMX ,” was “the only place” where developmentlofs update took
place (ECF No. 9044-sat 3} (4) Toll Brothers is a licesee of PeopleSoft permitted to “mak
and run copies of the Software for Licensee’s and Affiliates’ internalptataessing operations”
(ECF No. 94210-s at 2); and (5) Rimini delivered the PPACA Phase 1 update HCM10428
Toll Brothers on December 31, 2014 (ECF No. 907-5-s at 6; ECF No. 9})7-6-

Given these undisputed facts, the Court finds that Rimini used Campbell Sq
development environment, under color of Campbell Soup’s license, to develop the update fq
Brothers. As Campbell Soup’s license limits copying and use to supporting the licensge
Campbell Soup, developing the update in Campbell Soup’s environment to support Toll Brg
is a violation of the “internal data processing operations” provision of the licBasRimini I,
879F.3d at 957 (“Any work that Rimini performs under color of a license held by a customg
other existing customers cannot be considered work in support of that particular ctistdimlée
Brothers is authorized under its own license to make copiesraate modifications, just as
Campbell Soup is. However, that is not what the undisputed evidence shows; rather tieeey
shows that the update was only developed in Campbell Soup’s environment and was then g
Toll Brothers outright. This is directly prohibited by Campbell Soup’s license agneer]
regardless of the fact that Toll Brothers would have been authorized to crdateshits own
update. Therefore, Rimini’s delivery of the PPACA Phase 1 update HCM104 288 Brothers

violates the “iternal data processing operations” provision of Campbell Soup’s license.

V. Breach of the “Internal Data Processing Operations” provision is
Copyright Violation

Finally, Rimini asserts that even if it breached the “internal data procegsmgsion in
Campbell Soup’s license, it is not a copyright violation, but is instead a contractorioBCF
No. 1084s at 2829. “Generally, a copyright owner who grants a nonexclusive license to us
copyrighted material waives his right to sue the licensee for copyright infringemerdrasde
only for breach of contract3un Microsystems, Inc. v. Microsoft Corp38 F.3d 1115, 1121 (9th
Cir. 1999) (internal quotation marks omitted). However, if “a license is limiteddpesand the

licensee acts outside the scope, the licensor can bring an action for copyriggemant.”ld.
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Therefore, before Oracle “can gain the benefits of copyright enforcement, itdefustively
establish that the rights it claims were violated are copyright, not contragugd,ld. at 1122.

As discussed above, the Court finds that Rimini’s copying of Oracle’s at issue $opl
software violated the “internal data processing operations” provision of Campbell Scempse.
If this term is a “condition” that limits the scope of the license, a violation constitapmgight
infringementMDY, 629 F.3d at 939. Conversely, if it is an independent contractual “covenan
is only actonableunder breach of contradd. To determine if the “internal data processin
operations” provision is a “condition” or a “covenant” the Court looks to California stattract
law,'® to the extent such construction is “consistent with federal copyright law and pdadicy.”

A covenant is a “contractual promise,” which “for contract purposes ‘is afestation
of intention to act or refrain from acting in a specified way, so made as to justify &@eoim
understanding that a commitment has beae.” Netbula, LLC v. Storage Tech. Carase
No. C0607391 MJJ, 2008 WL 228036, at *3 (N.D. Cal. Jan. 18, 2008) (quoting George W. K
& Donna C. Looper, California Law of Contracts § 6.32 (1st ed. 2007); Restatement (Seco
Contracts § 2 (1981)) (evaluating whether the license provision at issue was tocoodi
contractual covenant under California law). In contrast, a condition “ivamt,.enot certain to
occur, which must occur, unless its amecurrence is excused, before performance unde
contract becomes due.’Ild. (quoting Restatement (Second) of Contracts § 224 (198
“Conditions precedent are disfavored and will not be read into a contract unlessirbgptain,
unambiguous languageEffects Assoc., Inc. v. Cohé08 F.2d 555, 559 n.7 (9th Cir. 1996¢e
also MDY, 629 F.3d at 939 (“Conditions precedent are disfavored because they tend to
forfeitures.”).

Further, as the Ninth Circuit made clearMDY, for the provision to be a condition, it
“must be grounded in an exclusive right of copyright (e.g., unlawful reproduction or distributi
MDY, 629 F.3d at 940. This means that for “a licensee’s violation of a contract to cons
copyright infringement, there must be a nexus between the condition and the licendoswex

rights of copyright.’ld. at 941. For example, MDY, the Court distinguished between prohibition

19 Supranote18.
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in a softwareTerms of Use agreement: a prohibition against creating deevativks and
prohibitionsagainstthe use of botting softwaréd. at 94041. While a violation of either would
be a breach of theerms of Use agreemernly creating derivative works would “violate one o
the [copyright holder’s] exclusive rights under the Copyright’Act at 941. The Court thereforg
held that the use of botting software was only a violation of a contractual covenant wit
copyright holder and was not actionable under copyrightiw.

Applying these principals to the provision of Campbell Soup’s license at issue, the (
finds that the limit to using the software for the Licensee’s “internal datzegsing operations”
is a copyrightenforceable condition rather than a contractual covenant. The at issue provis

Campbell Sap’s license provides:

1.1 PeopleSoft grants Licensee [Campbell Soup] a perpetualexaiasive
nontransferable license to use the licensed number of copies of Softwarg, solel
for Licensee’snternal data processing operations the corresponding number of
Servers located at tt&ite(s) specified in the Schedule. . . .

1.2  Licensee may:

C. 'm'o'dify or merge the Software with other software, with the understanding

that any modifications, however extensive, shall not diminish PeopleSoft’s
title or interest in the Software.

ECF No. 9051-s at 2 (emphasis added). This provisiopag of the overall section of the licens
designed to limit the ways in which a licenseewuize andcopy thecopyrightedsoftware which
as discussed above, includes the creation of RAM cofges.bedrock principal of copyright law

is prohibiting the reproduction or copying of protected work without the owner’s permi&gior

f

h the

Cour

on i

11%

,

U.S.C. 810%et seq, a provision of the license working to prohibit such unlawful copying clearly

provides the requiredexus between the condition and the licensor’s exclusive rights of copyr

Because a violation of the “internal data processing operations” provision is ragbtpy
enforceable condition, not a contract violation, both the RAM copies created whépdeyand
testing the PPACA Phase 1 update HCM104286 and the delivery of that update to Toll Brg
in violation of the provision, were outside the scope of Campbell Soup’s license. And be
Rimini’'s use was outside the scope of the license, Riminiot entitled to an express licens
defense. Accordingly, the Court grants Oracle’s motion for summary judgment.
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2. City of Eugene

Separate from the Campbell Soup license, Oracle alleges that Bnmgaged in unlicensed
copying, cross use, and the creation of derivative works of Oracle’s PeopleSoft tietrsgng
to another of Rimini’s clients, City of Eugenehen it create@nddistributedthe PPACAPhase
3 updateHCM104288 ECF Na 904s at 24 Like with Campbell Soup, it is undisputed that Orac
owns the at issue copyrighted software: PeopleSoft HRMS 8.3 {469932) and PeopleTools
8.48.10 (TX 7092-819) SeeECF No. 1084s (Rimini does not dispute Oracle’s ownership (
these copyrights in its Response); ECF No. 88 ECF No. 89213 & ECF No. 89215
(providing that PeopleSoft HRMS 8.3 (TX459-032) and PeopleTools 8.48.10 (TX0%2-819)
were registered within five yean$first publication, and therefore, pursuantto 17 U.S.C. §410
it is presumed valid. No evidence to the contrary has been provided.); ECF Nb&88H-4. It
is further undisputed that the at issue PeopleSoft software was installed iitytlod Bugene
environmentdVSM-H900COEX and WSMH900COEM SeeECF No. 1084s (Rimini does not
disputethis); ECF No. 9054-s at 11; ECF No. 905-s at 2(listing these environments as
“PeopleSoft environments that were migrated from Rimini’'s computer systemsmimtere
systems.”)As discussed above, whenever Rimini creates development environments and ad
and uses those environments, RAM copies are made, which satisfies the senwmmd efe
Oracle’sprima faciecase—the copyrighted software is “copiedSee suprgart C.1.i. Therefore,
the Court finds that Oracle has also provediima faciecase of copyright infringemeiais it

relates to City of Eugene

I. Rimini’'s Express License Defend@erivative Works

Oracle argues that Rimimfringed on itsexclusive right to create derivative works whe
Rimini developed the PPACA Phase 3 update HCM104388ECF No. 904s at 24. Oracle
argues that not only was the individual update a derivative work, but the update as apphed
of Eugene’s environmentas also a derivative workd. at 2429. Rimini argues that while the

update combined with the development environment may have been a derivative workatbe

49

e

c),

Ces¢

o C




© 00O N o o A W N P

N NN N N N N N DN R P R P R R R R R
o ~N O ;O N D0 N RO OO o0 N oY 0N 0O O NEReR O

itself was not. ECF No. 108glat 2933. It further argues that both the development and testing
the update were expressly licensied.

Under the Copyright Act, the owner of a copyright has the exclusive right “to pre
derivative works based upon the copyrighted work.” 17 U.S.C. § 108(2Jerivative work” is
a work “based upon one or more preexisting works that recasts, transforms, or adapistngre
work and consists of editorial revisions, annotations, elaborations, or other mafioahich,
as a whole, represent an original work of authorsi @S Entertainment, Inc. v. CBS Cor@08
F.3d 405, 414 (9th Cir. 2018in{emal quotation marks and alterations omijtedgiecause this
statutory language is overly broad, the Court uses narrower criteria to makeritsiciation: ©
qualify as a derivative work, a work must “exist inc@ncrete or permanent forirand must
“subdantially incorporate protected material from the preexisting wadlicto Star v. FornGen
Inc., 154 F.3d 1107, 1110 (9th Cir. 1998uotingLewis Galoob Toys, Inc. v. Nintendo of Americ
Inc., 964 F.2d 965, 967 (9th Cir. 199)d citingLitchfield v. Pielberg 736 F.2d 1352, 1357 (9th
Cir. 1984)). Additionally, “a work will be considered a derivative worky” if it took material
from a preexisting worKwithout the consent of the copyright propri€tavlicro Star, 154 F.3d
at 1112 (internal quotation marks omitted).

The parties dispute the meaning of an important Ninth Circuit copyright infringeasst
dealing with computer software and derivative woMgro Star v. FornGen Inc, 154 F.3d 1107

(9th Cir. 1998). FormGewas a computer software company that held the righiaike Nukem

3D (“Duke 3D), a popular firstperson shooter video gamigl. at 1109. When a consumer

purchasedDuke 30 in addition to receiving the game, the consumer also received sep
software alled the Build Editor, a utility that allowed the player to create new levels to play ir
gameld. The player could share his hercreated levels with other players onlite.Micro Star
downloaded several hundred useeated levels from the Inteet and began selling then
commerciallyon CD-ROMs.Id. FormGen suedarguing that the level file@lesignated with the
file extension “MAP”) contained on the CIROMs constituted unlicensed derivative works g
Duke 3D Id.
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The Ninth Circuitagreed The Courtfirst found that the “MAP files themselves exist in
concrete or permanent form; they are burned onto aRODI.” Id. at 1111. Further, the
audiovisual displays generated when a player runs the Micro Star MAP“filesaCtual game
level as displayed on the screen”) also satisfied the concrete or permanent forrarmequir
because those displays were in the MAP files themseldest 111112. Second, the Court
considered whether the MAP files were substantially incorporated from thei§ineg work.”
Id. at 1112. In part, Micro Star argued that while the MAP files “reference theesanrdorary,”
they “do not contain any art files themselves,” and therefore, did not include anyaridinal
work. Id. The Court disagreed, finding instead that the “protected work” included the Duke NU
story itself, and like with any story, the “copyright owner holds the right to createlsédd.
The Ninth Circuitalsonotead that the MAP files could only be used witlnke 3D had they been
conmpatible with another game, then “the MAP files would not incorporate the prote
expression” oDuke 3D Id. at1112, n.5.

Starting with the entire City of Eugene environment with the incorporated PPACA P
3 update HCM104288, Rimini concedes thatstis a derivative work because it contair
substantial copyrighted expressidnit contends it is a licensed orfgeeECF No. 1084s at 30

31. The Court agrees. City of Eugene’s license provides, in pertinent part:

1.1. PeopleSoft grants Licensee a perpetual,-@éalusive, nortransferable
license to use the licensed Softwa@gely for Licensee’s internal data processing
operationsat its facilities in the Territory for the size of the entity specified in the
Scheduley). ...

1.2  Licensee may:

c. modify or merge the Software with other software, with the understanding that
any modifications, however extensive, shall not diminish PeopleSoft’'s title or
interest in the Software.

4.1 PeopleSoft retam title to all modifications created by Licensee as a
derivative work, but Licensee shall have a perpetual, royalty free license to use such
modifications in conjunction with the Software in accordance with this Agreement.

. . . PeopleSoft shall have no obligation to support Licensee created modifications
or third party modification
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14.2 ... Licensee may provide access to and use of the Software only to those
third parties that: (i) provide services to Licensee concerning Licenseed$ tinse
Software; (ii) have a need to use and access the Software; and (iii) have agreed to
substantially similar nowlisclosure obligations imposed by Licensee as those
contained herein.

ECF No. 9082-s at 79 (emphasis added). Asurt of ths PeopleSoft liensing agreement, City of]
Eugene is clearlgllowed to develop and test updates for the softw&eeRimini I, 879 F.3d at
956 (noting that maintainingbusiness enterprise softwarequires copying and creating
development environments, and that licenseayg “opt to outsource the work of maintenance
others, such as Rimini or even Oracle itseliri)addition like with the Campbell Soup license
City of Eugenas permittedio hire a thirdparty servicer, such as Rimini, to createsthgpdates
instead Seeid. Unlike other license agreements the Court has analyzed in the past, the G
Eugene agreement includes Section 4.1, which also clearly permits City of Eogereate
derivative works, and permits a third party servicer, like Rimini, to create tlevs@tive works
on its behalf. Additionally, the Court agrees with Rimini that the evidence does not shdlwisth:
entire environment was ever marketed or distributed to any other Rimini clientfoFberehile
this entire environment is a deatwe work, the creation and testing of it was permitted under
City of Eugene license.

Now, turning to the individual PPACA Phase 3 update HCM104288, the Court finds
it is also a derivative work. Following tiMicro Staranalysis, the Court first finds that the upda
exists in a concrete and permanent form. Neither party disputeS¢eESCF No. 904s at 2829;
ECF No. 1084 at 3132. Second, the Court finds that the update substantially incorpor
protected material from the preexisting work. It is undisputed that Rimini usedefPeold
Application Designer utility to create object clyes, like the PPACA updaté&teeECF No. 1100
3-s at 38; ECF No. 9062 at 26 (“Well in order to complete the development for the onl
objects, the developer would have had to use the Application Designer. . . . ApplicatipmeDe
is part of PeopleTools.”). It is also undisputed that this update was designed to intdrac
PeopleSoft, and Rimini’s customers would access the new update by signing into theig e
PeopleSoft software. ECF No. 9@8-s at 26. Nothing in the record supports a finding that t

update could be used with other software programs other than PeopleSoft. These undisput
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show, similarly toMicro Star, that even if the individual update contained only Rimini writte
expression, because it only interacts and is useable with PeopleSoft and it waddesigme
Oracle’s utility tools software, it substantially incorporated protected rahter

Like above, creation of this individual update is also expressly licensed. Howevar, |
the license, these derivative works anddifications are also only permittéor the Licensee’s
internal data processing operatiarisis undisputed that this update was created and tested in
of Eugene’s environment as a “prototype” for the PPACA Phase 3 update HCM104288. EG
906-1s at 11; ECF No. 9062 at 27. Nothing in the record supports that this update \
developed or tested in any other client’'s environmemirtfini was “prototyping” thendividual
update inCity of Eugene’s environment, that necessarilgams thaRimini was planning on
sending that update to other Rimini clientf.the update was being created and tested in the (
of Eugene’s environment, for other customers, the court must find that it was not being devg
and created solely for City of Eugene’s “internal data processing operati@taig: Rimini is
only permitted under the license to develop and test these derivative works and modificatig

the “internal data processing operation$ City of Eugene prototyping the update was outsid

the scope of the licens®oreover, Rimini’'s “knowhow” argument is irrelevant to the Court’s

analysis: Rimini has presented no evidence that it took the “kmwi it received by developing
this update in City of Eugene’s environment and used dtevelop a separate update for oth
clients. Rather, the evidence shows that the update was only developed in City of £u
environment and was then given outright to three of Rimini's other clidiister Seals New

Hampshire, Inc(“Easter Seals’)Shawnee Mission Schools, and the City of Glenda¢éeECF

No. 90617 at 38 (Easter Sealf§CF No. 9074 at 30(Shawnee Mission Schools); ECF Na.

907-2s at 26 (City of Glendale) (showing that update number “HCM104288” was “readyf
download” by theseustomers). A theCourt found above, a violation of tHenternal data
processing operatiohgprovision is a copyright violation, not a contract violatidherefore,
Rimini’s express license defense fails as a matter of Ameordingly, the Court gras Oracle
summary judgment.
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il Rimini’s Express License Defense: Cross Use

Second, Oracle argues that Rimini engaged in impermissible cross use wheibutteldst
the PPACA Phase 3 update HMC104288, which was developed and tested in City of Eu
development environment, to other Rimini customers. ECF Nes3129-31 Evenif the Court
were to find that the prototyping of the update for distribution to other clients was noatzowiol
of the licenseor if the individual update was not a derivative watkyasclearly a violation of
the license agreement to distribute amalket the update to othRimini clients.

Section 4.1 of City of Eugene’s license provides: “Licensee may share mtdig with
other customerenly through PeopleSoft Forum, subject to PeopleSoft’'s right to modify
monitor modifications distribed through PeopleSoft Forum. Except as stated above, Lice
shall have no rights to market or distribute modificationiECF No. 9052-s at 8 (emphasis
added). Even if the individual update was not a derivative work, it was clearly a moalifittedt
was created for and tested in City of Eugene’s environment. The license agresprassly
prohibits distributionandbr marketing of those modificationsreated and tested for City of

Eugene,to anyone elselt is undisputed that Rimini distributed the APA Phase 3 update

HCM104288 to Rimini customers other than Citymafgenespecifically,Easter Seals, Shawneeg

Mission Schools, and the City of Glendaenails from Rimini tothese three clientadicate that
theupdate designated as “HCM104288” was available for them to dowr8eaCF No. 906
17s at 38 (Easter Seal§§CF No. 9074 at 30(Shawnee Mission Schools); ECF No. 9Dg at
26 (City of Glendale). Nothing in the record supports finding that this update “HCM1042
delivered to Easter Seals, Shawnee Mission Schools and City of Glendale wastdiffan the
update “HCM104288” developed for City of Eugene. Therefore, Rimini violated Section 4
the license agreement.

The Court must now, like above, determine whether a violation of Section 4.1 of the lig
is a contract or copyright violation. Applying the Ninth Circuit’s reasoningY to the Section
4.1 provision, the Court finds that the limit on marketing and distribution of derivative watks
modifications is a copyrigkenforceable condition rather than a contractual covenant. Section
is part of the overall section of the licersesigned to limit the ways in which a licensee ufilize
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andcopyderivative works and modifications iteated of the copyrightesbftware Prohibitions
on copying, as well as limitations on the right to create derivative works, are bednugles of

copyright law.See17 U.S.C. 810%t seqThereforea provision of the license working to prohibi

t

copying and the creation of derivative works clearly provides the required nexus betwegn th

condition and the licensor’s exclusive rights of copyright.

Because a violation of Section 4.1 is a copyrgiiorceable condition, not a contraqt

violation, Rimini’s distribution of the PPACA Phase 3 update HCM104288 to clients other

than

City of Eugene, was outside the scope of the license. And because Rimini's use wadlwitgide

scope of the license, Rimini’'s express license defense fails as a matter of lavdigigpthe
Court grants Oracle summary judgment.

3. Rimini’'s Seventh Affirmative Defense: Fair Use

Oracle argues that Rimini has failed to meet itslba of showing that the Section 107, 17

U.S.C. 8§ 107, fair use factors weigh in its favor, and thus, Rimini’s fair use defdasesfaimatter
of law.SeeECF No. 904s at 3134. The &ir use doctrinépermits unauthorized use of copyrighte
works ‘for purposes such as criticism, comment, news reporting, teaching (including mu

copies for classroom use), scholarship, or reseaMitro Star, 154 F.3dat 1112 (quoting 17

d
ltiple

U.S.C 8§8107).“This listing was not intended to be exhaustive, or to single out any particulan use

as presumptively a ‘fair useMarper & Row, Publishers, Inc. v. Nation Enter471 U.S. 539,

561 (1985)(internal citation omitted). The Court must consider and weigh the determinative

factors: (1) the purpose and character of the use, including whether such usecanuharcial

natureor is for nonprofit educational purposes; (2) the nature of the copyrighted work; (3

amount and substantiality of the portion usedelation to the copyrighted work as a whole; and

(4) the effect of the use on the potential markebforalue ofthe copyrighted work.” 17 15.C 8
107. Butthe “statutory factors amot exclusive. Rather, the doctrine of fair use is in essence
equitable rule of reason.3ega Enterprises Ltd. v. Accolade, Jr&Z7 F.2d 1510, 1229th Cir.
1992)(“Segd) (quotingHarper & Row,471 U.S.at560).

Additionally, “[a]lthough defendants bear the burden of proving that their use was

they need not establish that each of the factors set forth in 8 107 weighs in their fa@ad, lals
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factors must bexplored,and the results weighed together in light of the purposes of copyr
and the fair use defens&\’XIVM Corp. v. Ross InsB64 F.3d 471, 4787 (2d Cir. 2004) (internal
citations omitted);see also Campbell v. ActRiose Music, In¢.510 U.S. 569, 5778 (1994)
(“AcuffRosé) (“The text employs the terms ‘including’ and ‘such as’ in the preamble parag
to indicate the ‘illustrative and not limitative’ function of the examples givémchwthus provide
only general guidance about the sorts of copying that courts and Congress most commol
found to be fair uses.” (internal citations omitted)). “Fair use is a mixedigoes$ law and fact.
If there is no genuine issues of material fact, or if, even after resolvirggadls in favor of the
opposing party, a reasonable trier of fact can reach only one conclusion, a court may conc
a matter of law whether the challenged use qualifies as a fair use obpiwegbted work.”
Worldwide Church of God v. Phil&€hurch of God, In¢.227 F.3d 1110, 1115 (9th Cir. 2006¢2
Harper & Row 471 U.S. at 560 (“Where the district court has found facts sufficient to eval
each of the statutory factors, an appellate court . . . may conclude as a matter of [dve th
challenged use] do[es] not qualify as a fair use of the copyrighted work.” (interotation marks
omitted, alterations in original)). Because the fair use inquiry requires -byga&sse analysis, the
court shall address each of the four statutory factors intamper & Row 471 U.S. at 560.
I. Purpose and Chacter

Under this factor, the Coufirst looks at whether the use is commercial in nature, rat
than educational or for public interest purposee AuffRose 510 U.S. at 5885 (reiterating
that the “fact that a publication was commercial as opgpéseronprofit is a separate factor thg
tends to weigh against a finding of fair use.” (quotiHgrper & Row 471 U.S. at 561)).
“[A]lthough the statute requires [ti@ourt] to consider the ‘commercial nature’ of the work, ‘th
degree to which the nevger exploits the copyright for commercial gatas opposed to incidental
use as part of a commercial enterprisdfects the weight we afford commercial nature as
factor.”” Oracle America, Inc. v. Google, In@86 F.3d 1179, 1197 (Fed. Cir. 2018pogl€)
(quotingElvis Presley Enters., Inc. v. Passport Vidad49 F.3d 622, 627 (9th Cir. 2003)). “Th¢

crux of the profit/nonprofit distinction is not whether the sole motive of the use is mpgata
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but whether the user stands to profit from exploitation of the copyrighted material watyouig
the customary priceHarper & Row 471 U.S. at 562.

Rimini’s purpose in using PeopleSoft is clearly commercial and for Rimini’s owndial
gain—it uses the software, making RAM copies in the process, to provide its clients witBup
and fixes.SeeECF No. 90610-s (“Our clients run Oracle systems, and we deliver tax, legal
regulatory updates to those clients); ECF No.-9Gf 5 (“We work on providing updates an
fixes.”). While Rimini’'s commeral use is not dispositive, theourt finds that it does weigh
against a finding of fair us&ee AcufRose 510 U.S. at 584 (“If, indeed, commerciality carrie
presumptive force against a finding of fairness, the presumption would swallow neaflyhell
illustrative uses listed in the preamble paragraph of § 107, including news reporting, com
criticism, teaching, scholarship, and research, since these activities ‘are lgyermrdlicted for
profit in this country.” (quotingHarper & Row 471 U.S. at 592)). It is also not disputed th
Rimini profited from its work creating and testing updates for its cli&dsECF No. 1084s at
34 (Rimini only argues about the transformative nature of the conduct, not whetherdtstc
was commercial in natuyeSee Worldwide Church of Go2R7 F.3cht1118 (“It is beyond dispute
that PCG ‘profited’ from copyinylOA—it gained an ‘advantage’ or ‘benefit’ from its distributiol
and use oMOA without having to account to the copyright holder.”).

Secondgthe Court considers “whether the new work is transformative or simply supp
the original.”Wall Data Inc. v. Los Angeles County Sheriff's Depd.7 F.3d 769, 778 (9th Cir.
2006) (citingAcuffRose 510 U.S. at 579). The new use is transformative if it “adds somett
new, with a further purpose or different character, altering the first with rergssion, meaning
or message.AcuffRose 510 U.S. at 579f “the ‘use is for the same intrinsic gose as [the

copyright holder’s] . . . such use seriously weakens a claimed fair ¥gerltlwide Church of

God 227 F.3d at 1117 (quoting/eissmann v. FreemaB68 F.2d 1313, 1324 (2d Cir. 1989)).

“[W]hether a work is transformative is a question of la@dogle 886 F.3d at 1199 (citingattel,
Inc. v. Walking Mountain Prod353 F.3d 792, 801 (9th Cir. 2003)).

Here, the Court cannot find that Rimini's new work was transformative. WhilenRi

created new code to create the PPACA updates, they weratelly implemented in the same
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PeopleSoft software as the original. This software, with Rimini’s updatelss yust as the original
copyrighted software does. The client accesses the software in the sarndigveyth the original
work, it sees the saffare in the same way (albeit with the updates from Rimini), and it uses
software for the same purpose as the original softéme Google886 F.3d at 1199 (finding that
Google’s use was not transformative as a matter of law, in part, because “the pfithesaPI
packages in Android [was] the same as the purpose of the packages in the Jawa, platfi@nd
because] Google made no alteration to the expressive content or message of the copy
material[.]”). C.f. Sony Comput. Entm’t, Inc. v. Connectix CpBf3 F.3d 596, 603 (9th Cir. 2000
(“Sony) (finding that the new product was “modestly transformative” when it createdva
platform, on which users could play Sony PlayStation games, and a “wholly new pro
notwithstanding the similay of the uses and functions between” the old and new products.
Court noted this was in contrastNticro Star, 154 F.3d at 1113 & n.6, “which involved a use th
was non-transformative.”).

Rimini argues that its copying, making of RAM copies to @eatd test its PPACA
updates, was only “intermediate,” and resulted in “the creation of entirelgafemare, containing
no Oracle copyrighted expression.” ECF No. 188%& 34 (citingSega 977 F.3d at 15228). In
Sega Enterprises Ltd. v. Accolade, Jrgame developer Accolade copied the Sega software
discover the functional requirements of compatibility” so that it could make its games
compatible with the Sega game console, Genesis. 977 F.3d at 1522. “Although Accolade®s u
purpose was threlease of Genest®mpatible games for sale, its direct purpose in copying Se(
code, and thus its direct use of the copyrighted material, was simply to study thenfaing
requirements for Genesis compatibility so that it could modify existing gamésnake them
usable with the Genesis consolil” The SegaCourt further found that Accolade’s copying “leq
to an increase in the number of independently designed video game programs offered for u
the Genesis console,” which was “precisely [the] growth in creative exxpnedased on the
dissemination of other creative works and the unprotected ideas contained in thosehatitks, 1
Copyright Act was intended to promotdd. at 1523. This is not the case hefimini’s direct

purpose in copying Oracle’s software was not for research of the software draate and test
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updates, that work within and can only be used with the existing PeopleSoft softabRintini

then marketed to its clients for profit. Accordingly, this factor weighs agaimside.

Lastly, the Court considers “whether the historical facts support the conclusion that the

infringer acted in bad faithGoogle 886 F.3d at 119&ee also Harper & Rowt71 U.S. at 562
(“Fair use presupposes ‘good faith’ and ‘fair dealing.” (internal citation and toiotenarks
omitted)). “[T]he innocent intent of the defendant constitutes no defense to liabilitpiige v.
Maya Magazines, Inc688 F.3d 1164, 1170 (9th Cir. 2012) (quoting 4 Melville B. Nimmer
David Nimmer,Nimmer on Copyright§ 13.08[B][1] (Matthew Bender rev. ed. 2011) (fod&o
omitted)). Oracle argues that Rimini acted in bad faith because “Rimini engadeel sarhe
infringing conduct long after this Court’s February 2004gcle USA summary judgment order.”
ECF No. 904s at 32. While similar issues of copyright infringement appear both before the (

now, and inOraclel, the alleged infringing practices before the Court today are different f

those alleged in case 1. Simply because Rimini’'s new practices have been found tadiagnff

also, albeit for similar reaserto those found i@racle USA the Court cannot find that Rimini
acted in bad faith on this assertion alone. Therefore, this factor does not weigltlgisravor,
and is at most neutral to its analysis.
il Nature of the Copyrighted Work

The nature of the copyrighted work factor “turns on whether the work is information:
creative.”Worldwide Church of Gqd227 F.3d at 1118. “Although ‘software products are n
purely creative works,’ it is well established that copyright law proteatspater software.”
Google 886 F.3d at 1204 (quotiniyall Data 447 F.3d at 780). Here, the nature of the copyright
work is unique business enterprise software, which is clearly protected by copywngl@eka
Oracle USA 6 F.Supp.3d at 1093 (finding Rimini liable for copyright infringement pursuan

the Copyright Act). While it is true that some functional aspects of the Peoplefafire may

be unprotected by copyright law, unlike 8ega where the only means of determining the

unprotected functicad aspects of the software was disassembly, and necessarily copying, t
not the case her8eed77 F.2d at 1526. Rimini, and the licensees it services, are permitted to

copies of PeopleSoft, including RAM copies, to make updates and fixes to the softwaréhani
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Court determined above was that Rimini (and the licensee) could only do so within thefscope
the licenseSegahas no bearing on this conclusion. Accordingly, this factor weighs in Oragle’s
favor.
iii. Amount and Substantiality

Third, the Court “looks to the quantitative amount and qualitative value of the original
work used in relation to the justification for its us€&dogle 886 F.3d at 1205 (citin§eltzer v.
Green Day, InG.725 F.3d 1170, 1178 (9th Cir. 2013)). Rimini's use wasitjtadively significant:
Rimini created RAM copies every time it worked in Campbell Soup’s and City ofnglgye
environments creating and testing its PPACA upd&esECF No. 9042-s 11 78. And these
RAM copies contained a substantial portion of the protected expression of the abssighted
software.SeeECF No. 89912 at 4 (Rimini’'s admission that the at issue environments embody “a
substantial portion of the protected expression of each of the registered copyrie@Es No.
905-7s at 10.“While ‘wholesale copying does not preclude fair use per se,” copying an entire
work ‘militates against a finding of fair use.Worldwide Church of Gqd227 F.3d at 1118
(quotingHustler Magazine Inc. v. Moral Majority Inc796 F.2d 1148, 1155 (9th Cir. 1986)).

Rimini’s copying was also qualitatively significant. First, “the fact that a substpoti#on
of the infringing work was copied verbatim is evidence of the qualitative valtleeotopied
material, both to the originator and to the plagiarist who seeks to profit from mgrketneone
else’s copyrighted expressiontHarper & Row 471 U.S. at 565. Second, Rimini copied the
software to create updates for Oracle’s software sottbatild continue to be used for its original
purpose and in the same manner for which it was designed to b&as€&dad Systems Corp. v.
Southeastern Exp. Go64 F.3d 1330, 1337 (9th Cir. 1995) (“Southeastern is simply

commandeering its customers’ftseare and using it for the very purpose for which, and (in

11}

precisely the manner in which, it was designed to be used.”). Rimini argues that bec®4Ad th
copies are intermediate, that exist for a “brief, sometimes fleeting” momentefidlarent in

all software use,” such copying is not significant. ECF No. 19&#34. It is undisputed that it is
impossible to use the software or create and test Rimini’s updates without malkihgoRies of

Oracle’s softwareSeeECF No. 11007-s § 184 (“If a tool neds to be tested to confirm that it
60
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works within a PeopleSoft environment and needs to run PeopleSoft to do so, temporary copies

the software will be loaded in RAMthere would be no other way to perform such testing withg
making those RAM copies.”). It is also undisputed that the PPACA updates depend on th
functionality of PeopleSoft to allow the client to utilize the new functionality praMyeRimini’s
updates. ECF No. 96862-s at 26 (Describing that Rimini’s client “would have to access 1
existing PeopleSoft software to get” to the updated pages, and that the new functionddiedis
“within the framework of being able to access it through . . . the PeopleSoft softwahergfore,
like the Court found irGoogle “no reasonable juror could conclude that what was copied
qualitatively insignificant, particularly when the material copied was” essentia tcreation and
functionality of the update§&oogle 886 F.3d at 1207. Accordingly, this factor weighs in Oraclg
favor.
V. Effect on the Market

Finally, the Court looks at “the effect of the use upon the potential market for or valy
the copyrighted work.” 17 U.S.C. § 107(4). Courts are to “consider not only the extent of m
harm caused by the particular actions of the alleged infringer, but also whethstricteck and
widespread conduct of the sort engaged in by the defendant would result in a substantially 4
impact on the potential markgdr the original.”AcuffRose 510 U.S. at 590 (internal quotatior
marks and alterations omitted). While the Supreme Court initially directed that this iaso
“undoubtedly the single most important element of fair usafper & Row 471 U.S. at 566t
has since clarified that all of the factors should be weighed togéitigf,Rose 501 U.S. at 578.
“Market harm is a matter of degree, and the importance of this factor will vary, not idimighes
amount of harm, but also with the relative strength of the showing on the other fattuf.”
Rose 510 U.S. at 590 n.21. Additionally, “[ijn evaluating the fourth factor, courts consider
only harm to the actual or potential market for the copyrighted work, but also hdren‘tearket
for potential derivative uses,’ including ‘those that creators of original works wouldheraje
develop or license others to develofisbogle 886 F.3d at 1208 (quotirAcuffRose 510 U.S. at
592). “A court can therefore consider the challenged use’s ‘impact on potentiaiigeevenues

for traditional, reasonable, or likely to be developed markeBodgle 886 F.3d at 1208 (quoting
61
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Swatch Grp. Mgmt. Servs. Ltd. v. Bloomberd?.L756 F.3d 73, 91 (2d Cir. 2014) (citatiof
omitted)). “Since fair use is an affirmed#i defense, its proponent would have difficulty carryir
the burden of demonstrating fair use without favorable evidence about relevantsrh&etf
Rose 510 U.S. at 590.

Rimini argues that the infringing “RAM copies have no conceivable effect ondahesm
for copyrighted PeopleSoft software.” ECF No. 1384t 35. The Court disagrees: as discusg
above, without the RAM copies, Rimini would be unable to create and test its updates, ang
updates clearly have an effect on the market. As Rimirif psevides, “Rimini and Oracle are
competitors in the aftermarket (or aftermarkets) for software suppod,that “Rimini’s offering
of independent aftermarket support for Oracle software products, and the decisioaclef (
licensees to purchase Rimini's services, pose a direct competitive threatte. CECF No. 582
3 11 8, 80. And it is undisputed that Oracle “released new PeopleSoft functionalijyedet
support the PPACA'’s reporting requirements for IRS Forms-1Déad 1095C.” ECF No. 898
6 at 2. Like inGoogle the fact that Rimini competes directly with Oracle in the market for softw

support, is sufficient to undercut Rimini’s arguments that its conduct does ndtta&enarket.

Google 886 F.3d at 1209 (“That Android competed dingatith Java SE in the market for mobile

devices is sufficient to undercut Google’s market harm arguments.”).

Moreover, while licensees can create their own updates, under the City of Eugese, li
Oracle owns title to any derivative works that a licensee creates, whick #hetvDracle intends
to occupy the market for derivative workSee AcufRose 510 U.S.at 592 (“The market for
potential derivative uses includes only those that creators of original works would inlge
develop or license others to develop.”). Rimini’s creation, testing, and distribution ef t
derivative works will undoubtedly impa@tracle’s ability to function in that marketa PeopleSoft
licensee that needs a PPACA update, will purchase that update fronRaitiieiror Oracle, but
not both.C.f. Sega977 F.2d at 1523 (reasoning that unlike the castanper & Row where it
was unlikely a consumer would purchase more than one version of President Ford’'ssme
video game users are likely to purchase multiple ganses)y 203 F.3d at 607 (reasoning thg
while Sony is likely to lose console sales and profits tor@ctix’s Virtual Game Station, “becauss

62

g

ed

tho

are

1

L34

nerc

hes

Mmoil

—

D




© 00O N o o A W N P

N NN N N N N N DN R P R P R R R R R
o ~N O ;O N D0 N RO OO o0 N oY 0N 0O O NEReR O

the Virtual Game Station is transformative, and does not merely supplant theaitay&onsole,
the Virtual Game Station is a legitimate competitor in the market for platforms on whiglaSdn
Sonylicensed gamesan be played.”). Accordingly, this factor too weighs in favor of Oracle.
V. Conclusions

“The four statutory fair use factors must be ‘weighed together, in light of the parpbs
copyright.” Sony 203 F.3d at 608 (quotingcuffRose 501 US. at 578)."“ Courts balance thesg
factors to determine whether the public interest in the free flow of informatitwemhs the
copyright holder’s interest in exclusive control over the workustler, 796 F.2d at 11552. The
Court has analyzed the four statutory factors and finds thaigaither neutral awveighs in favor
of Oracle. While these factors are eatlusive Harper & Row 471 US.at 560, nothing else in
the record before th€ourt changes its analysiBherefore, the Court finds that Rimini’s making
of RAM copies of Oracle’s copyrights associated with Campbell Soup and City of & ugas
not a fair use under 17 U.S.C. 8§ 107, as a matter of law. AccordinglZotm grants Oracle
summary judgment on Riminiseventh affirmativelefense.

Becausehe Court finds that Rimini infringed on Oracle’s copyrighfBeopleSoft HRMS
8.9 (TX 7-065-381) PeopleTools 8.46.17 (TX-G92-772); PeopleSoft HRMS 8.3 (TX-&69-
032); and PeopleTools 8.48.10 (T>092-819)—and neither Rimini’'s second affirmative defeng
(express license) nor its seventh affirmative defense (fair use) areadyglitheCourt grans
Oracle summary judgment on fisst counterclaim focopyright infringementas it relates to these
four specific copyrights.

4. Automated Framework (“AFW”) Tools

Oracle alsaseeks summary judgment on its claim that Rimini’'s Automated Framew
(“AFW") Tools softwareimpermissibly cross uses Oracle’s copyrighted software “by desig
ECF No. 904s at 3436. Oracle asserts that the AFWbols software essentially continueg
Rimini’s practices of cross use that tBeurt ruled infringed Oracle’s copyrights @racle USA
Id. Oracle argues thahé only difference this time is that instead of Rimini employees manu
transferring files from one licensee’s copy of PeopleSoft to another licensagy, Rimini’s
automated software does it for theloh. Rimini, however, argues that the AFTWols software
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does not transfer any Oracle code or other copyrighted expréssween clients. ECF No. 1084
at 3-36.

ECF No. 905-3-s at 5. Rimini provides ti#EW operatesn the following way

Id. at 14. Owen Astrachan, one of Rimini’s technical experts, provided the following analog

to how the AFW Tools software works:

ECF No. 907-s at 4; ECF No. 1108-s 1 104. Astrachan further testified that the “DIFF files (

not contain Oracle IP, either in and of themselves, nor in a numerical represent&iraclefiP.

Rimini provides the following definition for AFW Tools:

[A] proprietary suite of Rimini designed and developed software tools for which a
patent is pending also known collectively as the Automation Frameworks Tools
—that are, among other things, used to develop and deliver TLR Updates to Rimini
Clients, to develop and deliver the Rimini Change Set to certain Rimini Clients that
have identical files that require updating (as described in further detaiisin th
Interrogatory No. 2 response), and to préyate Rimini Customer Content to
Rimini Clients.

Rimini uses the AFW Tools to automate certain development and record
keeping functions for Rimini Clients, including (1) tongeate and to deliver the
Rimini Change Set to certain Rimini Clients that have identical Code or Text Files
that require updating, and (2) to promulgate Rimini Custom Content to Rimini
Clients. Using the AFW Tools, Rimini can automatically provide TLR &les to
Rimini Clients that have identical Code or Text Files without copying any of
Oracle’s protectable copyrightable expression from one such Rimini Client to
another.

The AFW Tools are installed on each Rimini Client's Computer Systems
when Rimini cormences its relationship with such Rimini Client. The AFW Tools
rely on the Automation Framework Manager (“AFM”), which also is installed on
each Rimini Client's Computer Systems when Rimini commences its relationship
with such Rimini Client. The AFM is a Rimitdleveloped service that periodically
checks the Rimini Client’'s dedicated account on the Rimini FTP Server for file
written in the XML programming language that contain machaaslable
instructions for that Rimini Client.

When the AFM installed oa Rimini Client's Computer Systems finds an
XML file in that particular Rimini Client’s dedicated account on the Rimini FTP
Server, the AFM reads that XML file to determine what task needs to bemedo
by the AFM. When the task has been executed irRimaini Client's Development
Environment or Test Environment, the AFM generates an XML file that reports on
whether or not the task has been completed successfully. This XML file is sent back
to the Rimini Client’'s dedicated account on the Rimini FTP Seinethis way,
Rimini can track whether tasks have been successfully executed for each Rimini
Client.

In effect, this process is akin to an engineer remotely logging in to each client
development environment and performing the modification. By automating
Rimini’'s modifications, Rimini increases consistency and reduces the chiince o
coding errors.
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Oracle IP, in any form, is not part of a DIFF file.” ECF No. 03 at 4 RickardFrank a software
developer at Rimini, explained that tA&W toolset will locate the Rimini written update o
modification located in the client’'s PeopleSoft development environment. ECF N4-$£41d 8.
The AFW Tools then copies only the Rimini code file, designated “RSI,” and sends itAB\the
monitor on a Rimini serveld. The AFW monitor picks up the XML file and sends it to the targ

machine (the other Rimini client that is getting that updéde).

After reviewing the relevant evidence, fBeurt finds that there is an issue of material fact

et

as to whether Rimini’'s AFWTools software per se constitutes copyright infringement, and

whether through the use of a “Diff” file, which is, at its core, @ML” file, Rimini copies

Oracle’s protected expression. There is no evidence that theTAIBWsoftware copies Oracle’s
source code or its copyrighted expression; the evidence shows that Rimini copies its ow
only. Noris there evidence that the AFWols softwaredistributes files containing copyrighted
Oracle expression to multiple clien@racle argues that copying an update, developed in on

Rimini’s client’s environments to another client, even if it is Rimini’s code, is impebtessoss

n CO

use The Court disagrees. The Court found above that when Rimini accessed its client’

development environment and created and tested the updates, it made RAM copies in the |
which constituted “copying” under the Copyright Act. Here, Oracle has not shown that
Rimini’'s AFW Tools software operates, RAM copies of Oracle’s copyrighaéd/are are made.
If no “copies” of Oracle’s protected expression are made, then Oracle has not psquwema
facie case of copyright infringement. As such, the Ciinals that there is an issue of material fa
and denies Oracleummary judgmendn this claim.

5. Declaratory Relief

Finally, Oracle seeks summary judgment on Rimini’'s fuatise of actiongeclaratory
judgment that its new processae not violaing Orecle’s copyrights. ECF No904s at 36.
Becauseas discussed above, Rimini has infringed on four of Oracle’s copyrights on wincth R
sought declaratory judgmentfeopleSoft HRMS 8.9 (TX-065-381) PeopleTools 8.46.17 (TX
7-092772); PeopleSoft HRMS 83X 5-469-032); and PeopleTools 8.48.10 (TX0%92-819)—
while following its new Procedure 2.yéCourt grans Oracle summary judgment on this clain
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as it pertains to these specific copyrigl@se TD Bank, N.A. v. HilCivil No. 127188 (RBK/JS),
2015 WL 4523570, at *20 (D.N.J. July 27, 2015) (“[T]hough neither party addressed Defend
declaratory judgment counterclaim of Rimfringement, it necessarily follows that the Court mu
enter judgment against Defendant on this counterclaim.”). As Rimini’s Third Ameratedl&@int
specifies that it seeks declaratory rulings on each of Oracle’s software ctpwsgitentified,
dated, and numbered, the Court’'s summary judgment ruling for Oracle is limited to thé fq

issue copyrightsSeeECF No. 582-3 { 113.

D. The Court grants in part and denies in part Oracle’smotion for partial summary
judgment regarding Rimini’s fourth, sixth, and eighth causes of action, and Rimini’s
damages claimgECF No0s.916, 936s).

Oracle’sfourth motion seeks partial summary judgment relating to three of Rimini’'s ca
of action: intentional interference with contractual relations (fourth causetioh), violations of

the Nevada Deceptive Trade Practices Act (sixth cause of action)icdaticbns of the California

ant’

ur ¢

ISES

Business and Professional Code § 17@08eq(eighth cause of action), and what Oracle argues

are improperly aggregated damages claims. ECF Nos. 918, 38@ Court will address Oracle’s

arguments as to each cause of action in turn.

1. The Court grants Oracle’s motion on Rimini’s fourth cause of actiontiemtional
interference witltontractual €lations.

In Part IV.A.2 above, the Court granted Oracle summary judgment on Rimini’'s fo
cause of action as it pertained to Rimini’s third theory of liability: that the ceaseesrst letter
impermssibly revoked Rimini’'s access to Oracle’s support websites, therebyhgagmsvere
contractual issues between Rimini and its clients. Therefore, the countig auli this motion
addresses Rimini's remaining two theories of liab#ifi) that Oracle madeseveral
misrepresentations to Rimini’s clients regarding the legality of Rimini’'s serviteshe intent to
induce those clients to break their contracts with Rimini; and (2) that Ora@gexhm selective
audits of Rimini clients to harass them and drive them away from Rimini’'s seraecel Oracle’s
arguments that Rimini lacks evidence that proves the elements of intentional emiszferith
contractual relation$SeeECF Nos. 916, 936-s.

I
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As articulated above, to prove a claim for intentionedriierence with contractual relations

under Nevada lawa plaintiff must demonstraté’(1) a valid and existing contract; (2) the
defendant's knowledge of the contract; (3) intentional acts intended or designed to disry
contractual relationship; (4ctual disruption of the contract; and (5) resulting damageJ.
Indus., LLC v. Bennet71 P.3d 1264, 1267 (Nev. 2003 demonstrate the “intentional act’
requirement, a plaintiff must show that the defendant had a specific purpose or matjuest
the plaintiff through the tortious interferendéat. Right to Life Political Action Comm. v. Friend
of Bryan 741 F.Supp. 807, 814 (D. Nev. 199051iends of Bryaf). The mere knowledge that 3
plaintiff had a contract with a third party is “insufficient to establish that trendant intended or
designed to disrupt the plaintiff's contractual relationship)” Indus., LLC71 P.3d at 1268. The
“actual disruption’element requires that a plaintiff show either an actual breach of a contrac
significant disruption of a contract rather than a simple impairment of contrdaties. Treasury
Sols. Holding Inc. v. Upromise, In€ase No. 3:1:CV-00031ECR-RAM, 2010 WL 5390134, at
*5 (D. Nev. Dec. 22, 2010).

According to Oracle, at issue in this cause of action are Rimini's relatienshtp
approximately 355 clients and licensees of Oracle business software. Oraabs thag number
from Rimini’s various expert reports and discovery responses. ECF Nos. 916a926. Out of
these 355 customers, Rimini has provided contracts for only 177 of them. ECF Nos. 995, ]
at 19. Therefore, the Court will proceed and determine whether Oracle is entitlddrtepias a
matter of law as to those 177 contracts. Obviously, Rimini cannot proceed on any inten
interference claim for any client for which it has not provided the Court with eviddrecgalid
and existing contractSeeStrack v. Morris CaseNo. 3:15CV-00123LRH-VPC, 2015 WL
7428555, at *4 (D. Nev. Nov. 20, 2015).

Oracle argues that Rimini has failed to provide any evidence that Ocacddyainterfered
with any of the 177 identified contracts. ECF Nos. 916, 936-s at 21. Specifically, Oracle poi
the fact that Rimini’s causation expert, Paul Loftus, offered a specific opinioausatmn as to
only 16 Rimini clientsld. at 21-22; ECF Nos. 1170, 1179at 9. Oracle also argues that Rimif

does not have a cause of action for any client that failed to renew a contract, as oppokseat to
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breaching a contract it had with Rimini. ECF Nos. 916;93622. Oracle makes numerous oth

but related arguments; each essentially asserting that Rimini, in one form loeramais not

provided any evidence that any action Oracle took regarding Rimini’s clients was desigre

induce those clients to breach their existing Rimini contracts (or that sueach laccurred in the

first place).ld. at 26-29. Rimini counters by arguing that opinions offered by its causation expert,

Paul Loftus, while helpful, are not required to establish causation and that Ogadefal conduct
could lead a reasonable finder of fact to conclude that Oracle interfered with thenti@tts at

issue here. ECF Nos. 995, 1694t 20. Rimini also points to a report authored by another on

its experts, Dr. Russell Winer, who opined tHatacle’s false statements about Rimini influenced

customer purchasing decisions” and drove them away from Rimini and to Quacle.

Rimini argues that Oracle’s general conduct throughout its ddoadedispute with
Rimini is evidence sufficient to establish the intentional act element, but this astatsarell
short of the standard needed to survive summary judgment. If Rimini set@r damages
stemming from tortious interference with 177 separate contracts, it must deatehsiv Oracle
caused damage to Rimini in relation to each of those contracts on a contract by bastsad he
only specific evidence of Oracle conduct Rimini presents is contained within the Ly,
wherein Loftus analyzes and offers an opinion about how Oracle’s conduct involving si
different Rimini clients caused business harm to Rimini. In his report, Loiftes to numerous

business documents, depositions, and public statements produced or generated by the p

Kteel

artie

discovery, but Rimini has not provided all those documents to the Court in the over seven hiindr:

exhibits it filed alongside its response. Although Oracle has not contesteddiacy of the

documenton which Loftus bases his opinions, Rimini’s failure to provide them to the Court

prevents the Court from delving deeper into their contents beyond the portions Loftus discusses

his report.

Out of the sixteen companies Lofdiscusses in his report, Rimini has provided contra
for five of those. These five customers/contracts are: (1) Telenor ASA, (2) AZA;AZZ"), (3)
Yanmar Co., Ltd. (“Yanmar”), (4) Saint Francis Hospital and Medical CenterKt&ncis”), and
(5) Philips. Rimini’s cause of action falls apart, however, because it has not ptaegtevidence
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that Oracle’s conduct induced Telenor ASXZZ, Yanmar, St. Francj®hilips, or any other client
to breach the contracts they had with Rimini. Instead, the evidence presented in theepoftiug
for each of these clients (and all the others) indicates that they declineldetoegiter or renew
contracts with Rimini and either continued with or returned to Oracle for duggreices upon
the expiration of thir contracts with RiminiSeeECF No. 1076l-s at 54,6667, 68, 73, 80. A
Rimini client declining to renew its service contract with Rimini because of stateestte
made to that client is not the same as a client breaching the service contract betiose of
statements. The absence of any demonstrable breach or disruption of the existingdsfettsct
any cause of action for intentional interference with contractual rela@esTreasury Solutions
Holdings, Inc. v. Upromise, IncCase No. 3:1@GV-00031ECR-RAM, 2010 WL 5390134, at *5
(D. Nev. Dec. 22, 2010) (“Unless there is a breach of contract, Plaintiffs caemati jon a claim
of tortious interference with contractual relations.”).

Not only must Rimini present evidence of a contractuabth, it must also present
evidence that Oracle’s actions were committed with the intent to cause a Brdadidus. 71
P.3dat 1267;Lake at Las Vegas Investors Grp., Inc. v. Pacific Malibu Development, B&p.
F.Supp. 920, 9285 (D. Nev.1994) (“[A]t the heart of [an intentional interference] action i

A

whether Plaintiff has provethtentional acts by Defendanhtended or designed to disrupt
Plaintiff's contractual relations.” (emphasis in original) (quotirgends of Bryan 741 F.Supp.
807, 814 (D. Nev. 1990))Rimini points to interactions that Oracle employees had with Rimini
clients as evidence of Oracle’s intent to disrupt Rimini’s contracts. Gegngpalhking, the Oracle
employees would tout the alleged superiority of Oracle’s atgervices, direct the client tg
recently issued decisions adverse to Rimini by this Court and the Ninth Cilainit flcat Rimini’s

support offerings were too high risk, and/or threaten the client with legal action or a@fits.| E

Nos. 995, 1004-at 1214. For instance, the Loftus report states that Oracle representatives mad

“false and misleading” statements to Philips executives that caused Philidasider its
contractual and business relationship with RithiBCF No. 1076l-sat 77. Howeverand most
significantly, Philips continued in its contract with Rimini and the contract wag hegached.

Id. at 80. And with regard to the St. Francis contract, St. Francis switched frahe @r&imini
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for a defined project from September 2015 to March 2B03= No. 1076l-s at 7073. After the
project was completed, St. Francis lawfully ended the contract and returneakcte. @ithough
Rimini's contract was not renewed, the existing Rimini contract was nessarhadld.

These interactions suppan inference that Oracle intended to cause its licensees to n
to Rimini or to leave Rimini when trial periods and other contract periods wererayestarn to
Oracle. Internal Oracle documents support this view, as Rimini has pesseneral self
described “saves” and “winbacks,” wherein Oracle employees recount to their éefiployees
how they successfully persuaded Rimini clients to return to or stay with Goacésftware
support. ECF Nos. 995, 10@4at18, 20. But Rimini has not presented any evidence that Org
intended for Rimini’s clients to breach their existing contracts with Rimini asifi cd€racle’s
actions. Oracle's alleged actions were always directed toward the metenticeation of future
contracts as opposed to a digrap of an existing Rimini contract. Without at least some evider
that Oracle’s intentional acts were specifically designed (at least in pamtjucei a contractual
breach, Rimini cannot survive summary judgment on this claimindus., LLC71 P.3dcat 1268;
Friends of Bryan741 F.Suppat814-15 Gonzales v. Shotgun Neérvs, LLC, CaseNo. 2:13cv-
00931RCJVPC, 2013 WL 3944140, at *2-3 (D. Nev. July 30, 2013).

Rimini broadly points to an expert report from Dr. Russell Winer, a professor kétimay
at New York University, as evidence that “Oracle’s false statements abouti Riffuenced
customer purchasing decisions.” ECF Nos. 995, $08420. But the paragraph in the report
which Rimini cites only relates th&when prospective Rimini customers are exposed to Oracl
allegedmischaracterizationand misstatements,” those customers are less likely to switch f
Oracle to Rimini for support services. ECF No. 1@88at 28. Not only is this citation irrelevant
becauséhere must, at some point, be a valid and existing contract between the plaintiff add :
party for a claim of tortious interference in contractual relations (notlynargossible or
speculative one), but it does not identify any specific contractiationships that were
supposedly interfered with. Even assuming that Winer’s report is correct inragteati Oracle’s

statements did dissuade potential or prospective entities from contracting with, Rimgisuch
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damages that Rimini has allegedhave incurred are not recoverable through an action
intentional interference with contractual relations.

The fifth essential element to a claim for intentional interference with cordtaetations
requires resulting damage arising from the actual disruption of the corfiexEinancial
American Group, LLC v. CH Montrose, LLB73 P3d 913, 2011 WL 69164b(Nev. 2011)
(unpublished)Obviously, there can be no compensable damage when there has been no br
a contract and the contract reached its natural termination. Rimini's aotiomténtional
interference with contractual relations lacks at legasi essential elements and cannot |
sustained.

The Court will therefore grant Oracle summary judgment on Rimini’s fourth claim

intentional interference with contractual relati@msRimini’s two remaining theories of liability

2. The Court grants Oracle’'s motion on Rimini’'s sixth cause of action, Nev,
Deceptive Trade Practices Act

Next, Oracle argues that Rimini’'s claims under the Nevada Deceptive TratiedzrAct
(“NDTPA") should be dismissed for three independent reasons: (1) the act doepphpt
extraterritorially; (2) none of the alleged misrepresentations are actipaall€3) Rimini cannot
satisfy all the elements of the claim. ECFsN®16, 936s at 30. To prove private claim under

the NDTPA, Rimini must demonstrate thgt) an aciof consumer fraud bjOraclg (2) caused

(3) damage t¢Rimini].” Picus v. WalMart Stores, InG.256 F.R.D. 651, 658 (D. Nev. 2009),

Actionable consumer fraud is defined by statute in N.R.S5983)915 to 598.0925. Relevant her
is §598.0915(8), which states tHd&] person engages in a ‘deceptive trade practice’ if, in
course of his or her business or occupation, he or she disparages the goods, servicessobu
another person by making false or misleading representatidast.”

Oracle’s first argument concerns the scope of the NDPTA. It argueseiteide it (as a
Californiabased corporation) made all the alleged misrepresentations outside Neeatae®
also located outside Nevada, Rimini cannot use a Newad#ol hold it liable for those alleged
misrepresentations. ECF Nos. 916, 938t 36-31. It asserts that any misrepresentation must

physically made in Nevada to entities residing in Neviebat 31.Conversely Rimini argues that
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because it, a Nevad=mrporation, was the intended target of the misrepresentations (i.e. Ofacle

made them to third parties with the intent to harm Rimini), it is not attempting to applip#EMN
extraterritorially. ECF Nos. 995, 1004-s at 32.

There appears to be no case fleom the Nevada Supreme Court about the reach of
NDPTA. There is, however, a general presumption against the extraigititof a state’s statute.

Risinger v. SOC LLC936 F.Supp.2d 1235, 1250 (D. Nev. 20k®e also E.E.O.C. v. Arabian

the

Am. OilCo, 499 U.S. 244, 248 (1991) (recognizing the presumption as it relates to federal lav

applying outside of U.S. jurisdiction). One of the primary principals behind this rule, asiRimi

recognizes, is to avoid conflicts of laws with other states. HannBltbaum,Determining the

Territorial Scope of State Law in Interstate and International Conflicts: Comments ondfte Dr

Restatement (Third) and on the Role of Party Auton@nipuke J.Comp. & INT'L L. 381, 391
(2017). As the Kentucky Supreme Court oaceurately explained, “[iimposing the policy choic
by [Kentucky] on the employment practices of our sister states should be done wifirggleate
and caution out of respect for the sovereignty of other states, and to avoid running afoul

Commere Clause of the United States Constitutiddiiion Underwear Co., Inc. v. Barnhag0

D

of tt

S.W.3d 188, 193 (Ky. 2001). The concern here is imposing liability on Oracle under a Nevad

statute whereirtually all of the alleged misconduct occurred in California and other states.

As before, absent guidance from Nevada Supreme Court, it is up to this Court to p

how the state supreme court would rule on an isSokani v. Western & Southern Life Ins. Co|

258 F.3d 1038, 10486 (9th Cir. 2001). Federal cas can look to intermediate appellate cou
decisions, statutes, and “wedasoned decisions” from other jurisdictions for guidaha&ahashi
v. Looms Armored Car Servic625 F.2d 314, 316 (9th Cir. 198@ravquick A/S v. Trimble
Navigation Int'lLtd., 323 F.3d 1219, 1222 (9th Cir. 200G)ven the general presumption again
applying statutes extraterritorially, it is likely that the Nevada Supreme @awid find that
actionable conduct must occur within Nevada’'s borders. As such, Rimini caamtain a cause
of action under the NDTPA when the challenged conduct occurred outside of Niévadaore

appropriate to bring a claim under the applicable statute of the state where the alieged
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to have occurredBecauselte Court grarst Oracle summary judgment on this claipased on

extraterritoriality, the Court declines to address Oracle’s additional argame

3. The Court grantm part and denies in pasttmmary judgment on Rimini’'s eighth
cause of action for violations of the CaliforBusiness and Professions Cod
8 17200et seq

Oracle lastly seeks summary judgment on Rimini’'s eighth cause of action, u
competition underCalifornia’s Business and Professions Code 817200seq. (“UCL"),
(equivalent to the NDTPAECF Nos. 916, 936 at 3334. Like Nevada’s unfair competition law,
the UCL prohibits any unfair competition, which it defines as “any unlawful, unfairaod@ent
business aobr practice’ CAL. Bus. & PrRoOF. CopE § 17200. Plaintiffs who prevail on doCL
claim are generally limited to injunctive relief and restitution, never damagetoreys’ fees.
CelTech Communications, Inc. v. Los Angeles Cellular Telephon®T®P.2d 527, 539 (Cal.
1999). Sectiord7203 provides that restitution is an available remedy under the UCL to “reg
to any person in interest any money or property, real or personal, which may have been ag

by means of” unfair competition. Oracle argues that Rimini’s claim for restituticst failias a

nfair

store

Cquir

matter of law because Rini has not presented any evidence that Oracle took and now holds fund:

from Rimini that Oracle obtained through unfair business practices. ECF Nos. 916, 3b-s a
Rimini has not presented any evidence showing what money or property Oraclg

improperly obtained through a violation of the UCL. Rimini may only recover money in whic

held “a vested interestTomlinson v. Indymac Bank, F.S.B59 F.Supp.2d 891, 893 (C.D. Cal.

2005) guotingKorea Supply Co. v. Lockheed Martin Corg3 P.3d 937, 9448 (Cal. 2003)).
To successfully rebut Oracle’s motion for summary judgment, Rimini must presemesalance
that it had a vested interest in money that Oracle obtained as a result af atéyeful business
practices. Rimini merely states that ietha vested interest in the money owed to it by clients {
terminated their contracts,” but it does not explain how it had a vested interlestrimohey or
which clients terminated their contracts because of Oracle’s allegegfulnl#2CL conduct. ECF
Nos. 995, 1004 at 36. The reality is that Rimini's claim here is for damages, not restitution
damages are not available under the UCL. On the other hand, Oracle has not discusseq

should be granted summary judgment on the injunctive relief Rimini has also requested un(
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UCL. ECF No. 487 at 50. The Court will accordingly grant Oracle summary judgment on Rin
UCL claim insofar as it seeks restitution and damages, but summary judgment willdsbateto

the injunctive relief.

E. Oracle’s motion for partial summary judgementregarding Rimini’'s migration and
Windstream hosting (ECF Nos. 930, 94F) is deniedn part and granted in part.

Oraclés fifth and final motion for summary judgment requests judgment on its first clai

for copyright infringement based on Rimini’'s migration, Windstream hosting, andcitmde
affirmative defense of express license related to those processes. EC#F30l0941s. Oracle
argues that the process by which Rimini returned its customers’ People8aiheerts to them
(and later hosted some of those environments on Windstream’s serverdutsghstnlicensed
copying of Oracle’s PeopleSoft softwatd. at 6-7. In response, Rimini argues that becau
Oracle failed to address its affirmative defense of fag; @racle’s motion for partial summary
judgment should be denied outright. ECF Nos. 979, 986-s at 24.

Where the party moving for summary judgment bears the burden of proof at trial, that
“has the initial burden of establislj the absence of a genuine issue of fact on each issue mat
to its casé.C.A.R. Transp. Brokerage Co., Inc. v. Darden Rests,,248.F.3d 474, 480 (9th Cir.
2000). But where the moving party does not bear the burden of proof at trial, the party must]

produce eviderenegating an essential element of the nonmoving party’s defense or show th

ni

part

erial

eith

at tr

nonmoving party does not have enough evidence of an essential element to carry its ujtime

burden of persuasion at tridNissan Fire & Marine Ins. Co., Ltd. v. Fritz Co$ac., 210 F.3d
1099, 1102 (9th Cir. 2000). Because fair use is an affirmative defense, Rimini bdarsiére of
proof at trial.

Rimini has asserted the affirmative defense of fair use in response to Oraoieus
allegations of copyright infringement. Although Oracle argues in its reply that Rimwer n
asserted a fair use defense regarding its migration or Windstream hostinggumsiat is belied
by a plain reading of Rimini’'s answer to Oracle’s third amended complaint. Underctios se
setting forth its fair use defense, Rimini states that “any reproduction, displayatider,

publication, or distribution of any valid Oracle copyright by [Rimini] is fair use pradeoyethe
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provisions of 17 U.S.C. § 107.” ECF Blo11Q 414s at 31. This clearly encompasses Oracle

allegations that Rimini’'s migration process and subsequent Windstream hostindutzzhst

impermissible copying of PeopleSoft software. Rimini even specifically asbfrats migration

process under its fair use defemsgumentSee Id.at 33. Oracle cannot now claim that it wa
unaware that Rimini would be asserting a fair use defense when its atesavrindicated that it

would.

While Rimini has the burden of proving every element of its fair use defense,ahtaal
motion for summary judgement, Oracle has the burden of showing that no evidence su
Rimini’s defense or that there is evidence that negates one of the elements &fieiinsd. By not
addressing Rimini’s fair use defense at all, Oracle has feoledrry its burden. And although
Oracle addresses the fair use defense in its reply, raising issties fiost time in a reply brief in
support of summary judgment is impropgee, e.g.Smith v. Marsh194 F.3d 1045, 1052 (9th
Cir. 1999)(“an argumaet raised for the first time in a reply brief, . . . is not an argument that
may consider here.”)Therefore, because an outstanding defense exists, the court cannot
Oracle summary judgment on its copyright infringement claim. According®Cout denesin

partOracle’sfifth motion forpartialsummary judgmerf®

F. The Court deniesRimini’s first motion for partial summary judgment for
preclusion of Oracle’s gap customeclaims.?!

Rimini’s first motion forpartialsummary judgment seeks to preclude Oracle from seek
damages in this action for salled “gap customers'tlients Rimini gained from December 5
2011 (the close of fact discovery@racle |) to February 13, 2014 (the end of (kacle Idamages
period. ECF Nos. 910, 918 at 8. Rimini argues that claim preclusion and judicial estop,
preclude Oracle from seeking gfebruary 2014 damages, or alternatively, that if Oracle|

permitted to proceed with its damages claims, issue preclusion bars Qoatleéovering lost

20 The Court’s reasoning for granting Oracle’s motiogareling Rimini’'s express license defense
discussed below as it is interrelated with Rimini’'s second motion fdiabaummary judgment on
undisputed processeseePart IV.G.3.

21 Rimini’s motion is entitled Motion for Partial Summary Judgement Rellfien of Oracle’s Already
Adjudicated Claims. For clarity, the Court refers to this motion ateshtiere.
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profits. See idOracle opposed Rimini’s motion arguing that the law of the case precludes Rin
motion and that claim preclusion, judicial estoppel, and issue preclusion are all maleplkECF
Nos. 983, 1038-s. Accordingly, Rimini replied. ECF Nos. 1152, 1155-s.

Fact discovery foOracle Iclosed in December 2011. In January 2012, Oracle serve
expert report on the issue of damages seeking lost profits for customers gainedrbyaRiofi
September 28, 2011, the date of Rimini’s last disclosed customer list prior to thef dssevey.
Oracle’s expert damages report calculated danfagésese identified customethrough the end
of trial’ which was presumed in the report to be December 2012. On February 13, 2014, the
issued a summary judgment ordeOracle Ifinding that,inter alia, Rimini infringed on a number
of Oracle’s copyrights through its “local hosting” support procgsg. Oracle US/ F.Supp.3d
1086 (D. Nev. 2014). Following the Court’s order, Rimini alleges that by July 31, 2014, it
changed its support practices to no longer infringe Oracle’s copyrights (i.e. Process 2.0).

Pursuant to court order, the parties were then ordered to suprop@sedoint pretrial
order.Oracle I, ECF No. 476. However, because the parties had a “fundamental disagreemer
the scope of the issues to be decided and the evidence to be presente@rackhetrial, the
parties requested a case management confel@raee |, ECF No. 488 at 1. Oracle argued th:
the Oracle Itrial should be limited to Rimini's “old suppomtodel” rather than the new suppor
model Rimini adopted in 2014, and agreed that it would not seek damages for the perio
February 13, 2014d. at 822 At this hearing held on October 9, 2014, the Court agreed V
Oracle and declined to reopen discovery, held Oracle to its offer to stipulatenbatdtnot seek
damages for any period after the February 2014 summary judgment order, and found that t
would “remain as it was put in at the close of discove@racle I, ECF No. 508 at 226; Oracle
|, ECF No. 5153
I

22 Following the Court’s February 2014 Ordard n response to Oraclessipplemental discovery requesty,

Rimini produced discovery and made ‘fdevelopment leddavailable for a Rule 30(b)(6) depositiorn
regarding “the technical details of Rimini’'s remote service mo@aiatle |, ECF No. 488 at 20.

2 During the hearing he parties did nagpecificallydiscuss these gap customassissue in this motion
See Oracle.lECF No. 508.
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Rimini provided Oracle with supplemental discovery including “client lists anddias

through early 2014.0Oracle |, ECF No. 554 at 2. Because Oracle failed to supplement its dam

Ages

report to include poddecember 2011 clients, in May of 2015, Rimini moved to preclude Oracle

from supplementing its expert report to include either damages for customers gimed after
September 28, 2011 (i.e. “gap customers”), and updated damages for customers Rimini
before September 28, 20Xracle I, ECF No. 593 at @racleresponded arguing that teacle|

trial should proceed in accordance wiflagistrateJudge Lean’s OrdeQfacle |, ECF No. 515),

and should allow for updated damages for Rimini customers as of September 28, 2011 t

gain

nrou

February 2014, while precluding damages arising from conduct after the close of discoven

including customers Oracle lost to Rimini after September 28, Zxktle |, ECF No. 593 at 6.

While noting that Oracle’s regst to supplement its report was “technically late,” the Co

urt

allowed itfor those customers that were currently set forth in the prior report, to accoums fqr t

nearly two and a half years of continued litigation between the parties, as doing sonatould

prejudice defendant®racle |, ECF No. 669 a#.2*In denying Rimini’'s motion, the Court’s ordef

made no further reference to the “gap custom@&se’ id. Accordingly,Oracle served its updateg

expert damages report on July 30, 2015, #uedparties joint pretrial order listed only Riminj

customers with start dates on or before September 28, 2011. ECF Nos. 94@t943ECF No.
983, 1038s at 15 (citingOracle I, ECF No. 528s at 918). After a lengthy trial, the jury
determined that Rimini had engaged in copyright infringement and found that the besenoéas
Oracle’s actual damages for all acts of copyright infringement was fair markegt Meénse.
Oracle |, ECF No. 896 at 1-3.

Having reviewed this procedural history, the Court finds ithdid not rule that Oracle
could notseek damages from gap customers in the first €asele |, ECF No. 669. On the
contrary, it was Oracle that decided not to pursue dasnagging from the gap customers wh
arose during the pendency of Oracle's first lawsuit. Fact discovery concerning thesigapecs

would have required a+@pening of discovery and further delay of a complex case that was alr

24 In the alternative, Rimini argued that if the Court did not preclude supptetiva, the two actions
should be consolidated. The Court disagreed, finding that consolidation lgadldo an unreasonablg
delay of trial.Oracle |, ECF No. 669 at 5.
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going on over 5 years old. Oracle's positioerewas that thenstantcasehad now been filed and
it would have the opportunity to seek damages arising from gap customers in the new i
Accordingly,the Court finds that Oracle’s law of the case argunseHCF Nos. 9831038s at
19-20) lacks meriand that Rimini’'s arguments of preclusion and estoppsitbe addressed

1. Claim Preclusion

“Claim preclusion prevents the relitigation of claims previously tried and detidg
Littlejohn v. U.S.321 F.3d 915, 9120 (9th Cir. 2003) (citing:lark v. Bear Stearns & Cp966
F.2d 1318, 1320 (9th Cir. 1992))he three elements of a successful claim preclusion defense)
(1) “identity of claims, (2) a final judgment on the merits, and (3) privetyyveen parties Tahoe—
Sierra Pres. Council, Inc. v. Tahoe Reg'l Planning AgeB2®2 F.3d 1064, 1077 (9th Cir. 2003
(internal quotation marks and citation omittedls discussegreviously arecent Ninth Circuit
caseHoward v. City of Coos Bay71 F.3d 1032, 104®th Cir. 2017), established a bright ling
rule prohibiting the application of the doctrine of claim preclusiorctaifhs that accrue after the
filing of the operative complaint.” ie term “accrue” frotHoward has since been determined t
mean “come into existence” or “arisédfedia Rights Technologies, Inc. v. Microsoft Cpg22
F.3d 1014, 1021 (9th Cir. 201@)Microsoft). In other words, “claim preclusion does not app
to claims that were not in existence and could not have been sued-uponvere not legally
cognizable—when the allegedly preclusive action was initiateéd.”

Here,like above,the Court’s analysis is straightforwar@racle’s claims regarding gapg
customers are nqirecludedbecause they did not arise until after September 28, 2011, whid
afterthe operative complaint was filed @racle I onJune 1, 2011see Oracle,|IECF No. 14%
See Microsoft Corp922 F.3dat 1024(“Because those claims arose aftde[plaintiff] filed the
operative complaint iMRT | and[the plaintiff] could not have sued on them when it fiM&T |,
they are not precluded here.”).

Rimini directs the Court to a recent unpublished decision by the Ninth Ci¥agiman v.
Garcett, 743 Fed. App’x. 837 (9th Cir. Aug. 8, 2018), arguing tHatvard does not apply to
cases where a defendant is alleged to have engaged in a continuous pattern of unlawful g

ECF Nos. 1152, 1155 at 13. InYagman the Ninth Circuit noted thaioward doesnot always
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allow for a plaintiff to assert claims that accrue after the filing of the operatmplaint in a
successive lawsuit. 743 Fed. App’x. at 889. When a plaintiff challenges “the same ongoir
procedure or policy and the new factual event is alleged ‘only as an example of...{sfdodmg
practice of norcompliance with [the law],” ” a plaintiff cannot assert that new factuahtin a
subsequent caskl. at 840 (quoting urtle Island Restoration Network v. U.S. Dep’t of Sta#S
F.3d 914, 918 (9th Cir. 2012)). Magman the plaintiff challenged the constitutionality of th

g

1%

procedure to contest parking tickets in his city. 743 Fed. App’x. at 838. This was his third lawsul

challenging the same procedure; relevant here, the plaintiff basetthitd lawsuit on a new
parking ticket he received while his second case was pending. The Ninth Cirduhdtedespite

the basis of his third lawsuit accruing during the pendency of his second lawsuit, thef plasnti
still barred from reassertingastins based on his new parking tickdt.at 840.

The difference betweedagmanand this case is that théagmanplaintiff's successive
claims complained of the same conduct involving the same actors. Oracle, on the otheehkan
damages stemming from Rimini for gap customers that Rimini contracted with from Septe
28, 2011. While the conduct Oracle complasfigProcess 1.0) is the same, the third parties ({
gap customers) are different. This distinction is key and takes Oracle’s gap ensstterms out
of the realm of the impermissible successive claims the Ninth Circuit spoke Ydgman
Therefore, lhe doctrine of claim preclusion does not bar Oracle from asserting claims basq
Rimini’'s gap customers.

2. Judicial Estoppel

Judicial estoppel is an equitable doctrine that “precludes a party from gairadgartage
by asserting one position, and thenetaseeking a second advantage by taking” a cleg
inconsistent positiorRissetto v. Plumbers & Steamfitters Local 348 F.3d 597, 60601 (9th
Cir. 1996);Russell v. Rolfs893 F.2d 1033, 1037 (9th Cir. 1990). This court invokes judig
estoppel not only to prevent a party from gaining an advantage by taking inconsistent pos
but also because of “general consideration[s] of the orderly administration oé jasticregard
for the dignity of judicial proceedings,” and to “to protect against a litigant playinguaskose
with the courts.’Russell 893 F.2d at 1037 (internal quotation marks and citations omitted).
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The United States Supreme Court has noted that when a court is considering ju
estoppel, one of the considerations is that atyfslater position must be ‘clearly inconsistent
with its earlier position.New Hampshire v. Main®32 U.S. 742, 750 (200X ere, Rmini claims
thatOracle is judicially estopped becaus®iracle |, it “successfully persuaded this Court to dra
a clear line between the two cases and two processes,” and adjudicate all issues Rlateds$
1.0 in Oracle I while leaving issues involving Process 2.0 for this actiast. tBat is not what
Oracle previously arguedRather, as articulated in the procealuhistory aboveOracle only
argued that it wished to keep the legality of Rimini’'s new pro@@ssess 2.0he subject of this
action rather than litigate everything togethe®macle 1. It did not take the position thahy issue
related tothe old process should only be litigatedOmacle I Accordingly, Rimini’s judicial
estoppel argument fails.

3. Issue Preclusion

As an alternative argument, Rimini asserts that the doctrine of issue me@usvents
Oracle from reovering lost profits damages from any gap customers in this case, meanin(
Oracle would only be able to seek fair market véilcense damages becauséiracle Ithe jury
determined that fair market value license damdge#fringement under ProcedsO was the
appropriate remedyECF Nos. 910, 918-at 2930; Oracle |, ECF No. 896 at 3.

The doctrineof issue preclusion (or collateral estoppg@lars successive litigation of an
issue of fact or law actually litigated and resolved in a valid court detdranressential to the
prior judgment, even if the issue recurs in the context of a different clhioward 871 F.3d at
104041 (internal quotation marks and citations omitted). The elements for issue prechesid
similar to claim preclusion (though not identical), and require the party assertiegoreglusion
demonstrate: “(1) the issue at stake was identical in both proceedings; iuthevas actually
litigated and decided in the prior proceedings; (3) there was a full and fair oppottulitigate
the issue; and (4) the issue was necessary to decide the nyrénifan v. Holder672 F.3d 800,
806 (9th Cir. 2012). Though not dmgal “mechanistically,” the Court applies four factors t
determine if the issues are “identical”: (1) whether “there is a substantidhm\etween the

evidence or argument to be advanced in the second proceeding” as was in thvitstt{@r the
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“new evidence or argument involve[s] the application of the same rule of law” as insthe
proceeding; (3) if pretrial preparation and discovery in the first action couldeasdmably
expected to have embraced” the issue in the second action; ance(deitme claims in the two
proceedings are closely relatddoward 871 F.3d at 1041 (citinfResolution Trust Corp. V.
Keating 186 F.3d 1110, 1116 (9th Cir. 1999)).

Rimini argues that the issue@racle | and before this Court now are identical: whether
fair market value license or lost profits is the best measure of Oracleagdarfor Process 1.0
infringement. The Court disagrees. The evidence that will be presented in this case willri di
from that presented i@racle las the customers are different, and the time frame of the allg
infringement is different. As the Court found above, the application of the evidehcewaive
the same rule of law, namely that Rimini cannot avoid liability or contest liability for loséihig
conduct which was found to be infringing@raclel. However, whether Oracle is entitled to los
profits or fair market value license damages is a distinct question relatezl dpettific at issue
gap customers and to be decided by the jury. While a reasonable {Drgdie | concluded that
fair market value license damages was proper as it related to the 228 custassers Hitere, a
reasonable jury could find that as it relates to these distinct gap custost@refis is proper. As
discussed, while Rimini disclosed supplemental discovery following the Court'adfgl2014
summary judgment Order, the Court ruled that to litigate damages issues for customme

disclosed in the September 28, 2011 expert report or to consolidate the cases would req

fi

ged

5t

rs

uire

opening of and extensive additional discovery which would cause impermissible delay fo t

Oracle ltrial. Accordingly, the Court does not find that the pretrial preparation and discove
Oracle 1"embraced the issue of damages for gap customers. Furthermore, the issue of dar
as it relates to gap customers was not litigated and never resulted in a decision entshie
Oracle I Therefore, the Court denies Rimini’'s motion for partial summary judgauesh will
permit Oracle to argue for either lost profits or fair market value licemsagizs related to these
gap customers at trial in this case.
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G. The Court denies Rimini’'s second motion for summary judgment regarding its
undisputed processes (ECF N0o917, 927s).2°

Rimini’'s second motion for summary judgment seeks partial judgment on Oracé’s
cause of action for copyright infringement. Specifically, Rimini seeks judgment oisfo@s: (1)
its work productwhich doesnot contan any Oracle code are nderivative works; (2) it is not
“cross use” when a Rimini employee services more tharclee@ by utilizing the experience he
or shegained from working with other clients; (3) Oracle licensees who host theileQGattware
on off-site cloud servers do not violate the facilities restricpoovisionwithin the PeopleSoft
licenses, and (4) Rimini’'s process of migrating its cliesaftware off its computer systems doe
not infringe any of Oracle’s copyrights. As before, @aurt will examine each of the argument|

in turn.

1. TheCourt denies Rimini's motion reqgarding work product as derivative works.

Rimini first argues that files it creates from scratdtich donot contain any Oracle code
or expression cannot infringe Oracle’s copyrights because those files are not\dem@aks.
ECF Nos. 917, 928 at 21. Rimini requests summary judgment generally that any such file
not constitute copyright infringement. It also requests summary judgment that thodec sp

categories of files-ePack scripts, Rimirgtreated scripts, and its “functional and technic

specifications™—arenot derivative worksld. In response, Oracle argues that Rimini’'s motion i

“impermissively vague” because it identifies categories of files rather thanisfiéest ECF Nos.
1053, 1085s at 16. As to the merits of Rimini's motion, Oracle argues that even if Rinaated
files do not have any Oracle code within them, they still can be derivative works if the
“[e]xpansions to existing softwareld. at 18.

Rimini points to three categories of files it claims do not contain any Gpaaiected
expression: (1) the “ePadcript,” (2) Riminicreated scripts, and (3) Rimini’'s “functional an
technical specifications.” ECF Nos. 917, 924t 21. According to Rimini, the ePack script

essentially a separate executable file that Rimini provides its customers alome wikhte.|d.

2 Rimini’s initial unredacted motion (ECF No. 917) contained contents that should havestaeted. To
protect the confidential informatiaontained thereirthis filing was sealed, and Rimini refiled the redactg
motion as ECF No. 965. ECF No. 987s the aredacted sealed version of the motion.
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at 22. Once a customer receives the update and ePack script, the customer rum, thvaisbri

installs the update automaticallg. The ePack script automates the update installation pro¢

that the client would otherwise have to perform manually, which, in Rimini’'s experieogld be
cumbersome for some clientd.

Oraclés expert Barbara Frederiks€&ross testified in her deposition that as to the tqg
script of ePack “as it might be stored on disc” it was not her opinion that the cunipined
Oracle expression, but testified that as to the “running software” that would be henogGiF

No. 929-1s at 89. Rimini’s computer software expert, Owen Astrachan, stated that:

[ePack]scriptwas written by Rimini and does not include &mnacle code
or expression. When run by a client (in the client’s production environment), the
script automatically carries out the tasks that the client would have othéradse
to carry out (prior to ePack), including moving files to the appropriatenmant
folders, running scripts associated with individual updates, compiling code, and
other tasks. ePack merely makes it easier for the client to install the upthtes a
reduces the possibility of errors during the installation process.

ECF No. 9319-s at 4. In other words, “ePack packages Rimini’'s individually coded updates
a particular client, which are already on that clients’ system, into an eetéylable package that
is also on the client’s systemd. at 48.

As theCourt notedabove even f the software does not contain any copyrighted cade
may still substantially incorporate protected material from the preexistirlg &eePart 1V.C.2.i
FrederikserCross has opined that ePdadtdies heavily” and “cannot function” without Oracle’s
EBS tools and other Oracle software, and that ePack “actually incorporatele €oftware and
Oracle functionality when they’re run.” ECF No. 92% at 3.Because of the way ePack interac
with Oracle’s software, Frederiks&ross testified that ePackn®t an “independent work, but]
rather an extension of the Oracle environment in which it's rnah.at 4. Given the conflicting
opinions of the parties’ experts, the Court finds that thereissae of material fact as to whethe
Rimini’'s ePack scriptsubstantially incorporate protected material from the preexisting wd
Accordingly, Rimini’s motion for summary judgment on this issue is denied.

As to the other two categories of Rimini files, tbeurt agrees with Oracle that these tw

categories of files are too broad for theurt to rule on. To support a motion for partial summapry

judgment, Rimini must sufficiently identify which portion of Oracle’s claim for capr
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infringementon whichit seels judgmentSeeFeD. R. Civ. P.56(a). Merely requesting judgmen
on all “Rimini-created scripts” and “functional and technical specifications” withoutifglera
which scripts and specifications (along with proffering evidence demonstrating how nona of
contain any protected Orackxpression) does not allow tGeurt to determine wheth&imini
may qualify for summary judgment in its favdherefore, smmary judgmenis denied asdthese
other two categories of files.

2. TheCourt denies Rimini’s motion regarding know-how as cross-use.

Rimini next requests partial summary judgment on any claim that an engineed$ u
“know-how” constitutes cross use. This essentially entails a Rimini engineer gaingmeegp
performing work for one client and then reusing the knowledger Ishegained to perform the
same work for other clients. ECF Nos. 917,82t 25. As discussed below, Rimini asserts sevd
different legal theories as to why it is entitled to partial judgment.

i. Express License Defense

Rimini first argueghat the licenses of each of its clients allows it to, in effect, create
update for Client A using Client A’s development environment and then distributedittesaxne
update file to Client Rinder Client B’s licenseECF Nos. 917, 92%-at 26. Accordig to Rimini,
this is because Clients A and B both have the same license for the same saftihenease both
licensed to receive the update file regardless of where it origindtess discussed aboyét is
the burden of the party asserting the express license defense to identify which provigens
license allow for its conducDracle USA6 F.Supp.3d at 1093.

Rimini and Oracle dispute ¢nCourts and the Ninth Circui$ previous holdings regarding
cross use. Rimini asserts thatOnacle USA this Court held that “once Oracle granted a licenst
the rightto copy Oracle expression, that license right applied regardless of the source {
copies.” ECF Nos. 917, 927 at 27. But Rimini taés theCourt’s holding out of context. In that
instance, Oracle had argued that it was copyright infringement for Riminitédl its customers’
licensed software oRimini’'s computer systems with anything other than the physical installaf
media (i.e.the DVDs or flash media the software was distributedtba) Oracle gave to its

licenseesOracle USA6 F.Supp.3d at 1099 he Court rejected this argument, instead holdin
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that Rimini did not violate Oracle’s software license because software instaltaédia is not

protected under federal copyright law; instead, @oairt articulated that the ownership of

copyright is separate and independent from ownership of the material object in wkgch
embodied.ld. This holding has nothing to do with whieér Rimini committed copyright
infringement by using one client’s software to create an update that theulde distributed to

other clients.

The flaw in Rimini’'s argument is that even assuming that an Oracle licensee miag reg
an update file Rimini reated using another licensee’s software without violating the liceng
agreement, Rimini itself is not insulated from a claim of copyright infringemertheX3ourt has
noted throughout this order and as the Ninth Cirtwald for Oracle to prove copight
infringement based on the cross use theory, it must show that the work Rimini congieted f
client was done to support other cliefRemini |, 879 F.3d at 956. Whether Client B is licensed
receive the same update file as Client A is simplyret@vant to whether Rimini committed
copyright infringement by using one customer’s license to create updates for anothemrfeuethe
Rimini has failed its burden of identifying any provision within the applicable saftiiegnse
that allows for it toengage in the conduct which Oracle has alleged is unlawful. Sumn
judgment is therefore denied on this basis.

ii. “Benefit”

Rimini’s next theory is that th€ourt should grant it summary judgment on any Oraq
infringement claims premised on J.D. EdwardsEB®& clients because Rimini’'s support for thos
products are “premised exclusively on Rimini’s reuse of khow.” ECF Nos. 917, 92% at 28.
This dispute centers on Oracle’s accusation (bolstered by the expert rep@deikserCross
and accepted by Rimini as true for the purpose of the motion) that when Rimini bg
development of a new patch or update, it uses the first client’s software asady|pe” to “test”
various features of the updald. at 29. Even if Rimini does not use any protecteac® code to
create new updates or copy one client’s files for another client’'s usee@rgakes that “the use
of an Oracle software environment associated with one customer to prototype amdujedate
for many customers” violates the licensing agreement. ECF Nos. 1053s H0@%. Specifically,
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Oracle points to the licensing agreement provisions that require the sotimeeised “solely”
for that customer’s “internal business us&d’ Rimini also points to theinternal business
operations” provisionbut argues that this provision supports its argumenttthangineers can
reuse knowledge gained from working on an update from client to client. EEBINg 927s at
29-30.Rimini argues that this provision is only intended to prohibit the licensee from perforr
“PeopleSoft services for others and thereby prevent Oracle from selling reope®oft
software.”ld. at 30 (quoting ECF No. 925-28 at 10).

After Rimini identifies a provision within the software license that it claims allowgdor
conduct, Oracle may overcome the defense by showing that Rimini’'s conduct exceeded thd
of that provisionOracle USA6 F.Supp.3d at 1098s discussed above, the Court againstoues
the scope of a license by utilizing the rules of contract interpret&igraPart IV.C.1.ii.

The Court finds the “internal business operations” provision to be unambiguous: the
language of the contract indicates that the licensee causalOracle software to support its ow
business operations, such as managing payroll or storing personnel information. The laren
Rimini acting in its stead) cannot use the software to manage another companglk foayr
instance, even if that other company has a valid license for the same softwaneoMeftom the
Oracle 1 trial to which Rimini cites supports this interpretatieRichard Allison, the senior
executive in charge of licensingstified that it was “generally the intent” thie “internal business
operations” provision to stop licensees from using their Oracle softw@performservices for
others pondicenseef and thereby prevent Oracle from selling more copies ofPi®pleSoft
software? ECF No. 92528 at 10.As the Court fand above, along with a prohibition or
performing business services for third parties, the licensee (or Rimini) asseQtracle software
to develop an update for the software that it then distributes to another Orasedc

The Ninth Circuit defind cross use “generally” as “the creation of developme

environments, under color of a license of one customer, to suggpertustomers.Rimini |, 879

ning

¢ SCC

blain

=]

see

pnt

F.3d at 956 (emphasis in original). The core of this definition is the phrase “creation of

developmen environments,” meaning that cresse must entail the use of one custome

software to directly support another customer, whether the use of that s@&hiaile the creation
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of a development environment or an update that is then distributed to other customer€.oAstth
foundabove in Part Cthere are some limited cases where there can be no explanation othg
cross use, such as where a client informs Rimini that it does not want a pacpmlddae, but
Rimini continues to use that client'sdinse to develop that update anywagd then, after not
developing the update in any other client’s environment, Rimini distributes that updaterto
customersThis limited circumstance asidie is generally not cross use for a Rimini engineer
create an update file for Client A exclusively using Client A’s software aed tieate the samg
update file for Client B exclusively using Client B’s software. Nor is it crogsfosa Rimini
engineer to “memorize and replicate the work” as Oracle cldu@§. Nos. 1053, 1085 at 26.

The fact that a Rimini software engineer can create the update for CliemeRfincently because

he or shegained experience creating the update for Client A is not relevant in this aniligsis|

obvious that the first time a software engineer creates an update for ahdiensheis slower
and less proficient than any subsequent tthesy create that updatéoreover, it would be
impossible to direct an engineer, who developed an update in Client A’'s environment, to n
the knowledge he or she gained when developing the same or similar update for Client B.
Turning now to the evidence presented for EBS, Oracle cites to three forms of evmle
support its claim of EBS cross-use: the 30(b)(6) deposition of Rempioyee Craig Mackereth,
several internal Rimini technical specification documents, and a declaratranFirederiksen
Cross. In the portions of Mackereth’s deposition provided t&thet, he testified that the phrasg
“prototype” within the EBS produdine “refers to the client with whom developmeteartsfirst.”
ECF No. 10966-sat 13. But he also testified that the “prototypetf@tone client is not then used
with another client.’ld. If more than one customer needs the same tax or regulatory updatg

example), a second developagains access to the second cliergisvironment andstarts

development on that second client’'s environménid. The second developer refers to the

“technical specification” to develop the updatd. Mackereth testified that “no Oracle code” i
copied from one client to another during this process, but some “pseudo code” created by
may beld. at 14. Importantly, Mackereth also testified that “[c]ode doesn’t need to be copied

one clientenvironmentto anotherclient environment” and that it did not ever happen to |
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knowledge.ld. In fact, it was against company policy to do kb.There is no indication from
Mackereth’s testimony that whenrgeing EBS clients, Rimini copied files created using of
client’s software over to another client.

Oracle also cites to several technical specifications which show that sdieatalreceived
the same update, but these documents do not show whedlatietits received updates that wel
created using another client’s software license. In Frederiksess’'s declaration, however, sh
opines that Rimini has copied filésontaining a substantial amount of Oracle copyrighted E
code’ which Rimini then ges to create updates for clients other than the source of the copieg
code. ECF No. 1088-sat 40. Given the conflicting opinions of the parties’ experts, the Cg
finds that there is aissue of material fact as to whetl&mini improperly copied EBS code.

As for J.D. Edwards, Oracle citestte 30(b)(6) deposition of Rimini employee Michag

Jacob and the same declaration by Frederikzess for the proposition that “Rimini copies [J.D.

Edwards] updates from one environment to another.” ECF N@83, 1085 at &. In his
deposition, Jacob testified that Rimini developers used the Object Management Work
(“OMW”) to modify a customer’s J.D. Edwards environment. ECF No. 11IB8at 7. Although
recognizing that others may disagree with him, Jacob stated that when using the OMW, de V¢
are modifying J.D. Edwards’s source colde But when asked about whether Rimini develope
“copied and pasted” J.D. Edwards’s updates from one client to another, Jacadtésifithey
did not.Id. at 9. Instead, the developers would “sit and type” and manually make the updatg
every client's environmentld. Like with Mackereth’s testimony concerning EBS, Jacof
deposition does not demonstrate that Rimini developers copied code created in orseJdien
Edwards environment to another. However, in contr&sgderikserCross opinesin her
declarationthat Rimini developers “made copies of [J.D. Edwards] source code files and st
those files on Rimini hosted servers as part of its development practices.”d&@QESBE3-sat 24.
She then lists several examples of such fildsAgain, given the conflicting opinions of the
parties’ experts, the Court finds that there isigsue of material fact as to whethemini
improperly copied protected Oracle expression and then distributed that expressiottifile
Rimini clients.
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lii. Contractual Violation

As a find alternative argument, Rimini states that even if it is found to have violated
internal business operations provision within the licensing agreements, suchiarvislanly a
breach of contract issue and not copyright infringement. ECF Nos. 92-8, &234. Rimini first
raised this argument in its reply brief on appeal to the Ninth Circuit, but contrary ¢te'©ra
assertion that the Ninth Circuit “rejected” Rimini’'s argument, @oeirt declined to address it
because Rimini improperly raisédor the first time in its reply brieRimini |, 879 F.3d at 957.

This Court addressed this argument in full above in Part IV.C.1.iv, and finds that a violz
of the “internal data processing operations” provision is a copyright violation, not actor
violation. As Rimini presents no evidence or argument in this motion that changes ths C
above analysis, it sees no reason to further discuss the issue here.

Given that there are numerous issues of material fact pertaining to Rimini’'s m
regardirg “know-how as crossise; the Court denies Riminiisnmary judgment.

3. The Court denies Rimini’s motion regarding cloud hosting.

Rimini next requests summary judgment on Oracle’s argument that Rimini clietitggho
their PeopleSoft software on cloud sesverolates the “facilities” limitation contained within
legacy PeopleSoft license agreements. ECF Nos. 917 8P35%° The “facilities” limitation is
restricted to just these legacy PeopleSoft licenses, as both newer PeojaeSsdtland licenses
for other software do not contain the restrictive “facilities” language. Foltptte Gourt’s ruling
that Rimini infringedOracle’s copyrights by hosting its clients’ Oracle software on its o
computer systems, Rimini gave its clients two optiettsey could either host the software o
their own computer systems or on cloud servers. ECF Nos. 91-8, &236. A number daflients
chose the cloud option and began to host their software on either Windstream (now knd
Tierpoint) or Amazon Web Services (“AWS’Id. at 36-37. Rimini provided support to thesq
clients by using thelient’s credentials to remotely access the softwiare.

I

26 QOracle’s fifth motion for summary judgment requested the opposite. @ieECF No. 930, 94%. While
the Qurt denies Oracle’s motion becauRémini’s fair use affirmative defense remasn additional
arguments made in Oracle’s motion are discubseel.
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Rimini argues that this new process of clients hosting their software on cloedsstoes

not run afoul of the facilities restriction contained within the legacy People$8efisks.In

Oraclel, the Court analyzed two PeopleSoft license agreements and found that under

licenses, it was a violation of the “facilities” provision for Rimini to host the ckesdftware on

Rimini serversOracle USA 6 F.Supp.3d at 1096102.0n appeal, the Ninth Circuit upheld this

court’s ruling that a pla reading of the phrase “licensee’s facilitie&l dot encompass Rimini’s
own serversRimini I, 879 F.3d at 959-60. In doing so, it was “necessary” foditact court to

read a requirement of control into the definition of “facilitidd.’at 960.As Rimini failed to make

a showing that any customer haxxtual or eveonstructive control over Rimini's internal servers

it was in violation of the PeopleSoft facilities restrictioah. (“The record supports the district
court’s conclusion that the Rimini servers where the copying took place were outside bk cd
of Rimini’s customers.

Based on this concept of “contfoRimini argues that with the new cloddsed system,
its clients contract directly with either Windstream or AWS. ECF Nos. 917s22B6-37. Only
the client can authorize third parties to access the software, and thentlsrdive a thireparty
permission to make any changes to the softwiareThe client can also access the softwal
whenever it wants and make any changes it wants without input from Windstream oldAW

Oracle does not contest any of these facts but rather argues that unleshas|sysical control

bo

b

nt

re

or ownership over théacilities, any cloud hosting of Oracle software violates the facilities

restriction. ECF Nos. 1053, 1085at 32-33.

The Court agrees with Rimini that the concept of control is vital to a determinatidrabf
constitutes the licensee’ facilities. Addnally, the Court has reviewed a number of licen
agreements that contain facilities restrictions, but not all are the same. As thel€etmined
above, while all of the license provisions regarding the 47 gap customers would prohibit R
from locd hosting, the Court recognizes that some of those provisions are more restrictivg
others, some of which would likely prohibit cloud hostiBgeECF No. 89611 at 6 (under the
PNMR Services Company’s license, a “Computer license allows you to ussetised program
on a single specified computer.” (emphasis added)). Given how different these éacil
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restrictions can be, the Court cannot make a blanket ruling that all cloud hostingitsggeunder
any license. Rather, the Court would need to review each license and inteepprbyision
accordingly. If the provision is in line with those facilities restrictions tleerChas already
analyzed, the Court would then need to determine whether the cliecbhtdl over its own
software. WhileOracle is correct in arguing that Rimini cliemtsay not have ownership of the
buildings in which the cloud hosted servers are housed or control over the physical s
themselvesownership does natecessarilyequate to controlSee Rimini,|879 F.3d aB59-60.
The Ninth Circuit is weHlaware that there is a difference between ownership and control, andg
believed that the facilities restriction required ownership of the building housilsgmers or the

servers themselves, it would have so stated.

erve

i if it

Here, evidence from both Windstream and AWS demonstrates that only Rimini cljents

have the authority to access the PeopleSoft software on the cloud servers. Duripgditeode

Windstream'’s corporate representatid®nny Heaberlintestified that Winstream clients have
the ability to give authorization to third parties (like Rimini) to access their ¢losted content.
ECF No0.933-18-sat 6. However, of particular note, Heaberlin testified that if Rimini was list

as the “primary point of contadhey would have the same level of access as the end clnt.

One of Rimini’s clientsToll Brothershoted that it “controlled” its account and could have it shut

down if it wished. ECF No. 942-sat 4-5. As for AWS, another Rimini client, Timetestfied
that ithad access to the cloud based environments and could discontinue, shut down, and
the environments and that it would not be “appropriate” for Rimini to access its envirgnn
without the client’s permissionECF No. 9424-sat 6. While these individual entities may havg
testified as to their control over the cloud hosted software, that is not to say tlyatlererthat
uses the cloud hosting programs believes the same. And, regardless of whethartttheliehed
it to be in contol, it is not to say that every client’s license approves cloud hosting. Accordirn
the Court finds that there is a disputed question of material fact as to whetheretise li
agreements expressly allow for cloud hosting and if they do, whether the cliensec@aantrol
such that the cloud constituted its “facility.” Therefore, both Rimini’'s and ©gchotions

regarding cloud hosting must be denied on this basis.
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4. The Court denies Rimini's motion regarding its migratioocess

Lastly, Rimini requests summary judgment on another one of Oracle’s theorie
copyright infringement, namely that Rimini infringed Oracle’s copyrights when it ‘ategr its
clients’ software from its own computer systems over to its clients’ (or a-pghngt doud
service)?’ Following theCourt’'s February 2014 summary judgmentler Rimini states that it
began the process of transferring its clients’ environments over to its clientgyipg them to
flashdrivesor hard drives and then shipping them to the clients. ECF Nos. 918,82/0. Rimini
arguegshat thiscopyingwas“unavoidable” andlicensed.”ld. at 4041.Oracle counters by plainly
stating that this conduct constituteelw copyright infringement. ECF Nos. 1053, 1085-s at 34.

The Court will deny Rimini summary judgment on this claim. TGeurt does not reach
the merits of this claim because Rimini has failed to identify which portion of thesiingen
agreement allows for the copying of software between computer systems. Ahadteistity
invoking the express license defense, it is Rimini's burden to direc€db# to the licensing
provision that permits its conduct. It has not done so here.

In its response to Oracle’s fifth motion for partial summary judgment, Rimini suttpae
its cliens had complete control over the migration process, and therefore had “constry
control,” over the migration copying pursuant to the “facilities” restrictteeECF No. 986s at
32. It is clearly a stretch for Rimini to point to the facilities rebic provision to argue that it
was expressly licensed to make more copies of the software the Court had atédiynimi was
infringing. While the Court denied Oracle’s fifth motion above outright because the fair
defense remains, it must grant €leas motion as to the express license defense regard
migration: Rimini can point to no express provision in the license that permitted it to make
copies of the software after it was held to have infringed when it migrated thescfieftware
from its servers back to the client.

1
1

27 Oracle also argues the contrary position in its fifth motion for sumnogignient.SeeECF No. 930,
941-s.
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V. CONCLUSIONS

IT IS THEREFORE ORDERED th#&racle’s first motion for partial summary judgmern
on Rimini’s second, fourth, and eighth causes of action regarding the cease and ee$iClet
Nos. 881, 886) isGRANTED.

IT IS FURTHERORDERED thaOracle’s second motion for partial summary judgime
on its first cause of action, copyright infringement, and Rimini’'s affirmatiierdges(ECF
No0s.888 896-s) isGRANTED in part andDENIED in part. TheCourt denies Oracle summary
judgment on Rimini’s statute of limitations defense.

IT IS FURTHER ORDERED that Oraclethird motion for partial summary judgment
(ECF No. 898 904s) is GRANTED in part and DENIED in part. The Court grants Oracle
summary judgment on Oracle’s first counterclaim, copyright infringementrelatiéso Oracle’s
copyrighted software found in ti@ampbell Soup and City of Eugeaavironments, at issue in
this motion. The Court grants Oracle summary judgment on Rimini’s second affirdefergse
(express licengeand seventh affirmative defengfair use) astirelates to these copyrights
Accordingly, theCourtalsogrants Oracle summary judgment on Rimifirst cause of action for
declaratoryjudgment on nofinfringement as to these copyrighBecause there is a material issu
of fact pertaining to wheth&imini is committing copyright infringement per se through its AF
Tools softwarethe Court denies Oracgimmary judgment on thdaim.

IT IS FURTHER ORDERED that Oracle’s fourth motion for partial summadgiment
regarding Rimini’sfourth, sxth, andeighth causes of action and Rimini’'s improper damag
claims (ECF Nos. 916, 93 is GRANTED in part and DENIED in part. The Court denies
Oracle summary judgment as to Rimini’s eighth cause of action for violations of lif@rta
Business and Professions Code 8§ 1720§eqas to Rimini’s requested injunctive relief.

IT IS FURTHER ORDERED thatOracle’s fifth motion for partial summagudgment
regarding Rimini’'s migration and Windstream hostfg§F No. 930, 94%)is DENIED in part
andGRANTED in part. The Court grants Oracle summary judgment on Rimini’'s express licqg
defense regarding its migration process.

I
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IT IS FURTHER ORDERED that Rimini's first motion for partial summary judgmeg
regarding preclusion of Oracle’s gap customer claims (ECF Nos. 91@) BIBENIED.

IT IS FURTHER ORDERED that Rimini’'s second motion for partial summarymeadg
regarding its undisputed processes (ECF Nos. 917sPBDENIED.

IT IS FURTHER ORDERED that Oracle’s motion on objections to evidencenRin
submitted in opposition to Oracle’s motion (ECF No. 118DHENIED.

IT IS FURTHER ORDERED that the following motions to seal (ECF Nos. 895, 9
1199), which were inadvertently left out of the Court’s prior order (ECF No. 1240),
GRANTED nunc pro tunc.

IT IS FURTHER ORDERED thahe parties shall submit a proposed joint pretrial order
compliance with_ocal Rules 16-3 and 16-4 with&0 daysof the entry of this order.

The parties are reminded thslllY and ALL future pretrial motions,including but not
limited to motions in liming motions pertaining to witnesses or evidence, and motions
reconsider, are limited tone filing per partyper type of motion, of no more th&® pagesin
length, not including tables of content, tables of authorities, signature pages, or other
substantive portions of the filing. Exhibits are limited to no more fi@hpageer filing, not
including cover pages, and they must be evidentiary imrea&@aeECF No. 1240; LR 73R IA
10-3.

IT IS SO ORDERED

DATED this 14th day of September2020. -

LAR . HIC
UNITED STATES DISTRICT JUDGE
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