LOUIS VUILlon wvialletier, s.A. v. vwalliel bIos. criertairiment irc.

“[uspc sony

-§{ DOCUMENT. I
UNITED STATES DISTRICT COURT ELECTRONICALLY mn |
SOUTHERN DISTRICT OF NEW YORK 1 roc g |

X |l ‘ATE FILED: 345'-72

»

Louis Vuitton Mallatier S.A.,
Plaintiff, 11 Civ. 9436 (ALC) (HBP)
-against- OPINION & ORDER
Warner Brothers Entertainment Inc., .

Defendant. X

ANDREW L. CARTER, JR., District Judge:

On December 22, 2011, Louis Vuitton Malletier, S.A. (“Louis Vuitton™) filed a
complaint against Warner Bros. Entertainment Inc. (*“Warner Bros.”), focusing on Warner Bros.’
use of a travel bag in the film “The Hangover: Part IT” that allegedly infringes upon Louis
Vuitton’s trademarks. Plaintiff’s complaint asserts three claims for relief: (1) false designation
of origin/unfair competition in violation of § 43(a) of the Lanham Act; (2) common law unfair
competition; and (3) trademark dilution in violation N.Y. Gen, Bus. Law 360-/. On March 14,
2012, defendant filed a motion to dismiss the complaint with prejudice for failure to state a claim
upon which relief can be granted pursuant to Fed. R, Civ. P. 12(b). The court has fully
considered the parties’ arguments, and for the reasons set forth below, defendant’s motion is

granted.
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BACKGROUND
Louis Vuitton is one of the premier luxury fashion houses in the world, renowned for,
among other things, its high-quality luggage, trunks, and handbags. (Compl.  12.) Louis
Vuitton’s principle trademark is the highly-distinctive and famous Toile Momogréd. at
14.) Registered in 1932, this trademark, along with its component marks (colle¢heely

“LVM Marks”), are famous, distinctive, and incontestabl#l.)( seeLouis Vuitton Malletier,

S.A.v. LY USA No. 06€v-13463 (AKH), 2008 WL 563716%]t *2 (S.D.N.Y. Oct. 3, 2008).

Louis Vuitton has investeahillions of dollars and decades of time and effort to create a
global recognition that causes consumers to associate the LVM Marks wituality, luxury

goods emanating exclusively from Louis Vuittdd. @t 11 1820); seeLouis Vuitton Malletier

v. Dooney & Bourke, InG.454 F.3d 108, 112 (2d Cir. 2006) (describing Louis Vuitton’s

business model, trademarks, and marketing expenditures).

Warner Bros. is one of the oldest and most respected producers of motion pictures and
television shows in the country and the worltd. &t 1 2829.) In the summer of 2011, Warner
Bros. released “The Hangover: Part 1I” (“the Film”), the sequel t@€8D hit bacheloparty
goneawry-comedy “The Hangover.” The Film has grossed roughly $580 million globally as of
the date of the Complaint, becoming the higlgeess Rrated comedy of all time and one of the
highest grossing movies in 2011d.(at 1 31)

Diophy is a company that creates products which use a monogram desigma tkrab & -
off of the famous Toile Monogram (the “Kno&kH Monogram Design”). Il. at 1 24) The
Diophy products bearing the Knock-Off Monogram Design have been extensivalyutiest
throughout the United States, causing enormous harm to Louis Vuittbmt { 27) Despite

theinferior quality of Diophy’s products, demand fits products bearing the KnocB#



Monogram Design remains high because they are far less expensive than geuaisifiitton
products. Id.)
A. The Airport Scene

As alleged in the complaint) one early sage in the Film thefour main characters in
Los Angeles International Airport before a flight to Thailand for the char&ttés bachelor
party and wedding.” Id. at  32) “[A]s the characters are walking through the airport, a porter
is pushing on a dolly what appears to be Louis Vuitton trunks, some hard-sided luggage, and two
Louis Vuitton Keepall travel bags.”ld. at §33.) Alan, one of the characteis,carrying what
appears to be a matching ovke-shouldetouis Vuitton“Keepall” bag, but iis actually an
infringing Diophy bag’ (Id.) Moments laterAlan is seen sitting on a bench in the airport
lounge and places his bag (i.e., the Diophg) lon the empty seat next to hinfid. at  34) Stu,
who is sitting inthe chairto the other side of the bag, moves the bag so that Teddy, Stu’s future
brotherin-law, can sit down between him and Alalal. Alan reacts by sayingCareful thais
... that is d.ewis Vuitton.” (Id.) No other reference to Louis Vuitton or the Diophy bag is
madeafter this point.

After the movie was released in theaters, Louis Vuitton sent Warner Bresisa and
desist letter noting its olb&on to the use of the Diophyd in the Film. Id. at 1 3839).
Despite being informed dftfs objection, on December 6, 2011, Warner Bros. released the Film in
the Unital States on DVD and BIRay. (Id. at § 41.) Theamplaint alleges that “many
consumers believed the Diophy [b]ag” used in the Film “was, in fact, a genuineMwotien,”
and that Louis Vuitton consesdto Warner Bros.” “misrepresentation” that the Dioplaglwvas

a genuine Louis Vuitton productld( at 1 36, 45.)Louis Vuitton claims thaits harm has been

! Warner Bros. does not dispute for the purposes of this motion that Loifier¥s representations with respect to
the source of the bag are accurate.



“exacerbated by the prominent use of the aforementioned scenes and the LVM Marks in
commercals and advertisements for the [F]ilm,” and that Alan’s “Lewis Vuitton” line has
“become an oftepeated and hallmark quote from the movidd. &t § 44.) Louis Vuitton
attaches to the complaint, as Exhibitihat it claims aré[rlepresentative Interet references
and blog excerpts” demonstrating that consumers mistakenly believe tBabpg bag is a
genuine Louis Vuitton bag.Id, at 7 455
B. The Present Motion

It is instructive to consider what this case is about and what it is not. LouierVddes
not object to Warner Bros.’ unauthorized use of the LVM Markeference to the name Louis
Vuitton in the Film. Nor does Louis Vuitton claim that Warner Bros. misled the public into
believing that Louis Vuitton sponsored or was affiliated with the Film. Ratloeis\Vuitton
contends that Warner Bros. impermissibly used a third-party’s bag thgegdiilenfringes on the
LVM Marks.® According to the complaint, “[b]y using the infringing Diophy [b]ag and
affirmatively misrepresenting thatig a Louis Vuitton bag, the public is likely to be confused
into believing that the Diophy [b]ag is an authentic Louis Vuitton product and that oifien
has sponsored and approved Warner Bros.’ use and misrepresentation of the iriioginyg

[b]agas a genuine product of Louis VuittonTihe Hangover: Part.l (Compl.  35.) The

complaint further alleges that “Warner Bros.’ use and misrepresentatioa Didphy [bhg

bearing the KnoclOff Monogram Design as an authentic Louis Vuitton bag is likely to blur the

2 Although the Court takes as truesthllegations of the complaint, none of the Internet references and blogtexcer
attached to the complaint in Exhibit E show that anyone is confusedstakam into believing that the Diophy bag
was a real Louis Vuitton bag. In one blog post, a commeates that the luggage on the cart is real, but the bag
carried by Alan is a “replica.” Although a few other posts and commefds to the bags generally as Louis
Vuitton bags, no one else specifically writes about Alan’s bag, let &oaathentidiy.

% Warner Bros. refers to this bag a prop bag throughout its moving papers, see no reason why this
characterization is not apt.



distinctivenes®f the LVM Marks” and “tarnish the LVM Marks by associating Louis Vuitton
with the poor quality and shoddy reputation of the cheap products bearing the @ffiock-
Monogram Design.” Ifl. at 1 46—47.) On the basis of Warner Bros.’ usd&efdlegedly
infringing Diophy kag inthe Film Louis Vuitton asserts three causes of action: (1) false
designation of origin/unfair competition in violation of 15 U.S.C. § 1125(a), (2) common law
unfair competitiorf; and (3) trademark dilution in violation of New York General Business Law
8§ 3604. (Id. at 9 56-69.)

WarnerBros. now moves to dismiss the complamits entiretyon the ground that its
use of the Diophydyg in the Film is protected by the First Amendment under the framework

established bRogers v. Grimaldi875 F.2d 994 (2d Cir. 1989).

DISCUSSION
A. Legal Standard
When deciding anotionto dismissfor failureto state a clainpursuant td-ederal Rule of
Civil Procedure 12(b)(6the Court must accept as true all waaded factsalleged in the

complaint that “plausibly give rise to an entitlement for relighshcroft v. Igbal 556 U.S. 662,

679, 129 S.Ct. 1937, 173 L.Ed.2d 868 (2008)claim isfacially plausible “when the plaintiff

pleads factual content that allswihe court to draw the reasonable inference that the defendant is

* The standards for § 43(a) claims of the Lanham Act and common law oofapetition claims “are almost
indistingushable.” Tri-Star Pictures, Inc. v. Ungefi4 F. Supp. 2d 339, 363 (S.D.N.Y. 1998Bjuis Vuitton
Malletier v. Donkey & Bourke, In¢.561 F. Supp. 2d 368, 381 (S.D.N.Y. 2008) (noting that the elements of unfair
competition “mirror” the Lanham Act, excettat plaintiffs must additionally show bad faith on the state law claim).

® In the alternative, Warner Bros. contends that dismissal of these claimanidated by basic principles of
trademark law: specifically, that Louis Vuitton fails to allege coigfugelated to consumer purchasing decisions;
that Warner Bros. has not engaged in any actionable “trademark use” ef\ligtibn’s mark; and the accused use
of Louis Vuitton’s marks is legallde minimis (Memorandum of Law in Support of Motion to DismigMot.”) at

3.) Because the Court agrees that the use of the Diophy bag is prdigc¢hedFirst Amendment, and this ruling
disposes of the stataw claims premised on the same conduct, the Court need not address thesa@igu
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liable for the misconduct allegedId. at 678. If the non-moving party has “not nudged [its]
claims across the line from conceivable to plausible, [its] complaint must be dishiBsi#d

Atl. Corp. v. Twombly 550 U.S. 544, 570, 127 S.Ct. 1955, 167 L.Ed.2d 929 (2007).

“Threadbare recitals of the elements of a cause of action, supported by mereocgnclus
statements, do not suffice” to withstand a motion to dismdadsal, 556 U.S. at 678 (citing
Twombly, 550 U.S. at 555).

“In considering a motion to dismiss for failure to state a claim pursuant tolR(i¥6),
a district court may consider the facts alleged in the complaint, documents cttathe
complaint as exhibits, and documents incorporated by reference in the complairdléoF

MSNBC Cable LLC 662 F.3d 104, 111 (2d Cir. 2010) (citi@pambers v. Time Warner, Inc.

282 F.3d 147, 153 (2d Cir. 2002)). However, the court may also consider a document that is not
incorporaed by reference, “where the complaint ‘relies heavily upon its terms and’effect
thereby rendering the document ‘integral’ to the complaitd. (quoting_Mangiafico v.
Blumentha) 471 F.3d 391, 398 (2d Cir. 2008)).
B. Lanham Act claim
To state a clan for trademark infringement under the Lanham Act, in addition to
showing that it has a valid mark, the plaintiff must show that the defendant’s itsenafk is
likely to cause “an appreciable number of ordinarily prudent purchasers” “comfasito th

origin, sponsorship, or approval” of the defendant’s produsavin Corp. v. Savin Groyug91

F.3d 439, 456 (2d Cir. 2004) (quotation omitted); 15 U.S.C. 8§ 1125(a)(1)(A). Courts look to the

® A DVD copy of theFilm is attached to the Declaration of Giani P. Servodidio, datedtMist, 2012 (“Servodidio
Decl.”), as Exhibit A. As the Film is referred to in the complaint anchtisgral to Louis Vuitton’s claims, it is
deemed incorporated into the complaint by reference. Therefore, | considethis motion to dismissSeeBlue
Tree Hotels Inv. (Can.), Ltd. v. Starwood Hotels & Resorts Worldwide, 369 F.3d 212, 217 (2d Cir.2004).

"There is no dispute in this case that Louis Vuitton has a valid mark.



eight factor test first articulated Polaoid Corp. v. Poleoid Elecs.Corp, 287 F.2d 492, 495 (2d

Cir. 1961), to determine whether there italihood of confusion® When applying these
factors, ourts should focus “on the ultimate question of whether consumers are likely to be

confused.” Charles Atlas, Ltdv. DC Comics, InG.112 F. Supp. 2d 330, 339 (S.D.N.Y. 2000)

(quotingNabisco, Inc. v. Warndrambert Co.220 F.3d 43, 45-46 (2d Cir. 2000)).

1. First Amendment

In Rogersv. Grimaldj the Second Circuit held that the Lanham Act is inapplicable to

“artigic works” as long as the defendant’s use of the mark is (1) “artistically relevaim to t
work and (2) not “explicitly misleading” as to the source or content of the W&¥5 F.2d at

999 Twin Peaks Prods., Inc. v. Publ'ig’l, Ltd., 996 F.2d 1366, 1379 (2d Cir. 1993). Louis

Vuitton does not dispute that Warner Bros.’ challenged use of the mark is noncommercial,

placing it firmly within the purview of an “artistic work” under Roge&eeJoseph Burstyn, Inc.

v. Wilson, 343 U.S. 495, 502, 72 S.Ct. 777 (1952) (holding that motion piciuegsrotected

speech); see alddnited States v. United Foods, InN§33 U.S. 405, 409, 121 S.Ct. 2334 (2001)
(defining “commercial speech” as “speech that does no more than propose a commercial
transaction”).

Louis Vuitton objectgo the present motioon the following groundq1) whether the use

was “artistically relevant” is an issue of fact that requires discoveryhé2eixplicitly

8 The Polaroidfactors are: (1) the strength of the senior mark; (2) the degree ddriynbetween the two marks;
(3) the proximity of the products; (4) the likelihood that the prior owvikr‘bridge the gap”; (5) actual confusion;
(6) the defendant’sapd faith (or bad faith) in adopting its own mark; (7) the quality of defafearoduct; and (8)
the sophistication of the buyerBolaroid 287 F.2d at 495.

° The court inRogersapplied this test to the use of a trademark in a movie title, but dmwréesextended it to the
content of expressive works as well. Cliffs Notes, Inc. v. Bantaobl@day Dell Publ’g Group, Inc886 F.2d 490,
495 (2d Cir. 1989) (“[T]heRogersbalancing approach is generally applicable to Lanham claims againgt wafork
artigic expression.”)see alscE.S.S. Entm't 2000, Inc. v. Rock Star Videos ,Ifel7 F.3d1095, 1099 (9th Cir.
2008) (“Rock Star Videos”) (T]here is no principled reason why [tiRogerstest] ought not also apply to the use
of a trademark in the body ofetwork”) (citing Mattel, Inc. v. Walking Mountain Prods353 F.3d 792, 809 n. 17
(9th Cir. 2003)). The parties do not dispute the applicatid?ogirsto the content of a movie.
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misleading” prong is not limited to confusion as to the source or content of the defendaki
(3) Warner Brosis not afforded First Amendment protection for using an infringing product;
and (4) disposing this case on a motion to dismiss is otherwise inappropriate.
a. Artistic Relevance
The threshold for “artistic relevaatis purposely low and will be satisfied unless the use

“hasno artistic relevance to the underlying work whatsoév&ogers 875 F.2d at 999

(emphasis added); see aRock Star Videos Inc547 F.3cat 1100 (holding that, under Rogers

“the level of relevance merely must be above zemiljinger, LLC v. Elec.Arts Inc, No. 09-

cv-1236(JMS) (DKL), 2011 WL 2457678, at *6 (S.D. Ind. June 16, 2011) (“[I]t is not the role of
the Court to determine how meaningful the relationship between a trademark aotéme of a
literary work must be; consistent wiRbgers any connection whatsoever is enotighThe

artistic relevance prong ensatbat thedefendant intended an artistic—i.e., noncommercial—
association with the plaintiff's mark, as opposed to one in which the defendant intends to
associate with the matk exploit the mark’s popularitgnd good will. SeeRogers 875 F.2d at
1001 (finding that the defendant satisfied the artistic relevance prong whese iof the

trademark was “not arbitrarilghosen just to exploit the publicity value of [the plaintifferk]

but instead halJdyenuine relevance to the film’s story”).

Warner Bros.’ use of thBiophy bagmeets this low threshold. Alan’s terse remark to
Teddy to “[be] [c]areful” becaudais bag“is a LewisVuitton” comes across asobbish only
because thpublic signifies Louis Vuitton—to which the Diophy bag looks confusingly
simila—with luxury anda high societylifestyle. (SeeCompl. § 20.)His remark also comes
across as funnigecause haenispronounces the Frenchduis” like the English “Lewis’ and

ironic because he cannot correctly pronounce the brand name of one of his expensive



possessions, adding to the image of Alan saceally inept and comically misinformed
character® This scene alsintroduces the comedic tension between Alan and Teddy that
appears throughout the Film.

Louis Vuitton contends that the Court cannot determine that the use of the Dagphy b
was artistically relevant until after discovery. Specifically, Louis Vuitimintains that it
should be able to review the script and depose the Film’s créatdesermine wheth&iVarner
Bros. intended to use an authentic Louis Vuitton bag or Digsgdmock-off bag. (Memorandum
of Louis Vuitton Malletier, S.A. in Opposition to Warner Bros.” Motion to Dismiss (“Opgt
11.) However, the significancef the airport scene relies on Alan’s baguthentic or not—
looking like a Louis Vuitton bag. Louis Vuitton does not disputewas Warner Bros.’
intention andthereforethediscovery it seeks is irrelevanthe Cout is satisfied that Warner
Bros.’ use of the Diophy bag (whether intentional or inadvertent) was intendexhtean
artistic association withouis Vuitton, and there is no indication thtstuse was commeadly

motivated SeeRogers 875 F.2d at 100%

1 For example, while at the wedding rehearsal dinner in Thailand, usiexpectedly decides to give a toast to Stu,
ostensibly to restore his buddy’s good image after the bride’s fetlesrtlessly mocked Stu in front of all the guests
by likening him to, among other things, “soft white rice in lukemr water.” In a complete non sequitur, Alan
begins his toast by offering a few “fun facts” about the populatiorchi® exports of Thailand, which he naturally
pronounces as “Thigtand.”

M For this reason, the present case is distinguishable from the cases cimdsbyuiton. In those cases, the court
disbelieved the defendant’s claim that a communicative messagmtenaded and/or expressed concern that the
mark’s use was commercially motivateBeeAm. Dairy Queen Corp. v. New Line Prods., I®5 F. Supp. 2d 727,
734 (D. Minn. 1998) (defendant movie producers’ position was that their proposeié title was not “designed to
evoke or even suggest any relationship at all to [plaintiff's] trademakee or any of its products"gherwood 48
Assocs. v. Sony Corp. of Am76 Fed. Appx. 389, 39@2d Cir. 2003)(plaintiffs alleged that the defendarteaed
the plaintiffs’ marks‘to generate revenue for their film,” and the defendant had not pled ¢halt¢hation haddt
least some artistic relevance in order to asseralid First Amendment deferigeParks v. LaFace Record329
F.3d 437, 453 (6th Cir. 2003) (finding that “reasonable persons could conlhidédre is no relationship of any
kind between Rosa Park’s name and the content of the song,” and notittgethatarketing power” of the song’s
title “unquestionably enhanced the song’s potential sale to the consuutiing)p




Accordingly, the Court concludes that the uséhefDiophy bag has some artistic
relevanceo the plot of thd=ilm.*?
b. Explicitly Misleading

Sinceusing the Diophy babas some relevance to the Fividarne Bros.’ use of iis
unprotected only if it “explicitly misleads as to the source or the content ofaitke” WRogers
875 F.2d at 999. The Second Circuit has explained that the relevant question is whether the
defendant’s use of the mark “is misleadinghe sense that it induces members of the public to
believe [the work] was prepared or otherwise authorized” by the plaifidin Peaks996 F.2d
at 1379 The explicitly misleading determination “must be made, in the first instance, by
application &the venerabl@olaroid[likelihood of confusion] factors.1d. (citing Cliffs Notes
886 F.3d at 495 n. 3). Only a “particularly compelling” finding of likelihood of confusion can
overcome the First Amendment interedt.

Rogersandthe cases adopig its holdinghave consistently framed the applicable
standard in terms of confusion as to deéendant’s artistic workSeeRogers 875 F.2d at 1001
(“The title ‘Ginger and Fred’ contains no explicit indication that Rogers seddhe

[defendant’sffilm or had a role in producing’if (emphasis addepg3ee alspe.q, Walking

Mountain 353 F.3d at 807 (“The photograph titles do not explicitly mislead as to [plaintiff]

Mattel’s sponsorship of [defendant’s] workgemphasis addedParks 329 F.3d at 459 (“[T]he

title “Rosa Parks” makes no explicit statement thafdieéendant’s] worlis about that person in

any direct sense.”) (emphasis add&tgstchester Media v. PRL USA Holdings, |rz14 F.3d

12| ouis Vuitton cites three cases for the proposition that artistic redeveannot be decided on a motion to dismiss,
none of which etually hold this. (Opp. at 9.) IBurck v. Mars, Ing.the court addressed whether the defendant’s
use of the mark was a parody and entitled toRbgersprotection as an artistic work, not whether defendant had
met the relevance prongs71 F. Supp. 2d46, 45657 (S.D.N.Y. 2008). IrDeClemente v. Columbia Pictures
Indus., Inc, the court expressly stated that that the parties did not dispute that tkidilmad “considerable artistic
relevancée, and so the court did not address that is€860 F.Supp. 3051 (E.D.N.Y. 1994). In Groden v. Random
House, Ing the court noted thatiling for the plaintiff would raise free speech issues, btatadid not at all address
the artistic relevance prong. 61 F.3d 1045, 1(@sPCir. 1995)
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658, 668 (5th Cir. 2000) (finding that consumers daqlausibly believe “thatdefendant’s
magazingis associated with [plaintiff’'s goods]”) (emphasis addd®yin Peaks996 F.2d at
1379 (“The question then is whether the title is misleading in the sense that it intkrobsrs

of the public to believidefendant’s] Bookvas prepared or otherwise authoribgdthe

plaintiff].”) (emphasis addepLliffs Notes 866 F.2d at 495 (“[W]e do not believe that there is a

likelihood that an ordinarily prudent purchaser would think that [defendant’s a&jualy a

studyguide produced by appellee.”) (emphasis add@iljnger, 2011 WL 2457678, at *6
(stating the legal issue as whether “[plaintiff's] label [is] explicitly misleadisngo the source

and content of thlefendant’s] gaméy (emphasis added).

It is not a coincidence that courts frame the confusion in relation to the defendant’s
artistic work,and not to someone else'shis narrow construction of the Lanham Act
accommodates the public’s interest in free expression by restricting itsadippl tothose
situations that present the greatest risk of consumer confusion: namely, wheratkadare
used to “dupe[] consumers into buying a product they mistakenly believe is sponsdred by t

trademark owner.”_Rock Star Videdst7 F.3dat 1100 (quoting Velking Mountain 353 F.3d at

806). When this concern is present it will generally outweigh the public’s interese
expression.SeeRogers 875 F.2d at 1000 (“If such explicit references [signifying endorsement]
were used in a title and were falseapplied to the underlying work, the consumer’s interest in
avoiding deception would warrant application of the Lanham Act, even if the title had some
artistic relevance to the work.”owever, if a trademark is not used, “in any direct sense,” to
desigate the source or sponsorship of the defendant’s work, then “the consumer interest in

avoiding deception is too slight to warrant application of the Lanham Act.” Syler v. ifGodr

610 F. Supp. 2d 256, 266 (S.D.N.Y. 2009) (quoRugers 875 F.2d at 100); see alsat
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McCarthy on Trademarks and Unfair Competition 8§ 23:11.50 (4th ed.) (“[I]f the defendant does
not use the accused designation as defendant’s own identifying trademark, then conlfiusion w
usually be unlikely.Then there are not the requidited similar marks confusing the viewer into
believing that the two marks identify a single source.”).

Louis Vuitton contends that the explicitly misleading prong is not limited to camfas
to the source or content of the Film, but rather, extends to confusion as to the souroentr cont
of a thirdparty’s goods. (Opp. at 12.) Curiously, Louis Vuitton makes this argument without

addressing the clear rule set forth in Twin Peskd instead relies ddallas Cowboys

Cheerleaders, Inc. v. Pussycat Cinefrtd., 604 F.2d 200, 205 (2d Cir. 1979), a decision whose

First Amendment approadRogersexpressly declined to follow and which has been criticized by
other courts.Rogers 875 F.2d at 999 n. 4eeParks 329 F.3d at 449-50 (discussing the

problems theRogersand other courts have found with thallas Cowboys Cheerleaders

approach to First Amendment issues). Notwithstanding the inapplicabilitglials Cowboys

Cheerleaderso noncommercial speedike the speech at issue here, that cises not sind for
the proposition Louis Vuitton claims it does.

In Dallas Cowboys CheerleadetBe Seconircuit affirmed a preliminarynjunction

barring the defendants from exhibiting or distributing a pornographic film thatteepre
plaintiff's trademarkedheerleader uniforms. 604 F.2d 200. There, the court rejected the
defendants’ argument that the Lanham Act only prevents confustortresorigin of the film,

and ruled that the Act also prevents confusion that “the mark’s owner sponsored or etherwis
approved the use of the trademarkd at 205. Although Louis Vuitton latches onto the
“approved the use of the trademark” language, when read in the context of thende@stlear

that the court was referring to confusion that the mark’s owner sponsored or approved of the

12



film, for this was the precise type of confusion the court found actionablentiflakpects to
establish on trial that the public may associate it with defendants’ movie andfheex into
believing that plaintiff sponsored the movie, provided some of the actors, licensed defeéada
use the uniform, or was in some other way connected with the produckibt?”

The other cases Louis Vuitton cites in support of this position are similasptaned,

because those cases nig@te to the same legal principle tH2allas Cowboys Cheerleaders

stands for: namely, that the Lanham Act recognizes confusion as to the sponsotship of t

defendant’s product (in addition to confusion as to the source @egFamous Horse Inc. v.

5th Avenue Photo Inc624 F.3d 106, 109 (2d Cir. 2010) (finding that the complaint adequately

alleged confusion where the defendant implied that plaintiff “was a satafsgdmer” of the

defendant’s goods and servicd2jxone v. MacMillian 894 F.2d 579, 585 (2d Cir. 1990)

(agreeing with the district court that plaintiff “cannot possibly show coofuas to source or
sponsorship of the [defendant’s] calendar”) (internal quotation marks omitted).iofddit,
neither of these cases dealt with noncomuiaéspeect?

Here, the omplaint alleges two distinct theories of confusion: (1) that consumers will be
confused into believing that the Diophy bag is really a genuine Louis Vuittorabdg?2)that

Louis Vuitton approved the use thie Diophy bag in the Film. However, evdnawing all

13 Other courtsn this circuit discussin@allas Cowboys Cheerleadédrave interpreted it this way as weee, e.g.
Courtenay Commc’ns Corp. v. HaB34 F.3d 210, 213 n.1 (2d Cir. 2003) (quoting the same language above in
finding merit with plaintiff's allegation that defendant used the piffi;m mark to claim that plaintiff had endorsed
defendant’s marketing websitdliormel Foods Corp. v. Jim Henson Prods.,,I78. F.3d 497, 502 (2d Cir. 1996)
(citing Dallas Cowboys Cheerleaddos the proposition that plairffis trademark is protected against “confusion as

to plaintiff's sponsorship or endorsement of the [defendant’s] juniok’na

% Louis Vuitton’s claim thaRogersitself also supports its argument because the court there refertsoutoe”
and “conterit confusion is puzzling. (Opp. at 13.) The source/contentotiichy refers to confusion about the
source of the work or confusion about the content of the w8deRogers 875 F.2d at 1001(“[Plaintiff] claims
there is a likelihood of confusion that (1) Rogers produced, endorsed, sponsagoovedhe film, and/or (2the
film is about Rogers and Astaire . . . .”") (emphasis adddéhce,Rogerssupports Warner Bros.’ position that the
confusion (of source or content) refers to the defendant’s fil
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reasonable inferences in the light most favorable to Louis Vudtothe ©Gurt is required to do,
neither of these allegations involves confusion as to Warner Bros.” artetc Bpecifically,
Louis Vuitton does natllege that Warner Bros. used bhophy bagn order to mislead
consumers into believing that Louis Vuitton produced or esetbthe Film. Therefore, the
complaint fails toeven allege the type of confusion that cquidentiallyovercome the Rogers
protection

Even if the Court assumes, arguenith@t Louis Vuittorhasstatel a cognizable claim of
confusion, is claim would failanyway The Second Circuit iRogersemphasized that when
First Amendment vaks are involved, courts should narrowly camstthe Lanham Act and
“weigh the public interest in free expression against the public interest ohrayoustomer

confusion.” Cliff Notes 886 F.2d at 494 (citinBogers 875 F.2d at 989-993ee alsdJniv. of

Alabama Bd. of Trustees v. New Life Arhd, --- F.3d---, No. 09¢v-16412, 2012 WL

2076691, at *7 (11th Cir. June 11, 201Rpck Star Videgs547 F.3d at 1099. As such, where

an expressive work is alleged to infringe a trademark, “the likelihood of confusisinbm

particularly compelling Twin Peaks996 F.2d at 137%®Mmphasis added); see alM@stchester

Media 214 F.3d at 665.
The Court concludes that Louis Vuitton’s allegations of confusion are not plausible, let
alone “particularly compelling.’First, it is highly unlikelythatan appeciable number of people

watching the Film would even notice that Alan’s bag is a kraftk-Cf. GottliebDev. LLC v.

Paramount Pictures Cor@90 F. Supp. 2d 625, 634-35 (S.D.N.Y. 2008) (Chin, J.) (no

confusion of plaintiff sponsoring defendant’s filmlhere“it would be difficult for even a keen
observer to pick out [plaintiff's] trademarkince*it appears in the background of the scene”

and “occupies only a minute fraction [of] the frame for three segments lappngxamately
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three seconds each”)n this regard, Louis Vuitton is trying to have it both ways: arguing that
the Diophy bags are so similar as to create consumer confusion but at the saswedbwiously
dissimilar that someone watching the Film would noticestigitly different symbts used on

the Diophy bag. Yet, the Diophy bag appears on screen for no more than a few sectinus at a
and for less than thirty seconds in total, and when it is on screen, it is usually inkipebad,
out of focus, opartially obscuredby other tings. Like the appearance of the plaintiff's mark in
Gottlieb, the Court finds that the difference between the authentic and kifidocégis so

difficult to even noticethat a claim of confusionnder the Lanham Acts simply not

plausible.” Gottlieb, 590 F. Supp. 2d at 635. Furthermore, Louis Vuitton’s posassumes

that viewers of the Film would take seriously enough Alan’s statements alsggrietehandbags
(evenaboutthose haloes notorrectlypronouncgthat theywould attribute his views tthe
company that produced the Fifth.This assumptin ishardlyconceivableand it does not cross
the line into the realm of plausibilitySeeTwombly, 550 U.S. at 570. Lastly, Louis Vuitton is
objecting to a statement made by a fictional characteffictional movie, which itharacterizes
as an affirmative misrepresentation. However, this assumes that the fiél@maharacter
knew that his bag was a knock-off; otherwise, he would simply be (innocently) onmsed
about the origin of his bag. For these reasons, the Court concludes that the likelihood of
confusion is at best minimal, and when balanced against the First Amendment concerns
implicated here, it is not nearly significant enough to be considered “pariyocdanpelling.”

SeeTwin Paaks 996 F.2d at 1379.

1> Moreover, Louis Vuitton does not cite to any legal authority for the propoghat a reference to a trademark
made by “a fictional character in a creative work constitutes a legal represeofatiogin by the creators of the
work.” (Mot. at 3)

15



Under the expansive view Louis Vuitton advances, Warner Bros. would be liable—not
for identifying its own product with the LVM Marks—Dbut for identifying the Diophy lvath
theLVM Marks or, alternatively, for implying that Louis Vuitton approved the use of the
Diophy bag in the Film. The public’s interest in avoidampsumer confusio@ssuming the
Lanham Act covers thigype of confusion)s not so great as to overcome the significant threats
to free expression from holdinarnerBros.liable forits noncommercial speeah this case
This is especially true since the relevaotfusionis caused by a thirgarty—one with whom
Warner Broshas no relationship whatsoeV&rAny confusion created by Warner Bros. is at
most indirectand thus “too slight to warrant application of the Lanham A8g€Syler, 610 F.
Supp. 2d at 266 (quotif@ogers 875 F.2d at 1000Y.

Louis Vuitton maintains that tHeogerstestcannotbe assessed on a motion to dismiss.
(Opp. at 14-18.) The Coutisagrees Although many courts have considered Raperstest

on a summary judgment motion, not on a motion to dismiss, the circuit has never stated that a

18 The notion that a defendant must have a connection to the sale of thermgigfsishilar goods in order to be held
liable under the Lanham Act is reflected in the doctrine of contbigurademark infringement, which requires that
the defendant “intentionally induces another to infringe a tradefnor “continues to supply its product to one
whom it knows or has reason to know is engaging in trademark infringemegiffahy (NJ) Inc. v. eBay In¢.600
F.3d 93,104 (2d Cir. 2010)quotinglnwood Lals. v. lves Lals, 456 U.S. 844 (1982) The Court is not aware of
any case in which this doctrine has been applied to noncommeregdhspand Louis Vuitton does not claim it
applies here.

Y This limitation on the reach of the Lanham Act is consisteith e text of § 43(a)(1)(A), which expressly
requires the “confusion,” “mistake,” or “dece[ption]’to be “of [the defendhrgoods, services, or commercial
activities,” and with the core concern of trademark law, which is canfusilated to purchasirdgcisions and not
confusion generally.SeeLang v. Ret. Living Pub. Co., Inc949 F.2d 576, 5883 (2d Cir. 1991)see alsdastar
Corp. v. Twentieth Century Fox Film Coy»39 U.S. 23, 3233, 123 S.Ct. 2041 (2003) (“The words of the Lanham
Act shouldnot be stretched to cover matters that are typically of no consequencehagaus.”)That is why the

Act generally applies in a commercial context to “a seller [who seeks] to passgufduls as the goods of another,”
and not to a defendant who hasaomnection to the sale of the confusingly similar geedspecially one engaged

in expressive speectLang 949 F.2d at 5883; see alsd-800 Contacts, Inc. v. WhenU.Com, Iné14 F.3d 400,
406-07 (2d Cir. 2005) (holding that a trademark infringement claim pursuant ta.&8 1114 or § 1125(a)(1)
requires a plaintiff to establish, inter alighat the defendant used the mark ._. . in connection with the sale o
advertising of goods or serviEe® (emphasis added) (internal citations, ellipses, and quotation noamksed);
Bosely Medical Institute, Inc. v. Kreme403 F.3d 672, 676 (9th Cir. 2005) (“Infringement claims are subject to a
commercial use requirement.”).

16



court cannot properly apply ti®ogerstest (or the likelihood of confusion factors) on a motion
to dismiss. In fact, the Second Circuit has suggested that it would be approphiate the
court is satisfied that the products or marks are so dissimilar that no quegtonis
presented.Pirone 894 F.2dat 584 (affirming grant of summary judgemt), cf. Peter F. Gaito

Architecture, LLC v. Simone Dev. Cor02 F.3d 57, 64 (2d Cir. 2010) (holding that no

discovery or factinding is necessary to consider whether works are “substantialllagimi
under copyright law where all that is required is a visual comparison of the)wdmke
context of a motion to dismiss, courts have disposed of trademark claims wherelsokiply
at the work itself, and the context in which it appears, demonstrates how imiglatusitthat a
viewer will be confged into believing that the plaintiff endorsed the defendant’s work (and

without relying on the likelihood of confusion factors to do $oBee, e.g.Stewart Surfboards,

Inc. v. Disney Book Groud,LC, No. 10-cv-2982, slip. op. (C.D. Cal. May 11, 2011) (no

likelihood of confusion that readers would believe that plaintiff surfboard manwdaetuorsed

a Hannah Montana book because one of its surfboards appeared on the bacatireb);

590 F. Supp. 2dt 630 (no likelihood of confusion that viewers would believe plaintiff pinball
machine owner endorsed the movie “What Women Want” because it appeared in the background

of a few scenesBurnett v. Twentieth Century Fox Film Cord91 F. Supp. 2d 962, 973 (C.D.

Cal. 2007) (no likelihood of confusionahviewers would believe plaintiff Carol Burnett

endorsed a Family Guy sketch making fun of heft))WVhamO, Inc. v. Paramount Pictures

Corp, 286 F. Supp. 2d 1254 (N.D. Cal. 2003) (denying preliminary injunction without discovery

where no likelihood of confusion that viewers would believe that plaintiff maker ofifhé\S

18 See generallliffs Notes 886 F.2d at 495 n. 3 (noting the “awkward” fit of fRelaroidtest in the context of
noncommercial speech).

17



Slide endorsed the movie “Dickie Roberts: Former Child Star” because thegmistdgis)used
the toy water slide in one scene of the movie).

Here, there is no likelihood of confusion that viewers would believe that the Diophy bag
is a real Louis Vuitton bag just because a fictional character made thigicidiencontext of a
fictional movie. Neither is thera likelihood of confusion that thegatementvould cause
viewers to beligee that Louis Vuitton approved of Warner Bros.’ use of the Diophy bag. In a
case such as this one, no amount afalisry will tilt the scales in favor of the mark holder at
the expense of the public’s right to free expression.

Therefore, even assumirgrguendothat Louis Vuitton could state a cognizable claim of
confusion, Warner Bros.” use of the Diophy bag is protected under Rugpasgse it has some

artistic relevance to the Film and is not explicitly misleadthg

C. State Law Claims
Louis Vuitton’s pendant state law claim under New York’s diitition statute and its
common law claim of unfair competition are likewise dismissed because thbgsed on the

same permissible conduct as its Lanham Act clégg@eCharles Atlas, Ltd. v. DC Comichc.,

9 Even if Louis Vuitton did allege confusion as to the Film, applyingRbkaroidfactors demonstrates just how
unlikely is the possibility of sponsorship confusion between the FilmLang Vuitton Factors (2), (3), (4), (6),
and (8) all strongly come out in favor of Warner Bros., while factby and (6) do not really applythe marks and
products are entirely dissimilar; Louis Vuitton and Warner Braos.iradifferent industries and not in cpatition
with each other; there is little chance that Louis Vuitton will “bridgegég” to movie production; there is no claim
that Warner Bros. knowingly used a kneaft when filming the movie; and moviegoers are sophisticated enmmugh
know that the rare presence of a brand name in a film, especially one that is briefly and imtetipnghown, does
not indicate that the brand sponsored the m@geModular Cinemas of Am., Inc. v. Mini Cinemas Cqrp48 F.
Supp. 578, 583 (S.D.N.Y. 1972and consuners of handbags are sophisticated enough to know the difference
between a real bag and a knadk Malletier v. Dooney & Bourke, Inc561 F.Supp.2d 368, 389 (S.D.N.Y. 2008).
Even assuming that factor (5), actual confusion, favors Louis VuRtogersteaches that mark owner’s must accept
“some” confusion when outweighed by free speech interests. 875 F.2d as&8CdlsdNew Life Art, Inc, 2012
WL 2076691, at *9.

' The Court has considered Louis Vuitton’s argument that Warner Brast adfordedFirst Amendment protection
for using an infringing product and finds it to be without merit.
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112 F. Supp. 2d 330, 341 (S.D.N.Y. 2000); Yankee Publ’g Inc. v. News America Publ’g Inc.,

809 F. Supp. 267, 282 (S.D.N.Y. 1992) (“[T]he same First Amendment considerations that limit
a cause of action under the Lanham Act apply also to a cause of action under New York law.”);

cf. L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26, 32 (1st Cir. 1987) (“It offends the

Constitution . . . to invoke the [Maine] anti-dilution statute as a basis for enjoining the

noncommercial use of a trademark by a defendant engaged in a protected form of expression.”).

CONCLUSION

For the reasons discussed above, defendant’s motion to dismiss the complaint is granted.

SO ORDERED.

Dated: New York, New York
June 15,2012 i 5 7 &,e.—-

ANDREW L. CARTER, JR.
United States District Judge
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