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MEMORANDUM OPINION

INTRODUCTION

The aboveeaptionedcivil actionsare part of twelve caseswhich were consolidatedby
Order datedJanuary11, 2018 (collectively, the “RelatedCase® for discoveryand pretrial
purposeswith Civil Action No. 12-6796designatedstheleadcase Beforethis Courtarefour
motionsto transferthe abovezaptionedcasedhaseduponargumentsof improper venueandthe
recentSupreme Courtlecisionin TC Heartland LLC v. Kraft Foods Grp. Brands LLTC37 S.
Ct. 1514 (2017and 28 U.S.C. § 1400(bPDefendantToshibaAmericaBusiness Solutions, Inc.,
(“Toshiba”) alsofiled a motionto transfervenue, howeversaid motionis basedon 28 U.S.C. §
1404(a),forum non convenienand,therefore will be addressedby separateopinion. [Seel2-
cv-6799atECF71].2

Specifically,in their respectivemotions,Defendant€OKI Data Americas, Inc. (“OKI”),
Lexmark International,Inc., (“LexmarK’), CanonU.S.A, Inc., (“Canon’), and EpsonAmerica,
Inc., (“Epson”) (collectively, the “Moving Defendants”)seekto transfertheir case as follows:
DefendantOKI to the District of Delaware [12-cv-6797 at ECF 80]; Defendant.exmarkto the
EasternDistrict of Kentucky, [12-cv-6799at ECF 71]; DefendantCanonto the EasternDistrict
of New York, [12v-6800 at ECF 61]; and Defendant Epsorio the Central District of

California. [12-cv-6806 at ECF 61]. Plaintiff Infinity Computer Produst Inc. (“Plaintiff” or

! The twelve consolidateccasesare filed as: Civil Action Nos. 12-6796, 12-6797, 12-6798, 12-
6799, 12-6800, 12-6802, 12-6803, 12-6804, 12-6805, 12-6806, 12-6807, and 12-6808.

2 DefendantToshibafiled its motionto transferpursuantto 28 U.S.C. § 1404 (ajyhich provides
that“[flor the convenience of parties and witnesses, in the interest of jastiesrict court may transfer
any civil action to any other district or division where it might have been btargto any district or
division to which all parties have consente@8 U.S.C. § 1404(a)Unlike the otherDefendantserein,
DefendantToshiba doesnot arguethat venueis improperin the EasternDistrict of Pennsylvanidased
upon the Supreme Court’s holdingh TC Heartland Accordingly, this Court will address Defendant
Toshibas motion to transfer separately.



“Infinity”) opposes theemotiorns on thebasisof waiver, prejudice, anDietz v. Bouldin 136 S.
Ct. 1885 (2016¥.

Theissuegaisedin thesefour motions havéeenfully briefedby the partiesandarenow
ripe for disposition. This Court noteshattheissuesandrelevantfactsrelied uponin the various
motiors to transfer responseandrepliesare similar, exceptwherenoted, andtherefore these
motionswill bejointly addressd and decided. For the reasonssetforth, Moving Defendants

respectivemotions to transferaregranted

BACK GROUND?

To give contextto the motiondo transfervenue,a summaryof the protractedprocedural

historyin thesecasess warranted

On June 30, 2010Plaintiff filed a patentinfringementaction against
fifteen corporate defendants, including Movibgfendantswhich was docketed
at Civil Action No. 10-3175(the “Original Casé), andassignedo the calendarof
the Honorable LegromeD. Davis ° Subsequently,Plaintiff amended the
complaintto asseriadditionalpatentinfringement countselatedto its PatentNos.
6,894,811(the “811 Patent) and 7,489,423 (the “423 Patent).® [Original Case

8 Plaintiff's responsesre docketedat ECF 82 in 12-cv-6797,ECF 72 in 12-cv-6799,ECF 63 in

12-cv-6800, andECF63in 12-cv-6806. In ruling on MovingDefendantsmotionsto transfer this Court
also considered Movin@efendantsrepliesin supportof their motionsto transfer,ard Plaintiff's sur-
replyin oppositionto Defendant.exmarks motionto transfer.

4 The procedural anictual background®f thesecasesare knownto the parties. Therefore only
thefactspertinentto the motiondo transferwill bediscussed.

° The original fifteen defendantsre: (1) Brother International Corporation; (2) Toshil#anerica
BusinessSolutions, Inc.; (3) OKI Data Americas,Inc.; (4) SamsundelectronicsAmericas, Inc.; (5)

Lexmark International,Inc. (6) Canon USA, Inc.; (7) Konica Minolta BusinessSolutions, U.S.A., Inc.;
(8) Panasonic Corporation dforth America; (9) Xerox Corporation; (10HewlettPackardCompany;
(11) Epson America, Inc.; (12) Ricoh Americas Corporation;(12) Dell, Inc.; (14) EastmanKodak

Company; and (153harpElectronicsCorporation.

6 The 811Patentis entitled “Interface Circuit for Utilizing a Facsimile Coupledto a PC as a
Scanner oPrinter’ The 423Patentis entitled “Interface Circuit for Utilizing a Facsimile Machine
Coupledto aPCasaScanneor Printer”



ECF 158]. On October 5, 2012, theefendantsfiled motionsto dismissthe
complaint and/oseverbasedon misjoinder [Original CaseECF 260, 261]which
Plaintiff opposed.[Original CaseECF 265, 266]. On November 16, 2012, Judge
Davis grantedthe motionto sever,[Original CaseECF 280], andorderedthat the
civil actions, other than the one involvingDefendant Brother International
Corporation, besevered andthat Plaintiff file separateomplaintsagainsteach
defendant. On Decembefb, 2012 Plaintiff filed separate&eomplaintsthe Related
Cases) which allegedthe infringementof the 811and 423 Patens, as well as
Patent Nos. 8,040,574 (the “574 Patent) and Patent 8,294,915 (the “915
Patent),? (Patents811, 423, 574and 915, will bereferredto as collectively the
“Patents).

In January2013,DefendantEpsonfiled a motionto dismissthe complaint
for failure to statea claim pursuantto FederalRule of Civil Procedure (“Rule”)
12(b)(6),andin February2013, DefendantOKI filed a motion for judgment on
the pleadingsasto the 811 Patentanda motionto dismissthe complaint pursuant
to Rule12(b)(6). JudgeDavisdeniedthesemotions.

In the springof 2013, defendants the RelatedCasesincluding Moving
Defendants movedto stay their respectiveactiors pending the wtcome of a
reexaminationof the Patentsby the United StatesPatentand TrademarkOffice
(“USPTO). NotwithstandingPlaintiff’'s oppogtion, JudgeDavis grantedthe
motiors andstayedall proceedingpending the conclusion of thheexamination.

On July 12, 2013Plaintiff's thencounsel Attorney RobertSachsmoved
to withdrawascounsel. JudgeDavis deniedthe motion. On November 18, 2013,
Attorney Sachsrenewedhis motionto withdraw as counsel. By Order dated
November 22, 2013JudgeDavis grantedthe motion and orderedPlaintiff to
“promptly retainnewcounsel’ Despitethe passag®f morethanthreeand-one-
half years,no attorneyenteredanappearancen behalfof Plaintiff. In June 2017,

! Prior to the casesheingsevered)nfinity and SharpElectronicsfiled ajoint motionto dismissall

of Infinity’s claimsagainstSharpElectronics[Original CaseECF 237]. Judgdavisgrantedsaidmotion
on October29, 2011. [Original CaseECF239].

8 Infinity ultimately filed thirteenactionsagainstthe remaining defendant® the Original Case
other than Brother International Corporation.One of thesecases |nfinity Computer Productsinc. v.
Eastman Kodak Compar({t2-cv-6801) was voluntarily dismissedby Infinity on December27, 2012.
[Civil Action No. 12-6801ECF 5]. In addition, onMay 16, 2013,Infinity and Brothers International
Corporationfiled a stipulated motion to dismiss all claims assertedagainst Brothers Interndaonal
Corporationwith prejudice,[Original CaseECF 289], which JudgeDavis granted. [Original CaseECF
290]. Thus,theonly remainingcasesarethetwelve pendingRelatedCases.

9 The574 Patents entitled“InterfaceCircuit for Utilizing aFacsmile MachineCoupledto aPCas
a Scanneror Printer” The 915 Patentis entitled “Interface Circuit for Utilizing a FacsimileMachine
Coupledto aPCasaScanneor Printer”



Moving Defendantsfiled individual motiors to dismiss the complaintsfiled
againstthem pursuantto Rule 41(b)basedon Plaintiff’s failure to prosecutsts
claims and comply with JudgeDavis orders'® On June 15, 2017, Judd@avis
againorderedPlaintiff to obtain counsedndto file a responséo the Rule 41(b)
motiors. On July 13, 2017, AttornefedwardBehm,Jr., enteredhis appearance
on behalfof Plaintiff, andfiled responses oppositionto the Rule 41(b)motiors.
On July 28, 2017 Plaintiff filed motiors to lift the stayin the RelatedCases
which weregrantedby JudgeDavis by OrderdatedAugust8, 2017.

JudgeDavis retired in September2017,and by Order dated October 3,
2017, theRelatedCaseswere reassignedo the undersigned.By Order dated
October12, 2017, MovingDefendantsvarious Rule 41(b)notiorns weredenied

Subsequently, MovingDefendarg filed the instant motions to transfer for
improper venue pursuatd 28 U.S.C. §§ 140a8nd1406*

LEGAL STANDARD

In decidinga motionto transferfor impropervenue,courts musgenerallyacceptastrue
the allegationsin the complaint,although thepartiesmay submitaffidavits in support oftheir
positions'? SeeMyersv. Am.DentalAssn, 695F.2d 716, 724(3d Cir. 1982):seealso Anderson
v. TransUnion, LLC2018 WL 334495, at *1 (E.D. Pa. Jan. 9, 2018he court may examine
facts outside the complairtb determineproper venue, but mustraw all reasonablénferences
andresolveall factualconflictsin the plaintiff’s favor. SeeHeftv. AAlI Corp.,355 F. Supp. 2d

757, 762(M.D. Pa.2005). The movantbearsthe burden of provinghat venuein the selected

10 TheRule41(b) motionsweredocketedat ECF58in 12-cv-6797(DefendanOKI); ECF43in 12-
cv-6799 (DefendantLexmark); ECF 42 in 12v-6800 (DefendantCanon);and ECF 41 in 12<v-6806
(Defendant Epson).

1 DefendantCanonfiled its motion to transferon November 15, 201MefendantEpsonon
November 21, 2017, andefendantOKI on December6, 2017. On January 10, 2018his Court set
January 16, 201&sthe deadlinefor Defendantsn the RelatedCasedo file motionsto transferbasedon
improper venue Defendant.exmarkfil edits motionto transferon Januaryl6, 2018.

12 While Moving Defendantsstyle their motions as motionsto transfer brought pursuanto 28
U.S.C. 8§ 1406(a)as opposedto Rule 12(b)(3), this is a distinction without adifference. “The only
differencebetween Rule2(b)(3) and 28 U.S.C. 840fa) is that the former specifically provides that a
defendant may bring a motion to dismiss for improper venue. Both provisiomigggezdd by the same
defect, however: honcompliance with the statutory venue provisions of 28 U.S.C. 8840391 Nat |
Micrographics Sys., Inc. v. Canon U.S.A., i825 F. Supp. 671, 680 (D.N.J. 1993).



judicial districtis improper. Myers,695 F.2dat 724;seealsoBockmarv. First Am.Mktg. Corp.,
459F. App'x 157, 160(3d Cir. 2012).

As noted,thesecivil actionsarebasedon claimsof patentinfringement. The applicable
venuestatuteprovidesthata “civil action for patent infringement may be brought in the judicial
district where the defendant resides, or where the defendant has comnt#tetliafringement
and has a regular and established place of busings® U.S.C. § 1400(b). For purposes of
venue under 8 14Q0), adomestic corporatiofiresides only in its state of incorporationTC
Heartland LLC v. Kraft Foods Grp. Brands LLE37 S. Ct. 1514, 152(R017). Further, v have
a “regular and establishgaace of businessin a dstrict, a defendant must have physical,
geographical location in the district from which the business of the defendantes cat” In
re Cray Inc, 871 F.3d 1355, 136(Fed. Cir. 2017)° The place of business must be both
“regular; which means that it operates in‘steady[,] uniform[,] orderly [, and] methodital
manney and“established which mears that it is not transient but insteéasettle[d] certainly, or
fix[ed] permanently Id. at 136263. Finally, theplaceof business must be the defendant
place, and not simply a place of the defendaemployees-the defendant must be the one that
established or ratified the businesd. at 1363.

If adistrict courtdetermineghatvenueis improper,the courtmay eitherdismissthecase
or, if it isin theinterestof justice,maytransferthe caseto anydistrictin which it properly could
havebeenbrought. 28 U.S.C. § 1406(ajhe court maytransfertheentirecaseor mayseverthe

claimsfor which venueis improperandtransferonly thoseclaims. Cottman Transmission Sys.,

13 TheFederalCircuit's decisions ompatentlaw arebindingon this Court, as thEederalCircuit has

exclusive appellate jurisdiction over cases in which this Coyutisdiction is based on fedengétent
law. See In re Cray In¢c871 F.3d at 1360 (Fed. Cir. 201%); re Micron Tech., In¢.875 F.3d 1091,
1098 (Fed. Cir. 2017xee alsorrustees bUniv. of Pennsylvania v. St. Jude ChildeResearch Hosp.
982 F. Supp. 2d 518, 529 n.14 (E.D. Pa. 2013).



Inc. v. Marting 36 F.3d 291, 296 (3d Cir. 1994)hedecisionof whetherto transferan actionis
a matterwithin thedistrict court’s discretion.See28 U.S.C. § 1404(b)The movingpartybears

the burden oéstablishingheneedfor transfer Myers 695 F.2d at 724.

DISCUSSION

With this legal frameworkin mind, Moving Defendantarguethat venueis improperin
the United StatesDistrict Court for the EasternDistrict of PennsylvanidbbecauseeachMoving
Defendantis a domesticcorporation incorporateh a stateotherthan Pennsylvaniaand none
maintairs headquarters, or@aceof businessor offices, in Pennsylvania.As such Defendant
OKI seekstransferof its caseto the District of Delaware the statein which it is incorporated.
DefendantLexmarkseekdransferof its caseto the EasterrDistrict of Kentucky arguingthatits
principal place of businesss in Lexington, Kentucky. DefendantCanonseekstransferof its
caseto theEasterrDistrict of New York asit is incorporatedn New York andits principalplace
of businesss in the EasterrDistrict of New York. DefendantEpson seeks transfef its casdo
the Central District of California becauseit is incorporatedin California and maintainsits
headquarters theCentralDistrict of California.

Plaintiff objectsto anytransferandarguesthat (1) Moving Defendantsvaivedanyright
to assertimproper venue(2) any transferwould causePlaintiff to suffer prejudice,and (3) any
transferwould be inappropriate under the holdingmétz v. Bouldin 136 S. Ct. 1885 (2016)
Plaintiff also arguesthat asto DefendantsCanonand Lexmark, venueis properbecauseboth
Defendantanaintain a presencen this federaldistrict. BecausePlaintiff’'s waiver, Dietz, and

prejudice arguments apply all Moving Defendants, tiseargumeng will bejointly addressed



Plaintiff’'s Waiver of ImproperVenueArgument

Moving Defendantsrely exclusivelyon the Supreme Coudecisionin TC Heartland
LLC v. Kraft Foods Grp. Brands LLQ37 S. Ct. 15142017), decided oMay 22, 2017,to
supporttheirimproper venuarguments In that case, the Suprer@@urtdefinitively established
that consistent with 28 U.S.C § 1400(B)any civil action for patent infringement may be
brought in the judicial district where the defendant reSidaad that a domestic corporation
“resides onlyin its state ofts incorporation. TC Heartland 137 S. Ctat 1521. Thereafter, o
November 15, 2017, the Federal CircGiburt whose decisions in patent cases are bindimg
this Court,heldthat theTC Heartlanddecision constituted an intervening change of ldwre
Micron Tech., InG.875 F.3d 1091, 1099100 (Fed. Cir. 2017) The Micron ruling establishd
binding authority thah TC Heartlandbasedvenue objectiotbecame availablenly after theTC
Heartland decision was renderedThus, a defendant wishing to fila motionasserting arC
Heartland venue argument is not barred from doing so by operation of Ril® hAiver
provisions merely because it filed a previous Rule 12(b) motion pridrGdeartland Id. at

1096-1100"* seealsoFed. R. Civ. P. 12(h).

14 Initially, district courts nationwide were split over wheth€C Heartland constituted an

intervening change of lanCompare Cobalt Boats, LLZ Sea Ray Boats, In@54 F. Supp. 3d 836, 839
(E.D. Va. 2017) (holding thatC Heartlanddoes not qualify as a change of law because it merely affirms
Fourco; Reebok Int Ltd. v. TRB Acquisitions LL2017 WL 3016034, at *4 (D. Or. July 14, 2017)
(same); Elbit Sys. Land & C4l Ltd. v. Hughes Network Sys., | 2@7 WL 2651618, at *20 (E.D. Tex.
June 20, 2017) (sam&jith Boston Sci. Corp. v. Cook Grp. In@69 F. Supp. 3d 229 (D. Del. 2017)
(holding that TC Heartlandwas an intervening change of law because it overrMEdHoldings.
Simpson Performance Prod., Inc. v. Mastercraft Safety, 204.7 WL 3620001, at *3 (W.D.N.C. Aug.

23, 2017) (same)estech Aerosol Corp. v. 3M C@017 WL 2671297, at *2 (W.D. Wash. June 21,
2017) (same). Wheth&rC Heartland constituted an intervening change of law is relevant because a
defendant who files a Rule 12(b) motion is precluded from filing a second Ruer@tion*“raising a
defense or objection that was availatoléhe party but omitted from its earlimotion!” SeeFed. R. Civ.

P. 12(g)(2) (emphasis added). ThusT@ Heartlandwas not an intervening change of law, defendants
who filed a preTC HeartlandRule 12(b) motion that did not assert an improper venue defesse, a
Moving Defendants did herajould not be entitled to file a new improper venue motion. Alternatively, if




Plaintiff does notstrenuouslydispute thaffC Heartlandis a change of la#’ Instead,
Plaintiff argueghat Moving Defendantsvaived any right to raisthis improper venue argument
based on theiactionsandbr inactionsafter TC Heartlandwas decided Specifically, Plaintiff
argues that Moving Defendants waived their improper venue argument becaugé)thwaited
approximately six months or longer aftéretfTC Heartlanddecision was issued on May 22,
2017, to file the improper venue motions and (2) filed motions to dismiss for failure to prosecute
that did not include, but should have, dismissal based on improper venue. This Court disagrees.

Clearly, a improper venuargumentmay bedeemedvaived by a defendantho does
not interposea timely and sufficient objection to venuesee28 U.S.C. § 1406(b)Breland v.

ATC Vancom, In¢212 F.R.D. 475, 476 (E.D. Pa. 20Qapting that “[ijmpropenvenue may . . .
be waived by [a] defendant.”)Plaintiff submits that the motions are untimely and arghas
this Court should considéne dateonwhichthe TC Heartlandwas issud, May 22, 2017 asthe
“accrual or startingdate to determin& the motionsto transferwere timely filed. Moving
Defendantscontendthat the“accrual datefor consideration is November 15, 201fe date
when theMicron decisionestablishedhat TC Heartlandconstituted an intervening change of

law. This Court has considered the totality of the events in these Related Caselngnihe

the defense was not originally available and only became available due teraanimg change of law,
Rule 12's waiver provisions would not appl8ee In re Micron Tech., In@B75 F.3d at 1096-97.

15 In its responsdo Defendant_exmarks and Epson’s motionw transfer,Plaintiff merely states
that “[rlegardless of whether TC Heartland constituted an intervening change ofaw,” Moving

Defendants’conductafter TC Heartland constituteswaiver. To the extent,however,that Plaintiff does
disputethat TC Heartlandconstitutedaninterveningchange ofaw, this argumenis withoutmerit. In re

Micron Tech., Inc.875 F.3d at 1096-1100.



protracted procedural history, and fintiat even using the earlidiC Heartland“accrual date,
Moving Defendants have not waived their improper venue argurtfents.

WhenTC Heartlandwas decided oiMay 22, 2017 the RelatedCaseswere all stayed
and hadbeenstayedfor approximatelyfour yearspending thaeexaminatiorof the Patents It
was not until August8, 2017 that the staywas lifted. Thus, the August8, 2017datewill be
consideredas the operativedate to evaluaé Moving Defendants conduct and the waiver
arguments The docketrevealsthat Defendant€Canonand Epsonfiled their motionsto transfer
on November 1%nd November 21, 2017#espectively,approximatelythree monthsafter the
staywaslifted. Defendan®OKI filed its motionto transferon Decembei6, 2017 andDefendant
Lexmark filed its motion to transfer on January16, 2017,in accordancewith the Court’s
deadline approximatelyfive monthsafter the staywaslifted.!’ In this Court’s opinion, none of
thesedelaysaloneis sufficientto trigger waiver. Cf. Chassen v. Fid. NdtFin., Inc., 836 F.3d
291, 303 (3d Cir. 2014finding that athreemonthdelayis notan unreasonabldelay,andwill
not resultin waiver of a newly availabledefense)jmbesi v. Imbesi2001 WL 1352318, at *6

(E.D. Pa. Oct. 30, 200%jinding that fourmonth delay of partg right to assert disqualification

16 Moving Defendantarguethat Novemberl5, 2017s the*accrual date because prior ¥dicron,

district courts nationwide were split on whetiHEE Heartlandconstituted an intervening change of Jaw
and thus, there was no guarantee that this Court would have found that Moving Deféiadiants
waived their improper venue defense by virtue of filing prior Rule 12(b) motiedsat including an
improper defense in their respective answer. While it is trug‘éhhtigant [need not] engage in futile
gestures mely to avoid a claim of waiver,Chassen v. Fid. NdtFin., Inc., 836 F.3d 291, 293 (3d Cir.
2016) (quotingMiller v. Drexel Burnham Lambert, Inc791 F.2d 850, 854 (11th Cir. 1986)), it is not
clear that filing motions to transfer prior kdicron would have been futile. Further, tMicron Court,

while finding thatTC Heartlandwas an intervening change of law, decided to remand the case so the
district court could consider whether the defendant had waiveadjpreprenue on neRule 12 grounds.

In re Micron 875 F.3d at1102. Due to the procedural history of Moving Deferideadss, however,
using theTC Heartlanddecision as the relevant date does not change the outcome.

1 This Court notesthat, while not dispositiveeventhe last motionto be filed wasfiled only two
monthsafter the Micron Court concludedhat TC Heartlandwasa change ofaw, thus guaranteeinthat
Moving Defendantsverenot barredfrom filing their motionsto transferby operatiorof Rule 12's waiver
provision.

10



is insufficient to warrant waivgrFirst Fin. Bank, N.A. v. J.P. Morgan Chase & C2009 WL
881034, at *2n.4 (E.D. Pa. Mar. 30, 2009finding that sixmonth delay in filing motion to
dismiss for lack of personal jurisdizh does not warrant waiver)rhis is especially true where,
as in these casespendingbefore this Courtthere has been virtually no substantive and/or
procedural litigationoccurringbetween the lifting of the stay and the filing of the motions to
transfer,aside from actions taken pursuant to thmsu@s Orders. Cf. Zimmer v. CooperNeff
Advisors, Inc. 523 F.3d 224, 232 (3d Cir. 2008)oting that the'length of the time period
involved alone is not determinativevhen determining waiver of right to compel arbitration);
Ehleiter v. Grapetree Shores, Ind82 F.3d207, 223 (3d Cir. 200{same). In short, this Court
finds that Moving Defendaritghreeto-five month delay in filing motions to transfan the
absence of angther conducbr actionduring the relevant time peripdoes not warrant waiver.

Plaintiff nextargues thaMoving Defendantswaived their right to object to venue when
theyfiled Rule 41(b)motions to dismisbased on Plaintiff's failure to prosecutelaintiff argues
thatonly after the Rule 41(b) motions were denied did Moving Defenddatthar motions to
transfer. Plaintiff contendsthat this “wait-andseé approachrequiresthe denial ofthese
motions. Plaintiff is mistaken.

Rule 41(b)provides,n part, thatif a*“plaintiff fails to prosecuter to comply with . . . a
court order, a defendant may move to dismiss the action or any claim agaif&dt.R. Civ. P.
41(b). Moving Defendantselied onRule 41(b) to seekhe dismissal of their respectieases
and arguel that despite Judge DavidNovember 22, 2013 fder, more than three yeatsad
passedandPlaintiff had not yet obtained counsealvhile this Court recognizes that dexases
were stayed pending threexaminatios of the Patentdy the USPTO,tiappears thait took

Moving Defendats’ filing of the Rule 41(b) motion®r involuntarydismissl andtheissuance

11



of a secondorderfrom JudgeDavis to promptPlaintiff to finally obtainnew counsel. Clearly,
these motions were not substantive motions brought under Rule ,18{byather were brought
under Rule 41(b) due to what was perceived, correctly orasd®laintiffs abandonment of the
respective cases. By denyingtheseRule 41(b) motionshis CourtgavePlaintiff the benefit of
the stay despiteits failure to complywith JudgeDavis Orderfor overthreeyears. Despitethe
consideratiorafforded Plaintiff now complairs that Moving Defendantslid notfile motionsto
transferwhile the caseswere stayed Plaintiff ignoresthat thefiling of the Rule 41(b) motions
wasnecessitatelecauseof its own conductandinaction andthatasa corporationit is required
to havelegal representation.Thus, for thereasonsset forth, this Court findsthat Plaintiff's
argumentthat Moving Defendants decision to file Rule 41b) motions without including a
requesto transfervenueconstitutewaiversof theirimproper venue arguments,without merit.
Plaintiff's Dietz Argument

Plaintiff also asserts waiver argumenin relianceon Dietz v. Bouldin 136 S. Ct. 1885
1891 (2016) Specifically Plaintiff asksthis Courtto use itsinherent powerand find that
Moving Defendants forfeited the right to assert improper velugetotheir participatiorand/or
actionsin their respective cases. Plainfififthercontends that Moving Defendants forfeitaay
right to assert an improper venue argument becauiee to TC Heartland Moving Defendants
did not contest venue and participatedhi@ various aspects of the case proceeditrgaddition,
Plaintiff contends that aftefC Heartland Moving Defendants continued to prepateir
defenss by,inter alia, engagng in motionspractice exchanmg initial disclosures, submittg a

joint Rule 26(f) report with proposed scheduling deadlines for the Related Casednagtthe

18 This Court notesthat becauseMoving Defendants’ motionso dismissfor failure to prosecute

were broughtpursuantto Rule 41(b), thesemotions do notjn and of themselvestrigger the waiver
provisionsof Rule 12. SeeFed.R. Civ. P.12(h)(1).

12



preliminary pretrial conference, and agnegthat the Related Cases ought to be consolidated for
pretrial purposes. These actions, Plaintiff argues, are sufficienhi®rCourt to hold that
Moving Defendant$orfeited thar improper venue arguments. This Court disagrees.

Undeniably “a district court pogsses inherent powers that governed not by rule or
statute but by the control necessarily vested in courts to manage thaffaws so as to achieve
the orderly and expeditious disposition akes. Dietz v. Bouldin136 S. Ct. 1885, 1892016)
(internal quotations omitted). A district cowrtexercise of its inherent powermust be a
reasonable response to the problems and needs confronting the faudministration of
justice’ and “cannot be contrary to any express grant of or limitation on the district coomter
contained in a rule or statuteld. at 189192 (internal quotations and citations omitted). The
framework set forth iDietz applies to venue objectiondn re Micron Tech., InG.875 F.3dat
1100-01.

While active participation in the proceedings and the exchange of discovemngsuidt in
forfeiture of an improper venue argumesgeKoninklijke Philips N.V. v. ASUSTeK Computer
Inc., 2017 WL 3055517, at *3 (D. Del. July 19, 2017), such forfeiture has not occurredAsere
noted, pior to and after th@ C Heartlanddecision, thesactionswere stayed.It was not until
the TC HeartlandCourt conclusivelyestablishedhat for purposes of venue under § 1400¢b),
corporate defendant onlyreside$ in its state of incorporatiothat Moving Defendantsvere
able and chosgto assertheir respectiveamproper venuarguments Thus,this Court opines
that it isMoving Defendantsconduct afteithe decision inTC Heartland and not its conduct
before that is relevant to Plaintiff Dietzargument

As noted,procedurally,Moving Defendants filed their Rule 41(b) motions in June 2017

based on Plaintifs failure to comply with Judge DavidNovember 22, 201®rder. Moving

13



DefendantsRule 41(b) motionsvere fully briefed prior to the stay being lifted on August 8,
2017. Thereafter,nothing substantiabccurredin the Related Casesuntil the Order dated
October 20, 2017which directedthe parties to provide initial disclosures and commence
discovery, submit a joint Rule 26(f) report, and attend a preliminatgiglreonference.

From a review of thedocket it appears thathe Moving Defendants individual
“participatiori after TC Heartland was limited to (1) filing the Rule 41(b) motios and (2)
complying with the October 20, 2017 Order, with the exceptiopsamhac viceanotions and the
underlyingmotions to transferFurther, thoughhese cases wefied in 2012andstem fromthe
Original Casdiled in 201Q these Related&3es are still in theirery early stageslue to the four
year court-imposedstay which occurredshortly after Moving Defendant#ied their respective
answers An initial scheduling order was not issued until October 20, 200¥e final pretrial
conference is not scheduled to take place sofitietime inJanuary 2020. In additiom light of
this Courts Order dated February 1, 2018, discovery has been stayed in Mosfaegdants
cases pending this Cotistresolution of the motions to transfer. In light of the procedural
posture of these cases, there isr@asonfor this Court to utilize its inherent powers and find
forfeiture of the improper venue arguments. To find otherwise would not “ibeaaonable
response to the problems and needs confronting the'scéairtadministration of justiceand
may well be contrary to 28 U.S.C. 8§ 1406(a:f. Dietz 136 S. Ct. at 1891. Accordingly,
Plaintiff srequesfor this Courtto use itanherent powers is déned

Plaintiff’'s PrejudiceArgument

Plaintiff argues that iill be prejudicedf the motiors to transferare grantedand bases

its argument on the fact that these cases wegially commencednore tharseven yearaga

Plaintiff further argues thastny transfer would cause additiond¢lay, prolongthe recoveryand
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augment damagesndforce Plaintiff to litigate in multiple forumavhereinconsistent rulings
could result Plaintiff, however,does not provide any support that prejudice is a relevant
consideration where transfer is sought pursuant to 28 U.8.(480(b)and 1406 To the
contrary,Plaintiff solelyrelies oncaseghataddresdransferof venuefor forum nonconveniens

as providedunder28 U.S.C.8 1404 andwhere theres no challenge to the propriety of venue
That is not thease here.

Moving Defendants’ motions to transfer are brought pursuant to 8§40t 1406the
patent venue and the transfer for improper venue provisions. As noted, 8 1400(b) is the patent
venue provision which requires patent infringement cases to be brought in the jdiditiet
where the defendant resides or has committed acts of infringement and halsraestigblishe
place of business. 28 U.S.C. § 1400(b). Und&4G35(a), the cure provisiorthe “district court
of a district in which is filed a case laying venue in the wrong division oidistrall dismiss, or
if it be in the interest of justice, transfer sumdse to any district or division in which it could
have been brouglit 28 U.S.C. § 14(0@). Thus, where venue is improper, as Moving
Defendants arguelismissal is the defautiourt actionwhile transfershould bedoneonly in the
interestof justice. The element of prejudice @nly considered under § 1406(a) when deciding
between alismissal ora transfer—it is not considered ake reasonor basisto ignore improper
venueclaims as Plaintiff appears to sugge§if. Lafferty v. StRiel, 495 F.3d 72, 79 (3d Cir.
2007) @ssessing prejudice when determining whether to transfer rather than diaseskr
improper venue under 8 1406(afccordingly, any prejudice Plaintiffmay sufferfrom the
transfer of thesparticularcases is not relevatd the determination ofvhethervenue is or is not
properin thefederal courts of Pennsylvania, particularly, Bestern District Prejudiceis only

relevantto the Courts decsion to dismissor to transfer. In these cases, sinddoving
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Defendants seek transfer and not dismissal of their respective ttes€3ourt need not consider
prejudice to Plaintiff Accordingly, Plaintiff's prejudice argumers not relevant and, therefore,
lacksmerit.

In sum, for the reasons providdtis Court finds thathe arguments offered Blaintiff
regardingwaiver, Dietz, and prejudicglack merit. Plaintiff does nooffer further argument that
under 28 U.S.C. § 1400(b) venue is not proper in the Eastern District of Pennsylvania as to
Defendants€Epson and OKI Therefore Defendants Epsos and OKIls respectivemotiors to
transferaregranted As to Defendants Canon and Lexmahkgwever, Plaintiff arguethatsince
they bothmaintain goresencén the Eastern District of Pennsylvani@nue is proper pursuant to
8 140(@b) becausethese Moving Defendantscommitted acts of infringement arjlave] a
regular and established place of busihésghis district See28 U.S.C. § 140®). This Court
will address these contentions separately

DefendantCanon

Plaintiff contends thaDefendantCanon’smotion to transfershould bedeniedbecause
venueis properin the EasternDistrict of Pennsylvania pursuatit 8 1400(b)since Defendant
Canoncommitted acts of infringement ahdsa regular ad established place of businésghis
district. Plaintiff relies on a ®ogle search that revealsat Canon Solutions Americdnc.
(“CSA"), a wholly owned subsidiary of Defendant Canon, has a physical, regular and established
place of business at 1650 Market Street, Philadelphia, Pennsylvania 48d@& 800 Enterprise
Drive, Horsham, Pennsylvania 19044, batthin the Eastern District dPennsylvania.[12-cv-

6800 at ECF 63 at 1¥8]. Plaintiff argues thaCSA's place of business should be imputed to
Defendant @non and cites toertain circumstances where the venue of a subsidiary may be

imputed on the parent corporation, such wken theentitiesdo not maintain separate bank
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accounts, tax returns, and/or financial statemerits. a{ 18. Plaintiff further notes thatwhile
Defendant Canon did not mention this subsidiary in its motion to tramsiemapparent thaits
subsidiary sells infringing products and, as such, the motion shith&tbe denied or this Court
should permit the parties to conduct vemelkated discovery.Id.).

In its reply Defendant Canon addresd@sintiff's contentions Specifically,Defendant
Canon attests thatCSA is a whollyowned subsidiary of Defendant Canon; that CSA and
Defendant Canon operate as separate lagdl distinct entities thathaintain separate bank
accounts, anfile separate financial statements and tax retufh&-cv-6800 at ECF 6@t 7]*°
Defendant Canon further argues tEA's contracts are not performed by Defendant Canon,
nor does Defendant Canon direct or control thetdaday activities of CSA.Finally, Defendant
Canon argues thatespite Plaintiffs bald assertionsPlaintiff hasnot establisled that CSA sold
any infringing products in this district.

To have dregular and established place of busihesmsistent wittg 1400(b) the place
of business must be tldefendant'splace of businessin re Cray Inc, 871 F.3d at 13683.
Here, here is no dispute that CSA is raalefendant irany ofPPlaintiff’'s caseand in particular,
is not a defendant in the caswolving Defendant Canon. Though CSA is Defendant Canon’s
subsidiary,CSA’s presencewithin this district is not enoughto render venue proper as to
Defendant Canan SeeLawman Armor Corp. v. Winner Iiht LLC, 2003 WL 22902808, at *5
(E.D. Pa. Dec. 10, 2003)The Court notes that imputing tlvenueof the subsidiaryto the
parentshould be done [o]nly in instances where the corpgpatentexercises considerable
control over thesubsidiary. . ..”) (internal quotations omitted). Plaintiff has not provided any

support for its contention that CSA’s venue should be imputed on Defendant Canon.

19 DefendantCanon submitted thedeclarationof Ms. Ana C. Tavares,Defendant Canon'¥ice

Presidenbf AmericasAccounting,to supportts factualassertions.[12-cv-6800 at ECF 66-1].
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In addition to having dregular and established place of busihessa district, a
defendant must have alscommitted acts of infringeméhnin the district for venue to be proper.
28 U.S.C. 8§ 1400(b)While Plaintiff does not provide any support for its contention that CSA
engaged in infringing activity in the Eastern District of Pennsylyvddendant Canoattested
that CSA did not sell the PIXMA MX320 product or similar products, @&hegedlyinfringing
product identified in Plaintif§ complaint. [1Zv-6800 at ECF 66 at 9]. Plaintiff has not
contested this assertion.

Based on this analysis, this Court finds thatue in this districtannot be imputed to
Defendant Canoron the basis of its subsidiary and, therefore, is proper. Accordingly,
Defendant Candas motion to transfer is granted.

DefendantLexmark

In its motionto transfer,Defendant_exmarkargueghatvenueis improperin this federal
district becauseit is incorporatedin Delaware maintainsits principal place of businessin
Lexington, Kentucky *° and ‘does not have a place of business or any offices, research,
development or manufacturing facilities in the Commonwealth of Pennsylvanialoes not
own, lease, maintajnor operate any facility in Pennsylvanjand] does not operate any
distribution centers, or maintain any inventory, in Pennsylvania.”cy4@799atECF 71-1at 2].
Plaintiff again relies on ra internet orGoogle searclio argue that Defendant Lexmarlash
multiple locations in the Eastern District of Pennsylvasgecifically, in Plymouth Meeting,
Emmaus, and Collegeville, Pennsylvania. -€26799 at ECF 72 at-8]. In its reply,

Defendant Lexmarlassertshat the Plymouth Meeting location was a former Lexmark office

20 DefendantLexmark submitted thedeclarationof Mr. ThomasC. Wade, DefendantLexmarKs

SeniorManagerof CorpoateReal Estate fo supportts factualassertions[12-cv-6799 at ECF 71-2].
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that closed in 2009, and the other two locations are residential addrémseSollegeville
address i\ former address of a Lexmark employee and the Emmaus locationredatet! to
Lexmark [12-cv-6799 atECF 74-1 at 12].%* In its sur-reply, Plaintiff does not contest these
factual assertion& and, insteadarguesthat the location in Plymouth Meeting is sufficient to
defeat Defendant Lexmdsk motion to transfebecause Defendant Lexmark had a regular and
establshed place of business in thisstdct when the cause of action accruadd Plaintiff
initiated the relevant actioon June 302010, a reasonable time after Defendant Lexihsark
office closed in 2009. [12v-6799 atECF80 at 1-2]. This Court disagrees.

Somecourts haveheld that venue is proper under § 1400(b) when a defendant had a
regular and established place of business @strict, and the plaintiff initiated the action within
a reasonable time after the place of business was cl&eeWelch Sci. Co. v. Human Egg
Inst., Inc, 416 F.2d 32, 35 (7th Cir. 1969oncluding that suit filed thirtgeven days after
regular and established business location closed is reasonable and establisie). However,
this rule has not been adopted by the Third Circuit Court of Appeals, and this Counesidod
invitation to apply said ruling in this patent c&8eTherefore, his Court findsthat Defendant

Lexmark did not have a regular and established place of busmésis district. Therefore,

2 Defendant Lexmark submitted the seconddeclaration of Mr. Wade to supportits factual

assertions[12-cv-6799 at ECF 74-2]
22 In renderingthis decision,this Courtrelieson Mr. Wadeés sworn declarationandthe assertions
madeby Defendant.exmarKs counselwhich arenot disputed byPlaintiff.

2 Further,the casesPlaintiff relies on all involve delaysof lessthan six weeks,as opposedo at
leasta six-month delay, and possiblyaslong as an eighteeAamonth delay, betweenDefendantLexmark
closingits PlymouthMeetingoffice andPlaintiff initiating his caseon June 30, 2010Thus,evenif this
Court were to adopt th&/elchrule, Plaintiff did not initiate his case a@igst Defendant Lexmark in a
reasonable amount of time to benefit from it.
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venue in thiglistrict is not proper as to Defenddm@xmark Accordingly, Defendaritexmarks

motion to transfer is grantéd.

CONCLUSION

For the reasonstatedherein Moving Defendants respectivemotionsto transferare
granted. This Courtfinds that eachMoving Defendant hametits burden of showinghat the
Eastern District of Pennsylvaniais an improper venuewith respectto Plaintiff's patent
infringementclaims againstsaid Moving Defendant In the interestsof justice, eachMoving
Defendans cases transferredo the appropriatéistrict court.

An Orderconsistentvith this Memorandum Opiniomill bedocketedn eachrespective

case

NITZA 1. QUINONESALEJANDRO, U.S.D.C.J.

24 Defendant.exmarkmovesthatits casebetransferredo the EasterrDistrict of Kentucky,where

it maintaingts principalplaceof business.[12-cv-6799at ECF 71-1at 3]. It is uncontestethatvenueis
properin the EasternDistrict of Kentucky, as the allegedinfringementoccurredthere and Defendant
Lexmarkmaintains aegular and established place of business in that district. 28 U.S.C. § 140ai).
Court notes, hoewver, that venue would also be proper in the District of Delaware, as Refdrekmark
is incorporated, and thus resides, in Delawéddge.[12-cv-6799at ECF 71-1at 2]. BecausdPlaintiff does
not disputethat this case,if transferredshould betransferredto the EasternDistrict of Kentucky and
makesno mentionof Delaware and becausedhe interestsof justice supporttransferto that district, this
Courtwill transferthe caseagainstDefendant.exmarkto the EasterrDistrict of Kentucky.
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