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|. BACKGROUND

Plaintiff bringssuit alleging infringemendf United States Pateio. 6,330,592 (“the
‘5692 Patent”)(Dkt. No. 217, Ex. A. The'592 Patent igitled “Method, Memory, Product, and
Code for Displaying Pre-Customized Content Associated with Visitor Datae”'5R2Patent
issued on December 11, 2001, and bears a filing date of December 5, 1998. Tha sthstsa

Visitor interess can be tracked by including “keyword directivestontent

contained within the web sitelhese keyword directives specify a keyword

indicating the type of category of information represented by the comsrihe

content is delivered to the visitor in the form of a web page, the number of

keyword directives attached to the content is accumulated into a specified visit

profile. Over time, this visitor profile can represent the types of information the
visitor has viewed and serve as an indicator of his or her preferences. In this way,
the invention can accumulate a visitor profile unobtrusively, without requiring the
visitors to fill out a survey or questionnair€he profile may also be augmented

with explicit informaton the visitor provides over time, such as a name or address

provided when ordering a product from the site. The invention then delivers

personalized pages to thesitor by examining such visita’profile.

The Court construed various terms in the ‘592 Pate®BihIP Holdings 1, LLC v.
Blockbuster Inc., et gINo. 2:09€V-29, Dkt. No. 268, 2011 WL 903194 (E.D. Tex. Mar. 15,
2011) (Everingham].) (“Blockbustef). TheBlockbustePlaintiff, SBJ IP Holdings 1, LLC, is
sometimegseferred to herein &8BJ.” According to DefendantsPlaintiff [in the above-
captioned casejas plaintiff in the priorBlockbustef action, and has since renamed itself
Optimize Technology Solutions, LLC.(Dkt. No. 229, at 2 n.2.)

After Blockbusterthe ‘592 Patent uralwentex partereexaminatiorat the United States

Patent and Trademark Office (“PTO”A reexamination certificatéssued orbecember 18

2012, amended various claims and also added new claims.

! Citations to page numbersBiockbustemherein shall follow the page numbering of the slip
opinion.



Il. LEGAL PRINCIPLES

It is understood that “[a] claim ia patent provides the metes and bounds of the right
which the patent confers on the patentee to exclude others from making, using@tisell
protected invention.”Burke, Inc. v. Bruno Indep. Living Aids, Int83 F.3d 1334, 1340 (Fed.

Cir. 1999). Claim construction is clearly an issue of law for the court to deididekman v.
Westview Instruments, In&2 F.3d 967, 970-71 (Fed. Cir. 1995) (en baaif)], 517 U.S. 370
(1996).

To ascertain the meaning of claims, courts look to three primaryesode claims, the
specification, and the prosecution histodarkman 52 F.3d at 979. The specification must
contain a written description of the invention that enables one of ordinary skill in tbarsake
and use the inventiond. A patent’s taims must be read in view of the specification, of which
they are a partld. For claim construction purposes, the description may act as a sort of
dictionary, which explains the invention and may define terms used in the cldim®©ne
purpose foexamining the specification is to determine if the patentee has limited the scope of
the claims.” Watts v. XL Sys., In232 F.3d 877, 882 (Fed. Cir. 2000).

Nonetheless, it is the function of the claims, not the specification, to set fotimitiseof
the patentee’s invention. Otherwise, there would be no need for claiRidnt’l v. Matsushita
Elec. Corp, 775 F.2d 1107, 1121 (Fed. Cir. 1985) (en banc). The patentee is free to be his own
lexicographer, but any special definition given to a wordtrbe clearly set forth in the
specification. Intellicall, Inc. v. Phonometrics, Inc952 F.2d 1384, 1388 (Fed. Cir. 1992).
Although the specification may indicate that certain embodiments are prefeargdular

embodiments appearing in the speciiima will not be read into the claims when the claim



language is broader than the embodimeBisctro Med. Sys., S.A. v. Cooper Life Sciences, Inc.
34 F.3d 1048, 1054 (Fed. Cir. 1994).
This Court’s claim construction analysis is substantially guidetthéyederal Circuit’s
decision inPhillips v. AWH Corporation415 F.3d 1303 (Fed. Cir. 2005) (en banc)Phrlips,
the court set forth several guideposts that courts should follow when construing claim
particular, the court reiterated that “ttlaims of a patent define the invention to which the
patentee is entitled the right to exclude.” 415 F.3d at 1312 (quotwga/Pure Water, Inc. v.
Safari Water Filtration Sys., Inc381 F.3d 1111, 1115 (Fed. Cir. 2004)). To that end, the words
used n a claim are generally given their ordinary and customary mealinglhe ordinary and
customary meaning of a claim term “is the meaning that the term would hapertsoa of
ordinary skill in the art in question at the time of the invention, iseof @éhe effective filing date
of the patent application.Id. at 1313. This principle of patent law flows naturally from the
recognition that inventors are usually persons who are skilled in the field of tiéiamvand
that patents are addressed to, and intended to be read by, others skilled in the pattitadilar
Despite the importance of claim tern®hillips made clear that “the person of ordinary
skill in the art is deemed to read the claim term not only in the context of the partiautamc
which the disputed term appears, but in the context of the entire patent, including the
specification.” Id. Although the claims themselves may provide guidance as to the meaning of
particular terms, those terms are part of “a fully integrated wnttgtrument.”Id. at 1315
(quotingMarkman 52 F.3d at 978). Thus, tihillips court emphasized the specification as
being the primary basis for construing the claidts.at 1314-17. As the Supreme Court stated
long ago, “in case of doubt or ambiguity it is proper in all cases to refer back testhniptiee

portions of the specification to aid in solving the doubt or in ascertaining the trueantent



meaning of the language employed in the clainiates v. Coe98 U.S. 31, 38 (1878). In
addresing the role of the specification, tRéillips court quoted with approval its earlier
observations fronfRenishaw PLC v. Marposs Societa’ per Azidai8 F.3d 1243, 1250 (Fed. Cir.
1998):

Ultimately, the interpretation to be given a term can only be m&ted and

confirmed with a full understanding of what the inventors actually invented and

intended to envelop with the claim. The construction that stays true to the claim

language and most naturally aligns with the patent’s description of the invention

will be, in the end, the correct construction.
Phillips, 415 F.3d at 1316. Consequeniillips emphasized the important role the
specification plays in the claim construction process.

The prosecution history also continues to play an importantrr@lim interpretation.
Like the specification, the prosecution history helps to demonstrate how the inventioe and
PTOunderstood the patenid. at 1317. Because the file history, however, “represents an
ongoing negotiation between the PTO and ty@ieant,” it may lack the clarity of the
specification and thus be less useful in claim construction proceedthgilevertheless, the
prosecution history is intrinsic evidence that is relevant to the determination dhéanventor
understood the invention and whether the inventor limited the invention during prosecution by
narrowing the scope of the claimisl.; see Microsoft Corp. v. Multi-Tech Sys., [r857 F.3d
1340, 1350 (Fed. Cir. 2004) (noting that “a patentee’s statements during prosecution, whether
relied on by the examiner or not, are relevant to claim interpretation”).

Phillips rejected any claim construction approach that sacrificed the intrinsic record i
favor of extrinsic evidence, such as dictionary definitions or expert testinidgreen banccourt

condemned the suggestion madelkeyas Digital Systems, Inc. v. Telegenix,,|808 F.3d 1193

(Fed. Cir. 2002), that a court should discern the ordinary meaning of the claim teoungt(t



dictionaries or otherwise) before resortinghe specification for certain limited purposes.

Phillips, 415 F.3d at 1319-24. AccordingRaillips, reliance on dictionary definitions at the
expense of the specification had the effect of “focus[ing] the inquiry on thaetsteaning of

words rathethan on the meaning of claim terms within the context of the patkhtat 1321.

Phillips emphasized that the patent system is based on the proposition that the claims cover only
the invented subject matteld.

Phillips does not preclude all uses of dictionaries in claim construction proceedings.
Instead, the court assigned dictionaries a role subordinate to the intrilesdt rétdoing so, the
court emphasized that claim construction issues are not resolved by any nragla.forhe
court did not impose any particular sequence of steps for a court to follow whendecsnsi
disputed claim languagdd. at 1323-25. RatheRhillips held that a court must attach the
appropriate weight to the intrinsic sources offered in support of a proposed clatnicioors,
bearing in mind the general rule that the claims measure the scope of the patent grant

Indefiniteness is a “legal conclusion that is drawn from the court’s peafwee of its
duty as the construer of patent claimg&Xxon Research &ng’'g Co. v. United State265 F.3d
1371, 1376 (Fed. Cir. 2001) (citation omitted). A finding of indefiniteness must overcome the
statutory presumption of validitySee35 U.S.C. § 282. That is, the “standard [for finding
indefiniteness] is met wheemn accused infringer shows by clear and convincing evidence that a
skilled artisan could not discern the boundaries of the claim based on the claim éanigeag
specification, and the prosecution history, as well as her knowledge of tventedet ared.
Halliburton Energy Servs., Inc. v. M:LC, 514 F.3d 1244, 1249-50 (Fed. Cir. 2008).

In determining whether that standard is met, i.e., whether the claims at ssue ar

sufficiently precise to permit a potential competitor to determine whether or not
heis infringing, we have not held that a claim is indefinite merely because it



poses a difficult issue of claim construction. We engage in claim construction
every day, and cases frequently present close questions of claim construction on
which expert witnesses, trial courts, and even the judges of this court may
disagree. Under a broad concept of indefiniteness, all but the clearest claim
construction issues could be regarded as giving rise to invalidating indefisitenes
in the claims at issue. But we leanot adopted that approach to the law of
indefiniteness. We have not insisted that claims be plain on their face in order to
avoid condemnation for indefiniteness; rather, what we have asked is that the
claims be amenable to construction, however diffitat task may be. If a claim

is insolubly ambiguous, and no narrowing construction can properly be adopted,
we have held the claim indefinite. If the meaning of the claim is discernible, even
though the task may be formidable and the conclusion may be one over which
reasonable persons will disagree, we have held the claim sufficiently clear to
avoid invalidity on indefiniteness grounds. . . . By finding claims indefinite only if
reasonable efforts at claim construction prove futile, we accord respbet t
statutory presumption of patent validity . . . and we protect the inventive
contribution of patentees, even when the drafting of their patents has been less
than ideal.

Exxon 265 F.3d at 1375 (citations and internal quotation marks omitted).

In general, pior claim construction proceedings involving the same paiargsit are
“entitled toreasoned deference under the broad principadtacé decisieand the goals
articulated by the Supreme Court\tarkman even thouglstare decisisnay not beapplicable
per s€” Maurice Mitchell Innovations, LP v. Intel CorfNo. 2:04€V-450, 2006 WL 1751779,
at *4 (E.D. Tex. June 21, 2006) (Davis, J.). The Court nonetheless conducts an independent
evaluation during claim construction proceedin§ee, e.g., Texas Instruments, Inc. v. Linear
TechsCorp, 182 F. Supp. 2d 580, 589-90 (E.D. Tex. 20@&ixns, Morris & Stewart Ltd.
P’ship v. Masonite Int'l Corp.401 F. Supp. 2d 692, 697 (E.D. Tex. 200&ggotiated Data
Solutions, Inc. v. Apple, IndNo. 2:11€V-390, 2012 WL 6494240, at *5 (E.D. Tex. Dec. 13,
2012).

[ll. CONSTRUCTION OF AGREED TERMS

The Court hereby adopts the following agreed constructions:



Term Agreed Construction

“accumulating the number of accesses t¢ “totali ng the number of accesses to content
each category”(Claim 3) labeled with a particular category”

“a count of keywords” (Claim 14) “the number of instances of a keyword in the
visitor preference data”

“time of access”(Claims 15 & 19) “how recently a visitor accessed the
information”

(Dkt. No. 171, 8/19/2013 Joint Claim Construction and Prehearing Statement, Ex. A, at 2.)

IV. CONSTRUCTION OF DISPUTED TERMS

As a preliminary matter, Defendants have argued in thsponsive claim construction
brief that various amendments made during reexamination resulted in substhatiges to
several claims, thereby giving rise to intervening righ&eeDkt. No. 229.) By presenting
intervening rights arguments during these claim construction proceeDifgsdants evidently
seekclaim construction rulings on whether substantive changes occurred or, perhags,anli
the scope of the claims as they existed prior to the reexamination amendmestshaychaw
standafter the reexamination amendments.

Plaintiff's position hasiotbeen cleaor consistent In some instances, Plaintiff has
stated that “[the FederaCircuit has held that determining whether [35 U.S.C.] Section 252
[intervening rights] may apply requires courts to first interpret the sdogpe olaims as they
exiged prereexamination as well as the scope of claims-pEestamination bynalyz[ing] the
claims of the original and the reexamined patents in light of the particularifettsiing the
prior art, the prosecution history, other claims, and any other pertinent infamhatDkt.

No. 136, Pl.’s Opp’n to Defs.” Mot. to Dismiss, at 7 (citations and internal quotation marks

omitted);seeDkt. No. 152, Pl.’s SuReply to Defs.” Mot. to Dismiss, at 2 (similgr).
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In other instance®laintiff has suggestedahbefore the Court considers Defendants’
intervening rightarguments, the Court should construe the pastamination claims.e., the
Court should construe the claims in their amended fo8eeljkt. No. 135-1, 5/28/2013 Letter
Brief, at 2; Dkt. No. 150-1, 6/10/2013 Letter Brief, at 3 (“[T]his work cannot be done without
first determining the scope of the poesexamination claims through a claim construction.”);
Dkt. No. 136, at 8 (“To determine the scope of the pestamination claims requires laim
constructior’); seeDkt. No. 248, Exs. A & B, 10/25/2013 Joint Claim Construction Charts
(Plaintiff proposing constructions for claim terms only as amendeléseexaminationsee
id., Ex. B, at 1 n.1 (Defendants explaining that Plaintiff refused to include, in a singfle Joi
Claim Construction Chart, Defendants’ proposals that certainrpes&minatn terms, phrases,
or claims aresubstantively different from corresponding pre-reexamination terms, phoase
claimg.)

Defendants previously requested leave to file a motion for summary judgment on
intervening rights (SeeDkt. No. 112.) Aftereviewing argumentsom both sidesseeDKkt.

Nos. 112, 135, 138 & 150), the Court on June 24, 2013, ruled that “the request should be and is
hereby DENIBD without prejudice to réiling after this Court issues its claim construction
order.” (Dkt. No. 155.)

Thus, the Court determined in its June 24, 20iderthat intervening rights issues will
not be addressadhtil afterthe present Memorandum Opinion and Omdgarding claim
construction has been entered. The volume ofldim constructiormrgumentsaddressed in the
present Memorandum Opinion and Order undersabeeappropriateness thfat determination
SeeAdrain v. Vigilant Video, IngNo. 2:10-CV-173, 2013 WL 1984369, at *2-*3 (E.D. Tex.

May 13, 2013)Gilstrap, J.XCourt addressed a motion for summary judgment regarding intervening

11



rights because Court had already construed the original ciaid1so partyidentified any term#

the reexamined claimsas requiringadditional construction The Court accordingly advised the

parties, shortly before the start of the November 5, 2013 hearing, that the presentrtdiocton

proceedings would only construe the claims as amended by thenieaian. The parties therefore

did not, on November 5, 2013, present oral argument on Defendants’ intervening rights arguments or

on any claim construction argumetttatpertainto only the original, preeexanmnation claims.

The present Memorandum Opinion and Order therefore construesiting of theé592

Patent in theimmended form only. Although the following analysis notes sonbetd#ndants’

argumentghat reexamination amendments caused substantive charg@isn scopethe Court

does not he construe thanamended claims @omparethe scope of the amended and

unamended claims.

A. “web content item(s)”

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

“any item that can be accessed and viewed
visitor, such as an ére web page, a
component of a web page, an insertion into
web page ographiclink”

“Any item(s) that can be accessed and view
by a visitor, such as an entire web page, a
acomponent of a web page, an insertion into

web page or a graphic linkA web content

item is ready to render in a user’s browser.”

(Dkt. No. 217, at 9.) This disputed term appears in Claims 2, 20, 22, and 24.

In Blockbusterthe parties agreed upon the construction of “web content item” that

Plaintiff here proposesSee Blockusterat 9.

(1) The Parties’ Positions

Plaintiff submits that although the parties agree upon the constructioeddach

Blockbusteythe additional limitation proposed by Defendants “is neither supported by the

specification nor clear as to its meagi (Dkt.

No. 217, at 10.)

12




Defendants respond that the specification discloses (in Defendants’ watda)web
content item must not only be something a user can view but also something that a tmawser
display.” (Dkt. No. 229, at 18.Further,Defendants cite an extrinsic technical dictionary
definition of “HTML” (quoted below), which is a format commonly used for web pages.

Plaintiff repliesthat Defendants’ proposed “ready to render” limitation “is unsupported
and unclear.” (Dkt. No. 235, &4.) Plaintiff also argues that the extrinsic evide cited by
Defendants “missefie mark” because that evidence defines “ready to render,” not “web content
item.” (Id., at 13-14.)

(2) Analysis

The specificatiordisclosesan embodiment in which wedontent items are “preferably”
defined through hypertext markup languagdTML”), which is a commoffiormat forweb
pages that can be displayeglweb browsers

In the preferred embodimernthe method is implemented on a web site server.

When the web sitss being developed, “Web Content Items” are created by the

developers of the web site. Web Content Items can be an entire web page, a

component of a web page, an insertion into a web page, a graphic link and/or any

other items that can be accessed and viewed by a user. Often times a content item
is a selfcontained story or fragment of data; for example, the individual stories

221, 223, 225 are each a Web Content Item. Web Content Items can reside at

more than one URL. The Web Content Itemspaederably defined through a

markup language, including, but not limited to, HTML.

(‘592 Patent at 5:27-39 (emphasis addedyVeb Content Itenisare disclosed as beirfgiewed
by the visitor.” (d. at 6:65.) The specificatioriurtherdiscloses using éfowser to “visually
present” information received from remote server computédsat{4:21-26.)

Defendants have also submitted an extrinsic technical dictionary definiggesing

that content that is “ready to render” (as in Defendants’ proposed constrisfiormatted, such

as in HTML, and is not in raw form such as data in a database:

13



The HTML description of a document page defines the placement of text and
images on the page and also the HYPERTEXT links that lead visitors from this
page to other pages on the web. When you go to a page on the web, what is
actually received by your computer is HTMbded text describing that page.

The main function of a WEB BROWSER s to interpret these HTML descriptions

and render them into text and graphicsaaomputer screen.

(Dkt. No. 229, Ex. JThe New Penguin Dictionary of Computi2gl (2001) (definition of
“HTML").) “Because dictionaries, and especially technical dictionaries, endéaeotlect the
accepted meanings of terms used in various fields of science and technology, thoseses
have been properly recognized as among the many tools that can assist the counbiimimigte
the meaning of particular terminology to those of skill in the art of the invent®hniltips, 415
F.3d at 1318 Nonetheless;heavy reliance on the dictionary divorced from the intrinsic
evidence risks transforming the meaning of the claim term to the artisan intoahmgnef the
term in the abstract, out of its particular context, which is the specificatidnat 1321 see id.
at 1322 (“A claim should not rise or fall based upon the preferences of a partictitaratic
editor, or the court’s independent decision, uninformed by the specification, to rely on one
dictionary rather than another.”).

On balance, @ither the specificationor the extrinsic technical dictionary definition
demands the additional limitation that Defendants have proposed, namely thatd'[ejnient
item is ready to render in a user’s browsdn addition to tending to confuse ratlilean clarify
the scope of the claimsjcha limitation is at besta feature of preferred embodimetitat
should not be imported into the claimSeeElectro Med, 34 F.3d at 1054ee alsdntervet Inc.

v. Merial Ltd, 617 F.3d 1282, 1287 (Fed. Cir. 2010). Defendants’ proposed “ready to render”

limitation is therefore hereby expressly rejected.

14



The Courtaccordingly hereby construéseb content item(s)” to meartany item that
can be accessed and viewed by a visitor, such as an entire web pagengponent of a web
page, an insertion into a web page, or a graphic link.”

B. “pre-customized web content iterfs)’ and “pre-selected web content”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
“pre-customized web content item(s)”: Staples Defendants:

“web content item(s) having a “web content items having an associatior
predetermine@ssociation that can be used to with visitor preferences and interests that is
enable theppearance of customization/ established prior to a specific visitor visiting
personalizatiorfior visitors” the web sitewhich controls what content will

be shown to the visitor”
“pre-selected web content”
Does not need to be construed/ DefendanRecreational Equipment, Inc.
independently construed. (“RED):
“predetermined web content items provided
to the visitor based on information in a
personalized data file”

(Dkt. No. 217, at 10; Dkt No. 248, Ex. B, at 19 he first of theselisputed terms appears in
Claims 11 and 12. He second appears in Clamh0 and 17.

Plaintiff proposes the constructifor “pre-customized web content itetnihat the Court
reached irBlockbuster Blockbusteiat 16. Blockbusteraddressed “prselected web content”
only as part of the “presenting cached pe¢ected web adent . . .” terms, addressed below.

(1) The Parties’ Positions

Plaintiff cites disabsure in the specification th@h Plaintiff's words)“a ‘pre-cusomized

web content itemis a web content item having a predetermined associatioarthbtes the

2 At the November 5, 2013 hearing, Plaintiff cited Bleckbusér construction of the

“presenting” step in Claims 10 and 17 and proposed that “pre-selected web content” should be
construed to mean “predstomized web content item associated with the selected category.”

® Plaintiff has used the term “Staples Defendarsefer to all Defendants other than Defendant
Recreational Equipment, Inc. (“REI”). (Dkt. No. 217, at 10 n.8.) Defendants also userthis ter
for convenience. (Dkt. No. 2283 n.4.)
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appearance of customization/personalization when presented to the web site vibitoithian
actually being personalized for that visitor when that visitor arrives atebesite” (Dkt.

No. 217, at 12.) Plaintiff argues that Defendants’ proposaggly ignore this foundational
aspect of the inventighspecificallythe“appearance of customization or personalizatiqid.,
at 12) As to the proposal by the Staples Defendants, Plaintiff responds:

[Plaintiff] agrees that for the web content iteniging shown to a visitor during a

particular visit, the association(s) that led to the web content item(s) lheinwg s

to the visitor must have been created prior to the visitor arriving at the webrsite f

that particular visit. However, the Staples Defdants’ construction appears to

require that all of the associations with any web content items that might ever, at

any time in the future, be shown to a particular visitor be “established” prior to

that visitor ever visiting the web site (in other words, no additional “associations”

could be made for web content items after a visitor visits the web site the first

time).

(Dkt. No. 217, at 13.) Plaintiff explains that all of the associations with web content items
must be estdlished’ before the visitor ever visits the website, then the web site would not be
able to develop new associations to present new pre-customized content to répeato/ibe
web site.” (d.)

The Staples Defendantsspond that as stated in the reexamination prosecution history,
as well as by Plaintiff in its opening brief, “pre” means before a particiddonvarrives at a web
site and “customized’efers to associations thadntrol what content will be shown to the visitor
based on visitor preferences/intereqBkt. No. 229,at 4) Defendants also note that “both
sides’ constructions state thaat association is established in advance, notahassociations
are so established(1d., at 4 n.6.)

Defendant REI responds th&laintiff’'s construction willconfu® the jury if Plaintiff

remains free to argue that prestomized content can be provided to a visitor based on

associations generated previously by a webmaster, but without referéhaedpecific visitor's
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data file” (ld., at 6.) At the November 5, 2013 hearing, REI argued that Plaintiff's proposal
would exclude the embodiment shown in Figure 2, which illustrates a web page that ittbudes
name of a particular visitor.

Plaintiff replies that “[t]he patent is clear that tipeetcugsomized’ conten is not actually
personalized but, instead, is seemingly personalized to prinedgppearance of customization.”
(Dkt. No. 235, at 8 (citing ‘592 Patent at 2:86; 3:1323, 6:6-9 & 6:60-7:10).Plaintiff argues
that “Defendants’ proposed constructions cover content that is actually customized for a
particular visitor’ (Dkt. No. 235, at 8 (footnote omitted)Blaintiff further argues thahe
StapledDefendants’ proposal of the phrase “having an association with visitor prederand
interests is redundant becausgher claim languageescites that limitation (Dkt. No. 235, at 9.)

At the November 5, 2013 hearing, Plaintiff further urged that the claims encomeass pr
customizing all web content in advance as well as, alternatively, customizngontent for a
particular visitor and then retrieving that content from cache for subsegsieors with similar
interests.

(2) Analysis

As a threshold matter, Defendants have persuasively argued that'§poenized web
content item(s)” and “prsekcted web content” should be given the same construct8ee (

Dkt. No 229, Ex. D, 8/12/2011 Reply to Notice of Defective Paper, at 35 (p. 18 of 20Dj Ex.
(patentee usedoth“pre-selected content” and “pi@istomized web content itemis’ referto
thesame limitation))

As to the meaning of “pre-customize@lockbustef‘agree[d] with Plaintiff’s]
contention that ‘pre-customized,” as used in the '592 Patent, requires only the appearance of

customization/personalizationBlockbusterat 14. The Cotiralso “reject[ed]the defendant’s]
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argument that ‘pre-customized’ items must have been previously assembled lier aisator.”
Id. The Court hereby adopts these findings fBlockbusteras set forth herein.

The Summary of the Inventiafiscusseslelivering a “personalized” page in which some
or all of the page is “recycled” from what has been presented to other visitors:

For example, a visitor may demonstrate interest in football and, in particular, his
favorite football team.The present invention learns this by observing the
behavior of the visitor, i.e., which sports articles he reads and if such arnteles a
focused even further. If a tendency is observed, the learned knowledge is then
used to deliver more information about that team to iev. Such preferred
articles can be recycled by having the invention deliver the same infornmtion t
other visitors who have the same favorite team.

* % %

The present invention then delivers personalized pages to the visitor by examining
such visitor’s profile. Another directive, called a personalization direatiag,

be placed into web pages that are to be customized by the invention. These
directives cause a personalization function to be applied to the visitor’s profile
data. The result of the personalization function defines an attribute to be used for
locating personalized page fragments, called ‘page components’, that the
invention then assembles into a customized page for the visitor. In this manner,
each visitor may receive a page containing three different classes of data:
common data received by all visitors, personalized data received by a similar
group of visitors, and individual data received only by this one visitor. The
present inventioassemblesliaof this data and delivers a ‘personalizedgeto

the visitor.

* % %

For example, a home page for a large web site might include a personalization
directive describing the inclusion ah article related to a visit@rfavorite NFL

team. The personalization directive function examines the visitor profile,
determines the favorite team, and includes the appropriate page with information
about that teamin this way, each visitor to the web site might receive a different
introductory web page, customized for their preferenéa®n tough every

visitor receives a page that appears to be customized for them, since, timefact,
are only 30 or so NFL teams; the caching mechanism of the invention ensures that
the dynamic page generation only occurs at most 30 or so tlfrese million

visitors come to the site, most of the visitors simply receive a web page that was
already dynamically generated for a previous visitaressence, thievention

allows “personalizedpages to be constructed by choosing from a set of
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previously compuwad pages, rather than by dynamically computing each page for
every visitor.

(‘592 Patent at 2:22-22:4560 & 3:6-23.) The specificatiorsimilarly discloses:

[In the example of Fig. 2,] [t]he next line 244 shows an example of the results of a
personalization directive. The information on the page has been customized to
reflect the fact that this visitor, preferably based on prior visits, has deatedst
interest in the Round Rock Rockerfgotball team; therefore, a custom hyperlink
244 has been added to the page to provide the visitor with a quick way of
obtaining more information about their favorite team.

* % %

In the preferred embodiment the developer can then assign at least one category
and/or a keyword to each of the Web Content #effhese categories and key

words are used to determine visitor interest when they access Web Content Items
on a Web Site.

In such a preferred embodiment, the developer thereby defines all the estegori
that can be used within the system. The categonight be broad definitions

and/or include keywords. The developer can then devise a set of Web Content
Items that can ‘personalize’ the Web Site for the visitor the next time the visitor
accesses the web site. This personalization can be done acdcoritiag
accumulated data in the visitor’s file, gathered implicitly by observing which Web
Content Items, and therefore which categories have been of interest to thre visit
in the past.The ‘personalization’ will not be a one-time dynamically generated
customized web page, which would be too resource intensive and therefore slow,
but will be based on predetermined Web Content Items that are developed and
then cached into memory.

(Id. at 5:40-59 (emphasis added).)

When a visitor accesses a web site bzt an existing file for that visitor, the
program determines from the file and the tallied categories, whictustemized
content, i.e., the personalized page components, to provide to the visitor.

* % %

The present invention gives the visitor the impression of a customized page visitor
[sic] when in actuality it presents pre-customized pages and/or page components
that have been cached.
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(Id. at6:6-17 see idat6:60-7:10(similar); see alsad. at 6:37-42“Assuming that visitor A in
prior visitshas frequented a number of Web Content Items with a keyword of ‘football’, then
when visitor A returns to the web site a page with personalized page componeappeait
where the page components (e.g., 221, 223, 225) are Web Content Items comptisailg foo
related stories.?)id. at5:49-55(similar).)

During reexamination, Plaintiff stated th4t]he web content items are pre-customized
because the web site establishesdvance of a visitor visiting the web sassociations that control
what cantent will be shown to the visitdrased on visitor preferences/interestéDkt. No. 229,

Ex. C, 6/16/2011 Reply to Office Actioat 15(emphasis added)Plaintiff has expressea similar
understanding in its opening claim construction brief in tlevabaptioned caséThis
predeterminea@ssociation between the interest/preference data and the web content liteimgs)
shown to the visitor during that particular visidasdeveloped before the visitor arrivatithe web
site (thus tk ‘pre’ in ‘precustomized’).” (Dkt. No. 217, at 1emphasis added)

As found inBlockbuster however, the disputed term encompasses the mere “appearance”
of customization.Blockbusterat 14. This comports with the above-quoted passages from the
specification and thprosecution history because “asgtions” are distinct from visitgarofiles.
(Dkt. No. 229, Ex. C, 6/16/2011 Reply to Office Action, at 15 (quoted aboResspciations are
used in conjunction with visitor’s profile to create aappearancef customzation forthat
particularvisitor even though the same content may be served to many visfi@s, g.9.592
Patent at 3:@23 (quoted above).)

Also, although the Court adopts Plaintiff’'s proposal of the phrase “predetermitieel’ ra

than Defendantgroposal of “established prior to a specific visitor visiting the web site,” the

Court is relying upon Plaintiff's explanation in its briefing thitr‘the web content item(s)
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being shown to a visitor during a particular visit, the association(s) that lee ¥eeb content
item(s) being shown to the visitor must have been created prior to the visitargatvthe web
site for that particular visit. (Dkt. No. 217, at 13.)

Finally, dthough Defendants criticize Plaintiff's proposal for failing to refer to visito
data, that limitation is recited by other claim language and need dopbeated inthe
construction ofpre-customized web content item(s).”

The Courtherefore hereby construgse -customized web content item(s)and“pre -
selected web antent” to meart'web content item(s) having a predetermined association
that can be used to enable the appearance of customization/personalizatfon visitors.”

C. “pre-customized display”

Plaintiff's Proposed Construction Defendants’ Proposed Constructin

“web content item(s) having a predetermine( Staples Defendants:

association thatan be used to enable the “display(s) having an association with
appearance of customization/personalization visitor preferences anihterests that is

for visitors, which is displayed to a visitor” | establishegbrior to a specific visitor visiting
the web sitewhich controls what conte will
be shown to the visitor”

Defendant REI:

“predetermined display provided ttoe
visitor based on information in a persoaatil
data file”

(Dkt. No. 217, at 14-15.his disputed term appears in Claims 1, 4, 7, 9, 16, 20, and 25.
Plaintiff proposes the construction that the Court reachBtbrkbuster Blockbuster

at20. The parties’ argumentsr this disputed terraresubstantialljthe same atheir arguments

for “pre-customized web content it€g),” discussed above. (Dkt. No. 217, at $&eDkt. No.

229,at 37.) The Courtikewisereaches the same conclusions.
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The Court therefore hereby constrtese -customizeddisplay” to meartf'web content

item(s) having a predetermined association that can be used to enable the appeae of

customization/personalization for visitors, which is displayed to a visitd’

D. “based on said visitor preferences, to provide the sanpee-customized files from a web
site server computer cache to a plurality of visitors”

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

“f or each plurality of visitors, identifying at
least one preustomized web content item
based onhte visitor's preferences and
displaying the pre-customized web content
item to the visitor from a file in cache so that
the at least one praistomized web content
item has the appearance of customization/
personalization to the visito}”

“based on said visitor preferences, to display
the actual cached prstomized files from a
web site server computer cache to a plurality
visitors, and without having to resort to sour
data”

This term is substantively different than the
corresponding term that exest in the claim

prior to reexamination, “based on said visitor

prefereces, to provide pre-customiziles to

of
ce

visitor.”

(Dkt. No. 248 Ex. B, at 2Q) This disputed term appears in Claim 11.

Blockbusterconstrued the term “based on said visitor preferences, to provide pre-

customized files to visitor” to mean “identifying at least oneqarstomized web content item

based on the visitor’s preferences and displaying theys®mized web content item to the

visitor from a file in cache so that the atdeane pre-customized web content item has the

appearance of customization/personalization to the visi®liotkbustemlat 2324.

* Plaintiff proposed in its opening brief: “for easha plurality of visitors, identifying at least
one pre-customized web content item based on the visitor preferences and disp&apneg
customized web content item to the visitor from a file in cache so that the at least-one pr
customized web content item has tippearance of customization/personalization to the visitor.”

(Dkt. No. 217, at 15 (emphasis added).)
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(1) The Parties’ Positions

Plaintiff argues that Defendants’ proposafiSactual cached” antivithout having to
resort b source dataareredundant and confusing in light of thgreedupon requirement of a
cache which appears in both sides’ proposed constructions. (Dkt. No. 217, &lain)iff also
argues that the constituent terprécustomized filescan be givermeaning and is supported by
the specification. I¢., at 16.)

Defendants respond that “fz]sistent with th[e] addition of ‘the same’ and ‘said same’
[by amendment during reexamination,] Defendants’ constructions requireythgplilae actual
content diplayed to different visitors, while Plaintiff attempts to amend the claims back to their
original versionswith constructions that delete ‘the same’ and ‘said sdraei the claims.
(Dkt. No. 229, at 12.) Defendants urge that their “inclusion of ‘withawing to resort to
source datain their constructions is necessary to ensure that the pre-customized content is not
regenerated for each user dynamically, but rather is served up to subsequemmsiis ¢ache
just as it was presented to a firseus (Id., at 13.) Defendanfsirtherargue that Plaintiff's
proposed construction is confusing because “there is absolutely nothinghe[] claim(]
regardingat least onepre-customized web content itein(ld., at 14.)

Defendantslso respond that the reexamination amendments substantively changed the
scope of the claims by requiring providing information either to a second vistimaqulurality
of visitors. (d., at 14.) Defendants subntiiat in Blockbusterthe Court agreedith Plaintiff
that the original claims at issue did not require multiple visitors or displaying thecsauteat to
a first visitor and then a second visitord.(at 14-15 (citingd., Ex. O, 12/15/2016ir'g Tr. at
26:8-13;citing Dkt. No. 217, Ex. E, 10/22/2018BJMarkmanBr., at 7, citing Blockbusteat 15

(“In claims 11, 12, and 16 . there is no mention of multiple visitots. Defendants further
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arguethat during reexamination, Plaintiff distinguishadbr art references that “did not provide
the sameached preustomized welsontent items to multiple web site visitordDkt. No. 229,
at 1516 (quotingd., Ex. G, 9/15/2012Reply b Final Office Action, aB).) Plaintiff explained
that dter amendment, “[e]ach of these claims includes the feature that the same cached pre
customized content is provided to multiple users based on reviewing the visitor daga for
visitors.” (Dkt. No. 229, at 16 (quotind., Ex. G, 9/15/2012Reply b Final Office Action,
at25).)

Plaintiff replies that it has consistently taken the position that the independent claims
require[] showing the same pi@istomized content to multiple visitorg(Dkt. No. 235, at 3.)
As toBlockbuster Plaintiff replies:

The Court understood thahgBlockbustedefendant’'sproposed construction

requiring the pre-customized content to be previously assembled for another

visitor would[have]introduce[d] a specific kind of additional visitor to those

claims that is not required by either the specification or the claim language itself,

namely, a previous visitor (to the one recited in the claims) for whom pre-

customized content was previously assembled prior to the visitor actualbdreci

in the claimarriving at the web siteAnd, this remains true poReexaminatior-

no such previous visitor for whom the content was previously assembled is

required under independent Claims 10, 11, 16 and 17.
(Dkt. No. 235,at 34 (citing Dkt. No. 217, Ex. E, 10/22/201%BJMarkmanBr., at 20)(emphass
omitted);seeDkt. No. 229, Ex. O, 12/15/2010rig Tr. at11:4-14 (Plaintiff statedthat another
visitor clicking on a link athe same time may receive the same copjeRlaintiff further
argueghat “[i]f, on the other hand, the same web content is only shown to a single visitor, then it
would not‘appear’customized to that visitor, but would betually customized for that visitor
(i.e., it was personalized for, and personal to, just that one visitor).” (Dkt. No. 235, at 4-5.)

Plaintiff concludes that “pre-customizeddntent can be assemblied the ‘visitor’ recited in

Claims 10, 11, 16 and 17 for the first time and shown to that visitor (without being previously
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assembled for another visitor); but, in order to be ‘pre-customiaed, therefore, have the
appearanceof customization), thagamepre-customized content must be shown to more than
one visitor! (Id., at5.)

(2) Analysis

The specification disclosékat information about an interest of a visitor can be used to
select precustomized content that is appropriate for visitors it interest

If a visitor file exists for the current visitdhe program accesses such visitor file

to determine the visitor’s interesas determined by the keywords associated with

prior Web Content Items served, and, in one embodiment, there naay be

weighing factor or other algorithmic determination for the additional Web

Content Items viewed by the visitor during the most recent uskgeprogram

then selects a preustomized page or pre-customized page components which

should reflect this intest. These selections can be assembled by a component

assembler 340, and may be further subject to personal modification by a
monogrammer 330 to make changes such as inserting the visitor's name onto the

page.
(Id. at6:60-7:11(emphasis added)

During reexamination, Plaintiffistinguished prior art that “would not provide the second
user withthe same . . information content from cache that was provided to a previous user.”
(Dkt. No. 229, Ex. G, 9/15/2012 Reply to Final Office Action, at ZBh)s statement should be
given effect in the Court’s constructio®eeTyphoon Touch Techs., Inc. v. Dell, Ir@59 F.3d
1376, 1381 (Fed. Cir. 2011) (“The patentee is bound by representations made and actions that
were takenn order to obtain the patent.”).

Plaintiff's proposed constructiomiy contrastfails to explain that theamefiles are
provided tomultiple visitors. Also, Plaintiff's proposal to refer to thappearance of

customization/personalizatibis redundant withPlaintiff's proposal for pre-customized web
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content item(s) Likewise Defendants’ proposal of “without having to resort to source dsata”
redundant with both sides’ proposal of usangache

The Courtherefore hereby construédsased on said visitor preferences, to provide
the same precustomized files from a web site server computer cache to a plurality of
visitors” to meart' using the preferences of multiple visitors to display same pre
customized web content item tehosemultiple visitors from a file in a web site server
computer cache”
E. “presenting the same cached preelected web content associated with the determined
selected category to each of the plurality of visitorsand “presenting the same cached pre

selected web content associated with the selected catggo a plurality of visitors from
cache”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“f or each ofthe / a]plurality of visitors, “displaying the actual cached pselected web
identifying at least one preustomized web | content assoated with the determined selectgd
content itemassociated with the selected category to each of the plurality of visitors, and

category, andisplaying the at least one pre | without having to resort to source data’
customized welgontentitem from cache,

where the at least oqpee-customized web This term is substantively different than the
content item has theppearance of corresponding term that existed in the claim
customization/personalization tioe visitor” prior to reexamination, “presenting cached pre-

selected web content to the visitor.”

(Dkt. No. 217, at 17-18; Dkt. No. 248, Ex. A, at 15.) The first of these disputed terms appears in
Claim 10. The second appears in Claim 17.

Blockbusterconstrued firesenting cached pselected web coent to the visitor,
wherein such preelected web content is associated with the selected category” to mean
“identifying at least one preustomized web content item associated with the selected category,

and displaying the at least one pre-customizedagekent item from cache, where the at least
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one pre-customized web content item has the appearance of customization/patsontdizhe
visitor.” Blockbustemat 2425.

Plaintiff argues that Defendahigoposed construction should be rejected forstimae
reasons as discussed regarding the “pre-customized” terms, dbefenidants likewise present
the same arguments for theésars as for the based on said visitor preferences, to providé . .
term, discussed aboveS¢eDkt. No. 229, at 12-16.) The Court thus similarly finds that
Defendants’ proposals of “actual” and “without having to resort to source datecanedant
with the present disputed termgcital of “cached” web content. “Caché&th turn,has been
presented as a distinct disputed term and is addressed separately in thisfdemd@ginion
and Order.

Defendants’ proposed construction is therefore hereby expressledejédd further
construction of the present disputed terstsecessary SeeU.S. Surgical Corp. v. Ethicon, Inc.
103 F.3d 1554, 1568 (Fed. Cir. 1997 laim construction is a matter of resolution of disputed
meanings and technical scope, to clarify and when necessary to explain whagrkeepat
covered by the claims, for use in the determination of infringenieigt.not an obligatory
exercise in redundancy;’see alsd2 Micro Int’l Ltd. v. Beyond Innovation Tech. €621 F.3d
1351, 1362 (Fed. Cir. 2008)[D]istrict courts are not (and should not be) required to construe
everylimitation present in a patéstasserted claims.”Finjan, Inc. v. Secure Computing Carp.
626 F.3d 1197, 1207 (Fed. Cir. 2010) (“Unl®? Micro, where the court failed to resolve the
parties’ quarrel, the district court rejected Defendants’ construction.”).

The Courtaccordinglyhereby construe§presenting the same cached prselected web

content associated with the determined selected category to each of the plusabf visitors”
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and“presenting the same cached praselected web content associated with the selected
category to aplurality of visitors from cache” to have theiplain meaning.

F. “caching” and “cached”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“storing information in a manner to provifte | “storing web content such that future deliver
faster access in the future” of the web content can be achieved without
dynamically generating that portion of the web
page that contains the web content”

The phrasécaching appearing in at least
claims 10 and 17 is substantively different than
anycorreponding phrase that existed in the
claimsprior to reexamination.

(Dkt. No. 217, at 18-19.These disputed terms appear in Claims 1, 10, 16, and 17.
Plaintiff proposes the construction that the Court reachBtbrkbuster Blockbuster
at29.

(1) The Parties’ Positions

Plaintiff argues that whereas the specification defines “caching” in terspeefl of
access, Defendants’ proposed constructiofeslmot differentiate a ‘cacheérom any other
manner of storing data.” (Dkt. No. 217, at 19.)

Defendants responldy citing passagefom the specification, theriginal prosecution,
andthereexamination in which the patentee stated that cached content is not dynamically
regenerated. (Dkt. No. 229, aB?- As to Plaintiff’'s argument th#tte specification describes
caching in terms of speed, Defendants respond that the inanessi®ss speead a result of
avoiding the need for dynamic regeneratias noted in the specificationld.( at 9.) Defendants
also argue thalockbustelis unpersuasiveecauseafter BlockbusterPlaintiff “further refined

the definition of ‘caching’ and ‘cached’ during the subsequent reexamiriafih, at 10.)
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Finally, Defendantsubmitthat Plaintiff's proposed construction is overbroad becaise “
definition would cover storing information in a chest at the bottom of the ocean bduaiLisa t
‘manner’ of storage that provides ‘faster accéisah burying information under the ocean
floor.” (I1d.)

Plaintiff replies that although the ability to retrieve an ifeom cache without recreating
the item is “axiomatic,” “that requiremealone does not differentiate a ‘caclfi@m any other
type of storagé. (Dkt. No. 235, at 10.)Plaintiff also submits thatDefendant’s proposed
construction of ‘cache’ does not rece the ‘web contenthot be dynamically generated; rathe
Defendants propose that the ‘portion of the welephgt contains the web conte(whatever
that is) be delivered without being dynamically generatéul., at 12 (footnote omitted).)
Finally, Plaintiff argues that Defendants’ proposal without dynamically generating that
portion of the web page that contains the web content” lacks support because neither the
specification nor the prosecution history refers to a “portion” of a web page in staimam
(Id., at 11.)

(2) Analysis

The Summary of the Inventi@lemonstratethat using a “cache” is different from
dynamically generating something each time it is needed

The present invention stores personalized page components in a cache.

Subsequent delivery of the same page components is satisfietlibying the

information from the cache, rather than by dynamically generating it each time

The present invention can therefore take advantage of a common situation where

large groups ofisitors share similar interests and should receive the same data.

Since previously generatgersonalized page components need not be re-

generated for every visitpcomputational overhead is reduced tremendously by

supplying such prgenerated page comipents.

(‘592 Patent at 2:62-3:5 (emphasis added)
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The specificatiorsimilarly contrasts dynamic replication with the use of a cache, noting
that faster access is a benefit:

The benefits of the present invention are immediately evidem. present

invention gives the visitor the impression of a customized page visitbnjhen

in actuality it presents preustomized pages and/or page components that have

beencached The system thereby conserves computing resources and retains a

higher access speexth a serveas opposed to those systems that dynamically

generate customized pages for each visitor
(Id. at6:13-20 (emphasis addedgeid. at5:55-60 (“The ‘personalization will not be a oriene
dynamically generated customized web page, which would be too resource intadsive a
therefore slow, but will be based on predetermined Web Content Items that are dkaabtbpe
thencachedinto memory.”) (emphasis added).)

During original prosecution, the patenssmilarly stated*The precustomized disjlys
are generated and cachmdthe server side. . Compare this to the conventional technology,
where the display may be regenerated each time the information is requéBtetd No. 229,

Ex. E,1/12/2001 Replyo Office Action,at 4 (emphasis added3ge also id.Ex. F, 5/3/2001

Reply to Final Office Actionat 2 (“The caching helps to reduce the number of times a server
needs to regenerate a fmastomized display. Therefore, embodiments of the present invention
help to conserve the limited resoas of the server computer)”)

During reexaminationyhich occurred after thBlockbusterclaim constructiomuling,
Plaintiff stated:

The web site can provide the pre-customized display to the second witlitout

regeneratinghe pre-customized displbecause the preustomized display is in

cache

The second visitoguickly receives information that appears customized/

personalized to the second visitor (because of the pre-customized display
provided to the second visitor based onsid][the vistor’s profile) when, in fact,
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the same preustomized display is used to provide seemingly customized/
personalized information for multiple visitors (e.g., the first visitor).

(Dkt. No. 229Ex. C, 6/16/2011 Reply to Office Actioat 28(emphasis addggsee also id.

Ex. G, 9/15/2012 Reply to Final Office Action, at 14T{fe same preustomized content
provided to a first visitor can be provided to a second vigibon cachebased on analyzing the
second visitor’s filavithout regeneratinghe preeusomized content for the second visitpr
(emphasis added)

Finally, & to extrinsic evidence, Defendants have cited technical literature that"$tates:
is often possible toachefrequently accessed dynamic pages so thatdbait have to be
regeneratedy a server program every time they are request@okt. No. 229, Ex. H, lyengar,
MacNair & NguyenAn Analysis of Web Server Performand®6 (1997)emphasis addef3ee
also id, Ex. I, lyengar & Challengetmproving Web Server Performance by Caching Dynamic
Data JTDEF0000930 (199 ) subsequent requests for the same dynamic page can access the
page from the cache instead of repeatedly invoking a program to generate thageaiye p

On balance, this great weight of evidence, includigabovequoted explanatiohy the
patentee during the reexamination proceedings that occurre@lait&buster demonstrates that
an essential feature of “cached” web content is that it need not be dynamicalbtegnEnis
evidence should be given effect in the Court’s constructiGeglyphoon Touch659 F.3dhat
1381 (“The patentee is bound by representations made and actions that were takertan order
obtain the patent.”see alsdRetractable Tedah, Inc. v. Becton, Dickinson & C&53 F.3d 1296,
1305 (Fed. Cir. 2011) It reviewing the intrinsic record to construe the claims, we strive to
capture the scope of the actual invention, rather than strictly limit the scolpés to

disclosed embodiments or allow the claim language to become divorced/franthe
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specification conveys is the inventityn.Nystrom v. TREX Co., In&424 F.3d 1136, 1144-45
(Fed. Cir. 2005) (construing term “board” to mean “wood cut from a log” in light of the
patentee’s consistent usage of the term; noting that patesites €ntited to a claim
construction divorced from the context of the written description and prosecution’hjséary
Piledriving Equip., Inc. v. Geoquip, In6G37 F.3d 1324, 1333 (Fed. Cir. 2011) (‘hé]
consistent reference thrgliout the specification to theccentric weight portidmas structure
extending from the face of the gear makes it apparent that it relates to theomasra whole,
not just the preferred embodiméeint

The Courtaccordingly hereby construgsaching” to meart'storing web content such
that it can be delivered in the futurewithout dynamic generaion.”

The Courtsimilarly herebyconstruescached” to meart‘ stored such thatweb content

can be delivered in the futurewithout dynamic generation.”
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G. “displaying said same ateast one precustomized display to the second visitor [over the
Internet], wherein said same at least one preustomized display is not regenerated before
displaying” and “displaying said same precustomized display from cache onto a web page
accessed bgaid second visitor without regenerating said same cached pecaeistomized
display for said second visitor”

Plaintiff's Proposal

Defendants’ Proposed Construction

“showing the at leas
one preeustomized
display to the secon
visitor (over the
Internet)wherein the
previously generatec
pre-customized
display is loaded
from a cache andot
dynamically
recreated before
showing”

Claims 1 and 25:

“displaying the actual cached at least onequstomized display to
Hthe second visitor that was displayed to & firsitor, wherein the actual
cached preustomized display is not regenerated before displaying,
without having to resort to source data”

As to Claim 1: This term is substantively different than the
corresponding term that existed in the claim pmorgexamination,
“displaying the at least one peeistomized display to the second visito
wherein the at least one prastomized display is not regenerated beft
displaying.”

)

Claim 16:

“displaying the actual cached pcastomized display onto a web
page accessed by a second visitor without regenerating the actual ¢
pre-customized display for said second visitor”

This term is substantively different than the corresponding term t
existed in the claim prior to reexamination, “displaying the pre

customized display onto a web page accessed by the visitor.”

and

I
bre

ached

hat

(Dkt. No. 217, at 20; Dkt. No. 248, Ex. B, at 9-10he firstof these disputed terms appears in

Claims 1 and 25. The second appears in Claim 16.

In Blockbusteythe parties agreed to congtridisplaying the at least one precustomized

display to the second visitor, wherein the at least one precustomized displayegemetr add

before displaying” to

mean “showing the at least one ‘precustomized displag twetcond

visitor’ wherein the previously generated ‘precustomized display’ is loadedd cache and not

dynamically recreated before showingsee Blockbusteat 9.

Plaintiff argues that Defendants’ proposed construcsbnsild be rejected for the same

reasons discussed abastothe “cachingterms (Dkt. No. 217, at 21.Defendants likewise
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present the same arguments for this term as forbhgetl on said visitor preferences, to provide
... termdiscussed above SéeDkt. No. 229, at 12-16.Plaintiff replies that Deferahts’
proposal of “without having to resort to source dagdtedundant and therefore unnecessary
and also lacks support in any of the evidence. (Dkt. No. 258, at 13.)

The Court reaches the same conclusions here #sefécaching’ “cached,” and “based
on said visitor preferences, to provide”.terms discussed above. Finally, although the parties
in Blockbusteragreed to interpreéhe constituent term “displaying® mean “showing,”
Defendants in the aboweaptioned case have present@idplaying” as a distinctlisputed term.
“Displaying” is thereforeaddressed separatefythis Memorandum Opinion and Ordather
than within the constructions of thdiSplaying said same .” termshere

The Courtaccordingly hereby construdse disputed terms as set forth in the following

chart:

Term Construction
“displaying said same at least one pre- “displaying the at least one precustomized
customized display to the second visitor, display to the second visitorwherein the
wherein said same at least one pre previously generated precustomized display
customized display is not regenerated beforeis loaded from a cachenstead of being
displaying” (Claim 1) dynamically regenerated
“displaying said same preeustomized “displaying the pre-customized display to

display from cache onto a web pge accessedthe second visitor wherein the previously
by said second visitor without regenerating | generated precustomized display is loaded
said same cached preustomized display for| from a cacheinstead of beingdynamically
said second visitor’(Claim 16) regenerated

“displaying said same at least one pre- “displaying the at least one precustomized
customized display to the second visitor ovefr display to the second visitor over the

the Internet, wherein said same at least one| Internet, wherein the previously generated
pre-customized display is not regenerated | pre-customized display is loaded from a
before displaying” (Claim 25) cacheinstead of beingdynamically
regenerated
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H.

“analyzing a personalized data file of a second visitor and associating the secasitor

with [the / a] same at least one preustomized display” and “analyzinga persoralized data
file of the second visitor and, based on visitor preferences of said secorisitor, associating
said second visitor with a same precustomized display displayed to a previous visitor”

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Claims 1

“i dentifying the at least one poeistomized
display based on a review of information in t
personalized data file of the second visitor”

Claim 16:

“identifying at least one preustomized
display based on a review of information in &
personalized data file of the second visitor,
wherein the at least one pcastomized display
was displayed to a previous visitor”

Claim 25:

“identifying the at least one pi@istomized
display based on a review of information in t
data file of the second visitor”

“identifying the actual at least one pre

customized display displayed to a previous
heisitor based on a review of information in a
personalized data file of the second visitor”

As to Claim 1
This term is substantively different than t
1 corresponding term that existedtire claim
prior to reexamination, “analyzing the data fi
of a second visitor anaissociating theecond
visitor with the at least one pristomized
display.”

As to Claim 16:

he This term is substantively different than t
corresponding term that existed in the claim
prior to reexamination, “analyzing the data fi
of the visitor and associating the user with a

pre-customized display.”

le

le

(Dkt. No. 171, Ex. B, at 5-6; Dkt. No. 248, Ex, &7-8.) The firstof these disputed terms

appeas in Claims 1 and 25. Theecondappears in Claim 16.

Blockbusterconstrued “analyzing the datagfibf a second visitor and associating the

second visitor with the at least one prestomized display” to mean “identifying the at least one

pre-customized display based on a review of information in the data file of the sectord’vis

Blockbustemlt 36
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(1) The Parties’ Positions

Plaintiff argues thatClaims 1 and 25 simply do not include the language ‘displayed to a
previous visitor'in this claim term; and, therefore, Defendants’ addition of that language into
Claims 1 and 25 is improper.” (Dkt. No. 217, at 22.)

Defendants respond that their proposed constructasisidwledge the claims’ uses of
the word ‘sameand properly reflect thexplicit requirement that the ‘displaytiat are
associated with a second visitor are the actual display®psdy displayed to a first visitdr
(Dkt. No. 229, at 17.Defendants argue thalPlaintiff's construction on the other hand seeks to
recapture what it surrendered during reexamination, namely associating asssowith pre
customized content that is not the same as that displayed to a previous visitor, or tiach is
same only coincidentally.”ld.) Defendantdurthernote that whereas Plaintiff's proposals refer
to “the” data file of the second visitor, the claims recite “a” data file of tbengkvisitor. [d.)
Finally, Defendants argue that the reexamination amendments changed thed Hve@taons
by adding a “second sitor” to Claim 16 and by recitinta” data file of the second visitor rather
than “the” data file. I1¢.)

(2) Analyss

Claim 1 is representative and recites (emphasis adejgcduced in amended form
without indicating the amendmeints

1. A method of customizing a web site, said method comprising:

labeling content of the web site;

when at least one visitoce@esse the content of theeb site, registering
the labeled accessed content in a personalized data file;

storing the data file for the at least one visitor;

generating at least one piristomized display for a first visitor

caching the at least opee-customized displaysic] on aserver

computer;
displaying the at least one poeistomized display to the first visitor
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analyzing a personalized data fita second visitor and associating the
second visitor withthe samet least one preustomizedlisplay whereinsaid
analyzingthe personalized data file of the second visgqrerformed aftesaid
generatingand

displayingsaid same at least one fmastomized display to the second
visitor, whereinsaid same at least one fmestomized disphais not regenerated
before displayingaid same at least one ymestomized display to the second
visitor.

The claim language thus demonstrdtegthe disputed term refetoadisplaythat has
beendisplayed to a previous visitor. Claims 16 anda@bsimilar. The specification a&so
consistent with such an interpretation:

If one million visitors come to the site, most of the visitors simply receive a web

page that was already dynamically generated for a previous visitorseinces

the invention allows “personalized” pages to be constructedhbdgsing from a

set of previously computed pagesther than by dynamically computing each

page for every visitor.

(Id. at 3:18-23 (emphasis addesge id.at 2:5758 (“personalized data received bgimilar
group of visitors”).)

The Court therefore hereby constrti@salyzing a personalized data file of a second
visitor and associating the second visitor with [the / a] same at least one prestomized
display” and“analyzing a personalized data file of the second visitor and, based on visitor
preferences of said second visitor, associating said second visitor witeane pre
customized display displayed to a previous visitorto mearn‘based on a review of

information in a personalized data file of asecond visitor,identifying a pre-customized

display displayed to a previous visitor.”
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I. “registering the labeled accessed content”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“accumulating creating,] and/or updating a | “registering the representative categories
personaked data file with information belonging to the web page”

reflecting that a visitor haaccesse or viewed
the labeled content”

(Dkt. No. 217, at 22-23; Dkt. No. 171, Ex. B, at 10.) This disputed term appé2aliams 1
and16.

Blockbusterconstruedaccumulating information regarding labeled content” to mean
“gathering and/or updating information regarding labeled content in which the visstor ha
indicated an interest.Blockbusterat 39.

(1) The PartiesPositions

Plaintiff argues thatldy adling the requirement that only ‘representative categooies’
information get registered, Defendants propose a construction that both: 1) readsrautipthe
embodiments described .and 2) limits the claim tone particular embodiment.” (Dkt.

No. 217, at 23citing ‘592 Patent at 2:181, 2:22-24, 2:34-42, 3:41-43, 5:61-€/6:1-2 (quoted
below)).)

Defendants respond thlockbusterdid not construe the “registering” term here
disputed. (Dkt. No. 229, at 33.) Defendants argue thatregistering phrase refers to part of a
larger accumulation process.ld( at 34.)

(2) Analysis

The specification discloses:

The accumulation process functions when a visitor accesses a URL and the

associated Web Conteitéms. At that point the program registers the

representative categories belonging to the web pddhkis is a new visitor, a
new “visitor file” for that visitor is created; otherwise, a previous visitor file is
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accessedIn either case, the statiss$ion the accessed categories is updated in the
visitor’s file.

(‘592 Patent at 5:61-68ee also idat5:51-55 (“This personalization can be done according to
the accumulated data in the visitfile, gathered implicitly by observing which Web Conten
Items, and therefore which categories[,] have been of interest to the vigitierpast); id.

at 2:15-24 {For example, a visitor may demonstrate interest in football and, in particular, his
favorite football team. The present invention learns this by observing the behahiewitor,
i.e.,which sports articles he reads..”); id. at2:34-42 (“the invention can accumulatgisitor
profile unobtrusively)jd. at 3:41-43 (“visitor profile data . based on actual content viewed by
the vistor); id. at6:1-2 (visitor interest “basechaccessed Web Content ltems”).

The specification thus demonstrates that “registering” is part of an atation process
and requiresreating omupdating a visitor profile with information about accessed content.
Plaintiff's proposal to include “accumulating” is therefore rejected asusorg and potentially
circular. Defendants’ proposed construction, howeuraiudes the constituent term
“registering” and thus fails to fully resolve the parties’ dispuEaally, Defendants’ proposal of
“representative categories” is too narrow as it excludes, for example, ksywBee'592 Patent
at 2:34-37, 5:40-43 & 6:60-65eeVitronics Corp. v. Conceptronic In®®0 F.3d 1576, 1582-83
(Fed. Cir. 1996)f(nding that aconstruction wherein the “preferred (and indeed only)
embodiment . . . would not fall within the scope of the patent clains rarely, if ever, correct
and would require highly persuasive evidentiary suppprt

The Court therefore hereby constrtesgistering the labeled accessed contentb
mean’ creating or updating a personalized data file with information reflecting that a

visitor has accessed the labeled content.”
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J. “personalized data file,” “data file for each of a plurality of visitors,” “visitor['s ] data

file[s],” “visitor files,

data file for at least one visitor,

data files for visi tors,” and

“visitor data file for a visitor”

Plaintiff's Proposal

Defendants’ Proposed Construction

“a collection of
information about or
corresponhg to a
visitor, including visitor
interest/preference
information (such as the
visitor's behavior or
demographic
information), which can
be provided by or
observed about the
visitor”

Staples Defendants:

“a complete named collection of informatiganerated by a
program on the web site server and stored on the web site serve
singleunit about or corresponding teimgle visitor,including
interest/preference information (suak the visitor’'s behavior or
demographic information), which can beyided y or observed
about the visitor”

Defendant REI:

“a file on the web site server generated Ipr@gram on the serve
that contains a collectioof information about or corresponding to
single visitor, including interest/preferenoéormation (such as the
visitor's behavior or demographic information), which can be

ras a

b=

provided by or observed about the visitor”

(Dkt. No. 217, at 24.) These disputed terms appear in Claims 1, 3, 4, 10, 11, 16, 17, 20, 21,

and25. The parties have agreed thhtad these disputed terms should be given the same

construction. I¢.)

Plaintiff proposes the construction that the Court reachBtbrkbuster Blockbuster

at 30.

(1) The Parties’ Positions

Plaintiff submitsthatBlockbusterrejected arguments silar to those presentdtereby

Defendants as to how the visitor file is created and where it is stored. (Dkt. Not 237, a

Plaintiff argues thatDefendants have either created these additional requirements out of whole

cloth without any support fro the specification (‘complete’ and ‘named’), or selectively

imported them from specific embodiments described in thafggadion (‘generated by a
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program . ..’ ‘stored on the web site server’ and ‘a file on the web site serverpfbwhich
are impoper’ (Id.)

Defendants respond that unlikeBtockbustey “[t] he parties do not here dispute a
personal data file’s contenfistead the currd disputes focus on where the ‘file’generated
and stored, and its definition.” (Dkt. No. 229, at 2Bgfendants argue that in the specification
and the prosecution history, the patentee has explained that the data file is stoveth aite
server. [d., at 2324.) As to the constituent term “file,” the Staples Defendants argue that their
proposedcorstruction is consistent with the extrinsic technical dictionary cited by Plainioff, (
at 25.) The Staples Defendants urge tRdaihtiff's construction of a file as a ‘complete named
collection of informationTsic, a ‘collection of information’] on the other hand is incomplete and
unhelpful, as it could apply not only to a file but also to a collection of many fildsmta
select information within a single[sic| file.” (Id., at 25-26.)Finally, Defendants argue that
reexamination amendmergsbstantively changed the scope of the claims at issue because “[a]
change from the requirement of onenawre visitors to at least two visitors substantively changes
the meaning.” I¢l., at 26.)

Plaintiff replies that Defendants propose importing limitations both from exemplary
emlodiments in the specificationgéneated by a program on the server’ and ‘stored on the web
site server’) and from extrinsic evidence (‘qaete,” ‘named’ and ‘single unit” (Dkt.
No. 235, at 14.) Plaintiff argues that Wéhit is “undoubtedly true” that “the invention is a
‘serverside’ focused invention,” as Defendants have argued,

the fact that the invention is “implemented on a web site server’midesean

that the invention cannot make use of datg,(data from avisitor data file) that

does not “reside” on the web site server itsé&lie “web site server” can indeed
utilize information that does not reside on the web site server, just as any
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computer system can utilize data it receives from external sourcesptalg in
the specification states otherwise.

(Id., at 15.)

(2) Analysis

As for the claim language itself, Claim 1 is representative and recites (emphasis add
reproduced in amended form without indicating the amendments):

1. A method of customizg a web site, said method comprising:

labeling content of the web site;

when at least one visitor accesses the content of the web site, registering
the labeled accessed content peasonalized data file

storing thedata filefor the at least onésitor;

generating at least one prastomized display for a first visitor;

caching the at least one praestomized displayssic] on a server
computer;

displaying the at least one prastomized display to the first visitor;

analyzing gersonaized data fileof a second visitor and associating the
second visitor with the same at least one pre-customized display, wherein said
analyzing thepersonalized data filef the second visitor is performed after said
generating; and

displaying said samat least one preustomized display to the second
visitor, wherein said same at least oneqrstomized display is not regenerated
before displaying said same at least onequstomized display to the second
visitor.

On balance, nothing in the claims demandsdradtdile must be “complete” or
“named” orthat itmust be located on, or generatedthg, web site server.

As for the specificationhe Summary ofte Inventiorstates:'As the content is delivered
to the visitor in the form of a web page, the number of keyword directives attachea dmtibet
is accumulated into a specified visitor profilg592 Patent at 2:34-37.Pne stated objective is
to “provide efficient management and storage of visitor profile data for largesiesthatmay
have as many as 10 million visitors or mbr@ld. at 3:49-51.) he specificatiorthendiscloses a

“server computet30” with “memoryl134[that] stores a set of computer programs to implement
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the processing associated with the inventiond. gt4:29-33;seeFigs. 1 & 3 Upon a client
sending a request to the web site server, “[i]f there is no file for this visieoprogram
generates a file based on the visitor so as to determine the visitors refsrenasitor's
preferencejor the nexfpage requested.{ld. at 6:57-59 see id.at Fig. 3.)
Althoughthese disclosuresuggesthat the relevant “fileis on a web server
“[c] onstruing the claims in lighdf the specification does not, howewvienply that limitations
discussed in the specidtion may be read into the claimi.is therefore important not to
confuse exemplars or preferred embodiments in the specification thatseraelt and enable
the invention with limitations that define the outer boundaries of claim schpervet 617
F.3dat1287. Also of note, Claim 11 explicitly recites, in relevant part: “visitor files staned
said computer memory of said web site server compuefendants’ propos€tveb site
server’limitation would therefore be redundant in Claim 11. On balance, storing the visitor
“file” on a web server is disclosed as a feature of a preferred embodaméshould not be
imported into the construction of thaata file” terms SeeElectro Med, 34 F.3d at 1054.
Defendants have also cited the p#tes relianceupon the server during prosecution:
Barret [(United States Patent Nb,727,129] appears to be more concerned with
the user side of a useerver arrangement, whereas the embodiments Vfitieh
current Application are more concerned vilie serveiside of avisitor-server
arrangement.
(Dkt. No. 229Ex. E,1/12/2001Reply toOffice Action, at 4see id, Ex. C, 6/6/2011 Reply to
Office Action, at 13 (patentee stated that because “Barrett . . . provides a kystenweb

browser to geerate user help information,” “it would be inefficient for Barrett to storesés u
profiles and perform caching at a web site”).) Althosghh statements mighe read as

suggestinghat the relevant “file” is on a web server, on balance the patestde mo definitive
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statements in that regareeOmega Eng’'y. Raytek Corp.334 F.3d 1314, 1324 (Fed. Cir.
2003)(“As a basic principle of claim interpretation, prosecution disclaimer promotesiihie
notice function of the intrinsic evidence andtpiis the publis reliance omefinitive
statements made during prosecutipfemphasis added).

As towhether a “file” must be a “complete” afidamed” collection of information, both
sides have citedneextrinsictechnicaldictionarydefinition of “file” as meaning:

A complete, named collection of information, such as a program, a set of data

used by a program, or a usgeated document. A file is the basic unit of storage

that enables a computer to distinguish one set of information from anotligz. A

might or might not be stored in humesadable form, but it is still the “glue” that

binds a conglomeration of instructions, numbers, words, or images into a coherent
unit that a user can retrieve, change, delete, save or send to an output device.
(Dkt. No. 171, Ex. D, at 5 (quotirigicrosoft Press Computer Dictionafy44 (1991)); Dkt.
No. 229, at 25.)

Nothing in the specification is contrary to tlisrinsic, technical definition of “file” e.a
“complete, named collectiohbut suchextrinsic evigince nust be relied upon with cautiortee
Phillips, 415 F.3d at 1321 (noting thdteavy reliance on the dictionary divorced from the
intrinsic evidence risks transforming the meaning of the claim term to the artisainento
meaning of the term in the abstract, out of its particular context, which is thecgiexnif); see
also id.at 1322 (“A claim should not rise or fall based upon the preferences of a particular
dictionary editor, or the court’s independent decision, uninformed by the speaifidatrely on
one dictionary rather than another.”).

On balance, Defendants’ proposal of a “complete named collection” is too n&foow.

example, “complete” mightmproperly imply that no further information can be addeskeg(

‘592 Patent at 5:61-65 & 7:15-ZQhe visitor file is an evolving file”)) Similarly, “named”
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might be read to require a “name,” in the common sense of the word, as opposed to a number or
some other suitable identifier.

Nonethelesghe constituent term “fileShould carry some eaning andPlaintiff's
proposal of a vague, amorphous “collection” of information could conceivably be shligfie
anygroup of information.SeeMerck & Co. v. Teva Pharms. USA, In895 F.3d 1364, 1372
(Fed. Cir. 2005) (“A claim construction that gsveneaning to all the terms of the claim is
preferredover one that does not do so.”). The Court therefore construes the disputed term so as
to require a “distinct” collection of information. Such a construction avoids the oadthref
Plaintiff's propcsal without importing the overly strict limitations found in #i®ve-quoted
extrinsic dictionary definitiomdvanced by Defendants

Finally, Defendants’ proposal that the file must be “stored . . . as a sintjlshouldbe
rejected as unsupported goatentially too narrow. For example, Defendants’ proposal might
exclude files that are storedmslltiple file fragments.Not even the above-quotedtrinsic
dictionarydefinition would support such a limitation. Likewise, Defendants’ have failed to
acequately support their proposal that a data file must correspond to only a “saigle ais
opposed tgossibly multiplevisitors.

The Court accordingly hereby constripersonalized data file,” “data file for each of
a plurality of visitors,” “visitor['s] data file[s],” “visitor files,” “data file for at least one
visitor,” “data files for visitors,” and“visitor data file for a visitor” to meart‘a distinct
collection of information about or corresponding to a visitor, including visitor
interest/preference information (such as the visitor's behavior or demogrdpc

information), which can be provided by or observed about the visitor.”
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K. “generated” and “generating”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“created” and “ceating” “computed” and “computing”

(Dkt. No. 217, at 25.) These disputed terms appear in Claims 1 and 16.
In Blockbusterthe parties agreed that “generating” means “creati6gé Blockbuster
at31.

(1) The Parties’ Positions

Plaintiff argues theDefendants’ proposal of “computing” is inadequate because “[t]he
use of the term ‘computing[]’ only serves to describe that a computer perfugrastion, not
what the computer is doing when performing that action,” such that “it does not, wagny
describe what it means to ‘generaagbrecustomized display.” (Dkt. No. 217, at 2@)aintiff
also cites the “Background” section of the specification as using the term dtgieio mean
“created.” (d., at 25-26 (citing ‘592 Patent at 1:33-47).)

Defendants respond that “the specification repeatedly uses ‘computingoamguted’
as synonyms for ‘generating’ and ‘generatedDkt. No. 229, at 21.)Defendants argue that
“Plaintiff's definition for ‘generated’ as ‘created unhelpful and misleauy because a webpage
can be created from cached components, and cached components can create components on a
webpage.” Id.) Defendants alsargue that the “Background” passage relied upon by Plaintiff
“describe[es[ifferent presentation formats, which is not the subject of the pat@dt, at 22.)

Plaintiff replies that “[tjhe word ‘computeind its variants (e.g., computational,
computing, computer program) are used in very disparate ways in the spedifiaatl not to

mean ‘generat®. (Dkt. No. 235, at 15citing ‘592 Patent at 2:8, 3:2-4 & 6:17-20).)

46



At the November 5, 2013 hearing, the Court inquired whether the parties would be
opposed to construing “generated” and “generating” to have their plain meaningiffas
not opposed, but Defendants’ maintained their proposed constructions.

(2) Analysis

The “Background” section of the specification uses the word “generating” in thextont
of “creat[ing]” web pages:

A server computer can use a technique knowrdgsadmially-generated

customized pages” ttreatea web page in response to a request for information

from a client computerA dynamicallygenerated customized page results in a set

of information in a particular format-or example, a first client computer may

support the ability to represent information in a number of columns, while a

second client computer may support the ability to represent information in a table.

Thus, a server computer receiving a request from the first client concpater

dynamically generate the rezgted information in a format with columnis.can

respond to a request from the second client computer by dynamically generating
the requested information in table formé.this example, two customized pages
arecreatedto represent the same infornuati

(‘592 Patent at 1:33-47 (emphasis added)

The Summary of the Invention, by contrastes thabecause “most of the visitors
simply receive a web page that vedieady dynamicallgeneratedor a previous visitor,” the
invention allows ‘personalized’ pages todmnstructedoy choosing from a set pfeviously
computedpages, rather than lolynamicallycomputingeach page for every visitor.1d( at
3:18-23(emphasis added§ee also idat 1:6364 (‘using dynamicallygenerated customized
pagedto] computecustomized page®r each visitor’emphasis addedd. at 2:6-8 (“in
existing systema computer program must be executed to completely generate each dynamic
pageon every single requést id. at3:2-4 (“Sincepreviously generated persoizald page

components need not be re-generated for every visitor, computational overheaded reduc

tremendously . . . .})d. at 3:34-35 (“assembling personalized pages based on information
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contained in the visitor profileyithout requiring a full dynancally-generated customized page
computation for each visitor’)d. at6:17-20 (“The system thereby conserves computing
resources and retains a higher access speed oreaaspposed to those systehat t
dynamically generate customized pages for e#sitor.”).)

As to extrinsic evidence, Defendants have cited technical literature that ‘Stégbs:
servers provide two types of data: static data from files stored at a aedvdynamic data
which areconstructed by progranthat execute at the time a request is madBKt. No. 229,
Ex. I, lyengar & Challengetmproving Web Server Performance by Caching Dynamic Data
JTDEF0000930 (1997) (emphasis added)

The above-discussed evidence revealsemsonably clear,” “consistent” lexicography
or use osynonymdor “generating. Intellicall, 952 F.2d at 1388 (quotirigear Siegler, Inc. v.
Aeroquip Corp. 733 F.2d 881, 889 (Fe@ir. 1984). Rather than crystallizing different
positions regarding the scope of the disputed tdrenpartiesarguments hae merely presented
competing proposals for explaining the ordinary meaning of “generatinghériside’s proposal
would introduce potential confusiofor example, Defendanpsopose “computing,but
substantially all of the operations discussed in the ‘592 Patent involve computersrafttehe
involve “computing,”at least in some sense.

Thus, because construifgenerated” and “generating”auld only tend to confuse rather
than clarifythe scope of the claims, the Court hereby expressly rejeghatties’ proposed
constructions. No further construction is necess&geU.S. Surgicagl103 F.3chat 1568
(“Claim construction is a matter of resolution of disputed meanings and tecéropa, to
clarify and when necessary to explain what the pateaeered by the claims, for use in the

determination of infringementit is not an obligatory exercise in redundangysée als@?2

48



Micro, 521 F.3d at 136 [D]istrict courts are not (and should not be) required to construe every
limitation present in @atent’s asserted claims.Hinjan, 626 F.3d at 1207 (“Unlik®2 Micro,
where the court failed to resolve the parties’ quarrel, the district cowteg@jPefendants’
construction.”).

The Court therefore hereby constriigenerated” and“generating” to have theiplain
meaning

L. “server computer(s) and “server”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“one or more computers that have one or m{ “one or more computers, each of which hav
programs which serve contentes\a network | one or more programs which serve cohten
to other computers” over the internet to a client”

(Dkt. No. 217, at 26.) These disputed terms appear in Claims 1, 8, 10, 11, 16, 17, and 25.
Plaintiff proposes the construction that the Court reachBtbrkbuster Blockbuster
at35. At the November 5, 2013 hearing, Defendants agreed to adopt Plaintiff’'s proposed
construction.
The Court accordingly hereby constriserver” and“server computer” to meart‘one
or more computers that have one or more programs which serve content over a netkdo
other computers.”

M. “storing the data file” and “storing the personalized data file”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“placing the data file in memory” “saving the persotiaed data filé

(Dkt. No. 217, at 27.)Thesedisputed terms appear in Claims 1, 16, and 25.
Plaintiff submitsit proposes the construction that the partieBlatkbusteragreed upon

prior to theBlockbusterclaim construction hearing. (Dkt. No. 25%,27.) Plaintiff argues that

49



“[u]nlike ‘pre-customized’ web contentvhich is specifically stored ‘in a cachhe
specification does not limit how or where the visitor profile or visitor data file redto(ld.)
Plaintiff further notes thatthe ‘592 Patent does not include a single instance of the word
‘saving.” (ld., at 28.)

In response, Defendants have withdrawn their opposition to Plaintiff's proposed
construction. (Dkt. No. 229, at 22 n.27.) At the November 5, 2013 hearing, Defendants
confirmed that they agree to adopt Plaintiff's proposal.

The Court therefore hereby constris®ring the data file” and“storing the
personalized data file"to meart‘placing the data file in memory.”

N. “labeling content of the web sit¢’ “labeling the content of the web site,” and “labeling
content of a web site”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“assigning labels, such as categories and/or| Does not need to be construed/independent|
keywords, to web site content” construed.

This phrase in claims 10, 16 and 17 is
substantively different than the corresponding
phrase that existed in the claims prior to the
reexamination, “labeling the content of a
website.”

(Dkt. No. 217, at 28.) The first of these disputed terms appears in Claims 1 and 25. The second
appears in Claim 2. The third appears in Claims 10, 16, and 17.

(1) The Parties’ Positions

Plaintiff submits it proposes the construction that the partiBsockbusteragreed upon
prior to theBlockbusterclaim corstruction hearing. (Dkt. No. 217, at 28.)
Defendants respond that “there is no evidence in the specification whether or how

categories and keywords relate to labelimgpd Defendants argukat Plaintiff’'s proposal
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“confus[es]a preferrecembodiment wth a limitation” (Dkt. No. 229, at 32.)Defendants also
submit that the partieagreement iBlockbusterdoes not bind the parties or the Court in the
above-captioned caseld( Finally, Defendants argue that amendments during reexamination
substatively changed the scope of the claims:

Where previously the claim language identifibd (definite article) content of the

website, theslaim language now requires only labelsgmecontent of the

website. This change in clairmeaning was instrumentia overcoming the basis

for the examiner’s rejection, the hallmark cfubstantive changdf, as Plaintiff

now suggests, this representschange in the meaning of the terse€[Dkt. No.

217, Ex. G,Jat 3), then Plaintiff failed to cure the fatal defect in its claim, contrary

to what it told the examiner.

(Id., at 33.§

(2) Analysis

The specification discloses that fjithe preferred embodiment, the developer can assign
at least one category and/or keyword to each of the Web Content Iteh®2 Patent at
5:40-43;see also idat 5:6364 (“the program registers the representative categories belonging to
the web page?)id. at6:60-65 (determine the visitor’'s interests dstermined by the keywords
associated with prior Web Content Items served”).)

Plaintiff's proposal does not substantively construe the disputed terms othey than b
listing “categories” and “keywords” as examples of labéls.Defendants have noted, above,
the Blockbusterconstruction was agreed upon by the parties there.utloagreement has been
reached here. On balance, the listing of examples is unnecessdigny potential benefit is

outweighed by riskhat theexamplesnightbe perceived as limiting by the finder of factf.

Funai Elec. Co., Ltd. v. Daewoo Elec. Corpl6 F.3d 1357, 1366 (Fed. Cir. 2010) (“The

®> Dependen€laim 2 still recites, in relevant part (emphasis added): “lab#fiagontent of the
web site.”
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criterion is whether the explanation aids the court and the jury in understandingtlaes tiers
used in the claimed invention.”). Plaintiff's proposed construction is thereforeyhexpressly
rejected. No further construction is necessaBeelU.S. Surgical 103 F.3d at 156&ee alsd?2
Micro, 521 F.3d at 136ZFinjan, 626 F.3d at 1207.

The Courtaccordinglyhereby construe$abeling content of the web site,” “labeling
the content of the web site,’and“labeling content of a web site”to have theiplain meaning.

O. “accumulating information regarding labeled content”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“gathering and/or updating information Does not need to be construed/independent|
regarding labeled contemt which the vsitor | construed.
has indicated an interest”

(Dkt. No. 217, at 29.) This disputed term appears in Claims 10 and 17.

Plaintiff proposes the construction that the Court reachBtbrkbuster Blockbuster
at 39. Plaintiff submits thatWhen a visitor indicates an interest in content on the webesge (
by accessing or requesting such content), information about that content — foregxhat@uch
content was accesseds gathered in the itor File” (Dkt. No. 217, at 29.)Defendants
respond that “[t]he jury can determine what is labeled, and then wdatusulated as labeled
content[,] without guidance from the Court in the use of these standard English workls.” (D
No. 229, at 34.)

Because the claim language that surrounds the disputed term in Claims 10 aed4.7 is |
than clear about the connection between the visitor’s interests and the atednmiéamation,
Plaintiff's proposed construction will be helpful to the finder aftfaCf. Funai Elec, 616 F.3d

at1366 (“The criterion is whether the explanation aids the court and the jury in undergtandi
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the term as it is used in the claimed inventianP)aintiff’'s proposed construction, which is the
construction that the courtached irBlockbusteris alsosupported by the specification:

The accumulation process functions when a visitor accesses a URL and the

associated Web Content Itent that point the program registers the

representative categories belonging to the vaaeplf this is a new visitor, a

new “visitor file” for that visitor is created; otherwise, a previous visitor file is

accessedIn either case, the statistics on the accessed categarjesaitedin the

visitor’s file.
(‘592 Patent at 5:61-6(mphass added)see idat5:51-55 (“This personalization can be done
according to the accumulated data in the visitor’s §is@heredmplicitly by observing which
Web Content Items, and therefore which categories have b&serest to the visitom the
past.”) (emphasis added)

The Court therefore hereby constri@scumulating information regarding labeled
content” to meart‘gathering and/or updating information regarding labeled content in

which the visitor has indicated an interest’

P. “category”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“a descriptor or classifier that can be assigng Does not need to be construed/independent|
to a web content item and can be used to | construed.

determine visitor interests/preferences, sueh a

a broad definition or keyword”

(Dkt. No. 217, at 30.) This disputed term appears in Claims 2, 3, 4, 10, and 17.

Plaintiff submits it proposes the construction that the partiBsockbusteragreed upon
prior to theBlockbusterclaim constructiornearing. (Dkt. No. 217, at 30.) Defendants respond
that “category” is “a no#technical term that is familiar to any juty(Dkt. No. 229, at 34.)

The specification disclosélsat categories can be assigned to web content so as to

characterize the interests of a visitor who accesses that content
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In the preferred embodiment the developer can then assign at least one category

and/or a keyword to each of the Web Content Itelifeese categories and key

words are used to determine visitor interest when délcegss Web Content Items

on a Web Site.

In such a preferred embodiment, the developer thereby defines all the estegori

that can be used within the system. The categories might be broad definitions

and/or include keywords.
(‘592 Patent at 5:41-49.)

As Defendants have noted, above,Bleckbusterconstruction was agreed upon by the
parties there. No such agreement has been reached here. On balance, the comtaxipiesl e
proposed by Plaintiff arennecessaryand any potential benefit is outweighed by tisktthe
examplesnight beperceived as limiting by the finder of fadEf. Funai Elec, 616 F.3dat 1366
(“The criterion is whether the explanation aids the court and the jury in undergtémeliterm as
it is used in the claimed invention.”). Plaintiff’'s proposed construction is thereforbyhere
expressly rejectedNo further construction is necessaBeeU.S. Surgical 103 F.3d at 1568;
see alsd2 Micro, 521 F.3d at 136ZFinjan, 626 F.3d at 1207.

The Courtaccordinglyhereby construesategory” to have itglain meaning

Q. “prioritizing the categories in the data file”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

“weighting the categories in tipersonalized | Does not need to be construed/independent|
data file basedn a criterion, such as time of | construed.
access”

(Dkt. No. 217, at 30; Dkt. No. 248, Ex. A, at 12.) This disputed term appears in Claim 4.
Plaintiff submits it proposes the construction that the partiBsoickbusteragreed upon
prior to the Blockbusterclaim construction hearing. (Dkt. No. 217, at 30.) Defendants respond

that “[s]imilar to ‘category,’ the term ‘prioritizing’s a nontechnical term, familiar to any jury,
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and again one that Plaintiff has not alleged was accorded any special mgahi@gatentee as
its own lexicographer.” (Dkt. No. 229, at 34.)

The specification discloses:

[T]he visitor can still be shown other content not necessarily directly related to his

or her interestsThe visitor can still access these hypéwimnd URLS; therefore,

in the preferred embodiment, the visitor file is an evolving file, sinceifiter's

interests can change over time for a number of reasdrexefore, the present

invention can allow an option give greater weight to recenthccessed Web

Content Items
(‘592 Patent at 7:14-21 (emphasis ad¢dedg id.at 663-66 (“[IjJn one embodiment, there may
be a weighindactoror other algorithmic determinatidor the additional Web Content ltems
viewed by thevisitor during the most recent usage.”).)

As Defendants have noted, above,Bheckbusterconstruction was agreed upon by the
parties there. No such agreement has been reached here. On balance, the contaxiptesl ex
proposed by Plaintifire unnecessargnd any potential benefit is outweighed by tisktthe
examplesnight beperceived as limiting by the finder of fadEf. Funai Elec, 616 F.3dat 1366
(“The criterion is whether the explanation aids the court and the jury in undergtamelii@rm as
it is used in the @dimed invention.”). Plaintiff’'s proposed construction is therefore hereby
expressly rejectedNo further construction is necessaBeeU.S. Surgical 103 F.3d at 1568;
see alsd2 Micro, 521 F.3d at 136ZFinjan, 626 F.3d at 1207.

The Court accordingly hereby constripsgoritizing the categories in the data file” to

have itsplain meaning.
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R. “pre-customized files”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
Does not need to be Staples Defedants:
construed/independently construed. Indefinite

Defendant REI:

“predetermined files provided to the visita
based on information in a personalized data
file”

-

(Dkt. No. 171, Ex. B, at 7.) This disputed term appears in Claims 11, 12, and 22.

Blockbusterconstrued the terrtbased on said visitor preferences, to provide pre-
customized files to visitor” to mean “identifying at least oneqarstomized web content item
based on the visitor’s preferences and displaying theys®mized web content item to the
visitor from a fle in cache so that the at least one-qstomized web content item has the
appearance of customization/personalization to the visi®lotkbustemat 2324.

(1) The Parties’ Positions

Plaintiff has arguedas to the based on said visitor preferences, to protiesame pre
customized files . .” termdiscussed abov#)at “[t]he specification defines ‘preustomized
files’ as precustomized web content that is cached in acpitomized file storé. (Dkt.

No. 217, at 16 (citing ‘592 Patent at 6:60-7:11).)

The Staples Defendants argue that the disputed termdisfthite because it is used in
claim 12 in a way that does not narrow the scope of the claim from which it depends, in
contravention of the doctrine of claim differentiation.” (Dkt. No. 229, at 6.) In other words
Defendants argue that “there is poe-customized file’ that would not also be a ‘pre-customized

web content itent. (Id., at 7.) Finally, Defendants submit that “prestomized filesappears
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nowhere in the specificatipp and the prosecution history is similarly void of any definition.
(1d.)

Plaintiff's full reply argument as to this term is as follows:

The Staples Defendants argue that the termépstomized files” is indefinite.

The Staples Defendants fail to nhéweeir burden of establishing, by clear and

convincing evidence, that “one of ordinary skill would not understand” this term.

See N. Am. Vaccine, Inc. v. Am. Cyanamid €&.3d 1571, 1579 (Fed. Cir.

1993). That the term can be readily understood is amply demonstrated by the

following: 1) both parties in the prior Blockbuster Litigation proposed a

construction for this term; 2) this Court previously construed this term; 3) the

USPTO Examiners, when the patent originally issued and when it came out of

Reexamination, issued claims containing this term; and 4) the Staples Defendants’

own co-defendant, REI, proposes a construction for this term in this asply

put, the term “presustomized file” is not indefinite.
(Dkt. No. 235, at 9-10.)

At the Nowember 5, 2013 hearinthe Staple®efendants further elaborated that whereas
Claim 12 suggests that the tefpre-customized files” means something more than-“pre
customized web content items,” there is no way to determine what that somethenig.nite
StapledDefendants concluded that “pre-customized files” is not susceptible to defimtion a
therefore, is indefinite Defendant REIby contrastconfirmed that it isiot arguing for a finding
of indefiniteness.

(2) Analysis

Blockbusterid notseparatelyconstrue this disputed term but noted that “pre-customized
files” are “stored in cache” and “contain ‘web content items’ generally as opposet jpages
specifically.” Blockbusterat 23.

The Staples Defendants have focused on the relationship between Claims 11 and 12,

whichrecite @mphasis added; Claim 11 reproduced in amended form without indicating the

amendments):
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11. A computer readable memory that can direct a web site server computer to
function in a specified manner, comprising:

visitor files stored in said computer memory of said web site server
computer;

pre-customized web content itestsred in said computer memory of said
web site server computer; and

executable instructions stored in said computer memory of said web site
servercomputer, said executable instructions including

(a) instructions to accessisting visitor files fowisitors;

(b) instructions to review data in existing visifibes to determine visitor
preferences; and

(c) instructions, based on said visitor preferences, to provide thepsame
customized filefom a web site server computer catha plurality of visitors.

12. The computer readable memory of claimvillierein the presustomized files
are pre-customized web content items

Defendantdave highlightedhat the phras&the samepre-customized fileshas no
explicit antecedent basfsSee Baldwin Graphic Sys., Inc. v. Siebert,, 1882 F.3d 1338, 1342
(Fed. Cir. 2008) (noting that “[tjhe subsequent use of definite articles ‘the’idriisa claim
.. .refer back to the same claim téjmNonetheless, this lack efplicit antecedent basis is not
fatal to the claimsSee, e.g., Energizer Holdings, Inc. v. Int'l Trade Coma3% F.3d 1366,
1370 (Fed. Cir. 2006)Instead rather than being used to invoke an antecettmphrase “the
same”appears to be uséd Claim 11 to emphasize that multiple visitors are provided with the
samepre-customized files.

Alternatively and in addition, any failure of Claim 12 to be of narrower scope than
Claim 11 is insufficient to find indefiniteness her€f. N. Am. Vaccine/ F.3d at 1577 While
it is true that dependent claims can aid in interpreting the scope of claims fromtidyc
depend, they are only an aid to interpretation and are not conclU$ieedependent claim tail

cannot wag the independent claim diggexxon 265 F.3d at 1375 [f‘a claim is insolubly

6 Claim 22 is similar.
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ambiguousand no narrowing construction can properly be adoptee have held the claim
indefinite””) (emphasis added).

As to the prper constructionthe best reading of the claim language, in the context of the
specification, is that a “preustomized file’containsweb content but is not synonymous with
the term “web content item(s).” Plaintiff halsosuggested that praisbmizedfiles reside in a
cache, butwroundingclaim languageecites a cacheo such a limitationeed not be
duplicated within the construction of “poetstomized files.”Further, as found regarding the
“data file” terms, discussed above, a “file” igligtinct collection. Finally, to aid clarity, the
Court will construe the disputed term in the singular, namgRprecustomized file.”

The Courttherefore hereby construégre-customized filé to meart'a distinct
collection of pre-customized web content. Defendants’ indefiniteness argument is hereby
expressly rejected.

S. “displaying,” “presenting,” “provide,” and “providing”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
Does not need to be “visually presenting”
construed/independently construed.

(Dkt. No. 171, Ex. B, at 13; Dkt. No. 248, Ex. B, at 14.) These disputed tggpeam Claims
1,9, 10, 11, 16, 17, 22, and 2Blockbusterdid not anb/ze or separately construe thésers.

(1) The Parties’ Positions

Defendantsubmit that thgarties agree that “presenting,” “provide,” and “providing” all
refer to ‘displaying,” which Plaintiff has proposed means “showingtl{in Plaintiff's proposals
for the ‘displaying said same. .” terms,discussed above). (Dkt. No. 228,1011; see id, at

10 n.20.) Defendants argue that the specification discloses that a client computer includes a
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“browser” that visually presents information received from server computdrgciting ‘592
Patent at 4:1-26).) Finally, Defendants urge that “compared with ‘visually presgniins not
clear that ‘showingirequires something a user can see, as ‘shiswsed in everyday speech to
describe words alone.”ld;, at 12.)

Plaintiff replies that “visually presentinginly appears ine specification with respect
to describing a user’s browser, rather than any descriptionwdlasite servef. (Dkt. No. 235,
at 17(citing ‘592 Patent at 4:22-25).)

At the November 5, 2013 hearing, Defendants argued that all of these disputed terms
require something that can be seen by a user, that is, by human eyes. Defendanlesdctivat
because the specification discloses a web browser as a user inthgacb browser is a
required part of the invention.

(2) Analysis

The specificatiordiscloses:

FIG. 1 illustrates a clierderver computer network 100 that may be operated in

accordance with the present invention. For the preferred embodiment, the

network 100 includes at least one client computer 110 and at least one server
computer 130. The client computer 110 and the server computer 130 ar[e]
connected by a transmission channel 120, which may be any wire or wireless
transmission channel.

The client computer 110 may be a standard computer including a Central

Processing Unit (CPU) 112 connected to a memory (primary and/or secondary)

114. The memory 114 stores a number of computer programs, including a

“browser” 116. As known in the art, a browser is used to communicate with

remote server computers 130 andigually presenthe infornation received

from such computers. The client computer 110 establishes network
communications through a standard network connection device 118.
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(*592 Patent at 4:11-26 (emphasis ad¢edg id.at 5:30-33 (Web Content Items can be an
entire web pageg component of a web page, an insertion into a web page, a graphic link and/or
any other items that can be accessedvawled by a usei) (emphasis added)

As to extrinsic evidence, Defendants cite a technical dictionary definitfaved
browser” which states: “The two main functions of a web browser are fiosfignd out across
the INTERNET a request for the page whose URL the user has typed into it, and sexondly t
interpret the HTML representation of the page that the remote WEB SERMERsrand
display it on the user’'s computer scréefDkt. No. 229 Ex. J,The New Penguin Dictionary of
Computing542 (2001) (emphasis added).)

On balanceDefendants have not established a genuine dispute regarding the scope of
“displaying” or that the meaningf “displaying”in the ‘592 Patent differs from the ordinary,
readily understood meaning of the teriro the extent Defendants’ maintain that thespulied
terms require the presencka web browser, Defendants’ proposal in that regard is hereby
expressly rejecteds an attempt to import a limitation from a preferred embodintee¢Electro
Med, 34 F.3d at 1054. In light of these finding®further construction is necessargeel.S.
Surgical 103 F.3d at 156&ee alsd2 Micro, 521 F.3d at 136ZFinjan, 626 F.3d at 1207.

The Court therefore hereby constrieisplaying,” “presenting,” “provide,” and
“providing” to have theiplain meaning

T. “personalizing a web site without dynamically generated web pages for dauisitor”

Plaintiff's Proposeal Construction Defendants’ Proposed Construction

“for at least one visitor, presenting pre- “presenting precustomized web pages from
customized web pages from cache without | cache without dynamically generatiriget for
dynamically creating them for each visitor” | each visitot

(Dkt. No. 171, Ex. B, at 7-8.) This disputed term appeatisampreamble o€laim 10.
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At the November 5, 2013 hearing, Plaintiff agreed to adopt Defendants’ proposed

construction. The Court therefore hereby constfpessonalizing a web site without

dynamically generated web pages for each visitortb meart‘presenting pre-customized web

pages from cache without dynamically generating them for each visitor.”

U. “display” (noun), “web content,” “web page,” “page component,” and web

component”

“display” (noun) (Claims 1, 4-7, 9, 16, 20 & 25)

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Does not need to be construed/independent
construed.

“web content item(s)”

“web content” (Claims 10,15 & 17)

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Does not need to be construed/independent
construed.

“one or more web content items”

“web page” (Claims 5, 6, 9, 10, 16, 20, 23 & 24)

Plaintiff's Proposed Construction

Defendants’ Roposed Construction

Does not need to be construed/independent;
construed.

“an entire page comprised of one or more w
content items”

“web component” (Claim 5) and “page component” (Claim 23)

Plaintiff’'s Proposed Construction

Defendants’ ProposedConstruction

Does not need to be construed/independent
construed.

“a web content item that is a component of &
web page”

(Dkt. No. 171, Ex. B, at 12, 13 & 14.)
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As to “display,” Defendants’ proposed construction is consistent with intansic
extrinsic evidencdyut Defendants have not established a genuine dispute regarding the scope of
“display” or that the meaning of “display” in the ‘592 Patent differs from the ordimeagily
understood meaning of the term. In light of these circumstances, no further camsisucti
necessarySeelU.S. Surgicgl103 F.3d at 156&ee alsd2 Micro, 521 F.3d at 1362.

As to the other disputed terms, however, Defendants’ proposed constructiomstfor
content,”web page,” “page component,” afmeb component” would be helpful to the finder
of fact, and Plaintiff has not contested those proposals.

The Court therefore hereby construes the disputed terms as set forthoifotkie g

chart
Term Construction

“display” (noun) Plain meaning

“web content” “‘one or more web content items”

“web page” “an entire page comprised of one or more
web content items”

“page component” “a web content item that is a component of &
web page”

“web component”

V. “dynamically generated”

Plaintiff's Proposed Constructon Defendants’ Proposed Construction

Does not need to be construed/independent| “computed when and as needed”
construed.

(Dkt. No. 171, Ex. B, at 12.) This disputed term appears in ClainBldzkbusterdid not

separately address this disputed term.
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The constituent terrfgeneratetlis a distinct disputed term discussed separately in this
Memorandum Opinion and Order. The Court therefore turns to whether “dynamgtadiyld
be construed.

Defendants argue thaPlaintiff's representations to the P&®d its tutorial state that
dynamic generation of a webpad®ppens ‘live’ as the visitor waits for the informatidn(Dkt.
No. 229 at22 (citingid., Ex. G, 9/15/2012 Reply to Final Office Action, Ex.d&,7-8; citingid.,
Ex. P, Pl.’s Tutorial ai.1).)

The specification discloses:

[T]he caching mechanism of the invention ensures that the dynamic page

generation only occurs at most 30 or so times. If one million visitors come to the

site, most of the visitors simply receive a web page thatwaady dynamically
generated for a previous visitor
(592 Patent at 3:16-20 (emphasis added).)

As to extrinsic evidence, Defendants have cited a technical dictionary thasdefin
“dynamic” asmeaning: “An adjective used to describe events or processes that occur
immediately and concurrentfs opposed to those planned for in advamceeacted to after the
fact. Dynamic is used in reference to both hardware and software; in eachdesseiltes some
action or event that occunghen and as needéd(Dkt. No. 229, Ex. MMicrosoft Press
Computer Dictionaryl 20 (1991) (emphasis addesge also id.Ex. J,The New Penguin
Dictionary of Computind.52 @efining “dynamic” as meaning, in relevant part, “created or
allocated when needgrhther than having aaore permanent existerigg Although extrinsic

dictionary definitions must be used with caution, such evidence camoperly consideredSee

Phillips, 415 F.3d at 1318Because dictionaries, and especially technical dictionaries, endeavor

" The parties subrtied“tutorials’ to the Court, prior to the claim construction hearing, to
provide the Court with background regarding the technology of the patenit.
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to collect he accepted meanings of terms used in various fields of science and techhogy, t
resources have been properly recognized as among the many tools that tdreassist in
determining the meaning of particular terminology to those of skill in the art afitbation.’).

On balance, a construction of “dynamically” will be helpful to the finder cif fBased
on the aboveited evidencehie Court hereby construagynamically generated” to mean
“generated when and as needed rather than in advance.”

W. “data file of the second visitor”

Pl.’s Proposal | Defendants’ Proposed Construction

Does not need| Staples Defendants:
to be construed  “a complete named collection of information generated by a program gn the
/ independently web site sever and stored on the web site server as a single unit about or
construed. corresponding to a single visitor, including interest/preference informatior
(such as the visitor’'s behavior or demographic information) which can be
provided by or observed about the visitor”

Defendant REI:
“a file on the web site server generated by a program on the server that

contains a collection of information about or corresponding to a

single visitor, including interest/preferencdéarmation (such as the visitar’

behavior or demographic information), which can be provided by or observed

about the visitor”

(Dkt. No. 171, Ex. B, at 9.) This disputed term appears in ClainB&6ause this term was
added by amendment during reexaminatiglockbusterdid not address this term.

Defendants argue that “a separate construction is appropriate because a plaigelang
reading mandates that a data file for a ‘second visirhot be the same as a data file of a
unique ‘previous visitor.” (Dkt. No. 229, at 26.) Plaintiff, however, has not disputed Bee (
Dkt. Nos. 217 & 235.)On balance, the meaning of “data file of the second visitor” is self

evident, particularly in light of the Court’s separate construction of the disputeddata file”
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in this Memorandum Opinion and Gglabove

No further construction is necessa8eel.S.

Surgical 103 F.3d at 156&ee alsd2 Micro, 521 F.3d at 1362.

The Court accordingly hereby constriidata file of the second visitor” to have its

plain meaningin light of theCourt’sconstruction of the constituent term “data file.”

X. “said computer memory of said website server computer,” “a server computer,”the
server computer comprises at least one of a plurality of server computers operagjn
together to provide the web sitg “ when atleast one visitor accesses the content of [the /

said] web site

said same at least one presustomized display is a web component to be

placed as a portion of a web page accessed by the second visitantl Claims 2625 as a

Whole

“said computer memory of said website server computer” (Claim 11)

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Does not need to be construed/independent
construed.

“the same computer memory of the same
website server computer referred to earlier i
the claim”

“a server computer” (Claim 1)

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Does not need to be construed/independent;
construed.

This term (‘a server computer”) is
substantively different than the correspondin
term that existed in the claim prior to

reexamination, theserver computer”).

“the server computer comprises at least one of a plurality of server computers efating
together to provide the web site”(Claim 8)

Plaintiff's Proposed Construction

Defendants Proposed Construction

Does not need to be construed/independent;
construed.

This term is substantively different than the
corresponding term that existed in the claim
prior to reexamination, “storing the data file
can be performed by multiple servepeaating
in parallel, without loss of information.”
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“when at least one visitor accesses the content of [theaid] web site” (Claims 1, 16 & 25)

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Does not need to be construed/independent
construed.

This term is substantively different than
the corresponding term that existed in the
claim prior to reexamination, “when at
least one visitor accesses the contera of
web site.”

“said same at least one preustomized display is a webamponent to be placed as a
portion of a web page acessed by the second visitor” (faim 5)

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Does not need to be construed/independent
construed.

This term is substantively differetitan the

corresponding term that existed in the claim
prior to reexamination, “the pre-customized
display is an insert to be placed within a wel
content item.”

)

Claims 20-25 as a Whole

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Does not need to be construed/independent
construed.

Claims 2025 were added during the
reexamination, have no corresponding claim
in the prior version of the patent, and

necessarily reflect a change in the scope of

the

alleged invention claimed postexamination.

(Dkt. No. 171, Ex. B, at 12-14; Dkt. No. 248, Ex. B, at 12.)

(1) “said computer memory of said website server computer”

Blockbusterdid not address this disputed term. Defendants arguththaproposed

construction applies the meaning of “said” throughout Claim 11 so as to “inform thaaafpr

a website server computer’'s memory to infringe ni@enory must store all the files, items and

instructions listed in claim 11.(Dkt. No. 229, at 28.) Defendants also submit that their

proposal “is not inconsistent with this Court’s prior construction that ‘server corhpater
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include more than one server because it does not preclude a system with muwitgoketbat
each have a memory storing all the recited files, items and instrsttiId.)

On balance, no claim construction dispute is evident here, as Plaintiff has notddispute
usual significance of the word “saidSee Baldwin512 F.3d at 1342 (noting that ‘Ifig
subsequent use of definite articles ‘the’ or ‘samda chim. . .refer back to the same claim
term”); see alscCreative Internet Advertising Corp. v. Yahoo!, |ido. 2010-1215, 476 Fed.
App’x 724, 728-29 (Fed. Cir. Apr. 22, 2011) (finding tkiz¢ phrase “said end user
communication message” requirndredted logic to act upon the same “an end user
communication message” recited earlier in the claifBf5 Innovs. LLC v. Aaron Bros., Inc.
No. 2:11-CV-142, 2012 WL 14923381 *6-*8 (E.D. Tex. Feb. 14, 2012) (Folsom, J.)
(construing “said computetd mean‘the same computenat performs the other stepgited in
the claint).

The Court therefore hereby constrtiesid computer memory of said website server
computer” to have itplain meaningin light of theparties’ agreedonstruction of the
constituenteérm “server omputer,’discussed above.

(2) “a servercomputer”

This term was added to Claim 1 by amendment during reexamin&tefendants argue
that the amendment during reexamination “broadened the scope of claim 1 to includg cachi
any servecomputer, or even more than one server, not necesgaigmgle server computer
associated with the web site(Dkt. No. 229, at 29.)Plaintiff replies that “[a]s the articles ‘a’
and ‘the’have precisely the same meaning under claim construction principles, any anendm
changing from one to the other do not, by definition, change the scope of the claim.” (Dkt.

No. 235, at 7.)
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As noted above, the Court has already determined that intervening rightsngsnet
be addressed until after the preisklemorandum Opinion and Order regarding claim
construction has been entere@e¢Dkt. No. 155, 6/24/2013 Order.)

On balance, no claim construction dispute is evidentlimrausélaintiff has not
disputed the usual significance of the word “&&eBaldwin, 512 F.3d at 1342 (noting that the
Federal Circuit has repeatedly emphasized that an indefinite article ‘a’ or ‘an’ in patdéahpar
carries the meaning of ‘one or more’ in operded claimgontaining the transitional phrase
‘comprising™) (citation and internal quotation marks omitted).

The Court therefore hereby constréi@server computer’ to have itglain meaningin
light of the parties’ agreed construction of the constituent term “server cenigliscussed
above.

(3) “the server comger comprises . . ."

This term was added to Claim 8 by amendment during reexamin&tefendants argue
that the reexamination amendments substantively changed the scope of thectiseb
First, “at least one of a plurality of server computers” is broader than “multiple
servers,” “at least one” meaning “one or more,” “multiple” meaning “two or
more.” Secondthe amended language drops the requirement that the servers
operate in parallel, understandably given that the claim language now allows for
only one serverThird, the antecedent for the amended element of claim 8 is the
“caching” step; the antecedent of the former claim 8 was the “storing” step. A
clearer case of substantive amendment is hard to imagine.
(Dkt. No. 229, at 29-30.)
As noted above, the Court has already determined that intervening rightsngsnet
be addressed until after the present Memorandum Opinion and Order regarding claim
construction has been entere@e¢Dkt. No. 155, 6/24/2013 Order.) On balance, no claim

corstruction dispute is evident here, at least as to the amended claims.
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The Court therefore hereby constriige server computer comprises at least one of a
plurality of server computers operating together to provide the web siteto have itglain
meaningin light of the parties’ agreed construction of the constituent term “serveautent
discussed above.

(4) “when at least one visitor accesses the content of [the / said] web site”

These terms were modified by amendment during reexamination. Defendpuatshat
amendments to Claims 1 and 16 substantively changed the scope of those claimsriy] ‘@dd|
requirement that visitor preferences could be determined by tracking viditotysonly on the
samewebsite upon which the claimed system ultiehatvould display content, whereas the
claims previously did not limit the websites, or restrict the number of websit¢xauld be
used for tracking visitor activity (Dkt. No. 229, at 20.)Plaintiff replies that “[a]s the articles
‘a’ and ‘the’ have precisely the same meaning under claim construction principles, any
amendments changing from one to the other do not, by definition, change the scope of the
claim” (Dkt. No. 235, at 7.)

As noted above, the Court has already determined that interveghitgyissues will not
be addressed until after the present Memorandum Opinion and Order regarding claim
construction has been entere@e¢Dkt. No. 155, 6/24/2013 Order.)

On balance, no claim construction dispute is evidentlierausdlaintiff hasnot
disputed the usual significance of the words “the” and “saB8k& Baldwin512 F.3d at 1342
(noting that “[the subsequent use of definite articles ‘the’ or ‘saidi claim .. . refer back to
the same claim terf)] see alscCreative Internet Advéising, 476 Fed. App»at 728-29;LBS

Innovs, 2012 WL 1492330at *6-*8.
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The Court therefore hereby constriigghen at least one visitor accesses the content of
[the / said] web sité to have itglain meaning

(5) “said same at least one gmastomizd display is a web component to be placed as a
portion of a web page accessed by the second visitor”

Regarding Claim 5, Defendants argue:

In response to a prior art rejection, Plaintiff modified the recitation of “tee pr
customized display” to read ‘isesame at least one pcastomized display,” and
further defined the claimed display as being “a web component to be placed as a
portion of a web page accessed by the second visifa discussed, Plaintiff
introduced these amendments to specify thmstime content was to be displayed
to different users, a feature that Plaintiff argued was missing from the grior a
references cited against ithis amendment narrowed the universe of content for
display, and added a requirement that such content be displayed to a second

visitor. This represents a substantive change in claim scope, because claim 5 as
originally issued did not contain such restrictions.

(Dkt. No. 229, at 16 n.23.)

As noted above, the Court has already determined that intervenirgisgirs will not
be addressed until after the present Memorandum Opinion and Order regarding claim
construction has been entere@e¢Dkt. No. 155, 6/24/2013 Order®n balance, no claim
construction dispute is evident here, at least as to the ameladed.

The Court therefore hereby constrtisegsid same at least one preustomized display is
a web component to be placed as a portion of a web page accessed by the seconorViso
have itsplain meaning.

(6) Claims 20825 as a Whole

Defendants i@guethat “[a]snone of these claims has a predecessor in the original patent,
it is axiomatic that they represent substantive changes to the pdtekt. No. 229, at 35.)
Plaintiff replies that becaustedoes not seek pneeexamination damages for these claims that

were added during reexaminatjdhere are no intervening rights issues. (Dkt. No. 235, at 1 n.2.)
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Disputed terms within Claims 226 are addressed separately elsewhere in this

Memorandum Opinion and Order. As noted above, the Couslitesly determined that

intervening rights issues will not be addressed until after the present Meapr&®pinion and

Order regarding claim construction has been entei®eeDkt. No. 155, 6/24/2013 Order.)

Claims 2025 thereforedo not require any catruction “as a whole."Defendantspresent

request for such constructiontigerefore hereby expressly denied.

Y. “determining, after [the / said] caching, a selected category associated wigach / a]

visitor’'s interests”

Plaintiff's Proposed Constrution

Defendants’ Proposed Construction

Plaintiff proposes that “determining . . . a
selected category associated Wihch/ a]
visitor’s interest means fdentifying a selectec
category corresponding to the visitor’s
interests/preferencés

| caching preselected web content”

“identifying a selected category correspondir
to [each/ a] visitor’s interests/preferences after

This term is substantively different than the
corresponding term that existed in the claim
prior to reexamination, “[code for] deternmg
the selected category associated with the
visitor’s interest.”

(Dkt. No. 171, Ex. B, at 11-12.) These disputed terms appear in Claims 10 and 17.

Blockbusterconstrued “determining the selected category associated with the sisitor’

interest” in original ClaimL0 to mean “identifying a selected category corresponding to the

visitor’s interests/preferencesBlockbusterat 40.

Defendants submit that aftBtockbustey Plaintiff amended the claims during

reexamination. (Dkt. No. 229, at 30.) Defants argue thatDefendants’ proposed

constructions are correct because ttegpuire the ‘after the/said cachirghitation that is now

expressly recited in the claims.Id() Defendants also argue that the “after the/said caching”

amendments substargly changed the scope of the claims, noting thaly*oy unusual cases
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are claim amendments made to avoid a prior art rejection not substafld:eat 31(citing
Laitram Corp. v. NEC Corpl163 F.3d 1342, 1348 (Fed. Cir. 1998)).)

As noted above, th@ourt has already determined that intervening rights issues will not
be addressed until after the present Memorandum Opinion and Order regarding claim
construction has been entere@e¢Dkt. No. 155, 6/24/2013 Order.) As to the post-
reexamination claisy aside from Plaintiff's assertion that the “after [the / said] caching” phrases
do not require constructiothe parties are essentially in agreem@ite Court therefore hereby

construes the disputed terms as set forth in the follochagt:

Term Construction
“determining, after the caching, a “after caching pre-selected web content
selected category associated with each | identifying a selected category corresponding ta
visitor’s interest” (Claim 10) each visitor’s interests/preferences”
“determining, after said caching, a “after caching pre-selected web content
selected category associated with a identifying a selected categorgorresponding to
visitor’s interest” (Claim 17) a visitor’s interests/preferences”

Z. “second visitor”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

Does not need to be construed/independent| This term is substantively different than any
construed. corresponding term that existed in the claim
prior to reexamination.

(Dkt. No. 248, Ex. B, at 22.)

This term appears in the parties’ October 25, 2013 Joint Claim Construction &harts
disputed term in Claim 16 (Dkt. No. 248, Ex. A, at BR; Ex. B, at 22), but the parties’ briefing
does not address it. As noted above, the Court has already determined that inteighgsing r

issues will not be addressed until after the present Memorandum Opinion and Cad#ingeg
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claim construction has been entere8edDkt. No. 155, 6/24/2013 Order.) On balance, no claim
construction dispute is evident keat least as to the amended claims.

The Court therefore hereby constrtégscond visitor” in Claim 16to have itglain
meaning
AA. MeansPlus-Function Limitations

As a preliminary matter, Plaintiff's proposals for these mgansfunction limitations
became somewhanclear at the November 5, 2013 claim construction heaatrigast in
Defendants’ view The Court therefore permitted supplemental briefing on these témms.
particular, Defendants argue that Plaintiff “sandbagged” Defendantslataheg with new
proposed constructions for theeansplus-functionterms. SeeDkt. No. 261, at & 8.)

Based on the positions presented by the parties in their supplemental briefibghend a
November 5, 2013, the Cdiconcludes that any variatiom Plaintiff’'s proposalsas well agny
surprise experienced by Defendamssof no moment in the Court’s analysis, whickes forth
below. For simplicity, the Court’s discussion addresses the versions of Paprifiosals that
were disclosed in the parties’ October 25, 2013 Joint Claim Construction Clgaebk{. No.

248, Ex. A, at 28-34.) Plaintiff appears to agree with such an apprdaetDki. No. 264 at 1)
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“m eans for labelingcontent of a web sité

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Function:
“labeling content of a web site”

Structure

Software programmed to assign labels, §
as categories and/or keywords, to web site
content;SeeCol. 2, Lines 31-40; Col. 4, Lines
29-39; Col. 5, Lines 40-43; Lines 60-64;
Col. 6, Lines 60-65.

Function:
“labeling some content of a web site”

Structure

uch Indefinite because the specification sets ¢
no means that corresponds to the stated
function.

This term is substantively different théue t
corresponding term that existed in the claim
prior to reexamination, “means for labeling tl
content of a website.”

Ut

ne

“means for registering thelabeled accessedontent in apersonalized data filé

Plaintiff's Proposed Construction

Defendants’ Propogd Construction

Function:
“registeringthe labeled accessed cent in
a personalized data file”

Structure

Software programmed to accumulate, cre
and/or update a personalidpdata file with
information reflecting that the visitor has
accessed or viewed the labeled conteésge

Col. 2, Lines 15-17; Lines 34-45; Col. 4, Line

29-39: Col. 5, Line 61 — Col. 6, Line 5; Col. 1
Lines 21-65.

Function:
AGREED?

Structure

Indefinite because the specification sets (¢
ate means that cornesnds to the stated
function.

174

S

ut

8 For means-plus-function limitations as to which the parties have agreed upaairtesic|
function (as noted in this chart), the Court hereby adopts the parties’ agreement

7
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“means for storing the data file for at least one visitor”

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Function:
“storing the da file for at least one visitor’

Structure

Software progammed to place the data fil¢
in memory;SeeCol. 3, Lines 24-29; Col. 4,
Lines 29-39; Col. 5, Lines 51-55; Col. 5, Ling
60 — Col. 6, Line 3; Col. 6, Lirg] 43-50; Col.
7, Lines 22-65.

Function:
AGREED

Structure

Indefinite because the specdion sets out
no means that corresponds to the stated
2 function.

D

C

“m eans for displayingsaid same precustomizeddisplay from cache onto aweb page
accessedy said second visitor withoutregenerating saidsame cached preustomized

display for said

secom visitor”

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Function:

“displaying said same piistomized
display from cache onto a web page access
by said second visitor without regenerating
said same cached pceistomized wplay for
said second visitor”

Structure

Software programmed to show the pre-
customized display as part of a web page
accessed by the second visitor, wherein the
previously generated, precustomized display
loaded from a cache and not dynamically
recreated before showin§geCol. 2, Lines 59-
66; Col. 3, Lines 6-24; Col. 4, Lines 29-39;
Col. 6, Line 28 — Col. 7, Line 11.

Function:

AGREED
ed
Structure

Indefinite because the specification sets (¢
no means that corresponds to the stated
function.

This term is substantively different than tt
corresponding term that existed in the claim
prior to reexamination, “means for displaying
the precustomized display onto a web page
a&ccessed by the visitor.”

ut

ne

7
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“m eans for generatinga set of precustomizeddisplays”

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Function:
“generating aet of precustomized
displays”

Structure
Software programmed to create a set of |

customized displaysSeeCol. 2, Line 46 —

Cdl. 3, Line 24; Col. 4, Lines 29-39; Col. 5,

Lines 49-60; Col. 6, Lines 10-12; Col. 6, Line

28 — Col. 7, Line 11.

Function:
AGREED

Structure

Indefinite because the specification sets ¢
neo means that corresponds to the stated
function.

174

Ut

“m eansfor caching the set of precustomizeddisplayson the servef

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Function:
“caching the set of pre-customized displa
on theserver”

Structure

Software programmed to store the set of
pre-customizedlisplays in a manner to provig
for fasteraccess in the futur&eeCol. 2, Line
61 — Col. 3, Line 5; Col. 4, Lines 29-39; Col.
Lines 55-60; Col. 6, Lines 10-20; Lines 29-4
Col. 7, Lines 6-11.

Function:
ys AGREED

Structure:

Indefinite because the specification sets ¢
no means that corresponds to the stated
léunction.

5,
2

Ut
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“means for analyzinga personalized datd il

preferences ofsaid second visitorassociating saidseconadvisitor with a same pre
customizeddisplay displayed to a previous visitor”

e of the secondvisitor and, based on visitor

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Function:

“analyzing a personalized data file of the
second visitor and, based on visitor preferen
of said second visitogssociating said secong
visitor with a same preustomizedlisplay
displayed to a previous visitor”

Structure

Software programmed to review
information in thepersonalized data file of the
second visitor and then tdentify the at least
one pre-customized display, based on such
review,wherein the at least one pre
customizedlisplay was displayed to a previo
visitor; SeeCol. 2, Lines 1&21; Lines 46-61;
Col. 4, Lines 29-39; Col. 6, Lines®; Lines

Function:
AGREED
ces
Structure
Indefinite because the specification sets ¢
no means that corresponds to the stated
function.
This term is substantively different than tt
corresponding term that existed in the claim
» prior to reexamination, “means for analyzing
the data file of theisitor and associating the
user with a precustomizetisplay.”

us

Ut

ne

29-42: Col. 6, Line 43 — Col. 7, Line 11.
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“computer readable programcode means embodied in said medium for searching, said
computer readable code means comprising

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

Function:
“searching

Structure

Software programmed to label the conten
of a website; register the labeled accessed
contentin a visitordata file; store the visitor
data file;generate a set pre-customized
displays;cache the set of prmustomized
displays; analyze the personalized datadile
the secondisitor and associate the second
visitor with atleast one preustomized display
displayed to a previous visitor; and display tl
pre-customizedlisplay onto a web page
accessetyy the visitor;SeeCol. 2, Lines 50-
55; Col. 4, Lines 289; Col. 5, Line®0-67;

Col. 6, Lines 50-66; Lines 60-63; Col. 6, Line

t

174

66 — Col. 7, Line 1; Col. 7, Lines 6-10.

Function:

AGREED

Structure

Indefinite because the specification sets (¢
no means that corresponds to the stated
function.

Term as a whole is indefinite.

ut

(Dkt. No. 171, at Ex. C; Dkt. No. 248, Ex. A, at 28-34.) These disputed terms all appear in

Claim 16. The parties agree that all of these disputed terms are fpkeainction terms

governed by 35 U.S.C. BL2(f).

(1) The Parties’ Positions

Defendants argue:

Each [meanglus-function]construction offered by Plaintiff states “Software
programmed to” followed by a construction of the claimed function, followed by
citations to the specificatio™Nowhere do the constructions describe an actual
algorithm that a general purpose computer would use to implement the claimed
function. Plaintiff provides no further explanation in its bri€hus, all its
constructions are “software” programmed to perform the claimed function, and
they are therefore per se indefinite becaisgly disclosing softwares not

enough.
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(Dkt. No. 229, at 36 (citation and internal quotation marks omittddgfendants also argue that
submitting lengthy citations to the jury as part of the Court’s constrsctimuld amount to
submitting claim construction dispstéo the jury in violation 0©2 Micro. (Dkt. No. 229, at 37
(citing 521 F.3l at1362 n.3)) Moreover, Defendants argueh& text cited by Plaintiff at most
refers to the recited functions without explaining how they are perfoing&t)

Plaintiff's full reply argument is as follows:

As this Court previously held in the Blockbuster Litigation, sufficient structare

the form of an algorithm, “may be met in several ways,” including that the

algorithm may “be expressed textuallySee Ariba, Inc., v. Emptoris, In¢No.

9:07-CV-90,] 2008 WL 3482521, at *10 (E.D. Tex. Aug. 7, 2008%

Defendants thoroughly set out in Defendants’ Markman Brief, the steps are

sufficiently expressed textuallyThis Court has previously found sufficient

structure and nothing in the Reexamination proceeding has changed this analysis.

Accordingly, the Court should maintain its findings from its previous

construction.Seg[Blockbustef at 44-49.
(Dkt. No. 235, at 17 (footnote omitted).)

(2) Analysis

Title 35U.S.C. 8§ 112(f) providesAn element in a claim for a combination may be
expresse@s a means or step for performing a specified function without the recitalatise,
material, or acts in support thereof, and such claim shall be construed to coverdsgorating
structure, material, or acts described in the specification andadepiis thereof. Further, “[the
scope of a claim und¢s5 U.S.C.] section 11&)] . . .must be limited to structuretearly
linked or associatedith the claimed function in the specification or prosecution history and
equivalents of those structuresdMed. Instrumentation & Diagnostics Corp. v. Elekta, 8B4
F.3d 1205, 1219 (Fed. Cir. 200@mphasis added).

“[A] meansplus-function claim element for which the only disclosed structure is a

general purpose computer is invalid if the specificaf@ols to disclose an algorithm for
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performing the claimed function.Net MoneyIN Inc. v. Veri@n, Inc, 545 F.3d 1359, 1367
(Fed. Cir. 2008)seeWMS Gaming, Inc. v. IhtGame Tech.184 F.3d 1339, 1349 (Fed. Cir.
1999) (“In a means-plunction claimin which the disclosed structure is a computer, or
microprocessor, programmed to carry out an algorithm, the disclosed straatotéhe general
purpose computer, but rather the special purpose computer programmed to performaeddiscl
algorithm.”).

There is, however, an exception to the general rule requiring an algorithm.icafiggcif
when the corresponding structure is a general purpose computer, an algoréfoiredunless
the recited function can be achieved by any general purpose comvhtart special
programming.In re Katz Interactive Call Processing Patent Liti§39 F.3d 1303, 1316 (Fed.
Cir. 2011) (“Absent a possible narrower construction of the terms ‘processeugiving,” and
‘storing,’ . . . those functions can be achietbgdany general purpose computer without special
programming. As such, it was not necessary to disclose more structure than takpyepese
processor that performs those functionsa¢ordErgo Licensing, LLC v. CareFusion 303, Inc.
673 F.3d 1361, 1365 (Fed. Cir. 2012n(In re Katz we held that[a]bsent gpossible narrower
construction’ of the terms ‘processing,’ ‘receiving,” and ‘storinigg disclosure of a general
purpose computer was sufficient. . . . In other words, a general-purposeteomsufficient
structure ifthe function of a term such a®éans for processihgequires no more than merely
‘processing, which any genergburpose computer may aathout any special programming.”)

(citations omitted)* but see id(“It is only inthe rare circumstances where any gerpuapose

%See, e.g., Variant Holdings LLC v. Z Resorts N6. 2:11€V-290-JRG, 2013 WL 1949857,
at *32-*33 (E.D. Tex. May 9, 2013) (no algorithm required for “downloadingl) YNXX Corp.

v. Innerworkings, In¢.No. 1:10€V-2535, 2012 WL 4484921, at *21 (M.D. Pa. Sept. 27, 2012)
(no algorithm required for “receiving’Jnited Video Properties, Inc. v. Amazon.com,,INa.
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computer without any special programming can perform the function thataithalgneed not
be disclosed).

If an algorithm is required, that algorithm may be disclosed in any understamoiaib]
SeeTyphoon Touch659 F.3d at 138¢Indeed, the mathematical algorithm of the programmer
is not included in the specification. However, as precedent establishesc#siifthe
specification recites in prose the algorithm to be implemented by the prograinsee also
Finisar Corp. v. DirecTV Group, Inc523 F.3d 1323, 1340 (Fed. Cir. 2008) (noting that “a
patentee [may] express th[e] algorithm in any understandable terms igcasdsnmathematical
formula, in prose, or as a flow chart, or in any other manner that provides suSicierttire”)
(citation omitted).

Nonetheless, the purported algorithm cannot “merely provide[] functional lagigaad
must provide a “stepy-step procedure” for accomplishing ttlaimedfunction. Ergo
Licensing 673 F.3cat 1365;seeRotatable Techs. LLC v. NoKiac., No. 2:12€V-265, 2013
WL 3992930, at *4 (E.D. Tex. Aug. 2, 201@&3ilstrap,J.). Further, “[i{ is well settled that
simply disclosing softwarénowever, without providing some detail about the means to
accomplish the function, is not enoughFunction Media, L.L.C. v. Google, In@.08 F.3d
1310, 1318 (Fed. Cir. 2013) (citation antkrnal quotations and alterations omittesbe
Rotatable Techs2013 WL 3992930, at *4. Finallyhen citingsectionf the specificationa
patenteeshoulddemonstratéhow these sections explain to one of ordinary skill in the art the

manner in which the claimed functions are implementé&eisonalized Medis2011 WL

CIV.A. 11-003-RGA, 2012 WL 2370318, at *11 (D. Del. June 22, 2012) (no algorithm required
for displaying an icon)Personalized Media Commc’n, LLC v. Motorola, |rido. 2:08CV-70-

CE, 2011 WL 4591898, at *40 (E.D. Tex. Sept. 30, 2011) (no algorithm required for
“transferring said information from one of said dec{gleto a processdy.
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4591898, at *38see Function Medig708 F.3d at 318 (“These citations all explain that the
software automatically transmits, but they contain no explanation of how thedR@Rre
performs the transmission functitn

The existence of th@bove-discusselh re Katzexception to the algorithm requirement,
however, reinforces the sedtident proposition that the required degree of disclosure of
corresponding structure is commensurate with the complexity of the dl&imetion.

As discussed belovdlockbusterconstrued theneansplus-function terms bidentifying
passages in the specification. Courts, including this Court, sometimes take tbach@rd
sometimes do so in combination with additional description of the required struseeee.g.,
ROY-G-BIV Corp. v. FANUC LtdNo. 2:07€V-418, 2009 WL 2971097, at *34-*35 (E.D. Tex.
Aug. 25, 2009) (Folsom, JABT Sys., LLC v. Robertshaw Controls,@dp. 11 C 5112, 2013
WL 1498997, at *8 (N.D. lll. Apr. 11, 2013klan Microelectronics Corp. v. Pixcir
Microelectronics Co. Ltd.No. 2:10€V-00014-GMN, 2013 WL 2394358, at *25-*26 (D. Nev.
May 30, 2013).

Other times, ourts analyze and synthesize the corresponding structure based on
disclosure in the specification but without citations ther&eeApple Inc. v. Samsung Elecs.
Co, No. 12-CV-00630-LHK, 2013 WL 1502181, at *39-*4dsp.at *43-*44 (N.D. Cal.

Apr. 10, 2013) (construing “means for transmitting said composite signal’ to have corregpondin
structure based on court’s analysis and synthesis of software featuresetisolthe
specificaton).

Still other timescourtscite specificsteps or elements disclosed in the specification, often

together withthe reference numegabr identifiers corresponding to thastefs or elemens. See,

e.g.,Guardian Media Techs., Ltd. v. Acer Am. Cof10CV-597, 2013 WL 1866901, at *11-
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*21 & *24-*27 (E.D. Tex. May 2, 2013) (Davis, JMOSAID Techs. Inc. v. Dell In2:11-CV-
179, 2013 WL 1739455, at *11-*15 (E.D. Tex. Apr. 22, 2013) (Cravenvidiorola Mobility,
Inc. v. TiVo, Inc.No. 5:11€V-53, 2012 WL 6087792, at *20-*27 & *67-*77 (E.D. Tex. Dec. 6,
2012)(Gilstrap, J.).Not surprisingly, the approach taken by the court typically reflects the
approach taken by the parties’ arguments.

Here, the parties dispute which approach to take.r@lbeanttouchstone is whether the
Court’s construction resolves the parties’ claim construction disfgge.O2 Micrp521 F.3dat
1362-63. The Court construes the following means-plus-function terms accordingly:

(a) “means for labeling . . .”

The partiepresent competing proposed functions but havedetuately explained any
substantive dispute. The Court hereby finds that the claimed functiabeésing content of a
web site.”

In Blockbuster“[t]he court conclude[d] that the following sectionstioé specification of
the '592 Patent provide sufficient structure for theans for labeling theontent of a web site’
limitation: 5:4043; 2:31-40; 4:29-39; 5:61-64; 6:60-65Blockbusterat 45.

Plaintiff here similarlyproposes that the correspondstgucture is:

Software programmed to assign labels, such as categories and/or keywords,

web site contentSeeCol. 2, Lines 31-40; Col. 4, Lines 29-39; Col. 5, Lines 40-

43; Lines 60-64; Col. 6, Lines 60-65.

(Dkt. No. 171, Ex. C, at 2.)

Plaintiff's proposal of “®ftware programmed to assign labels, such as categories and/or

keywords, to web site contérdoes not, by itself, amount to sufficient structugseFunction

Media 708 F.3cat1318. Therefore, Plaintiff is presumably relying upon the cited passages,

which disclose as follows:
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Visitor interests can be tracked by including “keyword directives” in content
contained within the web sit&.hese keyword directives specify a keyword
indicating the type of category of information represented éygtimtent.As the
content is delivered to the visitor in the form of a web page, the number of
keyword directives attached to the content is accumulated into a specified visit
profile. Over time, this visitor profile can represent the types of infaomahe
visitor has viewed and serve as an indicator of his or her preferences.

* % %

The server computer 130 includes standard server computer components,
including a network connection device 138, a CPU 132, and a memory (primary
and/or secondary) 134. The memory 134 stores a set of computer programs to
implement the processing associated withihvention.These programs ar[e]
collectively referred to as a tlisic] web server software 136. The invention may
be used with any web server software, including, but not limited to, Netscape
Enterprise Server from Netscape Inc., Internet Information Servericrosoft,

or Apache from the Apache HTTP Server Project

* % %

In the preferred embodiment the developer can then assign at least oneyategor
and/or a keyword to each of the Web Content Itefinese categories and key

words are used to determine visitor interest when they access Web Content Items
on a Web Site.

* % %

The accumulation process functions when a visitor accesses a URL and the
associated Web Content ItemAt that point the program registers the
representative categories belonging to the web page.

* % %

If a visitor file exists for the current visitor, the program accesses sutdr Viie
to determine the visitor’s interesas determined by the keywords associated with
prior Web Content Items served, and, in one embodiment, there may be a
weighing factor or other algorithmic determination for the additional Web
Content Items viewed by the visitor during the most recent usage.

(‘592 Patent at 2:380, 4:2939, 5:40-44, 5:61-64 & 6:60-66 (emphasis added).)
On balance, these passages disclose that the corresponding structurenfieatisefor

labeling the content of a web Siie “a generatpurpose computer programmed toperform
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the following, and equivalents thereaf(1) include keyword directivesin content contained
within a web site; or (2) assign at least one category and/or a keyword to each of the Web
Content Items.” See Ishida Co., Ltd. v. Tay|d21 F.3d 1310, 1316 (Fed. Cir. 2000) (noting
that a patent can “discloseflternative structures for accomplishing the clairffugtttion”). As

a result, Defendants’ indefiniteness argument is hereby expressly rejected.

(b) “means for reqistering . . ."

In Blockbuster“[t]he court conclude[d] that the following sections, when read in
conjunction, provid sufficient structure for the ‘means for registering the labeled accessed
conent in a personalized data fil@hitation: 5:6167; 2:34-45; 7:21-65; 4:29-39; 7:32-65.”
Blockbusterat 46.

Plaintiff heresimilarly proposes that the corresponding structure is:

Software programmed to accumulate, create and/or update a per§dhdara

file with information reflecting that the visitor has accessed or viewed thietabe

cortent; SeeCol. 2, Lines 15-17; Lines 34-45; Col. 4, Lines 29-39; Col. 5, Line

61 — Col. 6, Line 5; Col. 7, Lines 21-65.

(Dkt. No. 171, Ex. C, at 2.)

Plaintiff's proposal of “sftware programmed to accumulate, create and/or update a
personalize[dflata fle with information reflecting that the visitor has accessed or viewed the
labeled conteritdoes not, by itself, amount to sufficient structueeFunction Media 708
F.3dat1318. Therefore, Plaintiff is presumably relying upon the cited passageh,didtlose
as follows:

The invention is a method and apparatus for learning in what a visitor is interested

and what demographics the visitor may demonstrate so as to deliver personalized

information to the visitor based upon accumulated data, and to do so without
requiring dynamic page generation for each individual visitor.

* % %
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As the content is delivered to the visitor in the form of a web page, the number of
keyword directives attached to the content is accumulated into a specified visitor
profile. Over time, this visitor profile can represent the types of information the
visitor has viewed and serve as an indicator of his or her preferences. In this way,
the invention can accumulate a visitor profile unobtrusively, without requiring the
visitorsto fill out a survey or questionnair@he profile may also be augmented

with explicit information the visitor provides over time, such as a name or address
provided when ordering a product from the site.

* % %

The server computer 130 includes standard server computer components,
including a network connection device 138, a CPU 132, and a memory (primary
and/or secondary) 134. The memory 134 stores a set of computer programs to
implement the processing associated wighihvention. These programs ar[e]
collectively referred to as a tlisic] web server software 136. The invention may
be used with any web server software, including, but not limited to, Netscape
Enterprise Server from Netscape Inc., Internet Information Serverlicrosoft,

or Apache&from the Apache HTTP Server Project.

* % %

The accumulation process functions when a visitor accesses a URL and the
associated Web Content Items. At that point the program registers the
representative categories belonging to the web page.

The vistor file contains a Lining tally of the visit@’interest preferably based on
accessed Web Contents Iteniis.a preferred embodiment, an algorithm is
included that gives greater weight to more recently accessed Web Contant Item
thereby accounting farhanging interests and tastes.

* % %

The server request handler 320 can then update the visitor file data with the
categories and keyword counts for the information assembled into the final page
that is returned to the visit@browser. The updated i file data is delivered

back to the visitor data manager 350 and stored in the visitor data file store 375 by
the visitor file manager 370.

FIG. 4 shows another embodiment 400 of the invention wherein there are multiple
instances of the Server requbandler and associated machinery. Web sites often
use this form of functional replication to achieve higher performance byghari

the load across multiple server machines. A load balancer, such as a Cisco Local
Director, a DNS round robin, or equivateachnology exists between the web
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site visitor’'s browser 410 and a set of server request handlers 431, 432, 433. Each
server request handler is a complete copy and typically each one operates on a
separate machine. The server request handlers eacthbavavn visitor data
manager 441, 442, 443. As a visitor makes multiple requests to the web site, each
individual request may be redirected by the load balancer to a different request
handlgr] and visitor data manager. Therefore, as the category and keyword
counts are updated by each individual server, some special mechanism must be
used to ensure that updates are not lost by having one set of visitor data overwrite
the results of another. This is the reason for having the visitor file manager 470 as
a separate mechanism within the invention. There is only one visitor file manager
and it serves as the collection point for all updated data generated by the
individual visitor data managers 441, 442, 443. A further refinement is that the
visitor data nanagers communicate an incremental update value to the visitor file
manager. For example, consider the case where a visitor makes two requests to
the web site, with each request being for a page containing keyword “A”. The

first request might be handléy server request handler 432 (and visitor data
manager 442). The second request might be handled by server request handler
443 (and visitor data manager 443). Each one of these data managers has a visitor
profile stating that the visitor saw one instamé the keyword “A”. However,

when each reports its results back to the visitor file manager 470, the visitor file
manager sums the results together thus obtaining the correct value of two
instances for the keyword “A”. The final resuligg]written inb the visitor data

file store 475 and made available for future operations.

(‘592 Patent at 2:120, 2:3445, 4:29-39, 5:61-6:5 & 7:21-65 (emphasis added).)

On balance, these passages disclose that the corresponding stricwensrat
purpose compuer programmed to perform the following, and equivalents thereof
(1) accumulate, into a specified visitor profilethe number of keyword directives attached
to content that is delivered to the visitor in the form of a web pageor (2) register the
representative categories belonging to aveb pageaccessed by a visitor.”See Ishida221
F.3d at 1316 (noting that a patent can “discloakfrnative structures for accomplishing the
claimedfunction”). As a result, Defendants’ indefiniteness argument eblyezxpressly

rejected.
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(c) “means for storing the data file forlahst one visitdr

In Blockbuster“the court conclude[d] that the following sections of the specification
disclose sufficient structure for the ‘means for storing the data filetfleast one visitor’
limitation: 4:2939; 6:43-50; 7:22-27; 7:32-65 Blockbusterat 46.

Plaintiff here similarly proposes that the corresponding structure is:

Software programmed to place the data file in menfeegCol. 3, Lines 24-29;

Col. 4, Lines 29-39; Col. 5, Lines 51-55; Col. 5, Line 60 — Col. 6, Line 3; Col. 6,

Line 43-50; Col. 7, Lines 22-65.

(Dkt. No. 171, Ex. C, at 2-3.)
On balance, the Court here appliesithee Katzexception to the algorithm requirement

because the “storing’ functionflan be achieved by any general purpose computer without
special programming. As such, it was not necessary to disclose morersttiatuthe general
purpose processor that performs th[at] function]hre Katz 639 F.3d at 1316.

Thus, the correspoimdy structure isa general-purpose computer.” Defendants’

indefiniteness argument is hereby expressly rejected.

(d) “means for displaying . . .”

In Blockbustey “the court conclude[d] that the following sections of the specification
provide sufficient structure for the ‘means for displaying the pre-cugezhdisplay onto a web
page accessed by the visitor’ limitation: 6281; 2:59-66; 3:6-24; 4:29-39 Blockbusterat 48
(theterm at issue iBlockbustemwas amended during reexamination; the digptdem in the
aboveeaptioned case isrfeans for displaying said same prestomized display from cache
onto a web page accessed by said second visitor without regenerating said same eached pr
customized display for said second visifor

Plaintiff heresimilarly proposes that the corresponding structure is:
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Software programmed to show the prestomized display as part of a web page
accessed by the second visitor, wherein the previously generated, pre-cedtomiz
display is loaded from a cache and notaiwically recreated before showirgge
Col. 2, Lines 59-66; Col. 3, Lines 6-24; Col. 4, Lines 29-39; Col. 6, Line 28 —
Col. 7, Line 11.

(Dkt. No. 171, Ex. C, at 3.)

Plaintiff's proposal of “software programmed to show thequgtomized display as part
of a web page accessed by the second visitor, wherein the previously genezatedtgmnized
display is loaded from a cache and not dynamically recreated before sliaoieg not, by
itself, amount to sufficient structur&eeFunction Media 708 F.3dat 1318 Therefore, Plaintiff
is presumably relying upon the cited passages, which disclose as follows:

The present invention assembles all of this data and delivers a “personalized”
page to the visitor.

The present invention stores personalized paggoaoents in a cache.
Subsequent delivery of the same page components is satisfied by retrieving the
information from the cache, rather than by dynamically generating it each time.

* % %

For example, a home page for a large web site might include anpkzation

directive describing the inclusion ah article related to a visit@rfavorite NFL

team. The personalization directive function examines the visitor profile,
determines the favorite team, and includes the appropriate page with information
abaut that team.In this way, each visitor to the web site might receive a different
introductory web page, customized for their preferences. Even though every
visitor receives a page that appears to be customized for them, since, timefact,

are only 30 or so NFL teams; the caching mechanism of the invention ensures that
the dynamic page generation only occurs at most 30 or so tlfrese million

visitors come to the site, most of the visitors simply receive a web page that was
already dynamically gemated for a previous visitoin essence, the invention
allows “personalizedpages to be constructed by choosing from a set of
previously computed pages, rather than by dynamically computing each page for
every visitor.

* % %
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The server computer 130 includes standard server computer components,
including a network connection device 138, a CPU 132, and a memory (primary
and/or secondary) 134. The memory 134 stores a set of computer programs to
implement the processing associated withinkrention. These programs ar[e]
collectively referred to as a tlisic] web server software 136. The invention may
be used with any web server software, including, but not limited to, Netscape
Enterprise Server from Netscape Inc., Internet Information SerrarNharosoft,

or Apache from the Apache HTTP Server Project.

* % %

Returning to FIG. 2, the page is illustrative of how a base page is pre-customized
to make it seemingly customized for a given visitor. Assuming that a visitor
frequents a sports-oriented web site in the preferred embodiment, the main story
on the page could be the same for all thequ&omized pages, for example, a
Super Bowl story; however, the additional stories on the page can be adjusted
with inserts of personalized page componéetas[sic] according to the visitos’
preferences, such as individual team information. Assuming that visitor A in
prior visits has frequented a number of Web Content Items with a keyword of
“football”, then when visitor A returns to the web site a page with personalized
page components will appear where the page components (e.g., 221, 223, 225) are
Web Content Items comprising footbedllated stories.

FIG. 3 shows a relationship diagram for the invention. Requests begin when a
browser 310 operating on a client computer (as in 110 in FIG. 1) makes a request
to the web site server (as in 130 in FIG. 1). When the site is being accessed, the
server request handler 320 analyzes the incoming request and the corresponding
pages, and invokes the monogrammer 330 and the component assembler 340 as
necessary.

The component assembler 340 examines the visitor file, if any, to determine if
there is a preference to be assmravith the accumulated categg{gnd

keyword counts of the visitorThe visitor file is obtained from the visitor data
manager 350, which serves as a central coordination point for retrievals and
updates of visitor data within a single web servéthere is no file for this

visitor, the program generates a file based on the visitor so atetonihe the
visitors referencésic, visitor’s preferencefor the next page requested.

If a visitor file exists for the current visitor, the program accesses sutdr Viie

to determine the visitas’interests as determined by the keywords assdaiatk
prior Web Content Items served, and, in one embodiment, there may be a
weighing factor or other algorithmic determination for the additional Web
Content Items viewed by the visitor during the most recent usdgeprogram
then selects a preustonized page or preustomized page components which
should reflect this interesiThese selections can be assembled by a component
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assembler 340, and may be further subject to personal modification by a
monogrammer 330 to make changes such as inserting the visitor's name onto the

page.
The component assembler uses the pre-customized file handler B&@iete
the Web Content Items, formatted as pre-customized thgésre appropriate
for this visitor. Pre-customized pages can be cached in aqu&anized file
store 365 or can be dynamically generated on demand by the dynamic page
generator 380.
(‘592 Patent aR:59-66 3:6-24, 4:29-39 & 6:28-7:11 (emphasis addgd)
On balance, these passages disclose that the corresponding strdatgenerd-
purpose computer programmed toretrieve Web Content Items, formatted as pre
customized pagesfrom pre-customized file store 365; and equivalents theretf.As a result,

Defendants’ indefiniteness argument is hereby expressly rejected.

(e) “means for grerating . . ."

In Blockbuster“the court conclude[d] that the following sections of the specification
provide sufficient structure for the ‘means for generating a set efys®mizedisplays’
limitation: 2:463:23; 6:28-42; 6:43-7:10; 5:49-60; 4:29-3Blockbusterat 47.

Plaintiff here similarlyproposes that the corresponding structure is:

Software programmed to create a set ofqustomized displaysSeeCol. 2, Line

46 — Col. 3, Line 24; Col. 4, Lines 29-39; Col. 5, Lines 49-60; Col. 6, Lines 10-

12; Col. 6, Line 28 — Col. 7, Line 11.

(Dkt. No. 171, Ex. C, at 3-4.)

Plaintiff's proposal of “sftware programmed to create a set ofqustomized displays
does not, by itself, amount to sufficient structuszeFunction Media 708 F.3dat 1318.
Therefore, Plaintiff is presumably relying upon the cited passages, whitbseiss follows:

The present invention then delivers personalized pages to the visitor by examining

such visitor’s profile.Another directive, called a personalization diregtimay
be placed into web pages that are to be customized by the invention. These
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directives cause a personalization function to be applied to the visitor’'s profile
data. The result of the personalization function defines an attribute to be used for
locating personalized page fragments, called “page components”, that the
invention then assembles into a customized page for the vigitdinis manner,

each visitor may receive a page containing three different classes of data:
common data received by aikitors, personalized data received by a similar

group of visitors, and individual data received only by this one visitor. The
present invention assembles all of this data and delivers a “personalized” page to
the visitor.

The present invention storesrponalized page components in a cache.
Subsequent delivery of the same page components is satisfied by retrieving the
information from the cache, rather than by dynamically generating it eagh tim

The present invention can therefore take advantage of a common situation where
large groups of visitors share similar interests and should receivantieedata.

Since previously generated personalized page components need not be re-
generated for every visitor, computational overhead is reduced tremendously by
supplying such pre-generated page components.

For example, a home page for a large web site might include a personalization
directive describing the inclusion ah article related to a visit@rfavorite NFL

team. The personalization directive functiemamines the visitor profile,

determines the favorite team, and includes the appropriate page with information
about that teamin this way, each visitor to the web site might receive a different
introductory web page, customized for their preferences. Even though every
visitor receives a page that appears to be customized for them, since, timefact,
are only 30 or so NFL teams; the caching mechanism of the invention ensures that
the dynamic page generation only occurs at most 30 or so times. nifilios

visitors come to the site, most of the visitors simply receive a web page that was
already dynamically generated for a previous visitaressence, thievention

allows “personalizedpages to be constructed by choosing from a set of
previously omputed pages, rather than by dynamically computing each page for
every visitor.

* % %

The server computer 130 includes standard server computer components,
including a network connection device 138, a CPU 132, and a memory (primary
and/or secondary) 134. The memory 134 stores a set of computer programs to
implement the processing associated wighihvention. These programs ar[e]
collectively referred to as a tlisic] web server software 136. The invention may
be used with any web server software, including, but not limited to, Netscape
Enterprise Server from Netscape Inc., Internet Information Serverlicrosoft,

or Apache from the Apache HTTP Server Project.
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* % %

The developer can then devise adfétveb Content Items that can ‘personalize’

the Web Site for the visitor the next time the visitor accesses the welisise.
personalization can be done according toatt®imulated data in the visitor’s file,
gathered implicitly by observing which Web Content Items, and therefowhi
categores have been of interest to the visitor in the pake ‘personalizadn’

will not be a one-time dynamically generated customized web page, which would
be too resource intensive and therefore slow, but will be based on predetermined
Web Content Items that are developed and then cached into memory.

* % %

Such predetermined content is cached in memory and is, preferably, designed by a
web site to appeal to interests in certain topics.

* % %

Returning to FIG. 2, the page is illustrative of how a basgge ps precustomized

to make it seemingly customized for a given visitor. Assuming that a visitor
frequents a sports-oriented web site in the preferred embodiment, the main story
on the page could be the same for all thequ&omized pages, for example, a
Super Bowl story; however, the additional stories on the page can be adjusted
with inserts of personalized page components itengsdccording to the visitos'
preferences, such as individual team information. Assuming that visitor A in
prior visitshas frequented a number of Web Content Items with a keyword of
“football”, then when visitor A returns to the web site a page with personalized
page components will appear where the page components (e.g., 221, 223, 225) are
Web Content Items comprising footbedllated stories.

FIG. 3 shows a relationship diagram for the invention. Requests begin when a
browser 310 operating on a client computer (as in 110 in FIG. 1) makes a request
to the web site server (as in 130 in FIG. 1). When the site is betegsed, the

server request handler 320 analyzes the incoming request and the corresponding
pages, and invokes the monogrammer 330 and the component assembler 340 as
necessary.

The component assembler 340 examines the visitor file, if any, to detefmine i
there is a preference to be asstravith the accumulated categg[dnd

keyword counts of the visitor. The visitor file is obtained from the visitor data
manager 350, which serves as a central coordination point for retrievals and
updates of visitor data within a single web server. If there is no file for this
visitor, the program generates a file based on the visitor so as to determine the
visitors referencesic, visitor’'s preferenceflor the next page requested.
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If a visitor file exists for theurrent visitorthe program accesses such visitor file

to determine the visitor’s interesas determined by the keywords associated with
prior Web Content Items served, and, in one embodiment, there may be a
weighing factor or other algorithmic determtiioa for the additional Web

Content Items viewed by the visitor during the most recent usgeprogram

then selects a preustomized page or pre-customized page components which
should reflect this interest. These selections can be assembled by a component
assembler 340and may be further subject to personal modification by a
monogrammer 330 to make changes such as inserting the visitor's name onto the

page.
The component assembler uses the pre-customized file handler 360, to retrieve the
Web Contenttems, formatted as preustomized pages, that are appropriate for
this visitor. Precustomized pages can be cached in ecpstomized file store
365, or can be dynamically generated on demartidogynamic page generator
380.
(‘592 Patent aR:46-3:24, 4:29-39, 5:49-60, 6:10-12 & 6:28-7(@inphasis added)
On balance, these passages disclose that the corresponding striatgemesal-
purpose computer programmed to dynamically generate a web page for a previousitor
by examiningthat previous visitor’s profile , determining at least one interest of the
previous visitor, locating pre-customizedpagecomponents that reflect that interest, and
assembling those preeustomized page components into a customized page for hrevious
visitor; and equivalents thereof” As a result, Defendants’ indefiniteness argument is hereby

expressly rejected.

() “means for caching ...”

In Blockbustey “[t]he courtconclude[d]that the following sections of the specification
provide sufficient structure for ¢i'means for caching the set of yfmestomized displays on the
server’ limitation: 2:613:5; 7:611; 5:55-60; 6:11; 4:29-39.Blockbusterat 47.

Plaintiff here similarlyproposes that the corresponding structure is:

Software programmed to store the dgbr@-customized displays in a manner to
provide for faster access in the futugseCol. 2, Line 61 — Col. 3, Line 5; Col. 4,
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Lines 29-39; Col. 5, Lines 55-60; Col. 6, Lines 10-20; Lines 29-42; Col. 7, Lines
6-11.

(Dkt. No. 171, Ex. C, at 4.Plaintiff’'s proposal of software programmed to store the set of pre-
customized displays in a manner to provide for faster access in the future” ddmsitsaf,
amount to sufficient structureSeeFunction Media 708 F.3cat1318 Therefore, Plaintiff is
presumably relying upon the cited passages, which disclose as follows:

The present invention stores personalized page components in a cache
Subsequent delivery of the same page components is satisfied by retrieving the
information from a cache, rather than by dynamically generating it each time
Since previously generated personalized page components need not be re-
generated for every visitor computational overhead is reduced tremendously by
supplying such prgenerated page components.

* % %

The ®rver computer 130 includes standard server computer components,
including a network connection device 138, a CPU 132, and a memory (primary
and/or secondary) 134. The memory 134 stores a set of computer programs to
implement the processing associatedlite invention. These programs ar[e]
collectively referred to as a tlisic] web server software 136. The invention may
be used with any web server software, including, but not limited to, Netscape
Enterprise Server from Netscape Inc., Internet Informna8erver from Microsoft,

or Apache from the Apache HTTP Server Project.

* % %

The ‘personalization’ will not be a oniene dynamically generated customized
web page, which would be too resource intensive and therefore slow, but will be
based on predetermined Web Content ltems that are developed anddhed

into memory

* % %

Such predetermined contentached in memorgnd is, preferably, designed by a
web site to appeal to interests in certain topics.

The benefits of the present inventioe anmediately evident. The present
invention gives the visitor the impression of a customized page visithwhen

in actuality it presentpre-customized pages and/or page components that have
been cachedThe system thereby conserves computing resswand retains a
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higher access speed on a server as opposed to those systems that dynamically
generate customized pages for each visitor.

* % %

Returning to FIG. 2, the page is illustrative of how a base page is pre-customized
to make it seemingly custized for a given visitorAssuming that a visitor
frequents a sports-oriented web site in the preferred embodiment, the main story
on the page could be the same for all thequ&omized pages, for example, a
Super Bowl story; however, the additional stories on the page can be adjusted
with inserts of personalized page componéetas|[sic] according to the visitos’
preferences, such as individual team informatidasuming that visitor A in

prior visits has frequented a number of Web Content Items with a keyword of
“football”, then when visitor A returns to the web site a page with personalized
page components will appear where the page components (e.g., 221, 223, 225) are
Web Content Items comprising footbedllated stories.

* % %

The component assembler uses the pre-customized file handler B&@ieie

the Web Content Items, formatted as pre-customized phgésre appropriate
for this visitor. Pre-customized pages can be cached in aqu&omized file
store 365 or can be dynamically generated on demand by the dynamic page
generator 380.

(‘529 Patent at 2:63:5, 4:2939, 5:55-60, 6:10-20, 6:28-42 & 7:6-11.)

On balance, these passages disclose that the corresponding striawenierat

purpose computer programmed toplace pre-customized displays ina pre-customized file

store 365 and equivalents thereof: As a result, Defendants’ indefiniteness argument is

hereby expressly rejected.

(g) “means for analyzing . . .”

In Blockbuster “the court conclude[d] that the following sections of the specification

provide sufficient structure for the ‘means for analyzing the data filleeo¥isitor and

associating the user with a precustomized display’ limitatidi16; 2:46-61; 6:43-7:11; 4:29-

[3]9; 6:37-42.” Blockbusterat 48 (theéerm at issue iBlockbustemwas amended during
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reexamination; the disputed term in the aboaptioned case is “means for analyzing a
personalized data file of the second visitor and, based on visitor preferences of@agd se
visitor, associating said secomgitor with a same preustomized display displayed to a
previous visitot).

Plaintiff here similarlyproposes that the corresponding structure is:

Software programmed to review information in the personalized data file of the

second visitor and then tdentify the at least one pristomized display, based

on such review, wherein the at least one pre-customized display was displayed to

a previous visitorSeeCol. 2, Lines 1621; Lines 4661; Col. 4, Lines 29-39;

Col. 6, Lines 6-10; Lines 29-42; Col. 6, Line 43 — Col. 7, Line 11.

(Dkt. No. 171, Ex. C, at 4-5.)

Plaintiff's proposal of “software programmed to review information in thieqrealized
data file of the second visitor and then to identify the at least one pre-custonsiziey,dvased
on swch review, wherein the at least one-pustomized display was displayed to a previous
visitor,” does not, by itself, amount to sufficient structuBzeFunction Media 708 F.3chat
1318. Therefore, Plaintiff is presumably relying upon the cited passages, whiosalzs|
follows:

The invention is a method and apparatus for learning in what a visitor is interested

and what demographics the visitor may demonstrate sodadiver personalized

information to the visitor based upon accumulated data, and to do so without
requiring dynamic page generation for each individual visitor

* % %

The present invention then delivers personalized pages to the visitor by examining
such visitor’s profile Another directive, called a personalization directive, may
beplaced into web pages that are to be customized by the inventiese

directives cause a personalization fuoictio be applied to the visitarprofile

data. The result of the personalization function defines an attribute to be used for
locating personalized page fragments, cdlfgage conponents”, that the

invention then assembles into a customized page for the visitor. In this manner,
each visitor may receive a page containing three different classes of data:
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common data received by all visitorgrponalized data received by a similar

group of visitors, and individual data received only by this one visithe

present invention assembles all of this data and delivers a “personalized” page to
the visitor.

* % %

The server computer 130 includes standard server computer components,
including a network connection device 138, a CPU 132, and a memory (primary
and/or secondary) 134. The memory 134 stores a set of computer programs to
implement the processing associated with the invenfitrese programs ar[e]
collectively referred to as a tligic] web server software 136. The invention may
be used with any web server software, including, but not limited to, Netscape
Enterprise Server from Netscape Inc., Internet Information Serveriflicrosoft,

or Apache from the Apache HTTP Server Project.

* % %

When a visitor accesses a web site that has an existing file for that visitor, the
program determines from the file and the tallied categories, whiclkystmized
content, i.e., the personalized page components, to provide to the visitor.

Such predetermined content is cached in memory and is, preferably, designed by a
web site to appeal to interests in certain topics.

* % %

Returning to FIG. 2, the page is illustrative of how a base page is pre-customized
to make it seemingly customized for a given visitor. Assuming that a visitor
frequents a sports-oriented web site in the preferred embodiment, the main story
on the page could be the same for all thequ&omized pages, for example, a
Super Bowl story; however, the additional stories on the page can be adjusted
with inserts of personalized page componéetas|sic] according to the visitos
preferences, such as individual team information. Assuming that visitor A in
prior visits has frequented a number of Web Content Items with a keyword of
“football”, then when visitor A returns to the web site a page with personalized
page components will appear where the page components (e.g., 221, 223, 225) are
Web Content Items comprising footbadllaied stories.

FIG. 3 shows a relationship diagram for the invention. Requests begin when a
browser 310 operating on a client computer (as in 110 in FIG. 1) makes a request
to the web site server (as in 130 in FIG. 1). When the site is being accessed, the
server request handler 320 analyzes the incoming request and the corresponding
pages, and invokes the monogrammer 330 and the component assembler 340 as
necessary.
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The component assembler 340 examines the visitor file, if any, to determine if
there is apreference to be associated with the accumulated catego[r]y and
keyword counts of the visitof.he visitor file is obtained from the visitor data
manager 350, which serves as a central coordination point for retrievals and
updates of visitor data within a single web server. If there is no file for this
visitor, the program generates a file based on the visitor so as to determine the
visitorsreferencdsic, visitor’'s preferenceflor the next page requested.

If a visitor file exists for the current visir, the program accesses such visitor file

to determine the visitor’s interests as determined by the keywords assoctated w
prior Web Content Items serveghd, in one embodiment, there may be a

weighing factor or other algorithmic determination for #ulitional Web

Content Items viewed by the visitor during the most recent usdgeprogram

then selects a preustomized page or pre-customized page components which
should reflect this interest. These selections can be assembled by a component
assemier 340 and may be further subject to personal modification by a
monogrammer 330 to make changes such as inserting the visitor's name onto the

page.
The component assembler uses the pre-customized file handler 360, to retrieve the
Web Content Items, formatted as pre-customized pages, that are appropriate for
this visitor. Precustomized pages can be cached in ecpstomized file store
365, or can be dynamically generated on demand by the dynamic page generator
380.
(‘592 Patent aR:1621, 2:4661, 4:29-39, 6:6-12, 6:28-7:1&mphasis addeq)
On balance, these passages disclose that the corresponding striatgemeyal-
purpose computer programmed toperform the following, and equivalents thereof
(1) access the second visitor’s file to determine the second visitor’s interesis determined
by the keywords associated with prior Web Content Items served; (Bglect a pre
customized page or precustomized page componenthat should reflectat least one of the
determined interestsof the second vigor; and (3) assemble these selections by using a

component assembler 34€hat usesthe pre-customized file handler 36Qo retrieve, from

pre-customized file store 365, Web Content Itemihat are formatted as pre-customized
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pages andhat are appropriate for the secondvisitor.” As a result, Defendants’
indefiniteness argument is hereby expressly rejected.

(h) “computer readable program code means embodied in said medium for
searching, said computer readable code means comgtising;

As a threshold mattethe Court agrees with Defendants that the semicolon at the end of
this disputed termshould be interpreted ascolon. (SeeDkt. No. 229, at 40.)

Blockbusterejected an argument that the phrase “embodied in said medium for
searching” rendered Claim ligdefinite. Blockbustemat 48-49. Blockbusterrelied upon
passages in the specification as “explain[ing] that the invention must be ablat& loc
personalized page fragments and then assemble those fragments into a edgtagezor a
visitor.” Id. at 49 (citing ‘592 Patent &50-55, 6:60-63, 6:66-7:1 & 7:6-10).

Defendants argue that the specification fails to disclose any structuredoctisng,”
arguing that “[the closest meiun is a single reference to ‘locating’ but there is no descrition
how this is accomplished other than by an ‘attribute.” (Dkt. No. 229, at 40 (citing ‘592 Patent
at2:50-55).)

In Blockbustey “the court conclude[d] that the following sections of the specification
provide the structure corresponding to the ‘computer readable program code meanseémbodi
said medium for searching’ limitation: 2:5®%; 7:6-10; 4:29-39; 5:60-67; 6:50-66; 6:60-63,;
6:66-7:1."” Blockbusterat 44.

Plaintiff hereproposes that the corresponding structure is:

Software programmed to lalidle content of a web site; register the labeled

accessed content in a visitor data file; store the visitor data file; geneedtefa s

pre-customized displays; cache the set ofqgustomized displays; analyze the

personalized data file of the second visitor and associate the second visitor with at

least one preustomized display displayed to a previous visitor; and display the
pre-customized display onto a web page accessed by the vis#eCol. 2, Lines
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50-55; Col. 4, Lines 29-39; Col. 5, Lines 60-67; Col. 6, Line$60kines 6663;
Col. 6, Line 66 — Col. 7, Line 1; Col. 7, Lines 6-10.

(Dkt. No. 171, Ex. C, at 5.)

Because the.”. .means .. for searching . ” is recited as comprising the other means
plusfunction limitations that are addsesd in subsections (a) through (g), above, construction of
the “. . .means .. for searching . .” would be redundaniCf. Funai Elec, 616 F.3dat 1366
(“The criterion is whether the explanation aids the court and the jury in undergtameliterm a
it is used in the claimed invention.”). Instead, the definiteness of therfeans . . for
searching . ” limitation turns on the definiteness of those otlivaitation. Because the Court
has rejected Defendants’ indefiniteness arguments hege bther means-plus-function
limitation, as discussed in subsections (a) through (g), above, the Court hereby expexssly rej
Defendants’ indefiniteness argument as to the fheans . . for searching . . limitation.

No further construction isecessarySeeU.S. Surgical 103 F.3d at 1568 Claim
construction is a matter of resolution of disputed meanings and technical scopefytarth
when necessary to explain what the patentee covered by the claims, for usesterthedtion
of infringement. It is not an obligatory exercise in redundahcse® alsd2 Micro, 521 F.3d
at1362(“[D]istrict courts are not (and should not be) required to construe kweéiation
present in a patent’s asserted claimg:fjjan, 626 F.3d at 1207 (“Urike O2 Micro, where the
court failed to resolve the parties’ quarrel, the district court rejectechdefiés’ construction.”).

V. CONCLUSION

The Court adopts the constructions set forth in this opinion for the disputed terms of the
patentsin-suit. The parties are ordered that they may not refer, directly or ingjreecdach

other’s claim construction positions in the presence of the jury. Likewise, tihesgad ordered
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to refrain from mentioning any portion of this opinion, other than the actual definitiopsesl
by the Court, in the presence of the jury. Any reference to claim constructioedirgseis
limited to informing the jury of the definitions adopted by the Court.

Within thirty (30) days of the issuance of this Memorandum Opinion and Order, the
parties are hereby ORDERED, in good faith, to mediate this case with theanadi@ed upon
by the parties. As a part of such mediation, each party shall appear by eouhbglat least
one corporate officer possessing sufficient authority and control to unilaterally binding
decisions for the corporation adequate to address any good faith offer or countéroffe
settlement that might arise during such mediation. Failure to do so shall be dgeimedburt
as a failure to mediate good faith and may subject that party to such sanctions as the Court

deems appropriate.

So ORDERED and SIGNED this 20th day of November, 2013.

RAP
S DISTRICT JUDGE

103



	I.  BACKGROUND
	II.  LEGAL PRINCIPLES
	III.  CONSTRUCTION OF AGREED TERMS
	IV.  CONSTRUCTION OF DISPUTED TERMS
	A.  “web content item(s)”
	B.  “pre-customized web content item(s)” and “pre-selected web content”
	C.  “pre-customized display”
	D.  “based on said visitor preferences, to provide the same pre-customized files from a web site server computer cache to a plurality of visitors”
	E.  “presenting the same cached pre-selected web content associated with the determined selected category to each of the plurality of visitors” and “presenting the same cached pre-selected web content associated with the selected category to a plurali...
	F.  “caching” and “cached”
	G.  “displaying said same at least one pre-customized display to the second visitor [over the Internet], wherein said same at least one pre-customized display is not regenerated before displaying” and “displaying said same pre-customized display from ...
	H.  “analyzing a personalized data file of a second visitor and associating the second visitor with [the / a] same at least one pre-customized display” and “analyzing a personalized data file of the second visitor and, based on visitor preferences of ...
	I.  “registering the labeled accessed content”
	J.  “personalized data file,” “data file for each of a plurality of visitors,” “visitor[’s] data file[s],” “visitor files,” “data file for at least one visitor,” “data files for visitors,” and “visitor data file for a visitor”
	K.  “generated” and “generating”
	L.  “server computer(s)” and “server”
	M.  “storing the data file” and “storing the personalized data file”
	N.  “labeling content of the web site,” “labeling the content of the web site,” and “labeling content of a web site”
	O.  “accumulating information regarding labeled content”
	P.  “category”
	Q.  “prioritizing the categories in the data file”
	R.  “pre-customized files”
	S.  “displaying,” “presenting,” “provide,” and “providing”
	T.  “personalizing a web site without dynamically generated web pages for each visitor”
	U.  “display” (noun), “web content,” “web page,” “page component,” and “web component”
	V.  “dynamically generated”
	W.  “data file of the second visitor”
	X.  “said computer memory of said website server computer,” “a server computer,” “the server computer comprises at least one of a plurality of server computers operating together to provide the web site,” “when at least one visitor accesses the conten...
	Y.  “determining, after [the / said] caching, a selected category associated with [each / a] visitor’s interests”
	Z.  “second visitor”
	AA.  Means-Plus-Function Limitations
	(a)  “means for labeling . . .”
	(b)  “means for registering . . .”
	(c)  “means for storing the data file for at least one visitor”
	(d)  “means for displaying . . .”
	(e)  “means for generating . . .”
	(f)  “means for caching . . .”
	(g)  “means for analyzing . . .”
	(h)  “computer readable program code means embodied in said medium for searching, said computer readable code means comprising;”


	V.  CONCLUSION

