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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

EDEKKA LLC,
Plaintiff,

v CASE NO. 2:15CV-541 JRG

3BALLS.COM, INC, et al. (LEAD CASE)

Defendants

EDEKKA LLC,

Plaintiff,

V. CASE NO.2:15-CV-585JRG

(LEAD CASE)
E REVOLUTION VENTURES, ING,.et al.

Defendants.
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MEMORANDUM OPINION AND ORDER

Beforethe Courtare multipleRule 12(b)(6) Motions to Dismiss under 8 101 in Case Nos.
2:15cv-541 and 2:1%v-585 On August 31, 2015, the Court convertddof these motions to
Rule 56 Motions for Summary Judgmedbikt. No. 82 in Case No. 2:1%8v-541; Dkt.No. 7 in
Case N02:15-cv-585.) The Court conducted a hearing on such motions and heard oral argument
from the parties on September 10, 2015. For the reasons set forth below, th&RANTS
Defendants’ Motions and holds thae challenged claims of thgatentin-suit areineligible for

patent protection on the ground that they are directed to unpatentable subject matter.
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BACKGROUND

On April 24, 2015, Plaintiff eDekka LLG"eDekka”) filed actions againsimultiple
defendantsasserting infringement of claims of U.S. Patent B266,674 (“the '674 &ent”)
titled “Random Access Information Retrievdtilizing UserDefined Labels."On July 1, 2015,
the Court consolidated these actions under the lead caseN@&.in Case No2:15cv-541)
On August 28, 2015, the Court consolidated additional actions ardiferent casg/Dkt. No. 6
in Case No02:15<v-585.) After the first consolidation, Defendant Action Envelope & Printing
Co., Inc. (Action Envelopé) filed a Rule 12(b)(6) Motion to Bmiss for Failure to State a
Claim seeking dismissal on the basis that the claims of6f¥ Patent are not patent eligible
under 35 U.S.C. § 101(Dkt. No. 8 in Case No. 2:16v-543.)' Because the parties have
submitted and the Court has consideredatters outside of the pleadings, pursuant to Rule
12(d), the Court converted the motion to a motion for summary judgment under F.R.C.P. 56
(Dkt. No. 82 in Case No. 2:16+541; Dkt.No. 7 in Case No2:15v-585.)

At a general level he '674 Patentelates tostoringand labelingnformation.Claims -
16 are method claims, amthims 1752 are apparatus claim&ction Envelope challenges the
eligibility of all 52 claims of the674 Patent. More specifically, Action Envelope contends that
the patent encompasses only an abstract idea of organizing information that igecteddi

toward a specific machine or limited in any meaningful way.

! Multiple defendants filed comparable motions. Thdséendants includ€olumbia Sportswear
Company, Balsam Hill, LLCCole Haan LLC The Walking Company Holdings, Inc., Mattress
USA, Inc., Forever 21, IncCymax Stores USA, LLCAM Retail Group Aldo U.S., Inc,
ASICS America Corporation, Jockey International, Inc., and Guess?, Inc. Motiems make
similar arguments, and the Court will address Action Envelope’s Motion as th@lexenotion.

2



In its Complaint, eDekka references claim 1 as an example of an infringed Atdion
Envelope’s mtion focuses heavily on claim 1 and claim 3. Asserted independent claim 1 of the
'674 Patent provides as follows:

1. Method for storing information provided by a user which comprises:

in response to user input, receiving and storing information;

in response to user input, designating itiformation as data
while theinformation is being received;

in response to user input, desaging at least a portion of the
information as a labaVhile the information is being
received,;

in response to user inptaversing a data structure and
providing an indication of a location in the data
structure;

in response to user input, storimg tlabel at the location in the
data structure; and

associating the label with the data.

Asserted independent claino8the '674 Patent provides as follows:

3. Method for storing information provided by a user which comprises:

in response to user input, receiving and storing information;

in response to user input, designatingitiformation as data
while theinformation is being received;

In response to user input, caying the stored information to
the user andlesignating tleast a portion of the stored
informaion as a label while the storedformation is
being conveyed;

in response to user inpataversing a data structure and
providing an indication of a location in the data
structure;

in response to user input, storing the label at the location in the
data structure; and

associating the label with the data.

As discussed above, claim 2 and claim46lare also method claims; upogviewing
these claimsthe Court concludethat detailed analysis of these claims wont affect the
ultimate outcomeAccordingly, the Courtenters its analysis afaim 1 and claim 3. l@ims 17

52 have been consideredllectivelyin the Court’s analysis.



DISCUSSION
A. Summary Judgment Standard under Rule 56

Federal Rule of Civil Procedure 56(c) authorizes a Court to grant summarygatl
where “there is no genuine issue as to any material fact and . . . the moving paitiets teré
judgment as a matter of law.” A party moving for summary judgment casfysés initial
burden of establishing its right to judgment by showing that “there is an abseewidaice to
support the nonmoving party’s cas€eélotex Corp. v. Catretd77 U.S. 317, 3225 (1986).A
“principal purposg of the summary judgmentule is to isolate anddispose of factually
unsupported claims or defensesd’ at 323-24.

Patent eligibility undei® 101is an issue of law, but the legal conclusion may contain
underlying factual issuesccenture Global Servs., GmbH v. Guidewire Soféwarc, 728 F.3d
1336, 134641 (Fed. Cir. 2013). Under themited circumstances of this case, there are no
material factual disputes that prevent the Court frdetiding Action Envelope’s motion
pursuant to Rule 56.

Additionally, the relevant facts ofhis case demonstrate that claim construction is
unnecessaryln certain circumstances, claim construction is not argueisite to a 8 101
determinationBancorp Sers, L.L.C. v. Sun Life. Assur. Co. of CangdlaS.) 687 F.3d 1273
1274 (Fed. Cir.2012).eDekka asertsthat a multitude ofikely claim constructiorissues exist.
(SeePl.’s Resp. at 1Y.However,the only proposed claim construction issue that eDekka

describes with specificity is its dispute Aétion Envelope’s interpretation of therm “label.”

% In eDekka’s Supplemental Brief in Opposition to Defendants’ Motion for Sumnuaigndent,

it argues that the term “traversing a data structure” may require claim coiosiref2ekka does
not clearly provide a proposed construction and instead simply sugiggistee term could be
construed in a manner that requires computer software. This suggestion dge® mise to a

need for claim construction or impact the Court’s analysis.

4



(Id. a 16-17.)eDekka seeks to limit Action Envelope’s characterization of the tEn@Cout
concludes thatven if it didaccept eDekka' proposed construction of “lah&lthis construction
would notalter the Court’'sinalysisunder 8§ 101.
B. Patentable Subject Matter Lhder 35 U.S.C. § 101

1. Legal Standard

35 U.S.C. § 101 provides that:

Whoever invents or discovers any new and useful process, machine, manufacture,

or composition of matter, or any new and useful improvement thereof, may obtain
a patent therefor, subject to the conditions and requirements of this title.

In decidingAlice Corporation Pty. Ltd. v. CLS Bank InternationaB4 S. Ct. 2347 (2014)
(“Alice”), the Supreme Court addressed a series of cases concerning the pgitahtyebf
software claims under 35 U.S.C. § 1(8ee Ass’n for Molecular Pathology v. Myriad Genetics,
Inc.,, 133 S. Ct. 2107, 2116 (2013Myriad”); Mayo Collaborative Servs. v. Prometheus Labs.,
Inc., 132 S. Ct. 1289 (2012) Nfayd’); Bilski v. Kappos561 U.S. 593, 130 S. Ct. 3218 (2010)
(“Bilski”). In Alice, the Courtreiterated that the right of inventors to obtain patents, as codified
in § 101, “contains an important implicit exception: Laws of nature, natural phenoaraha,
abstract ideas are npatentable.” 134 S. Ct. at 2354 (citibyriad, 133 S. Ct. at 2116).

In determining whether to apply this exception under § 101, courts “must distinguish
between patents that claim the ‘buildin[g] block[s] of human ingenuity and thasentegrate
the building blocks into something more, thereby ‘transform[ing]’ them into a patagible
invention.” Alice, 134 S. Ct. at 2354. To make that distinction, courts applyvibestep test
originally articulated inMayo and reaffirmed inAlice. This testrequires the Court tdirst
“determine whether the claims at issue are directed to one of thoseipaligitile concepts,”

such as an abstract ide&d. at 2355. If the challenged claims satisfy this “ineligible concept

step, the court must thedétemine whether the additional elementtahsform the nature of the
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claim' into a patentligible applicatiori. Id. (quotingMayo, 132 S. Ct. at 12987). In this
“inventive concpt” step, the Courtonsiderghe elements of each claim both individyadind
“as an ordered combination” in order to determine if an element or combination of elements
within the claimsare “sufficient to ensure that the patent in practice amountdwoificantly
more than a patent upon tlieeligible concept] itself.’ld.

2. Analysis

In order to prevail on a 8§ 101 challenge, the movant must show that the challenged claim
first fail the “ineligible concept” step and subsequeridy the “inventive concept” stepf the
Alice test. In this case, Action Envelopsserts thahe claims in the674 Patent fail both steps.
First, Action Envelope argues thtte claims are directed to the patamligible abstract idea of
storing and labeling information. Second, Action Envelope argueshbatlaims contain no
inventive concepthat transforms their nature into a patelngible application.

a.Claims 1 and 3

Here,the Court finds thathe asserted claims are directed to the abstract idea of storing
and labeling informationClaim 1 rectes a method ofeceiving and storingnformation,
desgnatinga portion of the information as datmddesignating a portion of the information as a
label '674 Patent at 18:39.The method also encompasses marking the location of the data and
storing it in a data structure, as wellassaiating the label with datdd. The data structure is
not described witlany particularity.ld. Claim 3 includes the additional aspect of conveying the
stored information to the usdd. at 23-38.

As summarized above, the claimed idea represents rdaske that could be performed
by a human. While the generic requirement of a “data structure” is included, Ckssentially

describes the common process of receiving, labeling, and storing information,Ghdiite 3



encompasses retrieving such inforraati

eDekka contends that the claims are not directed toward an abstract idea bemause th
improve the functioning of technologfPl.’s Resp. at 1).Specifcally, eDekka argues that the
'674 Patent improves a computer’s function “because it createscdusdrihat substantially
reduces the time to retrieve information and the amount of information that miestieeed.”
(Id.) The Court disagrees. The Court concludes that, under the first step of the analysis, the
claimed idea is directed toward an igéle concept which is abstract

Because the claimed methods are directed toward an abstract idea, the Couxtnust
determine whether an inventive concept exibts is sufficient to transform the claims into
patenteligible subject matter. Such traoghation requires more than simply stating the abstract
idea “while adding the words ‘apply it.Mayo, 132 S. Ct. at 1294.

eDekkaasserts that the terms of the '674 Patent tie it to a sgaaipbse computer that
limits the scope of the claim&Pl.’s Resp. at 13.Here, generic terms are used throughout the
claims, such as “data structure,” “data,” “input,” and “label.” However, &7d Patent does not
claim the process of generating udefined labels to locate and identify stored information in a
mannerthat limits its use to a particular structurenesachine “To salvage an otherwise patent
ineligible process, a computer must be integral to the claimed invention, facilifainggocess
in a way that a person making calculations or computations coutdBaoicorp Sers,, L.L.C. v.
Sun Life. Assance Co. of Canada (U.S.587 F.3d 1273, 1278 (Fed. Cir. 2012). The inclusion
of terms thatmay vaguely allude to computérased activity does not suffice to meaningfully
restrict the 674 Patent from pempting the abstract idea itself.

Further, eDekka ackndedges that the claim languag®es no expressly require a



computer’ eDekkainstead asks the Court to find that a person having ordinary skill in the art
“would read the claim to require custom written software” to receive the iafammand then
categorize ceain portions as data and other portiasdalels. (Pl.’s Sup. Brief at 42.) eDekka
thenargues that a person having ordinary skill in the art would rexpiret the claims as capable
of human performancéld. at 3) eDekka cites two expedeclarationsn an attempto support
these contentions, but the declarations are extremely conclusdrynatruth, provide little
support.(Sherwood Decl., Barnett DeclThe Court declines to reue the claims irthe manner
eDekka suggest3he '674 Patent claims at issue “amount to nothing significantly more than an
instruction to apply the abstract idea of [storing, labeling, and retrieviognation] using some
unspecified, generic computeAlice, 134 S. Ct. at 2360 (internal quotation marks omitted).

Finally, eDekka argues that the claims do not preempt the abstract concepigfaataolri
labeling information because the '674 Patent itself describes alternatthedseof storing and
labeling information upon whickhe current claims improvedPl.’s Resp. at 15.The Court
disagreesAriosa Diagnostics, Inc. v. Sequenom, Jné88 F.3d 1271, 1379 (Fed. Cir. 2015)
(“While preemption may signal patent ineligible subject matter, thenedsef complete
preemption does not demonstrate patent eligibi)ityThe challenged claimsonsidered both
independently and as an ordered combinatare, not meaningfully limited in a manner that
would prevent eDekka from obtaining a monopoly overath&ract idea itself.

The Courtfinds that no inventive concept exists to transform the claimed abstract idea
into a pateneligible concept.

b. Claims 17-52

Claims 1752 are apparatus claimthe majority of which mirror the language of the

3 At the September 10, 2015 hearing on this matter, counsel for eDekkatisgitéEhe claims
do not...expressly state a computer.” (Hr'g Tr. 12:22-23 (nai).)
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method claims while adding “means for” to each stejp74 Patent at 20:324:17.eDekka
argues that the apparatus claims provide additional features or meaningfuidimit&eePl.’s
Resp. aB-10, 12.)The Court disagreesccenture Global Servs., GmbH v. Guidewire Software
Inc., 728 F.3d 1336, 1344 (Fed. Cir. 20{3ecause the system claand method claim contain
only minor differences in terminology [but] require performance of the same bas&sprdbey
should rise or fall together(internalcitations omitted) Accordingly,and for the same reasons
stated aboveahe Court concludes Claims 17-&2 alsaneligible for patent protection.
CONCLUSION

For the reasons set forth above, the €btds that the claims of th&€74 Patent are
ineligible under 35 U.S.C. 8§ 10&nd therefore GRANTS Defendants Motions for Summary
JudgmentThe Court also finds that the prevailing parties herein shall include all defemdamnts
have not settled or been dismissedof this datend whofiled or joined amotion to find the

patentin-suit ineligible for patent protectiaamder 35 U.S.C. 8§ 1(ds of this date.

So ORDERED and SIGNED this 21st day of September, 2015.
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RODNEY GILiiFRAP
UNITED STATES DISTRICT JUDGE




