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INTHE UNITED STATESDISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

ROCKWELL AUTOMATION, INC.

v Case No. 2:15v-01543JRGRSP

3SSMART SOFTWARE SOLUTIONS,
GMBH

w W W W W W

MEMORANDUM OPINION AND ORDER

Before the Court is DefendaB6-Smart Software Solutions, GmEH(“3S”) Motion to
Dismiss for Lack of Personal Jurisdiction and Improper Venue, or in thenAltee, To Transfer
(Dkt. No. 11, Dkt. No. 15). 3S requests dismissal for lack of personal jurisdiction and improper
venue under Federal Rules of Civil Procedure 12(b)(2) and 12(b)(3); 3S alternetiyedsts
transfer to the Eastern District of Washington under 28 U.S.C103(a).For the reasons
explained below3S’s Motionto Dismissis DENIED AS MOOT andits Alternative Motion
to Transferis DENIED.

I. FACTUAL BACKGROUND

Plaintiff Rockwell Automation, Inc. (“Rockwell”) filed suit against 3S oep&mber 18,
2015, accusing 3S of infringing seventeen patents related to software for aldostrirol
applications. Dkt. No. 1 110-60. Rockwellis a Delaware corporation with its principal place of
business inMilwaukee, Wisconsin. Dkt. No. 1 at 1Rockwell's Architecture and Software
opeaating segment is headquartered in Mayfield Heights, Ohio, and its Control Brauhet
Solutions operating segment is headquartered in Milwaukee, Wisconsin. Dkt. 31-62 at 23.
Thirty-oneinventors are named on the asserted patents, and tiaseemain employed
by Rockwell reside primarily in Mayfield Heights, Ohio, or Milwaukee, WisconSieeDkt.

31-54 a1-2.
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Defendant 3S is a German Corporation that supplies computer software for the
automation industry. Dkt. 15 at 2. Substantially all of 3S’s employees, including dakhni
personnelreside in Germany. Dkt. No. 456. 3S’s management, research and development
operations, and marketirtgpartmentsre also located in Germarg. According to 3S’s CEO,
3S’s business is led from Germany, and the bulk of corporate deasensadehere.ld.

Rockwell bases its @nplaint onboth direct and indirect infringement by 3S and its
customers. At least one lar@S customer, Schweitzer Engineering Laboratories, is located
Pullman, WashingtorSchweitzer’'s National Sales and Customer Service Director is located
Fair Oaks Ranch, Texas, outside San Antonio. DkB@&at 12. Other 3S customers have sales
and training offices throughout Tex&ee, e.g.Dkt. 31-41 at 1.

3Sfirst filed its Motion to Dismiss and Alterna@e Motion to Transfer on November
11, 2015, Dkt.No. 11, and latefiled an amendetotion upon discovering certain 3S contacts
with this district Dkt. No. 15.

1. PERSONAL JURISDICTION AND VENUE

The Coutt turns first to 3S’s request for dismissal. 3S fiiexl amendedMotion on
January 20, 2016 (Dkt. No. 15), requesting dismissabéth lack of personal jurisdiction and
improper venue. 3S later answered Rockwell’'s Complaint on February 8(R2Ktl@.8)and in
that pleading acknowledged that“@stablished minimum contacts with the District that are
sufficient to establis personal jurisdiction over 38l., and that “3S does not contest that venue
may lie in this District as a technical matter..” 1d. 8. Rockwell therefore argues that 3S’s
request for dismissal is moot. Dkt. 31 at 1. 3S did not, howelearly withdrav the Motion to

Dismiss, and, ndeed,titled its Replyfiled on April 16, 2016 as a“Reply in Support of



Defendant’'s Amended Motion to Dismiss. ! SeeDkt. 43. Regardless of whether 3S intended
to maintain its Motion to Dismiss, howev&S is “bound by admissions in [its] pleadings, and
facts admitted in pleadings are no longer at issBace Concertsinc. v. Smith990 F.2d 626
(5th Cir. 1993)3S’s Motion to Dismiss for Lack of Personal Jurisdiction and Improper Venue is
thereforeDENIED ASMOOT.

[11. TRANSFER

What remains is 3S’s alternative request for tran8f8rrequests transfer to the Eastern
District of Washington because 3S allegedly has a disproportionate connethtiatdistrict.

A. Legal Standard

Section 1404(a) provides thafflor the convenience of parties and witnesses, in the
interest of justice, a district court may transfer any civil action to any otheicd division
where it might have been brough28 U.S.C. § 1404(a). The first step incaurt’s transfer
analysis is decidingwhether the judicial district to which transfer is sought would have been a
district in which theclaim could have been filedin re Volkswagen AG371 F.3d 201, 203 (5th
Cir. 2004) (In re Volkswagen’).

If that threshold is met, the Court then analyzes public and private factdnsgrétathe
convenience of parties and withesses and the interests of particular venuasm theacase.
See Humble Oil & Ref. Co. v. Bell Marine Serv., 1821 F.2d 53, 56 (5th Cir. 1963) re
Nintendo Co., Ltd.589 F.3d 1194, 1198 (Fed. Cir. 200®);re TS Tech USA Corps51 F.3d
1315, 1319 (Fed. Cir. 2009). The private factors are: 1) the relative ease of accessdfourc
proof; 2) the availability of compulsy process to secure the attendance of witnesses; 3) the cost
of attendance for willing witnesses; and 4) all other practical problems tlkat tnal of a case

easy, expeditious, and inexpensilre.re Volkswagen,1371 F.3d at 203in re Nintendo 589



F.3d at 1198jn re TS Tech551 F.3d at 1319. The public factors are: 1) the administrative
difficulties flowing from court congestion; 2) the local interest in having locdlirgerests
decided at home; 3) the familiarity of the forum with the law thlitgovern the case; and 4) the
avoidance of unnecessary problems of conflict of laws or in the application of faaeign ke
Volkswagen,|371 F.3d at 203n re Nintendo 589 F.3d at 1198n re TS Tech551 F.3d at
13109.

The plaintiffs choice of veue is not a factor in this analyslia.re Volkswagen of Am.,
Inc., 545 F.3d 304, 3145 (5th Cir. 2008)“(n re Volkswagen Tl). Rather, the plaintifé choice
of venue contributes to the defendanburden of proving that the transferee venuéclisarly
more convenierit than the transferor venuén re Volkswagen I 545 F.3d at 315|n re
Nintendq 589 F.3d at 120dn re TS Tech551 F.3d at 1319. Although the private and public
factors apply to most transfer caséey are not necessarily exhaustive or exclusigad no
single factor is dispositivén re Volkswagen 1545 F.3d at 314-15.

Timely motions to transfer venue should ‘tshould [be given] a top prity in the
handling of [a case]and“are to be decided based ‘tne situation which existed when suit was
instituted’” In re Horseshoe Entitn 337 F.3d 429, 433 (5th Cir. 2008);re EMC Corp, Doc.
No. 2013M142, 2013 WL 324154 (Fed. Cir. Jan. 29, 20{@)oting Hoffman v. Blaski363
U.S. 335, 443 (1960)).

B. Analysis

Defendant argues, and Plaintiff does not contest, that this case could havaedeen f
the Eastern District of Washingtomsatisfying the first prong of théolkswagen test Dkt. No.

15 at 1213. The questions whether3S has carried its burden a&fthowing that theEastern

District of Washingtons clearly the more convenient venue.



1. Private Interest Factors

The first group ofVolkswagen [factorsrelate tothe convenience of the venue to the
parties and potential withess#¥ith respect to the firsittorregarding the location of potential
sources of proof3S acknowledges that in patent cases, “the bulk of the relevant evidence usually
comes from the accused infringer,g., 3S and its customers. Dkt. 15 at 13 (quotinge
Genentech566 F.3d 138, 1345 (Fed. Cir. 2009)). According to 3S, however, “there are no
sources of proof in the Eastern District of Texas” other than “two insignificdes.5ld. at 14.
3S’s CEO testified that there is indeed a large discrepancy between accusexd gateithat
have occurred in Texas and sales that have occurred in the Eastern DistrichofgidasSee
Dkt. 15-2 7 7.

Though such a discrepancy may exidRockwell's Complaint alleges more than
infringing sales. Dkt. 1 at 8- More importantly, evidence & sale may not necessarily be kept
at the location where the sale occurr@8l.acknowledges that “[a]ll of the design, development,
sales, and marketing of the [accused] products is based out of Kempten, Gekaniy/3 at 2.
Indeed,3S’s CEO failed to identify any specific withesses or sources of [gsoch as sales
documents)ocated in the Eastern District of Washingt&@eeDkt. No. 31-30 at 164:2Q67:5.
Moreover,3S stresses th&chweitzelis asignificant3S customelocated in the Eastern Digit
of Washingtonseg, e.g, Dkt. 15 at 14-15put asRockwell identifies, Schweitzer's National
Sales and Customer Service Director is located outside San Antonio, Texasser to this
forum than the transferee forum. Dkt. 31-36 at 1-2.

Numerous othempotential sources of proddre likely closer to this district than the
Eastern District of Washington. Schweitzir exampleappears to have held training seminars

teaching the accused technologyand near this districsee Dkt. 31-33 at 1, and othe3S



customers have potentialtglevant sales and training offices near this district in Tesess,e.g.

Dkt. 3141 at 1. Rockwell highlights witnesses that are more accessible from this district. The
attorney that prosecuted the patentsuit, for example, works in Houston. Dkt. No. 31-56 at 1.
This witness may be significant because 3S alleges that Rockwell failed to comply with its duty
to disclose material information to the patent office during prosecuieeDkt. 25 1256.The
inventors of thepatentsin-suit all appear to beoughlytwice as close to this district as they are

to the Eastern District of Véaington. See Dkt. 3154. Finally, a substantial portion of
Rockwell's evidence regarding development of the alleged inventiay be locatedat
Rockwell's headquarters in Mayfield Heights, Ohio, or Milwaukee, Wisconsin, both of which
are closer to this district thato the Eastern District of Washingto8eeDkt. 31-62 at 23.

On balance, the Court finds that the fivgilkswagon Factor weighs gainst transfer

The second private interest factor is the availability of compulsory processare the
attendance of neparty witnesses. A venue that has “absolute subpoena power for both
deposition and trial” is favored over one that does Yidkswagon 1} 545 F.3d at 316. Rule 45
of the Federal Rules of Civil Procedure limits theurt’'s subpoena power by protecting Ron
party witnesses who work or reside more than 100 miles from the courtlshuse.

Neither the Eastern District of Washingtoor rthis district has absolute subpoena power
over all relevant witnesses. Though 3S argues that customers and employees az&chwe
would constitute a large number of witnesses, 3S’s CEO could not identify anfycspéness
locatedin the Eastern Disttt of Washington during his deposition. Dkt. No.-31 at 164:20
167:5. 3S’s CEO also acknowledged that Schweitzer personnel would be irrelevartaito ce
accused activitpecause Schweitzer does not sell technology related to that aSe@ykt. 31-

29 at 40:1419. Rockwell by contrastidentifies several individuals within this Court’s subpoena



power who may possess relevant knowledjee of the alleged prioart inventors are located
within this district seeDkt. No. 3155, and customers residing or working in this district have
downloaded the accused product from 3S’s websgeDkt. No. 3£51. Finally,it is likely that
many witnessegare 3S employeedocated in GermanyAccordingly, the Court finds that the
secondvolkswagon factor is netral and does not weigh in favor of transfer.

The third private interest factor is the cost of attendance for willing witne'SEes.
convenience of the witnesses is probably the single most important factor msfartenalysis.”

In re Genentech, Inc556 F.3d at 1342. While th@ourt must consider the convenience of both
the party and neparty witnesses, “it is the convenience of ypamty witnesses. .that is the
more important factor and is accorded greater weight in a transfer of venugsahilghamed

v. Mazda Motor Corp.90 F.Supp.2d 757, 775 (E.D. Tex. 2000).

The nonparty witnesses identified by 3S and Rockwell are located throughout the
country. Though Schweitzer witnesses are located in the Eastern Distrigtasifiington,
Schweitzers Sales and Customer Service Director is located in Texas, as are certain inventors of
the alleged prior art and the attorney who prosecuted the patesusd. As for party witnesses,
Rockwell witnesses are likely to travel from Milwaukee, Wisconsin orfidialyHeights, Ohio,
and 3S’s witnesses from Germany. These withessedd at best be equally inconvenienced by
travelling to the Eastern District of Washington. The Court therefore fimsi$atctor neutral.

The fourth factor includes other practical problems, such as problems relatetlictal
economy. 3S primarily contends that more live witnesses would testify laintitlae Eastern
District of Washington than would testify in this distriend, as a result, the jury could more
effectively evaluate witness demeanor and credililitthe transferee districBeeDkt. 15 at 16.

Yet 3S does not identify any specific thipdrty witness whose live testimony would be



available in Washington but unavailable Texas As explained, a significant number of
witnesses who will likely have knowledgé the claimedinvention, the alleged prior art, and the
accused technology are either party witnesses, witnesses within the parttes, orwitnesses
subject to lhe Court’s subpoena power. This final private interest factor therefore does igbt we
in favor of transfer.

2. Public Interest Factors

3S contends that two public interest factors, local interests and court congestgininv
favor of transferThe Court must consider local interest because “[jjury duty is a burden that
ought not to be imposed upon the people of a community which has no relation to the litigation.
Volkswagon,1371 F.3d at 20&S argueshiat jurors should not be called to duty in this district
when the district has no relation to the litigation. But the facts presented thssigigest
otherwise.The customer 3S emphasizes meSchweitzer—has held training seminars teaching
the accused ténology in this districtSeeDkt. No. 3:33 at 1. In addition, ustomers in this
district have downloaded the accused product from 3S’s webs@a®kt. No. 3151, and ive
alleged prior art authors are locatedhm this district,see Dkt. No. 3155. Bven assuming a
large number of Schweitzer witnessedl be relevant at trial, the local interest factor is at best
neutral in light ofthe specific witnesses identified by Rockwell and the amount of accused
activity having no relation to Schweitzer.

Finally, theCourt may consider how quickly a case will advance to trial and be resolved.
Genentech566 F3d at 1347. 3S argues that the Eastern District of Texas, and the Marshall
division in particular, has an “extraordinary number of patent cases pending on its docket,”
particularly in comparison to the relatively low number of patent caseg iBabtern District of

WashingtonSeeDkt. 15 at18. 3S’s statistics, howevebgearlittle meaning because 3S ignores



that this district and the transferee district admre than resolve patent cas&eeln re
Genentech 566 F.3d at 1347 (“[@kedisposition statistics may not always tell the whole
story”). The comparison between this district and the transferee district is spexudail as a
result, theCourt finds the congestion factor neutr&eeid. (“|W] hen, as here, several relevant
factors weigh in favor of transfer and others are neutral, then the speed of tferdeadsstrict
court should not alone outweigh all of those other facjors.
V. CONCLUSION

3S admitted in its Answer that 3Sswufficient contacts with this district to give rise to
personal jurisdiction, and that venue is prapehis district. 3S’s Motion to Dismiss for Lack of
Personal Jurisdiction and Improper Venue (DktsNHL,15) is thereforddENIED AS MOOT.
3S alternatively requested transfer. A motion to transfer venue, however, shoule @rgnted
upon a showing that the transferee venue is “clearly more convenient” than the venaebghose
the plaintiff. In re NintendoCo, 589 F.3d at 1197n re Genentech, Inc566 F.3d at 1342. 3S
has failed to show that transfer to the Eastern District of Washingtord vetedrly be more
convenient—noe of the Volkswagenfactors favor transferAccordingly, 3S’s Motion to
TransferVenue (Dkt. Nol11, 15) iSDENIED.

SIGNED this 21st day of September, 2016.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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