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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

HUAWEI TECHNOLOGIES CO. LTD
Plaintiff,

V. Case No. 2:16V-00055JRGRSP

T-MOBILE US, INC.,ET AL.,
Defendants,

NOKIA SOLUTIONS AND NETWORKS
US LLC, NOKIA SOLUTIONS AND
NETWORKS OY,
TELEFONAKTIEBOLAGET LM
ERICSSON, and ERICSSON INC.
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Intervenors

MEMORANDUM OPINION AND ORDER
On March 3 2017, the Court held a hearing to determine the proper construction of the

disputed claim terms in United States Paterd.l8(825,675 (“the '67%atent”), 8,798,575 (“the

'575 Patent”) and 8,908,627 (“the '62FPatent”)(collectively “the Asserted PateiitsThe Court

has considered the arguments made by the parties at the hearing and in their cfunticon
briefs.Dkt. Nos. 119126, 137& 138.! The Court has also considered the intrinsic evidence and
made subsidiary factual findings about the extrinsic evidedee.Phillips v. AWH Corp415

F.3d 1303, 1314 (Fed. Cir. 2009)eva Pharm. USA, Inc. v. Sandoz, Jrk35 S. Ct. 831, 841
(2015). The Court issues this Claim Construction Memorandum and Order in ligihesef

considerations.

! Citations to the parties’ filings are to therfi’'s number in the docket (Dkt. No.) and pin cites
are to the page numbers assigned through ECF.
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l. BACKGROUN D
A. The'675 and '6Z Patents

The’675 Patentvas filedon February 13, 2008ndissuedon December 4, 201X he’627
Patentis a continuation of the '67Batent, andvas filedon November 8, 201andissuedon
December 9, 2014The 675 and '62Patentsshare a common specification, and batatitled
“Data Processing Method and Systérithe '675 and ‘62 Patentsgenerally relate taising
network elements to perform a handover between 2G, 3G, anslygi@&ms. 627 Patent at
Abstract?

The specification states tH#in existing 3GPP protocols, user plane processing of UMTS

is based on a twinnel mechanisrgreen]illustrated as in FIG. 2.” '62Patent at 1:5860.
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Figure 2

Id. at Figure2. The specification adds that “[ijn UMTS, the user plane processing is between a

Radio Network Controller (RNC, a network element of a UTRAN, used to control sgrele

2 The Abstract of the '627 Patent follows
A data processing method when the handover or change appears between systems
includes: a Mobility Management network element sends a data forwarding tunnel
identifier of a target side processing network element to a user plane anchor
network element, obtains a data forwarding tunnel identifier of the user plane
anchor network element, and sends the data forwarding tunnel identifier of the user
plane anchor network element to a source data forwarding network element.
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resources of the UTRAN) and an SGSN, and between an SGSN and a GGSN, over €ada inte
and a Gn interface respectivelyd. at 1:60-64. The specificatiofurther states that “[flor the
two-tunnel mechanism, an SGSN handles both the user plane and the control plafegthere
control plane processing and user plane processing are not sepdraiiel:64—-67.

The specification addbat“[w]ith the introduction of High Speed Packet Access (HSPA)
and IP Multimedia Subsystem (IMS), there will be a significant data flowttrin future 3GPP
network.”ld. at 2:1-3. The specification states that “in order to improve data processing cgpabilit
of UMTS, a new UMTS user plane processing mechanism, i.e.-tlimeo¢l mechanism, has been
proposed. Id. at 2:4-6. The directtunnel mechanismis illustrated in yellow in Figure 2.he
specification states théthe user plane processing of UMTS isveeén an RNC and a GGSN,
without an SGSN. Id. at 2:6-8. The specification further statélsat “[flor the directtunnel
mechanism, an SGSN handles functions of the control plane only; therefore control plane
processing and user plane processing are segdchtat 2:8—11.The specification notes thdin
a directtunnel mechanism where a 3G SGSN no longer performs user plane data processing, dat
forwarding can not be done via a 3G SGSN. Therefore, the existing data processing method whe
a handover orltange between a GERAN and a UTRAN takes place does not fit thetdimaet
mechanism.ld. at 4:8-14.

Figure 7 illustrates disclosed embodiment of the invention dafata processing method

when a handover from a GERAKRG”) to a UTRAN(“3G”) occurs.ld. at 69-10.
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Id. at Figure 7. Specifically, thgscificationdescribes the steps as follows:

As illustrated in FIG. 7, a data processing method when a handover from a GERAN

to a UTRAN takes place includes:

step S701: a source BSS decides to initiate a handover;

step S702: the source BSS sends a handover request message to an old SGSN, i.e.
2G SGSN;

step S703: the 2G SGSN sends a forward relocation request message to a new
SGSN, i.e. 3G SGSN;

step S704: the 3G SGSN builds a relocation request message, and sends the
message to a target RNC;

step S705: the target RNC sends a relocation request acknowledged message to th
3G SGSN;

step S706: the 3G SGSN sends an update PDP context request message to a GGSN,
to request to change user plane routing ftoed\GGSN to the 3G SGSN;

step S707: the GGSN returns an update PDP context response to the 3G SGSN;
step S708: the 3G SGSN sends a forward data request to the GGSN, to request the
GGSN to assign a data forwarding tunnel for data forwarding;

step S709the GGSN returns a forward data response message to the 3G SGSN,
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assigns a data forwarding tunnel identifier to the data forwarding tunneharesc

the data forwarding tunnel identifier in the response message to the 3G SGSN, the
data forwarding tunnel identifier includes IP address and TEID (Tunnel Entl Poi
Identifier);

step S710: the 3G SGSN sends a forward relocation response message to the 2G
SGSN, a data forwarding tunnel identifier carried in the message is the data
forwarding tunnel identifierfdhe GGSN;

step S711: the 2G SGSN receives a data packet from the GGSN, and sends the data
packet to an MS via the source BSS;

step S712: for data of a lossless service, the 2G SGSN forwards the data packet to
the GGSN according to the data forwarding tunnel identifier carried irtivarfd
relocation response message sent by the 3G SGSN, the GGSN buffers the data
packet after reeiving the data packet forwarded by the 2G SGSN;

step S713: the 2G SGSN sends a handover request acknowledge message to the
source BSS;

step S714: the MS sends a handover to UTRAN complete message to the target
RNC;

step S715: the target RNC sendslaaation complete message to the 3G SGSN,;

step S716: the 3G SGSN sends an update context request message to the GGSN;
step S717: the GGSN returns an update context response message to the 3G SGSN;
step S718: the GGSN forwards the buffered forwarded phatket to the target

RNC.

Id. at 6:9-59. The specification statédsat “[w]ith the data processing methods in the ditenhel
mechanism when a handover or change between a GERAN and a UTRAN takes place, a GGSN
can buffer data forwarded by a source datevarding network element and then send the data to
a target side processing network elenfdit at 4:55-59. The specification further statibat this
solves the problem with the direitinnel mechanism in the prior adnd allows “normal
forwarding of service data in the dirdainnel mechanism when a handover or change between a
GERAN and a UTRAN takes placeld. at 4:62-67. The specification discloses discusses
number of other embodiments ussigilar network elementto paform handoverbetweer2G,
3G, and 4Gystems

Claim 1 of the '675Patent is an exemplary claim and recites the following elements
(disputed term in italics)

1. A data processing method in a handover procedure

comprising:
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exchanging messages, betwadviobility Management network
element and a user plane anchor network element, to obtain
a data forwarding tunnel identifier of the user plane anchor
network element;

informing, by the Mobility Management network element, the
user plane anchor network element of a data forwarding
tunnel identifier of a target side processing network
element

informing, by the Mobility Management network element, a
source data forwarding network element of the data
forwarding tunnel identifier of the user plane anchor
network element;

receiving, by the user plane anchor network element, data
forwarded by the source data forwarding network element
using the data forwarding tunnel identifier of the user plane
anchor network; and

forwarding, by the user plane anchor netweliment, the data
to thetarget side processing network element

B. The '575Patent

The’575 Patentwas filedon November 10, 200&ndissuedon August 5, 2014The '575
Patengenerally relates ta“method for improving service data flow based char@HiC],” and
is titled the same575 Patentat Abstracf Figure 2\ illustrates a configuration of FBC for an

online chargingystem

3 The Abstract of the '575 Patent follows
A method for improving service data flow based charging and a sylsézeof are
disclosed. A CRF may determine, according to input information provided by an
AF or TPF, that the charging method for the current data flow service is an online
or offline charging method, and provide the TPF with the charging rules with the
corresponding mechanism. Moreover, the CRF may provide the TPF with the
address information of an OCS or OFCS corresponding to the UE, to enable the
TPF to address the corresponding OCS according to the address information of the
OCS and trigger the following credit request procedure for the UE, or enable the
TPF to address the corresponding OFCS according to address information of the
OFCS and send collected charging data information of the UE to the OFCS.
Therefore the charging procedure based on the FBshianéesm is more complete
and more reasonable.
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Id. at Figure . The specification states thdah& systematic configuration of FBC for the online
charging includes a@®nline Charging System (OCS) 206, a Service Data Flow Based Charging
Rule Function (CRF) 203, an Application Function (AF) 204, and a Traffic Plane Functibh (TP
2057 1d. at 3:29-33. The specification addthat “[tfhe OCS 206 includes a Customized
Application for Mobile Network Enhanced Logic (CAMEL) based Service Control POGR)S

201 and a Service Data Flow Based Credit Control Function (CCF) RDZat 3:34-37. The
specification further states that “[tjhe CCF 202 is connected through andrigdatto the CRF

203, the CRF 203 is connected through an Rx interface to the AF 204 and through a Gx interface
to the TPF 205; the CCF 202 is connected through a Gy interface to the TPEI2863:3741.

Figure 2B illustrates a configuration of FBC foetoffline chargingystem
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Id. at Figure 2B. The specification states that “the systematic configuddtleBC for the offline

charging includes a CRF 203, an AF 204, a TPF 205, a Charging Gateway Function (CGF) 207
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and a Charging Collection Function (CCF) 208. at 3:4245. The specification adds that “[t]he

CRF 203 is connected through an Rx interface to the AF 204 and through a Gx intetfaze t

TPF 205, the TPF 205 is connected through a Gz interface to the CGF 207 and to the CCF 208,
respectiely.” Id. at 3:4549. The specification further states that “the functions of the CGF 207
and the CCF 208 are implemented by one network entity, which therefore provides tjxegchar
gateway functions and the charging collection functions for offline ainguand is referred to as

an Offline Charging System (OFCS) hereinaftéd."at 3:49-53

Having described the OCS and OFCS, the specification statethndtPF 205 bears IP
flow, and sends a Charging Rules Request to the CRF 203 through the Gx interface when an IP
flow bearer is establishédld. at 3:56-58. The specification further states that “[tlhe Charging
Rules Request carries the Wé&ated information, the bearer characteristics and the network
related information, wherein the WUglated information may be the Mobile Station International
Integrated Services Digital Network (ISDN) Number (MSISDN), the Intewnatl Mobile
Subscriber Identifier f1SI1) and etc; and the netweorklated information may be the Mobile
Network Code (MNC), the Mobile Country Code (MCC) and’eitt. at 3:58—-66.

The specification also states thfjlie bearer may be modified during the transmission of
the IP flow, for eample, the QoS parameter may be renegotiated, which may lead to different
charging rules for the same UE service according to different QoS paramsetdrsas lower
charging rate corresponding to lower QoS paranieligrat 3:664:4. In this scenaridthe TPF
205 may resend a Charging Rules Request to the CRF 203 for new charging rules; 288CRF
selects appropriate charging rules according to the input information provided Bl Eh205
described above, and returns to the TPF 205 the selected charging rules includimaydivey
mechanism, charging type, charging keys, IP flow filter, chargimgmubrity and eté.Id. at 4:4-

12.
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The specification further indicates that “[t]he charging mechanism mayline charging
or offline charging; the charging type may be duration based chargingudbdleed charging, the
charging key is a parameter related to the charging rate, whereB®RIQ03 may provide the
TPF 205 with the charging rate related parameter instead of the chargingeetly;dive 1Pflow
filter is used for indicating the IP flows that need to be filtered for tHe 20%, and the TPF 205
charges for the filtered IP flows according to the charging ruldsat 4:12-20.

Clam 1 of the '575Patent is an exemplary claim and recites ftilwing elements
(disputed term in italics)

1. A method for improving service data flow based charging in a
communications network, comprising:

a Charging Rules Function (CRH)etermining a charging
methodand charging rules in response to a service request
or other trigger event, and

the CRF providing a Traffic Plane Function (TPF) with the
charging rules and address information of a charging
system.

Il. APPLICABLE LAW
A. Claim Construction

“It is a ‘bedrock principle’ of patent law that ‘the claims of a patent define thationeto
which the patentee is entitled the right to excludetifllips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (en banc) (quotitgnova/Pure Water Inc. v. Safari Water Filtration Sys., ,Inc.
381 F.3d 1111, 1115 (Fed. Cir. 2004)). To determine the meaning of the claims, courts start by
considering the intrinsic evidendel. at 1313;C.R. Bard, Inc. v. U.S. Surgical Cor388 F.3d
858, 861 (Fed. Cir. 2004Bell Atl. Network Servs., Inc. v. Covad Commc’ns Group, B&2 F.3d
1258, 1267 (Fed. Cir. 2001). The intrinsic evidence includes the claims themselves, the

specification, and the prosecution histdphillips, 415 F.3d at 1314;.R. Bard, Inc.388 F.3cat

861. The general rilesubject to certain specific exceptions discusséd—is that each claim
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term is construed according to its ordinary and accustomed meaning as understoodby one
ordinary skill in the art at the time of the invention in the context of the p#&teitiips, 415 F.3d

at 131213; Alloc, Inc. v. Int'l Trade Comm’n342 F.3d 1361, 1368 (Fed. Cir. 2008yure
Networks, LLC v. CSR PL.C71 F.3d 1336, 1347 (Fed. Cir. 2014) (“There is a heavy presumption
that claim terms carry their accustomed meaning in the relevant communityedettaat time.”)
(vacated on other grounds).

“The claim construction inquiry. . . begins and ends in all cases with the acius of
the claim.”Renishaw PLC v. Marposs Societa’ per Azid%8 F.3d 1243, 1248 (Fed. Cir. 1998).
“[Nn all aspects of claim construction, ‘the name of the game is the claipple Inc. v. Motorola,

Inc., 757 F.3d 1286, 1298 (Fed. Cir. 2014) (quotimge Hiniker Co, 150 F.3d 1362, 1369 (Fed.
Cir. 1998)). First, a term’s opext in the asserted claim can be instruct®allips, 415 F.3d at
1314. Other asserted or unasserted claims can also aid in determining the ctgimrgyrbecause
claim terms are typically used consistently throughout the pademifferences amog the claim
terms can also assist in understanding a term’s meddirtgpr example, when a dependent claim
adds a limitation to an independent claim, it is presumed that the independent clainotdoes
include the limitationld. at 1314-15.

“[C]laims ‘must be read in view of the specification, of which they are a phit.(fjuoting
Markman v. Westview Instruments, |82 F.3d 967, 979 (Fed. Cir. 1995) (en banc)). “[T]he
specification ‘is always highly relevant to the claim construction analysiglly, it is dispositive;
it is the single best guide to the meaning of a disputed tetch.(quotingVitronics Corp. v.
Conceptronic, InG.90 F.3d 1576, 1582 (Fed. Cir. 1996)gleflex, Inc. v. Ficosa N. Am. Carp.
299 F.3d 1313, 1325 (Fed. Cir. 2002). But, “[a]lthough the specification may aid the court in

interpreting the meaning of disputed claim language, particular embodimeahtexamples
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appearing in the specification will not generally be read into the claif@stiiark Commc'ns, Inc.
v. Harris Corp., 156 F.3d 1182, 1187 (Fed. Cir. 1998) (quot@agnstant v. Advanced Micro
Devices, InG.848 F.2d 1560, 1571 (Fed. Cir. 198&pg also Phillips415 F.3d at 1323. “[l]t is
improper to read limitations from a preferred embodiment described in ttiEcgi®n—even if
it is the only embodimestinto the claims absent a clear indication in the intrinsic record that the
patentee intended the claims to be so limitédebelFlarsheim Co. v. Medrad, Inc358 F.3d
898, 913 (Fed. Cir. 2004).

The prosecution history is another tool to supply the proper context for claim construction
because, like the specification, the prosecution history provides evidence of hovéthatént
and Trademark Office (“PTQ”) and the inventor understood the p&teitiips, 415 F.3d at 1317.
However, “because the prosecution history represents an ongoing negotiatiombiasved O
and the applicant, rather than the final product of that negotiation, it often lackaribheaflthe
specification and thus is less useful for claim construction purpddeat’1318;see also Athletic
Alternatives, Inc. v. Prince Mfg73 F.3d 1573, 1580 (Fed. Cir. 199@mbiguous prosecution
history may be “unhelpful as an interpretive resource”).

Although extrinsic evidence can also be uketuis “less significant than the intrinsic
record in determining the legally operative meaning of claim languaBhillips, 415 F.3d at
1317 (quotingC.R. Bard, Inc.388 F.3d at 862). Technical dictionaries and treatises may help a
court understand the underlying technology and the manner in which one skilled in thghart mi
use claim terms, but technical dictionaries and treatises may provide definiibasetioo broad

or may not be indicative of how the term is used in the pategnat 1318.Similarly, expert

testimony may aid a court in understanding the underlying technology amhidétg the

particular meaning of a term in the pertinent field, but an expert's conclusory, ungapport
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assertions as to a term’s definition are entirely ysfoklto a court.Id. Generally, extrinsic
evidence is “less reliable than the patent and its prosecution history in detgriminv to read
claim terms.”ld. The Supreme Court recently explained the role of extrinsic evidence in claim
construction:
In some cases, however, the district court will need to look beyond the patent’s
intrinsic evidence and to consult extrinsic evidence in order to understand, for
example, the background science or the meaning of a term in the relevarningrt dur
the relevat time periodSee, e.g., Seymour v. Osbqrh# Wall. 516, 546 (1871)
(a patent may be “so interspersed with technical terms and terms of artethat th
testimony of scientific witnesses is indispensable to a correct understahimg o
meaning”). In cases where those subsidiary facts are in dispute, courtseditbne
make subsidiary factual findings about that extrinsic evidence. Thesdere t

“evidentiary underpinnings” of claim construction that we discussédiairkman
and this subsidiary factfindingust be reviewed for clear error on appeal.

Teva Pharm. USA, Inc. v. Sandoz, |A&5 S. Ct. 831, 841 (2015).

B. Functional Claiming and 35 U.S.C. § 112, 1 6 (pre-AlA) / 8 112(f)
(AIA) 4

A patent claim may be expressed using functional languseg35 U.S.C. § 112, | 6;
Williamson v. Citrix Online, LLC792 F.3d 1339, 13449 & n.3 (Fed. Cir. 2015) (en banc in
relevant portion). Section 112, Paragraph 6, provides that a structure may be claafierass
... for performing a specified function” and tlaait act may be claimed as a “step for performing
a specified function.Masco Corp. v. United State303 F.3d 1316, 1326 (Fed. Cir. 2002).

But § 112, § 6 does not apply to all functional claim language. There is a rebuttable
presumption that § 112,  6@ies when the claim language includes “means” or “step for” terms,
and that it does not apply in the absence of those tdvtasco Corp. 303 F.3d at 1326;

Williamson 792 F.3d at 1348. The presumption stands or falls according to whether one of

4 Because two of the applications resulting in the Asserted Patents were filesl Befdember
16, 2012, the effective date of the America Invents Act (“AlA”), the Courtsdtethe preAlA
version of § 112.
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ordinaryskill in the art would understand the claim with the functional language, in the context of
the entire specification, to denote sufficiently definite structure of@cperforming the function.
SeeMedia Rights Techs., Inc. v. Capital One Fin. Cpo800 F.3d 1366, 1372 (Fed. Cir. 2015) (8
112, ¥ 6 does not apply when “the claim language, read in light of the specificatiors recite
sufficiently definite structure” (quotation marks omitted) (citMijliamson 792 F.3d at 1349;
Robert Bosch, LLC v. Sndpn Inc, 769 F.3d 1094, 1099 (Fed. Cir. 2014Wjjliamson 792 F.3d
at 1349 (8 112, 1 6 does not apply when “the words of the claim are understood by persons of
ordinary skill in the art to have sufficiently definite meaning as the namsrigture”);Masco
Corp., 303 F.3d at 132@& 112, 1 6 does not apply when the claim includes an “act” corresponding
to “how the function is performed”Personalized Media Communications, L.L.C. v. International
Trade Commissigrii6l F.3d 696, 704 (Fed. Cir. 1998) (8 112, 1 6 does not apply when the claim
includes “sufficient structure, material, or acts within the claim itself to perfotinekgrthe recited
function . . . even if the claim uses the term ‘means.” (quotation marks and citatitbedd)m

When it applies, § 112, 1 6 limits the scope of the functional term “to only the structure,
materials, or acts described in the specification as corresponding taaittmectlfunction and
equivalents thereof Williamson 792 F.3d at 1347. Construing a meghss-functon limitation
involves multiple steps. “The first step .is a determination of the function of the meahss-
function limitation.”Medtronic, Inc. v. Advanced Cardiovascular Sys.,, 1848 F.3d 1303, 1311
(Fed. Cir. 2001). “[T]he next step is to determine the corresponding structuleseism the
specification and equivalents thereofld. A “structure disclosed in the specification is
‘corresponding’ structure only if the specification or prosecution history clixakkyor associates
that struatire to the function recited in the claind. The focus of the “corresponding structure”

inquiry is not merely whether a structure is capable of performing titeadunction, but rather
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whether the corresponding structure is “clearly linked or associated wifretited] function.”

Id. The corresponding structure “must include all structure that actuallgrperfthe recited
function.” Default Proof Credit Card Sys. v. Home Depot U.S.A., #2 F.3d 1291, 1298 (Fed.
Cir. 2005). However, 812 does not permit “incorporation of structure from the written
description beyond that necessary to perform the claimed funcibord Chem., Inc. v. Great
Plains Chem. C0194 F.3d 1250, 1258 (Fed. Cir. 1999).

For § 112, 1 6 limitations implemented by a programmed general purpose computer or
microprocessor, the corresponding structure described in the patent specificstionalude an
algorithm for performing the functio®WWMS Gaming Inc. v. Int'l Game Tecli84 F.3d 1339,

1349 (Fed. Cir. 1999). The corresponding structure is not a general purpose computer but rather
the special purpose computer programmed to perform the disclosed algévitbhocrat Techs.

Austl. Pty Ltd. v. Int'l Game Tegr21 F.3d 1328, 1333 (Fed. Cir. 2008).

. CONSTRUCTION OF AGREED TERMS

The paties agreed to the construction of the following phrases:

Claim Term/Phrase Agreed Construction
the first instance of the term “the credit | “credit informatiori
information”

(575 Patent, claim 3, 17)

“the collected charging dataformation | “collected charging data information of the UE
of the UE”

(575 Patent, claims 11, 19)

Docket No. 108 at 12. In view of the parties’ agreement on the proper construction of the
identified terms, the Court hereByYDOPTS the parties’ agreedonstructions.

During the claim construction hearindet partiesagreed to the constructioof the

Pagel5 of 63



following phrases:

Claim Term/Phrase Agreed Construction
“A Serving GPRS Support Node (SGSN The preamble iBmiting.
comprising:”

(627 Patent, claim 4)

“A Mobility Management Entity (MME), | The preamble is limiting.
comprising:”

(627 Patent, claim 7)

The Court agreethat thepreambles are lifting because theyecite essential structure,
and are “necessary to give life, meaning and vitality” to the cleoh~Am., L.P. v. GSE Lining
Tech., Inc. 383 F.3d 1303, 1309 (Fed. Cir. 2004). Moreover, the patentee clearly relied on the
preamble during prosecutio@atalina Mktg. Int'l Inc. v. Coolsavings.com, In@289 F.3d 801,
808 (Fed. Cir. 2002) (“[C]lear reliance on the preamble during prosecution to distingeish t
claimed invention from the prior art transforms the preamble into a claim limitag¢cause such
reliance indicates use of the preamble to define, in part, the claimed inventiotatipits
omitted).

Referring to the prosecution histpngdependent claim 4 of the '627 Paterasoriginaly
dependent claim 11.HE preamble of original claim 7 recited “[a] Mobility Management network
element, comprising a receiver and a sendekt.(No. 1264 at 3). Original dependent claim 11
further narrowed original claim 7 by reciting that the “Mobility Managememwaordt element is
a 3G Serving GPRS Support No&3SN).” (d. at 4). The examiner rejected claim 7, objected to
claim 11, and stated that claim 11 would be allowable if rewritten in independeniniduding
all of the limitations of the base claim and any intervening claiBist. (No. 126-12 at7-8). In

response, the patengeeanceled pending claim 7, and amended the preamble of claim 11 by
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deleting “Mobility Management network element” and replacing it with “gjv8r GPRS Support
Node (SGSN).” Dkt. No.126-13 at4-5). The “SGSN” limitation only apgars in the preamble of
the claim. Accordingly, thamendment to the preamldefines the claimed inventiorbecause it
was relied upon to distinguish the prior art ameecessary to give life, meaning and vitality to
the claim.

Similar to independent claim #dependent claim 7 was origihadependent claim 12.
As indicated abovehe preamble of original claim 7 recited “[a] Mobility Management network
element, comprising a receiver and a sendekt.(No. 1264 at 3) Origind dependent claim 12
further narrowed original claim 7 by reciting that the “Mobility Managememnwaorkt element is
a Mobility Management Entity (MME).”I¢l. at 4). The examiner rejected claim 7, objected to
clam 12, and stated that claim $®uld be allowable if rewritten in independent form including
all of the limitations of the base claim and any intervening claiBist. (No. 126-12 at7-8). In
response, the patengeeanceled pending claim 7, and amended the preamble of chainy 1
deleting “Mobility Management network element” and replacing it with “[slobility
Management Entity (MME).” Dkt. No. 126-13 at 4-5). The “Mobility Management Entity
(MME)” limitation only appears in the preamble of the claim. Accordinglyathnendment to the
preambledefinesthe claimed inventiarbecause it was relied upon to distinguish the prior art and
is necessary to give life, meaning and vitality to the claim.

To the extent that a partygues that thpreambles are not limitinghe Court rejects this
argument.Accordingly, n view of theintrinsic evidence and thparties’ agreementhat the
preamblsof claims 4 and 7 of the '627 Patent are limitithgg Court herebpDOPTS the parties’

agreed constructi@n

V. CONSTRUCTION OF DISPUTED TERMS
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The parties disputefocuses on theneaning and scope of niteenterms/phrases the

Asserted Patest

1. “In a Mobility Management Entity (MME), a data processing method
comprising”

Disputed Term Plaintiff's Proposal Defendard’ Proposal
“In a Mobility The preamble is nolmiting. The preamble is limiting.
Management Entity
(MME), a data processing
method comprising”

a) The Parties’ Positions

The parties dispute whether the preambles of claim 1, 10, antithé '627 Patenare
limiting. Plaintiff contends thathe preambles are not claim limitations because they merely
provide a name for the otherwise complete invention set out in the body of the claim&Nd¢Dkt
119 at 18)According to Plaintiff, the claims at issuse the preambles as a reference point for
the overall stucture of the claimld. Plaintiff argues that the body of the claim is a complete
description of the invention and does not rely in any way on the structure or functiohatiey
“MME” referral to by the preambléd. Plaintiff further argueghat it is inappropriate to allow the
name inthe preamble to define the scope of the inventihn.

Defendants respond that the applicant amended the preamble to claims 1, 10, and 11 during
prosecution to specifically recite that the data processindgiadebccurs “[ijln a Mobility
Management Entity (MME).”[Dkt. No. 126 at 14). Defendants argue that this added language
provides antecedent basis for the three subsequent rewtafitthe MME” in the clainbody.Id.
Defendants further argue that the preées do not merely provide a “reference point” or a “name”
for the invention, as Plaintiff contend&d.(at 17). Plaintiff did not provide arguments for this term
in its Reply brief.

For the following reasa)the Court finds that the preambBlis a Mobility Management
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Entity (MME), a data processing method comprising:”in claims 1, 10, and 11 of the '627
Patent is limiting.
b) Analysis

The phrase In a Mobility Management Entity (MME), a data processing method
comprising:”"appeasin claims 1, 10,and 11 of the '62PatentThe Court finds that the phrase is
used consistently in the claimedaisintended to have the sargeneral meaning in each claim.
The Court further finds thahe preambles are limiting because thagite essential structurand
are ‘necessary tgive life, meaning and vitality” to the clailoly-Am., L.P. v. GSE Lining Tech.,
Inc., 383 F.3d 1303, 1309 (Fed. Cir. 2004). Moreover, the patentee clearly relied on the preamble
during prosecutionCatalina Mktg. Int’l Inc. v. Coolsavings.com, In289 F.3d 801, 808 (Fed.
Cir. 2002) (“[C]lear reliance on the preamble during prosecution to distinguishlaineed
invention from the prior art transforms the preamble into a claim limitation becattseetiance
indicates use ohe preamble to define, in part, the claimed invention.”) (citations omitted).

Referring to the prosecution history of claims 1, 10, and 11 rd@eble originally recited
“a data processing method,” and was later amended to incluliobility ManagemenEntity
(MME).” For examplewhentheapplicationwas filed, the preamble of pendimgiependentlaim
1 recited’A data processing method, comprising,” and pending dependeciaim 6recited that
“[tlhe data processing method acdowgl to claim 1, wherein . . . the Mobility Management
network element is a Mobility Management Entity (MME)(Dkt. No. 1264 at 23). The
examiner rejected claim 1 and objected torgl&. (Dkt. N0.126-12 at 48). In response, the
patentees canceled pending claim 1, andraded the preamble of pending claim 6 as follows: “In

a Mobility Management Entity (MME), a data processing method comprising———¢&dtae

5 Pending claim 6 would ultimately issue as claim 1 of @& Patent.
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processing-method-according-to-claim-t-wherein . . . .” (Dkt. No1B262-4).

At that time, he patentees s added new pending claims 13 and 14 with the preamble
reciting: “The data processing method according to claim 3, wherein © (Id..at 6. Pending
claim 3 was later canceled, and the patensasended each of pending claims 13 and 14 as
follows: “Fhe-data—processing-method-according-to—claim &3 Mobility Management Entity
(MME), a data processing method comprising: . . DRt(No.126-14 at 25). These amendments
indicate the use of the preambles to define the claimed invention.

Moreover, thdanguage in each preamble provides the antecedent basis fonMBE&
recited in the body of the claims. Claims 1, 10, and 11 each recite Mability Management
Entity (MME) a data processing method comprising: informingthleyMME, . . . obtaininghy
the MME . . . informing, byhe MME . . ..” 627 Patent, at 17:388, 18:5262, 19:817 (emphasis
added). It is the Mobility Management Entity (MME)” in the preamble ihakecessary tgive
meaning td‘the MME” recitedin the body of the claims. Aordingly, the preamble is limiting
because it was reliedan in the prosecution histoand is necessary to give life, meaning and
vitality to the claim.

c) Court’s Construction
The preambléIn a Mobility Management Entity (MME), a data processingmethod

comprising:” in claims 1, 10, and 11 of the '627 Patent is limiting.

2. The “unit” terms (“receiving unit . . .” / “sending unit . . .” / “storage
unit...”)

¢ Pending claims 13 and 14 would ultimately issue as claims 10 and 11 of the '627 Patent.
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Disputed Term

Plaintiff's Proposal

Defendand’ Proposal

“a receiver
configured to
receive a data
forwarding tunnel
identifier of a User
Plane Entity (UPE)
from the UPE”

Plain meaning. Not subject to 35
U.S.C. § 1171 6. If the Court
determines this term ®ubject to 35
U.S.C.§811296:

Function: receive a data forwarding
tunnel identifier ofa User Plane Entity
(UPE) from the UPE

Structure: SGSN receiver and
equivalents thereof

Function: receive a data
forwarding tunnel identifier of
User Plane Entity (UPE) from
the UPE

Structure: The specification
fails to set forth any algorithm
or corresponding structure for
the claimed function. Claim is
indefinite.

1

“a sender configure(
to: send the data
forwarding tunnel
identifier of the UPE
to a source Radio
Network Controller
(RNC), and send a
data forwarding
tunnel identifier of a
Long Tem
Evolution (LTE)
access network to
the UPE”

Plain meaning. Not subject to 35
U.S.C. 81121 6.

If the Court determines this term is
subject to 35 U.S.C. § 112 | 6:
Function: send the data forwarding
tunnel identifier of the UPE to a sourg
Radio Network Controller (RNC), and
send a data folwarding tunnel identif
of a Long Term Evolution (LTE)
access network to the UPE
Structure: SGSN transmitter and
equivalents thereof

Function: send the data
forwarding tunnel identifier of
the UPE to a source Radio
Network Controller (RNC), and
send a data forwarding tunnel
adentifier of a Long

Term Evolution (LTE) access
aretwork to the UPE
Structure: The specification
fails to set forth any algorithm
or corresponding structure for
the claimed function. Claim is
indefinite.

“the receiver is
configured to
receive a forward
data response
carrying the data
forwarding tunnel
identifier of the
UPE, from the UPE’

Plain meaning. Not subject to 35
U.S.C.§112 1 6.

If the Court detelmines this term is
subject to 35 U.S.C. § 116
Function: receive a forward data
response carrying the data forwardin
tunnel identifier of the UPE, from the
UPE

Structure: SGSN receiver and
equivalents thereof

Function: receive a forward
data response carrying the dat
folwarding tunnel identifieof
the UPE, from the UPE
Structure: The specification
yfails to set forth any algorithm
or corresponding structure for
the claimed function. Claim is
indefinite.

a

“the sender is
configured to send 3
forward data reques
to the UPE”

Plain meaning. Not subject to 35
U.S.C. 8112 6.

t If the Court determines this term is
subject to 35 U.S.C. § 112 | 6:
Function: send a forward data requeg
to the UPE
Structure: SGSN transmitter and

Function: send a forward data
request to the UPE

Structure: The specification
fails to set forth any algorithm
tor corresponding structure for
the claimed function. Claim is
indefinite.

equivalents thereof
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“a receiver
configured to
receive a data
forwarding tunnel
identifier of a User
Plane Entity (UPE)
from the UPE”

Plain meaning. Not subject to 35
U.S.C. 81121 6.

If the Court determines this term is
subject to 35 U.S.C. § 112 | 6:
Function: receive a data forwarding
tunnel identifier of a User Plane Entit)
(UPE) from the UPE
Structure: MME receiver and
equivalens thereof

Function: receive a data
forwarding tunnel identifier of
User Plane Entity (UPE) from
the UPE

Structure: The specification

y fails to set folth any algorithm
or corresponding structure for
the claimed function. Claim is
indefinite.

A

“a senderonfigured
to: send the data
forwarding tunnel
identifier of the UPE
to a Long Term
Evolution (LTE)
access network, and
send a data
forwarding tunnel
identifier of a target
Radio Network
Controller (RNC) to
the UPE”

Plain meaning. Not subject to 35
U.S.C. 8112 6.

If the Court determines this term is
subject to 35 U.S.C. § 112 | 6:
Function: send the data forwarding
tunnel identifier of the UPE to a Long
Term Evolution (LTE) access networl
and send a data forwarding tunnel
identifier of a target Radio Network
Controller (RNC) to the UPE
Structure: MME transmitter and
equivalents thereof

Function: send the data
forwarding tunnel identifier of
the UPE to a Long Term
Evolution (LTE) access
network, and send a data
forwarding tunnel identifier of
(target Radio Network
Controller (RNC) to the UPE
Structure: The specification
fails to set forth any algorithm
or corresponding structure for
the claimed function. Claim is
indefinite.

1

“the receiver is
configured to
receive a forward
data response
carrying the data
forwarding tunnel
identifier of the
UPE, from the UPE’

Plain meaning. Not subject to 35
U.S.C.8112 6.

If the Court determines this term is
subject to 35 U.S.C. § 112 | 6:
Function: receive a forward data
response carrying the data forwardin
tunnel identifier of the UPE, from the
UPE

Structure: MME receiver and
equivalents thereof

Function: receive a forward
data response carrying the dat
forwarding tunnel identifier of
the UPE, from the UPE
Structure: The specification
yfails to set forth any algorithm
or corresponding structure for
the claimed function. Claim is
indefinite.

a

“the sendeis
configured to send g
forward data reques
to the UPE”

Plain meaning. Not subject to 35
U.S.C. 81121 6.

t If the Court determines this term is
subject to 35 U.S.C. § 112 | 6:
Function: send a forward data reques
to the UPE
Structure: MME transmitter ad

Function: send a forward data
request to the UPE

Structure: The specification
fails to set forth any algorithm
tor corresponding structure for
the claimed function. Claim is
indefinite.

equivalents thereof
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“receipt unit
configured to
receive data
forwarded by the
source data
forwarding network
element”

Plain meaning. Not subject to 35
U.S.C. 81121 6.

If the Court determines this term is
subject to 35 U.S.C. § 112 | 6:
Function: receive data forwarded by
the source data forwarding network
element

Structure: receipt unit and equivalent]
thereof

Function : receive data
forwarded by the source data
forwarding network element
Structure: The specification
fails to set forth any algorithm
or corresponding structure for
the claimed function. Claim is
sindefinite.

“sending unit
configured to
forward the received
data to the target
side processing

network element”

Plain meaning. Not subject to 35
U.S.C.§112 1 6.

If the Court determines this term is
subject to 35 U.S.C. § 112 | 6:
Function: forwardreceived data to the
target side processing network eleme
Structure: sending unit and

Function: forward the received
data to the target side
processing network element
Structure: The specification

» fails to set forth any algorithm
nar corresponding structure for
the claimed function. Claim is
indefinite.

equivalents thereof

a)

The Parties’ Positions

The paties dispute whether the “uhiterms are subject to § 112 f@Befendard contend

that the terra aregoverned by 8 112 f[lecausehey do not recite or connote sufficiently definite

structure for the terms “receipt unit,

" “sending unit,” “receiver,” and “sendBkt.(No. 126 at

9). According to Defendants, the most that is disclosed is the generic “recejptagmiting unit,”

“tunnel identifier acquisition unit,” and “tunnel identifier sending unit” of Figurel@0.

Defendants argue that each of the disputed terms of6ite Patent replace the word

“means” with the nonce word “unit,” and then recite function performed by the “ulicit 4t(10).

Defendants contends that “unit” is a nonce word that may “operate as a subgtituieaios’ in

the context of § 112, 1 6,” andatthe terms “receiver” and “sender” operaiesimilar fashion.

Id. (citing St. Lawrence Comm’cns. LLC v. ZTE Cohbo. 2:15CV-349-JRG, 2016 WL 6275390,

at *18*19 (E.D. Tex. Oct. 24, 2016)). Defendants further argue that the prefixes “receipt” and

“sending” do not impart any structiinto the term “unit.” Id. at 11). Defendants contend that

they merelyreiterate the function that the “unit” ismiigured to performld.

Defendants further argue that nothing in the claims or specification suggetbtetiv@rm
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“unit” has sufficiently definite structuréd. Defendants also argue that none of these &g is

a welkknown structurerni the relevant artd. (citing Dkt. No. 1261 at{ 25). Defendants further
contendthat the standard referenced by Plaintiff makes no mention of a “receipt‘seitging
unit,” “receiver,” or “sender,” much less a referenceuty structure within a network element.
(Dkt. No. 126 at 11). Defendants argimat the reference simply recites the same function of
“receiving” or “sending” withoustructural contentd.

Defendants also argue that the meaning of “receipt urgghding unit,” “receiver,” or
“sender” depends on the context in which tien is being usedd. (citing Dkt. No. 1261 at
25). According to Defendants, in the context of communications between a cellutze deglia
base station, receivers, senders, and transmitters are known structuresdosthession of radio
waves modulated in accordance with published specifications. (Dkt. No. 126 (attihg) Dkt.
No. 1261 at § 26§. Defendants contend that these structures are available as components for
cellular radio communication, but cellular radio communications play no part i6Zbeor'627
Patens’ asserted claimsd. Defendants argue that the accused network elements within a packet
core network communicate over a wired connection typicallygudnternet Protocol, not
wirelessly via modulatethdio communicationd.

Defendants also argue that a switch or a router are separate components veitioria n
and would not be considered wktiown structures within a network element connoted by a
“receipt unit” or a “sending unit.” (Dkt. No. 126 at 12) (citing Dkt. No.-124 § 3). Defendarg
furthercontend that a network card would not be configured to do any of the claimed functions of
the construed terms. (Dkt. No. 126 at {@)ing Dkt. No.126-1 at 1 32. Defendants also argue

that a person of ordinary skill in the art ("POSITA”) would not understand whethenciuse

“configured to” perform any of those functions is hardware or software. (Dkt. No. 126 at 13).
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According to Defendantghefunctional disclosure contained in the specification merely discloses
an MME or SGSN sending and receiving data, and describes the “receipt unitéadoh{sunit”

by their functions. (Dkt. No. 126 at 13) (citing Dkt. No. 1P@&t{f 2627). Defendants ecdend

that this description discloses no structure to a POSITA. (Dkt. No. 126 at 13) (citingdDRR2&

1 at{ 29).Finally, Defendants also argue that neither the specification b heand 627 Patents

nor TS 23.401 V0.2.0 discloses any receiver or sender structure, and therefore the dispsited te
are indefinite. (Dkt. No. 126 at 13-14) (citing Dkt. No. 1RP&tT 3233).

Plaintiff responds that none of these terms use the “means for” language. ¢Dk1.9\at
13-14. Plaintiff argues thaboth tre intrinsic and extrinsievidence shows that therms recite
well understood structures “configured to” send or receive well understood datairtyihes
claimed handover proceqtd. at 14. Plaintiff contendshat each of these terrage used within a
larger network component, such as an MME or SGSN, that must include those stractures t
achieve their purpose.g, sending and receiving appropriate dal@d)Plaintiff argues that the
common specification of the 675 and '627 Patents include numerkausples of a data “sender”
and a data “receiver” sending and receiving data, using structures well aoddrgtpractitioners
in the art. (d. at 1415). According to Plaintiff, each of the examples describes receiving and
sending data using similar functiodahguage as in the claimsd(at 15).

Plaintiff further argues thahe extrinsic evidence, such as the actual 3GPP standards,
provide useful and objective resources for determining the meaning of terms astaotiéy
persons of ordinary skilh the relevant artd. According to Plaintiff, the '627 and '675akents
are standard essential patents for the 3GPP TS 23.401 standard, and in peelatalao the
handove methods described in Section 5.5.2.1 of that standard. (Dkt. No. 119 aitib) [Dkt.

No. 1191). Plaintiff contendshat Section 5.5.2.1 includes nearly identical process flow charts as
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shown in the patent, and includes descriptions of the standard using similar termiriohagyro
the claimsld. Plaintiff argues that thetandard simply states which element is being used to “send”
a particular type of data to another element to accomplish that step of the hardkivéto(119
at 16).

In the alternative, Plaintiff argues that even if these terms are cahsinder 8 112, 6,
the specification sets forth sufficient structure corresponding to the cl&dnBlaintiff contends
that the specification repeatedly describes MMEs and SGSNs sending andthgedata that
would be readily appreciated by a marof ordinary skKi in the art.ld. Plaintiff argues that there
should be no doubt that a person of ordinary skill in the art would recognize that the structures of
a “sender” and a “receivedre necessarily paof the devices recited in the patent clainhd. &t
17). Raintiff contends that these are well known devices with well known structuresriding
and receiving datdd.

In its reply, Plaintiff argues thahe claim elements at isswe drawn to the most
fundamental functionalityni the telecommunications arf.e., sending and receiving datéDkt.
No. 137 at 2) Plaintiff contends that the issue is not whether the word “unit” standing alone is
sufficient, but whether when taken as a whole the words of the claim elemeunbdegstood by
persons of ordingr skill in the art to have a sufficiently definite meaning as the name for
structure.” Dkt. No. 137 at 3) (citinyVilliamson 792 F.3d at 1349). Plaintiffirtherargues that
the structural meaning is conveyed by the modifiers “sending” and “receipbyathé remainder
of the claim elements, which describe the coupling of the structures sendiregaiving the data.
(Dkt. No. 137 at 3)According to Plaintiff, these terms readily convey struciame are not
meaningless modifiers, because sending aedeiving data is fundamental in the

telecommunications artDkt. No. 137 at 4) (citing Dkt. No. 138 at 1 26}
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Plaintiff further contends that the 3GPP standards themselves use the sam.tgr
“sending” and “receiving” of data) to converucture and have been readily understood by
practitioners for years as a blueprint to build telecommunicatietvsorks. Dkt. No. 137 at 4)
(citing Dkt. No.138 at 1 2Y. Plaintiff alsoargues that the claims at issue here are not subject to
meansplusfunction construction because the inputs and outputs are specified in the claim as well
as how the claim elements interact with each other via structural configgrgat. No. 137 at
4). Plaintiff further contensglthat the notion that those skilled in the art would not be familiar with
the structure of “receivers” for a wired system cannot be adopted, particidadyde wired
network connections predated wireless network connecfjlshsat 5) (citing Dkt. No. 138 at 1
28-32).Finally, Plaintiff argues thait has never taken the position or stated that a switch or a
router was in fact the receiver or sendBkt. No. 137 at 5).

For the following reasons, the Court finds that tmmtereceiver’ is not subjectto 8 112,

1 6, and should be construed to mégeteiver of a Serving GPRS Support Node (SGSN)n
claims 4and 5 of the '62#atent, and should be construed to meaceiver of a Mobility
Management Entity (MME)” in claims 7and 8of the '627Patent.The Court furthefinds that

the term*sender” is not subject t@ 112, 1 6, and should be construed to meeamsmitter of

a Serving GPRS Support Node (SGSN)in claims 4 and 5 of the '627 Patent, and should be
construed to medhtransmitter of a Mobility Management Entity (MME) ” in claims 7 and 8

of the 627 Patent. The Court also finds that the tegoeipt unit” is not subject t& 112, 1 6,
and should be construed to méaaceiver of a user plane anchor network elemehtin claim

6 of the '675Patent.The Court further finds that the tefisending unit” is not subject to § 112,

1 6, and should be construed to m&emsmitter of a user plane anchor network element”in

claim 6 of the '675 Pats.
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b) Analysis

The phrased receiver configured to receive a data forwarding tunnel identifier ofra Use
Plane Entity (UPE) from the UPE” appears in claim 4 of the Ba#nt.The phrase “@ender
configured to: send the data forwarding tunnel identifier of the UPE to a deadie Network
Controller (RNC), and send a data forwardingnel identifier of a Long Term Evolution (LTE)
access network to the UPE” appears in claim 4 of the '627 Patent. The pinwaseceiver is
configured to receive a forwad#ta response carrying the data forwarding tunnel identifier of the
UPE, from the UPE” appears in claim 5 of the '627 Patent. The phrase “the senderggrednfi
to send a forward data request to the UPE” appears in claim 5 of the '627 Platephraséa
receiver configured to receive a data forwarding tunnel identifier of a Usee Entity (UPE)
from the UPE appears in claim 7 of the '627 Patent. The phrase “a sender configured to: send the
data forwarding tunnel identifier of the UPE to a Long Term Evolution (LTE) acedsork, and
send a data forwarding tunnel identifier of a target Radio Network Contri@INC) to the UPE
appears in claim 7 of the '627 Patent. The phrése receiver is configured to receive a forward
data response carryitige data forwarding tunnel identifier of the UPE, from the Uiipears in
claim 8of the '627 PateniThe phrasethe sender is configured to send a forward data request to
the UPE appears in claim 8 of the '627 Patent. The phrase “receipt unit cordigureceive data
forwarded by the source data forwarding network element” appearsnn&laf the '675 Patent.
The phrase sending unit configured to forward the received data to the target side gingces
network elemeritappears in claim 6 of the ‘6 /atentAs indicated, one of the claims recite the
word “means.”

“It is well settled that[a] claim limitation that actually uses the word ‘means’ invokes a

rebuttable presumption that § 112, [] 6 applie8pex Inc. v. Raritan Comput., In@25 F.3d
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1364, 1371 (Fed. Cir. 2003) (quotation omittdtl}s also equally understood that “a claim term
that does not use ‘means’ will trigger the rebuttable presumption that 8 162148 not apply.”

Id. (quotation omitted). The presumption against the application of 8 112, 1 6 may be overcome if
a party can “demonstrate[] that the claim term fails to ‘recite sufficientlgitkektructure’ or else

recites ‘function without reciting sufficient structure for performing thatfiem.” Williamson
792 F.3dat 1339 (quotingWatts v. XL Sys., Inc232 F.3d 877, 880 (Fed. Cir. 2000)). “In
undertaking this analysis, we ask if the claim language, read in light of ttificgi®n, recites
sufficiently definite structure to avoid § 112, f Rébert Bosch, LLC v. Snd&pn Inc, 769 F.3d
1094, 1099 (Fed. Cir. 2014) (citingventio AG v. Thyssenkrupp Elevator Ams. Cd#49 F.3d
1350, 1357 (Fed. Cir. 2011)).

None of the claimrecite the word “means.” Therefore, there is a relmet presumption
that 8 112, % does not applpDefendarg haveailed to rebuthe presumption because “the words
of the claim are understood by persons of ordinary skill in the art to have sulfidefihite
meaning as the name for structur@Villiamson 792 F.3d at 1348Specifically, he intrinsic
evidence demonstrates that a person of ordinary skill in the art wouddstentd thenecessary
structure of the “receiver” and “sender” in claims 4, 5, 7, and 8 of the '627 Patent) as tins
necessary structure of the “egpt unit” and “sending unit” in claim 6 of the 675 Patent.

As discussed above, the preambles of claims 4, 5, 7, and 8 of the '627 Patent are limiting.
The preamble of claim 4 recites “[a] Serving GPRS Support Node (SGSN), somggriThe
preamble of clen 7 recites “A Mobility Management Entity (MME), comprising.” The claims
then recite “a receiver configured to” and “a sender configured to.” Thussanpef ordinary

skill in the art would understand that the sender of claims 4 and 5 is the transfratt®erving

GPRS Support Node (SGSN), and that the receiver of claim 4 and 5 is the recaiBaroing
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GPRS Support Node (SGSN). Likewise, a person of ordinary skill in the art would tandeisat
the sender of claims 7 and 8 is a transmitter ofodiMy Management Entity (MME), and that
the receiver of claims 7 and 8 is a receiver of a Mobility Management BEIIif§].

Similarly, claim 6 of the 675 Patent recites “a user plane anchor network €lemen
wherein the user plane anchor network element is provided with a receipt unit configured t
and a sending unit configured to . . .” A person of ordinary skill in the art would understand that
the receipt unit is a receiver of a user plane anchor network element, &t thending unisia
transmitter of a ugglane anchor network elemefhe specification also states that the user plane
anchor network element may be a Gateway GPRS Support Node (GGSNjim eerbodiments.
'627 Patent at 16:32—-41.

The claim language further descriltles inputs and outputs of these components, and what
it is that they “receive” or “send.” For example, the “receipt unit” is “configucececeive data
forwarded by the source data forwarding network element” while the “sendifgtnonfigured
to forward the received data to the target side processing network ele®epe’g, '675 Patent
at claim 6.As explained irE2E, § 112, Y 6 does not apply when the written description provides
context as to the “inputs and outputs” and how the claimed coemp® “interact[] with other
components . . . in a way that . . . inform[s] the structural character of theibmitatjuestion or
otherwise impart[s] structureE2E Processing, Inc. v. Cabela’s In@015 U.S. Dist. LEXIS
86060, *20 (E.D. Tex. July 2015) (quoting/Nilliamson 792 F. 3d at 1351kach of thelisputed
terms is used within a larger network component, such as an MME or SGSN, which todst inc
those structures to achieve their stated objectivgg 6ending and receiving appropriateajat

Moreover the specification includes examples of a data “sender” serampa data

“receiver” receiving with eachising structures well understood by a person of ordinary skill in
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the art. For example, the specification states the following:

When ahandover or change from a UTRAN system to an SAE system takes
place, the 3G SGSN and the UPE exchange messages including a forward data
request message and a forward data response message, to obtain a datagorward
tunnel identifier of the UPE, and inforthe source RNC of the data forwarding
tunnel identifier of the UPE. The source RNC forwards a data packet to the UPE;
the UPE buffers the forwarded data packet and forwards the buffered fadwarde
data packet to the evolved access network on completiopdaite of user plane
routing.

When a handover or change from an SAE system to a UTRAN system takes
place, the MME and the UPE exchange messages including a forward data request
message and a forward data response message, to obtain a data fotwangihg
identifier of the UPE, and inform the evolved access network of the data forwarding
tunnel identifier of the UPE. The evolved access network forwards a data fmacket
the UPE; the UPE buffers the forwarded data packet and forwards the buffered
forwarded data packet to the target RNC on completion of update of user plane
routing.

'627 Patent at 9:4&%6. The specification providesumerouother examples of a “sender” sending
data, and a “receiveréceiving dataSeeg.g, '627 Patent a6:35-38 (“[S]tep 710, he 3G SGSN
sends a forward relocation response message to the 2G SGSN, a data forwandingentifier
carried in the message is the data forwarding tunnel identifigtreo5GSN.”);6:3941 (“[S]tep
S711; the 2G SGSN receives a dat&kpafrom the GGSN, and sends the data packet to an MS
via the source BSS.”).:16-18 (“[S]tep S809: the 3G SGSN receives a data packet from the GGSN,
and sends the data packet to an MS via the source RNG.3032 (“[S]tep 1209: the 2G SGSN
receives a data packet from the GGSN, and sends the data packet to anHdSoimde BSS.”);
13:25-31("[T] he MME and the UPE exchange messages including a forward data request message
and a forward data response message, to obtain a data forwarding tunnel identibetUBEt
Meanwhile the MME informs the UPE of a tunnel identifod the targete[d] RNC and then
informs the evolved access network of the data forwardingetudentifier of the UPE.”)9:27-

31 (“When a handover or change from a GERAN system to an SAE system takes platlEh

and the UPE (user plane anchor of the GERAN/UTRAN and the SAE) exchange messages
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including a forward data request message and a forward data resposagarigsEach of these
examplesdescribes receiving and sending datagisimilar words as in the claimand indicate
that these terms have an “understood meaning in the art” and thus are not subject fo& 112
constructionSee Chrimar Sys. v. ADTRAN, In2016 U.S. Dist. LEXIS 79555, *38 (E.D. Tex.
June 17, 2016) (“Were a claim term has an understood meaning in the art, it recites sufficient
structure.”).

Defendants argue that the only disclosure is the generic “receipt unidifigeunit,”
“tunnel identifier acquisition unit,” and “tunnel identifier sending unit” of Figure (Bkt. No.

126 at 9). The Coudisagrees. As discussed above, the claim language indicates that the recited

” o v

“sender,” “receiver,” “receipt unit,” and “sending unit” are used within a lamgyework
component, such as an MME or SGSNe intrirsic evidencdurtherindicates thaan MME or
SGSN must include those structures to achieve the recited obgeetiyesending and receiving
appropriate data).e®, e.g., Linear Tech. Corp. v. Impala Linear Cog79 F.3d 1311, 13121
(Fed. Cir. 2004)“circuit [for performing a function]” found to be sufficiently definite struct
because the claim recited the “objectives and operations” of the circuit).

Defendants also argue that “unit” is a nonce word that may “operate as a sulbstitut
‘means’ n the context of § 112, 1 6,” atftat he terms “receiver” and “sender” operate in similar
fashion. (Dkt. No126 at 10)Defendants err by focusing on the word “unit” in isolation from the
broader language and requirements of the clBinfocusing only on the word “unit,” Defendants
ignore the structural requirements elsewhere in the claim that provideargcssctureln other
words, the issue is not whether the word “unit” standing alone is sufficient, becagia@aeson

of ordinary skill in theart would understand that the disputed term “have a sufficiently definite

meaning as the name for structuf@/illiamson 792 F.3d at 1348.
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Defendants further argue that the meaning of “receipt unit,” “sending treiteiver,” or
“sender” depends on the context in which the term is used. (Dkt. No. 126 at 11). Defendants
contend that “[in the context of communications between a cellular device and atatsn,
receivers, senders, and transmitters are known structures for the tramsroissadio waes
modulated in accordance with published specifications,” but are not known structagmbixet
core network. (Dkt. No. 126 at 12). The Cousrinot persuaded by Defenddnésgument.The
Court agrees that context matters, and here the context isdpdbby the surrounding claim
language and the intrinsic evidence.

The sendig and receiving of datare fundamental functions for the recitedms,and a
person of ordinary skill in the art would understand the structigedto send and receive data.
The receiving unit and sending umibuld be understood toebthe structure for receiving and
sending data, respectiveliiikewise, the sender and receivarould be understood to ke
structurefor sendingand receiving data, respectivelgdeed, the spification contains multiple
figures illustrating flow charts for data processikgyures 7, 89, 10, 12, 13, 14, 15, 16, 17, 18
and 19show information flowing among the MS, RNC, BSS, SGSN, GG=Zi¢h arrow in these
flow chartsindicates the directionfanformation flow. Therefore, the intrinsic evidence provides
the proper context for the disputed terms, and indi¢ha# “the words of the claim are understood
by persons of ordinary skill in the art to have sufficiently definite megaas the name fo
structure.”Williamson 792 F.3d at 1348.

Although the terra are nosubject to § 112 6, the Court finds that a person of ordinary
skill in the artwould understand that the receiver, sender, receipt unit, and sendinguldgtbe
containedwithin the appropriatenetwork element. Specificallghe preamble of claim 4 of the

'627 Patent recites “[a] Serving GPRS Support Node (SGSN), comprising.” Tdralgeeof claim
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7 of the '627 Patentecites “A Mobility Management Entity (MME), comprisirigirhe claims
then recite “a receiver configured to” and “a sender configured to.” Thussanpef ordinary
skill in the art would understand that thender of claims 4 and 5 istransmitter of a Serving
GPRS Support Node (SGSN), and that rdeeiverof claim 4 and 5 is @aeceiver of a Serving
GPRS Support Node (SGSN). Likewise, a person of ordinary skill in the art would tandeisat
the sender of claims 7 and 8 is a transmitter of a Mobility Management EnM{EYMand that
the receiver of claimg and 8 is a receiver of a Mobility Management Entity (MME).

Similarly, claim 6 of the 675 Patent recites “a user plane anchor network €lemen
wherein the user plane anchor network element is provided with a receipt unit configured t
and asending unit configured to . . . .” A person of ordinary skill in the art would understand that
the receipt unit is a receiver of a user plane anchor network eleanérihat the sending unit is a
transmitter of a user plane anchor network elenténglly, in reaching its conclusion, the Court
has considered the extrinsic evidence submitted by the parties, and giseoraiper weight in

light of the intrinsic evidence.

c) Court’s Construction

The Court finds that the terfreceiver” is not subject to 8§ 112, 1 6, and construes the term
to mean“receiver of a Serving GPRS Support Node (SGSN)ih claims 4 and 5 of the '627
Patent, and construes the term to nfeaceiver of a Mobility Management Entity (MME)” in
claims 7 and 8 of the '627 Patent. The Cdurther finds that the terffsender” is not subject to
8§ 112, 1 6, and construes the term to nimsmitter of a Serving GPRS Support Node
(SGSN)”in claims 4 and 5 of the '627 Patent, and construes the term to“tres@mitter of a
Mobility Management Entity (MME)” in claims 7 and 8 of the '627 Patent. The Court also finds

that the termireceipt unit” is not subject to 8 112, 1 6, and construes the term to ‘fresaiver
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of a user plane anchor network elementin claim 6 of the '675 Patent. The Court further finds
that the term‘sending unit” is not subject to § 112, T 6, and construes the term to mean

“transmitter of a user plane anchor network element”in claim 6 of the '675 Patent.

3. Claims 4 and 7 of the '627 Patent

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“A Serving GPRS Suppot Plain meaning Indefinite / incapable of
Node (SGSN), construction.

comprising: ...wherein th
data forwarding tunnel
identifier of the UPE is
used by the source RNC
to forward data to the
UPE, and the data
forwarding tunnel
identifier of the LTE
access network issed by
the UPE to forward the
data received from the
source RNC to the LTE
access network.”

“A Mobility Management | Plain meaning Indefinite / incapale of
Entity (MME), ... construction.
comprising: ... wherein
the data forwarding tunne
identifier of the UPES
used by the LTE access
network to folwai-d data
to the UPE, and the data
folwai-ding tunnel
identifier of the target
RNC is used by the UPE
to folwai-d the data
received from the LTE
access network to the
target RNC.”

D

a) The Parties’ Positions

The parties dispute whether claims 4 and 7 of @& Patent are indefinite undé&rXL

Holdings, L.L.C. v. Amazon.com, Iné30 F.3d 1377 (Fed. Cir. 2005%r reciting both an
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apparatus and a method of usihg apparatus. Plaintiff contends that the claims specifically recite
an apparats, such as an MME or SGSN, whmdnfigures a tunnel within a network environment.
(Dkt. No. 119 at 20).According to Plaintiff, the “wherein” clause at issue describes the
configuration of the tunnel in greater detail by specifying what the end pmiatand what kind

of traffic the tunnel carriedd. Plaintiff contendghat infringement of these claims occurs as soon
as an apparatus is made or sold (or offered for sale) with the ability to conffigataiined tunnel.

(Id. at 21).

Plaintiff further argue that the Federal Circuit cases make clear that even the use of an
active verb does not turn the claim into an improper mixed methd@pparatus claird. (citing
UltimatePointer, L.L.C. v. Nintendo C®816 F.3d 816, 819 (Fed. Cir. 2016)icroprocessor
Enhancement Corp. v. Texas Instruments B20 F.3d 1367, 1375 (Fed. Cir. 2008);C Corp.

v. IPCom GmbH & Co., K667 F.3d 1270, 1273 (Fedir. 2012)). Plaintiff contends that the
disputed claim language is similar to the active verbs used in these casdssaitzkes the larger
network environment in which the claimed apparatus resides. (Dkt. No. 119 at 22).

Defendants arguéhat gparatus claims 4 and 7 of thé27 Patent recitéhe required
structure and functionalitipr a SGSN or MME, but als@quire thatwo other entitieso actually
receive messages from the SGSN or MMB&d then forward data based upon those messages.
(Dkt. No. 126 at 18)According to Déendants, claim 4 and? recitefunctionality divorced from
any cited structurera should be found invalidld. at 19). Defendants argue that this is not a case
where the clause describes the configurationeftuhnel in greater detaild( at 20). Déendants
contend that the clause requires that the tunnel identisiersed by a totally different entity to
forward datd, and requires an additional tunnel identifies lsed by another etity “to forward

the datd Id. Defendants arguthatthe chimsrecite structure, but then require an action by a
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totally separate entity and thaee invalid.ld.

Defendants alsargue that the cases cited by Plairdiff not save these claims. (Dkt. No.
126 at 21). According to Defendants, in each of those cases, the alleged action in qusstion wa
required to be performed by the cladstructure itselid. Defendants argue that claims 4 and 7
plainly fall within the camp of indefinite claims like those at issutPiXL, Katz, andE-Watch
(Dkt. No. 126 at 21) (citingPXL, 430 F.3d at 1384n re Katz 639 F.3d 1303, 1318 (Fed. Cir.
2015); E-Watch Inc. v. Apple, IncNo. 2:13CV-1061JRGRSP, 2015 WL 1387947 at *&
(E.D. Tex Mar. 25, 2015)).

Plaintiff replies that Defendants’ argument that clafmend 7 are invalid undéPXL is
legally flawed because th¢TC case is squarely contradictoripikt. No. 137 at 6¢) (citingHTC
Corp. v. IPCom GmbH & Co., KG&67 F.3d 1270 (Fed. Cir. 20)2Plaintiff argues that the claims
are directed to novel MMEroSGSN $uctures thatmust be used in a particular network
environment (Dkt. No. 137at 7) Plaintiff contends that the “wherein” clause is not requiring an
action be performed by the claimed MME structure, but instead is defining therketw
environmentin which the MME is configured to operate, and in particular, the functional
capability of the tunnel identifier being useéd. According to Plaintiff, infringement of claim 7
can be readily determined by looking at the MME and the actions it must &lgleap performing
in the specified network environmeid.

For the following reasons, the Court finds that claims 4 and 7 of the '627 Patewt are
indefinite underlPXL, andthat the disputed clause should be given their plain and ordinary
meaning.

b) Analysis

“A single patent may include claims directed to one or more of the classe®otigbhéd
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subject matter, but no single claim may cover more than one subject ma#egrieldk, 430 F.3d

at 1384 (holding indefinite a claim covering both an apparatus and a method of using that
apparatus). Claim 4 recites a Serving GPRS Support Node (SGSN), comprisieceiizenr
configured to receive” a tunnel identifi@nd “a sender configured to: send” the tunnel identifiers

to other network elements. Siarly, claim 7 recites a Mobility Management Entity or MME,
comprising “a receiver configured to receive” a tunnel identif@ed “a sender configured to:
send” the tunnel identifiers to other netwotkreents. Defendants agree that there aréPxd

issues for these elemera§claims 4 and 7.

Instead, Defendants argue that the “wherein” clause requires other netwoss dotiti
actually receive and “use[]” the tunnel identifiers to forward dalkt.(No. 126 at 19).
Specifically, Defendants argue that the wheptftuse requires that the tunnel identifiesr dsed
by a different entityg source RNC in claim 4 aralLTE access network in claim 7)d‘forward
datg” and that an additional tunnel identifieis “used by another enty (the User Plan Erniy
(UPE)) “to forward the data Defendants contend that this action bgeparate entitypnakes the
apparatus claim invalid.

The Court disagrees with Defendanemnalysis. First, in all of the cases cited by
Defendants, the cowtound that the respectiwdaims were invalid because they claimed both an
apparatus and use of the apparaétps userSee IPXI.430 F.3d at 1384 (finding invalid a claim
that recited structure, but then required a user using one of the strudturesiKatz 639 F.3d
1303, 1318 (Fed. Cir. 2015) (finding invalid a claim reciting an “interface means” but then
requiring a “caller[] digitally enter[ing] data”E-Watch Inc. v. Apple, Inc2015 U.S. Dist. LEXIS
37216, *2627 (E.D. Tex. Mar. 25, 2015) (finding invalid an apparatiasm that also required

“movement by the user”). Unlike the cases cited by the Defendants, itins d@ not recite both
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structure and use of the structimea user

Contrary to Defendantsepresentation, the claimsidifC Corp. v. IPCom GmbH & Co.,
KG, 667 F.3d 1270 (Fed. Cir. 2012Yye very similar to the disputed clairhB1 HTC, the claim
recited “[a] mobile station for use with a network including a first basestahd a second base
station that achieves a handover from the first base station to the second baseyststiboimdp
link data for a link in a first base statidmlding. . . , initially maintainirg a storage of the link
data in the first base station . . HTC, 667 F.3d at 1273 (emphasis added). The Federal Circuit
found that “[t}he plain language of claims 1 and 18 indicatesthi@anhetwork, not the mobile
station, performs the enumerated functiprend that “the six functions define the network
environment; they areot functions performed by the mobile statiold. at 1274 (emphasis
added).The Courtheld that the claimswere valid underlPXL, statingthat “Claims 1 and 18,
likewise, make clear that infringement occurs when one makes, uses, offells oo sells the
claimed apparatus: the mobile statiewhich must be used in a particular network environment.”
Id. at 1277.

Here, the claims are directéd a MME or SGSN stucture that isused in a particular
network environment. For axple, claim 7 is directed to MME structure and its associated
components creating a tunnel identifier. The claim further includes a wh&xese ¢hat defines
the netwok environment in which the tunnel identifier is used: “wherein the data forwarding

tunnel identifier of the UPE is used by the LTE access network to forwarcbda@WPE.” Like

7 Defendantsepresented to the Court that HTC, the claimed ‘mobile station’ wastoring’ and
‘maintaining’ link data.” Dkt. No. 126 at 21) (citingdTC Corp. v. IPCom GmbH & Co., K&67
F.3d 1270, 1273 (Fed. Cir. 2012 his is notan accurate statement of the conclusmfrtbe court

in HTC. Instead, thé-ederal Circuitconcludedthat “[tjhe plain language of claims 1 and 18
indicates thathe network, not the mobile station, performs the enumerated funttomus“the
six functions define the network environment; they e functions performed by the mobile
station” Id at 1274(emphasis added)
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the claims irHTC, the “wherein” clause does not require an action to Henpeed by the claimed
MME structure, but instead defines the network environment in which the MME is waditp
operate, and in particular, the functional capability of the tunnel identifier beety Accordingly,
“Claims [4] and [7], likewise, makelear that infringement occurs when one makes, uses, offers
to sell, or sells the claimed apparatus: the [Serving GPRS Support Node (SGE&Mability
Management Entity (MME}-which must be used in a particular network environme#it.C at

1277.

c) Court’s Construction
The Court finds that claims 4 and 7 of the '627 Patent are not indefinite lif¢lerand

the disputed clausesll be given their plain and ordinary meaning.

4. The Method Steps of Claim 1 of the '675 Patent

Disputed Term Plaintiff's Proposal Defendants’ Proposal
Steps of the “data Plain meaning; the steps need Steps must be performed in ti
processing method in a | not be performed in the order | order recited.
handover procedure” recited.

a) The Parties’ Positions

The parties dispute whether the steps of claim 1 of@A& Patent must be performed in
the order recited?laintiff argues that nothing in the grammar of the claim explicitly or implicitly
requires a particular order of the steps. (Dkt. No. 119 atP2&8ntiff contends that it makes no
difference which of the “informing” step occurs first, or whether they occoulsaneouslyld.
Plaintiff argues that the specification provides specific examples of thenfoeming step being
performed meanwhile @t the same time as the exchanging step is @@nigrmedld. (citing
'675 Patent at 12:6413:33). According to Plaintiff, Defendants cannot overcome the- well
established presumption that method claim steps need not be periorongelk Id.

Defendantgsespond that the plain language of claim 1 makes clear that the steps must be
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performed in order. (Dkt. No. 126 at 2Refendants argue that the Mobility Management network
element cannot “inform[] . . . a source data forwarding network element ofstiediane anchor
network element’s] data forwarding tunnel identifier” until the Mobility Mgeraent network
element “exchang[es] messages . . . [with] a user plane anchor network elerletatirtoit. (Id.

at 23) Defendants contend that it is only after this step can “the source data foigvaedivork
element [forward data to the user plane anchor network element] using [ttzafpdearding
tunnel identifier,” and only then can that data be forwarded to the thiget.

Defendants further contend thawery procedure disclosed in the specificatior a
presented as ordered stdps(citing '675 Patenat2:9-3:65, 6:58:60, 9:6512:56, 13:4#15:53
Figs. 310, 1219). Defendant also argue that the procedures have numbered steps where nodes
request andeceive information and then later relay that information to other ndolets No.126
at 23) (citing’675 Patenfat 2:9-3:65, 65-8:60, 9:6512:56, 13:4%#15:53, 6:25130, Figs.-30,
12-19).

Defendants further argubat the prosecution history confirrtisat the steps of claim 1
must be performed in order. (Dkt. No. 126 at 23). Defendants cotitahdlaim 1 as originally
filed contained only the “receiving” and “forwarding” limitatigrasd thus necessarily must have
been in orderd. Defendants argughat the first amendment added the “exchanging” step and the
(now) second “informing” step to be performiednecessary ordeld. Defendantgurtherargue
that by the final amendment, claim 1 was amended to add the limitation of ctaia Specific
locationwithin the ordered steps of claim 1. (Dkt. No. 126 at P8fendants contend that the
applicant argued that the prior art does not show the added “informingltstepferdants further
contend that thexaminer indicated that the first “informingtep was not found in the art in the

rea®ns for allowanceld. According to Defendantshe decision to place the added “informing”
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step after the “exchanging” step was meaningful and the only limitation gigmtprany allege
novelty.ld.

Defendantsalsocontend that ignoring the appropriate order for information transfer in a
network procedure would result in failures and errors. (Dkt. No. 126 atAZsprding to
Defendants, standardization bodies employ a standardized tool known as MessageeSeque
Charts (“MSC”) for describing communication in a network and the appropriage fmmdeach
messageld. (citing Dkt. No. 1265). Defendants contend that this style of describing a method
procedure is the very same manner in which the procedures @7thd’atent are described in
Figures3-10 and 12-19. (Dkt. No. 126 at 25).

For the following reasons, the Court finds that Steps [1], [3], [4], and [5] mast octhe
order recited, but the claim does not exclude intervening steps. The Court findkehat Step
[2] must occur before Step [5], but otherwise is not required to occur before orraftethar
recited step.

b) Analysis

“[A] Ithough a method claim necessarily recites the steps of the method in a grarticul
order, as a general rule the clasmot limited to performance of the steps in the order recited,
unless the claim explicitly or implicitly requires a specific ord&aldwin Graphic Sys., Inc. v.
Siebert, Inc.,.512 F.3d 1338, 1345 (Fed. Cir. 2008) (citingeractive Gift Express, Inov.
Compuserve Inc256 F.3d 1323, 1342-43 (Fed. Cir. 2001)). A vaot test is used to determine
whether the claims require a specific ordgee Altiris, Inc. v. Symantec Cqr818 F.3d 1363,
1369 (Fed. Cir. 2003). First, the Court looks to the claingliage to determine if logic or grammar
requires performance of the steps in the order written and, if not, the Court exdminest of

the specification to decide whether it “directly or implicitly requires sucéreow construction.”
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Id. at 1370.
Here, the claim language explicitly requires a number of the steps to occug bidfers.
Claim 1 recites the following steps:
1. A data processing method in a handover procedure, comprising:

[STEP 1] exchangingmessages, betwe@rViobility Management

anda user plane anchor network elemént

obtain chor

t

[STEP 2]informing, by fhié Mobility Management network element
the user plane anchor network elemaire data forwarding tunnel
identifier ofa target side processing network element

[STEP 3]informing, by et
g
it

[STEP 4] receiving, by the user plane anchor network elem Sl
forwarded b ihg
chor
; and

[STEP 5] forwarding , by theuser plane anchor network elemdiig
B8l to the target side processing network element

'675 Patent at Claim 1 (annotated and highlight8tBrting with Step 5, the recited “dataéd)
cannot be forwarded by the user plane anchor network elétmentoise)to the to the target side
processing network elemefyellow) until “the data”is received by the user plane anchor network
element(turquoisg in Step 4. Therefore, Step 4 must occur before Step 5. Similarly, the source
data forwarding networklement(dark greenan only send the data to the user plane anchor
network elemen(turquois@ after it has been informed of the of the “data forwarding tunnel
identifier of the user plane anchor network eleméptirple)in Step 3. Therefore, Step 3 nhus
occur before Step 4. Likewise, the Mobility Management network elefingmt green)can only
inform the source data forwarding network elemi@airk green)f the data forwarding tunnel

identifier of the user plane anchor network elemgnirple) after the Mobility Management
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network elemenglight green)obtains a data forwarding tunnel identifier of the user plane anchor
network elemengpurple) in Step 1. Therefore, Step 1 must occur before Step 3.

Regarding Step 2, the claim language only requivaisitoccur before Step 5, because the
user plane anchor network eleménirquoisg¢ can only forward the dat@ed)to the target side
processing network elemefyellow) after it has been informed of the “data forwarding tunnel
identifier’ (grey) of thetargetside processing network element (yellowstep 2. Therefore, Step
2 must occur before Step 5. Likewise, the user plane anchor network element gg)iqusiep
2 must be the same the user planehor network element (turquoise) in eatdpS. However,
neither logic not grammar require the steps to occur in any other order.

Defendants argue that the “Mobility Management network element canrmmiff. . . a
source data forwarding network element of the [user plane anchor networgnérdata
forwarding tunnel identifier’ until the Mobility Management network elemenxichang[es]
messages . . . [with] a user plane anchor network element, to obtain’ it.” (DKi26lat 22) As
indicated above, the Cowagrees that Step 1 must occur befStep 3, and that Step 4 &tgp5
must followsequentiallySeeMantech Envtl. Corp. v. Hudson Envtl. Ser¢s2 F.3d 1368, 1375
76 (Fed. Cir. 1998) (“[T]he sequential nature of the claim steps is apparent from thagdatiing
of the claim languagena nothing in the written description suggest otherwise.”).

Defendants also argue that the prior art and embodiments of the invention, anéefdrese
as ordered steps. (Dkt. No. 126 at ZBhe Courtagrees with Defendants to the extent that
Defendants’ agument does not contradict the ordering requlvgdhe claim language itself.
Defendants furthesrgue that the prosecution history also confirms that the steps of claim 1 must
be performed in order. (Dkt. No. 126 at 28)Jaim 1 as originally filed coniaed only the

“receiving” step(Step 4) and “forwarding” step (Step 5). The first amendment to the claim added
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the “exchanging” stefStep 1) and the second “informing” st&tep 3). (Dkt. N0126-3 at 3).
Claim 1 was then amended to add the limitatiodegdendentlaim 3 within the ordered steps of
independentlaim 1. (12615 at 9). However, the patentee did not clearly and unmistaleghg

that the recited order distinguished the clainmfrihe prior art. Instead, the patentee argued that
the prior art does not teach or suggest each and every element of claim 1. ([1&64/6.at 6)

(“[1t is respectfully submitted that Shaheen does not teach or suggbsamea every element of
independat claim 1) Contrary to Defendants’ suggestion, arguing that the prior art does not
include an element does not “implicitly affirm” that the steps must be performed redited
order.

Defendants also contend that the standardization bodies employ a standardized tool known
as Message Sequence Charts (“MSC”) for describing communication invarkeind the
appropriate order for each message. (Dkt. No. 126 at 25). Defendants argue thgtetlut s
describing a method procedure is the same one us#ggbtoibe the procedures in Figu®40
ard 1219.1d. The Courtagrees with Defendants to the extent that Defendants’ argument does not
contradict the ordering required by the claim langutsgdf. Moreover, the Courtotes that the
specification discloseat least one alternative data processing metb@d. Patentat 4.55-67
(“With the data processing methods in the ditecinel mechanism when a handover or change
between a GERAN and a UTRAN takes place, a GGSN can buffer data forwarded bbyea sou
dataforwarding network element and then send the data to a target side processiorix netw
element;alternatively the GGSN can send the data forwarded by the source data forwarding
network element directly to the target side processing network elementghdsis added). Thus,
the intrinsic evidence explicitly indicates that strict ordering of stepso one disclosed

embodiment would be impropédtinally, in reaching its conclusion, the Court has considered the
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extrinsic evidence submitted by the parties, and given it its proper weight in litite iwitrinsic

evidence.

c) Court’'s Construction

Steps [1], [3], [4], and [5]of claim 1 of the '675 Patentust occur in the order recited,

but the claim does not exclude intervening steps. Step [2] must occur befdéep [5], but

otherwise is not required to occur before or after any other recited step.

5. The “Informing” Stepof Claim 1 and the “Inform” Phrase in Claim 6

of the '675 Patent

Disputed Term Plaintiff’s Proposal

Defendants’ Proposal

“informing, by the Plain meaning.
Mobility Management
network element, the user
plane anchor network
element of a data
forwarding tunnel
identifier of a target side
processing network
element” / “inform the
user plane anchor network
element of a data
forwarding tunnel
identifier of the targeside
processing network
element”

“independently of the
exchanging messages step,
informing, by the Mobility
Management network elemen
the user plane anchor networ
element of a data forwarding
tunnel identifier of a target sid
processing network element”
“independently of the
exchange messages step,
inform the user plane anchor
network element of a data
forwarding tunnel identifier of
the target side processing

N —~+

network element”

a) The Parties’ Positions

The parties dispute whether claimsaid 6 of the’675 Patent require the additional

language of “independently of the exchanging messages step,” as Defendpose praintiff

argues thathe specification provides specific examples of the informing step beingrmped

meanwhile, or at the same time as, the exchanging step is being perf@ktedla 119 at 24)

(citing '675 Patent at 12:61-13:33, 10:13-22). Plaintiff contends that there is no requirernent tha

method steps be performed in any particular order, otttegtcannobe performed togethe{Dkt.
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No. 119 at 25)Plaintiff further argues that claim 6 does not have an “exchange messages step
anywhere within its body, or does not have any steps within its body. &i.aMlccording to
Plaintiff, there is no order to performing because performance is not kduir@fringement of

an apparatus claind.

Defendants respond that their construction clarifies that the “informieg”’may not be
subsuned within the “exchanging” stefDkt. No. 126 at 26)Defendants conterttiat in addition
to the required order, claims 1 and 6 also recite separate and independent ‘&rpisaniging
messags” and “informing.” Id. Defendants argue that the “exchanging messages” step is
separated and distinguished from the “informing” stgp line indentationd. Defendants further
argue that every instance in the specification that Plaintiff points to i@sntiiese steps
separately. Ifl. at 27) ¢€iting '675 Patent at 12:613:1). According to Defendantshis
demonstrates that the stefo'the MME and the UPE exchange messages” is sepamdtdistinct
from the step of “[mg¢anwhile the MME informs the UPE of a tunnel identifier of the [target]
access network side.Dkt. No. 126 at 27).

Finally, Defendants argue that their constructien appropriate given the claim
amendments made during prosecutitth. Defendants contend that the “informing” step was
added to distinguish the claim from the cited laktDefendants further contend that this step was
the only limitation cited by the xaminer in the resons for allowancdd.

Plaintiff replies that there is nothing “improper” as a matter of claim constructmut ab
allowing two method steps to be performed at the same time. (Dkt. No. 13Pi&jff argues
that the portion of the specification highlighted by Defendants refute itsnarg Id. According
to Plaintiff, the word “meanwhile” means “at the same time” and directly contradefendants’

construction.ld. (citing http://www.dictionary.com/browse/meanwhile). Plaintiff further asgue
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thatadopting Defendant€onstruction would read o@mbodiments where the two claimed steps
occur at the same timeéDkt. No. 137 at 8) (citingp75 Patent at 10:1:26,Figures12, 13, 14, and
15). Finally, Raintiff argues that Defendantgrongly suggest that the informing steps must be
independent because they were added during prosecution. (Dkt. No. 137Aat@}ling to
Plaintiff, both “exchanging messages” and “informingof a data forwarding tunnel identifier”
must be performed by the infringing system, but can occur at the same @ndifime Id.

For the following reasons, the Court finds tha phraséinforming, by the Mobility
Management network element, thaiser plane anchor network element of a data forwarding
tunnel identifier of a target side processing network elementin claim 1 of the '675 Patent,
and the phrasé&nform the user plane anchor network element of a data forwarding tunnel
identifier of the target side processing network elementin claim 6 of the '675 Patent should
be given theiplain and ordinary meaning.

b) Analysis

The phrase “informing, by the Mobility Management network element, the umee pl
anchor network element of a ddtawarding tunnel identifier of a target side processing network
element” appears in claim 1 of the 675 Patent. The phrase “inform the user plane atwebik ne
element of a data forwarding tunnel identifier of the target side processiwgrik element”
appearsn claim 6 of he '675 Patent. The Court finds that Defendants’ construction should be
rejected because it is inconsistent with the intrinsic evidence. The exapatgmof claim 1
recites that the Mobility Management network element and theplaser anchor network element
exchange messages to obtain a data forwarding tunnel identifier of the user plaorenatwork
element. The informing step of claim 1 further requires the Mobility Managenetwork element

to inform the user plane anchatwork element of a data forwarding tunnel identifier of a target
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side processing network element. Thus, the exchanging step and infateypnexplicitly recite

the scope of the claimgithout requiring the step to be performed “independently,” as Defénda
propose. As discussed above, the only requirement is that STEPS 1, 3, 4, and 5 are performed in
the recited order, and that STEP 2 is performed before STEP 5. Defendantsiatmmstvould
improperly add an unwarranted limitation to the ordering efdlaims by requiring STEP 1 and

STEP 2 to be@erformed “independently.”

Moreover, the specification provides examples that are inconsistent with Befend
construction. For example, the specification states that that “the MME and theXxdRange
messags” and “[m]eanwhile the MME informs the UPE of a tunnel identifier of the acces
network side.” 675 Patent at 12:6%66. Similar to the claim language, this indicates that the
informing step may be performed at the same tinee (neanwhile) as the exchanging step.
Defendants argue that “meanwhile” should be interpreted to mean “sepatadestamct.” The
Courtdisagrees.

Defendants also argue that the informing step was added during prosecution, and thus is
required to occur independentiye(, separately and distinctly fronthe “exchanging messages”
step. (Dkt. No. 126 at 27As discussed above, the patentee did not clearlyamistakablyargue
thatthe amendmentgquirethe steps tbe performed independently. Instead, the patentee argued
that the prior art does not teach or suggest each and every element of ¢Rikmn No.126-15 at
6) (“[1]t is respectfully submitted that Shaheen does not teach or sweggdstnd every element
of independent claim 1”). Contrary to Defendants’ suggestion, arguing that the pdoeamot
include an element does not mean that an “independent” or “separate and distincthrequi
should be read into the claim&s indicated above, the claim language explicitly recites the

requirements of each step. Moreover, there is nothing impwageallowing two method steps
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to be performed at the same tirk@ally, in reaching its conclusion, the Court has considered the
extrinsic evidence submitted by the parties, and given it its proper weight in litiigiofrinsic
evidence.
c) Court’'s Construction

The phraséinforming, by the Mobility Management network element, the user plane
anchor network element of a data forwarding tunnel identifier of a target sle processing
network element” in claim 1 of the '675 Patent, and the phraséorm the user plane anchor
network element of a data forwarding tunnel identifier of the target side praessing network

element” in claim 6 of the '675 Patent will be given thplain and ordinary meaning.

6. “target side processing network element”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“target side processing | Plain meaning. “a processing network elemer
network element” of a different Radio Access

Network than the source data
forwarding network element”

a) The Parties’ Positions

The parties dispute whether the source and targeting networking elemeranaréaf
different Radio Access Network,” as Defendants propBsaintiff arguesthat nothing in the
specification or claim language rises to level of a disavewéicient to support Defendants’
construction. (Dkt. No. 119 at 2®)lairtiff contends that th&ystem and method of the '67&tEent
are directed to the operations needed to accomplish handovers as a mobile phone moves between
the coverage areas of cell towdds.Plaintiff argues that by limiting the claim to handovers where
two “different Radio Access Networks” are required, Defendants are trying topeny limit
the claimto particular embodimentdd( at 27).Plaintiff furthercontems that there is no issue of

lexicographyld. According to Plaintiff, without any basis to allege the “exacting” stahdeeded
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to show a disavowal und&E Lighting the claims should simply be given their plain meaning.
Id. (citing GE Lighting Sols., LLC v. AgiLight, Incz50 F.3d 1304, 1309 (Fed. Cir. 20L4)
Plaintiff contends that this claim element is easily understood by a persafirarg skill in the
art, and should not be unduly restrictkt.

Defendants respond that a handover can dott@&RAN within a specific Radio Access
Network (or RAN), for example moving from one 4G cell to another 4G cell, or can intesr
RAN between different RANs, for example moving from a 4G cell to a 3G(Pddt. No. 126 at
27).Defendants argue thatlelaims and specification leave no doubt that the purported invention
relates to inteRAN handover or changefd. at 28) Defendants contenthat the “target side”
node always refers to an element of a different RAN than the source eleiahgritit(ng '675
Patent at 2:93:65, 6:58:60, 9:65-12:56, 13:47#15:53). Defendants further argue that the claims
and specification are directed to purportedly solving a problem unique teRiAtérhandovers,
such that “targeside” must connote a different RAN. (Dkt. No. 126 at 28).

Defendardg also contend that the specification explicitly explains that the purported
problem was handover from one RAN to a different RAN, where one of those networks
implemented direct tunneé(g, 3G) and one did noe(g, 2G).(Id. at 29). Defendants argue that
the specification describes the purported solution to this iRt problem in the context dfa
handover or change between a 2G system and a 3G system takedghl#éciéirig '675 Patent at
4:15419, 4:56-61). Defendants contend that the Detailed Description section goes on to explain
three overarching embodiments for these inter-RAN handovers or changes, awctl fmogales
four examples with figures. (Dkt. No. 126 at 36ititig '675 Patent at 5:68:60 andFigs 7-10
(first embodiment); 9:6512:56 and Figs.2-15 (second embodiment); 13:34:53 and Figs. 16

19 (third embodimen)) Defendants further argue that Plaintiff does not cite to anything in the
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specification that provides even a hint that the itieanrelates to intrlRAN (e.g, 4G to 4G)
handovers. (Dkt. No. 126 at 30). According to Defendahts entirety of the specification is
directed toward a specific problem involving inlRAN handover and a solution unique to that
problem. [d. at 31).

Plaintiff replies that Defendants argue without support that the Ysaid” in “target side”
must refer to a different RANDKkt. No. 137 at 9). Plaintiff argues that there is no reason why a
handover from a 4G network region served by one MME to a second 4G network region would
not consider each region a “side” of the handofldr at 10) Plaintiff contends that Defendants
provide no evidence supporting that each “side” of a handover is synonymous with a different
RAN. Id. According to Plaintiff, Defendaa primarily argughatthe claims should be limited to
embodiments disclosed in the specificatiah.

Plaintiff alsoargues that Defendants’ construction is wrong because it would preclude the
embodiments and dependent claims where a 2G S&8i¢ “target side processing network
element” since it is actually an element of the core netwmrtka radio access netwo(kkt. No.

137 at10). Plaintiff also contends that Defendants’ construction is internally instens because
it limits handovers from a@ network to either a 3G or a 4G netwolkl. @t 11). Plaintiff argues
that Defendants concede inf®AN includes 3G to 4Gd.

For the following reasons, the Court finds ttieg term“target side processing network
element” should be given itplain and ordinary meaning.

b) Analysis

The term“target side processing network element” appears in slaimnd 60f the '675

Patent.The Court finds that the terrmused consistently in the claimsdais intended to have the

same general meaning in each claithe Courfurtherfindsthat the claims are not limited to the
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inte-RAN handovers disclosed in the specification. Defendangise that Plaintifbmitsthe word
“side” from the term “target side processing network elemextcording to Defendants, ifdbh
cells are of the same RAN, there cannot be a target “sidkt’ No. 126 at 28). Defendants only
support for this argument is that the specification always refers to thet“tagé node as an
element of a different RAN than the source eleménilthough Defendants accurately describe
the embodiments in the specificatjadhe Court findghat Defendants’ construction improperly
limits the claims to the disclosed embodimebiswired Planet, LLC v. Apple In829 F.3d 1353,
1359 (Fed. Cir. 2016)“[W]e have repeatedly held that it is ‘not enough that the only
embodiments, or all of the embodiments, contain a particular limitation’ to limit claimsdbeyo
their plain meaning.”) (quotinghorner v. Sony Computer Entm't Am. L1669 F.3d 1362, 1366
67 (Fed. Cir. 2012)).

The system and method of th&75 Patent are directed to the operations needed to
accomplish handovers as a mobile phone moves between the coverage areas ofrsdileowe
handovers from 4G to 3G networks, 4G to 2G networks, 3G to 4G networks, 2G to 4G networks,
and intra4G). These network types are referred to as “radio access networks.” FplexasG
network is referred to as a “UMTS Territorial Radio Access NetworkRAN),” a 2G network
is referred to as a “GSM/EDGE Radio Access Network (GERAN),” and a 4Gneisweferred
to as arf Evolved UMTS Terrestrial Radio Access NetworksERAN).” ‘675 Patent at 1:20
25, 8:6165. Defendants are correct that the only handovers disclosed in the spenificatinter
RAN handovers.

However, inUnwired Planetthe Federal Circuit stated that “[c]laim terms are generally
given their ordinary and customary meaning as understood by a person of ordiharytskiart

when read in the context of the specification and prosecution history. We have redogniy
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two exceptions to this general rule: 1) when a patentee sets out a definitionsaas kst own
lexicographer, or 2) when the patentee disavows the full scope of a claim teemirithe
specification or during prosecutiGh Unwired Planet,829 F.3d 1358 (citations omitted).
Defendants have not argued disavowal or provided persuasive evidence that each “aide” of
handover is synonymous with a different RANoreover,the dependent clainfarther limit the
scope of the clens to specific 2G, 3G, and 4G network eleme8exe’675 Patent at faims 26

and 7-10. Accordingly, the Cous not persuaded by Defendants’ argument.

Defendants also contend that the background of the invention describes a problem that
arose when 3GPHmplemented a “direct tunnel” solutiowithin 3G, but not within 2G.
Specifically, Defendants argue that “the Summary of the Invention statégjdata processing
method and system apeovided by the present inventian order to implement data foarding
in a directtunnel mechanisrwhen a handover or change between a 2G system and a 3G system
takes place” (Dkt. No. 126 at 29) (citing '675 Patent at 4-18). The problem with Defendants’
“present invention” argument is that it would limit the oigito handoverfrom a 2G to a 3G
system.Defendants concede that inrfeAN includes 3G to 4G by statingat a handover “can
occur interfRAN between different RANSs, for example moving from a 4G cell to a 3G (BKf’

No. 126 at 27). Moreover, Defendantite portions of the specification discussing 3G to 4G
handovers.I¢. at 30) (citing '675 Patent at 9:20-23). Therefore, Defendants’ “present invention”
argument is inconsistentith the intrinsic evidencd-inally, in reaching its conclusion, the Court
has considered the extrinsic evidence submitted by the parties, and giseoraiper weight in

light of the intrinsic evidence.

c) Court’s Construction

The termf'target side processing network elementWwill be given itsplain and ordinary
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meaning

7. The “Empty” Address Terms

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“The method according t¢ “The method according to clair Indefinite /incapable of
claim 3, wherein the 3, wherein the OCS address is construction.
address information is not provided by the CRF”
empty”

“The method according t¢ “The method according to clair Indefinite / incapable of
claim 8, wherein the 8, wherein the OFCS address |iconstruction.

address information of thenot provided by the CRF”

OFCS is empty”

a) The Parties’ Positions

The patrties dispute whether dependent claims 5 and 11 contradict independent claim 1 by
requiring that the address information “is not providéddintiff arguegshat independent claim 1
redtes an address for one of thkarging systems to l@mmunicated from the “CRF” to the
“TPF,” and dependent claims 5 and 11 refer to “empty” OCS and OFCS addre&seNo(D19
at 28). According to Plaintiff, when a dependent claim refers to “emptytaddnformation for
a particular charging systemhiteans the CRF does not provide the address for that system, and
can send the TPF the “address information” for another charging systerat 29) Plaintiff
contends that this is when the TPF is able to use-equfégured address for that particutgstem
Id. (citing '575 Patent at 9:446). Plaintiffalsocontends that when the CRF provides “empty”
address information that means that the address information is not praudethus the TPF
sends the charging data information of the UE to thepnéigured OCS or OFC$Dkt. N0.119
at 29) Plaintiff further argues that construction is necessary to clarify the temibé jury in
order to explain what “empty” adeiss infemation meandd. Plaintiff contendghat it has shown
that the claims are amenable to constructionamachot indefiniteld. (citing Aero Prod. Int’l, Inc.

v. Intex Recreation Corp466 F.3d 1000, 1016 (Fed. Cir. 2006)).

Pageb5 of 63



Defendants respond that ingégyent claim 1 requires that a “CRF provid[es] a [TPF] with
. . . address information.Dkt. No. 126 at 32)Defendants arguinat if the “address information
is empty,” as in dependent claims 5 and 11, then there is nothing for the CRF to dabvide.
According to Defendants, it is impossible to read claim 5 or 11 as narrower than clacausebe
a CRF cannot simultaneously “provide” and “not provide” an addiced3efendants further argue
that the contradiction between claims 5 andahtl independemtiaim 1 is particularly significant
because it pierces the heart of the cldlch.at 33). Defendants argue that the alleged novelty over
prior art was the provisioning of address informatilmh. (citing Fig. 3A and 5). Defendants
contend thaFigures & and 5disclose a procedure in which a TPF requests charging rules from
a CRF (Step 302A/502); a CRF determines the appropriate charging neles8(SA/503); and
the CRF provides charging rules to the TPF (Step 304A/%@4According to Defendants, ¢h
figures are essentially identical but for the assenmelty in Step 504 of Figure 5.€., the
provisioning of address informationyl.

Plaintiff replies that there are two broad types of charging systems, ¢@I{D8) and
offline (OFCS), and withira single type there may be primary and secondary instances with
different addressesDkt. No. 137 at 11)djting '575 Patent at 9:284). According to Plaintiff,
providing either type of addresses is plainly considered by the independens tdaiguage(Dkt.

No. 137 at 11)Plaintiff argues that the two dependent claims each covers a scenario where the
address of one type of charging system is not &krlaintiff contends that in certain situations,

the address of a particular charging system magnhbgty (.e., not provided)and thus a pre
configured address may be used in its plé&te(citing '575 Patent at 9:446). Plaintiff argues

thatin these dependent clainme of the addresses (either OFCS or OCS) is proagelcndter

address is not in lieu of@e-configured addresgDkt. No. 137 at 11).
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For the following reasonghe Court finds that claims 5 and 11 of the '575 Patent are

indefinite for failing to comply with 35 U.S.C. § 112, § 4.
b) Analysis

The Court finds thadlependent claims 5 and 11 contradict independent claim 1, and thus
are indefinite for failing to comply wit 35 U.S.C. § 112, . Multilayer Stretch Cling Film
Holdings, Inc. v. Berry Plastics Cor@31 F.3d 1350, 1362 (Fed. Cir. 2016) (citing, inter alia, 35
U.S.C. 8§ 112(d)) (“A dependent claim that contradicts, rather than narrows,ithérola which
it depends is invalid.”)see also Pfizer, Inc. v. Ranbaxy Labs. 487 F.3d 1284, 12992 (Fed.

Cir. 2006) (holding a claim invalid under pf¢A 35 U.S.C. § 112 1 4 for claiming subject matter
that was “noroverlapping” with the claim from which it depended).

The Court agrees that dependent claims 5 and 11 are directed to the scenario where the
address information is empty. The Court also agreds‘eéngpty” means that the address is not
provided. However, the “empty” address scenario of dependent claims 5 and 11 directly
contradicts independent claim 1. Claim 1 recites “Giéviding a [TPF] with . . . address
information of a charging system.5{75 Patent at Claim 1) (emphasis added). Dependent claims
5 and 11 further require “the address information” to be “empty” or “not provided.” lattress
information isempty”’ then the CRF has not provided the address information to the TPF as
requiredby claim 1. Indeed, the specification states that “when thed@ieE not provide the TPF
with an OCS addressn other words, when the OS address provided by the CRF for thes TPF
empty the TPF sends a Credit Request to thecprdigured OCS to establisa credit request

session with the set OCS5375 Patent at 9:4246 (emphasis added). Therefore, the dependent

8 Because thapplication resulting in the '575 Patent wéited before September 16, 2012, the
effective date of the America Invents Act (“AlA”), the Court refers to theAdreversion of §
112.
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claims are nonsensical by requiring the provided address information to not be provided.
Plaintiff's contention is also inconsistent with argemts made during prosecution. In
distinguishing the 3GPP reference, the patentees argued as follows:

However, section 5.8owherespeaks to online charging systems (OCSs) or offline
charging systems (OFCSs), and in particular, dugsspeak to_how TPFare
provided with the address information of associated charging svstems. More
particularly, and in sharp contrast to Applicants’ method as claimed in amended
independent claim 1, section 5.2 of 3GPP does not teach or suggest that a Charging
Rules FunctiofCRF)determines a charging method and charging rules in response
to a service request or other trigger event, and then providing a Traffic Plane
Function (TPF) with the charging rules together with address information of a
charging systert.

(Dkt. No. 126-7 at 89) (emphasis in original). The patentees argued that the amended claims
“more clearly highlight that th&€€harging Rules Function (CRF) provides the Traffic Plane
Function (TPF) bottwith charging rules according to an identified charging me#imebladdress
information of a charging system for applying the charging rules occurs dynam(callyin
response to a service request or other trigger eveltt).at(7) (emphasis added). As argued by
the patentees, these amendments were “to furtherydbefnature of their invention.” (126 at
8). Accordingly, dependent claims 5 and 11 not only make the claims nonsensical, but would also
remove the limitation of the CRF providing address information for at least angirodp system
to the TPF.

Plaintiff contends that the two dependent claims each cover a scenario where the address
of one type of charging system is not sent. (Dkt. No. 137 at 11). Plaintiff argues tlzatdvass
(either OFCS or OCS) could be provided, and a second address would not be provided in lieu of
a preconfigured addresdd. Although Plaintiff's argument is plausible for independent claim 1,
it ignores the antecedent basis provided for the term “address information” inpiveddat
claims. Claim 1 recites that a “CRF provid[ad TPF] with . . . address information of a charging

system.” Dependent claim 3 further recites that “after the CRF provid[es] theitliPthe address
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information, . . . the TPF request[s] the credit information from the OCS aogdadthe address
information.” Thus, “the address information” in dependent claim 5 is the address provided by the
CRF in independent claim 1, and used by the TPR in dependent claim 3. Claim 5 cantinadict
claim language of claims 1 and 3 by reciting that the “addressriaton” provided by the CRF

was in fact not provided by the CRF. Accordinghg Court rejectlaintiff's argument and finds

that dependent claims 5 and 11 are indefinite for failing to comply with 35 U.S.C. § 112, 1 4.

c) Court’'s Construction
Dependent laims 5 and 11 of '575 Patent are indefinite for failing to comply with 35

U.S.C. §112, 14.

8. “Determining a Charging Method”

Disputed Term Plaintiff's Proposal Defendants’ Proposal
“determining a charging | Plainmeaning. “determning whether the
method”/ “determine a charging method is online
charging method” chaging or offline chaging’

a) The Parties’ Positions

The parties dispute whether “determining” requires the CRF to decide from among
multiple charging methods, as Defendants propBkentiff contends that Defendants’ proposal
mirrors the claim language and would not be helpful to the factfinder. (Dkt. Noatl0).
Plaintiff argues that there is no basis to require additional words tadded to these
undestandable elementkl.

Defendantsrespond that the intrinsic record strongly supports the conclusion that
“determining a charging method” refers tdexisionbetween the two charging systeni3ki. No.

126 at 35). Defendants ague that during prosecution dbite Patent, the patenteasiended
independent claims 1 and 16 to add the “determining a charging method” andnfdeter

charging method” stephl. (citing Dkt. No. 1267 at 2) Defendants further argue that the patentee
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cited portions of the specification that disclosed detangia charging method. (Dkt. No. 126 at
35) (citing Dkt. No. 1267 at 7).Defendants contend that a “determinatiesult’ must mean that
the CRF has made a choicBk{. No. 126 at 35) (citing '575 Patent, at 16:64). According to
Defendants, “determining a charging method” refersdea@sionbetween two possible charging
methods. (Dkt. No. 126 at 35).

Defendants also conterldat a construction is required because that parties have raised a
dispute regarding the proper scope of the claifdsat 36)(citing O2 Micro Int’l Ltd. v. Beyond
Innovation Tech. Cp.521 F.3d 1351, 1360 (Fed. Cir. 2008)). Defendants argue that “plain
meaning” is not enough, and without guidance from the Court, a jury could not determine what
the term “charging method” mear{®kt. No. 126 at 36)Defendants contend that it is necessary
to construe the limitation to resolve whether the patent covers a situationavG&#€ caronly
ever charge data to an online charging systemat 37).

For the following reasons, the Court finds that the phfakstermining a charging
method” and the phras&determine a charging method” should be construed to mean
“determining whether the charging method is online charging or offline charging.”

b) Analysis

The phrasédetermining a charging methodppears inlaim 1 of the ‘5B Patent. Te
phrase “determine a charging methagpears in clain6 of the '575 Patent. The Court finds that
the phrases are used consistently in the claims and is intended théaaee general meaning
in each claimThe Courtfurther finds that the phrase “determining a charging method” means
“determining whether the charging method is online charging or offlingictgat The intrinsic
evidenceindicates that the existing 3GR®andard at the time of the invention disclosed that

subscribers could be charged and billed to an online or offline charging systénRatent at
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3:27-54, Figures 2A and 2B.

The intrinsic evidence further indicates that it was these two systemsetieainuhe
whether the charging method is online charging or offline charging. Fompéxaime specification
states that “[a]fter determining that the charging method for a certain datadtwice is online
charging . . .”575 Patent at 8:4344, see alsdB:52-53 (“Likewise, after determining that the
charging method for a certain data flow service is offline charging¥)il&ly, the specification
states “upon receiving the Charging Rules Request, the CRF firstly degsrthat the charging
method of tle current packet data service is online chargiB@5s Patent at 10:H14, see also
11:8-9 (“[T]he CRF determines the charging method of the current packet data serviee as t
online charging method”). These examples indicate that “determining” mearesnfohéhg
whether the charging method is online charging or offline charging.” Thistiefuronfirmed by
the prosecution history.

During prosecution of th&s75 Patent, the patentees amended independent claim 1 to add
the “determining a charging methodtep, and amended independent claim 16 to add the
“determine a charging method” step. In support of the amendments, the pataetkds the
portions of the specification discussed above and distinguished the 3GPP redsrimtiosvs:

However, section.2 nowherespeaks to online charging systems (OCSs) or offline

charging systems (OFCSs), and in particular, does not speak to how TPFs are

provided with the address information of associated charging svstems. More
particularly, and in sharp contrast to Applicants’ method as claimed in amended
independent claim 1, section 5.2 of 3GPP does not teach or suggest that a Charging

Rules Function (CRFE) determines a charging method and charging rules in response

to a service request or other trigger event, and then providing a Traffic Plane

Function (TPF) with the charqging rules together with address information of a
charging system

(Dkt. No. 126-7 at 89) (emphasis in original). The patentees further argued thatnteaded
claims “more clearly highlight that ti@@harging Rules Function (CRF) provides the Traffic Plane

Function (TPF) bottwith charging rules according to an identified charging me#imebladdress
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information of a charging system for applying the chaggrules occurs dynamically (i.e., in
response to a service request or other trigger eVéht).at 7) (emphasis addeds argued by
the patentees, the prior art did not teach determining a charging methodd arad tpeak to
online charging system@®CSs) or offline chargg systems (OFCSs).” (Dkt. No. 1Z6at 9).
Accordingly, a person of ordinary skill in the art would understand that “determinieghs
“determining whether the charging method is onkharging or offline charging.Indeed, the
specification states that “the offline charging implementation proceduis quite similar to the
corresponding online charging implementation proceduvéh such differences as the
determination result by the CRF on the charging metifdtie current packet data service being
the offline charging method, . . . .” '5Patentat 10:54-64 (emphasis added).

Plaintiff argues that “[t]here is no real debate as to what this claineeteefers to, nor
is it unclear what the simple words of the clamaan.” Dkt. No.119 at 30). However, “[w]hen
the parties raise an actual disputeareng the proper scope of [thehims, the court, not the
jury, must resolve that disputeéd2 Mico, 521 F.3d at 136@\ccordingly, the Court provides
construction rgarding the proper scope of these claifisally, in reaching its conclusiorthe
Court has considered the extrinsic evidence submitted by the parties, emd gs/proper weight
in light of the intrinsic evidence.

c) Court’s Construction

The Court construes the phrdsgetermining a charging method” and the phrase
“determine a charging method” to meant' determining whether the charging method is
online charging or offline charging.”

V. CONCLUSION

The Court adopts the constructions above for the disputed and agreed terms of the Asserted
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Patents. Furthermore, the parties should ensure that all testimony thatodladsrms addressed

in this Order is constrained by the Court’'s reasoning. However, in the preseheejafytthe
parties should not expressly or implicitly refer to each other’s clainstouction positions and
should not expressly refer to any portion of this Order that is not an actuauctinstadopted

by the Court. The referers to the claim construction process should be limited to informing the

jury of the constructions adopted by the Court.

SIGNED this 17th day of May, 2017.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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