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THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION
OPTICURRENT LLC,
Plaintiffs,
V. CASE NO. 2:5-CV-325

POWER INTEGRATIONSINC.,

Defendant
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MEMORANDUM OPINION AND ORDER

Before the Couris the opening claim construction brief of Plain@@pticurrent LLC.
(“Plaintiff) (Dkt. No. 44, filed on January 20, 2017), the responseDefendantPower
Integrations, Inc(“Defendant”)(Dkt. No. 48, filed on February 3, 201 and the reply of Plaintiff
(Dkt. No.49, filed on February 10, 2017 The Court held &laim constructiomearing orMarch
28, 2017 Having considerethe argumernstand evidence presented thye parties at the hearing

and in th& claim construction briefinghe Court issuethis Claim Construction Order.
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|. BACKGROUND

Plaintiff brings suitalleginginfringementof United States PatemMo. 6,958,623 “the 623
patent”or “patentin-suit”) by the Defendant

The application leading to thé23 mtent was filed odanuary 7, 2004, but is based on a
PCT application filed on January 18, 2002, which claims priority to U.S. provisional patent
application 60/262,755, filed on January 19, 2004e '623 mtentissued orOctober 25, 2005
andis eritled “Three Terminal Noninverting Transistor Swifthin generalthe '623 patent is
directed to a three terminal noninverting switch that (among other items) is statddde current
leakage during high input signal voltageshe Abstracof the '623patent states:

A noninverting transistor switch having only a first terminal, a second terminal and
a third terminal includes a transistor connected to the second and third terminals,
the transistor having an on switching state in which current is able to passrbetwee
the second and third terminals and an off switching statehich current is
interrupted from passing between the second and third terminals. The transistor
switch also includes a voltage stabilizer connected to the second and third terminals.
The transistor switch further includes a CMOS inverter connectdadetdirst
terminal, the second terminal, the transistor and the voltage stabilizer., lineise
CMOS inverter interrupts the passing of current between the voltage stadniltze

the second terminal when the transistor is ioftswitching state

Claim 1 of the '623 patent is shown below:

1. A noninverting transistor switch having only three terminals, said three tésrbéiag
a first terminal, a second terminal and a third terminal, said noninverting toarssistch
comprising:

(a) a transistor commtted to the second and third terminals, said transistor having
an on switching state in which current is able pass between the second and thirdstermina
and an off switching state in which current is interrupted from passing between the
second and thirterminals,

(b) a voltage stabilizer connected to the second and third terminals, and

(c) a complementary metal oxide semiconductor (CMOS) inverter connected to
the first terminal, the second terminal, said transistor and said voltage stabdider
CMOSinverter interrupting the passing of current between said voltage stabilide¢he
second terminal when said transistor is in its off switching state.



Il. LEGAL PRINCIPLES

This Court’s claim construction analysis is guided by the Federal Cgalgision in
Phillips v. AWH Corporation415 F.3d 1303 (Fed. Cir. 2005) (en banc).Phillips, the court
reiterated thatthe claims of a patent define the invention to which the patentee is entitled the right
to exclude.” 415 F.3d at 1312 (quotimnova/Pure Water, Inc. \Bafari Water Filtration Sys.

Inc.,, 381 F.3d 1111, 1115 (Fed. Cir. 2004))he construction thatays true to the claim language
and most naturally aligns with the patent’s description of the invention will be, ienthethe
correct construction. Id. at 1316 (quotindRenishaw PLC v. Marposs Societa' per Azid58
F.3d 1243, 1250 (Fed. Cir. 1998)

In claim construction, patertlaims are generally given their ordinary and customary
meaning which “is the meaning that the term would have to a person of ordinary skill in the art in
guestion at the time of the invention, i.e., as of the effective filing date of the papéinaton.”

Id. at 1312-13. This principle of patent law flows naturally from the recognition that inveater
usually persons who are skilled in the field of the invention and that patents are editiveasd
intended to be read by, others skilled in the particularidrt.

Despite the importance of claim terniillips made clear that “the person of ordinary
skill in the art is deemed to read the claim term not only in the context of the partiaitain
which the disputed term appears, but in the context of the entire patent, including the
specification.” Id. The written description set forth in the specification, for exaniphay act as
a sort of dictionary, which explains the invention and may define termsinidbé claims.
Markman 52 F.3d at 979Thus,as thePhillips court emphasizedhe specificatios “the primary
basis for construing the claimsPhillips, 415 F.3dat 1314-17. However, it ishe claims, not

the specificationwhich set forth thdimits of the patentee’s invention. Otherwisthere would



be no need for clainis.SRI Int’l v. Matsushita Elec. Corp/75 F.2d 1107, 1121 (Fed. Cir. 1985)
(en banc).

The prosecution history also ptagn important role in claim interpretati@s intrinsic
evidence that is relevant to the determination of how the inventor understood the invedtion a
whether the inventor limited the invention during prosecution by narrowing the scope of the
claims. Phillips, 415 F.3d at 131417, seealso MicrosoftCorp. v. MultiTech Sys., Inc357 F.3d
1340, 1350 (Fed. Cir. 2004) (noting that “a patentee’s statements during prosecution, whether
relied on by the examiner or not, are relevant to claim interpretation”). Insémse the
prosecution history helps to demonstrate how the inventorttednited States Patent and
Trademark Office (“PTO”understood the patentd. at 1317. Because tlpgosecution history,
however, “represents an ongoing negotiation between the PTO and the applicamy it m
sometimslack the clarity of the specification and thus be less useful in claim caistruld.

Courts are also permitted to rely on extrinsic evidence, such as “expert and inventor
testimony, diagbnaries, and learned treatisas,’(quoting Markman 52 F.3d at 980), birhillips
rejected any claim construction approach that sacsifloe intrinsic record in favor of extrinsic
evidence.ld. at 1319. Instead, the court assigeattinsic evidence, such dgtionariesa role
subordinate to the intrinsic record. In doing so, the court emphasized that claim ¢iomsigssaes
are not resolved by any magic formwaparticular sequence of stepkl. at 1323-25. Rather,
Phillips held that a court must attach the appropriate weight to the sources offered in support of a
proposed claim construction, bearing in mind the general rule that the claimgetbasscope of
the patent grant “In cases where. . subsidiary facts are idispute, courts will need to make
subsidiary factual findings aboutthe] extrinsic evidence. These are the ‘evidentiary

underpinningsbf claim constructiofdiscussefin Markman and this subsidiary factfinding must



be reviewed for clear error on ajghe Teva Pharm. USA, Inc. v. Sandoz, JA&5 S. Ct. 831, 841
(2015).

The Supreme Court of the United States has “read [35 U.S.C.] § 112, { 2 to require that a
patent’s claims, viewed in light of the specification and prosecution histooymrthose killed
in the art about the scope of the invention with reasonable certaiNgutilus, Inc. v. Biosig
Instruments, In¢.134 SCt. 2120, 2129 (2014)“A determination of claim indefiniteness is a
legal conclusion that is drawn from the court’'s performance of its duty as the coon$tpatent
claims.” Datamize, LLC v. Plumtree Software, |Ind17 F.3d 1342, 1347 (Fed. Cir. 2005)
(citations and internal quotation marks omitteal)rogatel on other grounds by Nautilu§34
S.Ct. 2120.

lll. CONSTRUCTION OF AGREED TERMS

The parties have not agreed upon any terms.

IV. CONSTRUCTION OF DISPUTED TERMS

The parties’ positions and the Coudisalyss as to the disputed terrase presenteoelow.

A. “terminal”
Disputed Term Plaintiff's Defendants
ProposedConstruction Proposed Construction
“terminar “a point in which twoor “a point in the noninverting transistor
more wires areonnected | switch that can connect to a circuit
togethet external tathe noninvertingransistor
switch’

Thedisputed termterminal appears in at least clainof the '623 patent.

(1) The Parties’ Positions

Plaintiff submits that the disputed term “terminal” is a simple, broad term that does not

deviate from the ordinary meaning of the terfsee, e.qg.Dkt. No. 44 at 9-12.) To this end,



Plaintiff argues that the use of the term in the patent is consistent with techiichittonary
definitions. (d.) Plaintiffalsoargues that Defendangsoposecdonstruction adds an unnecessary
limitation that the witch connects to a circuit “external” to the switchd.) In support thereof,
Plaintiff asserts that there is nothing in the '623 patent that unmistakably restriemtrte this
limitation and reading any limitations from preferred embodiments is contrary to claim
construction rules. Id.)

Defendantresponddy assertinghat Plaintiff'sproposedtonstruction directly contradicts
the intrinsic evidence.(See, e.g.Dkt. No. 48at 7-12) Defendantarguesthat its proposed
construction, on the other hand, is supported by both the patent’s specificatitre arttinsic
evidence. Ifl.) According to Defendant, despite the fact that eache&mbodiments has five or
more connections where two or more wiresricect together,” each embodiment has “only three
terminals.” (d. at 810.) Defendat argues that, as used in tl&23 patent, a “terminal” refers
only to an externally accessible connection point and not to internal circuit comngaiints. id.
at 11.) Defendant alseelies upon a technical definition that requires an external connediibn. (
Defendant argues thaltl@ough Plaintiff's cited definitions are not wrong, per se, they are
incomplete in the context of the disputéd. @t 1112.)

Plaintiff repliesby arguing thathe generic definition of “terminal’s not at issue. Rather,
according to Plaintiff, the issue heretl®e difference between devices having only “three”

terminals and a four terminal switciSee, e.g.Dkt. No. 49at4.)

(2) Analysis



Thecentral dispute here centemswhethera “terminal” can be any point of connection in
a circuit, includinghosecircuit connectionsvhich are wholly internal, as Plaintiff contends, or if
the patent limits a “terminal” to onkgxternal connections, as Defendant contends.

The relevant claim language is not particularly helpful, nor is there gaynant that the
prosecution history igelevant to this termAs to the basic meaning of the term itséig Court
finds the generaheaning of the term “terminal” means an end or extremity.

The Court finds helpful guidance as to the construction of the term “terminal” in the
specification. Herethe specification’susage of the word “terminal” impliesnly external
connectionskorexample FIG. 2 shows first terminal 113, second terminal 115, and third terminal
117. Gee, e.gFIG. 2; col. 5, Il. 1619.) However, FIG. 2 also shows other points in which two
wires are connected (such as connection/point 127) whichaaneferrel to as a “terminal.”
Similar embodiments are described in relatiootteer figures, such as FIGs. 5 andTéus, the
specification’s treatment of the term “terminal” suggests a narrower comsirthan merely “any
point in which two or more wires amnnected together.” Such treatment of the term “terminal”
in the specification is consistent with its usage in the claims, as both the specifaatione
claims refer to a particular switch that has a first, second, and third terminal.

Both parties ao rely upon etrinsic evidence Plaintiff relies on two definitiongDkt. No.

44 at 11), recited below:
e terminal— 2. “In electronics, a point that can be physically linked to something
else, usually by a wire, to form an electrical connectidfi¢rosoft Computer
Dictionary, Fourth Edition, 1999.
e terminal (3) (packaging machiner¥\ point of connection in an electric circuit.”

IEEE Standard Dictionary, Sixth Edition, 1996.



Defendant relies on a separate definit{@kt. No. 48 at 11)from the IEEE Standard
Dictionary relied upon by Plaintithatdefines terminal (in the context of power and distribution
transformers) as a “conducting element of an equipment or a circuit intendedfecton to an
external conductor.”

The Court finds thatpon balance, the intrinsic and extrinsic evidence supports the
Defendant’'sarguments. The Court finds that referring to any point in which two or more wires
are simply connected would impermissibly broaden the mganfitterminal” as used in th&23
patert. The Courthusrejects the Plaintiff’'s arguments to the contraNevertheless, hile the
Court generally agrees with the Defendant’s argunteatghe terminal connects the circuit to an
external point, Defendant’s construction is overly complicatedl adds limitations that may or
may not be correct (such as requiring a connection to an external “circuit” agogpqgast an
external connection)

Accordingly, the Courhereby construe4erminal’” to mean“an external connection

point.”
B. “A noninverting transistor switch having only three terminals”
Disputed Term Plaintiff’s Defendants
Proposed Construction Proposed Construction

“A noninverting “A noninvertingtransistor The preamble is limiting

transistor switch switch having a firsterminal

having only three connected t@n input signal, a| “A noninvertingtransistor switch

terminal$ second terminatonnected to | having no more than three
groundand a third terminal terminals”
connected to a lodd.

The disputed termd' noninvertingransistor switchhaving only thregerminal$ appears
in at least claim 1 of thé23 patent.

(1) The Parties’ Positions




Plaintiff submits that the disputed tersma “term of art” and applies to structures having a
specific arrangement eérminal connections(See, e.g.Dkt. No.44 at16-18.) At the very least,
Plaintiff argues that the patentee acted as its own lexicographer regardiilsgéonth (d. at 17
18.) Plaintiff argues that a three terminal, noninverting switch may twadhynhave more than
three terminals, but it has to have at least three terminals in a particulgearean. Id.) Plaintiff
further argues thathe specification provides an example of a three terminal switch which may
have a fourth pin, and pointstdbat this fourth pin does not negate the fact that the switch remains
a three terminal switch.(Id.) Thus, Plaintiff asserts thd&efendant’'s construction would be
contrary to the specificationld( at 1819.)

Defendantrespondghat both sides agrethat the preamble is limiting and the language
clearly states “only three terminals(See, e.g.Dkt. No. 48at 20-25) Defendantargues that
Plaintiff’'s contention that the terminal may have four or more terminalsasgibased upotine
law, the intinsic recordand the plain meaning of the terntd.] Defendant argues that Plaintiff's
contentiorthat it acted as itswn lexicographer and defined “having only three terminals” to mean
“having three or more termindlss nonsensical(Id. at 20.) Additionally, Defendant argues that
non-nverting transistor switches with more than three terminals were ekpdess/owed in the
specification. Id. at 2622.) According todDefendantthere is no support in the 623 patent that
the words “only thre¢erminals” can mean “more than three terminal$d. &t 24.)

Plaintiff replies thatthe inclusion of a fourth pin, or terminal, does not necessarily
transform the switch from a three terminal, noninverting switch to a fourrtaknmoninverting
switch. See, e.g.Dkt. No.49 at 2-6.) Plaintiff argues that the realm of “only three terminals”
pertains to a comparison of switches with three specific terminals (alatkhef a fourth specific

terminal) to switches with four specific terminals inchgl a fourth terminal connected to an

10



external power supply.ld. at 2) Additionally, Plaintiff argues that for the '623 patent it is clear
that a switch having “only” three terminals means that it does not have or requirthadournal
connected t@n external power supplyld(at 5.) FinallyPlaintiff argues that a switch that does
not have a fourth terminal that is connected to an external power supply candrepaglditional
terminalsso long as one of them is not connected to an external power supply. (

(2) Analysis

The parties’ primary dispute vghether the phrase “having only three terminals” is limited
to just thee terminals or could apply teswitch withfour (or more) erminals. More particularly,
the issue is whether a switch with a fourth termgmainected to a power supply that is optional
or unnecessary would fall within the scopelw claim language.

The claim language is clearthe preambl®f claim 1cleaty requires‘{a] noninverting
transistor switclhaving only three terminals said three terminals being a first terminal, a second
terminal and a third terminal,.” (emphasis added). Both parties agttest the preamble is
limiting. The Court must giveffect to the language used by the patentee.

The specification is consistent with the claim languafjee specification contrasts three
terminal switches to four terminal switches, a distinction that is apparently veglinkim the art.
For example:

Noninverting transistor switches typically comprise at least four terminals,
one terminal being connected to an input signal, another terminal being connected
to a load, another terminal being connected to ground arddihierminal being

connected to a power supply in order to provide a “second” inversion for the
switch.

Noninverting transistor switches which comprise only three terminals are
well known and widely used in the art. Noninverting transistor switches which
comprise only three terminals include a first terminal connected to an input signa
a second terminal connected to ground and a third terminal connected to a load.
Noninverting transistor switches which comprise only three terminals do rto

11



require a fourth terminal connected to a power suppl, thereby rendering
noninverting transistor switches which comprise only three terminals more
desirable than noninverting transistor switches which comprise at least four
terminals.

(623 patent, col. 1, ll. 385 (emphasis added).) Thubget623 patent expressly states that
noninverting transistor switchdlat comprisé‘only three terminals” do not require a fourth
terminal connected to a power supplyd.X To make it even more clear, the specification again
states that a three terminal noninverting transistor switch may have a fourthatqrimiand still
be considered a three terminal switch:
For example, the scope of the present invention also includes three terminal
noninverting transistor switches that use a “fourth” pin (power supply) for normal

operation (and potentially even for enhancement purposes) but still operate (for
example as a “faibafe” feature) without power applied to this “fourth” power pin.

('623 patent, col. 14, Il. 427.) It is clear from the623 patent thiathe distinction between three
and four terminal switchesat least irthecontext of the '623 patentis the connection to a power
supply by a fourth terminal The language used in the specification (“only three terminals”) is
similarly used in the @ims. Thus, the Court finds that the claims are consistent with the
specification.

Thus, while the preamble claim languagdey itself—implies thatheswitchhas only three
terminals (no more, no les$he specification makes it clear thgttheclaim language the patentee
is distinguishing traditional three terminal switches from four terminal switemesis claiming
the traditionalunderstanding of ehree terminal switchFurther,it is clear from the specification
thatathree terminal swith is a switch that does not havéoairth terminal connectei a power
supply.

On balance, the Court finds that the claim languagmnsistent with the specification

The Court finds thatvhile the specification repeatedly distinguished four termsmatches from

12



three terminal switchedt did so in the context of the fourth terminal being connected to a power
supply. The Court rejects Defendant’'s arguments to the contrary, and in partivall&ourt
rejects Defendant’s arguments as bempnsistent with the specificatior-urther, Defendant’s
construction of “no more than three” would allovswitchto have one or two terminals, and is
contrary to the express language of the preamble requiring only three terasinaédl as the
specification Thus, Defendant’s construction is wrong on its face and based upon the intrinsic
record.

Plaintiff's construction, however, does not resolve the dispute betwegartines. First,
while the Court does noiecessarily disagrebat the first, seond, and third terminals as claimed
may beconnected to the input signal, ground, and Joaaspectively, as described in the
specification the claims do not limit the structure specifically to that configuration, and the
specification mentions that maaother useful configurations exist for the switch separate from this
specific configuration. (Seg e.g.,col. 5, Il. 2326.) Second, Platiff’'s constructiondoes not
resolve the issue of the claim language “having only three terniinalsdoes such eonstruction
decide the issue of whether a terminal may be connected to a fuppdy. As detailed above, the
Court finds that, basezhthe intrinsic record, the “haviranly three terminals” languagscludes
any noninverting transistor switch with artenal connected to a power supply.

The Court hereby construéa noninverting transistor switch having only three
terminals” to mean“a noninverting transistor switclith threeterminalsthat does nohavea

fourth terminal connected to a power supply.”

13



C. “voltage stabilizer”

Disputed Term Plaintiff's Defendants
Proposed Proposed Construction
Construction
“voltage “a circuit thatsupplies| Indefinite under 112 1
stabilizer” and regulatesoltage”
Or

“a transistor thaprovides a voltage to the
CMOS inverter angbrevents the continued
flow of a current fromts drain to its source
when it experiences\altage at its source
higher than its pinch off voltage”

The disputed termvbltage stabilizérappearsn at least claim 1 of th&23 patent.

(1) The Parties’ Positions

Plaintiff subnits that the disputed term is not indefinite and is described in the patent
specification as an electronic component that supplies or regulates vdfage e.g.Dkt. No.44
at 13-15.) Plaintiff argues that Defendant’s alternate construction impermissiblypioiaies
limitations from preferred embodiments from the specificatideh.af 15.) According to Plaintiff,
there is no support for these additional limitations, and such limitations are duplichother
limitations recited in the claim.ld.)

Defendantrespondshat thedisputed ternis not a term of art anthata person of ordinary
skill in the art would not be able to discern the scopthefterm even with intrinsic evidence
(See, e.g Dkt. No. 48at12-19) DefendanargLes that there is no plain and ordinary meaning of
the term andhatthe patent fails tdefinea “voltage stabilizet (Id.at 14.) To that endefendant
argues tht the specification is confusing acdntraryto Plaintiff's construction. I1¢. at 15.)
Defendantalso points outhat the voltage stabilizer 123 functions to pass, or block, current and

does so over varying voltage levels, thereby directly contradicting Pfaisthstruction. Id. at

14



15-16.) Finally, Defendant arguethat the embodiment in FIG. 6 contradicts Plaintiff's
construction andhe incorporated by reference '323 patent also provides ambiguity to this term.
(1d.)

Plaintiff replies thaDefendant has not met its burden to proof the claim term is indefinite
(See, e.gDkt. No.49at7-8.) Plaintiff alsoargues that Defendant’s constructiofinsted to the
preferred embodiment of the specification without any disclaimdr.at(8.)

(2) Analysis

The parties’ primary dispute is whether the term is indefinite.

Claim 1provides little help to this dispute, as claim 1 simply requires a “voltage stabilize
connected to the seconddathird terminals.”Dependentlaim 2,however, states that the voltage
stabilizer “supplies” the voltage to the CMOS invertBependent claim 5 provides one example
of a voltage stabilizerThereis no argument that the prosecution histomglsvant to this term.

The specificatioftinas numerous references to a “voltage stabilizéeé, e.gcol. 6, Il. 38
46; col. 10, I. 11.For example,hte specification mentions that MOSFET 123 and JFET 321 may
actas a voltage stabilizerld() The specification mentions that alternative types of “conventional
voltage stabilizers” may be used, implying that the term is well understood toofislgk in the
art. Id. at col. 6, Il. 4346. Likewise, the specification has numerous references to a “voltage
regulator.” See, e.gcol. 2, |. 66-col. 3, |. 4. It is unclear what, if any, difference there is between
a voltage regulator and a voltage stabilizer.

Despite the numerous referen@esl descriptionsf the term Defendantargues that the
term is indefinite.In effect, Defendant argues that the exemyplaoltage stabilizers” in the623
patent(both single transistors) cannot function as a circuit that supplies and reyalidgie, but

instead exhibit varying voltagéuring operation. §ee, e.gDkt. No. 48at14-18.) In other words,

15



Defendant argues that the described voltage stabilizers pass or blockwhilehaving changed
the voltage rather than regulated the voltageparticular,Defendant argues th#te disclosed
transistorgperformexactly opposite to the Plaintiff’'s proposed congttam. (Id. at 14.) Defendant
does not rely upon any expert testimony that the terndefimte

In the alternative, Defendant offers a construction on this term based antliésclosed
structure in the '623 patent related to this term. (Dkt. No. 48-491)8 The Court does not find
this alternative construction persuasive, nor is the Court convinced that this proposecticonst
is a correct construction of the broad teftwoltage stabilizer.” At a minimum, Defendant’s
construction is an impermissible limitation to a preferred embodiment of theicgigaif. The
Court finds that the examples in the specification arelinoiting embodiments of the invention
that shouldnot be imported into the claims. The Federal Circuit has consistently held that
“particular embodiments appearing in the written description will noudezl to limit claim
language that has broader effediihova/Pure Water381 F.3d at 1117.

The Court is nopersuadedby Defendant’s arguments’he term “voltage stabilizer” is a
relatively simple and straightforward termn general, the term “voltage stabilizer” does not
appear to have a meaning other than its plain and ordinary me&efgndantdmits that inhis
art, supplying a regulated voltage is the same as supplying a constant volteg@&lo([48 atL4.)
Also, Defendant provides an extrinsic definitiohthe term “voltage regulator” as a device that
“Is designed to automatically ma&@n a constant voltage leVednd states it is consistent with
Plaintiff's construction (Id. at n.4.) In other words, separate from any alleged contradiction
between the claim language and the specification, Defendant seems to adn@tglzan thnearmg

of the term is well known and is supported by Plaintiff's construction.
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The specificationalso provides some internal guidance as to the scope of the term,
mentioningthat the stabilizer may “supply” voltage to the CMOS inveger, e.g.col. 6, Il. 38-

41), which is consistent with dependent claim 2. Based on the plain meaning of tlzentetine
intrinsic evidencethe Court finds thata voltage stabilizerls simply a circuit that maintains a
constant voltage levelThe Plaintiff's construction includes the term “supplies” in addition to
“regulates.” The Court is notpersuadedhat the term “supplies” is a necessary limitation to the
meaning of the termWhile the voltage stabilizer might supply voltage in some instarsess (
e.g, dependent claim 2), the Cofirtdsthat thisfeaturels not amandatorypart of the construction
and thus it is not included in the express definition of the term.

Thus,the Court finds that there is no dispute that one of ordinary skill in the art would
understad the meaning of the ternvdltage stabilizér in the context of the claims and
specification. Likewise the Court finds that there is no dispute that one of ordsialtyn the art
would understand with “reasonable certainty” the scope of the invention and the bounds of the
claims. Indeed, Defendant admits that in this art, supplying a regulated voltage msnbeas
supplying a constant voltage, and then providegkknown definition for the term “voltage
regulator.” Accordingly, pursuant to tl8preme Court’s holding iNautilus the Court rejects
Defendant arguments that the claim when “read in light of the specification delineating the
patent, and the prosecution history, fail[s] to inform, with reasonable certiosg skilled in the
art about the scope of the invention.”

The Court hereby construésoltage stabilize’ to mean & circuit that maintains a

constant voltage level.”
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D. “connected t3

Disputed Term Plaintiff’'s Defendants
Proposed Construction Proposed Construction
“connected to” Plain and ordinary meanin| “directly joined together
with no interveningircuit
components”

The disputed termcbnnected tbappearsn at least claim 1 of thé23 patent.

(1) The Parties’ Positions

Plaintiff submits that the disputed tersreadily understood by anyone and does not need
construction and should be afforded its plain and ordinary mearfssg, €.g.Dkt. No. 44at19-
21.) Plaintiff argues thaheterm is broad and would apply to components whether odireictly
connected.” I1¢.)

Defendantrespondghat while both parties agree that the plain meaning of the word is
appropriate, thedisagree as to the plain meaniri§ee, e.gDkt. No. 48at25.) Defendanargues
that plaintiff's construction would include any coupling through any number of intervening
components. I§.) Defendant asserts, howevirat Plaintiff’s “invention” is directed to a narrow
and specifically defined circuit structureld.(at 26.) Thus,Defendant argues that if the words
“connected to” were allowed to encompass connections other than direct connectiornise the
words would have no limiting effect on the claimd. @t 2627.) Finally, Defendant argues that
the specification uses the wortennected to” nearly 100 times, and gvsingle reference refers
to a direct connection.ld. at 2728.)

Plaintiff replies that'connected to” is readily understood by anyone and does not need
construction. $ee, e.g.Dkt. No. 49 at 8-9.) More specifically,Plaintiff argues thahad the

patentee wanted to require “direct” connection in the claims, it could have dorid.y0. (
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(2) Analysis

The parties’ disputeenters orthe plain meaning of the term “connected.”

The relevant claim language is not particularly helpful, nor is there gaynant that the
prosecution history ielevant to this term.

The specification uses therin “connected” multiple times (in faddefendant allegasis
usedalmost 100 times)The term “connected” does not appear to have a different meaning other
than its plain and ordinary meaning. At no point does the specificatioasskplimit the term
“connected” to only direct connections or connections without any intervening sir@@thaps
most notably, in one instantee specificatiorevenuses the phrase “connected directly to” (col.
11, I. 1),thusimplying that the term “connected to” would apply lioth direct and indirect
connections.

The Court disagrees with Defendanarguments that the plain meaning of the term is
limited to only direct connections without intervening circuit componertisad the patentee
wanted to limit the term to direct connections, it could have easily done so by gédmectly
connected toinstead of generically “connected to.” The Defendant does not cite any extrinsi
evidence or common dictionary definitions in support of its construcfidrus, the court finds
that, by itself andwithout more, the ordinary meaning of the term “conrdctan includeboth
direct and indirect connectiondmportantly, there is no express limitation or disavowal in the
patent specification that would exclude indirect connections. The fach#mt most, or allas
the Defendant allegesj the connectins in thé 623 patent specificaticare “direct” connections
without intervening circuitsloes not necessarily preclude indirect connections. The Court finds
thatsuchexamples in the specification are Aaniting embodiments of the invention that shaul

not be imported into the claims. The Federal Circuit has consistently held #dratular
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embodiments appearing in the written description will naides to limit claim language that has
broader effect.” Innova/Pure Water381 F.3d at 1117.Thus,the Court rejects Defendant’s
inclusion to limit the term to merely “direct” connections.

The Court finds that the “connected’ tterm is simple and readily understoodis
confirmed by the intrinsic evidencéjstermhasno special meaning other thias plain meaning
However, to avoid furthdate-breakingdisputedodged under the guise of the Federal Circuit’s
decision inO2 Micro, the Court finds that a constructieitonsstent with the plain meanirg
would be helpful to the parties and to the juiyere, the Court finds that the phrase “joined
together” best serves this purpose. Although Defendant’s proposed constructioaaly‘ghined
together with no intervening circuit components” is not supported by the riegdite reasons
stated abovehe Court finds that the phrase “joined togeth@s’ suggested by the Defendamt
its construction)is an appropriate construction for the term “connected.” This construction,
coupled with the Court’s previous finding that the term “connected to” ismdimited as to
require a direct connection, resolves the dispute between the parties andefustives that no
additional construction will be necessary in the future. Therefore, the Codst thatthe term
requiresno further constructiobesides “joined together.to See U.S. Surgic&orp. v. Ethicon,
Inc., 103 F.3d1554, 1568(Fed. Cir. 1997)X“Claim construction is a matter of resolutiom
disputed meanings and technical scope, to clarify and when necessary to explée whtdrde
covered by the claims, for use in the determination of infringentigistnot an obligatory exercise
in redundancyy; see alsad02 Micro Int’l Ltd. v. Beyond Innovation Tech. C&21 F.3d 1351,
1362 (Fed. Cir. 2008)“[D]istrict courts are not (anshould not be) required to canse every
limitation present in a patent’s asserted claimsit)ng U.S. Surgical103 F.3d at 1568).

The Court hereby construésonnectedto” to mean “joined together to.”
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E. “said COMS inverter interrupting ...”"

Disputed Term Plaintiff's Defendant’s
Proposed Construction Proposed Construction
“said CMOS inverter interruptin( Plainand ordinary meaning “said CMOS inverter directly
the passing of current betwe blocking the passing ¢
said voltage stabilizer and tf current between said voltage
second terminal when sa| stabilizer and the secor
transistor is in its off switchin terminal when said transistor
state” is in its off switching state”

The disputed term “said CMOS inverter interrupting the pgssfrcurrent between said
voltage stabilizer and the second terminal when said transistor is in ittofiiag staté appears
in at least claim 1 of thé23 patent.

(1) The Parties’ Positions

Plaintiff submits that the disputed telmas its plain and ordinary meaning and needs no
construction (See, e.g.Dkt. No.44 at 22-23.) Plaintiff argues that Defendant’s construction
seeks to include the unnecessary limitation that the CMOS inverter “directksblbe passing
of current. [d.) According toPlaintiff, there is no support fddefendant’slimitation in the
specification as thosavords are never used in the specificatigial.)

Defendantrespondsthat the parties’ dispute is based on how the CMOS inverter
“interrupts” the passing of curren{See, e.g.Dkt. No. 48at 28-3Q) Defendantargues thathe
issue is whether the CMOS inverter directly blocks the current or allostkarcircuit element
to block the current, and further suggests ®laintiff’'s briefing completely igores thisissue.

(Id. at 29.) According tefendantthe claimed CMOS inverter must actually be in the same

current path as the voltage stabilizeld. &t 30.)
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Plaintiff replies that it is not clear why “blockifigmuch less “directly blocking,5hould
be substituted for “interrupting.(See, e.g.Dkt. No. 49 at @.) Plaintiff furtherargues thatt is
not attempting to capture infringement of any circuit that includes a CMOS inakai@y location.
(1d.)

(2) Analysis

The parties’ primary disputkereis preciselyhow the CMOS inverter “interrupts” the
passing of current.During the hearing the partieggument focused othe meaning of the
“interrupting” term andthey appearedto agree that the “interrupting” tesmand not the
surrounding language—is the focus of the dispute. Accordingly, for the purposes of this opinion,
the only dispute between the parties as to this phrase is the term “intgyfupt

Claim 1 recites two instances of “interrupted” or “interrupting:” “said istashaving ...
an off switching state in which currentirgerruptedfrom passing between the second and third
terminals” and a “CMOS inverteinterrupting the passing of current between said voltage
stabilizer and the second terminal when said transistor is in its off switching sFateh usage
demonstratethat the CMOS inverterand not some other devieas the devicevhich actually
performsthe “interrupting” limitation regardless ahe €ope of the “interrupting” term.

The relewant claim language is not particularly helpful as to the meaning of the underlyin
“interrupting” term, nor is there any argument that the prosecution histogleisant to this term.

The specification has only a few references to the “interrupting” té8®ee, e.g.col. 2, I.

64 —col. 3, |. 3; col. 6, |. 61; Abstra¢gt.The term “interrupting” does not appear to have a different
meaning other than its plain and ordinary meaning. The patent specification nevihe usens
“block” or “blocking,” much less “directly blocks” or “directly blockirig.Additionally, the Court

observes thahe use of the term “interrupting” is the same in both the claims and the spedcificatio
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The Court fails to see any principled reason ashy “blocking” should be substitutedr
“interrupting.” Indeed, taim 1 uses the term “interrupting” as opposed to “blocking” and the
specification describes the relevant operatio terms of “interrupting.” Importantly,hé
Defendant offers no explanation of why “blocking” is preferable or how it would beoreted
differently. While “blocking” might be one example of “interrupting,” ttexm “interrupting” is
not limited to “blocking.” Rewriting the claim teubstitute one word for another without adding
any meaningil benefit is improper. Further, to the extent Defendant’s arguments are based on
limiting the claims to a preferred embodiment, those arguments are rejébe@ourt finds that
the examples in the specification are hiomting embodiments of the inmtion that should not
be imported into the claims. The Federal Circuit has consistently held thaict|aar
embodiments appearing in the written description will naides to limit claim language that has
broader effect.” Innova/Pure Water381 F.3dat 1117. Thus, the Court rejects Defendant’s
attemptto limit this term to require “direct” interruption.

The Court finds that theirfterrupting term is simple and readily understood. As
confirmed by the intrinsic evidence, th&smhasno special meaning other thésplain meaning.
One of ordinary skill in the art, based upon the specification and the claims, would urtighsta
term “interrupted” to have its plain and ordinary meaning and not be limitebldoking” or
“directly blocking.” The Court rejects Defendants’ arguments to the contr&rgfendant’s
substitution of “interruptingby “blocking” is not supported, and it is not clear why substituting
one word for another word is more helpful or accurate. No further cédrdfic of this term is
necessary.Further, he court finds that the ordinary meaning of the term “interruptimgjides
interrupting botidirectly and indirectlyBecause this resolves the dispute between the parties, the

Court finds thathe term requireno further constructionSee U.S. Surgic&orp. v. Ethicon, Ing.
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103 F.3d1554, 1568 Fed. Cir. 1997)“Claim construction is a matter of resolutiohdisputed
meanings and technical scope, to clarify and when necessary to explain what tlee gatentéd
by the claims, for use in the determination of infringemdhtis not an obligatory exercise in
redundancy.); see alsdd2 MicroInt’l Ltd. v. Beyond Innovation Tech. €621 F.3d 13511362
(Fed. Cir. 2008}“[D]istrict courts are not (and should not be) required totcoa®very limitation
present in a patent’s asserted claimifiig U.S. Surgical103 F.3d at 1568).

The Court hereby construésaid CMOS inverter interrupting the passing of current
between said voltage stabilizer andhe second terminalwhen said transistor is in its off
switching staté' to haveits plain and ordinary meaning.

V. CONCLUSION

The Court adopts the above constructiseisforth in this opinion for the disputed terms of
the patenin-suit. The parties are ordered that they may not refer, directly or indirectlycho ea
other’s claim construction positions in the presence of the jury. Likewispathies are ordered
to refrain from mentioning any portion of this opinion, other than the actual definitopseal by
the Court, in the presence of the jury. Any reference to claim construction proseiedingted
to informing the jury of the definitions adopted by the Court.

Within thirty (30) days of the issuance of this Memorandum OpiniorQaddr, the parties
are hereby ORDERED, in good faith, to mediate this case with the megliptinted herein As
a part of such mediation, each party spatsonallyappear by counsel and by at least one corporate
officer possessing sufficient authord@ynd control to unilaterally make binding decisions for the
corporation adequate to address any good faith offer or counteroffer of settlerhemgtiarise
during such mediation. Failure to do so shall be deemed by the Court aseattailuediate in

good faith and may subject that party to such sanctions as the Court deems appropriate.
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So ORDERED and SIGNED this 18th day of April, 2017.

RODNEY GILiiFRAM

UNITED STATES DISTRICT JUDGE
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