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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

TRAXCELL TECHNOLOGIES, LLGC
Plaintiff,

V. Case No02:17cv-00718RWS-RSP

AT&T,INC., ET AL,,

§
§
§
§
§
§
§
§
Defendants. g

CLAIM CONSTRUCTION MEMORANDUM OPINION AND ORDER

Before the Court is the opening claim construction brief of Traxcell Technologies, LLC
(“Plaintiff”) (Dkt. No. 155 filed on February 13, 20)9 the response oAT&T Corp., AT&T
Mobility LLC, T-Mobile USA, Inc, Verizon Wireless Personal @munications LP, Sprint
Communications Company, LP, Sprint Spectrum, LP, and Sprint Solutiongctilectively
“Defendants”) Dkt. No. 163 filed on March 12, 2019), arilaintiff's reply (Dkt. No.164 filed
onMarch 29, 2019). The Court held a hearamgthe issue of claim construction on April 2, 2019
Having considered the arguments and evidence presented by the parties at the hearihgiand in t

briefing, the Court issues this Order.

! Citations to theparties’ filings are to the filing’s number in the docket (Dkt. No.) and pin cites
are to the page numbers assigned through ECF.
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l. BACKGROUND

Plaintiff alleges infringement of four U.S. Patents: No. 8,977,284 (the “'284 Patbit))
9,510,320 (the 320 Patent”), No. 9,549,388 (the “’388 Patent”), and No. 9,642,024 (the “024
Patent”) (collectively, the “Asserted Patents”). The '284 and '320 Pateatearh entitled
Machinefor Providinga Dynamic Data Basef Geographic Location Informatidior a Plurality
of Wireless Devicesnd Proces$or Making Same. The '388 Patent is entitMdbile Wireless
Device Providing OfiLine and OnLine Geographic Navigation Information. The '024 Patent is
entitledMobile Wireless Communications System and Method withrébtive Action Responsive
to Communications Fault Detectiofhe patents are related. They share a common priority claim
to an application filed Oct. 4, 2001. And they are related through a chain of continuation
applications and thus share a substant@yymon specification (outside of the claim sets).

The Court previously construed terms of the '284, 320, and '024 Patehtaxoell Techs.,
LLC v. Huawei Techs. USA, IndNo. 2:17cv-00042RWS RSP, 2019 U.S. Dist. LEXIS 2130
(E.D. Tex. Jan. 4, 2019)Huawef). Several of the terms now before the Court were construed in
Huawei

In general, the Asserted Patents are directed to techndtwgyocating a wireless
communications device and then using that location for other applications, such ggdemam
communications with the wireless device.

The abstracts of the '284 and 320 Patents are identical and provide:

For a wireless network, a tuning system in which mobile phones using the network
are routinely located. With the location of the mobileopes identified, load
adjustments for the system are easily accomplished so that the wireless network is

not subject to an overload situation. Ideally the location of the mobile phones is
accomplished whether the mobile phones are transmitting voicerdada



The abstract of the '388 Patent provides:

A mobile device, wireless network and their method of operation provide both on
line (connected) navigation operation, as well adio& navigation from a local
database within the mobile device. Rogtatcording to the navigation system can

be controlled by traffic congestion measurements made by the wireless network
that allow the navigation system to select the optimum route based on exppcted t
duration.

The abstract of the '024 Patent provides:

A mobile device, wireless network and their method of operation provide fault
handling in response to detection of a communications fault between a connected
mobile device and the communications network. The communications network
tracks location of mobilalevices and stores performance data of connections
between the mobile devices and the network. The performance data is referenced
to expected performance data to determine whether a fault exists and a @rrectiv
action is suggested when the fault exists.

Claim 1 of the '284Patent an exemplary apparatus claim, recites:

1. A wireless network comprising:

a) at least two wireless devices, each said wireless device communicating via
radio frequency signals;

b) a first computer programmed to perform the sigfp

1) locating at least one said wireless device on said wireless network and
referencing performance of said at least one wireless device with
wireless network known parameters,

2) routinely storing performance data and a corresponding location for
said at least one wireless device in a memory;

c) a radio tower adapted to receive radio frequency signals from, and transmit
radio frequency signals to said at least one wireless device; wherein said first
computer further includes means for receivingl g@rformance data and
suggest corrective actions obtained from a list of possible causes for said
radio tower based upon the performance data and the corresponding location
associated with said at least one wireless device;

d) wherein said radio tower gerates an error code based upon operation of
said at least one wireless device; and

e) wherein said first computer is further programmed to,

1) receive said error code from said radio tower, and,

2) selectively suggest a corrective action of said r&diguency signals
of said radio tower in order to restrict processing of radio frequency
signals from at least one of said at least two wireless devices based upon
said error code, and, whereby said first computer suggests said
corrective action in orddo improve communication with at least one
said wireless device.



Claim 6 of the '024Patent an exemplary method claim, recites:

6. A method of managing a wireless radliequency (RF) network, the method
comprising:

coupling in communication, one or mawio-frequency transceivers and an
associated one or more antennas to which the-fegtjoency transceiver is
coupled to one or more mobile wireless communications devices;

locating the one or more mobile wireless communications devices according
to the radiefrequency communications and generating an indication of a
location of the one or more mobile wireless communications devices;

receiving and storing performance data of connections between the one or
more mobile wireless communications devices #mel radiefrequency
transceiver along with the indication of location;

referencing the performance data to expected performance data;

determining at least one suggested corrective action in conformity with
differences between the performance data and expected performance data in
conjunction with the indication of location;

receiving an error code from the radiequency transceiver;

determining whether the error code indicates a performance issue with respect
to the connection between the one or nmoobile wireless communications
devices and the radibequency transceiver; and

determining the at least one suggested corrective action in response to the error
code.

I. LEGAL PRINCIPLES

A. Claim Construction

“It is a‘bedrock principle of patent law thatthe claims of a patent define the invention to
which the patentee is entitled the right to excltidehillips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (en banc) (quotitgnova/Pure Water Inc. v. Safari Water Filtration Sys., ,Inc.
381 F.3d 1111, 1115 (Fed. Cir. 2004)h determine the meaning of the claims, courts start by
considering the intrinsic evidendel. at 1313;C.R. Bard, Inc. v. U.S. Surgical Cor388 F.3d
858, 861 (Fed. Cir. 2004Bell Atl. Network Servs., Inc. v. Covad CorimsdGioup, Inc, 262 F.3d
1258, 1267 (Fed. Cir. 2001). The intrinsic evidence includes the claims themselves, the
specification, and the prosecution histdphillips, 415 F.3d at 1314;.R. Bard, InG.388 F.3d at
861.The general rule-subject to certain speaifexceptions discusseafra—is that each claim

term is construed according to wsdinary and accustomed meaning as understood by one of
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ordinary skill in the art at the time of the invention in doaitext of the patenkhillips, 415 F.3d

at 131213; Alloc, Inc. v. Intl Trade Comrim, 342 F.3d 1361, 1368 (Fed. Cir. 2008yure
Networks, LLC v. CSR PLC71 F.3d 1336, 1347 (Fed. Cir. 2014) (“There is a heavy presumption
that claim terms carry their accustomed meaning in the relevant community dvhetéme.))
(vacated on other grounds).

“The claim construction inquiry. . begins and ends in all cases with the actual words of the
claim” Renishaw PLC v. Marposs Socigber Azionj 158 F.3d 1243, 1248 (Fed. Cir. 199@]).n
all aspects of cian construction, the name of the game is the claimA&pple Inc. v. Motorola,

Inc., 757 F.3d 1286, 1298 (Fed. Cir. 201dWiotingIn re Hiniker Co, 150 F.3dl362, 1369 (Fed.
Cir. 1999). First, a terms context in the asserted claim can be instrucBwdlips, 415 F.3d at
1314. Other asserted or unasserted claims can also aid in detetiméndhtgyms meaning, because
claim terms are typically used consistently throughout the padeifferences among the claim
terms can also assist in understanding a’®&meaningld. For example, when a dependent claim
adds a limitation to an independent claim, it is presumed that the independent@tsmot
include the limitationld. at 131445.

“[C]laims ‘must be read in view of the specification, of whibey are a paft. Id. (quoting
Markman v. Westview Instruments, |62 F.3d 967, 979 (Fed. Cir. 1995) (en bant))j]he
specificatiortis always highly relevant to the claim construction analysis. Usuakydispositive;
it is the single best gde to the meaning of a disputed teétmd. (quotingVitronics Corp. v.
Conceptronic, InG.90 F.3d 1576, 1582 (Fed. Cir. 1996)gleflex, Inc. v. Ficosa N. Am. Carp.
299 F.3d 1313, 1325 (Fed. Cir. 2002). Bufa]lthough the specification may aid the court in
interpreting the meaning of disputed claim language, particular embodiments and example

appearing in the specification will not generally be read into the clai@smark Commias, Inc.



v. Harris Corp, 156 F.3d 1182, 1187 (Fed. Cir. 1998) (gugtConstant v. Advanced Micro
Devices, Inc.848 F.2d 1560, 1571 (Fed. Cir. 198&pp also Phillips415 F.3d at 1323]I]t is
improper to read limitatios from a preferred embodiment described in the specifieattmen if
it is the only embodimertinto the claims absent a clear indication in the intrinsic record that the
patentee intended the claims to beisoted.” LiebelFlarsheim Co. v. Medrad, Inc358 F.3d
898, 913 (Fed. Cir. 2004).

The prosecution history is another tool to supply the proper context for claim construction
becauseglike the specificationthe prosecution history provides evidence of howldt® Patent
and Trademark Office PTQO’) and the inventor understood the patéillips, 415 F.3d at 1317.
However, ‘because the prosecutidistory represents an ongoing negotiation between the PTO
and the applicant, rather than the final product of that negotiation, it often hec&katity of the
specification and thus is less useful for claim construction purgddeat 1318;see als Athletic
Alternatives, Inc. v. Prince Mfg73 F.3d 1573, 1580 (Fed. Cir. 1998mbiguous prosecution
history may be tinhelpful as an interpretive resouice

Although extrinsic evidence catsobe useful, it is* less significant than the intrinsicaard
in determining the legally operative meaning of claim languagdg®hillips, 415 F.3d at 1317
(quotingC.R. Bard, Inc.388 F.3d at 862). Technical dictionaries and treatises may help a court
understand the underlying technology and the manner in vamelskilled in the art might use
claim terms, but technical dictionaries and treatises may provide defirtitiahare too broad or
may not be indicative of how the term is used in the pdtbrdt 1318. Similarly, expert testimony
may aid a court in understanding the underlying technology and determining the particular
meaning of a term in the pertinent field, but an expanclusory, unsupported assertions as to a

term' s definition arenot helpful to a courtld. Extrinsic evidence iSless reliak# than the patent



and its prosecution history in determining how to read claim térehsThe Supreme Couhas
explained the role of extrinsic evidence in claim construction:
In some cases, however, the district court will need to look beyond the’ patent
intrinsic evidence and to consult extrinsic evidence in order to understand, for
example, the background science or the meaning of a term in the relevant art during
the relevant time perio&kee, e.g., Seymour v. Osbqrh# Wall. 516, 546 (1871)
(a patent may béso interspersed with technical terms and terms of art that the
testimony of scientific witnesses is indispensable to a coarederstanding of its
meaning). In cases where those subsidiary facts are in dispute, courts will need to
make subsidry factual findings about that extrinsic evidence. These are the

“evidentiary underpinningof claim construction that we discussedMarkman
and this subsidiary factfinding must be reviewed for clear error on appeal.

Teva Pharm. USA, Inc. v. Sandbx;., 135 S. Ct. 831, 841 (2015).

B. Departing from the Ordinary Meaning of a Claim Term

There are “only two exceptions to [the] general rule” that claim terms as&rged according
to their plain and ordinary meaningt)‘when a patentee sets out a debnitand acts as his own
lexicographer, or 2) when the patentee disavows the full scope of the claim tleemireithe
specification or during prosecutioAGolden Bridge Tech., Inc. v. Apple Ing58 F.3d 1362, 1365
(Fed. Cir. 2014) (quotinghorner v. Sony Computer Entm/®m. LLC 669 F.3d 1362, 1365 (Fed.
Cir. 2012));see alsdE Lighting Solutions, LLC v. AgiLight, In@50 F.3d 1304, 1309 (Fed. Cir.
2014)(“[T] he specification and prosecution history only compel departure from the plain meaning
in two instances: lexicography and disavowal.”). The standards for finding lexicography or
disavowal are “exacting GE Lighting Solutions750 F.3d at 1309.

To act as his own lexicographer, the patentee muletirly set forth a definition of the

disputed clan term” and “clearly express an intent to define the tetch.{quotingThorner, 669

2 Somecases have characterized other principles of claim constructitexeeptions”to the
general rule, such as the statytrequirement that a meapbkisfunctionterm is construed to
cover the corresponding structure disclosed in the specific@mm. e.g CCS Fitness, Inc. v.
Brunswick Corp.288 F.3d 1359, 1367 (Fed. Cir. 2002).
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F.3d at 1365)see alsdRenishaw 158 F.3dat 1249 The patentee’s lexicography must appear
“with reasonable claritydeliberateness, and precisioR&énishaw158 F.3d at 1249

To disavow or disclaim the full scope of a claim term, the patentee’s statemehts in
specification or prosecution history must amount toledr and unmistakable” surrend€ordis
Corp. v. Boston Sci. Corps561 F.3d 1319, 1329 (Fed. Cir. 2)0see also Thorne669 F.3dat
1366("“ The patentee may demonstrate intent to deviate from the ordinary and accustanady
of a claim term by including in the specification expressions of manifesistawlor restriction,
representing a clear disavowal of claim scope.”). “Where an applicant’s statements ableamen
to multiple reasonable interpretations, they cannot be deemed clear and uairesteiv
Innovative Props. Co. v. Tredegar Cqrp25 F.3d 1315, 1326 (Fed. Cir. 2013).

C. Functional Claiming and 35 U.S.C. § 112, § (pre-AlA) / 8 112(f) (AIA)3

A patent claim may be expressed using functional language35 U.S.C. 8112, 6;
Williamson v. Citrix Online, LLC792 F.3d 1339, 13449 & n.3 (Fed. Cir. 2015)en banc in
relevant portion). Section 112, Paragraph 6, provides that a structure may be claimeeassa “

.. .for performing a specified function” and that an act may be claimed as ddstggaforming
a specified function.Masco Corp. v. United State303 F.3d 1316, 1326 (Fed. Cir. 2002).

But 8112, 96 does not apply to all functional claim language. There is a rebuttable
presumption that 812, 6 applies when the claim language includes “means” or “step for” terms,
and that it does not apply in the absence of those tdvtas® Corp, 303 F.3d at 1326;
Williamson 792 F.3d at 1348. The presumption stands or falls according to whether one of

ordinary skill in the art would understand the claim with the functional languade aohtext of

3 The Court refers to the prelA version of § 112 but understands that there is no substantial
difference between functional claiming under the-Ar& version and under the AlA version of
the statute.



the entire specification, to denotdfstiently definite structure or acts for performing the function.
SeeMedia Rights Techs., Inc. v. Capital One Fin. Co800 F.3d 13661372 (Fed. Cir. 2015)
(8112, 16 does not apply when “the claim language, read in light of the specificationsrecite
sufficiently definite structure(quotation marks omitted) (citingVilliamson 792 F.3d at 1349;
Robert Bosch, LLC v. Sndpn Inc, 769 F.3d 1094, 1099 (Fed. Cir. 20p4Williamson 792 F.3d
at 1349 (8112, 16 does not apply when “the words of the claim are understood by persons of
ordinary skill in the art to have sufficiently definite meaning as the name fatwg®l); Masco
Corp., 303 F.3d at 132@ 112, 16 does not apply when the claim includes an “act” corresponding
to “how the function is péormed”); Personalized Media Communicatiohd,.C. v.International
Trade Commissigri6l F.3d 696, 704 (Fed. Cir. 1998)1(82, 16 does not apply when the claim
includes ‘sufficient structure, material, or acts within the claim itself to perform entielrecited
function . . .even if the claim uses the tefmeans” (quotation marks and citation omitted)).
When it applies, 812, 16 limits the scope of the functional term “to only the structure,
materials, or acts described in the specificatisrcarresponding to the claimed function and
equivalents thereof Williamson 792 F.3d at 1347. Construing a meghssfunction limitation
involves multiple steps.The first step . .is a determination of the function of the meahss
function limitaion.” Medtronic, Inc. v. Advanced Cardiovascular Sys.,, 1248 F.3d 1303, 1311
(Fed. Cir. 2001):[T] he next step is to determine the corresponding structure disclosed in the
specification and equivalents theréofld. A “structure disclosed in the spication is
‘correspondingstructure only if the specification or prosecution history clearly links ocages
that structure to the function recited in the cléiid. The focus of thécorresponding structute
inquiry is not merely whether a struatus capable of performing the recited function, but rather

whether the corresponding structuré dégearly linked or associated with the [recited] function.

10



Id. The corresponding structurentist include all structure that actually performs the recited
function.” Default Proof Credit Card Sys. v. Home Depot U.S.A., B2 F.3d 1291, 1298 (Fed.
Cir. 2005). However, 812 does notpermit “incorporation of structure from the written
description beyond that necessary to perform the claimed furickbero Chem., Inc. v. Great
Plains Chem. C9194 F.3d 1250, 1258 (Fed. Cir. 1999).

For 8112, 16 limitations implemented by a programmed general purpose computer or
microprocessor, the corresponding structure described in the patent specificstionalide a
algorithm for performing the functio®WMS Gaming Inc. v. IHtGame Tech.184 F.3d 1339,
1349 (Fed. Cir. 1999 he corresponding structure is not a general purpose computer but rather
the special purpose computer programmed to perform the disclggeidhah. Aristocrat Techs.
Austl. Pty Ltd. v. In'Game Tech.521 F.3d 1328, 1333 (Fed. Cir. 2008).

D. Definiteness Under 35 U.S.C. 812, 12 (pre-AlA) / § 112(b) (AIA)*

Patent claims must particularly point out and distinctly claim the subject majteded as
the invention. 35 U.S.& 112 1 2. A claim, when viewed in light of the intrinsic evidence, must
“inform those skilled in the art about the scope of thertioe with reasonable certaintyNautilus
Inc. v. Biosig Instruments, In&G72 U.S. 88, 910(2014) If it does not, the claim fails 812, 12
and is therefore invalid as indefinite. at 901 Whether a claim is indefinite is determined from
the perspective of one of ordinary skill in the art atheftime theapplication for thegatentwas
filed. 1d. at911.As it is a challenge to the validity of a patent, the failure of any claim in suit to
comply with § 112, 1 2 must be shown by clear and convincing evid@A&E Corp. v. Johnson

Matthey Inc.875 F.3d 1360, 1365 (Fed. Cir. 2017)]ndefiniteness is a question of law and in

4 The Court refers to the pmA version of § 112 but understands that there is no sulstant
difference between definiteness under theAdde version and under the AIA version of the
Statute.
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effect part of claim constructionePlus, Inc. v. Lawson Software, In¢00 F.3d 509, 517 (Fed.
Cir. 2012).

When a term of degree is used in a claim, “the court must determine whether the paten
provides some standard for measuring that degBesig Instruments, Inc. v. Nautilus, In¢83
F.3d 1374, 1378 (Fed. Cir. 2015) (quotation marks omitted). Likewise, when a subjective term is
used in a claim, “the court must determine whether the patent’s speaificatpplies some
standard for measuring the scope of the [teriDhtamize, LLC v. Plumtree Software, |r¢17
F.3d 1342, 1351{Fed. Cir. 200k The standard “must provide objective boundaries for those of
skill in the art.”Interval Licensing LLC v. AOlnc., 766 F.3d 1364, 1371 (Fed. Cir. 2014).

In the context of a claim governed by 35 U.S.@Q18, 16, the claim is invalid as indefinite
if the claim fails to disclose adequate corresponding structure to performatimedlfunction.
Williamson 792 F.3d at 13552. The disclosure is inadequate when one of ordinary skill in the
art “would be unable to recognize the structure in the specification and asdsboaidth the
corresponding function in the claimd. at 1352.
[I. AGREED CONSTRUCTIONS

The partiehrave agreed to the following constructions set forth in theiendedloint Claim

Construction Chart (Dkt. No. 166) expressed at the hearing

Term® Agreed Construction
“radio towet base station transceiver subsystem and
e '284Patent Claira 1 and 12 as®ciated antenna(s)
“location”
e 284 Patent Claims 1 and 12 location that is not merely a position in a grid
e 320 Patent Claim 8 pattern

® For all term charts in this order, the claims in which the term is found are listed withirthe te
but: (1) only the highedevel claim in each dependency chain is listed, and (2) only asserted claims
identified in the partiesAmendedJoint Claim Construction ChaiDkt. No. 166 are listed.

12



Term?®

Agreed Construction

“indication of a location” / “indication of
location”

e ’'320 Patent Claims 1 and 4

e ’'024 Patent Claimg, 6, 11, 17

locaton that is not merely a position in a grid
pattern

“locate”

e ’'320 Patent Claim 1
e ’'024 Patent Claim 1

determine location that is not merely a
position in a grid pattern

“locating”

e 284 Patent Claim 1

e 320 Patent Claim 4

e 024 Patent Claims 6, 17

determinng location that is not merely a
position in a grid pattern

“corrective action”

e '284 Patent Claim 1
e 320 Patent Claims 1, 4
e ’'024 Patent Claims 1, 6, 11, 17

plain and ordinary meaning

“corrective adjustment”

e '284 Patent Claim 2
e ’'024 Patent Claim 8

plain and ordinary meaning

“correction for adjusting”
e ’284 Patent Claim 7

plain and ordinary meaning

“correcting radio frequency signals”
e 284 Patent Claim 12

plain and ordinary meaning

“corrects the radio frequency signals”
e 284 Patent Claim 12

plain and ordinary meaning

“status request”
e '284 Patent Claims 9, 12

request for location of a wireless device

“performance data”

'284 Patent Claims 1, 12

'320 Patent Claims 1, 4

'024 Patent Claims 1, 6, 11, 17

performance data that is not determined by
the wirelessommunications device

“faulty”
e ’'024 Patent Claim 11, 17

plain and ordinary meaning

Having reviewed the intrinsic and extrinsic evidence of record, the Court hetepis the

parties’ agreed constructions.
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V. CONSTRUCTION OF DISPUTED TERMS

A. “first computer, ” “computer,” “second computer,” and “a second computer”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction

“first computer”

e '284 Patent Claimg, 12
e '320 Patent Claim§, 4

plain and ordinary

: first single computer
meaning

“computer” plain and ordinary
e '024 Patent Claimg, 7-8, 11, 17| meaning

“second computer” / “a second
computer” plain and ordinary
e '284 Patent Claims, 9, 12 meaning

e ’'320 Patent Claim§, 4

single computer

second single computer

Because the parties’ arguments and proposed constructions with respect to these terms ar
related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits The patentee’s arguments during prosecution of the '284 Patent do not limit
“first computer” or “canputer” or “second computer” to a single computer. Rather, the patentee
distinguished the invention of the patent from the prior art by noting the first computer ofhie pat
“does not require extra hardware and software and antenna equipment” in tegsrdevice. The
distinguished pricart reference Anderssoh requires a computer in the wireless devitke
inventionof the '284 Patent does natquire a computer in the wireless debeeause itmonitors
performance from the base station, not tlubite device.”Even if “first computer” is limited to a
single computer through statements made during prosecution of the '284 Haselmitation
does notapply to thelaterfiled 320 Patent becausany disclaimerof claim scopevasrevoked

during prosecution of the '320 Pateior would a singlecomputer limitation be applied to
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“second computer” in any patent since the prosecution statements referred drdy ¢coftiputer.”
Dkt. No. 155at8-14.

In addition to the claims themselves, Plaintifésithe followingntrinsic evidenceto support
its position:’284 Patent File Wrapper September 28, 2012 Amendment and Re¢ptastff's
Ex. B, Dkt. No. 1553); '320 Patent File Wrapper November 9, 2015 Preliminary Amendment
(Plaintiff's Ex. A, Dkt. Na 155-2).

Defendants respondduring prosecution of the '284 Patent, the patentee distinguished the
invention of the patent from the prior art by noting thatinvention of the patent utilizes a single
computer to both locate the wireless device andreete its performance. Notably, the then
pending claims, which were the subject of the prosecution statements, werecagyastiing
whetherthe “first computer'was in the mobile devic#Vith respect to the '320 Patent, the vague
statements made duripgosecution of that patent are not sufficient to rescind the disclaimer made
in prosecuting the '284 Patent. Finally, the patentee’s prosecution statemade clear that
“computer” is used in the patents to refer to a single comphtes the “first conputer” and the
“second computer” are each a single compu&t. No. 163at6—7, 28.

In addition to the claims themselves, Defendanite the followingintrinsic evidence to
supporttheir position:’284 Patent File Wrapper September 28, 2012 Amendment and Response
Plaintiff's Ex. B, Dkt. No. 155-3).

Plaintiff replies The “first computer” at issue during prosecution of the '284 Patent expressly
performed functions other than locating the wireless device and referencingatsnypace. Thus,
any prosecution statement regarding a single computer performing the locatindeagiicneg
functions does nanean that the “first computer” is necessarily a single comphDier.No. 164

at2-3.
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Analysis

The issue in dispute is whether the “first computer,” “catap” and “second computer” of
the claims may each be a system of multiple computers. They may not. The terms each refer to a
single computer.

The “first computer” in question here is a single computer. This was made clear during
prosecution of the '284d®ent. The patent applicant clearly distinguished the location/performance
computer of the claims from location/performance systems of the prior art theh@imputer of
the claims was a single computer whereas the prior art included a second carRgputstance,
the applicant distinguished the claimed inventiorRggd) from a priorart reference
(“Anderssoly:

While Andersson requiresan operativeconnection with the wireless devic (
addition toa second computeequiring additional hardware and software) in order
to improve communicatiorReed requireonly a first computerto reference the

location and performance data for the wireless device, and then adjust radio tower
to improve communication.

'284 Patent File Wrapper September 28, 2012 Amendment and Responsd atdréphasis
added), Dkt. No. 158 at 17#18. Applicant repeated this singlersusmultiple-computer
distinction:

Reed’s invention for iis] functionality requires only “a first computet.
Anderssonn the other sidegannot provide a location for the phongiithout a
second computein the phone Anderssomequires that the mobile device contain
special equipment (first computer and second computer, and communication with
a mobile device) in order to improve communication . . . .

Reed offers_a single computecontaining location and performance information
about all wireless devices on the wireless communications netwitto(t the
need forspecial hardware in the phorsecond computersor a two way tuning
communication witlthe wireless device).
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Id. at 36-37 (emphasis added), Dkt. No. 13%t 3738. The “computer” and “first computer” are
single computer8 This does not preclude a “second computer” in the accused instrumentality, so
long as a single computer performs the recited functions of the “computer” or tingtuter.”

See, €.9.284 Patent Claims 9 and 12 (reciting a “second computer”).

The Court understands the patapplicant’s prosecutiechistory statements that the claimed
invention does not require a feature required by a-aribreference to mean that the priot
feature does not satisfy a particular limitation of a pending claim. During praseoitihe '284
Patent, the patent applicant ostensibly distinguished the prior art on the grounds ghetrtart
“requires”a limitation not “required” by the claimed invention. The context of thesenséatts is
that of a patent applicant responding to a pag@aminer’s office action stating that the prior art
discloses the limitations of the pending oiaiSeee.g, '284 Patent File Wrapper September 28,
2012 Amendment and Responsd@{noting the claims “were rejected under 35 U.S.C0§(a)
as being unpatentable over Andersson . .in view of . . .Steet), Dkt. No. 1553 at 11. In this
conext, the patent applicant was arguing that the particular claim limitation aisssat satisfied
by that feature required by the prior art. For example, the applicant arguéhtiessordoes
not satisfy the “first computer” limitation because it slget disclose a single computer that
provides the location/performance functions. RatAederssorrequires two computers (a first
and a second). This is not properly understood as an argument that the claimed computer is not a
limited as the prior afi.e., that it is broader than and therefore encompasses the prior art). Such

an understanding would ignore the context of the prosecution histbag the applicant was

6 Claim 17 of the 024 Patent recites both “the computer system” and “the com@eer..g.

'024 Patent coll31 at 1.16, 28. The Court understands that “computer” and “computer system”
are used synonymously in Claim 17 to refer to a single computer rather ty&tera sf multiple
computers.
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arguing that the prieart references did not teach specific limitations of the claifhe patent
applicant was arguing that the prior art did not disclose the limitations of the getaiims, not
that the limitations were broader than that disclosed by the prior art.

To be clear, the Court understands from the prosecution argumenttsetipatent applicant
used “computer” in a singulaenseThis is different than a disclaiméihe prosecution arguments
simply provide context for the applicant’s intended meaning of “computer” as a singuljputer
rather than a system of computers.

Based on the Court’s understanding that “computer” is used in the Asserted Patenta@ccordi
to its singular plain meaning, the Court holds that “second computer” is also asicgulputer
and the “first computer” of the 320 Patent is also a singular computer. The Court switiodag
need to address whether the blanket revocation of prior disclaimers was sufficestihd any
claim-limitation narrowing during prosecution of the '284 Patent.

Accordingly, the Court construdéise termsas follows:

e “first computer” means “first single computer”;
e “computer” means “single computer”;
e “second computer” means “second single computarti

e “asecond computer” means “a second single computer.”

B. “one of the radiefrequency transceives”
Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction

“one of the radio-frequency

transceives” plain and ordinary meaning indefinite
e '024 Patent Claini1
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The Parties’ Positions

Plaintiff submits:Defendants cannot prove by cleard€onvincing evilence that this term
lacks an antecedent basis or is otherwise indefiDite No. 155 at 24.

Defendants respondClaim 11 requires (1) a computer to receive an indication of faulty
communication between “a particular one of the rdokquency transceivs,” (2) a mobile device
to transmit an indication of performance of communication between “the partangaof the
multiple radiefrequency transceiversand a mobile deviceand (3) the computer to receive the
indication from “one of the multiple radibequency transceivers” that the communication
between “the particular one of the radio frequency transceivers” and the gmbdeis faulty. It
is not clear if the “one of the multiple radieequency transceivers” from which the computer
receives théndication is “the particular one of the multiple radiequency transceivers.” It could
be. But it also could be a different one of the multiple rdidiquency transceivers. Because there
is no way to determine which interpretation is correct, the claim is indefdkteNo. 163 at7—
9.

In addition to the claims themselves, Defendants cite the follostignsic evidenceto
support their positionTurnbull Decl! 19 107, 110 (Defendants’ Ex. C, Dkt. No. 163-4 at 27).

Plaintiff replies: The one of tB multiple radiefrequency transceivers from which the
computer receives the indication may be any of the multiple feglijpiency transceivers
including“the particular oe of the multiple radidrequency transceivers.” Dr. Turnbull’s opinion
on this tem is not reliable because he assumes that the olastspecify whether the transceiver
from which the computer receives the indication is “the particular one of the Ieutigic

frequency transceiversDkt. No. 164 at 7-8, 10.

’ Declaration of Dr. Don Turnbull, Ph.D.
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Plaintiff cites furtherextrinsic evidenceto support its positionTurnbull Decl. § 106

(Defendants’ Ex. C, Dkt. No. 163-4 at 26).

Analysis

The issue in dispute is whether the meaning of “one of the-femjaency transceivers” in

the claims is reasonably certain. In the contéxhe surrounding claim language, the meaning of

“one of the multiple radidrequency transceivers” is reasonably certain.

Claim 11 of the '024 Patent, reproduced here and annotated by the Court,"racitgde

radio-frequency transceivers for
communication with one or more wireleg
devices. A computer is configured to recei
an indication that one of the transceivéis
particular one of the radifsequency
transceivers™has faulty communicatiormhe
computer takes corrective action on t
trarsceiver (“the particular radifsequency
transceiver) to remedy the fault. The one
more wireless devices are configured
transmit an indication of performance of t}
communication with the transceive(‘the
particular one of the multiple radfoequency
transmitters”) The computer is programmed 1
“one of th

receive this indication from

multiple radiefrequency transceivers.The

11 A system including:

multiple radio-frequency transceiverand associated
multiple antennas to which the associated rad
frequency transceivers are coupled, wherein
multiple radiefrequency transceivers are configurd
for radiofrequency communication witlone or
more mobile wireless communications devicaad

a computer coupled to the multiple radiequency
transceivers that receives and stores an indicafio
a location of the one or more mobile wirele
communiations devices, wherein the comput
receives an__indication that indicates that
communication betweema particular one of the
radio-frequency transceiverand the one or morg
mobile wireless communications devices is faul
wherein the computer takes corrective actiorihen
particular radio-frequency transceiveto attempt to
remedy the fault, wherein the one or more mobh
wireless communications devices transndn

indication of performance of communication with

the particular one of the multiple radidrequency

transmitters and wherein the computer is furthg
programmed to receivethe indication of

performance from one of the multiple radio
frequency transceiversas the indication that the

communication betweethe particular one of the
radio-frequencytransceiversand the one or morg
mobile wireless communications devices is faul
wherein the computer further receives and sto
performance data of connections between the on
more mobile wireless communications devices g
the multiple radiefrequency transceivers along witli
the indication of location, wherein the comput
references the performance data to expec
performance data, and wherein the compL
determines at least one suggested corrective actig
conformity  with  differences between the

io
the
d

-
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performance data and expected performance data in

conjunction with the indication of location.
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meaning of this is reasonably certain: the computer may receive thatiodirom any of the
multiple radiefrequency transceivers, including “tparticular radiefrequency transceiver
Accordingly, the Court determines the Defendants have not proven that any claim mstedefi

for including “one of the radifrequency transceivers.”

C. “performance issué and “ performance”®
Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction

“performance issue” plain and ordinary | performance issue that is not
e '320 Patent Claims 2, 5 meaning determined by the wireless
e 024 Patent Claims 1, 6, 21 communicatios device
“performance” plain and ordinary | performance that is not
e '284 Patent Claim 1 meaning determined by the wireless
e 024 Patent Claims 11. 17 communications device

Because the parties’ arguments and proposed constructions with respect to themeterms
related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits:“Performance issue” and “performance” should not be construed the same
as “performance data” and are easily understandable without construction. Thbesedistinct
termsthat presumptively have different meaninged the statements made during prosecution of
the '284 Patent that narrow “performance data” to data that is not determitinexMayeless device

do not apply to “performance issue” and “perfonme.” Dkt. No. 155 at 16-17.

8 After briefing was comple, the parties reached agreement on the construction of “performance
data” and Defendants modified their proposals for “performance” and “performance Ssae.”
Dkt. No. 166 at 3; Dkt. No. 168 at 2, 3. Originally, Defendants proposed “metric regarding
performance of particular wireless communications device that is not determined by the wireless
communications device” for each of “performance data,” “performance issue,” and
“performance.”See, e.g Dkt. No. 165-3 at 3, 4, 8;
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Defendants respond@heterms“performance data,” “performance issue,” and “performance”
are used interchangeably in the Asserted Patents and therefore should be constanesl Alnel s
while the Court’s previous constructioh“performance data” itduawe? is correct with respect
to the source of the data (it is not determined by the wireless device), it failsitp \wlaat
“performance data’actually is In the computer field, the art of the Asserted Patents,
“performance” referso the “degree by which system of components accompdishitsdesignated
functions”, thus, “performance” in the Asserted Patents refers to the performance of a particular
wireless communications devidekt. No. 163 at 9-12.

In addition to the claims themselves, Defendants cite the following intrinsic arndsext
evidence to support their positidntrinsic evidence: '284 Patent figs.28&2, col.36 .22- col.76
[.2; '284 Patent File Wrapper September 28, 2012 Amendment and Response Plaintiff's Ex. B,
Dkt. No. 1553). Extrinsic evidence Dictionary of Computer Science, Engineering, and
Technology(2001) “performance” (Defendants’ Ex. E, Dkt. No. 163-6 at 5).

Plaintiff replies:Defendants’ proposed constructions improperly render claim language me
surplusage. Dkt. No. 164 at 4.

Analysis

Given the parties’ podiriefing agreement on the construction of “performance data” and
Defendants’ new proposals for the construction of “performance” and “performane¢’ isge
Court understands the issuedispute to be whether all “performance” referenced in the claims

must be determined by something other than the wireless communications device. Because

“performance” and “performance issue” are used in the claims differently than “performance

9Traxcell Techs., LLC.\Huawei Techs. USA, In®o. 2:17cv-00042RWS-RSP, 2019 U.S. Dist.
LEXIS 213Q at *28-30 (E.D. Tex. Jan. 4, 2019).
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data,” the Cart determines that “performance” and “performance issue” are not necessarily
determined by something other than the wireless communications device.

The Court will not read limitations into “performance issue” from “perforceagtatd These
terms areuseddifferently in the claims. For example, Claim 1 of the '024 Patent recites that a
computer “receives and stores performance data” and “references the performance data to expected
performance data” to determine a corrective action using the “differeneesenethe performance
data and the expected performance data.” '024 Patent col12&0. The claim also recites that
the computer “further receives an error code” and “determines whether the error coaesdi
performance issueld. at col.128 I24-29. “Performance data” and “performamnssué are thus
two distinct concepts in the claim, one (the data) is received by the corapdtesed to determine
a corrective actiorthe other (the issue)determinedrom an error code received by the cartgs.
In Huaweij the Court construed “performance data” in light of prosecttistory statements
explaining the performance data of the invention was not determined @viretess
communications device. 2019 U.S. Dist. LEXIS 2130, at *28c80the recordefore the Court,
there is no reason to limit “performance issue” as Defendants sulyoeasibly, the argument to
attach the prosecutidmstory-derived limitation to “performance issue” is that “performance
issue” is the same as “performance data.” Givext the two terms are not the same, the Court
declinesto attach the fot determined by the wireless communications déviogtation to
“performance issue.”

Likewise, the Court will not read limitations into “performance” from fpenance data
Thes terms are used differently in the claims. For example, Claim 11 of the '024 Ratibes
that a computer “receiveie indication of performance” and “further receives performance data.”

'024 Patent col.130 Il.224, 28-30. The “indication of performae” indicates faulty
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communications between a particular transceiver and one or more wireless devatesl.130
1.24-28, andhe “performance data” is used to determine a corrective aidicat col.130 11.32—
38. “Performance data” and “performance” are thus two distinct concepts in the Ag@im, on
the record before the Court, there is no reason to limit “performance” as Defendgast su
Accordingly,the Courtrejects Defendantproposals to read “that is not determined by the

wireless communications device” into “performance” and “performance issukfurther holds
that the terms have their plain and ordinary meaning without the need for furthencioomst

D. “in order to restrict processing of radio frequency signals from at least onef

said at least two wireless devices . . . in order to improve communication with
at least one said wireless devite

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“in order to restrict not indefinite indefinite

processing of radio frequengy
signals from at least one of
said at least two wireless
devices . . . in order to
improve communication with
at least one said wireless
device”

e '284 Patent Claim

The Parties’ Positions

Plaintiff submits:The “at least one said valess devicethat has communications improved
via the corrective action of Claim 1 of the '284 Patent refers to the *sttlea wireless devices”
recited immediately after the “comprising” transitional phr&3d. No. 155 at 2528.

In addition to the laims themselves, Plaintiff cites the followimgtrinsic and extrinsic

evidenceto support its positionintrinsic evidence '284 Patent figs.3&\, 38-B, col.46 1.61—
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col.47 1.8, col.54 11.812, col.54 .21~ col.55 1.34, col.59 1.3#43, col.60 11.36-31, col.62 1.66-
65, col.72 I1.32—45Extrinsic evidence Dictionary.con‘each.”°

Defendants respon@laintiff should be bound by the Court’s previous decisioduawet!
that the meaning of this term is not reasonably certain. Further, Plaintiff éiteely to address
the relationship between the restricted wireless device and any other of the wieless i the
claim. Ultimately, it is not clear what the relationship is among the at least two wireleésssjev
the at least one restricted wireless device, and the “at least one said wireless devied fiarget
improved communications. This lack of reasonable certainty in claim scopehisrfavinced by
Plaintiff's filing of a Request for Certificate of Correction with the U.S. PatedtTerademdt
Office in an attempt to address the CmuHuaweidecision. Dkt. No. 163 at 12—-14.

In addition to the claims themselves, Defendants cite the following intrinsic ardsext
evidence to support their positidntrinsic evidence: '284 Patent col.54 B-12; '284 Patent File
Wrapper January 14, 20Bequest for Certificate of Correction (Defendants’ Ex. G, Dkt. No.
163-8), March 8, 2019 Replacement Request for Certificate of Correction (DefendanisCikt.
No. 16311).Extrinsic evidence Turnbull Decl. 1 3738, 41 (Defendants’ Ex. C, Dkt. No. 183
at 13-14).

Plaintiff replies:Plaintiff is not bound by the Court’'s decisionhluawei And Defendants

have not proven that the meaning of the claim is not reasonably certain. Dkt. No. 164 at 8-10.

10 https://www.dictionary.com/browse/each
112019 U.S. Dist. LEXIS 2130, at *43-45.
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Analysis

The issue in dispute is whether the meaningionfdrder to restrict processing of radio

frequency signals from at least one of said at least two wireless devices . . . ito ana@ove

communication with at least one said wireless dévitéhe ciims is reasonably certain. It is not.

The Court rejects Defendantargument that the claim is indefinite because it doesn’t

specifically identify which of “at least on
of said at least two wireless devices” f
which processing of radio frequend
signak is restricted. Such specificity is n
required to understand Claim 1 of the 2§
Patent. There are multiple wireless devic
andthe radiefrequency processing for g
least one of them is restricted.

The Court agrees with Defendant
however, that iis not reasonably certai
which wireless devices experience t
communication improvement stemmin

from the restriction. Claim 1 of the 281

Patent, reproducekdereand annotated by
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1. A wireless network comprising:

a) at least two wireless devigeeach said wirelesg
device communicating via radio frequency signals;

b) a first compugr programmed to perform the steps ¢

1) locatingat least one said wireless devioa said
wireless network and referencing performancsaid
at least one wireless deviagith wireless network
known parameters,

2) routinely storing performance datanda a
corresponding location faraid at least one wireless
devicein a memory;

=

c) a radio tower adapted to receive radio frequency

signals from, and transmit radio frequency signals
said at least one wireless deviogherein said first
computer furtheincludes means for receiving sai
performance data and suggest corrective acti
obtained from a list of possible causes for said ra
tower based upon the performance data and
corresponding location associated with said at l¢
one wireless devige

d) wherein said radio tower generates an error ¢
based upon operation shid at least one wireless
device and

e) wherein said first computer is further programmed

1) receive said error code from said radio tower, and

2) selectively suggest corrective action of said radid
frequency signals of said radio tower in order
restrict processing of radio frequency sigrfedsn at
least one of said at least two wireless devibased
upon said error code, anghereby said first compute
suggestssaid corrective action in order to improv
communication wittat least one said wireless devicg
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“said wireless device,

at least one said wireless device,

said at least one wireless dadce,”

“at least one of said at least two wireless devices.” Is the target of the commuanicgrovement

one of the restricted devices? Is it any of the devices? Is it one of the unrestigtas e hus,
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the Court agrees with Defendants that the meaning of the term, and Claim 1 of the &84i$at
not reasonably certain.

The Court is not persuaded by Plaintiff's argument ithiat reasonably certain the “at least
one said wireless device” in the last clause of Claifim Xed)refers to one of the “at least two
wireless devices” immediately following the “comprising” transitional ph(asblue) Indeed, it
appears fronits Request for Certificate of Correction that Plaintiff is teikia different position
before the U.S. Patent and Trademark Office (“PTQ”). Specifically, it seeksatige “at least
one said wireless device” to “said at least one wireless device,” which along with ére oth
requested changes, suggests Plaintiff's RbSition is that “at least one said wireless device”
refers to the “at least one said wireless device” that is located on the wirelesskr{gtwgoeen)
See'284 Patent File Wrapper March 8, 2019 Replacement Request for Certificabere€tion,
Dkt. No. 16311 at 3.At the hearing, Plaintiff pivoted to this position. But the Court is still not
convinced. Subsequent references to the “at least one said wireless device” etk are
statel as'said at least one wireless device.” There is a substantial difference between fesasd at
one wireless device” throughout the claims and the final recitation of “at leastidneirsdess
device.” It is not reasonably certain that they refer to the same thing.

Accordingly, the Court holds the Defendants have proven that Claim 1 of the '284 Patent is

indefinite.
E. “referencing performance” “ referencing the performance data’ and
“references the performance data
Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“referencingperformance” “referring to performance” | o
, . indefinite

e 284 Patent Claim 1
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Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“referencing the performancq “referring to the performance
data” data” _ o
« 320 Patent Clain Indefinite
e 024 Patent Claim§, 17
“references the performance
data” ‘referring to the performance . c ..
e '320 Patent Claini data”
e '024 Patent Claimg, 11

Because the parties’ arguments and proposed constructions with respect to these terms ar
related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits:For the reasons set forth by the CourtHoawej'? these terms are not
indefinite. Dkt. No. 155 at 29.

Defendants respontReferencing” is not a term of art and is used in disparate ways in the
Asserted Patents, thus it is not reasonably certain what conagtitars constitute “referencing”
or “references.” For example, does referencing data require looking up data, idgntiata,
requesting and receiving data, checking the existence of the data, or somethihédred the
Court’s previous construction tfeferencing performance” as “referring to performance” fails to
resolve this ambiguityFurther, interpreting “referencing” as “referring to” fails altogether in
certain usages. For example, Claim 4 of the '320 Patent recites “referencing thexpectniata
to expected performance dat®Kt. No. 163 at 14-16.

In addition to the claims themselves, Defendants cite the following intrinsic andsext

evidence to support their positioimtrinsic evidence '284 Patenicol.30 1.26, col.30 11.4448,

12y.S. Dist. LEXIS 2130, at *4@41 (construing “referencing performance” from Claim 1 of the
'284 Patent).
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col.34 11.53-54,co0l.36 11.24-27, col.36 1.2932, col.36 11.3640, '320 Patent col.37 11.3432
Extrinsic evidence Turnbull Decl. {1 4652, 8796, 111120 (Defendants’ Ex. C, Dkt. No. 168
at 15-16, 23-25, 27-29).

Plaintiff replies: Defendants have not shown that the Court should deviate from its
construction irHuawei Dkt. No. 164 at 10-11.

Analysis

Theissue in disputes whether the meaning of “references” and “referencing” have reasonably
certain meanings in theatims They do.

To begin, the Courih Huaweiconstrued “referencing performance” in Claim 1 of the '284
Patentas “referring to performanceU.S. Dist. LEXIS 2130, at *4&1.As set forth below,he
Court here adopts a narrower construction than it didluaweito better reflect the context
provided by the surrounding claim language and the description of the invention.

The meaning of the referesierms is clear when taken in the context of the surrounding claim
language and the technical disclosure of the Asserted Patents. For exampRgt&f0Claim 1
provides:

wherein the first computer references the performance data to expected
performance data, and wherein the first computer determines at least one suggested

corrective action in conformity with differences between the performanaeaddt
expected performance data in conjunction with the indication of location

'320 Patent col.129 II.122. This suggests that the performance data is compared with reference
data(the expected performance data) and differences betweewdhsetsof dat areused to
determine a correcte action. Thus, “references” here refers to comparing the performance data
with the expected performance data (the referdatg The Asserted Patents’ technical disclosure
supports this understanding of “references.” For example, item 2130 in the flowchaguref ZL

(reproduced and annotated below) is labeled “COMPUTED VALUE #1 IS REFEEBNKO
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VALUATION OF LOCATION METHODS FIG. 21

2100 FIG. 21 demonstrates the Compare (validation method in
A VALUE COMPUTED #1 ‘ FIG. 20 (2020, 2040) method when validating location. First,
l the computed value 2100 is passed to the algorithm. It looks
2110 [ at whether all the towers in the range of the wireless device 2s
e ot T PSS e 104 are communicating with the wireless device 104 (and
| POWER their RSSI) 2110. Then are test zane is established 2120 that
I 1s a large but definitive area based on the towers communi-
2120 [ —_— cating with the wireless device 104 is computed. The com-
“~__|  LocATION DETERMINED wiTH LARGE BUT \‘ puted (original location) 1s compared to the test zone 2130, I so0
| EFWITEAREA [TESTLOGATION ll the computed value resides within this zone then the location
l is checked as valid 2160. If it is not, the next method for
M T ) mﬁ‘;\ location 2150 as shown in FIG. 20 is requested.
— LOCATION | In FIG. 21 the error check method of the FIG. 20 is shown.
2140 /f\ After the value is computed for location, it is checked. All 35
YN towers first report RSSI of the wireless device 104. Location
arre— NO /elmm VA._U}\\ zone is‘f then Idel_ermilned in a rough sized_are?. If the measure-
! METHOD J‘—""‘—"\’“ ‘:’&'ﬂ:gﬁs‘ i ment talls within this area then the location is accurate. If not
50— ' d a signal to use the next method is returmed. Altematively,

wireless devices 104 comprising location equipment such as, 40
for example, GPS, may also be considered as a source for
location information, and evaluated on the accuracy of the

VALID LOCATON | location method utilized at the wireless device 104,

TEST LOCATION.” The textual description of the Figure 21 (reproduced and annotated below)
provides as follows for process3X “The computed (original location) is compared to the test
zone.” '284 Patent col.27 1.22312 Thus, the computed value is “referenced” to a test location
in that it is compared to the test location that serves as a reference.
The other “referene® and “referencing” terms are found in a substantially identical context.

The ’320 Patent provides:

referencing the performance data to expected performance data; determining at

least one suggested corrective action in conformity with differences between the

performance data and expected performance data in conjunction with the indication
of location.

'320 Patent col.130 11.19—-24 (Claim 4). The ‘024 Patent provides:

whereinthe computer references the performance data to expected performance
data, wherein theomputer determines at least one suggested corrective action in

13 Given relationship amongst the Asserted Patents, a substantially identitsudisds found in
the '320 and '024 Patents. '320 Patent collZ®+62; '024 Patent col.28 1.55 — col.29 |.11.
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conformity with differences between the performance data and expected
performance data in conjunction with the indication of location,

'024 Patent col28 1.20-24(Claim 1),

referencing theperformance data to expected performance data; determining at
least one suggested corrective action in conformity with differences between the
performance data and expected performance data in conjunction with the indication
of location,

id. at col.129 11.18-23 (Claim 6),

whereinthe computer references the performance data to expected performance
data, and wherein the computer determines at least one suggested corrective action
in conformity with differences between the performance data and expected
performance data in conjunction with the indication of location,

id. at col.130 11.32-38 (Claim 11),

the computer referencing the performance data to expected performance data; and
the computer determining at least one suggested corrective action in conformi
with differences between thgerformance data and expected performance data in
conjunction with the indication of location,

id. at col131 .31 — col.32 |.ZClaim 17) And the '284 Patent provides:

referencing performance of said at least one wireless device with wirelessknetwor
known parameters,

'284 Patent col.126 11.24—-26 (Claim 1).

Accordingly,the Courtholds that Defendants hawet proven any claim indefinite based on

the referencing terms armmbnstrues the referencing terms, with surroundiagm language for

context,as follows:

o “referencing performance of said at least one wireless device with wireless
network known parametérmeans “comparing performance of said at least one
wireless device with wireless network known paramé&ters

e ‘“referencing the performance data to expected performance data” means

“comparing the performance data to expected performance dath”;
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e ‘“references the performance data to expected performance data” means
“compares the performance data to expected performancé data

F. “means for. . .suggest corrective actiog” and “means for. . .correcting
radio frequency signals”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“means for receiving said | Thisis a §112, 1 6 term. This is a §112, 1 6 term.
performance data and suggest
correctiveactions obtained | Structure: The algorithm Structure: not adequately

from a list of possible causes disclosed in Fig. 38-A; Fig. 38-disclosed
for said radio tower based | B; and, Fig. 38-C and

upon the performance data described at col. 54, line 21
and the corresponding through col. 55, line 41.
location associated with saig
at least one wireless device

e '284 Patent Claim

“means for receiving said | Thisis a §112, 1 6 term. This is a §112, 1 6 term.
performance data and

corresponding locations from Structure: The algorithm Structure: not adequately
sad radio tower and disclosed in Fig. 38-A; Fig. | disclosed

correcting radio frequency | 38-B; and, Fig. 3& and
signals of said radio tower” | described at col. 54, line 21

e 284 Patent Clain.2 through col. 55, line 41.

Because the parties’ arguments and proposed constructions with respect to these terms ar
related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submitsits consructions comport with the agreed construction enteréthiaveil*
Further, the structure disclosed at figuresB38nd 38C along with the text at column 55 lines 22

through 41 is linked to the recited functiodRkt. No. 155 at 18-19.

142019 U.S. Dist. LEXIS 2130 at *14-16.

15 plaintiff addresses Defendants’ positions set forth in the parties’ Joimh Clanstruction and
Prehearing Statement, Dkt. No. 148 (Feb. 4, 2019) instead of shimpaet forth in the parties’
Amended Joint Claim Construction and Prehearing Statement, Dkt. No. 153 (Feb. 11, 2019).
Originally, Defendants proposed: “The algorithm disclosed in FigA 38d described at col. 54,
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Defendants respondhe '284 Patent fails to provide structure for performing the recited
function. Specifically, there is no disclosure of structure for “detengimihat tuning to apply
given a particular error and device locatfohhe structure identified by Plaintifbésnot describe
using location to determine the correction to be applied. Given that location-deperdectian
is core to the invention, as explained during prosecution of the '284 Patent, and the requirement
for such in the claims, the failure to digse structure for providing a locatitwased correction is
fatal. Dkt. No. 163 at 16—20.

In addition to the claims themselves, Defendants cite the following intrinsic ardsext
evidence to support their positidntrinsic evidence '284 Patent fig88-A, 38-B, 38C, col.54
[.21 —col.55 1.5, col.55 11.3436; '284 Patent File Wrapper December 29, 2009 Amendments
(Defendants’ Ex. H, Dkt. No. 163), September 28, 2012 Amendment and Response Plaintiff's
Ex. B, Dkt. No. 1583). Extrinsic evidence Turnbdl Decl. §{ 5361, 7280 (Defendants’ Ex. C,

Dkt. No. 163-4 at 16-18, 20-22).

Plaintiff replies: Defendants identified structure for these terms in the parties’Claim
Construction and Prehearing Statement (Dkt. No-248nd thereby admitted theistence of
structure and waived their indefiniteness argumé&ntther, consideration of Dr. Turnbull’'s
opinion would be improper since the claim language is not ambiguous in light of the intrinsic
evidence. Dkt. No. 164 at 4-5.

Analysis

The issue in dispute appears to be whether the '284 Patent distéfsgent structure for

performing locatiorbased correctionsf the claims Plaintiff's identified structure is not tied to

line 21 through col. 55, line 2Dkt. No. 1482 at 2223. In the amended statement, Defendants
proposed: The structure is not adequately disclos&kt. No. 1532 at 18-19.
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providing a correction based on locatiemd thus is inadequate to support ansplus-function
term reciting the function of suggesting corrective astlmased upon the location. That said, the
Court finds this function only in Claim 1 of the '284 Patent, not in Claim 12 of the '284 Patent.
To begin, Plaintiff suggested at the hearing that the '284 Patent pgevidegh information
to enable one of ordinary skill in the art to derive an algorithm to provide a coeractien based
upon location data. This, however, is not the standard to satisfy the disclosuremeqtiof 35
U.S.C.8 112, 1 6The Federal Circuit has clearly addressed this very issue:
The fact that an ordinarily skilled artisan might be able to design a program to
[implement the recited function] goes to enablement. The question before us is
whether the spefication contains a sufficiently precise description of the

“corresponding structure” to satisfy section 112, paragraph 6, not whether a person
of skill in the art could devise some means to carry out the recited function.

Blackboard, Inc. v. Desire2Learimc., 574 F.3d 1371, 13885 (Fed. Cir. 2009). That is, “[a]
patentee cannot avoid providing specificity as to structure simply because sarheodmary
skill in the art would be able to devise a means to perform the claimed fundtoat’ 1385.
Disclosure of the function alone, or, equivalently, the outcome of the function, does not satisfy the
statuteld.; see alspAristocrat Techs. Austl. PTY Ltd. v. Int'l Game Teé21 F.3d 1328, 1334
(Fed. Cir. 2008) (holding that an “equation [that] dessiAn outcome, not a means for achieving
that outcome . . . does not disclose the structure of the claimed device, but is only anptifer wa
describing the claimed function.”).

The Court finds a locatiohasedcorrection in Claim 1 but not in Claid®. Claim lrecites:

means forreceiving said performance data augjgest corrective actiorabtained

from a list of possible causes for said radio tolased uporthe performance data
andthe corresponding location associated with said at least one wireless device

'284 Patent col.126 11.33-37 (emphasis add€thim 12recites:

means for receiving said performance data and corresponding locations flom sai
radio tower and correcting radio frequency signals of said radio tower, and,
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whereby said first comper corrects the radio frequency signals of the radio tower
in order to improve communication with said wireless devices.”

Id. at col. 126 1.3%£37.Claim 1 expresses that the corrective actions are based on location. Claim
12 does notThis suggests thdhe limitation expressed in Claim 1 should not be imported into
Claim 12.SeeSRI Int'l v. Matsushita Elec. Corpz75 F.2d 1107, 1122 (Fed. Cir. 1988h banc)

(“It is settled law that when a patent claim does not contain a certain limitationathdrariaim

does, that limitation cannot be read into the former claim in determining eigtdity or
infringement’).

The remarks made during prosecution of the '284 Patenmhot rise to a disclaimer of
corrective actions that are not based on locati@h would work to import a locatiorbased
correction function into Claim 12The argument in the Dec. 29, 2009 Amendments provided
alternative grounds of distinction: the prior art “is silent on using the positiormation or the
radio frequency signatharacteristics of a wireless device to adjust the radio frequency signal
characteristic of the radio tower.” This argument was made in the contextoopending
independent claimsthe first reciting “means for receiving said radio frequency signal
charateristic data and adjusting radio frequency signal characteristics of said radib#sed
upon the locatiori of a wireless device, theecondreciting “means for receiving said radio
frequency signal characteristitata from said radio tower and adjogt said radio frequency
signals of said radio towerOnereasonable interpretation of thatentee’sargument is: (1) the
first pending independent claim was distinct from the prior art because thanpneas silent on
using position information, as expressly recited in the claim, and (2) the second pending
independent claim was distinct from the prior art not because of use of locaapmwhdeh was
not recited in the claim, but because of use of the frequency signal charactemisticich the

prior art was also silenDkt. No. 1639 at 16-11 (emphasis added)hus, the prosecution
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statementslo not constitute clear and unmistakable disclaiofi@orrectve actionsnot based on
location.See3M Innovative Props. Co. v. Tredegar Corp25 F.3d 1315, 1326 (Fed. Cir. 2013)
(“Where an applicant’s statements are amenable to multiple reasonable intermefagip cannot
be deemed clear and unmistakab)le.”

Likewise, the remarks madetime September 28, 2012 Amendment and Response do not rise
to thedisclaimer Defendants advocate. While the patethteedistinguished the prior art in part
based on the lack of location datahe prior artit did not make any statementsttvould clearly
and unmistakably indicate th#te patenteavas disclaimingfrom the scope of Claim 1all
corrective actions not based on location. Specifically, the patentee noted thariptames not
present a method for geographic location within the wireless system.” Notablynthiegoelaim
expressly recitg a “first canputer programmed to: 1) routinely identify performance data and
corresponding location” antimeans for receiving said performance data and corresponding
location.” Dkt. No. 1553 at 56.0ne reasonable interpretation of this prosecution argument was
that he prior art at issuevas different from the claimed invention, not because of any loeation
based corrective action implicit in tpendingclaim and lacking in the prior art, but rather because
the prior artdid notprovidelocationas was expressed inetipending claim. Simply, there is no
clear and unmistakable prosecutiwstory disclaimer that justifies reading a locatlmased
corrective action into Claim 12.

With respect to the locatidbased corrective actions of Claim 1, the structure identifijed
Plaintiff is not clearly linked or associated with the Claim 1 function of “ssigg@rective actions
. . .based upon . .the corresponding location associated with said at least one wireless device.”
Notably, Plaintiff has not explained how theustiure it identifies is linked to providing location

based corrective actions. At best, Plaintiff has provided speculation as to latariatata might
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be able indicate an error or suggest a corrective action. But nowHdeeritiff's citeddisclosure
does the Court perceive a description of using location data in thattwagy be true that the
disclosure provides enough information for one of ordinary skill in the art to devisgoaithan
or program to use location data to provide corrective actionthduig not the 8112, 16 standard.
Accordingly, Defendants have proven that Claim 1 of th84'2Patent is indefinite and
construes Claim 12’s “means for receiving”.term as follows
e “means for receiving said performance data and correspadidaigpns from

said radio tower and correcting radio frequency signals of said radid’tower

means:

o function: receiving said performance data and corresponding locations
from said radio tower and correcting radio frequency signals of said radio
tower

0 structure: the algorithm disclosed at '284 Patent, at figs. 38-A, 38-B,
38-C, col.54 1.21 — col.55 1.41

G. '284 Patent Claim 12

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“A machine and process for| not indefinite indefinite
tuning a wireless network,
comprising: . . ."
e 284 Patent Claim 12

The Parties’ Positions

Plaintiff submits: Claim 12 is not indefinite for the reasons set forth by the Ddduawei®

Dkt. No. 155 at 31.

162019 U.S. Dist. LEXIS 2130 at *45-52,
37



Defendants respon@laim 12 is an apparatus ttathat requires method steps, and therefore
is indefinite for mixing apparatus and method limitatidrtss is apparent from limitations recited
in the body of the claims, e.g., “a second computer generating a status requedso lajpparent
from thepreamble, which recites a “machineadgmocess for tuning.” The preamble should not be
regardedas nonlimiting, as the Court did irluawej since the preamble was amended during
prosecution to overcome prior art. Specifically, the preamble was amended ffaireless
network tuning system” to a “machine and process for tuning a wireless net@&tkNo. 163
at20-21.

In addition to the claims themselves, Defendants cite the following intrinsic ardsgxt
evidence to support their positiomtrinsic evidence: '284 Patent File Wrapper December 29,
2009 Amendments (Defendants’ Ex. H, Dkt. No. -B3December 19, 2011 Amendment and
Response (Defendants’ Ex. F, Dkt. No. 483 Extrinsic evidence Turnbull Decl. | 64
(Defendants’ Ex. C, Dkt. No. 163-4 at 18-19).

Plaintiff replies:Defendants present the same arguments that the Court rejeétadvirei
Dkt. No. 164 at 11.

Analysis

The issue in dispute is whether Claim 12 of the '284 Patent is indefinite as impbhperted
to both an apparatus andragessilt is not.In light of Federal Circuit precedent, Claim 12, though
inartfully drafted, is directed solely to a machine.

The preamble’s reference to a “machine and process” is concerning, but notglimit
“Generally, the preamble does not limit the&ims.” Allen Engg Corp. v. Bartell Indus299 F.3d
1336, 1346 (Fed. Cir. 2002Yynder Federal Circuit precedent “a preamble is not limitihgrer a

patentee defines a structurally complete invention in the claim body and usesthblperenly to
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staé a purpose or intended use for ff 15 A machine and process for tuning a wirele

network, comprising:

invention” Acceleration Bay, LLC v a) at least two wireless devigesach said wireless

devicecommunicatingvia radio frejuency signals;

Activision Blizzard, Inc.908 F.3d 765, 77q  P)a first computerprogrammed to:

1) routinely identify performance data and

) . corresponding location for each of said at least tyvo

(Fed. Cir. 2018) (quotation marks ang wireless devices:

2) routinely store said performance data and said

citations omitted). As set forth in more detz corresponding location for each fid at least two
wireless devices in a memory;

c) a radio tower adapted to receive said radi
frequency signals from and transmit radio frequenicy
signals to said at least two said wireless devices;

structuraly-complete invention that is § d) further includinga second computegeneratinga
staus request;

e) whereina_userof one of said at least two wireles
devicesis able to set a no access flagthin the

) . memory of said first computer; and

antecedent basis for any terms in the body ) wherein saidirst computeris programmed to deny

the status request from said second compugsidf
the claim. The preamble is not essential no access flag is set; _

wherein saidfirst computer further includes means
for receiving said performance data a
corresponding locations from said radio tower apd
correcting radio frequency signals of said radio

which are all directed to machimstructure. tower, and, whereby safidlst compuer correctsthe

radio frequency signals of the radio tower in order
to improve communication with said wireles
devices.

below, the body of Claim 12 sets forth

U7

machine. The preamble does not provi

understanding the claim’s limitations

Andwhile thepreamble waamended during

prosecution of the '284 Patettte distinction
over the prior art was based stnucturalimitations appearing in the body of the clai@B4 Patent
File WrapperDecember 29, 2009 Amendments at 6,121 (Dkt. No. 1639 at 7,10-11),
December 19, 2011 Amendment and Response at-161®kt. No. 1637 at 8, 1617). The
preamble thus lacks the hallmarks of a limiting preamble under Federalt @irecedentSee
Catalina Mktg. Intl v. Coolsavings.com, Inc289 F.3d 801, 86&9(Fed. Cir. 2002)Ultimately,
the preamble’s recitation of a “machine and process” is not dispositive.

Claim 12, reproduced here and annotated by the Court, recites only machinéohsnitat
Specifically, the claim recites: (1) at least two wirelessadsy (2) a first computer, (3) a radio

tower, and (4) a second computer. The claim also recites functional languagecnefetae
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machine elements, such as “communicating,” “generating,” and “corrects.” The cldharf
recites that a “a user .is able to set a no access flag.” Under Federal Circuit precedent, the claim
body recites machine elements using functional language to denote structure othime nadlcer

than actual operation of the machine.

Active functional language is properly used in apparatus claims to denote causdkittiey
apparatus. As the Federal Circuit explainedviastermine Software, Inc. v. Microsoft Cqrp.
functional language may properly be used to denote structure of machieasietiactivejverbs
represent permidsle functional language used to describe capabilities ¢fithehine elements].”
874 F.3d 1307131546 (Fed. Cir. 2017)The claim at issue iMastermineincludes “a reporting
module” that presentsa set of useselectable database fieldsteteivedrom the user a selection
of one or more useselectable database fields,” argeheratesa database queryld. at 1315
(emphasis in original). The Federal Circuit explained that while the clegited active verbs
presents, receives, generatdbese merdy claim that the system possesses the recited structure
which is capable of performing the recited functidrid. at 1316 (quotation and modifican
marks omitted). According tMastermine Federal Circuit precedent has consistently approved
using functional language to denote machine structure by denoting capability Mdexaf such
approval MasterminecitesMicroprocessor Enhancement Corp. v. Tex. Instruments3860.F.3d
1367 (Fed. Cir. 2008HTC Corp. v. IPCom GmbH & Co., K&67 F.3d 1270 (Fed. Cir. 2012)
andUItimatePointer, L.L.C. v. Nintendo C&16 F.3d 816 (Fed. Cir. 2016)astermine874 F.3d
at 1313-16. In Microprocessor Enhancementlaim recitation of a “logic pipeline stage. .
performing a boolean algebraic evaluation . and producing an enablenrite” was deemed
“clearly limited to a pipeline processor possessing the recited structurepaideof performing

the recited functions, and is thus not indefinite ud@ Holdings” Mastermine 874 F.3dat

40



1315 (emphasis in inal, quotation marks omitted). HiTC Corp, claim recitation of a “mobile
station for use with a network . that achieves a handover Isyoring link data . . ., holding in
reserve for the link resources., maintaining a storage of the link da. . ., causingthe resources
.. .to remain held in reserve ., deletingthe link data .. , andfreeing up the resources” was
deemed torherely establisithose functions as the underlying network environment in which the
mobile station operatésMastermine874 F.3dat 1314-15 (emphasis in original, quotation marks
and modificatons omitted). InUltimate Pointer claim recitation of “an image sensor. .
generating data” was deemed tbe ‘“clear that the generating datalimitation reflects tle
capability of that structure rather than the activities of the user, and do not agflattempt to
claim both an apparatus and a method, but instead claim an apparatus with peataidities.
Mastermine 874 F.3d at 1315 (emphasis in original, quotation marks omitted).

The Court understands the functional language in Claim 12 of the '284 Patent, including

“communicating,” “generating,” and “corrects,” is used as is the functional language in
Microprocessor EnhancementiTC Corp, Ultimate Poiner, and Mastermine the language
denotes the structure of the machine, not actual use of the machine. And retitiaruser . .

is able to set a no access flag” is facially directed to machine capability rather thzetaetually
setting a no access flag using the machine. Simply, the functional language in Claim @8tdoes
indicate that the claim is directedlioth an apparatus and a methBdther, Claim 12 is directed

to an apparatus with particular capabilitid$hose capabilities, defined by functional language,
denote structure.

Accordingly, the Court holds Defendants hatproven that Claim 12 of the '284 Patent is

indefinite.
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H. “error code”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“error codé code generated that code indicating network fault
e '284 Patent Claim. indicates irregular network
e ’320 Patent Claimg, 5 problems
e 024 Patent Claimg, 6, 21

The Parties’ Positions

Plaintiff submits*Error code”is not defined in the Asserted Patetastindicate a fault. Rather,
it is expressly used in the claims to indicate a “performance.id3ke No. 155 at 19-20.

Defendants respondError” and “fault” are used interchangeably in the Asserted Patents
refer to network faultsAnd a “performancéssue” is an error that is “service affecting,” which is
a network faultThereforethe “error code’df the claims is a codedicaing a network fault Dkt.
No. 163 at 21-23.

In addition to the claims themselves, Defendants cite the followmimigpsic evidenceto
support their position284 Patentfigs.38A — 38-C, col.36 11.3643, col.37 11.58, col.37 1.26-
21, col.38 .57 — col.39 1.4, col.39 11.22-25, col.62 1.60-61, col.71 IB33—

Plaintiff replies:The disclosures cited by Defendants’ rekdeviceaffecting errors to faults,
they do not equate “error code” with a code that indicates a networkD&uliNo. 164 at 5.

Plaintiff cites furtherintrinsic evidence to support its position: '284 Patent col.37 433
col.38 1.65- col.39 1.2, col.62 11.6661, col.67 11.28-34,col.71 1.33-34, col.71 11.5457, col.72
[1.38-42, col.74 11.29-32.

Analysis

The issue in dispute is whether the “error code” of the claims necessarily is a codeitigdicat

a network fault.” It is not.
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Because the Court domet understand “performance issue” or “error” to be coextensive with
“network fault” it rejects Defendants’ proposed constructidre “error code” is described in the
Asserted Patents as something that is decoded and interpreted to determine, eegroiif“en
service affecting.” '284 Patent col.38 1.65c0l.39 |.12; see alspid. at col.71 .5357 (noting
“error codes . .that indicate irregular network problems”). From thiee Court understands two
things. First, not all network errors are fgee affecting~—otherwisethere would be no need to
determine if an error is service affectirf@gcond, an error code may indicate errors that are not
service affectig. To the extent “network fault” is coextensive witlserviceaffecting error, as
Deferdants positthe error codeloes not necessarily indicate a “network faufvitther, “error
code” is expressly recited in the claims to indicate a “performance issue.” The patentedescr
proactively optimizing the network to “reduce faults from occgyrmthe first place.id. at col.71
[1.33-37. This proactive optimization is based on protocols that “are specifically desmned t
addresghe fourissues.”ld. at col.72 11.3545. The “four issues” are described as “[flactors that
can cause the network perform poorly.ld. at col.65 11.4250, see alspid. at col.65 I.5% col.71
[.50. That is, the four issues” are things that may cause network faults but are not necessarily
themselves network faslt They are irregularitiethat cause less than optimal performaoicthe
network(a problem) Thus, the error code, which may indicate a performance issue, is a code to
indicate network problems, including network faults but not only network faults.

Accordingly, the Court construes “error code” as follows:

e “error codé means “codehatindicates a network problem.”
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l. “access flag” and ‘ho access flag?’

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“access flag” flag permitting the tracking g flag permitting the tracking o
e '284 Patent Claim.1 one ofthe wireless devices | the particular wireless device
“no access flag” flag preventing the tracking | flag preventing the tracking
e 284 Patent Claim41, 12 | of one of the wireless devicesof the particuar wireless
e '320 Patent Claims, 4 device

Because the parties’ arguments and proposed constructions with respect to these terms ar
related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits: Claim 9 of the '284 Patent expresshgneto sending location of the
wireless device imesponse to a status request. In contrast, Claim 11 and Claim 12 do not include
ary suggestion that the status request relates to any “particular” wireless. déécaccess flag”
and “no accesflag” are distinct fron the “preference flag” of the '388 Patent’s claims in that the
access/naccess flagselate to tracking the location of “wireless devices” rather than “usérs.”
Dkt. No. 155 at 20-21.

Defendants respondhe Asserted Patents describe that a user of a wireless device can set
flagsto prevenor allowtrackingthe locatiorof the user’s devic& hese flags are particular to the
user’s device-the user does not control tracking of other devices. ThuSstihtes request” and

the flags relate to a particular wireless devidiet. No. 163 at 23-25.

17 After briefing was complete, the parties reached agreement on the ctiostifcstatus
request’as “request for location of a wireless devidekt. No. 166 at 3. Originally, Defendants
proposed fequest for location of a particular wireless devi&ee, e.g.Dkt. No. 165-1 at 6.

18 Defendants’ originally proposed the flagsated to “tracking of the user.” Dkt. No. 33t 5-

6.
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In addition to the claims themselves, Defendants cite the followmimigpsic evidence to
support their position: '284 Patent col.7 ll1b; col.18 11.3549, col.21 11.50-65, col.29 11.24—-26.
Plaintiff replies:There is no support for the “particular” limitations Defendants seéhkject

Dkt. No. 164 at 6.

Analysis

The disputeis whether the “access flag” and “no access flagtessarilyallow/prevent
tracking of “theparticular wireless devicetather than just gnwireless deviceThey do not.

Claims 1 and 4 of the '320 Patent expressly state that the aceasséss flags are applicable
to the device that sets/resets the flags. For example, Claim 1 of the '320 Patielgsprov

at leastone radiefrequency trarmseiver . . . configured for radidrequency
communication with dieast one mobile wireless communication devicea first
computer coupled to the at least one rddéguency transceiver programmed to
locate the at least one mobile wireless device gamkratean indication of a
location of the at least one mobile wireless devicea second computer coupled
in communication with the first computer, wherein the first compuésponsive
to a communication from the at least one mobile wireless comination device
setsano access flagvithin a memory of the first computer, and wherein the first
computerprovides access to the indication of locatitmthe second computer if
the no access flag is reset atghies access to the indication of locatitm the
second computer if the no access flag is set.

'320 Patent col.129 111912, col.129 11.2836 (emphasis added). That is, the indication of location
that is accessible or not is specific to the wireless device that communicates to set tthegt flag
governs accessibilityClaim 4 recites similar limitations.
This limitation on flag use is nepresseth Claim 12 of the '284 Patent. The claim provides:

at least two wireless devices.first computer programmed to.store. . .location

for each of said at least two wireless devices. a second computer generating a

status request. .whereina user of one of said at least two wireless devisedle

to set a no access flag . wherein said first computer is programntedieny the

status request from said second computer if said no access flag.is set
'284 Patent col.128 II.1280 (emphasis added). This suggests that the flags are not lim@&dm
12 as they are expressly limited in the claims of the '320 Patent. Further, the 1284 dscribes
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that flags may be set remotely on devices being used by dfeerse.g.'284 Patent col.19 II-6
10 (“Other alternatives includie ability for the privacy flag to be lockad the inactive position
by the ownerof the wireless device 108y remote acces# it is to be usedor exampleby an
employee a child, a thief or if the wireless device 104 is lost.” (emphasis adddudy).runs
directly counter to Defendants’ argument that the flag aspect of the invention isl limitieat
“only the user of that particular wireless device has control over the claimed resettiegoféss
flag for the user’'s own device.” Dkt. No. 163 at 25 (emphases and quotation marks omitted).
Accordingly,the Court construes “access flag” and “no access flag” as follows:
e “access flag” means “flag permitting the tracking of one of the wireless devices”;
and
e “no access flag” meanglag preventing the tracking of one of the wireless
devices’
J. “wherein the first computer provides access. . if the no access flag is resét

and “providing access from the first computer. . . if the no access flag is
resd”

Disputed Term Plaintiff's Proposed | Defendants’ Proposed
Construction Construction
“wherein the first computer provides acceq plain and ordinary | indefinite

to the indication of location to the second | meaning
computer if the no access flag is reset and
denies access to the indication of location to
the second computer if the no access flag fis
set

e ’'320 Patent Claimd

“providing access from the first comjgunto | plain and ordinary | indefinite
the indication of location to the second meaning
computer if the no access flag is reset; and
the first computer denying access to the
indication of location to the second computer
if the no access flag is set”

e '320 Patent Claind
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Because the parties’ arguments and proposed constructions with respect to these terms ar
related, the Court addresses the terms together.

The Parties’ Positions

Plaintiff submits:Defendants did not disclose the basis of their indefinitepesision in the
P.R. 43 disclosureand ruling on indefiniteness in this proceeding would therefore violate
Plaintiff's dueprocess rightdkt. No. 155 at 30.

Defendants respond: Defendants’ basis for their indefiniteness position was @ravide
Plaintiff in Dr. Turnbull’s declaration, served on February 4, 20 use of “set” and “reset” in
the claims suggest both a binary setting of the flags and the return to a previous pdsatias). T
“reset” may require a return to a previous setting, the flag must first be “setiento be “reset.”
And distinct claim language directed to a flag having “not been set” suggestetwt i not the
same as “not setDkt. No. 163 at 26—28.

In addition to the claims themselves, Defendants cite the follownigsic and extrinsic
evidence to support their positiomtrinsic evidence: 320 Patent col.20 Il.1224. Extrinsic
evidence Turnbull Decl. 11 81-86 (Defendants’ Ex. C, Dkt. No. 163-4 at 23).

Plaintiff replies:In the context of the '320 Patent’s dssure, the meaning “set” and “reset”
is reasonably certaifiPlaintiff does not assert that ‘reset’ means ‘not sékt. No. 164 at 11.

Analysis

The issue in dispute distills to whether the meaning of “reset” in the claims is regsonabl
certain.lt is. It refers to a binary setting.

The claims plainly use “set” and “reset” to refer to current binary sttbe flag and without
the historical state information suggested by Defendants. Defendants have ribeddany

intrinsic evidence suggestingat access to the location data is based upon any historical state of
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any flag. Rather, the 320 Patent explains @mataccessontrolling flag may have a “set” or
“activated” or “on” state and a “inactive” or “off” or “not .on” state See, e.¢g.320 Patent col.19
[1.47-56, col.20 11.1224, col.22 1.67- col.23 1.19. Whether location data may be accessed is
strictly a function of the current state of one or more of these flhgbhat is, if the flag is enabled
(on, set, activated) then the accisseestricted, if the flag is disabled (off, not on, inactive), then
access is allowed. “Set” and “reset” are used in the claims precisely in this fashdenote
whether the flag is enalul€“set”) or disabled (“reset)

Defendantshistoricatstate alternativanterpretation is entirely divorced from the description
of the inventiorand is therefore not reasonal®ee, e.gNautilus Inc. v. Biosig Instruments, Inc.
572 U.S. 898, 91@2014) (a patent’'s claims are to b&iéwed in light of the speciatior);
Phillips v. AWH Corp.415 F.3d 1303, 1321 (Fed. Cir. 20@Bh banc)(disparaging extrinsic
evidence of the meaning of a term when such evidencivisrted from the context of the written
descriptiori and noting the risk of improperly focusiog the “meaning of the term in the abstract,
out of its particular conteXt. Notably, the entirety of Dr. Turnbull’s opinion on the issue of “reset”
is: “To a person of ordinary skill in the art, the temeset implies that the flag must first be set.”
Turnbull Decl. at 1 8486, Dkt. No. 1634 at 23. Dr. Turnbull did not provide any analysis of the
access flagor how the state of the flag governs access to location aathjsis describedn the
'320 Patent Instead, he embraces eaterpretation of “reset” that is entirely divorced from the
description of the inventiord. at 85, Dkt. No. 1634 at 23. In short, he ignored the risk of
focusing on thémeaning of the term in the abstract, out of its particular coyitart instead
offers a “conclusory, unsupported assertion[] . . . as to the definition of” hedes ihot only not
useful to the Court, it is at odds witihe description of hovanaccesslag state controls access to

location informationSeePhillips, 415 F.3d at 1318, 1321.
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Defendants are askirtpe Court to invalidate patent clairbasedon thefact that “reset’
implies that the flag must first be set.” Dkt. No. 163 at 26. This is a critidabfétee indefiniteness
analysis, and “any fact critical tohelding on indefiniteness must be proven by the challenger by
clear and convincing evidencedneE-Way, Inc. v. ITC859 F.3d 1059, 1062 (Fed. Cir. 2017)
(quotation and modification marks omitted). With this burden in nidedendants are asking the
Cout to rely on Dr. Turnbull’s cursory and conclusory statement to estathiéstifact” that
purportedly invalidates all the independent claims of the '320 PatemFederal Circuit has noted
the risk of relying on such statementgxtrinsic evidence cording of expert reports and
testimony is generated at the time of and for the purpose of litigation and thus carirgoffe
bias.” Phillips, 415 F.3d at 1318. Simply, Defendants have not met their burden.

Accordingly,the Court holds that Defendants hana proven any claim indefinite for use of
“reset” and construes the terms in dispute by construing “set” and “reset” inrtiseagifollows:

e “set” means “enabled”; and

e ‘reset” means “disabled.”

K. “routinely”

Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction

“routinely”

e '284 Patent Claim§, 12

e ’'320 Patent Claini

e ’'024 Patent Clain8, 10, 18

plain and ordinary meaning indefinite

The Parties’ Positions

Plaintiff submits:Defendants did not disclose the basis of their indefiniteness position in the

” o 17

P.R. 43 disclosureThis term, like “normally,” “conventionally,” “traditionally,” and “standard,”

is not indefinite. Dkt. No. 155 at 23.
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Defendants respond@here are two potential interpretations of “routinely” in the claimd, an
no way to reasonably pick between thénst, “routinely” could refer to the manner in which to
task performed “routinely” is performed. For example, “routinely storing perfocendata” could
refer to storing data in a conventional manner. Second, “routinely” could refes foejuency
with which a task is performed. For example, “routinely storing performance data” etedda
storing periodicallyDkt. No. 163 at 29-30.

In addition to the claims themselves, Defendants cite the follostignsic evidenceto
support their positianTurnbull Decl. 1 6468, 76-71, 99-102, 12324, 126-27 (Defendants’ Ex.
C, Dkt. No. 163-4 at 19-20, 25-26, 29-30).

Plaintiff replies:“Routinely,” as it relates to “manner” also relatedreguency (e.g., “not a
rareoccurrence but rather a high degree of frequen®K). No. 164 at 7.

Plaintiff cites furtheextrinsic evidenceto support its positiorDictionary.con‘routinely,”*°
“regular,”?® “customary®l; Merriam-Webster Onlingroutinely”?? and “regularly’®®, Babylon
Engineering Dictionary*

Analysis

The issue in dispute is whether the meaning of “routinely” is reasonablyncertae claim.

It is.
The Court understands “routinely” in the claims to be used according to its plaimngeto

refer to a task that is de as a matter of routine rather than as a special event. Dr. Turnbull is not

19 https://www.dictionary.com/browse/routinely

20 hittps://www.dictionary.com/brese/regular

21 https://www.dictionary.com/browse/customary

22 hittps://www.merrianwebster.com/dictionary/routinely

23 https://www.merriarmwebster.com/dictionary/regularly

24 https://www.babylon-software.com/define/39/engineering-dictionary.html
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credible on this point. After opining that “routinely” does not have any particular meaning in the
art, he provides nothing more than a conclusory statement of two potential meanings that he
assumes are in tensidBut he—and Defendants-present a false dichotomyhe Court sees no
tension betweefroutinely” describingthe way in which a task is performed and the frequency
with which it is performedf a task is performed in any way specially, i.e., outside of some routine,
then it is not performed “routinely.” This is the plain meaning.

Accordingly, Defendants have not proven that any claim is indefinite for reason of including
“routinely” andthe Court further holdthat “routnely” has its plain and ordinary meaning without

the need for further construction.

L. “a second processor
Disputed Term Plaintiff's Proposed Defendants’ Proposed
Construction Construction
“a second processor no construction neceary a processor within the
e '388Patent Claimd, 11 wireless communications
network

The Parties’ Positions

Plaintiff submits:This term is easily understandable without construction and the second
processor is not inherently “within the wireless communications nefivukther,it is not clear
what it means to be “within the wireless communications network.” Dkt. No. 155 at 14-15.

In addition to the claims themselves, Plaintiff cites the followimtignsic evidenceto support
its position:’388 Patent figs. 912, 2729, col.5 154 —col.7 1.56, col.17 1.22- col.37 1.38; '284
Patent File Wrapper September 28, 2012 Amendment and Response Plaintiff's Ex. Bo.Dkt
155-3).

Defendants respondihe “second processor must be within the wireless communications

network in order to comunicate with the claimed ‘first processor.” This is expressed in the
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claims. In fact, Claim 11 reciteswWithin the wireless communications network, a second
processat Dkt. No. 163 at 30—32.

Plaintiff replies:Defendants have not shown that a second processor is inherently “within the
wireless communication network.” And the fact that “within the wireless camuations
network” is expressed in other claims means that it should not be read into “seooesbpi’ 2°
Dkt. No. 164 at 3—4.

Analysis

The issuen dispute appears to be whether “a second processor” is inherently “wighin th
wireless communications networkt’is not.

Claims 1 and 11 each expressly require that the “second processor” is part of (i) tkat
network so the Court understaritiat being “within the wireless communications networkiaos
an inherent property of “a second processor.” Claim 1 provides:

at least one second radi@quency transceiver and an associated at least one
second antenna of the wireless communications network to which the second radio
frequency transceiver is coupled.a second processor coupled to the at least one
second radidrequency transceiver . . wherein the second processor .

communicates the location of thareless mobile communicatisrdevice to the
first processor via the second radliequency transmitter.

'388 Patent col.128 1.66c0l.129 1.15. That ighe second processor is coupled to the second radio
frequency transceiver which is coupled to an antenna of the wireless network a®tdhd
processor communicates via the anteritas within the wireless network. Claim 11 is more

direct, it provides:

25 plaintiff ostensibly argues that “within the wireless communicativetsvork” should not be
read into “preference flag.” Dkt. No. 164 a#43 Given the section heading for this argument (A
SECOND PROCESSOR”) and the subject matterthef immediately preceding paragraph
(whether “the second processuust be. . .within the wireless communications network”), the
Court assumes that Plaintiff is actually arguing about “second processor"thathépreference
flag.”
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within the wireless communications network, a second processor coupled to at least
one second radirequency transceiver coupléd an associated second antenna
... communicating the location of the wireless mobile communications device to
the mobile wireless communications device ”

Id. at col.130 11.5263 Thus,it is clear from the claim languaglee “second processbiof the
claims is within the wireless network. This suggests that “a second processor’niarently
“within the wireless communications networlSee Phillips v. AWH Corp415 F.3d 1303, 1314
(Fed. Cir. 2005) (en banc) (noting that the use of the term tséftes” “strongly implies that the
term ‘baffles’ does not inherently mean objects made of steel”).

At the hearing, Defendants seemed to suggest that the second processor cannot béipoth “wit
the wireless communications network” and withirwaelessmobile communications device
However, the Court does not here hold fat because the second processor of Claims 1 and 11
is within a wireless communications network it is necessarily not within a séreteobile
communications device.

Accordingly, the Court rejets that “a second processor” is inherently “within the wireless
communications network” and further determines the termtkgslain and ordinary meaning

without the need for further construction.

M. “preference flag$
Disputed Term Plaintiff's Proposed Defendants’ Proposed
Condruction Construction
“preference flags flags that control access tq two or more flags to control
e '388Patent Claimd, 11, 21| tracking access to the tracking of the
user and access to the user’s
account

The Parties’ Positions

Plairtiff submits: The claims at issue expressly note that the preference flags are related to
tracking “of the user”; therefore, such a limitation should not be included in tistragction of

“preference flags.Dkt. No. 155 at 22.
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Defendants respondhe plual form of “preference flags” mandates that there be two or more
flags The only “preference flags” described in the '388 Pateiilt ‘tontrol access to the tracking
and access of their accounts”; therefore, the “preference flags” of the claimsantt access
to the tracking of the user and access to the user’s account. That is, the desdriptefier@nce
flags” is definitional.Dkt. No. 163 at 32—-34.

In addition to the claims themselves, Defendants cite the followmimigpsic evidence to
supporttheir position:388 Patent col.62 11.11-32.

Plaintiff replies:The description of “preference flags” in the '388 Patent is a description of an
“embodiment” and therefore is not limiting of “preference flags.” Dkt. No. 164 at 6—7.

Plaintiff cites furtheiintrinsic evidenceto support its position: '388 Patent col.62 11.13-15.

Analysis

The issue in dispute appears to be whether the “preference flags” of the claims necessarily
“control . . .access to the user’s accourittiey do not.

The description of “m@ference flags” that Defendants contendefinitional is not. In context,
the described “preference flags” are simply flags to denote a user preference. Spedligall
Asserted Patents provide: “Wireless devices 104 should be able to submit pesfiaigs that
will control access to the tracking and access of their accounts by the saidreertiodihe levels
that could be defined fahis type of preferencare:. . .’ '388 Patent col.62 1.1417. The Court
understands from this that preferences come in a variety of types and prefergncari be used
for different types of preferences. That is, a “preference flag” is not limited to theupartype
of user preference related to tracking and account access. Indeed, the claims racite wh
prefaences are set by the flag. For example, Claim 1 of the '388 Patent expressly ratites th

“preference flags” may be “set to a state that permits tracking of the user of éhessvimobile
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communications deviceFurther,Claim 25, which depends from QOhail, expressly requires the

preference flag to control access to a user’s account. This suggests that such access control is not

an inherent aspect of the “preference flagst should not be read into the independent claims.
Accordingly, the Court consies “preference flags” as follows:

e ‘“preference flagsmeans “two or more flags to control access to tracking of the

user”
N. “the second radiefrequency transmitter”
Disputed Term Plaintiff's Proposed Defendants’ Proposed

Construction Construction

“the seond radiefrequency

transmittet plain and ordinary meaning |  indefinite
e ’'388 Patent Clainl

The Parties’ Positions

Plaintiff submits:Defendants cannot prove by cleard€onvincing evidence that this term
lacks an antecedent basis or is otherwise indefiDkt. No. 155 at 25.

Defendants respond:his term lacks antecedent baarsd therefore rendefSlaim 1 of the
'388 Patentindefinite. The “second radifrequency transceiver” recited in the claims cannot be
the antecedent basis for “the second rdiddiquency trasmitter” since a transceiver is not the
same as a transmittek.transceiver often has “numerous transmission components” so it would
be unclear which of these is these is “the second-feelijpiency transmitter” even if the “second
radio-frequency transceiver” could form the antecedent basis. And the claim allowslfgrien
“second radiefrequency transceivers” so it would be unclear which of these is these is anteced
reference for “the second raefi@quency transmitter” even if the “second raftiequency

transceiver” could form the antecedent basis. Dkt. No. 163 at 34—35.
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In addition to the claims themselves, Defendants cite the follostignsic evidenceto
support their position: Turnbull Decl. Y 134-37 (Defendants’ Ex. C, Dkt. No. 163-4 at 32).

Plaintiff replies:A “transceiver” inherently includes a “transmitter” and therefore the “second
radiofrequency transceiver” properly forms the antecedent reference for the “second radio
frequency transmitterDkt. No. 164 at 8.

Plaintiff cites furtler extrinsic evidenceto support its position: Turnbull Decl. Y &
(Defendants’ Ex. C, Dkt. No. 163-4 at 32).

Analysis

The issue in dispute distills to whether it is reasonably certain that “thedsecbhafrequency
transmitter” refers to the trandter of the “second radifrequency transceiver.” It.is

It is undisputed that a transceiver inherently includes a transmitter. Aspsigirecitation
of “at least one second radio frequency transceiver’ provides the antecedent bdkes for
subsequelt-recited“the second radidrequency transmitter.See Bose Corp. v. JBL, In&74
F.3d 1354, 1359 (Fed. Cir. 20Qi1)nherent components of elements recited have antecedent basis
in the recitation of the components themselv@giotation marks omittegl

The Court rejectDefendantsargument thatbecausehere may be more than one second
radio frequency transceiver and each second radio frequency transceiver mayitstre&mone
transmitter, subsequent reference to “the” transmitter of “the” transceiveersettte claim
indefinite. Indeed, this argument is fundamentally at odds withegtdblished preceder@laim
terms areroutinely recited in a singular form but encompass the plural without risk of
indefiniteness For example, recitation of “a transceiver” and then subsequent recitation “the
transceiver” still encompasses multiple transcaiwethout being indefinite. The Federal Circuit

has explained this “wekstablished precedent”:
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As a general rule, the wortls’ or “ar’’ in a patent claim carry the meaning‘ofne

or more’ . . . The subsequent use of definite articldsg’ or “said’ in a claim to

refer back to the same claim term does not change the general plural rule, but simply

reinvokes that nosingular meaning.
01 Communique Lab., Inc. v. LogMeln, In687 F.3d 1292, 1297 (Fed. Cir. 20Xguotation
marks and citations omitted). Defendaragjument effectively challenges the validity of all such
claims. If “a component” allows for more than one of that component, as is the |lasubmeduent
reference to “the component” is indefinite if the antecedanbfmponent” may be more than one
component, as Defendants propose, then it seems that all such claims are indieénZeurt
refusedo embrace such a rule.

Accordingly, Defendats have not proven that any claim is indefinite for including “the

second radidrequency transmitter” andonstrues'the second radifrequency transmitter” as
follows.

e “the second radifrequency transmittéimeans the transmitter of the second

radio-frequency transceiver.”

V. CONCLUSION

The Court adopts the constructions above for the disputed and agreed termassktied
PatentsThe Court further finds thatlaim 1 of the '284 Patent isdefinite. Furthermore, the
parties should ensurihat all testimony that relates to the terms addressed in this Order is
constrained by the Court’s reasoning. However, in the presence of the jury the parldsst
expressly or implicitly refer to each other’s claim construction positions anddsfot expressly

refer to any portion of this Order that is not an actual construction adopted by the Theur
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references to the claim construction process should be limited to informing the jting of
constructions adopted by the Court.

SIGNED this 15th day of April, 2019.

%SQMJL_

ROY S. PAYNE
UNITED STATES MAGISTRATE JUDGE
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