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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION
OMNI MEDSCI, INC.,
Plaintiff, CIVIL ACTION NO. 2:18-CV-00429-RWS
V.

APPLE INC.,

w W W W W W W W W

Defendant.

CLAIM CONSTRUCTION MEMORANDUM OPINION AND ORDER

Before the Court is the opening claim construction brief of Omni MedSci(“Plaintiff”)
(Docket No. 102, filedunder seabn May 29, 2019,* the response dkpple Inc. (“Defendant”)
(DocketNo. 125, filed on June 21, 20)¢ andPlaintiff's reply (DocketNo. 129 filed on July 1,
2019. The Court held a hearing on the issue of claim construatidrclaim definitenessn July
16, 2019 After the hearing, the paes submitted supplemental briefing: Defendant’s
supplemental brief (Docket No. 144jled on July 31, 2019pand Plaintiff's response to the
supplemental brief (Docket No. 145, filed under seal on Auguad19). Having considered the
arguments and evidence presented by the parties at the hearing and in theg, bhefCourt

issues this Order.

! Citations to the parties’ filings are to the filing’s number in the docketKBtodo.) and pin cites are to the page
numbers assigned through ECF.

2 Defendant submitted an amended responsive brief to correct misquotedacigiiage in the originally submitted
brief. Docket No. 133. The Court cites the amended brief (Docket Ne1)133

3 Defendant incorporated a brief filed under seal dy 28, 2019 as Docket No. 244 @mniMedSci, Inc. v. Apple
Inc., No. 2:18cv-134RWS (E.D. Tex.) (the “’134 Case”).
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l. BACKGROUND

Plaintiff alleges infringement ofour U.S. PatentsNos. 9,861,286 (the “286 Patent”),
10,098,546 (the “546 Patent”), 10,188,299 (the 299 Patent”), and 10,213,113 (the *'113
Patent”)(collectively, the “Asserted Patents”)The Asserted Patents asabjectmatterrelated
and each incorporates the disclosure of the othEhe 286, '546 and '113 Patents are related
through a series of continuation applications and claim priority to a provisional &pplitked
on December 31, 201Z'he '299 Patentlaims priority to a different provisional application filed
on December 31, 2012.

The Court recently construed clamf the '286 Patent and othsubjectmatter related
patents. Omni MedSci, Inc. v. Apple IncNo. 2:18cv-00134RWS, 2019 U.S. Dist. LEXIS
104669 (E.D. Tex. June 24, 201®@e “134 Order’). In the’134 Order, the Court considered
the scope of “beam,” “lenses” and “modulating” terrts.at *11-26. Theseexact orsubstantially
similar terms are before the Court here.

In general, the Asserted Patents are directed to techntdogyninvasively determining
characteristics of a material or substarsagch as blood within biological tissugsing a light
source. For example,the 286 Patent discloses using spectroscopy to inspect a sample “by
comparing different features, such as wavelength (or frequency), spattibh, transmission,
absorption, reflectivity, scattering, fluorescence, refractive index, oitgga286 Patent 9:19
22. This may entail measuring various optical characteristics of the sample radtiarfwof the
wavelength of the sourcelight by varying the wavelength of the source light or by using a

broadband source of lightd. at9:22-33.

4Wavelength and frequency of light are inversely related, and as it concerngvaatéchnology and the Asserted
Patents, these terms are practically interchangeable. Accordingly, refereticesrequency of light in this order
also refers to thevavelength, and vice versa.
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Claim 16 of the '286 Patent is exemplary of a claimed system:

16. A wearable device for use with a smart phone or tablet, the wearable device

comprising:

a measurement device including a light source comprising a plurality of light
emitting diodes (LEDs) for measuring one or more physiological parameters,
the measurement device configured to generate, by modulating at least one
of the LEDs having an initialight intensity, an optical beam having a
plurality of optical wavelengths, wherein at least a portion of the plurality of
optical wavelengths is a neisfrared wavelength between 700 nanometers
and 2500 nanometers;

the measurement device comprising onenore lenses configured to receive
and to deliver a portion of the optical beam to tissue, wherein the tissue
reflects at least a portion of the optical beam delivered to the tissue, and
wherein the measurement device is adapted to be placed on a wrist or an ear
of a user;

the measurement device further comprising a receiver configured to:

capture light while the LEDs are off and convert the captured light into a
first signal and

capture light while at least one of the LEDs is on and convert theredptu
light into a second signal, the captured light including at least a portion
of the optical beam reflected from the tissue;

the measurement device configured to improve a sitgrabise ratio of the
optical beam reflected from the tissue by differagdhe first signal and the
second signal;

the light source configured to further improve the sigoaloise ratio of the
optical beam reflected from the tissue by increasing the light intensity relative
to the initial light intensity from at least one of the LEDs;

the measurement device further configured to generate an output signal
representing at least in part a Aamasive measurement on blood contained
within the tissue; and

wherein the receiver includes a plurality of spatially separated detecto
wherein at least one analog to digital converter is coupled to the spatially
separated detectors

TheAsserted Patentso disclosearious techniques for improving tegnaltto-noise ratio
for the measurement-or example, the signéb-noise ratio maye improved by increasing the
intensity of the source lightSee, e.g. 286 Patent4:20-24(“The light source is configured to
further improve the signdb-noise ratio of the optical beam reflected from the tissue by increasing
the light intensity relative to the initial light intensity from at least one of the LED&he signal

to-noise ratio may also be improved by taking the difference between two lighinereants.
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See, e.gid. at 4:1720 (“The meastement device is configured to improve a sigiahoise ratio

of the optical beam reflected from the tissue by differencing the firsalsamd the second
signal.”). Modulation of the light source may also be used to increase the-sgigmaike ratio.
See, e.gid. at 24:1217 (“For example, one way to improve the sigimahoise ratio would be to
use modulation and loek techniques.In one embodiment, the light source may be modulated,
and then the detection system would be synchronized witlgtitesburce.”). Further,the source
light may be pulsed and the pulse rate increased to improve thetsigiage ratio. See, e.g.
'299 Paten2:50-% (“The light source is configured to improve the sigioahoise ratio of the
output signal byncreasing light intensity relative to an initial light intensity from at least one of
the plurality of LEDs and by increasing pulse rate relative to an initial palsef at least one of
the plurality of LEDS)).

I. LEGAL PRINCIPLES

A. Claim Construction

“It is a‘bedrock principle of patent law thatthe claims of a patent define the invention to
which the patentee is entitled the right to exclutdeRhillips v. AWH Corp.415 F.3d 1303, 1312
(Fed. Cir. 2005) (en banc) (quotitgnova/Pure Water Inc. v. Safari Water Filtration Sys., ,Inc.
381 F.3d 1111, 1115 (Fed. Cir. 2004))jo determine the meaning of the claims, courts start by
considering the intrinsic evidencdd. at 1313;C.R. Bard, Inc. v. U.S. Surgical Coy388 F.3d
858, 861 (Fed. Cir. 2@0; Bell Atl. Network Servs., Inc. v. Covad CormmsdGroup, InG.262 F.3d
1258, 1267 (Fed. Cir. 2001).The intrinsic evidence includes the claims themselves, the
specification and the prosecution histoBhillips, 415 F.3d at 1314.R. Bard, InG.388F.3d at
861. The general rule-subject to certain specific exceptions discussfrd—is that each claim
term is construed according to wsdinary and accustomed meaning as understood by one of

ordinary skill in the art at the time of the inventionhe tontext of the patenEhillips, 415 F.3d
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at 1312-13; Alloc, Inc. v. Intl Trade Comrim, 342 F.3d 1361, 1368 (Fed. Cir. 2008yure
Networks, LLC v. CSR PL.C71 F.3d 1336, 1347 (Fed. Cir. 2014) (“There is a heavy presumption
that claim terms carry their accustomed meaning in the relevant communityeletant time.y
(vacated on other grounds).

“The claim construction inquiry . . . begiaad ends in all cases with thetual words of the
claim” Renishaw PLC v. Marposs Sociefeer Azionj 158F.3d 1243, 1248 (Fed. Cir. 1998).
“[l n all aspects of claim constructiorthé name of the game is the claim.” Apple Inc. v.
Motorola, Inc, 757 F.3d 1286, 1298 (Fed. Cir. 201ddotingIn re Hiniker Co, 150 F.3d1362,
1369 (Fed. Cir. 1998 Hrst, a terms context in the asserted claim can be instructiMaillips,
415 F.3d at 1314.0Other asserted or unasserted claims can also aid in deterrfiein¢pims
meaning, because claim terms are typically used consistently throutieytatent. Id.
Differences among the claim terms can also assist in understanding s rtieeaming.1d. For
example, when a dependent claim adds a limitation to an independent claim, iurqutekat
the independent claim does not include the limitatioh.at 1314-15.

“[C]laims ‘must be read in view of the specification, of which they are &’pdd. (quoting
Markman v. Westview Instruments, |82 F.3d 967, 979 (Fed. Cir. 1995) (en banc)I]he
specificatiortis always highly relevant to the claim construction analysis. Usually, ifgeslis/e;
it is the single best guide to the meaning of a disputed’térrtd. (quotingVitronics Corp. v.
Conceptronic, InG.90 F.3d 1576, 1582 (Fed. Cir. 1996)gleflex, Inc. v. Ficosa N. Am. Carp.
299 F.3d 1313, 1325 (Fed. Cir. 200But, “ ‘[a]lthough the specification may aid the court in
interpreting the meaning of disputed claim language, particular embodimeahtexamples
appearing in the specification will not generally be read into the cldimSomark Commas,

Inc. v. Harris Corp, 156 F.3d 1182, 1187 (Fed. Cir. 1998) (quottunstant v. Advanced Micro

Page6 of 32



Devices, InG.848 F.2d 1560, 1571 (Fed. Cir. 1988ge also Phillips415 F.3d at 1323%[I]t is
improper to read limitatios from a preferceembodiment described in the specificatieeven if

it is the only embodimestinto the claims absent a clear indication in the intrinsic record that the
patentee intended the claims to bdisuvted.” LiebelFlarsheim Co. v. Medrad, Inc358 F.3d
898, 913 (Fed. Cir. 2004).

The prosecution history is another tool to supply the proper context for claim coostructi
becausglike the specificationthe prosecution history provides evidence of howlilte Patent
and Trademark Office PTO’) and the inventor understood the patdttillips, 415 F.3d at 1317.
However, “because the prosecution history represents an ongoing negotiatiombiaeved O
and the applicant, rather than the final product of that negotiation, it often lackariheaflthe
speification and thus is less useful for claim construction purpbsddsat 1318;see alsd@thletic
Alternatives, Inc. v. Prince Mfg73 F.3d 1573, 1580 (Fed. Cir. 199@mbiguous prosecution
history may be “unhelpful as an interpretive resorce

Although extrinsic evidence caitsobe useful, it is ‘ less significant than the intrinsic record
in determining the legally operative meaning of claim languagehillips, 415 F.3d at 1317
(quotingC.R. Bard, Inc.388 F.3d at 862)Technical dictionaries and treatises may help a court
understand the underlying technology and the manner in which one skilled in the art might use
claim terms, but technical dictionaries and treatises may provide definitions thab d&r@ad or
may not be indicative of how the term is used in the paténat 1318.Similarly, expert testimony
may aid a court in understanding the underlying technology and determining rtivellaa
meaning of a term in the pertinent field, but an expanclusory, unsupported assertions as to a

term's definition are not helpful to a courtd. Extrinsic evidence isless reliable than the patent
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and its prosecution history in determining how to read claim térids. The Supreme Couhas
explained the role of extrinsic evidenoeclaim construction:
In some cases, however, the district court will need to look beyond the’ patent
intrinsic evidence and to consult extrinsic evidence in order to understand, for
example, the background science or the meaning of a term in thentedet/during
the relevant time perio&ee, e.g.Seymour v. Osbornd1 Wall. 516, 546 (1871)
(a patent may béso interspersed with technical terms and terms of art that the
testimony of scientific witnesses is indispensable to a coarederstandingf its
meaning). In cases where those subsidiary facts are in dispute, courts will need to
make subsidiary factual findings about that extrinsic evideritkese are the

“evidentiary underpinningsof claim construction that we discussedMarkman
and this subsidiary factfinding must be reviewed for clear error on appeal.

Teva Pharm. USA, Inc. v. Sandoz, JA&5 S. Ct. 831, 841 (2015).

B. Departing from the Ordinary Meaning of a Claim Term

There are “only two exceptions to [the] general rule” that claim terms arewetsitcording
to their plain and ordinary meaning: “1) when a patentee sets out a definition arsllastswan
lexicographer, or 2) when the patentee disavows the full scope of the claim tenmreite
specification or during prosedon.”®> Golden Bridge Tech., Inc. v. Apple Ing58 F.3d 1362,
1365 (Fed. Cir. 2014)quotingThorner v. Sony Computer Entm. LLC 669 F.3d 1362, 1365
(Fed. Cir. 2012))see alsoGE Lighting Solutions, LLC v. AgiLight, In¢Z50 F.3d 1304, 1309
(Fed.Cir. 2014) (“[T] he specification and prosecution history only compel departure from the
plain meaning in two instances: lexicography and disavbwalThe standards for finding
lexicography or disavowal are “exactingsE Lighting Solutions750 F.3d at 1309.

To act as his own lexicographer, the patentee muletifly set forth a definition of the

disputed claimerm,” and tlearly expres an intent to define the termld. (quotingThorner, 669

> Some cases have characterized other principles of claim construction as “@sidptthe general rule, such as the
statutory requirement that a megplas-function term is construed to cover the corresponding structwlkesisl in
the specification.See, e.g CCS Fitness, Inc. v. Brunswick Cqr@88 F.3d 1359, 1367 (Fed. Cir. 2002).
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F.3d at 1365)see alsdrenishaw 158 F.3dat 1249. The patentee’s lexicography must appear
“with reasonable claritydeliberateness, and precisiofiRenishaw158 F.3d at 1249

To disavow or disclaim the full scope of a claim term, the patentee’s statements in the
specification or prosecution history must amdord ‘clear and unmistakable” surrendé€2ordis
Corp. v. Boston Sci. Corps561 F.3d 1319, 1329 (Fed. Cir. 2008ge also Thornei669 F.3dat
1366(“ The patentee may demonstrate intent to deviate from the ordinary and acdusieaméng
of a claim termby including in the specification expressions of manifest exclusion or testric
representing a clear disavowal of claim scope&¥yhere an applicant’'s statements are amenable
to multiple reasonable interpretations, they cannot be deemed clear mmstaiable. 3M
Innovative Props. Co. v. Tredegar Cqrp25 F.3d 1315, 1326 (Fed. Cir. 2013).

A. Definiteness Under 35 U.S.C. 812, 12 (pre-AlA) / 8 112(b) (AIA)

Patent claims must particularly point out and distinctly claim the subject mattereegesd

the invention.35 U.S.C8 112 2. A claim, when viewed in light of the intrinsic evidence, must
“inform those skilled in the art about the scope of the invention with reasonable gértaint
Nautilus Inc. v. Biosig Instruments, In&72 U.S. 898, 910 (2014)f it does not, the claim fails
8112, Y2 and is therefore invalid as indefinitéd. at 901. Whether a claim is indefinite is
determined from the perspective of one of ordinary skill in the arttag ¢ime theapplication for
the patent was filed.ld. at 911. As it is a challenge to the validity of a patent, the failure of any
claim in suit to comply wittg 112 must be shown by clear and convincing evideB&SF Corp.
v. Johnson Matthey In8/75 F.3d 1360, 1365 (Fed. Cir. 2017)l] ndefiniteness is a question of
law and in effect part of claim constructiorePlus, Inc. v. Lawson Software, In¢00 F.3d 509,
517 (Fed. Cir. 2012).

When a term of degree is used in a claim, “the court must determine whethgatehe

provides some ahdard for measuring that degre®&ibsig Instruments, Inc. v. Nautilus, In¢83
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F.3d 1374, 1378 (Fed. Cir. 2015) (quotation marks omittedewise, when a subjective term is
used in a claim, “the court must determine whether the patent’s spegifictpplies some
standard for measuring the scope of the [terni}dtamize, LLC v. Plumtree Software, [ng17

F.3d 1342, 1351{Fed. Cir. 200k The standard “must provide objective boundaries for those of
skill in the art.” Interval Licensing LLC v. AOL, Inc766 F.3d 1364, 1371 (Fed. Cir. 2014).

I1. CONSTRUCTION OF DISPUTED TERMS

A. “beam”
Disputed Term® Plaintiff's Proposed Defendant’s Proposed
Construction Construction
“beam”
, . photons or light photons or light transmitted

¢ ,286 Patent Cla!m 16 transmitted to a particular to a particular location in
e '546 Patent Claims 1, 8, 15/ |ncation in space space
e 299 Patent Claim 7
e 113 Patent Claims 1, 22

The Parties’ Positions

Both Plaintiff and Defendant present the Court’s construction of “beam” froth3ha©rder’
but dispute whether this construction needs clarificati@ocket No. 130 at 5.Defendant
originally proposed that “beam” should be construegastons or light transmitted to a particular
location in space (a ‘beam’ does not include scattégat).' 1d. at 5 n.2.

Plaintiff reiteratesthe argumentst presented to the court e '134 Case Specifically,
Plaintiff contendghat “beam” is defined in the Asserted Patents such that it doeecedsarily
exclude “scattered light.Docket N0.102at9 (citing '286 Patent 10:1£3; '546 Patent 8:450;

'299 Patent 10:43-52; '113 Patent 10:36)-45

6 For all term charts in this order, the claims in which the term is fountisted with the term but: (1) only the
highestlevel claim in each dependency chain is listed, and (2) only asserted clainigediémtthe parties’ Joint
Patent Rule %(d) Claim Construction Chart (Docket No. 130) are listed.

72019 U.S. Dist. LEXIS 104669, at *315.
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Defendant resporsthat thepatents’definition of “beam” does not include “scattered (or
randomly directeglight.” DocketNo. 133-1at7. As descibed in the patents, a “beam” of light
is distinct from undirected or stray or diffusely reflected light.at 6-7 (citing '286 Patent 8:50
53; '546 Patent 7:11.3; '299 Patent 9:47; '113 Patentig. 12C, 9:44, 24:2225, 24:34-37). As
it did in the '134 Case, Defendant contends that the customary meaning of “bdaah refers
to “rays and “streamg does not include randomly scattered lightl. at 9 (citing Merriam-
Webster’'s Collegiate Dictionarfl1lth ed., 2003), Docket Nd25-3at 4 [hereinafteMerriam-
Webstes]; The American Heritage Dictionary of the English Languésjd ed., 2012), Docket
No. 125-4at 4 [hereinafteAmerican Heritagp.

Plaintiff, in its reply, contends that “beam” should be construed here as it was’ir84he
Order. Docket No. 12%t4.

In supplemental briefing, Defendant contends that “beam” should be construed yotloérif
the light is directed to a particular location and that “beam” does not enssrapg randomly
directed, scattered, or died light that is simply received at a particular locatith84 Case
Docket No. 244at 5-6. Plaintiff responds that as is known in the art and taught in Defendant’s
own patents, diffuse light may be directed to a particular location throughrscattBocket No.
145at 5-6 (citing U.S. Patent Nos. 10,215,698 and 9,891,098).

Analysis

The issusin dispute,as well aghe parties’ arguments and evidenagg substantially the
same as addressed in th&4 Order. The Court here adopts the reasoning and holding o1 84e
Order. 2019 WL 2578714, at *46, 2019 U.S. Dist. LEXIS 104669, at *315 (finding that
“beam” is defined in the patenisThe Courtreiterateghat a “beam,” as set forth in the Asserted

Patents, is not necessarily collimated oufsex, but rather may include diffuse light that is at least
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in part directed to a particular locatiomhe Court also reiterates that a “beam,” as set forth in the
Asserted Patents, is directed at a particular location and is not just light thaemmansmitted to
an indeterminate locatiorzurther, he Court does not draw the distinction between scattered light
and directed light that Defendamtges Specifically, Defendant arga¢hat “diffusely reflected
light” or scattered lights inherently notirectedto a particular locationDocket No. B3-1at9
(citing '113 Patent fig.12C, 24:2225, 24:34-37). The Court disagreesWhether a particular
instanceof diffused or scattered light is directed to a particular location is a faisus of
infringement or invalidity.

Accordingly, the Court construes “beam” as follows:

e “beam” meansphotons or light transmitted to a particular location in sgace

B. “lens” and “one or more lenses”
Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction
HIenSH

lain and ordinary meanin lain and ordinarv meanin
e '299 Patent Claim 7 P y J P y g

“one or more lenses”

« 286 Patent Claim 16 plain and ordinary meaning plain and ordinary meaning

e ’'546 Patent Claimg, 8, 15

Because the parties’ arguments and proposed constructions with respect tariseaecte
related, the Court addresses the terms together.

The Parties’ Positions

Both Plaintiff and Defendant present the Court’s construction of “lenses” frornil3#de

Order® but dispute whether this construction needs clarificatidocket No. 130 at 6Defendant

82019 WL 2578714, at *&7, 2019 U.S. Dist. LEXIS 104669, at *120.
Pagel2 of 32



originally proposed that “lens” should be construedtean$parent surface[s] used to collimate
(make parallel) or focus rays of lightSee d. at 6 n.4.

Plaintiff reiterates the arguments it presented to the court ifL84eCase. Specifically,
Plaintiff contends that “lens” would be readily understood by a jury without cotistru®@laintiff
further contends that a “lens” is not limited to focusing or collimating light, bueratiay also
diverge light. Docket No. 102at 10 (citingAmerican Heritage Docket No. 105 at 6-7;
Merriam-Webstels, Docket No. 1026 at 7). According to Plaintiff, he lenses described in the
Asserted Patents inclugebut are not limited te-collimating or focusing lensesld. at 16-12
(citing '286 Patentig. 4, 7:60-8:3, 14:2-5, 18:3% '546 Patentfig. 4, 6:19-29'299 Paten8:34—
44, 18:26-28, 22:55-23:2113 Patenfig. 4, 8:14-24. In addition,Plaintiff argues thata lens is
not necessarily completely transparesamething that blocks all light is not a lens, but a lens that
attenuates the light, such as a sunglass lestllia lens. Id. at 12.

Defendant respondbatin orderto serve their clairmecited purpose-te deliver a beam to a
sample or tissuethe lenses of the claims cannot diverge light, they necessarily collimaieusr f
light. Docket No. 125 at 9Lensesare “consistently and repeatedly” described inAkserted
Patents as collimating or focusing lighd. at 9-10 (citing '286 Patent 13:62—64, 14:2-5, 14:26—
27, 14:61-63, 18:3-17546 Patentl2:22—-24, 12:53-54, 13:21-23, 16:43-299 Paten®0:2—

5, 22:55-23:2’113 Patentl3:17-19, 14:17-19, 14:48-506:1718). Specifically, the patents
provide that a lens system that directs light to a sample or tissue necessdlmigtes or focuses
light. Id. at 12 (citing '286 Patent 13:6@4;'546 Patent 121-24; 113 Patent 14:149). As
describedn the patents, this collimating or focusing serves the inventions’ purpose of ingreas
the signalto-noise ratio. Id. at 10 (citing '546 Paterdt Abstract; '299 Patent 5:324). A

diverging lens would run counter to this purpos$e. Even the lens depicted in Figure 4 of the
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'286 Patent, which does not perform the clagnited purpose of a lenis,described as “collecting
light” rather than “diverging light'and therefore does not support a construabiotiens” that
encompasses a diverging lend. at 1112 (citing '286 Patent figd, 14:2-5;'546 Patentl2:30;
113 Patent 14:25)Finally, Defendant argues that a lens is necessarily transpageat.12.“To
the extent that transparency is a question of degree,” Defendant conalhddser a particular
material is transparent is for the jury.

Plaintiff, in its reply, contends that “lens” should be construed here as ihwes1i34 Order.
Docket No. 12%t 4.

Analysis

The issusin dispute, as well as the parties’ arguments and evidanesubstantially the
same as addressed in th&4 Order. The Court here adopts the reasoning and holding oi1 84e
Order. 2019 WL 2578714, at *67,2019 U.S. Dist. LEXIS 104669, at5%20. That is,“lens” is
used in théAsserted Btents according to its plain and ordinary meaning, which does not exclude
diverging lenses and requires transparendyat *18—20. The Court agrees with Defendant that
whether aparticular lens, in the prieart or in an accused product, satisfies the degree of
transparency required to be a “lens” is an issue for the jilrg.Court notes, however, that it does
not understand the plain meaning“td#ns” to exclude all componenthat attenuate light to any
degree. Further, the Court is not persuaded by Defendant’s argumantdhstruing “lens”
according to its plain and ordinary meaning, which does not exclude diverging leoskd,
improperly run counter to a “key aspect of the inventidhrhay be that improving the signed-
noise ratio ismportant to the invention. The patents, however, disclose mulgJe to achieve
this purpose.See, e.9.’286 Paten#:17-20 (differencing two lightletection signals), 4:224

(increasing the intensity of light produced by a source), 24742using modulation and logk
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techniques)’299 Paten®:50-55 (“increasing pulse rate”)A focusing or collimating lens is not

a necessgraspect of the invention.

Accordingly,the Court ejects Defendant’position that the “lens” of the Asserted Patents is

necessarily a collimating or focusing lens aetermines that “lensind “lenses’have their plain

and ordinary meaningsithout the need for further construction.

C. The Modulating Terms

Disputed Term

Plaintiff's Proposed
Construction

Defendant’s Proposed
Construction

“modulating at least one of the
LEDs”

e ’'286 Patent Claim 16
e '546 Patent Claims 1, 8, 15

“modulating of theat least one
of the LEDs”

e '286 Patent Claim 19
e ’'546 Patent Claim 18

modulate at least the first light
emitting diode

e '113 Patent Claim 1

at least one of the first light
emitting diodes is modulated

e '113 Patent Claim 22

modulating of the at least one ¢
the first and second light
emitting diodes

e '113 Patent Claim 22

varying [of] the amplitude
frequency, or phase of thg
light produced by at least
one of the LEDs to includ
information

varying [of] the amplitude,

> frequency, or phase of the
light produced by at least on
eof the LEDs to include
information

D

Because the parties’ arguments and proposed constructions with respect tarirseaecte

related, the Court addresses the terms together.
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The Parties’ Positions

Both Plaintiff and Defendant present the Court’s construction of the Modulating Tremms
the 134 Order® but dispute whether this construction needs clarificatibocket No. 130 af.
Plaintiff originally proposed that these terms should be constagettarying the amplitude,
frequency, or phase of the light produced by at least one of the.LHRxcket No. 102at 13.
Defendant originally proposed “varying the frequency or phase of the light pobtycat least
one of the LEDs to include informatidnSeeDocket No. 13&t 7 n.6.

Plaintiff argues that “modulatingthe light produced bya lightemitting diode (LED) does
not necessarily involve including information in the signal “beyond the fact of the maoduilati
Docket No. 102t 13. For exanple, the Asserted Patents describenple puldng of the light as
modulation. Id. at 13-14 (citing '286 Patent7:57-60 546 Patentl6:17-20; '299 PatenP2:42—
45, '113 Patent8:34-37. Defendant’s technical documents also refer to simple pulsing as
modulation. Id. at 14 (citingCitrine ASIC Engineering Requirements Specificatidocket No.
102-7).

Defendant respondbat “modulation” necessarily invadg encoding information.Docket
No. 133-1at15. The Asserted Patents distinguish modulated light from unmodulated light in that
the modulated light necessarily includes information, unlike unmodulated lidih{citing '286
Patentl0:17-19 '546 PatenB:44-46 '299 Patentl0:46-48 '113 Patentl0:39—-4). This is the
customary meaning of “modulatéd. at 16 (citing Microsoft Computer Dictionar{th ed. 1999),
Docket No.125-7at 4;Merriam-Webste's, Docket No. 1026 at 8;Newton’s Telecom Dictionary
(26th ed. 2011), Docket N@25-5at 6) In addition, the patents distinguish between modulating

on the one hand and pulsing or varying light amplitude on the other; thus, the Modulate Terms do

92019 WL 2578714, at *710, 2019 U.S. Dist. LEXIS 104669, at *226.
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not properly encompass pulsing or varying the amplitudeat 16—18(citing '286 Patenb:12—
18, 24:21-25°546 Paten?:6-9, 4:31-35 '299 Patentl8:16—24 113 Paten#:7-24, 26:17-21
In fact, Claim 16 of the '286 Patent recites modulating separately fronmgahe light intensity,
indicating that modulating and wang light intensity are two different conceptsl. at I7-18.

Plaintiff, in its reply, contends that “modulating” should be construed here as ihwlaes
134 Order. Docket No. 12%t 4

In supplemental briefing, Defendant contends that “modulating” should be construeifyo cl
that modulating does not encompass pulsing a light source without varying theudeyplit
frequency, ophase of the pulsesl34 CaseDocket No. 244t 2-5. Plaintiff responds that while
simply turning a light on then off a single time is not modulating, a train of light pidses
modulating in that the pulses represent a variance of the light amplifirdepulse train may be
further modulated by, for example, varying the amplitude, duration, or position of the pulses, but
such pulse modulation is not required by the Modulation Terms. Docket Nat 245.

Analysis

The issusin dispute, as well as the parties’ arguments and evidanesubstantially the
same as addressed in th&4 Order. The Court here adoptise reasoning and holding of tli&4
Order. 2019 WL 2578714, at *410, 2019 U.S. Dist. LEXIS 104669, a6-26. That is,
“modulating” light does not necessarily exclude pulsing the light or otherwisgngathe
amplitude of the lightAnd “modulating” light necessarily includes the addition of information to
the signal. Such information could be, e.g., an identification of the source of the IBgd, e.g.
'286 Patent 24:9-16 (describing synchronizing the detection system with the light thoough

modulation and lock-in techniques).
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Specifically, the Court rejects Defendant’s arguments that the ModulagimysTas applied
to a pulsed light necessarily require modulation of the light pulses by vahgngmplitude,
frequency, or phase of tipeilses. This argument conflates two different sign@amely, the light
signaland the pulse train) and two different modulations (namely, light modulation and pulse
modulation). As described in the Asserted Patertkge light has a wavelength (and thus a
frequency) and an intensity (an amplitud&ee, e.9.286 Patent 3:644:27, 17:2#40. Under
the customary meaning of “modulate,” light may be modulated by vaiygngmplitude or
frequency (or phase)Merriam-Webster's Docket No. 1026 at 8 Microsoft Press Computer
Dictionary (3d ed. 199Y, '134 Case Docket No. 88 at 4 The Asserted Patents further teach that
light may be pulsed to produce pulses havingasticular width and repetition rate (pulse
frequerty). See, e.g. 286 Patent at 15:18-27, 17:27-40.

As explained in th&l34 Order, pulsing the light inherently involves varying the amplitude of
the light. 2019 WL 2578714, at *910,2019 U.S. Dist. LEXIS 104669, at 3226. For example,
the light may be pulsed by repeatedly varying the light amplitude betweearfjLlafd “0” (off).
While this may create a train of pulses of constant amplitude, the light amplituatecsnstant,
it is varied between “1and“0.” Charactestics of the pulse train may also be varied to effect
different types of pulse modulation, such as “pulse amplitude modulation” and ‘pigdte
modulation.” Microsoft Press Computer Dictionaf$d ed. 1997), '134 Case Docket No. 8%t
5—6.

Modulating the light,therefore does not require modulating the pulselhat is, pulsing
without varying the amplitude, frequency, or phase of the pulses still constituy@sgvene
amplitude of the light.And the Asserted Patents teach that such pulsingimgt information

that can be used to increase the sigooise ratio.See, e.q. 286 Patent 15:187. Ultimately,
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andconsistent with thél34 Order, “modulating is a broad term that has not been redefined to

exclude pulsing that does nary theamplitude, frequency, or phase of the pulses.

Accordingly, the Court construes the Modulating Terms as follows:

“modulating at least one of the LEDmeans Varying the amplitude, frequency,

or phase of the light produced by at least one of the LEDs to include
informatiori’; and

“modulating of at least one of the LEDs” meanarying of the amplitude,
frequency, or phase of the light produced by at least one of the LEDs to include
information”;

“modulate at least the first light emitting ditaeeans Vary the amplitude,
frequency, or phase of the light produced by at least the first light emittdg di

to include informatiofy

“at least one of the first light emitting diodes is modulatedans the amplitude,
frequency, or phase of the light produdidat least one of the first light emitting
diodes is varied to include informatipn

“modulating of the at least one of the first and second light emitting diodes
means Varying of the amplitude, frequency, or phase of the light produced by the

at leastone of the first and second light emitting diodes to include information.”
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D. “spectral filter”

Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction
“spectral filter” a physical omponent or | a physical component

coating that passes light | designed to selectively allow
e 546 Patent Claims 1, 8, 15 based on wavelengths or | light of a particular

'113 Patent Claim 26 wavelength bands wavelength or range of
wavelengths to pass through
it

The Parties’ Positions

Plaintiff argues that “spectral filter” is not properly limited to a component that sdied”
to pass light based on wavelength of the ligRather, the term encompasses any component or
coating (e.g., a dielectric filter) thattuallypasses light based on wavelength of the lifldacket
No. 102at 15-16 (citing '299 Patent 19:5-7, 19:9-11).

Defendant respond®at “spectral filter” does not properly coveomponents that are not
designed to pass light based on wavelength “but may do so by happensoaetNo. 1331
at 19. As described in the Asserted Patents, a “spectral filter” is useddu a particular
wavelength or wavelength band which regsitteat the filter be designddr the selection, rather
than some component that merglgidentaly provides wavelengtbased filtering.Id. at 19-20
(citing 299 Patent 19:8; '113 Patent 12:414, 24:39-43). That a “spectral filter” is designed
for a selected or desired wavelength or wavelength band comports with the cysteraaing of
“filter,” which is a device used to select a portion of signal and suppress unwanted portions of the
signal. Id. at 20 (citing Newton’s Telecom Dictionar§i8th ed. 202), Docket N0.125-8at 4).
Thus, “spectral filter” does not encompass a componentighaeitrer designed nor used to
selectively pass light based on wavelength, regardless if such a comaotetiy passes light

based on wavelengthd. at 2L.
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Plaintiff repliesthat the defining feature of a “spectral filter” is thiagpassedight based on
the wavelength of the light, regardless of the intended design or use of the comiooekt
No. 129at 4-5. Thus, a component that passes light based on wavelength is a “spectral filter,”
regardless of the “motivation behind” using the componkhtat 5.

Analysis

The issue in disputappears to be whether a “spectral filter” is somethingribaessarily
selecs a particular wavelength or wavelength battds.

A “spectral filter” is a component thétters light according to wavelength of the lighthe
Court agrees with Defendant thas relevant to the Asserted Pateat%ilter” is something that
selects a particular portion of a signgbr example, the '286 Patent describes using optical filters
to select a “plurality of wavelengths” from a “broadband light source’tans utilize, e.g., light
at “wavelengths near 1090 nm, 1440 nm and 1610 na86 Patent 11:49%7. Similarly, optical
filters are described as being uséaldiscriminate betweerifterent wavelengths Id. at 13:2-8.
Other filters are described as being used to select a particulanpaira signal to suppress noise.
See, e.gid. at 24:1820 (“narrow band filtering around the modulation frequency may be used to
reject noiseoutside the modulation frequency.”T.his comports with the customary meaning of
filter . See, e.gNewton’s Telecom Dictionarl8th ed. 2002), Docket No. 1&bat 4(defining a
“filter” as “[a] device whichtransmits aelectedange of energlyandnoting it is “used to suppress
unwanted frequencies or noise”Thus, a “spectral filter” selects a portion of an optical signal
according tavavelength.

The Court declines to include Defendant’'s proposed “designed to” languagehénto t
construction of “pectral filter.” This threatens to improperly supplant a component’s role in a

particular system with the componameator’'s subjective intent for the component, perhaps
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divorced from the systentor example, a particular material designed for strulgburgposes may
also incidentally possess optiddlering attributes.Or, a particular material prized for its aesthetic
gualities may be accidently discovered to possess natural efiterahg attributes. These
materials are not necessarily “de®drio” selectively filter light, butcan in fact, be used to
selectively filter light. ThusDefendant’s proposed “designed to” limitation wouttproperly
excludethesemateriat from the scope of “spectral filter” even if the mateiglusedin an
allegedly infringing producto filter light to selectively provide a portion of the light.

Plaintiff's proposed construction, however, is too bro#idostensibly covers material that
passes light of all wavelengths equaltyindiscriminately passes basmtwavelength This reads
out the selective nature of a filtdRather than indiscriminate passing of light based on wavelength,
the spectral filter is configured in the claimed device to selectively pasbégatl on wavelength.

Accordingly, the Courconstrues “spectral filter” as follows:

e ‘“spectral filter” meansphysical component or coating configured in de®iceto

selectively pasBght of a particular wavelength or ranggof wavelength’s

E. “two receiver outputs”
Disputed Term Plaintiff's Pro posed Defendant’s Proposed
Construction Construction
“two receiver outputs” plain and ordinary meaning | two outputs representing the
intensity of the light received
e ’'546 Patent Claim 1, 8, 15 by a detector

The Parties’ Positions

Plaintiff argues that the outputs of the receiver are not properly limited to signalptieatrd
light intensity. Docket No. 102at 16—17. The receiver outputs described in the '546 Patent are
not limited to representations of light intensitid. at 17(citing '546 Patent fig5A, 4:17-22,

11:35-39). And the claims do not express that the outputs represent light intiehstyl6.
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Defendant respondbat the claimed receiver outputs are expressly linked to captiging
convertingthe capturedight into signals, and comparing the signals to improve the measurement.
Docket No. 133-1at 22. The receiver outputs thusust be “light signals Id. Further, as
described in the '546 Patent, the detectors recited in the claims as generataugitiee outputs
are light detectorsld. at 2—-24(citing '546 Patent, Abstract, figd, 5A, 1:.5761 3:5359, 4:22
27, 9:66-10:1, 12:51-13:5).

Plaintiff replies that the receiver outputare expressly generated by analog to digital
converters and theref® are digital signals, not light signal®Vhile the '546 Patent “broadly
discloses taking measurements using light,” the disclosure does not justifigradightintensity
limitation into the construction of “two receiver outputsi’fact, “light intensity” is recited in the
claims apart from the receiveutput limitations.DocketNo. 129 at 5-6.

Analysis

The issue in dispute is whether the two receiver ostpetessarily represetite intensityof
light received by a detectoiThey do not.

Neither the claims nor the description of the invention limit the two receiver outpigaatss
thatrepresent the intensity of the light received by a detedtor example, Claini of the '546
Patent recites that an anaitmgdigital converter that is coupled to a plurality of detectors generates
“at least two receiver outpal” '546 Patent 27:1:83. The claim separately recites that the
receiver is configured to “capture light.and convert the captured light into a first signal” and
“capture light. . .and convert the captured light int@@condsignal” and that the sign#b-noise
ratio is improvedby differencing the first signal and the second signal and by differgrtbie
two receiver outputs.This suggests that the receiver outputs are not necessarily sompigrted

captured lightwhich is represented by other signaBurther, the patent describes the receiver

Page23 of 32



performing “lockin detection”in which “narrow band filtering around the modulation frequency
may be used to reject noisatside the modulatioflequency’ See, e.qgid. at 20:1#19, 22:28
35, 23:62-24:1. This suggests that the receiver outputs may be related to detected ¢jgbhirg
or modulationfrequency, rather than light intensityitimately, the Court is not persuaded that
the two receiver outputs necessarily represent light intensity.

Accordingly, the Court rejects Defendant’s proposed construction and determinés/tha
receiver outpts” has its plain and ordinary meaning without the need for further construction.

F. “the measurement device [further] configured to improve [the] signato-

noise ratio of the output signal by increasing light intensity relative to ta
initial light intensity of at least the first light emitting diode”

Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction

“the measurement device | plain and ordinary meaning | indefinite

configured to improve signal
to-noise ratio of the output
signal by increasing light
intensity relative to the initial
light intensity of at least the
first light emitting diodé

e '113 Patent Claim 1

“the measurement device
further configured to improve
the signalto-noise ratio of the
output signal byncreasing
light intensity relative to the
initial light intensity of at
least the first light emitting
diode”

e '113 Patent Claim 22

Because the parties’ arguments and proposed constructions with respect toniseaecte

related, the Court addresses the terms together.
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The Parties’ Positions

Plaintiff argues that “increasing the light intensity relative to the initial light intesigt
least the first light emitting diode” encompasses the increase in light intensity bdlat source
in the measurement devicBocket No. 10t 19-20. The increase need not be limited to either
the first or second light emitting diode, therefore there is no ambigugydieg which source has
its intensity increasedd.

Defendant responds that the claim isbagunous with respect to whether the “initial light
intensity” of the first or second light emitting diode, or some other light sograesreased and
thus the scope of the claim is uncertain. Docket No. 133-1 at 25-26.

Plaintiff replies that the plaimeanings of these terms are reasonably certain, the light
produced by the measurement device “increases above the initial intensity fosthLED.”
Docket No. 129 at 8.The claims need not specify what component of the measurement device
provides the increased light intensitl. at 78.

Analysis

The issue in dispute is whether it is reasonably certain what light intemsitgreased as
recited in the claimsilt is.

The Court agrees with Plaintiff that the claim need not specify which lightesbagcits light
intensity increasedThe plain reading of the claim language is that it encompasses increasing any
light intensity relative to the initial light intensity of at least the first light emitting didtfile
the scope is quite broad, it is reasonably certain.

Accordingly, the Court holds that Defendant has not proven any claim indedinitelfuding
the phraseihcreasing light intensity relative to the initial light intensity of at least the firist lig

emitting diode’
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G. “wherein the modulation frequency has a phase, and wherein the receiver is
configured to lock onto the phasé

Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction
“wherein the modulation plain and ordinary meaning | indefinite

frequency has a phase, and
wherein the receiver is
configured to lock onto the
phase”

e '113 Patent Claims 4, 23

The Parties’ Positions

Plaintiff argues that “phase’ is an inherent featuo# any modulation frequentypecause a
modulation frequency has “cyclic behavior,” which behavior inherently has a.pbasket No.

102 a 20-21 (citing “phase” and‘frequency” entries fromwww.dictionary.com,Docket Nos.

1029, 10210). The '113 Patent describes that the modulation frequency has ampHaseribing
a lockin type technique“detecting at the same frequency as the pulsed light source and also
possibly phase locked to the same signald.”at21 (citing '113 Patent 15:44-49).

Defendant respondthat “phase” and “frequency” are distinct attributes afignal A
frequency does not have a phaBmcketNo. 133-1at 28 (citing The American Heritag€ollege
Dictionary (4th ed.,2007), Docket M. 125-10 at 4-5; “phase” and‘frequency” entries from

www.dictionary.comDocket Nos. 108, 10210). While the “modulation” may have a phase,

the “modulation frequency” cannot have a phadée claims plainly state “the modulation
frequency has a phase,” which is nonsensical and therefore indefahitat 2. And the Court
should not redraft the claim language to preserve the validity of the cleln{siting Allen Eng’g
Corp. v. Bartell Indus.299 F.3d 1336, 13489 (Fed. Cir. 2002)Chef Am., Inc. v. LamWeston,

Inc., 358 F.3d 1371, 1374 (Fed. Cir. 2004)
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Plaintiff repliesthat phase and frequency are interlinked, #red claim recitation of “the
modulation frequency has a phagethere to provide antecedent basis for “wherein the receiver
is configured to lock onto the phase.” Docket No. 4PB0-11.

Analysis

The issuan dispute is whether a modulation frequency may have a pt@sehe record
before it, the Court agreedgth Defendant that frequency and phase are distinct attributes of a
cyclic signal and it is nonsensical to state that a frequency has a grasexample, as relevant
to the subject matter of the Asserted Patérits, American Heritag€ollegeDictionary (4th ed.,
2007)defines “frequency” as the “number of times a specified phenomenon ocduesspiecified
interval” and the “number of complete cycles of a periodic process occurring per unitatiche”
the dictionary define¥{phase” asa “particular stage in a periodic process or phenomenonthand
“fraction of a complete cycle elapsed as measured from a reference poaukét No. 125-1@t
4-5. That is, both frequency and phase refer to cyclic phenomena but denote sspéaveties
of the phenomena: “frequency” refers to thele rate “phase” refers to how much of tiegcle
has elapsed by some point. Consistent with the customary meanings of “frecaresth¢ghase,”
the '113 Patent suggests frequency and phase are separhatgestiof a signal.See, e.g.’113
Patent 15:4547 (“detecting at the same frequency as the pulsed light source and al&bypossi
phase locked to the same signal”).

While it may make sense to state that a frequency is associated with a phasehw that t
modulation hasboth a frequency and a phase, the claims do not stateatidsthus are
unintelligible The Court is bound tacbnstrue the claim as written, not as the patentees wish they

had written it” Chef Am., Inc. v. LamWeston, In¢.358 F.3d 1371, 13#75(Fed. Cir. 2004)
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(refusing to rewritea nonsensical claijn That is, the plain meaning of the claim language yields
a nonsensical result and, as such, the meaning of this term is not reasonahly certa
Accordingly, the Court holds that Defendant has proven Claims 4 and 23 of the '113 Patent

are indefinite by reason of the phrase “wherein the modulation frequency hag 4 phas

H. “first reflected portion of the [first / second] output optical beant
Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction

“first reflected portion of the | plain and ordinary meaning | indefinite
first output optical beam”

e '113 Patent Claims 2, 3

“first reflected portion of the | plain and ordinary meaning | indefinite
second output optical beam’

e '113 Patent Claim 2

The Parties’ Positions

Plaintiff argues that the recited “first reflected portion” is understandable because, as
described in the '113 Patent, light can reflect in many different diresciad only a portion of
thislight may be collectedDocket No. 102at 2123 (citing 113 Patent figl2C, 9:4-7, 11:28-

29, 12:36-38, 24:34-36).

Defendant respondbkat for both the “first output optical beam” and the “second output optical
beam” there are two antecedent “a firstaetied portion” phrases in Claimad? the 113 Patent
one expressed in Claim 2 and the other expressed in Claim 1, from which Clailm@sd8ueket
No. 133-1at 2-30Q As such, it is not clear whiateferencdorms the antecedebgsisfor “the
received first reflected portion” phrases in Claim 2 and “the first reflected poritio@taim 3. Id.

It is likewise not clear whether there are two “first reflected portiafighe first output optical

beam or how there could bdd. at30-31.
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Plaintiff repliesthat Claims 1 and 2 are directed to different situations and thus “a first
reflected portion” is recited in each clairtn Claim 1, each “first reflected portion is received by
each of the first and second detectois 'Claim 2, each “first reflected portian .is received by
[a] single detector.”Docket No. 12%t11-13.

Analysis

The issue in dispute distills to whether the meanings of Claims 2 and 3 of the '113Ratent
reasonably certain given the multipleessof “afirst reflected portion of the first output optical
beani and “afirst reflected portion of thesecondoutput optical beafin the claims. The
meanings are not reasonably certain.

Claim 2 reproduced and annotated hergludes nultiple references to “a first reflected

portion of the first output optical bedrand 1. A wearable device, comprising:

a measurement device ... fusthcomprising
“a first reflected portion of thesecond receiver ... having a first detector an
second detector the first and second dete
output optical beam and there is no being spatially separated, the first dete
configuredto receiveat leasu first reflected

reasonably certain way to determine whi portion of the first output optical beam the
second detdor configuredo receiveat leas

of these forms the antecedent basis for “| afirst reflected portion of the second output
optical beam ...

receivedfirst reflected portion of the first
2. Thewearable device of claim Iwherein on

output optical beafrand “the receivedirst | Of the spatially separated detectors is loca
first distance from the first light emitting dic
reflected portion of thesecond Output and a diffeent distance from the second li
emitting diode such that the receiver caoeive
optical beant Specfically, Claim 2 recites| afirstreflected portion of thefirst output optical
beam anda first reflected portion of the second
comparing the received first reflectg output optical beam, and wherein the receivel
configured to genate a detector output signa
portion of the first output optical beam wit| l€ast in part bycomparing the received first
reflected portion of thefirst output optical beam
that of the second output optical bearn. | and the received first reflected portion of the
second output optical beam.

also recites: (1) a first detector configured
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receive a first reflected portion of the first outpptical beam, (2) a second detector configured
to receive a first reflected portion of the second output optical beam, attte(B)ceiver can
receive a first reflected portion of the first output optical beam andtaditected portion of the
secondoutput optical beamlt is not clear what “received” reflected portions are compaied.
could be those received by the first and second detedfarst could be those received by the
receiver. Claim 3, which depends from Claim 2, does nothing to resolve this ambiguity and thus
suffers the same deficiency.

Accordingly, the Court holds that Defendant has proven that Claims 2 and 3 of the '113 Patent
are indefinite by reason of the multiple instances of “a first reflected pbmidhe claims.

l. “generate a second receiver signal from light detected while at least one of

the first and second light emitting diodes is on including at least a portion of
the first reflected portion of the first output optical beanm’

Disputed Term Plaintiff's Proposed Defendant’s Proposed
Construction Construction
“generate a second receiver plain and ordinary meaning | indefinite

signal from light detected
while at least one of the first
and second light emitting
diodes is on including at least
a portion of the first reflecteg
portion of the first output
opticalbeami

e '113 Patent Claim 3

The Parties’ Positions

Plaintiff argues that the meaning of this term is clear: it requires a signaldiimglat least a
portion of the first reflected portion of the first output optlmahni and “the first reflected portion
of the first output optical bedmefers to a portion of the beam generated by the first light emitting

diode. Docket No. 102t 20.
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Defendant respondhlat Claim 3 requires a signal that includtee first reflectd portion of
the first output optical bedimandthat is generatedrom light detected while at least one of the
first and second light emitting diodes is on.” This allows for the nonsensicaltrestitte signal
includesa portion of a beam generated by the first light emitting diode while that diode $® off,
long as the second light emitting diode is @ocketNo. 133-1at29-31.

Plaintiff replies:the signal that includes a “first reflected portion of the first ottpptical
beani from the first light emitting diodenay be generated while tfiest light emitting diodes
pulsed on and off Plaintiff contends thaDefendant’'s argument is improperly premised on the
first light emitting diode being continuously ondatisfy the claim.Docket No. 12%t8-10.

Analysis

The issue in dispute is whether Claim 3 of the '113 Patent is rendered indefinite bywgequi
(1) a signal to be generatédm light detectedvhile at least a first or second LED is on, and (2)
the sgnal to include aeflectedportion of an optical beam generated by the first LEIDaim 3 is
not rendered indefinite by this requirement.

The meaningf the claim language is reasonably certain: it requires that the signal include a
portion of a beam created by the first LEADd it requires that this signal be generdtech light
detected whilat least one of the first and second LEDs are on. It méyabeequiring the signal
be generatefiom light detected whilat least one of the first and second LE®asn is redundant
becausaequiring the signal to include a reflected portion of the first optical beam saeites

entails using light detected while the first LED is bnf the meaning of the claim is clédr.

10 Defendant appears to be arguing the redundancy in a claim necessarily @md@m indefinite. The Court
disagrees. For example, the Federal Circuit has held that “[a] ‘wherebye ¢lzatsmerely states the result of the
limitations in the clainadds nothing to the patentability or substance of the claim.” Tex. Instruments Inc. v. U.S.
Int'l Trade Comm’'n988 F.2d 1165, 1172 (Fed. Cir. 1993) (emphadided). Such a limitation is redundant, but
instead of the redundancy resulting in an invalid claim, the redutidatiation has no effect on patentability precisely
because it is redundant. Similarly, in the context of determining ehatlimitationrecited in a dependent claim is
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Further, it is not clear that the claim inclusesessarilyedundant language asihcompasses
situationin whichthe reflected portion of the first optical beam that is included in the signal is not
collected when the first LED is on.

Accordingly, the Court holds that Defendant hassmatwnClaim 3 is indefinite for including
the phrase “generate a second receiver signal from light detected while abhéakthe first and
secondight emitting diodes is on including at least a portion of the first reflected poitithre o
first output optical beam.”
V. CONCLUSION

The Court adopts the constructions above for the disputed termsAxdbed Patentslhe
Court further finds tha€laims 2, 3, 4, and 23 of the 113 Patar# invalid as indefinite.

It is so ORDERED.

SIGNED this 14th day of August, 2019.

/20444./‘ CO (2lirwerloe Lo,
ROBERT W. SCHROEDER IIT
UNITED STATES DISTRICT JUDGE

merely redundant because of a limitation found in an independent clankederal Circuit has noted, “Claim
differentiation is a guide, not a rigid rule. If a claim will bear only amterpretationsimilarity will have to be
tolerated.” ICU Med., Inc. v. Alaris Med. Sy$£58 F.3d 1368, 1376 (Fed. Cir. 2009) (quotgogiro Co. of Am. v.
United States384 F.2d 391, 404 (Ct. Cl. 1967)) (emphasis added). Taken in thisthighitederal Circuit’'s canon

that claims shald be construed “with an eye toward giving effect to all of their termiagmonetics Corp. v. Baxter
Healthcare Corp.607 F.3d 776, 781 (Fed. Cir. 2010), should not be taken as a hard and fast rult tbatev
claims indefinite if necessarily vidied. Rather, if there is only one reasonable interpretation of a claim then the
meaning of the claim is reasonably certain, even with redundant tS&sesNautilus, Inc. v. Biosig Instruments, Inc.
572 U.S. 898, 910 (2014) (35 U.S.C1B2, 12 requireghat the claims “inform those skilled in the art about the scope
of the inventiorwith reasonable certainty” (emphasis added)).
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