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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

SAINT LAWRENCE COMMUNICATIONS
LLC,

Plaintiff,

AMAZON.COM, INC., AMAZON.COM

§
8§
§
8§
§
V. g CIVIL ACTION NO. 2:19CV-00027JRG
8§
§
LLC, 5

§

8§

Defendants

MEMORANDUM AND OPINION ORDER

Before the Court is Defendammazon.com, Incand Amazon.com LLC’s (collectively,
“Amazon”) Motion toTransferPursuanto Contractual Forum Selection Clause (the “Motion”).
(Dkt. No. 30.) Having considered the same and the briefing, the Court is of the opinion that the
Motion should be and hereby@ENIED for the reasons set forth herein
l. INTRODUCTION

A. SLC and Amazon’s Rior Licensing Agreement

Amazon and SLC entered into a Patent License and Litigation Settlement Agrétdrae
“Agreement) on April 22, 2015 (SeeDkt. No. 372.) In exchange for royalty payments, SLC
(and its related foreign entitgaveAmazon the right to make, ys® sell 75,000 licensed products
in twenty European countrigsolely for the purpose of encoding and decoding data in accordance
with the AMR-WB Standard” as related to severb5LC'’s foreign patents(See id88 1.19, 2.1,

and atAppx. B) The Agreemenalso includes a choice of law and forum selection provision:

! The Agreementlefines “Party” to include Defendant Amazon.com, Inc.’s subsidiaries, which
includes Defendant Amazon.com LLC. (Dkt. No-B%81.1, 1.14see alsd®kt. No. 30 at 3 n.4.)
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This Agreement shall be governed by, interpreted and construed in accordance with
the laws of New York, without reference to conflicts of laws principhes. legal
actionor other legal proceeding relating to this Agreementhe enforcement of

any provision of this Agreememust be brought or otherwise commenaea
federal or state couit New York

Each Party expressly and irrevocably consents and submits to the juorsditcti
such state and federal courts in connection with any such legal proceeding.

(See idat§ 10.1 (emphasis added).)

B. The Instant Lawsuit

SLC sued Amazon on January 28, 2019, alleging infringement of U.S. Patent Nos.
6,795,805 (805 Patent”); 6,807,524 (“the '524 Patent”); 7,151,802 (*'802 Patent”); 7,260,521
("521 Patent”);and7,191,123 (*’123 Patent™collectively,the “Asserted Patents”).SéeDKkt.
No. 1 (Complaint) at 7, 11, 16, 21, 25In its original ComplaintSLC appeared tallege that
Amazon had preuit notice of the Asserted Patents by way ofAgeesement (See id.f 24;see
alsoDkt. No. 302 (Letter by Marc Booth on behalf of SLC to Amazon) (alleging infringement of
the Asserted Patents and identifying the limited scopiefAgreement) SLC subsequently
amended the Complaint, which nandicatesnon+eliance on thégreement (Dkt. No. 36 n.9.)
There is no dispute thdi¢ Asserted Patents are not covered bytdreement (Cf. Dkt. No. 37
2 at Appx. B.)

SLC is a Teas limited liability company with its principal place of business at 6136 Frisco
Square Blvd., Suite 400, Frisco, Texas 75034. (Dkt. Nol.} fDefendantAmazon.com, Inc. is
a Delaware corporation with its principal place of business at 410 Termyuaorth, Seattle,

Washington, 98109. (Dkt. No. 272f) DefendanfAmazon.com LLC was a Delaware corporation



that ceased operations by January 1, 204f#n itmerged into Amazon.com Services, i¢ld.
13)

Amazon contends that thgreemens forum selection clause contrdtss caseand asks,
pursuant to the Agreement and 28 U.S.T484(a)the Court td‘transfer this case to the Southern
District of New YorH,] where SLC is currently asserting the same paienssit in pending
litigation.”® (SeeDkt. No. 30 at 1.)

Il APPLICABLE LAw

If venue in the district in which the case is originally filed is proper, thet coay
nonetheless transfer a case based on “the convenience of parties and witnessgsbtber
district or division where it mght have been brought or to any district or division to which all
parties have consented.” 28 U.S.(4®4(a). Thehresholdinquiry when analyzing eligibility
for 8 1404(a) transfer is “whether the judicial district to which transfer is soughtvilaué been
a district in which the claim could have been fileth’re Volkswagen A&71 F.3d 201, 203 (5th
Cir. 2004)[hereinafteVolkswagen]l As such, to prove that transfer is proper, the mowarst
establish that, as of the time of filing, eguanty “would have been amenable to processin . . . the
transferee court” and that “venue as to pdrfie would have been proper [thereFee Liaw Su

Teng v. Skaarup Shipping Corg43 F.2d 1140, 1148th Cir. 1984)overruled on other grounds

2 Neither party has made representations as to the principal place of businesazoihAwom
Services, Inc. Accordingly, the Court relies on the principal place of businessfesfdBet
Amazon.com, Inc. for purposes of this Motion.

3 The Asserted Patengse also at issue in litigation currently pending in the Southern District of
New York. See Sony Mobile Commc’ns Inc. v. EVS Codec Techs.d4dse No. 418-cv-09518-
JSR, Dkt. No. 95 168, 140.BP (S.D.N.Y Feb. 25, 2019) (SLC’s declaratory judgment answe
and counterclaims for infringement of the Asserted Pateib@)Elecs. Inc. v. Saint Lawrence
Commc’ns LLCCase No. 1:1-8v-11082DLC, Dkt. No. 72 L8 (S.D.N.Y. Mar. 1, 2019) (SLC’s
declaratory judgment answer action identifying the Asserted Patents).
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by Inre Air Crash Disaster Near New Orlegr&21 F.2d 1147 (5th Cir. 198@¢cordHoffman v.
Blaski 363 U.S. 335, 342-44 (1960).

Once tlis initial thresholdhas beemmet, courtsdetermine whether the case should be
transferred by analyzingariouspublic andprivate factors.See Humble Oil & Ref. Co. v. Bell
Marine Serv., In¢.321 F.2d 53, 56 (5th Cir. 1963¢cordIn re Nintendo Co., Ltg.589 F.3d
1194, 1198 (Fed. Cir. 2009). The private factors are: (1) the relative easess txsources of
proof; (2) the availability of compulsory process to secure the attendancenebsés; (3) the cost
of attendance for willing witnesses; and (4) all other practical probileatsnake trial of a case
easy, expeditious, and inexpensiwolkswagen,|371 F.3d 5203 (citingPiper Aircraft Co. v.
Reyno 454 U.S. 235, 241 n.6 (1981)). The public factors are: (1) the administrative difficulties
flowing from court congestion; (2) the local interest in having localizedastedecided at home;

(3) the familiarityof the forum with the law that will govern the case; and (4) the avoidance of
unnecessary problems of conflict of laws or in the application of foreign lldwThese factors

are to be decided based on “the situation which existed when suit was institdtétiian 363

U.S.at 343. Though the private and public factors apply to most transfer cases, “they are not
necessarily exhaustive or exclusive,” and no single factor is dispoditive.Volkswagen of Am.,

Inc., 545 F.3d 304, 314-15 (5th Cir. 20QBereinafteNolkswagen |l

To prevail on a motion to transfer undet4d4(a), the movant must show that transfer is
“clearly more convenient” than the venue chosen by the plaintffat 315;accord In re Apple
Inc., 456 F. App’x907, 909 (Fed. Cir. 2012) (holding that a movant must “meet its burden of
demonstrating [] that the transferee venue is ‘clearly more convenienht&rn@al citation
omitted). Absent such a showing, plaintiff's choice of venue is to be respedtaiiswagen I)

545 F.3d at 315.When deciding a motion to transfer undet4®4(a), the court may consider



undisputed facts outside of the pleadings such as affidavits or declaratiorignbat draw all
reasonable inferences and resolve factual conflictavior of the normoving party. See Sleepy
Lagoon, Ltd., v. Tower Grp., InAB09 F. Supp. 2d 1300, 1306 (N.D. Okla. 20%#&E also Cooper
v. Farmers New Century Ins. C8693 F. Supp. 2d 14, 18-19 (D.D.C. 2008).

The abovawo-step process differs, however, when the movant has raised the applicability
of a forum selection clause. As the Supreme Court has recognidd@4@&) provides “a
mechanism for enforcement of foreselection clauses that point to a particular federal district.”
Atl. Marine Constr. Co. v. U.S. Dist. Court for the W. Dist. of TE34 S. Ct. 568, 579 (2013)n
those caseghe court must first consider whether the party asserting the clause ancetise aef
claim triggering that clause crosses the threshold required to ttiggapplication of the forum
selection clauseGen Protecht Gp., Inc. v. Leviton Mfg. Cp651 F.3d 1355, 1359 (Fed. Cir.
2011) pereinaftelGPQ (citing Tex. Instrumentdnc. v. Tesserdnc., 231 F.3d 1325, 1328 (Fed.
Cir. 2000)). If the court concludes that it dodggenthe usuak 1404 analysis is altered in two
relevant ways: (1) the plaintiff's choice of forum merits no weight, anth@Jlistrict court should
consider arguments about public interest factors ofsti.Marine, 651 U.Sat 581-82.

To detemine whether aforum selection clause is applicable, the Federal Circuit has
instructed that the nexus between the current claims and the alleged defemsefflom the prior
licene or settlement agreement must be “fiiwvolous.” GPG, 651 F.3d at 1359.A bare
allegation that a license provides a defense to the claims in suit is insufficiengjéo thig forum
selectionclause. Id. While, the Federal Circuit has not strictlgrdarcatedhte boundaries and
scope of te “nondrivolous” standardthis Court has previouslysed a less than ondalf and
nearer toone-quarter’standard. The “attachment point” along a continuum existing between a

wholly frivolous assertion of a licee defense and a conclusive showing of success on the merits



where an asserted defense is “almost assuredly . . . found before we reachpbetroé the
spectrum” and is probably “found nearer the-gnarter marker.”Zix Corp. v. Echoworx Corp.
No. 2:15ev-1272-JRG, 2016 WL 7042221, at *2—4 (E.D. Tex. June 9, 2016).

1. DISCUSSION

A. Applicability of the Forum Selection Clause

The Courtfirst determinesvhether Amazorhas raised a “nofrivolous” defense that
entitles it to the benefit of the asserted forum selection claussanalysidgs procedural in nature
andis limited to the discreet issue of wheti#enazoris defense crosses the “onquarter” mark
of the viaility spectrumwhere they should be considered +iowolous. While suchan inquiry
necessarily requires the Court ¢onsiderthe meritsof Amazon’s defensegheir substantive
resolution is neither appropriate nor necessary at this juncture.

Amazon arges that theAgreements forum selection clause broadly encompasses any
legal action felating to th[e] Agreemenidrthe enforcement of any provisions of th[e] Agreement”
and thus governs any legal action that is “connected by reason of an establiskedverable
relation” to theAgreement (SeeDkt. No. 30 at 9 (quoting Dkt. No. 37 at 810.1;NuCurrent,
Inc. v. Samsung Elecs. Cblo. 6:18cv-51-JRGKNM, 2018 WL 7821099, at *6 (E.D. Tex. Dec.
26, 2018)) (emphasis in original).) Amazon contendstthatcase is a lawsuit “relating to” the
Agreementbecause (1) “SLC cites and relies upon ggeementto support [it]'s purported
claims for willfulness, indirect infringement, and enhanced dama@@s"SLC’s Infringement
Contentions rely on theéAgreement as allegedly providing Amazon with ‘notice of its
infringement”; and (3)'SLC asserts that thegreements directly relevant to a reasonable royalty
for determining compensatory damages in this case.” (Dkt. No. 30-a1.)J0As such;SLC

cannot avoid the forum selection clause merely by unilaterally assurir@otime that . . . it no



longer wants to rely on thi&greement’ (Dkt. No. 40 at 2.)Amazonexplains thatt still intends

to “affirmatively rely on theAgreemento defend aginst SLC’s willfulness claims, as evidence
of Amazon’s history of good faith conduct.Id(at 4.) Additionally, Amazon argues “a proper
royalty analysis under the we&hown GeorgiaPacific factors ... must account for” (1)
substantive differencestween the Asserted Patents and the patents covered Agrémment
and (2) the AMR-WB speed coding standard common between the Saira. 3¢4.)

SLC argueSAmazon logically cannot raise any licensing defense in this case leavans
of the [A]ssertd [P]atents were subject to tAgreement’ (Dkt. No. 37 at 2.)SLC also argues
that Amazon “cannot argue that it subjectively believed that a European pegestlprovided
any sort of defense to infringement of the asserted U.S. patents or erelates to its subjective
knowledge of these patents.” (Dkt. No. 43 at 4.) Moreover, ‘®Ba€ amended its complaint to
stipulate that it will not rely upon th&greementto establish either knowledge or willfulness,”
thereby “moot[ing] any argument thiaintends to rely upon thagreement’ (Dkt. No. 37at 3-

5; see alsdkt. No. 43 atc.) Additionally, SLC argues that it “will not rely upon tifgreement
as the basis for its reasonabbyalty analysis” because “th&greementis not a comparable
license.” (Dkt. No. 37 at5.)

The Court finds that the Agreement’s forum selection clause does not apply to t& parti
dispute.SLC’s infringement claimand Amazon’s defenses in the instant case are not “related to”
the Agreemenbecause their resolutiaioes not'require[] the application of various provisions
of the [Agreement” Cf. NuCurrent2018 WL 7821099, at *8. Although tAgreemeris forum
selection clause contains broad language, a dispute must stitfatithe scopef that agreement

in order to be triggeredSee Paduano v. Express Scripts,,|B6.F. Supp. 3d 400, 432 (E.D.N.Y.



2014) (applying a broad interpretation to the phrase “not limited to disputes in conneitli,
arising out of, or relating in any way to, [the agreemént]”

It is undisputed that the Asserted Patents are not covered Bygithementand a plain
reading of theAgreementdoes not lead the Court to conclude othenfis&s such, even ithe
existence of and the parties’ knowledge of Aggeementwere releant to determiningvillful
infringement, theAgreement—on its face—does not put Amazon on notitieat its actionsmay
infringe the AsserteBatents Cf. GPG, 651 F.3d at 1359 (explaining that “th@n&]s no question
in th[e] case that the dispute ‘relates to or arises out of [a s]ettlement [a]greemen€ thi
outcome of a dispute regarding the scope of a patent licensewill determine whether the
patentee can sustain its suit for infringemen#ny inference of aubjective intent by Amazon
to infringe the Asserted Patents wotddjuire ondo look beyond thdgreemenitself. As such,
the provisions of thé&greementand the parties’ knowledge thereof atemosttangential to the
instant lawsuit See Rovi Guides, Inc. v. Comcast CoNn. 216¢cv-00322JRGRSP, 2016 WL
6217201, at *3 (E.D. Tex. Oct. 25, 2016) (“Courts must be mindful, however, of extending a
broadlyworded forumselection clause too far, such that every subsequent dispute between
contracting pdres triggers a forurselection clause when the agreement is raised as a defense.”).

The Court likewise finds that use of the Agreemamtevidence in a reasonable royalty
analysis does not trigger the Agreement’s forum selection claesther the Agreemeris a

comparable license is not a dispute “related to” Alggeement® Comparability focuss on

4 The only relationship between the Asserted Patents and the Agreement’'s pajaats by
Amazonis that both sets of patents aspresented by SLC &®ingessential tathe AMR-WB
speed coding standard. (Dkt. No. 30-a5;440 at 3-4.) However, simply being essential to the
sameAMR-WB speed coding standadibes not indicate that the Asserted Patents are directly
related to the Agreement’s patents

> Many licensing agreements, of varying degrees of comparability, @ used as eviahce in
determining a reasonably royalty. Each agreement may include a forumiceleletuse, and in
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whether thepatentsin a license are comparable to thetentsat issue See e.g.GeorgiaPac.
Corp. v. U.S. Plywood Cor@318 F. Supp. 1116, 1128.D.N.Y. 1970)explaining that one factor

in establishing a reasonable royalty includgihé rates paid by the licensee for the use of other
patents comparableto the patent in suit”) (emphasis adde8hould thegpatentof the Agreement

be comparable to the Asserted Patents, the\gmeemens terms may inform the reasonable
royalty for theAsserted Patentddowever, the Court is persuaded, based on the record before it,
thatthe Agreemenis not the thrust c5LC’s claims noAmazon’s defenses.

While the Agreement may beised asevidenceat trial as toissues such awillful
infringement or the amount of damages, the Agreement itself is not Amaiadaissdo SLC'’s
claims. If the use of an agreement at trial as one of the manksoim the evidentiary wall to be
built before the jury should somehow and without morekive forum selection clause contained
therein, then every defendant in this posture would be incentivized to claim thenegreeas
important evidence relating smme issue of triable fact. Here, the issue of comparability between
the Agreement and the Asserted Patehtsillfulness is a matter for the jury to determine as part
of the trial. They may well conclude that there is no material comparability. TeIpbssibility
that the jury might find the Agreement to be comparable trigger the unretated selection
clause therein would be improper and far beyond what the parties to the Agreement could have
reasonable intended when the Agreement was negb#atéexecuted.

For these reasons, the Court is persuaded that Amasomobresented a nefivolous

argumerntthatis to say one thaatisfies the'less than onéalf and nearer to orguarter” standard

some instances, the same parties may have multiple agreements between theig didfeeent
paents o families. Under Amazon’s argument, the use my auch licensing agreements as
evidencein the reasonably royalty context could trigger the forum selection clausesnthe
potentially requiring transfer to disparate or competing forums. Althoughtéreto” connotes a
broad form of associatioAmazon goes too far.

9



requiredto trigger the forum selection clauset gorth in theAgreement SeeZix, 2016 WL
7042221, at 2-4. Accordingly, the Court finds that the claims at issue do not impliadte
Marine andproceedgso consider the issue of § 1404(a@nsfer unde¥olkswageril.

B. Transfer Under 28 U.S.C. § 1404(a)

SLC andAmazonare silent on whethehis action could have been properly filed in the
Southern District of New YorR. However Amazon admits that its “subsidiarieperate in many
locations throughout the country, including in the Soutigstrict of New York”” (Dkt. No. 30
at 2.) See alsa28 U.S.C. 81400(b) (‘Any civil action for patent infringement may be brought in
the judicial district where. . the defendant has . . . a regular and established place of bijsiness.
Thus,the Cout sua spontdinds that the threshold requirement for transfer undet@®t(a) has
been satisfied.

1. Private Transfer Factors

a) Relative Ease of Access to Sources of Proof
When considering the relative ease of access to sources of proof, a court lobkseto w
documentary evidence, such as documents and physical evidence, are\&itksgagen 11545
F.3d at 316. Despite technological advances in transportation of electronic documeital phys
accessibility to sources of proof continues toabgrivateinterest factor to be considere&ee
Volkswagen 11545 F.3d at 316. For this factor to weigh in favor of trangferazonmust show

that transfer to the Southern District of New Ywill result in more convenient access to sources

® Amazon’s sole argument for the propriety of venue in the Southern District of Newsviased

on theAgreemeris forum selection clause and tparties apparentonsent related thereto. (Dkt.
No. 30 at 11.) However, the Court has already determined thAgteements forum selection
clause has yet to be triggered.

! Likewise, Amazon’sanswer in relation to venue in this District admitted that “subsidiaries of
Amazon.com, Inc. operate places of businesg@Eastern District of Texas]."SeeDkt. No. 27
18)

10



of proof. See DienL.LC v. BigCommerce, IncNo. 6:17cv-186, 2017 WL 6729907, at *2 (E.D.
Tex. Dec. 28, 2017).
Theparties aresilent on this factor However, SLC has represented thaprtacipalplace
of business is in Frisco, TX, and Amazon has admitted thatifisipal place of business is in
Seattle, Washingtof. (SeeDkt. No. 1 f1; Dkt. No. 27 2.) Both locations are closer to this
District thanthe Southern District of New YorkAccordingly, the Court finds that this factor
weighs against transfer.
b) Availability of Compulsory Process
The second private interest factor instructs the Court to consider the aigilabil
compulsory process to secure the attendance of witnesses, particulapigrtyowitnesses whose
attendance may need to be secured by & ooder. In re Volkswagen JI1545 F.3d at 216Since
the Parties have not identified apgtential witnesses for whom compulsory process may be
necessarythe Court concludes that this factor favors neither party and is neutral.
C) Cost of Attendance for Wing Witnesses
“The convenience of the witnesses is probably the single most importamtifes transfer
analysis.” In re Genentech, Inc566 F.3d 1338, 1343 (Fed. Cir. 2009) (quotiail Bros. Ltd. v.
World Wide Lines, Inc425 F.Supp.2d 325, 329 (E.D.N.Y.2006). “When the distance between
an existing venue for trial of a matter and a proposed venue uddé4&) is more than 100
miles, the factor of inconvenience to witnesses increases in direct rdigiionghe additional

distance to be traveledId. at 1343 (citing/olkswagen 11545 F.3d at 317).

8 Theparties have not identified any other specific locations where relevant, docuyreitance
may be located. To the extent Amazon’s “subsigsoperate in many locations throughout the
country, including in the Southern District of New York,” such ambiguous availalsltgited
against the admitted “subsidiaries of Amazon.com, Inc. [that] operate placesn&skus tfe
Eastern District bTexas].” (CompareDkt. No. 30 at 2yith Dkt. No. 27  8.)
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The Court finds that this factor favors neither side, as the parties have notedesutiyi
willing witness for which the&Southern District of New Yorks more or less convenient thtre
Eastern District of Texas. This factor is neutral.

d) All Other Practical Problems

Practical problems include those that are rationally based on judicial economy.
Particularly, the existence of duplicative suits involving the same or similaisissag crate
practical difficulties that will weigh heavily in favor or against transkslas Techs., Inc. v. Adobe
Sys., InG. No. 6:09cv-446, 2010 WL 3835762, at *6 (E.D. Tex. Sept. 28, 20a€)d In re
Google, Inc. 412 F. App’x. 295 (Fed. Cir. 2011). $ethe parties have not presented arguments
on this factor, the Court finds that this factor is neutral.

2. Public Transfer Factors

a) Administrative Difficulties Flowing from Court Congestion
“To the extent that court congestion is relevant, the speed with which a casensatoco
trial and be resolved may be a factofGenentech566 F.3d at 1347. Amazon contends that the
“relative court congestion is either neutral or not a significanofdctDkt. No. 30 at 12.)SLC
presents no arguments in its favor. Accordingly, the Court finds that this ioutral
b) Local Interest in Having Localized Interests Decided at Home
Amazon argues that “the local interests factor is either neutnasignificant.” (Dkt. No.
30 at 13.) SLC is silent on this issue. Thus, this factor is neutral.
C) Avoidance of Unnecessary Conflicts of Law
Amazon states that “[t]his factor is neutral as no such issues are exjpemtise” (DKkt.

No. 30 at 15.) SLC presents no arguments in its favor. The Court finds tHattbirss neutral.

12



d) Familiarity of the Forum with Governing Law

Amazon argues that “New York law will govern issues of interpretationeaforcement
of the Agreementhat will arise in thicase.” (Dkt. No. 30 at 14.) SLC presents no argument on
this factor.

To the extent thahe Agreemenis used as evidence in this case, the Court is capable of
reading and applying the factual provisions therein. As such, the Court finds thatithig/eighs
slightly, but only slightly,against transfer.

Having considered the relevant public and private factors, the Court concludes that
Amazonhasnot metits burdento demonstra theSouthern District of New Yorls “clearly more
convenient.” SeeVolkswagen 11545 F.3cf
IV.  CONCLUSION

For the reasons stated above, Amazdfosion to TransfePursuant to Contractual Forum
Selection ClauséDkt. No. 30)is herebyDENIED.

So ORDERED and SIGNED this Sth day of July, 2019.

RODNEY GIL
UNITED STAT

RAP
S DISTRICT JUDGE

® The Court notes that the facts of this case mtinduishable from those that were preseritin

re HP, Inc, 2018149, Dkt. No. 16 (Fed. Cir. Sept. 25, 2018). In that caselrndPpetitioned the
Federal Circuit for a writ of mandamus seeking an order directing the EBRs$énint of Texas to
vacate its order denying transfer and to transfer the case to the Nortbieict Di California. The
Federal Circuit granted the p&tin, finding that the district court abused its discretion because it
“refus[ed] to transfer despite weighing several factors in favor o$fea and no factor in favor of
keeping the case.ld. at 4. UnlikeHP, however, this Court has foutitht sixfactorsare neutral,

one weighs against transfer, and one weglightly againstransfer This falls short of showing
that the Southern District of New York is a clearly more convenient forum.
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