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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF TEXAS
MARSHALL DIVISION

OPTIMUM IMAGING TECHNOLOGIES
LLC

V. Case No. 2:18V-00246JRG

w W W W W) W

CANON INC.

CLAIM CONSTRUCTION MEMORANDUM OPINION AND ORDER

Before the Court is the Opening Claim Construction Brief (Dkt. No. 69) filelamtiff
Optimum Imaging Technologies LLCRfaintiff” or “OIT”) , with associated exhibits. Also before
the Court are the Responsive Claiunstruction Brief (DktNo. 73) filed byDefendantCanon
Inc. (“Defendarnit or “Canori’), as well asPlaintiff’'s Reply (Dkt. No. 77, also with associated
exhibits.

On May 20, 2020, the Court heldaaim constructiorhearing to determine the proper
construction of thelisputed claim terms in United States Pakéwd. 7,612,805 (the *’805 Patent”)
and 8,451,339 (the 339 Patent”) (collectively the “Asserted Patent$i¢ Court has considered
the arguments made by the parties at the hearing and in their claim constructionrariefs a
supporting documents The Court issues this Memorandum and Order construing disputed

limitations in light of these considerations.
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l. LEGAL PRINCIPLES

It is understood that “[a] claim in a patent provides the metes and bounds ghthvehiich
the patent confers on the patentee to exclude others from making, using or selling titedprote
invention.” Burke, Inc. v. Bruno Indep. Living Aids, In&é83 F.3d 13341340 (Fed. Cir. 1999).
Claim construction is an issue of law for the court to dedtlekman v. Westview Instruments,
Inc., 52 F.3d 967, 97071 (Fed. Cir. 1995) (en baaft), 517 U.S. 370 (1996).

“It is a bedrock principle” of patent lavg that “the claims of a patent define the invention
to which the patentee is entitled the right to exclud®hillips v. AWH Corp.415 F.3d 1303, 121
(Fed. Cir. 2005)en banc)quotingInnova/Pure Water Inc. v. Safari Water Filtration Sys., ,Inc.
381 F.3d 1111, 1115 (Fed. Cir. 2004)). To determine the meaning of the thagrnstial focus
is alwaysthe intrinsic evidenceld. at 1313 C.R. Bard, Inc. v. U.S. Surgical Cor888 F.3d 858,
861 (Fed. Cir. 2004 Bell Atl. Network Servs.. CovadCommc’ns Group,262 F.3d 1258, 1267
(Fed. Cir. 2001).The intrinsic evidence includes the claims themselves, the specification, and the
prosecution historyPhillips, 415 F.3d at 1314;.R. Bard, InG.388 F.3d at 861The general rule
is that each clen term is construed according to its ordinary meaning as understood by one of
ordinary skill in the art at the time of the invention in the context of the pa®@émitips, 415 F.3d
at 1312-13Alloc, Inc. v. Int'l Trade Comm’ 342 F.3d 1361, 1368 (Fed. Cir. 2003.)

“The claim construction inquiry. . begins and ends in all cases with the actual words of
the claim.” Renishaw PLC v. Marposs Societa’ per Azi@b8 F.3d 1243, 1248 (Fed. Cir. 1998).
Further,a term’s context in the asserted claim bannstructive.Phillips, 415 F.3d at 1314. Other
asserted or unasserted claims can also aid in determining the claim’s meacanggtclaim terms

are typically used consistently throughout the pataht.Differences among the claim terms can



also &sist in understanding a term’s meaning. For example, when a dependent claim adds a
limitation to an independent claim, it is presumed that the independent claim doeduttd the
limitation. Id. at 131445.

“[Cllaims ‘must be read in view of the specifigat, of which they are a part.1d. (quoting
Markman v. Westview Instruments, In62 F.3d 967, 979 (Fed. Cir. 1995) (en banc)). The
specification “is always highly relevant to the claim construction analysisually, it is
dispositive; it is the single best guide to the meaning of a disputed tédm(¢§uotingVitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 1996@)gleflex, Inc. v. Ficosa N. Am.
Corp., 299 F.3d 1313, 1325 (Fed. Cir. 200But, “[a]lthough the specification may aid the court
in interpreting the meaning of disputed claim language, particular embodiments and sxample
appearing in the specification will not generally be read into the clai@smark Commc'ns, Inc.

v. Harris Corp, 156 F.3d 1182, 1187 (Fed. Cir. 1998) (quot@®gnstant v. Advanced Micro
Devices, InG.848 F.2d 1560, 1571 (Fed. Cir. 1988ge alsdPhillips, 415 F.3d at 1323'[I]t is
improper to read limitations from a preferred embodiment described spéuificatior—even if

it is the only embodimestinto the claims absent a clear indication in the intrinsic record that the
patentee intended the claims to be so limitedi€ébelFlarsheim Co. v. Medrad, Inc358 F.3d
898, 913 (Fed. Cir. 2004).

The prosecution histong also instructive irtlaim construction becauseis evidence of
how the U.S. Patent and Trademark Offidd$PTO”) and the inventor understood the patent
the claims were formedPhillips, 415 F.3d at 1317 Nonetheless, the prosecution history can
often inform the meaning of the claim language by demonstrating how the inventor understood the
invention and whether the inventor limited the invention in the course of prosecution, making the

claim scope narrower than it would otherwiselboeHowever,caution must be taken where the



prosecution history is unclear or ambiguoud. at 1318;see alspAthletic Alternatives, Inc. v.
Prince Mfg, 73 F.3d 1573, 1580 (Fed. Cir. 1996) (ambiguous prosecution history may be
“unhelpful as annterpretive resource”).

Although extrinsic evidence can also be useful, it is “less significant than thesiatri
record in determining the legally operative meaning of claim langudjellips, 415 F.3d at 1317
(quoting C.R. Bard, Inc. 388 F.3d at 85). Generally, extrinsic evidence such as technical
dictionaries, treatises and expert testim@yless reliable than the patent and its prosecution
history in determining how to read claim termsd.

There are “only two exceptions to [the] genemale” that claim terms are construed
according to their plain and ordinary meaning: “1) when a patentee sets out a definition and acts
as his own lexicographer, or 2) when the patentee disavows the full scope ointhierctaeither
in the specificationtoduring prosecution.Golden Bridge Tech., Inc. v. Apple In¢58 F.3d 1362,
1365 (Fed. Cir. 2014) (quotinthorner v. Sony Computer Entm’t Am. L1869 F.3d 1362, 1365
(Fed. Cir. 2012))see also GE Lighting Solutions, LLC v. AgiLight, Ji50 F.3d 1304, 1309
(Fed. Cir. 2014) (“[T]he specification and prosecution history only compel departure from the
plain meaning in two instances: lexicography and disavowal.”). The standards for finding
lexicography or disavowal are “exactingsE Lighting Solutions750 F.3d at 1309.

To act as his own lexicographer, the patentee must “clearly set fortindialefof the
disputed claim term,” and “clearly express an intent to define the termduatifgThorner, 669
F.3d at 1365); see also Renishaw, 158 F.3t240. The patentee’s lexicography must appear
“with reasonable clarity, deliberateness, and precisi@ariishaw158 F.3d at 1249.

To disavow or disclaim the full scope of a claim term, the patentee’s statemeinés in

specificationor prosecution history must amount to a “clear and unmistakable” surr@uidis



Corp. v. Boston Sci. Corps561 F.3d 1319, 1329 (Fed. Cir. 20089g also Thorne669 F.3d at
1366 (“The patentee may demonstrate intent to deviate from the ordinary and acdustaning
of a claim term by including in the specification expressions of manifest exclusiestoction,
representing a clear disavowal of claim scope.”). “Where an applicant’s stdteare amenable
to multiple reasonable interpretations, they cannot be deefead and unmistakable3M
Innovative Props. Co. v. Tredegar Cqrp25 F.3d 1315, 1326 (Fed. Cir. 2013).

The parties raise a number of issuekatal to the antecedent basis of various claim
elements under 35 U.S.€.112, 1 2 The Supreme Court of the United States has “read [35
U.S.C.] 8 112, 1 2 to require that a patent’s claims, viewed in light of the specification and
prosecution history, inforrthose skilled in the art about the scope of the invention with reasonable
certainty.”Nautilus, Inc. v. Biosig Instruments, In672 U.S. 898, 910 (2014)[lJndefiniteness
is a question of law and in effect part of claim constructieRlus, Inc. v. hBwson Software, Inc.

700 F.3d 509, 517 (Fed. Cir. 2012). As a challenge to the patent validity under the statute, the
failure of any claim in suit to comply with § 112 must be shown by clear and convincing evidence.
BASF Corp. v. Johnson Matthey In875 F.3d 1360, 1365 (Fed. Cir. 2013pnix Tech. Co. v.
Publ’ns Int'l, Ltd, 844 F.3d 1370, 1377 (Fed. Cir. 2017\Whether a claim is indefinite is
determined from the perspective of one of ordinary skill in the art as of thengragplication for

the patent was filedNautilus,572 U.S.at 911.

Plaintiff takes the position that a person having ordinary skill in the relevant art would be
someone with aelectrical engine@ng degreewith 3-5 yearsof relevant experienceDefendant

proposes the same degree requirements, but allows fo2-@earsof relevant experience. The

1 Both of the patentsi-suit stem from applicationddd prior to March 16, 2013. No party has
taken the position that any claim qualifies for post-AlA treatment. Accordinglyiotitsa
throughout will be to the pre-AlA version of the statute.
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Court finds that one of ordinary skill in this art would have an electrical engineeringedsupl
three years of relevant experience
Il. AGREED TERMS
In their May 5, 2020 Joint Clain€onstruction Chart Pursuant to P.FR5(#) (Dkt. No. 79

1), theparties have reached agreement asdddhowing terns:

Claim Term Parties’ Agreed Construction

D1: “the database” Plain and ordinary meaning

'805 claims: 1, 9, 18, 24
'339 claims: 1, 5, 14

D4: “the modified data file(s)” Plain and ordinary meaning

'805 claims: 1, 9, 24

D7: “the lens focal length” Plain and ordinary meaning

'805 claims: 9, 24

D12:“the camera database” Plain and ordinary meaning

'339 claims: 5




Claim Term Parties’ Agreed Construction

D16: “database management syste| Plain and ordinary meaning

'805 claims: 1, 9, 18, 24
'339 claims: 1, 14

D18:“procedure” Plain and ordinary meaning

'805 claims: 1, 9, 18, 24

P1/D24: “a diffusion function of soff Plain and ordinary meaning
effect”

'805 claims: 3, 20

D41: “the digital signal processor | Plain and ordinary meaning
which applies at least one filtration
algorithm to optimize the image and
corrects the at least one optical
aberration at the specific focal length
in the zoom lens configuration”

'339 claim 14

. DISPUTED TERMS
Because of the number of terms in dispute, the Court will utilize the D# andhiPéaedes
utilized in the partiesMay 5, 2020 Joint Claim Construction Chart Pursuant to P.R. 4{B(kf).
No. 791). In addition,theCourt will address the terms in theder presentely the partiest the

hearing



Group |

A. P2/D23: “a color enhancing function”

Claim Term Plaintiff's Proposal Defendans Proposal
P2/D23: “a color enhancing Proposed construction: Proposed construction: a
function” color changes to an image | special effects function that

introduces color changes intg
‘805 claims: 2, 19 the image in the data file
1. The Parties’ Positions

The parties agree that “a color enhancing function” shoulat beast parthconstrued as
“color changes to an image Plaintiff proposed thatonstruction andDefendantincludes that
concept buseeks talsoinclude additional limitations regarding how the color changes must be
doneand where the changes are stored

2. Analysis

Much of the additional detaDefendantseeks to add into the construction“afcolor
enhancing functionfs included within other limitations of the claims. The subject term appears
in claims 2 and 19vhich dependfrom claims 1 and 18 respectivelgndboth recite that an
algorithm is applied “to a data file in order to satisfy a user specified spfeietisefunction”
‘805 Patent at 37:1%7, 40:2628. There appears to be no need to add the details byged
Defendantand doing so risks creating a redundancy that suggests a portion of the construction is
superfluous which is disfavored in claim constructionBecton, Dickinson and Co. v. Tyco
HealthcareGroup, LP,616 F.3d 1249, 1257 (Fed. Cir. 20;1lB)Jekta Instrument S.A. v. O.U.R.
Scientific Int'l, Inc, 214 F.3d 1302, 130507 (Fed. Cir. 2000).

The Court accordingly hereby construes “a color enhancing functomiean “color

changes to an image.”



B.  P3:“stop’

Claim Term Plaintiff's Proposal Defendans Proposal
P3: “stop” Proposed construction: Proposed construction:
a measure of exposure relatingn increment reflecting a
'339 claims: 3, 18 to the amount of light reachinghalving or doubling of light
the camera sensor exposure

At the May 20, 2020 hearing, the parties preseotaldarguments as to this teemd agreed
that Defendaris proposal was correctThe Court accordingly hereby construes “stop” to mean

“an increment reflecting a halving or doubling of light exposure.”

C. P4: “vignetting”

Claim Term Plaintiff's Proposal Defendans Proposal
P4: “vignetting” Proposed construction: Proposed construction:
darkening the corners of an | a type of aberration in which
'339 claims: 3, 15, 18 image the corners of an image are

exposed a stoless than the
image’s center area

1. The Parties’ Positions
Plaintiff proposes @&onstruction of “vignetting'as “darkening the corners of an image.”
(Dkt. No. 69 at 26.)Defendantakes the position that the patentee acted as his own lexicographer
to define the term in the specification as, “[ijn the case of vignetting, a type cdtadein which
the corners of an image are exposed a stop less than the image’s center area, . .0” {Bkat N
26 citing '805 Patent at 9:60-63.)
2. Analysis
Defendans proposal comes from a stateménthe ‘805 Patent at 9:6688. While the

character of this statement is somewhat oblique, it does provide some indication of bennthe
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would be defined by one of ordinary skill. At the same time, the law counsels that importing
limitations from the specification risks errogee e.g.,Phillips, 415 F.3d at 1323Both parties
seem toaccept that “vignetting” involves darkening of the edgesmfimage. Defendaris
proposal introduces quantitative character to the construction, but the patentee heot seas
explicit. Accordingly, the Court hereby construes “vignetting” to mean “an effect in which the

edges of an image are darker titia® image’s centet

D. D35: “identify[ing] specific optical aberrations’ “identify at least one optical
aberration”
Claim Term Plaintiff's Proposal Defendans Proposal
D35: “identify specific Proposed construction: plain| Proposed construction:
optical aberrations” and ordinary meaning identify... by using a database
to compare an image

'805 claims: 1, 9, 18, 24 aberration to reference images
'339 claims: 1, 14

1. The Parties’ Positions

Plaintiff argues that one of ordinary skill would understand the terms “identify[ing] specific
optical aberrations” and “identify at least one optical aberration” accordingetoptain and
ordinary meaning. (Dkt. No. 69 at 26Blaintiff maintains that the language of the apparatus
claims “refefs] to having the capability to identify one or more specific aberrations to be
corrected,” and the language of the method claimssadethe “step of identifying one or more
aberrations to be corrected.”ld() Plaintiff specifically cautions thabDefendant proposed
constructions exclude disclosed embodiments and reads in limitations from theapacituch

as “using a database,” “compar[ing] an image,” and “reference images.” Fitiallytjff responds

to the prosecution history arguments raised Dwfendam, criticizing both the contenof
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Defendant expert’'s opinions,and the qualification of Defendants expert to comment on
prosecution history.

Defendantrelies on prosecution disavowal in urging thatehtifying specific optical
aberrations must be limited to identifying specific optical aberrationsy using a database to
compare an image aberration to reference imadext. No. 73 at 2425.) Defendantrgues that
the patentee distinguished his invention in an August 23, 2012 amendment in thEatéto
prosecution by arguing that “[tlhe present invention identifies the optical abagdty using a
database to compare image aberration to reference imdgdesitifig Dkt. No. 737, Ex. G at 13.)
Defendantasserts that this statement constit@edear and unmistakable disavowal of systems
and methods that identify aberrations without using a database to compare images, and this
disavowal applies equally to the earlier filed and issued 805 patent. (Dkt. No. 73 at 25.)

2. Analysis

The parties do not seem to dispute that the underlying phrase “identifying specific optical
aberrations” would be clear and unambiguous to one of ordinary skill. AsBefgmdarnis sole
basis to urge the addition of limitations relating to the comparsomages in a database is
through disclaimer. As the parties acknowledge, the standard for prosecution histaiyndiscl
is that the restriction of claim scope must be “clear and unmistakable” to orgiradrgrskill in
the art. Elbex Video, Ltd. vSensormatic Elecs. Corpb08 F.3d 1366, 1371 (Fed. Cir. 2007)
(quotations omitted)Avid Tech. Inc. v. Harmonic, Inc812 F.3d 1040, 1045 (Fed. Cir. 2016)
Prosecution disclaimer can arise from arguments made tpatkat office during prosecution
Biogen ldec, Inc. v. GlaxoSmithKline LLZ13 F.3d 1090, 1095 (Fed. Cir. 2013). In evaluating
whether disclaimer arises from prosecution statements, the statemestse considered in the

context of the entire prosecutiomMass. Inst. of Tecv. ShirePharms, Inc, 839 F.3d 1111, 1119
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(Fed. Cir. 2016). If the challenged statements are ambiguous or amenablefite madgonable
interpretations, prosecot disclaimer does not limit the meaning of the claiihds
Here, the patentee wasversng a rejection over a prior art patent application to Alon,
which the patentee characterized as referring to “digital filtration of a gpelgfs of optical
aberration with a specific type of digital filter and to the glegirocess of optical elements in a
lens apparatus.” (Dkt. No. 7Bat 10.) The patentee goes on to criticize the Alon reference as
“solving a completely different set of problems, viz., a process for designersigm damera
optics to control image blur, that are unrelated to the present invént{tth) After two
additional pages of criticism of the Alon prior art, the patentee makes the follstait@gnent,
which Defendanimaintains acts as the disclaimer:
Alon does not refer to the use of a mmmcessor and system software to analyze
optical aberrations in a digital camera system. Alon is concerned with a specific
narrow set of aberration, i.e., image blur, that the present application is not
concerned with. The present invention identifies the optical aberrations by using a
database to compare image aberration to reference images. Alon does not use a
database. In addition, the present invention uses the database (and a microprocessor
and software) to identify specific solutions to specific @gitaberrations. Once
identified, the present invention selects a digital filtration algorithm to apply to the
image file by using a DSP. Alon does not use a DSP to apply a filtration algorithm
to correct specific optical aberrations.
(Dkt. No. 737 at 13) Defendant offered disclaimer does not meet the clear and unmistakable
standard. Here, the patentee’s first thrust is that the Alon prior art “doeserdréie use of a
microprocessor and system software to analyze optical aberrations gitah aiimera system
Alon is concerned with a specific narrow set of aberration, i.e. image blur, that thatprese
application is not concerned with.(1d.) A reasonable interpretation of those sentences is that
Alon does not use a microprocessor, does not use system software, and does not analyze optical

aberrations but instead is concerned with image blur, which the patentee seemsvénibelie

something other than an optical aberration. The patentee then states, “[t|he pre=sidn
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identifies the opical aberrations by using a database to compare image aberration to reference
images. Alon does not use a database. In addition, the present invention uses the database (and a
microprocessor and software) to identify specific solutions to specificabpierrations.”I¢.)
The patentee does say that it uses a database, and that Alon does not use a datalzasetbut it
clear whether it is the use of the database in the first instance, or the use of thsediah
particular purpose that is the point of distinction. Further, the patentee points oétdinaddes
not use a DSP to apply a filtration algorithm to correct specific optical aberra(iwhs In doing
so,the patentee raises yet another point of distinction between the clairtteeakidn reference.
Overall, the level of disclaimer present on this record is insufficient doant replacing
“identifying specific optical aberrations” with “identifying specific optiedderrations by using a
database to compare an image aberration to reference ithages

Overall, Defendanthas notdemonstrated that its proffered disclaimer has redefined the
disputed terms in a clear amthmistakablemanner The Court accordingly hereby construes
“identify[ing] specific optical aberrationsdnd “identfy at least one optical aberratiotd each

carry its plain meaning.

E. D36: “system softwaré

Claim Term Plaintiff's Proposal Defendants Proposal
D36: “system software” Proposed construction: plain| Proposed construction:
and ordinary meaning software which is executed by
'805 claims: 1, 9, 18, 24 the microprocessor that
‘339 claims: 1, 14 controls the camera system
1. The Parties’ Positions

Plaintiff urges a plain meaning construction of this term. (Dkt. No. 69 at R&intiff

maintains that we of ordinary skill “would understaridystem softwareaccording to its plain
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and ordinary meaning simply as software that provides the capabilities recitedlartisg 1d.)
Plaintiff also points to the specification as confirming the plain and ordinary meaning of this term
(Id. citing '339 Patent 1:25-28, 6:38-43, 10:26-36.)

Defendantargues that throughout the claims, the “system software” is used to identify
specific optical aberrations, access the database to identify specific cogdxtiom aberrations,
and forward the data from the digital sensor to the digital procedsior. Defendanalso points
out that the system software is executed by the microprocessor in the clalinmbaarnts
construction is true to the functions listed in the specification and claims forsteenssoftware.
(d.)

2. Analysis

No party has provided any evidence or argument suggesting that the term “system
software” is ambiguous or unclear to one of ordinary skidlefendanthere attempts to read
specific functions into what appears to be a comg®nericterm,“system softwaré. Defendant
does not allegdisclaimeror lexicography Defendaris citation of various attributes described in
the specification does not justify reading such details into the glailoisg so would violate
fundamental canonef construction prohibitingeading into the claims limitations from the
specificationSee, e.gPhillips, 415 F.3d at 1323.

The Court accordingly hereby construes “system software” to have its plain meaning.

F. D37: “selects[selecting] a specific procedure’D39: “selects a specific
procedure to optimize the image and corrects the aberrations”

14



Claim Term

Plaintiff's Proposal

Defendants Proposal

D37: “selects a specific
procedure”

'805 claims: 1, 9, 18, 24

Proposed construction: plain
and ordinary meaning

Proposed construction:
picks [picking] out a specific
procedure to correct an optic
aberration which corresponds
to the identified specific
correction, from a plurality of
optical aberration correction
procedures

Claim Term

Plaintiff's Proposal

Defendans Proposal

D39: “selects a specific
procedure to optimize the
image and corrects the
aberrations”

'805 claims: 1, 9, 18, 24

Proposed construction: plain
and ordinary meaning

Proposed construction:
picks [picking] out a specific
procalure to correct an optica
aberration which corresponds
to the identified specific
correction, from a plurality of
optical aberration correction
procedures, and corrects the
aberrations by using the

\°4}

U7

specific procedure

1.

Plaintiff argues that one of ordinary skill “would understand this claim language according

The Parties’ Positions

to its plain and ordinary meaning as reflecting that the claimed inventions selectedypeoto

correct an image and in turn use the selected procedure to pémooorrection.” (Dkt. No. 69

at 29.) Plaintiff points to the specification where it discusses various ways to correct iaesrrat

according to the capabilities of the recited systems and the steps oftée meethods. Id. citing

'805 Patent Figs. 2, 5, 7, 8,16, 22, 2429, 31, 32, 35; 10:321.) Plaintiff also relies on the

discussion in the specification that “[d]ifferetyipes of aberrations require different types of

filtration....” (Id. citing 805 Patent 31:50-54.)

Defendantcounters with two sets of possible claim limitations and corresponding

specification citations. (Dkt. No. 73 at-28B.) Defendantites differenselection functions from
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the specification and suggests that the claims be construed consistent witbcthe sglection
procedures set forth in the specification as a way to resolve the ambiguity left opeclamntisé
(1d.)
2. Analysis

Defendantonce again does not dispute that the claim phrases at issue are unclear or
ambiguous. Insteaflefendaniasks that greater detail be drawn into the claim construction from
the specification to give greater correspondence between the claims and theasipecitvhich
would violate claim construction canonSee, e.gPhillips, 415 F.3d at 1323.

The Court declines to do so, and accordingly hereby constseéects [selecting] a
specific procedure’and “selects a specific procedure to optimize the image eorrects the

aberrations’to each carry its plain meaning.

G. D38: “algorithm”

Claim Term Plaintiff's Proposal Defendans Proposal
D38: “algorithm” Proposed construction: plain| Proposed construction:
and ordinary meaning software that contains a finite
'339 claims: 1, 3, 4, 14, 16, sequence of steps for solving a
18 logical or mathematical

problem or performing a task

1. The Parties’ Positions
Plaintiff seeks glain and ordinary meaning construction of “algorithm” as “one or more

of the ways in which aberrations in images captured by the sensor may be cogasdridbed

2 The Court perceives Defendant’s argument to be a written description defense swiaich |
appropriate at claim construction.
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in the specificatiori. (Dkt. No. 69 at 2930.) Plaintiff further clarifies that the plain meaning
understanding of “algorithm” would be consistent with the meanitigeaterm “procedure.(ld.)

Defendantasserts that any appropriatenstructionof “algorithm” must clarify that the
claimed algorithm must be comprised of software. (Dkt. No. 73-&8%B Defendantdisputes
that one of ordinary skill would understand that the term “algorithm” might refer to one er mor
of the ways in which aberrations in images captured by the sensor may be cogeldedribed
in the specification, without limiting the algorithm to a software implementaba&fendantelies
heavily on '339 Patent claim 14, which provides “wherein the image file is forwarded to tha digi
signal processor which applies at least one filtration algorithm to optimize the amdg®rrects
the at least one optical aberration . . .1d.)( Defendanteasons that one of ordinary skill knows
that “a DSP is a specific type of processor dedicated to performing digital prgrabksing that
executes instructions according to software programs and algorithms stored in mgdnory.
Defendantpoints to the specification and prosecution history which describe the algorithms for
correcting aberrations as softwarel.

2. Analysis

Defendants primary argumenhereis thatan “algorithm” must run on a processor and
therefore must be software. However, the claims specifically referatigda signal processor,
which often carries out functions througket ofhard wired circuitry.As Plaintiff’'s expert notes,
the specification discusses many different ways of accomplishing the varioustigsndaimed
usng hardware in addition to softwaré&ligital filtration is performed by employing the DSP
hardware as well as specific software in order to attain specific aberratientmors.” (Dkt. No.
69-D, citing ‘805 Patent 31:B.) Thesdunctionsinclude mathematical functions where signals

are filtered and manipulatedfjo]ne example of a digital filtration process is a fast Fourier
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transform (FFT). The digital signal is modified by applying an algorithm to extrabteitpeency
spectrum. The original function is then reconstructed by an inverse transformatieroafinal
signal. The signal can be manipulated to perform various conversitshsciting ‘805 Patent
31:11416.) There appears to be no basis to restrict the plain meaning of “algorithm” to a
software-only construction.

The Court accordingly hereby construes “algorithm” to have its plain meaning.

H. D40: “a user specified special effects function”
Claim Term Plaintiff's Proposal Defendants Proposal
D40: “a user specified Proposed construction: Proposed construction:
special effects function” a userselectable digital filter | a user specified function that
deliberately creates
‘805 claims: 1, 18 photographic distortions
1. The Parties’ Positions

Plaintiff proposes a constructioarfthis term, “a useselectable digital filter.” (Dkt. No.
69 at 30.)Plaintiff relies orthe specification consistentiescribing $pecial effects in the context
of the claims as useelectable filters that may soften the focus, alter the colorstherwise
change the image that is captured by the canflekaciting ‘805 Patent Figs. 11, 14, 1245,
14:6145:44, 32:4048, 6567, 33:1521.) Plaintiff takes issue wittDefendants “distortion”
proposal, characterizing it @entradicing the speciftation becausdhe chart in Col. 12 of the
‘805 Patent lists “filter types that provide digital methods of correcting imagegpnshar creating

specific effects’and thesdilters are not limited to creating distortions @efendantproposes.

(1d.)
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Defendant proposed constructiois “a user specified function that deliberately creates
photographic distortions.” (Dkt. No. 73 at-A®.) Defendanimaintains that the claimed “user
specified special effects” function cannot be a digital filter becaugascthand 18 of the ‘805
patent expressly distinguish between “a user specified special effectefiimeid an aberration
correction technique applied through digital filtrationd. Defendantpoints out that different
terms that appear in a claimeagenerally presumed to have different meanings, and thus the user
specified special effects function must be different from the digital filtratiodh ieseorrect image
aberrations.

2. Analysis

Neither side presents a compelling casecfamstructionof this term beyond plain and
ordinary meaning. Both partiesappearto import limitations from the specificatiprwithout
support,and reitherproposal ismore juryaccessible than the claim language itséaintiff's
proposal conflicts vih other recitations in the same claims that relate to filters and filtrafiee,
e.g.,’805 Patent36:57-60. Defendant proposalviolates basic claim construction maxims by
constraining the claim to a preferred embodimeitihout intrinsic record support for doing so.
SeePhillips, 415 F.3d at 1323.

The Courttherefore finds the terrfa user specified special effects functidn’have its
plain meaning.

Groups 23

The Group 2 and Groupt8rms share the commachematidhat Defendantmounts an
indefiniteness challenge each term, primarilpased on whddefendansays are antecedent basis
defectsor specific ambiguities the claims at issueDefendantargues that thpatentee failedo

follow standard claimdrafting pacticesthat each term in a claim should be introduced
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affirmatively, followed by references to that term that begin with “said'tlee™through the rest

of the claim. SeeManual of Patent Examining Procedure 2173.05(e) Lack of Antecedeist Basi
(January 2018).Defendantis correct thathe U.S. Patent Office practice supports rejection of
claims with antecedent basis defecld. However,violation of Patent Office practice does not
constituteper segrounds for invalidityinstead, before district court the lawequires a clear and
convincing showing that one of ordinary skill cannot reasonably ascertain claim Stapdus

572 U.S. at 910It may be that antecedent basis defectsther errorsare so profound that they
produce an unresolved ambiguity, idéfendanimakes no such showirfigr the terms offered for
construction. Moreover, for almost all of these tefdefendanbffers an alternative construction
that it sponsors in the event the offered term is not found indefibééendantdoes not explain
how it was able to reach its alternative constructions in the face of what it psr@san
unresolvable ambiguityn the claim terms. Defendant expertoffers anopinion that one of
ordinary skill would conclude that each of its alternative constructions are apmppridtthus
that persons of ordinary skithre reasonably able to ascertain claim scop&t bottom,
indefinitenessmust be proven pursuant to the reasonable claim scope standard articulated in

NautilusandDefendant has not carried its clear and convincing butden.

3 The fact that the Court does not find a claim invalid does not permit Plaintiff to ignore
the antecedent references in the claims. Every limitation in a claim is presumedeto h
significarce and at trial Plaintiff must demonstrate infringement of antewmtd system that
includes each limitation in the asserted claims, and Defendant must similarly deteonstra
invalidity of every limitation. Limelight Networks, Inc. v. Akamai Techkc.,, 572 U.S. 915
(2014) (Each element contained in a patent claim is deemed material to defining the sttape of
patented invention. .)” citing WarnerdJenkinson Co. v. Hilton Davis Chemical Ca20 U. S. 17,
29 (1997);In re Gulack 703 F.2d 1381, 1385 (Fed. Cir. 1983).
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l. D2: “the data”

Claim Term Plaintiff's Proposal Defendans Proposal

D2: “the data” Not indefinite Indefinite
'805 claims: 1, 9, 18, 24

Proposed construction: plain | Alternative proposed
and ordinary meaning constructionimage data from
the digital sensor

1. TheParties’Positions
Defendanthallenges the definiteness of this term on two grounds. First, that the term is
used inconsistently throughout the claims and specificati®kt No. 73 at 35.) Second,
Defendantasserts thatheterm is used with no antecedent basis, compounding the ambiguity of
the term. (Id.) Plaintiff responds that thelaims themselves indicate that “the data” may contain
various types of informatn, but are “data” nevertheless, citiclgims 1 and 9 of the ‘805 Patent
(Dkt. No. 69 at 8.)
2. Analysis
Defendant’s issue witltonsistency is answered by examination of ¢herall claim
language The claims are directed toward a pipelined system where system elements act on an
image. At each stage, the image changes, and because this is a digital sgstam,representing
that image changed~or example, claim 1 of the 805 patent begins with an overall recitation of
the image pipeline-a digital camera mechanism, an optical lens mechanism, a digital sensor, a
microprocessor, a digital signal processor, an application specific intkgrateit, system
software, a database management systatha memory storage sapstem.’805 Patent at 36:51
55. The claim then introduces particular limitations describing the flow of informatitvmeke

these elements armqfedictably “the data” changes as it moves through the circuitry designed to
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correct and modify that datd&ather than creatinghanconsistency, the claims recognize that the
data can and should be altered as the claimed image correction system acts on the image.

As for the antecedent basis issue, as noted alefendants indefiniteness challenge
requires a clear and convincing showing that one of ordinary skill cannot reasonabigirascer
claim scope. Nautilus,572 U.S. at 910.Defendantmakes no such showing, and its expert’s
opinion thatDefendaris alternative proposed construction is appropriate suggests that those of
ordinary skill can ascertain claim scoda.the endDefendantas noprovenindefiniteness under
thestandard articulated Nautilusby clear and convincingvidence

The Court accordingly hereby construes “the data” to have its plain meaning.

J. D3: “the image”

Claim Term Plaintiff's Proposal Defendans Proposal
D3: “the imagé€ Not indefinite Indefinite
'805 claims: 1, 9, 18, 24
'339 claims: 3, 14, 18 Proposed construction: plain | Alternative proposed
and ordinary meaning constructionan image
captured by the digital sensor

1. The Parties’ Positions

Defendanthallenges the definiteness of this term on two grouRuist, Defendantaisserts
that this term is indefinite because it is used inconsistently throughout the chsdairne and
specification(Dkt. No. 73 at 56.) Defendanargues that in claim 1 of the '805 patent, “the image”
appears in the following limitation‘wherein the digital signal processor selects a specific
procedure to optimize the image acmrects the aberrations(Dkt. No. 73 at 56, citing '805
Patent aB7:1-3) Defendantrgues that there is no antecedent basis in the claims fonfége,”
rendeing the claim indefinite. (Dkt. No. 73 at 56.) Second,Defendantalso argues that the
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specification recites various types of images and relies on its expert’s opinidhehatm is
ambiguous. Dkt. No. 73-1, Prentice Decat 127-29.)

Plaintiff countes with the argument that a person of ordinary skill would understand the
term “the image” according to its plain and ordinary meaning to refer to an imdgedhade
captured by the devicgDkt. No. 69 at 8-9.)Plaintiff relies on its expert in support of the notion
that “the image” is readily understood in the gibkt. No. 69D at{f 1819.) Plaintiff points to
the description in the specification describing the optimization of “the imagbédariddamental
goal of the invention.See e.g.,’805 Patent atigures7, 11415, 22, 2427, 31 and 34, an@:32-

59, 9:6010:25, 14:527, 15:2538, 16:3045, 1716-24, 22:2334, 32:4047, 33:131. Finally,
Plaintiff points out that “the image” is a readily understood English term that carries ndizpécia
meaning. (Dkt. No. 69 at 8-9.)

3. Analysis

Defendant indefiniteness challenge is resolved through the recognition that the patents
in-suit are directed toward capturing and correcting an imaéfe.claims reflect this fundamental
concept throughout, as a system that takes in images containing errors, and throughoé series
processing blocks, corrects those errors. No party suggests that one of ordinary s#tithetoul
understand “the image” as a plain English term despite the fact that the abfiteaimage” may
change as an image moves through the system and is corrédddd.Defendaris antecedent
basis challenge,he preamble does include “digital imaging system for image filtration
comprising” which does introduce the terfrmage.” Even without that recitation, the whole of
the claim is directed to the capture and proogssi an image, anbefendanthas not carrieds
clear and convincing burden to show that one of ordinary skill could not reasonably ascertain the

scope of the claimpursuant tdNautilus
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The Court accordingly hereby construes “the image” to have its plain meaning.

K. D5: “the original optical image”
Claim Term Plaintiff's Proposal Defendans Proposal
D5: “the original optical Not indefinite Indefinite
image”
Proposed construction: plain | Alternative proposedn
'805 claims: 1, 9 and ordinary meaning unaltered image captured by
'339 claims: 1, 14 the digital sensor
1. The Parties’ Positions

Plaintiff relies primarily on thelaim languagétself in arguing that “the original optical
image” should be construed according to its plain and ordinaryingea(Dkt. No. 69 at 9)
Plaintiff explains that the plain meaning of this term refer&n uncorrected image in contrast to
the corrected/modified image and/or dafgd. citing Dkt. No. 69D, Brogioli Dec. at{{ 2223.)
The Plaintiff further argueghat thespecification supports this plain meaning and citggn
effective software solution is one which brings the optical image quality to leckava&stent with
a benchmark.”.and asserts that the “original imageunderstood to beffe original uncorrected
image prior to processifg(ld. citing ‘805 Patent 6:3912, 10:26-35 an®kt. No. 69D, Brogioli
Dec. at 23)

Defendantargues that “the original optical image” contain aberrations corrdxstdatie
claimed system because earlier limitaoacite the mechanisms that “optimizefs image and
corrects the aberrations(Dkt. No.73 at 6) Defendang assert then that the claim inclutiesme

relationship betweefthe image’and the original optical imageput a POSA would not know
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whether these terms are the same, or different, or how they are diffdtdrjt. Defendantsserts
that this lack of clarity renders the claim indefinite.
2. Analysis

Defendanis correct that the upshot of the claimed systeta rrect errors that exist in
an image upon captur®efendanis also correct thahts limitation sits in a final wherein clause
at the end of the claim, after any such corrections are :nfatherein the modified data file
consisting of the digitalata optimized from the aberrations that are corrected from the original
optical image is stored in memdiy See, e.g.’805 Patent at 37:1P4. Defendan argument
then fails because the reference to thbetrations . . corrected from original opticanage”
naturally comports with the plain meaning of the term “original optical ihhageadvocated by
thePlaintiff. Indeed, the entirety of the claimed system seems directed toward the progiress o
image from its initial captured state to its finatrected stateOverall, Defendantas not carried
its clear and convincing burden to show that one of ordinary skill could not reasonably ascertain
the scope of tis claim.

The Court accordingly hereby construes “the original optical image” to havéaiits p

meaning.

L. D6: “the digital data”

Claim Term Plaintiff's Proposal Defendans Proposal
D6: “the digital data” Not indefinite Indefinite
'805 claims: 1, 9 Proposed construction: plain| Alternative proposed
'339 claims: 1, 14 and ordinary meaning constructionimage data from

the digital sensor
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1. The Parties’ Positions

Plaintiff argues that “the digital data” should be construed according to its plain and
ordinary meaning(Dkt. No.69 at 10) Plaintiff points to the claim laguage itself where the term
appears in similar contexts such as: “wherein the modified data file consistimg difjyital data
optimized from the aberrations that are corrected from the original optical imageres in
memory.” (Id.) Plaintiff also argues that “the claims describe a system capable of processing an
image or data file to correct aberrationgltl.) Plaintiff then reasons that one of ordinary skill
“would understand that the term ‘digital data’ is used, according to its plain and ordeemynign
to denote digital information within the modified file or imag@d. citing Brogioli Dec. at | 24).
Plaintiff also relies on an example from the specificatitich calls out different uses dligital
data” in reference to digital informah within an image file, “with more detail in the original
image, it is possible to interpolate the digital data in the image file ... to gain an additamar
two of tonal range.(ld. citing ‘805 Patent 14:226.) In response to thBefendaris positions,
Plaintiff asserts thddefendaris expert supports reading limitations in from the specificat{tzh)

Defendantargues that the distinction between the terms “digital data,” “optical data,”
“digital and optical data,” and “the data” is unclear and that this leaves one of orditlargable
to ascertain the scope of the clain{®kt. No. 73 at 7) Defendanturther argues that the term
“digital data” itself is used inconsistently from limitation to limitadj citing as examples from
claim 1 of the '805 patent: (1) “whereihe microprocessor is used to provide digital and optical
data to the digital signal processor”; d8§l“wherein the modified data file consisting of the digital
data optimized from thaberrationghat are corrected from the original optical image is stored in
memory.” (d. citing ‘805 Patentat 36:48-37:14). DefendantchallengesPlaintiff’'s argument,

suggesting thalaintiff is giving the term two different meanings within the saragmtlepending
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on which limitation the term appears ifild.) Defendantargues thaPlaintiff's plain meaning of
the term “the digital datatheans botHhdigital information within the modified file or imageind
“data related to an image that may be cegutuby the digital sensor.(Id. at 7-8.) Defendant
argues that this inconsistency violatesistructiorrules requiring that the same claim term should
be afforded the same construction across cla{fdsat 8.) Finally, Defendanfosits that the
specificationoffers no guidance to one of ordinary skill regarding how to resolve the ambiguities
in this claimterm.(Id.)
2. Analysis

Plaintiff is correctthat the claims at issue are directed to a system for correcting errors in a
captured digital imageThe claim languag&acks data as it is moved through the system, being
modified and corrected along the way, e.g. “wherein the system software forwardsatfrerda
the digital sensor to the digital processor,” &wterein the modified data file consisting of the
digital data optimized from the aberrations that are corrected from the originall opiage is
stored in memory.”’ 805 Patent at 36:667, 37:1215. (ne of ordinary skill would understand
that the terntdigital datd is usedo meardigital informationas it moves through the system. As
stated byPlaintiff's expert,”“[t]he term digital data is sirhpused to denote digital information
within the modified file or image and a POSA would understand that to be the ¢B&e.'No.
69-D, 124.)

Overall, Defendanhas not carried its clear and convincing burden to show that one of
ordinary skill could noteasonably ascertain the scope of this claim.

The Court accordingly hereby canges “the digital datato have its plain meaning.

M. D17: “digital and optical data”
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Claim Term Plaintiff’'s Proposal Defendans Proposal

D17: “digital and optical Not indefinite Indefinite
data”
Proposed construction: plain | Alternative proposed
‘805 claims: 1, 9, 18, 24 and ordinary meaning constructionimage data
from the digital sensor

1. The Parties’ Positions

Plaintiff argues that one of ordinary skill would have no trouble understanding the term
“digital and optical data” according to its plain meaning. (Dkt. No. 69 at RB)intiff maintains
that a skilled artisan “would understand this term to refer to data rétatiee image captured by
the digital sensor consistently with the terms “the image file” and “the digital file"and. data
related to the aberrations that may be present in the imddePlaintiff further asserts that a
skilled artisan “would expect this data to be provided to the DSP for processindiagdorthe
capabilities recited by the claims at issue and the patent’s specification alddwwderstand the
term in accordance with its plain and ordinary meaniohgeiting (Dkt. No. 69D (Brogioli Dec.
at 1 28c)).

Defendantrgues that these terms are indefinite because they lack antecedent basis and one
of ordinary skill would not know how to differentiate the two terms, or several other tdains
such as “digital data,” “the data,” afithe image.” (Dkt. No. 73 at 145.) Defendantites the
following portions of claim 9 of the '805 patent, “wherein the microprocessor is used to provide
digital and optical data to the digital signal processor” in contrast with, “wheeethidhal sigal
processor selects a specific procedure to optimize the image and dheedigrrations” to show
ambiguity. (Dkt. No. 73 at 15). Finallfpefendantaccuse®laintiff of proposing different plain

and ordinary meanings for the ternt.
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2. Analysis

No party has taken the position that the plain meaning of “digital and optical data” is
unclear to one of ordinary skill. The claianguagatself is straightforward;providing digital
and optical data to a digital signal processor.Tte claim describesé provision of data to the
digital signal processor as part of the overall claimed syst@efendaris perceived conflict in
the claim is unfounded. The passages citdddfgndanfrom claim 9 of the ‘805 patent, “wherein
the microprocessor is used to provide digital and optical data to the digital signalsprbaad
“wherein the digital signal processor selects a specific procedure to optimeizenage and
corrects the aberrationsimply seem to be different parts of the image correction pipetese
data is provided to the digital signal processor and then the image represented by tlsat data i
optimized and corrected. (Dkt. No. 73 at 15).

As to Defendans antecedent basis challendpefendantonce again fails to illustrate an
unresolved amguity that would prevent one of ordinary skill from reasonably interpreting the
scope of the claims. Itis not enough to suggest that the terms are subject tat diffeneretation;
Nautilusis clear in its demand that the test for invalidity is whetbne of ordinary skill would
not be able taesolve differences ameéasonably interpret the claim. Here, the use of standard
terms such as “digital and optical data” seems well within the capability of oneihryrgkill.
Moreover, the fact that éhcontent of that data may change as the system works through its stages
does not create an intractable ambiguity. Instead, such changes are the naengakomesof the
claimed aberration correction system. (Dkt. No.D§Brogioli Dec. at] 29a(*A POSA would
read this claim term in the context of the claims as a whole and in light of tHemrtiat the
inventor sought to solve, the correction of aberrations in images. The specificatiohetethat

numerous sources of information may be used in connection with the image processindieapabili
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or steps recited by the claims to correct aberrations. A POSA would understandchtheptecal
datd to refer to information used in connection with the digital image data in order to correct
aberrationsn the images.”).)

Overall, Defendanhas not carried its clear and convincing burden to show that one of
ordinary skill could not reasonably ascertain the scope of this claim.

The Court accordingly hereby construedigital and optical datato have itsplain

meaning.

N. D26: “optical data”

Claim Term Plaintiff's Proposal Defendans Proposal

D26: “optical data” Not indefinite Indefinite

'805 claims: 1, 9, 18, 24 Proposed construction: plain | Alternative proposed
and ordinary meaning constructionimage data from
the digital sensor

1. The Parties’ Positions

Plaintiff argues that one of ordinary skill would read and understand the term “optical data”
in the context of the claims as a whole and the problem that the inventor sought to solve, namely,
the correction of aberrations in imag&aintiff asserts that one of ordinary skill would understand
the term “optical data” to mean “information used in connection with the digital imagendata
order to correct aberratig in the images.” (Dkt. No. 69 at 21, citing Dkt. No:B3Brogioli Dec.
at 1 29a.)Plaintiff further relies on the specification as confirmation of the plain meaning of this
term citing Figure 4 of the '805 Patent as showing “an embodiment in winsliléga is stored in

a database” and then citing a further description, “FIG. 4 shows a list of severakndiffe
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wide-angle lenses in a database.... Each lens type presents a distinct formulation involving
different sets of optical data that require différaberration corrections.” (Dkt. No. 69 at 21, citing
'805 Patent 30:38-43.)

Defendanthallenges the definiteness of “optical data” primarily because the claims do not
adequately define and distinguish “optical data” from “digital and optical datadata.” (Dkt.
No. 73 at 1415.) Defendantasserts that this failure renders the entire claim indefinite for
ambiguity.

2. Analysis

Defendantdoes not argue that the phrase “optical data” would be unclear or ambiguous to
one of ordinary skill. Instead)eferdants objection isa desire to requirgreater specificity
surrounding the termoptical data and its relationship with other claim elemenfBefendant
seeks additional specificity that the claim does not provide, and it would be impropad to re
sud specificity from the specification, assuming it existdthe claim term “optical data” is not
unclear and its plain meaning suffices. As with all other claim elent@aistiff will be required
to show that each and every element of the claims arigtee accused systems to prevail on
infringement. Limelight 572 U.Sat915 (Each element contained in a patent claim is deemed
material to defining the scope of the patented inventigh citing WarnerJenkinson520 U. S.
at29;In re Gulack 703 F.2d 1381, 1385 (Fed. Cir. 198%¥)verall,Defendantas not carried its
clear and convincing burden to show that one of ordinary skill could not reasonably ascertain the
scope of this claim.

The Court accordingly hereby construes “optical data” to have its plain meaning.
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0. D8: “the image file’/ D13: “the file” / D11: “the modified image file”

Claim Term

Plaintiff's Proposal

Defendans Proposal

D8: “the image file”

'339 claims: 1, 14

Not indefinite

Proposed construction: plain
and ordinary meaning

Indefinite

Alternative proposed

constructiona file that
contains image data that was
captured by the digital senso

Claim Term Plaintiff's Proposal Defendants Proposal
D13: “the file” Proposed construction: plain| Proposed construction:
and ordinary meaning Same construction as “the
'339 claim: 14 image file”
Claim Term Plaintiff's Proposal Defendans Proposal

D11: “the modified image
file”

'339 claim: 14

Not indefinite

Proposed construction: plair]
and ordinary meaning

Indefinite

No alternative proposed
construction

1.

The Parties’ Positions

Plaintiff argues thatthe image file"should be given itplainmeaning, referringenerally

to “data related to an image that maychptured by the digital sensor.” (Dkt. No. 69 at 11, citing
Dkt. No. 69D, Brogioli Dec.at { 20) Plaintiff points to two instances in the claims themselves
in support:“wherein when the image file is captured by the digital sensor the digital file is

forwarded to the digital signal processof€lgim 1) and “wherein the microprocessor uses system

software to access the database to identify at least one optical aberration in éhidemagClaim

14).1d. Plaintiff relies on thespecificationfor plain meaningciting “unfiltered image files” in
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connection with the aberration correction systems and methods recited bgvhetrelaims. 339
Patent 6:5468, 14:22-25.Plaintiff also assert thahé“term*the modified image fifeshould also
be construed according to its plain and ordinary meaning consistenthvetimfage file.” (Dkt.
No. 69 at 11-12.)Plaintiff asserts thate term “the modified image file” would be understood in
the art “to meanthe image filg,as processed according to tlapabilities of the claim elemerits
(1d.)

Defendanttakes the position that this term is indefinite because the claims do not
adequately differentiate “image file” from “the image,” “the data,” “the originaicapimage,”
“digital data,” and “digital and optical datgDkt. No. 73 at 8.)Defendantargues thalPlaintiff's
definition of “the image file” is generally “data related to an image that may heredpoy the
image sensor.(ld. at 89.) Defendanthen complains th&laintiff does not explain the difference
between “the image file” and “the imag€ld. at 9) Defendantlso argues that the specification
does not clarify the term, and “confuses the issue by having the term “imagefieta various
different types of files, including files that are stored in memorid?) (

The parties have agreed that the construction of “the file” should be the same as “the imag
file.” (Dkt. No. 69 at 10; Dkt. No. 73 at 8.)

2. Analysis

Defendant argumats seem tied to its perceived ambiguity over the difference between
“the image file” and “the image.” It is true thidie patentee introducéise concept of an image
file indirectly— “wherein when the image file is captured by the digital sensor the digital file is
forwarded to the digital signal processef’without affirmatively reciting the image filas a
separate elementHowever, in the context of the system of the patensssit which store data in

a file structure, the distinction between “the image file” and “the image” is natudifind is
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resolved within the claim contextually. Thefendans expert Dr. Rrentice,seems to readily
recognize that the term “image file” is well understaodhe art,andis well-supported in the
specification. (Dkt. No. 73-1, Prentice Dec.at 149 (“In the specification, the terlimage fil¢
usually refers to the file thas istored in memory and, optionally, organized by metadata in an
external databas&ee, e.gkig. 12; Fig. 22; Fig. 35; col. 28:48; col. 28:6163; col. 29:3632;

col. 29:3640; col. 31:1921; 31:5462; col. 34:3638; col. 36:2730.”)) Dr. Prentice opines that
the claimed reference to “the image file” is unclear apparently because the clainmsdyp tnat

the file is “stored in memory” and “it is sent directly from the digital sensor to the dsigtaél
processor.”(Id.) However at no point in his declaration does Dr. Prentice suggest that the term
“image file” is not wellunderstood to those in the art or in need of further clarification save for
Defendant desire for additional specificity.

As to “the modified image file,” the limitation in questioacites “the image file is
captured by the sensor...wherein the image file is forwarded to the digitdl gigo@ssor which
applies at least one filtration algorithm to optimize the image... wherein the modified image file
consistig of the digital data optimized... is stored in memory339 Patent aB89:3234. The
claim language itself makes clear that “the modified image file” is just what thos#s wor
describe—the image file after it has been modified in the context of the owdaath. No further
construction is required.

To the extentDefendantrelies on itsantecedent basis challesgeDefendantails to
demonstrate any ambiguity that one of ordinary skill cannot res@werall, Defendanhas not
carried its clear and comading burden to show that one of ordinary skill could not reasonably

ascertain the scope of this claim.
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The Court accordingly hereby construes “the imalge” “the file,” and “the modified

image file”to each carryts plain meaning.

P. D9: “the digital fi le”/D10: “the modified digital file”

Claim Term Plaintiff's Proposal Defendants Proposal
D9: “the digital file” Not indefinite Indefinite
339 claim: 1 Proposed construction: plain | Alternative proposed
and ordinary meaning constructiona file that

contains image data that wasg
captured by the digital sensof

Claim Term Plaintiff's Proposal Defendants Proposal
D10: “the modified digital | Not indefinite Indefinite
file”
Proposed construction: plain No Alternative construction
339 claim: 1 and ordinary meaning proposed

1. The Parties’ Positions
Plaintiff contends that one of ordinary skilbuld readilyunderstand the terms “the digital
file” and “the modified digital file” inclaim 1 of the '339 Patent according to their plain meanings
(Dkt. No.69 at 12) Plaintiff's expert defines “digital file” as “data related to an image that may
be captured by the digital sensor(Dkt. No. 69-D at 720) Plaintiff's expert then defies
“modified digital file as,“the digital file] as one “processed according to the capabilities of the
claim elements reted in claims 1 and 14 of the '339 Paten(It.) Plaintiff further cites the

specificatiorfor the proposition that one of ordinary skill would hay#ain and ordinary meaning
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understanding of these claim terméDkt. No.69 at 12 citing ‘339 Patelfig. 7, steps 706740;
31:49-54.)

Defendantrgues that one of ordinary skill cannot understand how the scope of “the digital
file” differs from the scope of other terms such as “the image file,” “the images”d#ta,” “the
original optical image,” “digital data,” and “digital and optical data” and tloeeethe term is
indefinite. (Dkt. No. 73 at 10) Defendant assert that the claims lack a required distinction
between a “the digital file” and “the image file” in the following limitation: “wherein whiee
image file is captured by the digitaensor the digital file is forwarded to the digital signal
processor.(ld. citing ‘339 Patent a87:51-54 Dkt. No.73-1 at 1 58. Defendanthen reasons that
the term “modified digital file” is ambiguous because “digital file” is ambiguous.

2. Analysis

The limitation in question reads, “wherein when the image file is captured by ited dig
sensor the digital file is forwarded to the digital signal process8B9 Patent aB87:51-54.
Defendanis correct that had the term “the digital file” been introeld affirmativelyto provide a
clearer antecedent basis, the claim would be easier to parse. However, epfieatioaps not
the correct standard. Inste®dhutilusasks whether one of ordinary kill can reasonably ascertain
the scope of the limitaih. Here, neithddefendannor its expert take the position that “the digital
file” is unclear. Nor doe®efendantpoint to any unresolvable ambiguity in the claim resulting
from the antecedent basis issue Defendaines.

As to the “modified digitafile” term, the limitationin questionactually defines the term.

It reads, “wherein the modified digital file consisting of the digital data optinfioed the at least

one optical aberration that are corrected from the original optical image isistorechory.” '339
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Patent aB7:58-61 Again, while it would have been more correct to recite the “modified digital
file” affirmatively, the definitionimmediatelyfollows the term and no ambiguity exists.

Overall, Defendanthas not carried its clear asdnvincing burden to show that one of
ordinary skill could not reasonably ascertain the scope of this @aithese terms

The Court accordingly hereby construes ‘digital file” and “the modified digital fileto

each carryts plain meaning.

Q. D14: "using the application specific integrated circuit and the digital signal

processof
Claim Term Plaintiff's Proposal Defendans Proposal

D14: “using the application| Not indefinite Indefinite

specific integrated circuit

and the digital signal Proposed construction: plain | Alternative proposed

processor” and ordinary meaning construction: using both the
application specific integrated

'805 claims: 1, 9, 18, 24 circuit and the digital signal
processor to correct the
aberrations from the optical
lens mechanism by applying
digital filtration

1. The Parties’ Positions

Defendantsserts that this term is indefinite because one of ordinary skill will not be able
to distinguish the roles of the application specific integrated circuit and thal digital processor
in correcting aberrations ataimed (Dkt. No.73 at 1213.) Defendanfurther argues that other
claim limitations further blur the roles of these components such as: “wheraiigita signal
processor selects a specific procedure to optimize the image and corrects theoabériati
citing ‘805 Patent aB37:1-3.) Defendantalso asserts that the specification describes only

embodiments where the ASIC and the DSP carry out aberration correction indelyeoidene
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another, and has mtescription of using both components together for such a corredtioat 13
citing ‘805 Paéentat 1736-46, 29:66-30:3, 30:62-67).

Plaintiff assertghat the meaningf the claim language is clear to those of ordinary skill
and simply require thdhe application specific integrated circuit (“ASIC”) and the digital signal
processor (“DSP”) are used in connection with the aberration correction recited bjaims
(Dkt. No. 69 at 14) Plaintiff also relies on thepecificationin support of a plain meaning
understanding of this claim languaged. at 1415 citing ‘805 Patent 12:2, 29:63-30:3, 17:36-
38, 17:40-46, 30:62-67, Figs. 5, 7, 8.)

2. Analysis

Thisis term is found as part of the limitation “wherein the aberrations from the Idptisa
mechanism are corrected by applying digital filtration by using the application spetafjrated
circuit and the digital signal processot805 Patent aB6:57-61. Deferdantdoes not take the
position that this phrase is unclear. Insi&a&fendantooks back into the specification and argues
that it cannot determine the details of the roles of each of the application sipéegiated circuit
and the digital signal processor. However, the claims include only the requirementthplag
a role, and the details of how responsibilities are assigned are not partctdithdimitation.
Defendantargues that the specification is unclear as to how both componentsedréogether
and so attempts to read in specific details from the specification. Doing so woule W&a
fundamental prohibition against reading limitations in from the specificat8aePhillips, 415
F.3d at 1323see alsdCisco Sys., Inc. v. TQ Delta, L1828 F.3d 13591364 (Fed. Cir. 2019)
(“[1] tis improper to read limitations from a preferred embodirdestribed in the specificatien
even if it is the only embodimestinto the claims abseit clear indication in the intrinsic record

that thepatentee intended the claims to bdimited.” (Quoting LiebelFlarsheim Cao.358 F.3dat

38



913)). Defendantseems to be mounting a challenge to the written description support for this
limitation. Defendans written description issues may or may noténanerit and presumably will
be resolved at some point in this case; howebefendanthas not shown that its written
description issues bear on claim construction.

Overall, Defendanhas not carried its clear and convincing burden to show that one of
ordinary skill could not reasonably ascertain the scope of this claim.

The Court accordingly hereby construbge phrase“using the application specific

integrated circuit and the digital signal processor” to have its plain meaning.

R. D15: “the data are forwarded from the digital sensor to the digital signal
processor by an application specific integrated circuit imagée”forwarding the data from a
digital sensor to a digital signal processor by an application specific integted circuit”

Claim Term Plaintiff's Proposal Defendans Proposal

D15: “the data are Not indefinite Indefinite
forwarded from the digital
sensor to the digital signal | Proposed construction: plain | Alternative proposed

processor by an application and ordinary meaning construction: the application
specific integrated circuit” specific integrated circuit
“forwarding the data from a receives data from the digital
digital sen®r and transmits it to the
sensor to a digital signal digital signal processor

processor by an application
specific integrated circuit”

'805 claims: 1, 18

S. D28: “wherein the system software forwards the data from the
digital sensor to the digital processor” / “wherein the data are forwarded
from the digital sensor to the digital signal processor by an application
specific integrated circuit” / “the microprocessor is used to provide digital
and optical data to the digital signal processor”
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Claim Term Plaintiff's Proposal Defendans Proposal

D28: “wherein the system | Not indefinite Indefinite
software forwards the data
from thedigital sensor to the Proposed construction: plain| Alternative proposed

digital processor” / “wherein and ordinary meaning constructionwherein the data
the data are forwarded from from the digital sensor is

the digital sensor to the forwarded or provided to the
digital signal processor by digital signal processor by the
an application specific system software; by the
integrated circuit” / “the microprocessor; and by the
microprocessor is used to application specific integrated
provide digital and optical circuit

data to the digal signal

processor”

'805 claims: 1, 9, 18, 24

1. The Parties’ Positions

Plaintiff argues that thegdenitations arereadily understood by those of ordinary skill when
read in the contextfahe claims as a whole and the specificati@dkt. No.69 at 1415, 22-23.)
Plaintiff relies on the specification showing the general processing flow of the dlayseem.
(Id. citing '805 Patent at 30:237, 31:4449) Plaintiff argues that this kind of processing flow
includes “forwarding” data between components and this would be readily understood by those of
ordinary skill. (Id.) Plaintiff further argues that one of ordinary skill would expect data to be
processed using a combination of circuitry working in conjunction with software andiardie
according to a plain and ordinary meaning understanding of these terms, and movement of data
and files would be an inherent part of the functioning of the recited compo(@dntdlaintiff's
expert opines that, “[a] POSA would further understand ‘floewarding” language used
throughout the asserted claims to refer generally to the movement of data throughouethe sys

and not the specific flow of data into or out of any sjpecircuit.” (Dkt. No. 69-D at 17.)
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Defendantsserts that the claims describe three data pathways between the claimed digital
sensor and the claimed digital signal proces¢bkt. No. 73 at 13. Defendanenumerates the
data pathwaysdedicated to providing data from the digital sensor to the digital signal processor
in claim 1 of the 805 patent as follows: (1) “wherein the microprocessor is used to provide digital
and optical data to the digital signal processor;” (2) “wherein the system sofomaezds the
data from the digital sensor to the digital processor;” and (3) “wherein thaatarwarded
from the digital sensor to the digital signal processor by an application spe&eifjcated circuit.”

(Id. citing '805 Patent atlaim 1) Defendanfurther argues that each path “requires a different
component of the camera to perform the forwarding funetiimitation (1) uses the
microprocessor, limitation (2) uses the system software, and limitation (3hes&SIC.” (Id.)
Defendanturges thatthe claims are ambiguous as to “whether, how, and under what
circumstances: (1) the microprocessor provides digital and optical data to th@PDBE ;system
software forwards data from the digital sensor to the DSP; and (3) the ASICdsmiaia from

the digital sensor to the DSP(1d. at 14) Defendantlso argues that the claims are unclear as
“to what ‘the data’ and ‘the digital and optical data’ being forwarded by eachawnt refers,”
building onDefendaris earlier challenges to those claierms. (1d.) Finally, Defendantakes
issue withPlaintiff’'s position that the claims do not govern “the flow of data into or out of any

specific circuit.”(ld.).

2. Analysis
The claim language at issue is relatively straightforwéitte data aréorwarded from the
digital sensor to the digital signal processor by an application specific integrateti/c'wherein
the system software forwards the data from the digital sensor to the digitabgmdtethe

microprocessor is used to provide digital and optical data to the digital signal prdce866
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Patent atlaim 1 AsPlaintiff argues, the limitations at issue describe the common flow of data
within multi-component digital systems(Dkt. No. 69-D, Brogioli Dec. at] 28b). Plaintiff’s

expert further opines, “[tlhe forwarding of data from a sensor to a digital signal ppocessg

an ASIC, is an elementary function of digital data processing and a POSA would have well
understood many ways to forward this data. The specification describes, for examg[ghthat
digital image data is passed from the digital sensor to either the ASIC or mie@sgwoand then
stored in memory{’805 Patent 30:B); and a POSA would also thus have understood that the
ASIC may either be within or outside of the data path, involved in the flow of data within t
systen. (Id.)

Rather than challenging the plain meaning construction of the above limit&efeadant
argues that the claim requires three data pathways and the claim does not indicate th
circumstances under which each carries dakachrenders the claim indefinite. Firfefendant
is incorrect about the number of pathways. A close reading of the claim reveals omgtay
pathwaysetween the digital sensor and thgital signal process. The first pathway limitation
is clear- “wherein the data are forwarded from the digital sensor to the digital signaspoodxy
an application specific integrated circuit805 Patent at37:4-6 In the other pathway, “the
microprocessor is used to provide digital and optical data to the digital signal prdce8856
Patent aB6:61-62 Defendantargues that there is a thipdthway — Wwherein the system software
forwards the data from the digital sensor to the digital procés®8f5 Patent at36:66-67.
However, this limitation merely requires that system software be used ttetrdata, and that
system software presumably runs on hardware such as the microprocessor or@ppjeaific
integrated circuijtleaving just two pathway (Dkt. No. 69-D, Brogioli Dec.at 32 (“A POSA

would further expect data to be processed by the system according to é3 capiabilities with
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a combination of circuitry working in conjunction with software or firmware .). Accordingly,
the clams actually recite only two data pathways.

The recitation of two data pathways still leaves offenDefendardg challenge that the
claim is ambiguous because one of ordinary skill will not know which pathway the céajonser
under particular circumstaes Defendants challenge is unfounded given that the proper
interpretation of the claim does not requadalitionalspecificity as to when and how each pathway
is to be utilizedthe claims merely require that data is moved between the sensor andttie dig
signal processor in two ways.

Plaintiff's argument that these limitations do not require data movemterndr out of any
component is not meritoriou®laintiff argues thathe “forwarding” language used throughout the
asserted claims to regegenerally to various modules operating on datad not the flow of data
into or out of any specific circuit.(Dkt. No.69 at 15} Severabf the limitations in questiosuch
as ‘the data are forwarded from the digital sensor to the digital signal processoajyliaation
specific integrated circdidirectly address data movement and the role various components play.
805 Patent at 37:524. While the Court finds that plain meaning is the appropriate construction,
the parties must apply thglain meaning of the claims as writtenAll claim terms carry
significance and must be applied in any infringement or validity analygiselight 572 U.S.at
915 (Each element contained in a patent claim is deemed material to defining the scope of the
patented invention . . .{gitations omitted);Gulack 703 F.2d 1381, 1385.

Overall, Defendanihas not carried its clear and convincing burden to show that one of
ordinary skill could not reasonably ascertain the scope of this claim.

The Court accordingly hereby constriles phrase%he data are forwarded from the

digital sensor to the digital signal processor by an application specific iregietuit,”
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“forwarding the data from a digital sensor to a digital signal processor by an applg@edic

integrated circuit,” Wherein the system software forwards the data from the digital sensor to the

digital processor,” “wherein the data are forwarded from the digital senswoe thgital signal

processor by an application specific integrated circuit,” and “the microprocesssed to

provide digital and optical data to the digital signal processagatmhave its plain meaning.

T. D20: “the lens focal length alternates from specific fixed focal length lens
settings in a succession of stepg'D29: “the lens focal length alternates from
specific fixed focal length settings7 D30: “a succession of steps”

Claim Term Plaintiff's Proposal Defendants Proposal

D20: “the lens focal length
alternates from specific
fixed focal length lens
settings in a succession of
steps”

'805 claims: 9, 24

Not indefinite

Proposed construction: plain
and ordinary meaning

Indefinite

Alternative proposed
construction: “changing the ler
focal length of a zoom lens
from one specific focal length
settingto another specific focal
length setting” in “multiple
steps that follow each other,
each of which corresponds to

different focal length”

Claim Term

Plaintiff's Proposal

Defendans Proposal

D29: “the lens focal length
alternates from specifiixed
focal length settings”

'805 claims: 9, 24

Not indefinite

Proposed construction: plain
and ordinary meaning

Indefinite

Alternative proposed
construction: changing the
lens focal length of a zoom
lens from one specific focal
length setting to another
specific focal length setting
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Claim Term Plaintiff's Proposal Defendans Proposal

D30: “a succession of steps| Not indefinite Indefinite
‘805 claims: 9, 24 Proposed construction: plain | Alternative proposed
and ordinary meaning construction:

multiple steps that follow each
other, each of which

corresponds to a different foca
length

1. The Parties’ Positions

Plaintiff advocates for plain meaningonstruction of these termgkt. No.69 at 1820.)
Plaintiff argues thabne of ordinary skill'would expect a camera configured with a zoom lens to
be capable of alternating the focal length of the zoom lens according to the normabop#rati
that type of lens as well as the description of zoom lenses and their operation in iffatpec
and would understand this term without going beyond its plain and ordinary méaichgiting
'805 Patent 10:580; 11:4460; 12:3742; 25:3065; 26:1337; 31:6332:10; 35:4153).
Plaintiff's expert opines thahe plain meaning of “a succession of stejpsthe context of the
asserteatlaimsrefers generally to multiple steps that correspond to various zoom seflkgs.
No. 69D at 2324, BrogioliDec. atf 28ef (“A POSA would know that in order to captumsages
using different focal lengths, the focal length of a zoom lens would change based on the amount
of zoom used for any particular photo. A POSA would understand this language to refer to the
manner in which a camera is capable of capturing images at different focal lengtbsngefl
different zoom settings or the corresponding step and the manner in which zoom lenses operate,
consistently with the plain and ordinary meaning of this claim term.”).)

Defendantargues thabne of ordinary skill‘'would be uncertain as to what the terms
“alternates” and “in a succession of steps” refer, and how they are rel@&t.No. 73 at 17)

Defendantsserts that the phrase “the lens focal length alternates,” other than that tiadiradter
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of the focal length must occur in a succession of s{égph$. Defendantquestions “whether the
alternation must occur from one setting, to another, and then back again, which is one definition
of the word alternate; or whether the alternation must be predetermined oislesthbly user
interaction, or something else.(Id.) Defendant only other argument is to assert that the
specification does not offer insight into the appropriate definition of “atery’ the focal length
because the word “alternating” does not a@wpe the specification in connection with a changing
focal length.Defendantalso challenges the plain meaning of “in a succession of steps” because
Defendantassens that the “claim language leaves ambiguous what the succession of steps do or
how they are performed” and the specification offers no guidance on the subject because thes
terms do not appear in the specificatidd.)(
2. Analysis

Defendants primary objection to a plain meaning construction of these tegriisat the
specification does not explain whatlternates” or $uccessioh entails. However, Defendant
overlooksthe meaning of these words themselves to one of ordinary skill, particularly in the
context of this inventionDefendantloes not suggeskens focal lengthwould be unclear tone
of ordinary skill. Defendantdoes not suggest that a camera tladtetnates from specific fixed
focal length lens settings” would be an unclear description to one of ordinary skill, save for
Defendant reservation about what “alternates” means. As to that subeténdants expert
seems to readily understand the meaning of “alternates” but expresses confusiarhabtautes
trigger the move from one lens setting to another, or whether thepraeseatablishedequence
that must be followed.(Dkt. No. 73-1, Prentice Decat 141-145) Defendantsuggests that
greater specificity is required, but the claims set the level of specificity. ldinesado require

particular level of specificity, for example, “the lens focal length alternates §pecific fixed
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focal length settings” requires a focal length that alternates from fixedlévggh settings. To
read in additional limitations from the specificatior extrinsic evidence would be a plain violation
of claim construction principlesPhillips, 415 F.3d at 1323

The parties’ treatment of “succession of steps” seems to leave much unansleirgdf
equates the steps with different focal length isgétibased on the extrinsic opinion of its expert.
(Dkt. No. 69 at19.) Defendantexpresses confusion over what could ever constitute one step
distinguished from anothdrut does not address why the plain meaning of “succession of steps”
would not suffice.(Dkt. No.73 at 17) Overall, there is no evidence that this plain Englisimter
would be ambiguous to one of ordinary skKill.

As to Defendaris indefiniteness challenge, once agagfendanfails to demonstrate that
the claim as written cannot be reasonably resolved by one of ordinaryNskiitilug 572 U.S. at
910. Accordingly, Defendanthas not carried its clear and convincing burden to show that one of
ordinary skill could not reasonably ascertain the scope of this claim.

The Court accordingly hereby construgke” lens focal length alternates from specific

fixed focal length lens settings in a succession of Stéfiee lens focal length alternates from

specific fixed focal length settings,” and “a succession of stepesddb carryts plain meaning.

U. D19 “optical aberrations are corrected with digital filtration to modify
multiple images from different focal lengths in a succession of datads”/ D31:
“a succession of data files”D21: “creating data files corresponding to each
focal length lens setting”
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Claim Term Plaintiff's Proposal Defendans Proposal

D19: “optical aberrations ar Not indefinite Indefinite
corrected with digital
filtration to modify multiple | Proposed construction: plain| Alternative proposed

images from different focal | and ordinary meaning constructionpptical

lengths in a succession of aberrations are corrected with
data files”/“correcting digital filtration to modify
optical aberrations with multiple imagesrom different
digital filtration to modify focal lengths in “multiple data
multiple images from files, each of which

different focal legths in a corresponds to a different
succession of data files” step”

'805 claims: 9, 24

Claim Term Plaintiff's Proposal Defendans Proposal

D31: “a succession of data| Not indefinite Indefinite
files”
Proposed construction: plain| Alternative proposed

‘805 claims: 9, 24 and ordinary meaning construction:

multiple data files, each of
which corresponds to a
different step

Claim Term Plaintiff's Proposal Defendants Proposal
D21: “creating data files Not indefinite Indefinite
corresponding to each focal
length lens setting” Proposed construction: plain | Alternative proposed
and ordinary meaning constructioncreating multiple
‘805 claim: 24 data files, each of which

corresponds to a different stg

1. The Parties’ Positions
Plaintiff maintains thatoptical aberrations are corrected with digital filtration to modify
multiple images from different focal lengths in a succession of data files” retatorg optical

aberrations with digital filtration to modify multiple images from different focal tleseign a
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succession of data fileshould be accorded a plain meanicwnstructionas “describing the
capability of the system, or step of the method, of performing aberration correction ggialg di
filtration and modifying multiple images from different focal lengths in a sucaes$idata files.

(Dkt. No.69 at 17) Plaintiff asserts thaine of ordinary skil'would understand this language to
refer to where different images could be captured with different applicaddé [Engths for the
images’ and that the “data related to the images taken at different focal lengths, bef@kean
the correction is appliesyould likely be stored in separate data filed.) Plaintiff further rdies

on the specification toonfirmthe plain meaning of this claim term, “unlike in fixed focal length
lenses, the aberrations change at different focal lengths in zoom lenseg eamé¢ina must track
these changes(ld. citing ‘805 Patentat 26:1921, and26:31-37.)Plaintiff also argues that the
specification confirms thdtin order to correct images taken with a zoom lens at different focal
lengths, the claimed invention must be capable of correcting multiple aberratiomsltiple
images and imagd#es according to the zoom settings that were used to capture each‘infae.
citing Brogioli Dec. at{l 28e) Plaintiff also addresses the “succession of data files,” arguing that
“in the context of the clainfthis] refers to multiple files that arcreated when the system captures
multiple images from multiple focal lengths consistently with the claim elementeabavhich
‘succession of stepsippears. (Dkt. No. 69 at 19.)

Defendantrelies heavily on its argument that “succession of data files” is so ambiguous
that it renders the claim indefiniteDefendantmaintains thabne of ordinary skill‘would be
unable to determine howgr under what conditions, the claimed method e<atsa files
‘corresponding toeach focalength settingefers and how it relates to the multiple imagg$d’)
Defendantrgues that the intrinsic record “provides no guidance as to whether the Soicads

data files’ are files containing the originehages, files containing the modified images, or
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something else entirely, such as files containing algorithms that aid in the prgaddbe images.
(Dkt. No.73 at 16¢iting Dkt. No.73-1, Prentice Deat 11153156.) Moreover, Defendargsserts
that the specification is silent regarding how to create data files based upon a. c(i2kigéo.
73 at 16-17.)

2. Analysis

The primary dispute over these terms seems not to be the basic construction of the terms
but rather how the various claim terms ardoe carried out. For exampleefendantdoes not
assert thatoptical aberrations are corrected with digital filtration to modify multiple images fr
different focal lengths in a succession of data filesi and of itself unclear. Insteddefendant
takes issue with how this is to be accomplished, asking that the constraoctime detailghat
would explain how multiple images are used in the correction process and how the data files
createdand other implementation issud3efendantlleges that the specification lacks sufficient
detail to inform these processes but does not mount a challenge under 35 U.S.C 8112, 11 for
deficient written description olack of enablement, choosing instead to seek indefiniteness
pursuant ta35 U.S.C 8112, §2.While Defendaris complaints about the specification may be
problems with the patents-suit, the issue here ¢taim construction.Overall,Defendantas not
carried its clear and convincing burden to show that one of ordinary skill could not reasonably
ascertain the scope of this claim.

The Court accordingly hereby construles terms “optical aberrations are corrected with
digital filtration to modify multiple images from different focal lengths in a sugoasof data
files,” “correcting optical aberrations with digital filtration to modify multiple images from
different focal lengths in a succession of data files,” “a succession ofldataand“creating data

files corresponding to each focal length lens settingachcarryits plain meaning.
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V. D22: “the microprocessor ... forwards the at least one filtration algorithms to
the digital signal processor”

Claim Term Plaintiff's Proposal Defendants Proposal

D22: “the microprocessor | Not indefinite Indefinite
... forwards the at least one
filtration algorithms to the | Proposed construction: plain| Alternative proposed

digital signal processor” and ordinary meaning constructionthe
microprocessr transmits to the
‘339 claim: 14 digital signal processor at least

one filtration algorithm used
by the digital signal processo
to process the image data

1. The Parties’ Positions

Plaintiff asserts that this phrase should be interpreted according to its plain and ordinary
meaning “that a DSP would typically carry out certain instructions to perform iignaésd
functions.” (Dkt. No. 69 at 20) Plaintiff argues that the process of providing instruction to a
digital signal processomrtcording to the capabilities recited by this claim element would be well
understood by a POSA, who would also understand the nature of the filtration algorgbo€at i
(Id.) Plaintiff relies upon the embodiment in Figures 2 drathd the specification as confirming
theplain and ordinary meaning of the claim terd. citing '339 Patent Fig2, 7, and 31:10-14
31:49-54, 32:50-64.)

Defendantasserts this term is indefinite, arguititat one of ordinary skill‘would be
uncertain regarding what the “at least one filtration algorithm” is, whereidatabase it resides,
how the microprocessor obtains the “at least one filtration algorithm” requiredrrect the
identified optical abrrations from the database for forwarding, and how the microprocessor
forwards the “at least one filtration algorithm” to the digital signal proce@3kt. No. 73 at 18.)

Defendanfurther argues that the specification does not resolve these ambigudigs. (
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2. Analysis

The limitation at issue, “wherein the microprocessor . . . forwards thesableafiltration
algorithms to the digital signal processor” is straightforward on its face.n@sfeand its expert
do not claim thabne of ordinary ski would have any trouble understanding this plain English
phrase. Insteafefendanbnce again asks that additional detail be imported into the construction
of this term. Defendantasserts that much of the details surrounding this phrase is misgimg fro
the specification. Whether that is true may well be an issue for the claim,i$mot a claim
construction issue. AgaiBefendantnay believe that the claim suffers from a written description
or enablement problem pursuant to 35 U.S.C §112 U Ddfendandoes not make that showing
here. Defendantloes assert indefiniteness under 35 U.S.C §112, {Rdfehdanthas not carried
its clear and convincing burden to show that one of ordinary skill could not reasonably ascertain
the scope of this claim.

The Court accordingly hereby construes “the microprocessor ... forwards thet ankeas

filtration algorithms to theligital signal processor” to have its plain meaning.

Group 4

W. D27: “optical aberrations”

Claim Term Plaintiff's Proposal Defendants Proposal

D27: “optical aberration[s]”| Not indefinite Indefinite

'805 claims: 1, 9, 18, 24 Proposed construction: plain| Alternative proposed
'339 claims: 1, 2, 3, 4, 5, 14,and ordinary meaning constructioniensspecific
15, 17,18 imperfections
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1. The Parties’ Positions

Plaintiff advocates a plain and ordinary meaning construction for this term. “Optical
aberration[s]” appears throughout the asserted cléinigerein the system software is organized
to identify specific optical aberrations ” and “identifying specific opticahberrations . .”), and
Plaintiff asserts that in “the context of the claims as a whole and recognizing the probldre that
inventor sought to solvethe correction of aberrations in imagea POSA would understand this
claim term as the aberrations todwerected by the system or method describ€BKt. No.69 at
22.)

Defendantsserts the term is ambiguous, rendering the claim indefinite, because the claims
use both the terms “optical aberrations” and “aberrations” but does not resavelifferenes
exist between them(Dkt. No. 73 at 19} Defendantalso argues that claii8 uses the phrase
“digital or optical aberrations,” which confirms that “optical aberrations” arpegies of the
broader “aberration” and that this leads to indefinitenglss) Defendantlso relies on what is
calls a contradiction where dependent claima@ 15 of the '339 patent specifically refer to “dust”
as an “optical aberratighbut the specification lists “dust” as an example of a digital aberration
(Id. citing ‘805 Patent at 8:3-8.)

2. Analysis

Essentially the entirety of the specification of the patentuit is directed toward
identifying and correcting optical aberrations. No party has provided evidence that this plain
English phrase is unclear or ambiguou3efendantasks for additional detail describing these
optical aberrations and particularly how they differ from other errors that eapgigar in images
or data, but the claims do not require such details and reading those details intonhdraha

the specification would violate fundamental claim construction carlemdips, 415 F.3d at 1323.
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Overall, Defendanhas not carried its clear and convincing burden to show that one of ordinary
skill could not reasonably ascertain the scope ofdis.

The Court accordingly hereby construes “optical aberrations” to have its plaimigeani

X. D32: “a digital imaging systeni/ D33: “a method of image filtration” / “the

method”
Claim Term Plaintiff's Proposal Defendants Proposal
D32: “a digital imaging Not indefinite Indefinite- The claim is
system” indefinite as being drawn to
Proposed construction: plain | both an apparatus and method
'805 claims: 1, 2, 3,9 and ordinary meaning
'339 claims: 1, 2, 3, 4, 5, 14,
15, 16, 17, 18
Claim Term Plaintiff's Proposal Defendants Proposal
D33: “a method of image | Not indefinite Indefinite- The claim is
filtration” / “the method” indefinite as being drawn to
Proposed construction: plain | both an apparatus and method
'805 claims: 18, 19, 20, 24 | and ordinary meaning

1. The Parties’ Positions
Defendantchallenges allisted asserted claims as drawn to improper “hybrid claims.”
Defendantargues that the asserted claims begin with preambles that specify a "system" o
"method,” and then the claims recite both system elements and method steps, rendering them
indefinite hybridclaims undetPXL Holdings, LL.C.v. Amazon.com, Inc430 F.3d 1377, 1384
(Fed. Cir. 2005). (Dkt. No. 69 at ZB.) Defendantotes that rostof the asserted claims are

apparatus claimdirected to “a digital imaging system,” and recditeaging system components,
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such as “a digital camera mechanism,tigital signal processorgtc. (Dkt. No. 69 at 20¢iting

'805 Paentat ckimsl, 9; '339Pateniat chimsl, 14) Defendanthen argues that the claims also
include “a sequence ofvhereini clauses that set forth a seriedrafremental, ordered steps that
describe a process that the imaging system carries @dt)’ Defendanisolates one example,
arguing thatlaims 1 and 9 of the '805 patent recite a step in which the digital signal processor
“selects a specifiprocedure to optimize the image and corrects the aberratifidsg.”"Defendant
argues that this is not merelylascription of the capability of the system, @ahsteacan active
method step.(ld.) Defendantgoes further, arguing that the selection “is expressly a “specific”
one that optimizes the particular image and corrects the particular abertatigtisat 21)
Defendantlso argues that the procedure selection limitation involves user action, axeditg
Plaintiff's infringement contentions(ld.) Defendantalso raises the same issues for the asserted
method claims.('805 Patent claims 18 and ;28kt. No. 69at 2223.) Defendanpoints out that
these method claims recite “a method of image filtration,” but also recite the saaratapp
elements as the system claims, such as the digital camera mechanism, the digitalcsigssbipr
and the miaoprocessor. 805 Patent claims 18 and 24.

Plaintiff responds by arguing that the law perrajiparatus claim® recite structural claim
elementsand describe their functional capabilitieging Mastermine Software, Inc. v. Microsoft
Corp.,, 874 F.3d1307, 131516 (Fed. Cir. 2017) (rejecting indefiniteness argument and holding
that the use ddictive verbs in a claim “represent permissible functional language used tbe&escr
capabilities ofthe "reporting module”)PerdiemCo., LLC v. Industrack LLC2016 U.S. Dist
LEXIS 87927, at138 (E.D. Tex. July 7, 2016) (rejectingefendant’ indefiniteness arguments
because “thé&mitations at issue set forth functional capabilities or configuration®kt. No. 77

at 7-8.) Similarly, Plaintiff argues thathe assertedhethod claimsclaims 1820 and 24 of the
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'805 Patentrecite method elementsut permissibly list componentequired to perform the
method step<citingHTC Corp. v. IPCom GmbH67 F.3d 1270, 1273, 12473 (Fed. Cir. 2012)
(distinguishing claims that “merely establish those functions as the undenhghgork
environment in which the mobile station operate&lgcritech, Inc. vCenturyLink Commins
LLC, 271 F. Supp. 3d 850, 886 (E.D. Tex. 20K0ninklijke KPN N.Vv. Samsung Elecs. Co.
Ltd., 2016 U.S. Dist. LEXIS 60689 (E.D. Tex. May 6, 201Bkt. No.77 at 78.)

2. Analysis

The key issue for hybrid claiming is whether the claim provides sufficient notice to the
public to ascertain whether infringement occurs when the device is manufacturedrsrwacen
the device is usedIPXL Holdings L.L.C. v. Amazon.com, Ind30 F.3d 1377, 1384 (Fed. Cir.
2005). Often, in apparatus claims the issue reduces to whether functionaidimitiscribe the
capability of components in apparatus ratiilban method steps that recite actual use.
Microprocessor Enhancement Corp. v. Texas Instruments386. F.3d 1367, 1375 (Fed. Cir.
2008) (stating that the claim “is clearly limited to a pipelined processor pwgséiss recited
structure and capable of performing the recited functio®®f Sys., LLC v.-800-Flowers.com,
Inc., 940 F. Supp. 2d 433, 4585 (E.D. Tex. April 11, 2013) (Davis J.)(“If the functional language
of the claim merely describes ‘the structure and capaisilitif the claimed apparatus,’ then the
claim is sufficiently definite under 35 U.S.C. § 112 1 27).

Defendantfails to fully identify any element that would blur the line between apparatus
and method infringement that createslRKL ambiguity. The functional limitation®efendant
included as example method steps in apparatus claims can be interpreted as gldberibin
functional capabilities of the recited components. For exarbgindantfocuses on thé805

Patent claira1 and 9 recitation requiring thaigital signal processor “selects a specific procedure
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to optimize the image and corrects the aberratiofi3kt. No. 69 at 20.)The claim thus requires
that the system include a digital signal processor that is capable and prepared tthahake
selection. As such,Defendanthas not carried its burden of demonstratindRXL ambiguityin

the apparatus clainsy clear and convincing evidence.

As to the method claims805 Patent claims 18 and 24, the recitation of structure in the
preamble of the claim permissibly sets forth the environment and context oethednHTC
Corp. v. IPCom GmbH667 F.3d 1270, 1273, 12478 (Fed. Cir. 2012).Defendantdoes not
provide a serious example of afBXL ambiguity in the method claims.

Overall, Defendanhas not carried its clear and convincing burden to show that one of
ordinary skill could not reasonably ascertain tbepe of this claim.

The Court accordingly hereby construes the phrasdgital imaging systerh“a method

of image filtration” and “the method” toeach carry itplain meaning.

Y. D34: “the method consisting of” / “the method. . .further comprising the step

Ofll
Claim Term Plaintiff’'s Proposal Defendans Proposal

D34: “the method consistin{ Not indefinite Indefinite

of” / “the method ... further

comprising the step of” Proposed construction: plain| Alternative proposed

and ordinary meaning construction:

'805 claims: 19, 20 “the method consisting of / the
method further . . . consisting
Ofll

1. The Parties’ Positions

Defendanhere argues that the two transitional phrases used in claims 18 createca confli
that renders dependeciiims 19 and 20 invalid(Dkt. No. 69 at 22) In particular,Defendant

argues thandependent method claim i€cites anethod “consisting of” a number of stepsich
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is a term indicating a closed set of elemerftd.) Defendanthen argues thadaims 19 and 20
which purport to add steps to “the method of clairhdr@ invalid as indefinite(ld.)

Plaintiff responds that claim 18 is not a closed claim, in part because “claims 19 and 20
demonstrate that the inventor did not intend for claim 18 to be clo@ekit’No.77 at 8) Plaintiff
also argues that the prosecution history does not reflect any argoimrehiance on any alleged
closed nature of claim 18 to resist prior afid.) Finally, Plaintiff offers that the specification
refutes Canon’s reading of the claim because it shows that the disclogad atigieras have
additional components beyorfietallegedly closed set of elements recited in claim(ltB)

2. Analysis

Claim 180of the’805 Patent begins with the nornsafmethod of image filtration which
comprises preamble to recite the environment of the method. '805 Patent at 39:65. After listing
that environment, the patentee then recites, “the method consistiramaflists a number of
method steps setting forth the substantive elements of the ¢BillnPatent a#40:7. The general
rule is that “consisting” means a closed gktthe following elements and only the following
elements.”SeeManual of Patent Examining Procedure (MPEP) § 2111.03 (9th ed. rev. 08.2017).
Claims 19 and 20 then add dependent method step elements, including the transitiondhghrase
method of claim 18 further comprising . .’805 Patenat 40:2632. The fundamental issue here
is whether a closed set independent claim may then include dependent claireskhatazid to
the elements recited in that independent claim.

The law has longecognizd the divide between “comprising” claims as open endead,
“consisting of” claimsas closed setsConocq Inc.v. Energy & Entl. Int’l, L.C.460 F.3d 1349
(Fed.Cir. 2006);Vehicular Techs. Corp. v. Titan Wheel Int'l, lri212 F.3d 1377, 1382 (Fedir.

2000). There are cases that permit additional elements in a “consisting offalaonessential
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materials or impuritiesNorian Corp. v. Stryker Corp363 F.3d 1321, 133B2(Fed. Cir. 2004).
There are also cases where the specification @epuion history is used to refute the “heavy
presumption” that consisting of is a closed claiultilayer Stretch Cling Film Holdings, Inc. v.
Berry Plastics Corp 831 F. 3d 1350, 1357 (Fed. Cir. 2016)ere, Plaintiff makes abrief
argument that thepecificationand prosecution history support a finding that clainwa8 to be

an operended claim, buflaintiff's argument is insufficient to overcome the presumption
associated with the phrase “consisting of.”

The MPEP at 2111.03 permits comprisingrakato include elements of consisting claims
as long as the “consisting” language is not the transitional phrase in the preamble.aTterede
is that subkelements of a comprising claim can be internally limited (typically in chemical practice
where one reagent can be chosen from a closed group as in a Markush claim). Ataoiigh
could have argued that the “consisting of” transitional phrase here is well beyondahb|a, it
seems more appropriate that the preamble is everything in claim 18 up to “the methstthgonsi

of.” Moreover, the additional step added in claims 19 and 20 do add to the method recited in the
“consisting of” group in claim 18 and so run directly afoul of the closed grodpilogving the
“consisting of” phrase.

TheMultilayer Stretchdecision is instructive hesgherethe Federal Circuit invalidated a
dependent claimending froma “consisting of” independent clainMultilayer Stretch 831 F. 3d
at 1357. The court reasoned that it was logically inconsistent to perntérageato avail itself of
the wellestablished closgatesumption following usef a“consisting of” transitional phrase, and
then to attempt to ignorthat presumption. Plaintiff makes no showing that the additional

limitations of claims 19 and 20 are anything other than impermissible additional limitations

seeking to expand a closed “consisting of” clais. a resultclaims 19 and 20 cannot legally add
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limitations to claim 1&nd Defendarttas carried its clear and convincing burden of proving claims
19 and 20 invalid as indefinite.

The Court accordingly hereby concludes that claims 19 and 20 are invalid.

IV.  CONCLUSION
Having fully consideredhe evidence of record and the arguments of counsel, the Court

hereby construes themtested claim terms ast forth in this opinion.

So ORDERED and SIGNED this 11th day of June, 2020.

RODNEY GIL
UNITED STAT

RAP
S DISTRICT JUDGE
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