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|. BACKGROUND

Plaintiff brings suit alleging infringenm¢ of United States Patents No. 6,415,280 (“the
'280 Patent”), 6,928,442 (“the '442 Patent”), 028310 (“the '310 Patent”), and 8,099,420 (“the
'420 Patent”) (collectively, “thgyatents-in-suit”). (Dkt. No. 85, Exs. A-D.) The remaining
Defendants are International Businesadiiines Corporation and GitHub, Inc.

The patents-in-suit are related to Unit&téhtes Patent No.%8,791 (“the '791 Patent”)
(id., Ex. E), which is no longer asserted in thesgnt case. The parties submit that “[a]lthough
the '791 patent is no longer asserted, the pariiesacthe '791 patent loause its specification is
identical to the specifations of the asserted patents detause the Court cited to the '791
patent specification when previdygonstruing terms from the asserted patents.” (Dkt. No. 78,
Ex.Batl)

The '791 Patent, titled “Data Processing Systésing Substantially Unique Identifiers to
Identify Data Items, Whereby Identical Daliiems Have the Same Identifiers,” issued on
November 2, 1999, and bears an earliest pridiate of April 11, 1995. The Abstract states:

In a data processing system, a mechanism identifies data items by substantially

unique identifiers which depend on all oktlata in the data items and only on

the data in the data item3he system also determines whether a particular data

!tem is present in the database by examining the identifiers of the plurality of data

items.

The Court previously construed terms in the patents-in-suit PearsonalWeb
Technologies, LLC v. NEC Corp., et,aNo. 6:11-CV-655, Dkt. No. 103 (E.D. Tex. Aug. 5,
2013) (Davis, J.) PersonalWeb”) (attached to Plaintiff's opening brief, Dkt. No. 85, at Ex. F),

and that action also included Civil Aati® No. 6:11-CV-656, -657, -658, -660, -683, and

6:12-CV-658, -660, -662.



Il. LEGAL PRINCIPLES

It is understood that “[a] claim in a patemtovides the metesnd bounds of the right
which the patent confers on the patentee touebeclothers from makingising or selling the
protected invention.”Burke, Inc. v. Bruno Indep. Living Aids, Iné83 F.3d 1334, 1340 (Fed.
Cir. 1999). Claim construction is clearly &sue of law for the court to decidélarkman v.
Westview Instruments, InG2 F.3d 967, 970-71 (Fed. Cir. 1995) (en baaftf)d, 517 U.S. 370
(1996).

To ascertain the meaning of claims, colwt to three primary sources: the claims, the
specification, and the prosecution historylarkman 52 F.3d at 979. The specification must
contain a written description of the invention that enables one of ordinary skill in the art to make
and use the inventiond. A patent’s claims mudie read in view of the specification, of which
they are a part.ld. For claim construction purposes, tbescription may act as a sort of
dictionary, which explains &hinvention and may define terms used in the claihds. “One
purpose for examining the specification is to deige if the patentee has limited the scope of
the claims.” Watts v. XL Sys., In232 F.3d 877, 882 (Fed. Cir. 2000).

Nonetheless, it is the functiar the claims, not the specificati, to set forth the limits of
the patentee’s invention. Otherwisleere would be no need for claimSRI Int'l v. Matsushita
Elec. Corp, 775 F.2d 1107, 1121 (Fed. Cir. 1985) (en bafd)e patentee is free to be his own
lexicographer, but any specidefinition given to a word musbe clearly set forth in the
specification. Intellicall, Inc. v. Phonometrics, Inc952 F.2d 1384, 1388 (Fed. Cir. 1992).
Although the specification mayndicate that certain embodimenare preferred, particular
embodiments appearing in the specification wikt be read into thelaims when the claim
language is broader than the embodimeBRiectro Med. Sys., S.A.@ooper Life Sciences, Inc.

34 F.3d 1048, 1054 (Fed. Cir. 1994).



This Court’s claim construan analysis is substantially guided by the Federal Circuit’s
decision inPhillips v. AWH Corporation415 F.3d 1303 (Fed. Cir. 2005) (en banc) Plhlips,
the court set forth several guideposts that tsoghould follow when construing claims. In
particular, the court reiteratedath“the claims of a patent filee the invention to which the
patentee is entitled the right to exclude.” 415 F.3d at 1312 (quiothaya/Pure Water, Inc. v.
Safari Water Filtration Sys., Inc381 F.3d 1111, 1115 (Fed. Cir. 2004To that end, the words
used in a claim are generally giverithordinary and customary meaninigl. The ordinary and
customary meaning of a claim term “is the megrthat the term wodl have to a person of
ordinary skill in the art in question at the timetloé invention, i.e., as of the effective filing date
of the patent application.”ld. at 1313. This principle of patent law flows naturally from the
recognition that inventors are usually persons wateskilled in the field of the invention and
that patents are addressed to, imtehded to be read by, otherdliskl in the particular artid.

Despite the importance of claim ternillips made clear that “the person of ordinary
skill in the art is deemed to re#lae claim term not only in theontext of the particular claim in
which the disputed term appears, but ire tbontext of the entire patent, including the
specification.” Id. Although the claims themselves mayyide guidance as to the meaning of
particular terms, those terms are part‘@ffully integrated written instrument.”ld. at 1315
(quoting Markman 52 F.3d at 978). Thus, thehillips court emphasized the specification as
being the primary basis for construing the claint.at 1314-17. As the Supreme Court stated
long ago, “in case of doubt or ambiguity it is propesll cases to refer back to the descriptive
portions of the specifit®n to aid in solving the doubt or iascertaining the true intent and
meaning of the language employed in the claimBdtes v. Coe98 U.S. 31, 38 (1878). In

addressing the role of the specification, fPillips court quoted with approval its earlier



observations frorRenishaw PLC v. Marposs Societa’ per Azidd8 F.3d 1243, 1250 (Fed. Cir.
1998):

Ultimately, the interpretation to be given a term can only be determined and

confirmed with a full understaling of what the inveots actually invented and

intended to envelop with the claim. Toenstruction that stays true to the claim

language and most naturally aligns witle {atent’s descripin of the invention

will be, in the end, the correct construction.
Phillips, 415 F.3d at 1316. Consequentlghillips emphasized the important role the
specification plays in thea&lm construction process.

The prosecution history also continues to @ayimportant role in claim interpretation.
Like the specification, the prosgn history helps to demonate how the inventor and the
United States Patent and Tradem@ffice (“PTO”) understood the patenid. at 1317. Because
the file history, however, “represents amgoing negotiation between the PTO and the
applicant,” it may lack the clarity of the specification and thus be less useful in claim
construction proceedingdd. Nevertheless, the prosecution history is intrinsic evidence that is
relevant to the determination of how thevéntor understood the invention and whether the
inventor limited the inventin during prosecution by narravg the scope of the claimsd.; see
Microsoft Corp. v. Multi-Tech Sys., In@57 F.3d 1340, 1350 (Fed. Cir. 2004) (noting that “a
patentee’s statements during prostion, whether relied on by theagwiner or not, are relevant
to claim interpretation”).

Phillips rejected any claim construction approdbht sacrificed the intrinsic record in
favor of extrinsic evidenceuch as dictionary definidns or expert testimony. Tle® banccourt
condemned the suggestion madeleyxas Digital Systems, Inc. v. Telegenix,,|IB08 F.3d 1193

(Fed. Cir. 2002), that a courh@uld discern the ordinary meag of the claim terms (through

dictionaries or otherwise) before resorting thee specification for atain limited purposes.



Phillips, 415 F.3d at 1319-24. According Rhillips, reliance on dictionary definitions at the
expense of the specification hae thffect of “focus[ing] the inquy on the abstract meaning of
words rather than on the meaning of claimm® within the context of the patentld. at 1321.
Phillips emphasized that the patent system is based on the proposition that the claims cover only
the invented subject matteld.

Phillips does not preclude all use$ dictionaries in claim @nstruction proceedings.
Instead, the court assigned dictionaries a rolersiifate to the intrinsic record. In doing so, the
court emphasized that claim construction issaresnot resolved by any magic formula. The
court did not impose any particular sequenceteps for a court to follow when it considers
disputed claim languageld. at 1323-25. RatheRhillips held that a court must attach the
appropriate weight to the intsic sources offered in support afproposed claim construction,
bearing in mind the general rule that therasimeasure the scopetbé patent grant.

In general, prior claim construction proceedings involving the same patents-in-suit are
“entitled to reasoned deferencexder the broad principals dftare decisisand the goals
articulated by the Supreme CourtNarkman even thougtstare decisisnay not be applicable
per se” Maurice Mitchell Innovatias, LP v. Intel Corp.No. 2:04-CV-450, 2006 WL 1751779,
at *4 (E.D. Tex. June 21, 2006) (Davis, 3¢eTQP Development, LLC v. Inuit IndNo. 2:12-
CV-180, 2014 WL 2810016, at *6 (E.D. Tex. Jud@, 2014) (Bryson, J.) (“[P]revious claim
constructions in cases involvingetlsame patent are entitled tdostantial weight, and the Court
has determined that it will not depart from teanstructions absent a strong reason for doing
s0.”); see also Teva Pharm. USA, Inc. v. Sandoz, 85 S. Ct. 831, 839-40 (2015) (“prior
cases will sometimes be binding becauseisstie preclusion and sometimes will serve as

persuasive authority”) (citation omittedytarkman 517 U.S. at 390 (“[W]e see the importance of



uniformity in the treatment of a given patent as an independent reason to allocate all issues of claim
construction to the court.”).

The Court nonetheless conducts an independegaluation durig claim construction
proceedings. See, e.g., Texas Instruments, Inc. v. Linear Techs. ,CI8f.F. Supp. 2d 580,
589-90 (E.D. Tex. 2002Burns, Morris & Stewart Ltd. P’ship v. Masonite Int'l Corg01 F.

Supp. 2d 692, 697 (E.D. Tex. 200B)egotiated Data Solutions, Inc. v. Apple, Jido. 2:11-
CV-390, 2012 WL 6494240, at *5 (E.D. Tex. Dec. 13, 2012).

lll. CONSTRUCTION OF AGREED TERMS

The Court hereby adopts the following agreed constructions:

Term Agreed Construction
“data identifier” “an identity for a data item generated by processing
all of the data in the data item, and only the data ir
(280 Patent, Claim 1) the data item, through an algorithm that makes the

identifier substantially unique”

“data file” “a named data item(s)”

(280 Patent, Claim 1,
'442 Patent, Claims 1, 2, 4, 7, 23, 30)

“content-based name” “an identity for a data item generated by processing
all of the data in the data item, and only the data in

('310 Patent, Claims 1, 8, 11, 18) the data item, through an algorithm that makes the
identifier substantially unique”

“digital identifier” “an identity for a data item generated by processing
all of the data in the data item, and only the data ir

(420 Patent, Claim 166) the data item, through an algorithm that makes thg

identifier substantially unique”

(Dkt. No. 78, Nov. 18, 2015 Joint Claim Constructaomd Prehearing Statement, at Ex. A; Dkt.

No. 98, Feb. 24, 2016 Joint Claim Construction Chart, at Ex. A.)



IV. CONSTRUCTION OF DISPUTED TERMS

A. “data item”

Plaintiff's Proposed Construction Defendants’ Proposed Construction
“sequence of bits” “a sequencelofs distinct from contextual
information”

(Dkt. No. 78, Ex. B, at 1; Dkt. No. 85, 2t Dkt. No. 90, at 2; Dkt. No. 94, at §eeDkt. No. 98,
at Ex. A.) The parties have submitted that tieisn appears in Claim 1 of the '280 Patent,
Claims 1, 2, 7, 8, 10, 11, 14, and 16-19 of tB&0’' Patent, and Claim 166 of the 420 Patent.
(Dkt. No. 78, Ex. B, at 1.)

The Court previously construed tiésm to mean “sequence of bitsSee PersonalWeb |
at 8-10.

(1) The Parties’ Positions

Plaintiff argues that its proposed constion “is the definition provided by the
specification.” (Dkt. No. 85, at Zciting '791 Patentat 1:54-60).) Plaitiff also urges that
Defendants’ proposal should be rejected because “the specification refers to ‘context’ when
discussinghaming or identifyingdata items,” and not in relation to the ‘data item’ itself.” (Dkt.
No. 85, at 4.) “Finally,” Plaintiff argues, “thelie nothing in the specddation or claims that
precludes so-called ‘contextual infornmati from being a ‘data item’ itself.”Iq., at 5.)

Defendants respond that “a patentee’s attamptt as his own lexicographer cannot be
read in a vacuum.” (Dkt. No. 90, at 5.) Daf@nts urge that “[t]lmughout the specifications’
disclosure of each embodiment, ‘context’ is always distinguished from the ‘data’ in a ‘data
item.” (ld., at 3.) Defendants also cite argumentde by Plaintiff during prosecution as well
as ininter PartesReview (“IPR”) proceedings.Id., at 3-4.) Defadants conclude:

No one disputes that data is compris#fdbits. The critical distinction the
specification makes, and that [Plaintifipw ignores, is that only certain bits

9



(content) make up a “data itenwhile other bits (contex@re expressly left out.
A construction of “sequence of bits” waluéntirely gloss over this key point.

(Id., at 5.) Further, Defendants submit thatFiaersonalWeb,l“no party raised the issue of
whether contextual information mdne part of a ‘data item,” anBersonalWeb was decided
prior to Plaintiff's statements in the IPR proceedings., @t 6.) Finally, Defendants argue that
Plaintiff's proposed interpretation “wouldsal read out preferred embodimentdd.,(at 7.)

Plaintiff replies by reiterating that e¢hpatentee’s lexicography should govern, and
Plaintiff urges that “[tjhe Court’'s prior consttien of the same term is entitled to substantial
deference.” (Dkt. No. 94, at 1.) Plafhalso argues that “how the inventiodentifies ‘data
items’ has nothing to do with what ‘data itenase.” (Id., at 2.) Plaintiffexplains that “just
because a True Name can identify a data itelagandent of its contextual information does not
mean that the data item itself mwestclude(or be distinct from) aamtextual information—the
entire point of the invention is that any bits caake up the data item and its True Name alone
can identify it.” (d.) Further, Plaintiff argues that the feedants’ citations to Plaintiff's IPR
arguments are misleading and incompleteee(id. at 2-3.)

(2) Analysis

Claim 1 of the '310 Patent, for ample, recites (emphasis added):

1. A computer-implemented method ansystem which includes a network of

computers, the method implemented edst in part by hardware comprising at

least one processor, thetimed comprising the steps:

(a) at a first computerobtaining a contdrbased name for a particular

data itemfrom a second computer distinct from the first computer, the content-

based name being based askein part on a function @it least some of the data

which comprise the contents of the particuliata item wherein the function

comprises a message digest function bash function, and vérein two identical

data itemswill have the same content-based name; and

(b) by hardware in combination with software, a processor at said first
computer ascertaining whether or not the content-based name for the particular

data item corresponds to an entry in a dsae comprising a plurality of
identifiers; and

10



(c) based at least in part on said ascertaining in (b), determining whether
or not access to the particuliata itemis authorized.

The specification discloses:

In general, the terms “data” and “data itemds used herein refer to sequences of
bits. Thus a data item may be the contefta file, a portion of file, a page in
memory, an object in an object-orientpdbgram, a digitaimessage, a digital
scanned image, a part of a video or awggnal, or any other entity which can be
represented by a sequence of bits. The tdata processing” herein refers to the
processing of data items, and is sometimes dependent on the type of data item
being processed. For example, a data processor for a digital image may differ
from a data processor for an audio signal.

In all of the prior data processing systerthe names or identifiers provided to

identify data itemgthe data items being files, datories, records in the database,

objects in object-oriented programmingcdtions in memory or on a physical

device, or the likegre always defined relative to a specific contexbr instance,

the file identified by a particular file name can only be determined when the

directory containing the file (the contgxs known. The file identified by a

pathname can be determined only whbe file system (@ntext) is known.

Similarly, the addresses in a process addspase, the keys in a database table, or

domain names on a global computer network such as the Internet are meaningful

only because they are specified relative to a context.

'791 Patent at 1:54:21 (emphasis addedge id.at 3:15-20 (“withoutrelying on any context
information or properties of the data item”) &38:35 (“identity of the data item depends on all

of the data in the data item and only on the data in the data item” and “is independent of its
name, origin, location,dalress, or other information not deable directly from the data, and
depends only on the data itselfSge also idat 35:34-37.

“When a patentee explicitly defines a claim term in the patent specification, the
patentee’s definition controls."Martek Biosciences Corp. v. Nutrinova, In679 F.3d 1363,
1380 (Fed. Cir. 2009) (citinghillips, 415 F.3d at 1321)kee Intellical] 952 F.2d at 138&ee
also Vitronics Corp. v. Conceptronic, In@0 F.3d 1576, 1582 (Fed. Cir. 1996) (“Although

words in a claim are generallyiven their ordinary and stomary meaning, a patentee may

choose to be his own lexicograplad use terms in a manner othiean their ordinary meaning,

11



as long as the special definition of the term &adly stated in the patent specification or file
history.”).

The Court inPersonalWeb found that “[tlhe specifidgon plainly and unambiguously
states that a data item is a sequence of bRersonalWeb &t 9.

After PersonalWeb,lduring a final hearing in IPRroceedings involving the '791 Patent
and the '280 Patent, Plaintiff argued:

[Counsel]: The content of the data item ateatever is in the data item, whatever
bits make up the data item, that’s the contents of the data item.

JUDGE CHANG: But he does say independehthe name, date and properties
of the data item. So --

[Counsel]: That's because those things arepaot of the datstem. In the file
that '791 was talking about, these patetitese things are not part of the data.

(Dkt. No. 90, Ex. 2, Apr. 15, 2014 RecaotiOral Hearing, at 117:19-118:d¢e id.at 115:7-15
(“[IIn the "791 patent they are lkang about typical files where thisietadata is not part of the
file. It's not part of the data item.”).)

Likewise, during prosecution oféh791 Patent, the patentee stated:

This invention relates to tia processing systems and, more particularly, to data

processing systems wherein data iteans identified by wgbstantially unique

identifiers which depend oall of the data in the data items amaly on the data

in the data items.
(Dkt. No. 90, Ex. 3, Mar. 12, 1997 Amendment Under 37 C.F.R. 1.115, at 10-11
(PWEB 000737-38) (original bold shown as italics; original underlining and double-underlining
omitted).)

These arguments by the patentee are consisiinthe above-quotedisclosures in the

specification as well as othersSegeDkt. No. 90, at 5 (citing791 Patent at 1:65-3:35, 8:19-34,

14:40-50, 28:46-49, 31:58-63, 32:49-33:47, 35:29-37, & 38:33-40).)

12



At first blush, the patentee has thus appédao limit the scope of “data item” in the
manner proposed here by Defendang&ee, e.g., SkinMedica, Inc. v. Histogen,I77 F.3d
1187, 1203 (Fed. Cir. 2013) (“[T]heatentees in this case hawathout express redefinition,
disclaimed a potential embodiment from thelioary scope of a claim term through clear,
repeated, and consistent statements in the smh that describe how culturing with beads is
different and distinct from culting in three-dimensions.”).

The specification demonstrates, howeveat there is a distinction between datzout
data items and dataithin data items, and this distinction eéensistent with the above-quoted
statements made during prosecutaonl in the IPR final hearing:

In operation,data items(for example, files, database records, messages, data

segments, data blockdirectories instances of object classes, and the likea

DP [(data processinggystem employing the present inventawa identified by

substantially unique identifiers (True Mas), the identifiers depending on all of

thedata in the data itemand only on thelata in the data items
'791 Patent at 32:54-6@mphasis added). These references to ‘idatiae data items” implies
that a “data item” can consist of more than riyethe data within it. This disclosure also
suggests that a “data item” can itself be contextual information, such as in the example of data
items being “directories.’'See id.

Further, Defendants’ argument that a a@aem” cannot include contextual information
is analogous to arguing that an “e-mail,” for examlonsists of only thiext that was typed by
the sender and does not include any of theratifermation that may be necessary for proper
transmission of the e-mail.

Because the specification, as quoted aboversrdte “data in the data items,” a fair

reading of the specification as a whole is thdtlata item” may encompass more than its data

contents. Likewise, in the IPR proceedings gdoabove, Plaintiff's @unsel referred to the

13



“contents of the data item.” (Dkt. No. 9&x. 2, Apr. 15, 2014 Record of Oral Hearing,
at 117:19-118:4seeDkt. No. 90, Ex. 3, Mar. 12, 1997 Aendment Under 37 C.F.R. 1.115, at 22
(PWEB 000749) (“a data item A-1 is given a name (true name) A-2 by passing the data item
through a function MD, where MD uses all of thegta in data itemA-1 and only thelata in data
item A-1 to determine the name A-2") (emphasis addseg; alsad., at 10-11 (PWEB 000737-
38) (quoted above).)

Based on the intrinsic record as a whdlee Court rejects Defendants’ disclaimer
arguments. SeeOmega Eng’g v. Raytek Coy834 F.3d 1314, 1324 (Fed. Cir. 2003) (“As a
basic principle of claim interpretation, prosgon disclaimer promoteghe public notice
function of the intrinsic evidence and protects the public’s relianckebnitive statements made
during prosecution.”) (emphasis addeshe alsad. at 1325-26 (“[F]or prosecution disclaimer to
attach, our precedent requires that the alledjedvowing actions or statements made during
prosecution be botlelear and unmistakable (emphasis added)@olight, Inc. v. Wal-Mart
Stores, Ing.355 F.3d 1327, 1332 (Fed. Cir. 2004) (“Because the statements in the prosecution
history are subject to multiple reasonable intetgtions, they do not constitute a clear and
unmistakable departure from the ordinary meaning of the term .. . .").

The Court therefore hereby expressly regddefendants’ proposed construction. This
finding is consistenPersonalWeb bnd the above-discussed intrmsividence as well as with
the construction of the term “data item” iIRR proceedings as to the '791 PatenfedgDKkt.

No. 94, Ex. 1, May 17, 2013 Decision, at 15 (conaguidata item” to mean “sequence of bits”);
see also id.Ex. 2, May 15, 2014 Final Written Decision, at 6.)

The Court accordingly hereby constrtidata item” to meari'sequence of bits.”

14



B. “given function of the data [in the data item/ data file]” and “applying a function to the
contents of the corresponding file”

“given function of the data [in the data item / data file]”
(280 Patent, Claim 1; '442 Patent, Claims 1, 7)

Plaintiff's Proposed Construction Defendants’ Proposed Construction

Plain and ordinary. No constiimn necessary, “computation whehe input is all of the datal
in the [data file / data item], and only the dat
in the [data file / data item]”

D

“applying a function to the contents of the corresponding file”
(442 Patent, Claim 23)

Plaintiff's Proposed Construction Defendants’ Proposed Construction

Plain and ordinary. Noonstruction necessary.‘performing a computation where the input i$
all of the data in the file, and only the data in
the file”

(Dkt. No. 78, Ex. B, at 2 & 5-6; Dkt. No. 85, &t Dkt. No. 90, at 10; Dkt. No. 94, at $eeDkt.
No. 98, at Ex. A.)
These terms were not addresseBénsonalWeb.|

(1) The Parties’ Positions

Plaintiff argues that “the stounding claim language of thphrases at issue makes them
entirely unambiguous.” (Dkt. & 85, at 5.) Plaintiff also ges that Defendants’ proposed
constructions should be rejected because, anCILL of the '280 Patent, “[tlhe claim language
... involving the data used by the given functmay include ‘contents of the particular data,’
but may not necessarily be limited to only ‘contesftthe particular data’ because the patentee’s
use of ‘comprises’ results ian open-ended limitation.”Id., at 6.) Likewise, Plaintiff submits

that Claim 23 of the 442 Patent uses the phrase “at least in pat).” Hurther, Plaintiff argues

15



that Defendants’ proposals of “computation’dafinput” “introduce[] ambiguity to otherwise
unambiguous claim language.ldJ)

Defendants respond by citing the parties'eaggl-upon construction for “data identifier”
and by reasoning that “[a]s the ‘given function’ determines the data identifier, the claim itself
requires the ‘given function’ to operate on all of thata in the data item and only the data in the
data item.” (Dkt. No. 90, at 11.) Defendantsoahrgue that “[t]hevords ‘computation’ and
‘input’ are more readily understood to a jutban the concept dfunction.” (Id., at 11 n.3.)
Further, Defendants urge thtite specification and the proséion history confirm that the
claimed function cannot operata contextual information.ld., at 11-13.)

Plaintiff replies by reiteraig that “Defendants’ proposecbnstruction adds words not
found in the claim language,g, ‘computation’ and ‘input,” which would introduce ambiguity to
the otherwise unambiguous claim language.” (Dkt. 94, at 5.) Further, Plaintiff argues:

In claim 1 of the '280 patent, the dataed by the given function may include

“contents of the particuladata,” but the “contents” nyainclude both user data

and contextual data. Even if “contentg&re limited to “user data” (which it does

[sic, is] not), the patentee’s use of “compsseesults in an open-ended limitation

(i.e., the data used may include contextu&bimation as well). The “at least in

part” language used in claim 23 of thR12 patent also is open-ended and allows

for the “data” to include anlgits—both contextual and user.

(Id., at 6.)

(2) Analysis

Claims 1 and 23 of the '442 Patent, for example, recite (emphasis added):

1. In a system in which a plurality fifes are distributed across a plurality of

computers, a method comprising:

obtaining a name for a data file, themeabeing based at least in part on a
given function of the data, wherein thiata used by the given function to
determine the name comprises ttontents of the data fjland

in response to a request for these][data file, the request including at
least the name of the particular file, caugsa copy of the file to be provided from
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a given one of the pluralitgf computers, wherein a copf the requested file is
only provided to licensed parties.

* % %

23. A method comprising:

obtaining a list of file names, at leéase file name for each of a plurality
of files, each of said filmames having been determined, at least in part, by
applying a function to the caemts of theorresponding fileand

using at least said list to detema whether unauthorized or unlicensed
copies of some of the phlity of data files are presit on a particular computer.

The claims at issue, such as above-quotaihGl 1 and 23 of thel42 Patent, thus recite

using ‘the contents” of the data file. The sounding claim language thus appears to itself

explain that all contents of thetddile are used by the function.

Plaintiff urges that, in # phrase “wherein the datsed by the given function to

determine the name comprises tammtents of the data file” in above-quoted Claim 1, the word

“‘comprises” indicates that the data item itligcation may be based on additional information

rather than merely the data in the data itegee, e.g., Vehicular Techs. Corp. v. Titan Wheel

Int’l, Inc., 212 F.3d 1377, 1383 (Fed. Cir. 2000) (“A drafiees the term ‘comprising’ to mean

‘| claim at least what folws and potentially more.’).

During prosecution of the '791 Patent, remer, the patentee emphasized that the

identification for a data item is generated by uginty the data therein:

This invention relates to tha processing systems and, more particularly, to data
processing systems wherein data iteans identified by gbstantially unique
identifiers which depend oall of the data in the data items amaly on the data

in the data items.

(Dkt. No. 90, Ex. 3, Mar. 12, 1997 Amendment Under 37 C.F.R. 1.115, at 10-11

(PWEB 000737-38) (original bold shown as italics; original underlining and double-underlining

omitted).) Indeed, the patenteestdiguished the “Gramlich” pricart reference (United States

Patent No. 5,202,982) on this basis:
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... Gramlich has two kinds of files, soarfiles and database component files.

“Each database component file contaimfermation regarding the text contained

in one source file.” ... Also, “A databa component file igreated for each

source file.” . . .

Gramlich’s source files contain compupgpgram source code, and his database

component files contain information abate textual words (symbols) in the

source files. * * *

Gramlich determines the nametbé database component file usimg things.

First, Gramlich includethe source code file nama the database component file

nameandthen Gramlich includea hash valu¢o make up the rest of the database

component file name.

Thus, Gramlich determines a name of ona dam (the database component file)

using (a) the name of a different data item (the source code file), and (b) a hash

value.

Note that Gramlich’s source files are ndentical to his database component

files. However, even if they were identical, Gramlich would still notargg the

data in the data itensince he also uses the smirfilename to determine the

database component file name.

(Id., Ex. 4, Aug. 29, 1997 Amendment Und&f C.F.R. 1.116, at 12-13 (PWEB 000775)
(emphasis in original) (citations omitted).)

These statements by the patenteecaresistent with the specificatiorSee’791 Patent
at 3:30-35 (“identity of the datéem depends on all of the datathe data item and only on the
data in the data item” and “is independent of its name,ngrigcation, address, or other
information not derivable directly from tldata, and depends only on the data itsefi&e also
id. at 32:54-56 (“the identifiers gending on all of the data in the data items and only on the data
in the data items”)jd. at 1:13-18 & 3:6-20;see, e.g., LizardTech Inc. v. Earth Resource
Mapping, Inc, 424 F.3d 1336, 1343-44 (Fed. Cir. 2005) (“[Ijpwid be peculiar for the claims to

cover prior art that suffers from preciselyetiame problems that the specification focuses on

solving.”); SightSound Techs., LLC v. Apple Ji8)9 F.3d 1307, 1316-17 (Fed. Cir. 2015).
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Thus, the definitive statements by the patedtgéng prosecution, pacularly when read
in light of the specification aa whole, should be given effeict the Court’s constructionSee,
e.g., Typhoon Touch Techs., Inc. v. Dell, 689 F.3d 1376, 1381 (Fed. Cir. 2011) (“The
patentee is bound by representations made anonactihat were taken in order to obtain the
patent.”); Omega Eng’'g 334 F.3d at 1324 (“As a basic piple of claim interpretation,
prosecution disclaimer promotes the public notigection of the intrinsic evidence and protects
the public’s reliance on definitive séahents made during prosecution.”).

Further, Defendants’ proposal of “cpotation” is supported by the specificatiofee,
e,g.,’ 791 Patent at 7:45-46 (“their Tridames have not yet been computedt);at 12:55-60
(“A True Name iscomputed using a functipMD, which reduces a data block B of arbitrary
length to a relatively small, fixed size identifiéhe True Name of the data block, such that the
True Name of the data block v&rtually guaranteed to represdhe data bloclB and only data
block B.”) (emphasis addedy. at 13:9 (“ThefunctionMD(B) must be efficientlyicomputed)
(emphasis addedy. at 14:8 (“compute the MD function”).

Finally, Defendants’ interpretation is alsmnsistent with the parties’ agreed-upon
construction for the term “dataedtifier” (quoted below)n Claim 1 of theé280 Patent. Claim 1
of the 280 Patent recites (emphasis added):

1. In a system in which a set of ddilas are distributecacross a network of

servers, at least some of the data filemdpeached versions of data files from a

source server, wherein the source sefgedistinct from the servers in the

network, a content delivemethod comprising:
determining a data identifier for a particular data file on the source server,

the data identifier being determinedngsia given function of the data, wherein

said data used by the given functiordaiermine the data identifier comprises the

contents of the particular data fjland

responsive to a request for the particudata file, the request including at
least the data identifier of the particular data file, providing the particular data file

from a given one of the servers of theawmrk of servers, sd providing being
based on the data identifier of the requested data item.
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The parties have agreed tha tllata identifier” that is “determined” in this claim is “an
identity for a data itengenerated by processiaf of the data in the data item, aonly the data
in the data item, through an algorithm thatkes the identifier substantially unique.” (DKkt.
No. 78, at Ex. A (emphasis added)Jhis context provides aditinal support for Defendants’
interpretation as to this claim as welltasall of the other claims at issu&eeSightSound809
F.3d at 1316 (“Where multiple patents derive frlra same parent application and share many
common terms, we must interpret the claims coesilty across all asserted patents.”) (citation
and internal quotation marks omittedge also Microsoft Corp. v. Multi-Tech Sys., IIB57
F.3d 1340, 1349-50 (Fed. Cir. 2004).

The Court therefore hereby expressly rejecasniiff’'s argument that the use of the word
“comprises” means that there is no limit as to whether the data item identification can be based
on information other than the data in the data iteédee, e.g., Spectrum Int'l, Inc. v. Sterilite
Corp,, 164 F.3d 1372, 1380 (Fed. Cir. 1998) (““Comprisiigghot a weasel wd with which to
abrogate claim limitations.”)Kustom Signals, Inc. v. Applied Concepts, 264 F.3d 1326,
1332 (Fed. Cir. 2001) (“The open-endiansition ‘comprising’ doesot free the claim from its
own limitations.”) (citingSpectruny Trading Techs. Int’l, Inc. v. eSpeed, In§95 F.3d 1340,
1354 (Fed. Cir. 2010) (citin§pectrum

The Court therefore hereby construes the udesp terms as set forth in the following

chart:

! This is the construction that the Court reachedPénsonalWeb,land in that case Plaintiff
proposed this construction with the exceptionhef concluding phrase “that makes the identifier
substantially unique.’'See PersonalWebat 13-16.
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Term Construction

“given function of the data [in the data item | “computation where the input is all of the
/ data file]” data in the [data file/ data item], and only
the data in the [data file / data item]”

“applying a function to the contents of the | “performing a computation where the input
corresponding file” is all of the data in the file, and only the data
in the file”

C. “licensed” and “unlicensed”

“licensed” (‘442 Pat., Cl. 1)

Plaintiff's Proposed Construction Defendants’ Proposed Construction

Plain and ordinary. Noomstruction necessary. “valryhts to access content”

“unlicensed” (442 Pat., Cls. 7, 23)

Plaintiff's Proposed Construction Defendants’ Proposed Construction

Plain and ordinary. Noomstruction necessary. “invali@ghts to access content”

(Dkt. No. 78, Ex. B, at 9; Dkt. No. 85, af Dkt. No. 90, at 14; Dkt. No. 94, at€seDkt. No. 98,
at Ex. A.)

In PersonalWeb,lthe Court addressed specific plises between the parties and then
found that the terms “requirg[do further construction.’PersonalWeb at 24-26.

(1) The Parties’ Positions

Plaintiff argues that “licensedand ‘unlicensed’ as claimed the '442 patent are plain
without lending themselves to any ambiguity, and furthermore, the sjadicifi does not express

or imply a narrower interpretation.” (Dkt. No. 85,7a}) Plaintiff also submits that “Defendants’
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proposed construction remains confusing because superfluous and suffers from internal
redundancy.” I¢., at 8.)
Defendantsespond:

“Refusing to provide acced® a file” is one way in which the specification
discloses that a “license” can be enforcgek’791 patent at 32:23-26, and so as
disclosed in the specifitan “access” should be determined by whether or not a
user is “licensed” or *“unlicensed.” [Plaintiff's] interpretation inverts this
relationship and makes “licensed” ananficensed” dependent on access. This
interpretation conflicts withihe intrinsic record becausepresumes that any and
every user with access tdi has a license, and ultitedy leads to contradictory
results in the asserted claims.

(Dkt. No. 90, at 14-15.) Defenndis also cite the spification and the prosecution historySde
id., at 14-16.) Finally, Defendants argue tRatsonalWeb &ddressed differenlisputes that are
not presented hereld(, at 16-17.)

Plaintiff replies that “Degndants’ proposal to modify the terms ‘licensed’ and
‘unlicensed’ by introducing the & of ‘valid’ or ‘invalid’ accss rights would only confuse the
otherwise plain meaning.” (Dkt. No. 94, at 6.)

(2) Analysis

Claim 1 of the '442 Patent, for ample, recites (emphasis added):

1. In a system in which a plurality @ifes are distributed across a plurality of

computers, a method comprising:

obtaining a name for a data file, themeabeing based at least in part on a
given function of the data, whereinetitdata used by the given function to
determine the name comprises the contents of the data file; and

in response to a request for thesi][data file, the request including at

least the name of the particular file, caugsa copy of the file to be provided from

a given one of the pluralitgf computers, wherein a copf the requested file is

only provided tdicensedparties.

In PersonalWeb,lthe Court found:

The parties have two distinct disputes relgag these terms. First, they debate
whether the license must be to the contera éife or to the system as a whole.
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However, there is no need to resolve this dispute globally because all of the cited
Claims reference a license to a file.

* % %

Second, the parties debate whether the $iedrfile must be “requested.” This

answer comes directly from the spemdfiion. The specification discloses an

“audit” embodiment where dense status is determindthout a request for a

specific file. ‘791 Patent, at 32:27-28.

PersonalWeb &t 25-26;see id.at 26 (“[W]hile a party must have a license to access a particular
file, there is no restriction on precisely how that license grants access to the file.”)

Here, Plaintiff has urged that “a user is ‘licensed’ or ‘unlicensed’ depending on whether
the user has access to content.” (Dkt. No. &58.) This issue was not addressed in
PersonalWeb.| See id.

As to the prosecution history, during origimabsecution of the 420 Patent the patentees
argued that a disclosu@d not providing access if not enough bandwidth is available did not
“teach or in any way suggest[]lsetively denying a request for a file based on any authorization

. or based on whether or not the requestimty pa licensed . ...” (Dkt. No. 90, Ex. 7,
Feb. 14, 2010 Response to Findli€® Action, at 14 (PWEB 156228).)

During reexamination prosecution of the '4fatent, in response to the examiner’s
argument that “[the] Hellman [reference] disclosesa copy of the requested file (i.e. software)
is only provided to licensed parties,” the patentee argued that “[ijn Hellman the software is
provided to all parties. Hellman’s users needefguest authorization tase software that they
already have.” I¢., Ex. 6, '442 Re-Examination File History, July 30, 2009 Response to Office
Action in an Ex Parte Reexamination, at 13 (PWEB 115610).)

On balance, the prosecution history contaias definitive statemds relevant to the

parties’ present disputeSeeOmega Eng’'g 334 F.3d at 1324 (“As a basic principle of claim
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interpretation, prosecuatn disclaimer promotes the publimotice function of the intrinsic
evidence and protects the public’s reliancedefinitive statements made during prosecution.”)
(emphasis added).

Nonetheless, the specification discloses‘license table 136" in which the field
“licensee” is described as: “identity of a userthorized to have access to this object.” '791
Patent at 12:6-7see id.at 11:63-65 (“Each record 150 of the license table 136 records a
relationship between a licensalulata item and the user licensedhave access to it.”). The
specification also discusses licenses agniafgto rights rathethan merely access:

Enforcing use of valid licenses can be actifog example, by refusing to provide

access to a file without authorization) passive (for example, by creating a

report of users who do not have proper authorization)

One possible way to perform license validatis to perform occasional audits of

employee systems. The service descritbeein relies on True Names to support

such an audit, as in the following steps:

(A) For each licensed product, record ie tficense table 136 the True Name of

key files in the product (that is, filewhich are required in order to use the

product, and which do notcour in other products)[.JTypically, for a software

product, this would include the mainezutable image and perhaps other major

files such as clip-art, sqts, or online help. Also record the identity of each

system which is authorized bave a copy of the file.

(B) Occasionally, compare the contents of each user processor against the license
table 136. For each True Name in the license table do the following:

() Unless the user processor ishautzed to have a copy of the file,
confirm that the user processor does nateha copy of the file using the Locate
True File mechanism.

(i) If the user processor is found tovieaa file that it isnot authorized to
have, record the user processor and True Namé&derse violatiortable.

'791 Patent at 32:2388 (emphasis addedee id.at 8:51-54 (“The license table (LT) 136 is a
table identifying files, which maonly be used by licensed useirs,a manner independent of

their name or location, and thsers licensed to use them.”).
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The claims are consistent with this interpretation of “licens&e&'442 Patent at Cls. 1
(“a copy of the requested file is only providexlicensed parties”) & 23 (“determine whether
unauthorized or unlicensed copiessome of the plurality of dafdes are present on a particular
computer”). Further, Plaintiff acknowledged its reply brief that ‘he plain and ordinary
meaning of ‘licensed’ / ‘unlicensed’ refesi¢, refers] to having theight to access content.”
(Dkt. No. 94, at 6 (emphasis addé€diting '791 Patent at 12:6-7).)

Finally, as to Defendants’ proposal oéferring to “access,” Defendants have not
adequately justified constrainirthe scope to access rightsagposed to other types of rights,
such as rights to use or rights to posseSse’791 Patent at 32:17-26. Instead, surrounding
claim language provides sufficient context for undeditag the rights at isguin each particular
claim. See, e.g/442 Patent at Cl. 23 (“determine whethmauthorized or unlicensed copies of
some of the plurality of data filese presenton a particular compet”) (emphasis added).

The Court therefore hereby construes the udesp terms as set forth in the following

chart:

Term Construction
“licensed” “valid rights to content”
“unlicensed” “invalid rights to content”

D. “authorized,” “unauthorized,” “authorization”

“authorized” ('310 Patent, Claims 1, 2, 16-19)

Plaintiff's Proposed Construction Defendants’ Proposed Construction

Plain and ordinary. Noomstruction necessary. “compliant with a valid license”

25



“unauthorized” ('442 Patent, Claims 7, 23)

Plaintiff's Proposed Construction Defendants’ Proposed Construction

Plain and ordinary. Noomstruction necessary. “non-compliant with a valid license”

“authorization” ('420 Patent, Claim 166)

Plaintiff's Proposed Construction Defendants’ Proposed Construction

Plain and ordinary. Noomstruction necessary. “compliance with a valid license”

(Dkt. No. 78, Ex. B, at 10; Dkt. No. 85, 8t Dkt. No. 90, at 17; Dkt. No. 94, at 3eeDkt.
No. 98, at Ex. A.)
These terms were not addresseBénsonalWeb.|

(1) The Parties’ Positions

Plaintiff argues: “As used in these achs, ‘authorized,” ‘unauthorized,” and
‘authorization’ are plain withouany ambiguity. Nothing in the spification states or implies
anything other than the plaiand ordinary meaning for theserms.” (Dkt. No. 85, at 9.)
Plaintiff also submits that “Defendants’ proposeohstruction consists of terms that are not
found in the patent letlone the claims.” 14.)

Defendants respond that “[tlhroughout the speaiion, the term ‘authorization’ is based
on whether use or access to conteomplies with a user’s ‘licenseights, or lack thereof.”
(Dkt. No. 90, at 17.) Defendantlso argue that, during proston, the patentee repeatedly
explained that, in Defendants’ words, “autization’ is an addibnal limitation beyond mere

permission to access or provide datdd.,(at 18-19.)
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Plaintiff replies by reiterating its openigguments and by submitting that “the patents
nowhere use ‘compliant,” ‘non-compliant,” or ‘compliance,” and “[v]alid license’ while used in
the patents aresic, is] not recited in the asserteldims.” (Dkt. No. 94, at 7.)

(2) Analysis

Claim 1 of the '310 Patent, for @ample, recites (emphasis added):

1. A computer-implemented method ansystem which includes a network of

computers, the method implemented edst in part by hardware comprising at

least one processor, the ttmed comprising the steps:

(a) at a first computegbtaining a content-based nafoe a particular data

item from a second computer distinct from the first computer, the content-based

name being based at least in part onrecfion of at least some of the data which

comprise the contents of the particular data item, wherein the function comprises

a message digest function or a hash function, and wherein two identical data items

will have the same content-based name; and

(b) by hardware in combination with software, a processor at said first
computer ascertaining whether or not the content-based name for the particular
data item corresponds to an entry andatabase comprising a plurality of
identifiers; and

(c) based at least in part on said ascertaining in (b), determining whether

or not access to the particular data itemuthorized

The parties’ arguments as to these disptechs are substantially the same as for the
terms “licensed” and “unlicensed,” vaih are addressed separately above.

The specification states that the disclose@¢hanism ensures that licensed files are not
used by unauthorized parties,” and the specification refers to “[e]nforaingfuslid licenses.”
'791 Patent aB2:18-19 & 32:23.

In IPR proceedings, Plaintiff aied that “the file historynakes clear that a file access
system that accesses data items is not the same as a system that determines whether such access
is ‘authorized’/'not authorized (Dkt. No. 90, Ex. 8, Dec. 26, 2013 Patent Owner’s Preliminary
Response, at 18, 28 & 4., Ex. 9, June 16, 2014 Patent OwseResponse Pursuant to 37

C.F.R. §42.120, at 38.)
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Also, during prosecution of the '442 Patethte patentee statedath“in [the] Hellman
[reference] the user already has file and is merely requestiragithorization to usehat file.”

(Id., Ex. 7, Feb. 14, 2010 Response to Final Offiction, at 14 (PWEB 156228) (emphasis in
original).) Likewise, during msecution of the ’'420 Patent,ethpatentee statethat “[ijn
Hellman’s system software becomes authoriaedicensed after it l®been obtained.” Id.,
Ex. 11, May 19, 2009 Response to Non-Final Office Action, at 18 (PWEB 156335).)

The Court therefore reaches the same carmahg for substantially the same reasons as
for the terms “licensed” and filicensed.” Defendants’ proposaf the word “compliant” is
sufficiently clear, partic@rly as used with reference to a license. Defendants’ proposal of “non-
compliant” would tend to confuse and is therefaplaced with “not compliant.” Finally, as to
Defendants’ proposal that “autlmation” means “compliance witha valid license,” the Court
removes the phrase “compliance with” becausd ffhrase might be interpreted as requiring
some (unspecified) action to be performed. dadt “authorization” merely refers to a valid
license, and the surrounding claim languesgeonsistent wittsuch a readingSee’'420 Patent at
Cl. 166.

The Court accordingly hereby construes thapdied terms as set forth in the following

chart:

Term Construction
“authorized” “compliant with a valid license”
“unauthorized” “not compliant with a valid license”
“authorization” “a valid license”
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E. “file name”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

Plain and ordinary. Noonstruction necessary:‘identifier derived only from the context of a

file”
(The remainder of the claim language defings
the term) Defendants contend that claims 23, 27, 28,

and 30 of the 442 patent are indefinite as
properly construed.

(Dkt. No. 78, Ex. B, at 11; Dkt. No. 85, &0; Dkt. No. 90, at 20; Dkt. No. 94, at SeeDkt.
No. 98, at Ex. A.) The parties have submitteak tiis term appears in Claim 23 of the ‘442
Patent. (Dkt. No. 78, Ex. B, at 11.)

This term was not addressedParsonalWeb.|

(1) The Parties’ Positions

Plaintiff argues that “file name’ has agoh and ordinary meaning readily understood by
a jury—aquite simply, it is the mae of a file,” and “the surtmding claim language provides the
complete context for how the name of the filedesermined.” (Dkt. M. 85, at 10.) Plaintiff
urges that “[n]othing in the specification exprgsst impliedly suggests a use of ‘file name’ in
any way other than the name of a file.ld.( at 10-11.) As to Defedants’ proposal, Plaintiff
argues:

Defendants propose to define “file nam®y/ how it is made, not by what it is.

Even then, Defendants’ construction is incorrect because it would limit the

definition of “file name” to only one wawgf creating the file name, whereas the

claim language expressly allows for potaliyi many ways to create a file name.

In limiting “file name” to only one wy of creating the file name, Defendants

further err by adding terms thate not found in the claim language.
(Id., at 11.)

Defendants respond that “[tlhe specificatiorplains that in all prior data processing

systems, ‘the names or iderdifs provided to identify data itenfthe data items being files,
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directories, records in the database, objectbjact-oriented programming, locations in memory
or on a physical device, or the like)eaalways defined relative of a specitiontext” (Dkt.

No. 90, at 20 (quoting '442 Patemat 1:66-2:4).) Defendantalsmit that “the specification
explicitly distinguishes the alieed invention, where identifief®r a data item are determined
from the content of a data item, ‘using only théada the data item and not relying on any sort
of context.” (Dkt. No. 90, at 20 (quoting '44Ratent at 3:10-12).) Defendants also cite
prosecution history. (Dkt. No. 90, at 21.) Dmdants conclude that because Claim 23 of the
'442 Patent recites a method in which “file namasg “determined, at least in part, by applying
a function to the contents of the corresponditgy”f“claim 23 of the 442 patent, as well as
dependent claims 27, 2830, are indefinite.” 1¢.)

Plaintiff replies by reiteratig that “Defendants’ proposedrtstruction would define ‘file
name’ by how it is created in a manner thamtcadicts the manner in which the claim itself
prescribes that the ‘file name’ be createahd “adopting Defendantsonstruction would make
the language in claim 23 describing how the ‘fl@me’ is determined &rely superfluous.”
(Dkt. No. 94, at 8.) Further, Plaintiff argues,eéféndants cite the speicétion’s discussion of
prior art systems, not the invention.Id( at 8-9.) Finalf, Plaintiff argues:

The specification does not define “filema” as limited to user-provided names.

To the contrary, the specification repe&feckfers to user-provided names as

“contextual names.”See, e.q.442, 2:4-6; 5:36-44. laontrast, the specification

refers to content-based names as Trum@&&a The specification uses [the] term

“file name” more generically to refer to either “contextual names” or “True

Names.” Whenever the generic “filame” term is used, surrounding language

always makes clear whether it is referrilmga user-given coaktual name or a

content-based True Name. This is ekagthat claim 23 does. Thus, in the

context of claim 23, a skél artisan would understandaexly what type of “file

name” is within its scope—the contdmsed True Name—making the claim

definite.

(Dkt. No. 94, at 9.)
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(2) Analysis
Claims 23, 27, 28, and 30 of the '4R3tent recite (emphasis added):

23. A method comprising:

obtaining a list ofile namesat least ondéile namefor each of a plurality
of files, each of saidile nhameshaving been determineat least in part, by
applying a function to the conterasthe corresponding file; and

using at least said list to detem@ whether unauthorized or unlicensed
copies of some of the phlity of data files are presit on a particular computer.

* % %

27. A method as in claim 23 wherein thmdtion is a message digest function or
a hash function.

28. A method as in claim 23 wherein thumdétion is selected from the functions:
MD4, MD5, and SHA.

* % %

30. A method as in claim 23 wherein faaction produces a substantially unique
value based on the datangprising the data file.

Defendants urge that a “file name” is basedcontext rather than on the data in a data

file and, as a result, Claim 23 is internally insstent because the recital of “said file names

having been determined, at least in part, dgplying a function tothe contents of the

corresponding file” wouldhus require both using amibt using the data in a data file to

determine the file name.

The specification discloses:

[A] database management system may guata records (daigems) into tables
and then group these tables into databfss (collections). The complete
address of any data record can thenspecified using the databdiée name the
table name, and the record ren of that data record.

'791 Patent at 1:438 (emphasis added).

In all of the prior data processing systems the names or identifiers provided to
identify data items (the data items being files, directories, records in the database,
objects in object-oriented programmingcations in memory or on a physical
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device, or the like) are alwayefined relative to a spemfcontext. For instance,

the file identified by a particulafile namecan only be determined when the
directory containing the file (the contgxs known. The file identified by a
pathname can be determined only whbe file system (@ntext) is known.
Similarly, the addresses in a process addpase, the keys in a database table, or
domain names on a global computer network such as the Internet are meaningful
only because they are specified relative to a context.

Id. at 1:65-2:11 (emphasis added).

Within a data processing system 100e ttlata may be organized to form a
hierarchy of data storage elements, whetewer level data storage elements are
combined to form higher level elementsThis hierarchy can consist of, for
example, processors, file systems, regiahectories, datdiles, segments, and

the like. For example, with reference to FIG. 2, the data items on a particular
processor 102 may be organized omudured as a file system 116 which
comprises regions 117, each of whichmpoises directories 118, each of which
can contain other directories 118 or files 120. Each file 120 being made up of one
or more data segments 122.

In a typical data processing system, some or all of these elements can be named
by users given certain implementatioresific naming conventions, the name (or
pathname) of an element being relativeat@ontext. In theontext of a data
processing system 100, a pathname Ik fspecified by a processor name, a
filesystem name, a sequence of zero oraerdirectory names identifying nested
directories, and a findile name (Usually the lowest level elements, in this case
segments 122, cannot be named by users.)

Id. at 5:24-43 (emphasis addesge id.at Fig. 2.
Thus, although the specifitan discusses the general ture of file names, the
specification does not state thdéfnames must depend only upon eomior that a file name for
a data file cannot depend upon data in the data file.
Turning to the prosecution history, duringopecution of the '791 Patent the patentee
stated that file names are not used@reate a “unique identifier”:
[Cllaim 1 recites an apparatus, in data processing system, the apparatus
comprising identity means and existemseans. The identity means determines,
“for any of a plurality of data itemsn the system, a substantially unique

identifier, said identifier depending on all the data in the data item and only on
the data in the data item.”
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Thus, in particular, the idéfier does not depend on anytiginot in thedata item.

Specifically, the identifier does not deyeon other data, nain other identifiers

and not on other data items.

Further, the identifier depends on all, pett some, of the data in the data item.

So, for example, if the data item is a filearfile system (and even if the file has

some other identifying name), the identity means determines the unique identifier

for that file based on all of the data irethile and only on the data in that file.

No other data is used to determine the unique identifkde namesor data from

other filesare not used
(Dkt. No. 90, Ex. 3, Mar. 12, 1997 Amendmditder 37 C.F.R. 1.115, at 11 (PWEB 000738)
(emphasis modified).)

Although this prosecution hisgpremphasizes that a uniqidentifier depends upon the
data in a data file and does not depend upon thme rd the file in a file system, this prosecution
history does not address whetherla fiame for a data file can depend upon data in the data file.
In other words, this eviden@m®es not preclude a file name from depending upon content as well
as context.

In sum, Defendants have failed to identifglequate support in the intrinsic record for
their proposal that a “file name” must beetd/ed only from the context of a file.”

The Court therefore hereby rejects Defenslaptoposed construction. Further, because
Defendants’ indefiniteness arguments depend tipein rejected consiction, the Court hereby
rejects Defendants’ indefinitess arguments. No furtheonstruction is necessarySee U.S.
Surgical Corp. v. Ethicon, Inc103 F.3d 1554, 1568 (Fed. Cir. 1997 laim construction is a
matter of resolution of disputedeanings and technical scope ctarify and when necessary to
explain what the patentee covered by the claimisyge in the determination of infringement. It

is not an obligatory exercise in redundancys®e alsdd2 Micro Int’l Ltd. v. Beyond Innovation

Tech. Ca.521 F.3d 1351, 1362 (Fed. Cir. 2008) (“[Dlistraziurts are not (and should not be)
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required to construe every limitation pees in a patent’s asserted claimsFinjan, Inc. v.
Secure Computing Corp626 F.3d 1197, 1207 (Fed. Cir. 2010) (“Unli®2 Micro, where the
court failed to resolve thparties’ quarrel, the district cauejected Defendants’ construction.”);
ActiveVideo Networks, Inc. v. Verizon Commcn’s,, 1684 F.3d 1312, 1326 (Fed. Cir. 2012);
Summit 6, LLC v. Samsung Elecs. Co.,,1882 F.3d 1283, 1291 (Fed. Cir. 2015).

The Court accordingly hereby constrige name” to have itglain meaning.

F. “substantially unique value”

Plaintiff's Proposed Construction Defendants’ Proposed Construction

No construction necessary for “substantially| “an identity for a data item generated by
unique value.” processing all of the data in the data item, and
only the data in the data item, through an
To the extent the court determines that a algorithm that makes the identifier
construction of the phrass needed, it should| substantially unique”

have the same meaning as “substantially
unique identifier”:

“an identity for a data item generated by
processing all of the data in the data item, and
only the data in the data item, through an
algorithm that makes the identifier
substantially unique”

(Dkt. No. 78, Ex. B, at 12; Dkt. No. 85, at 13; Dkt. No. 90, atszZ&Dkt. No. 98, at Ex. A.) The
parties have submitted that this term appears in Claim 30 of the '442 Patent. (Dkt. No. 78,
Ex. B, at 12.)

This term was not addressedHarsonalWeb,lbut the Court thereonstrued the similar
term “substantially unique identifier” to medan identity for a data item generated by
processing all of the data in the data iteand only the data in the data item, through an
algorithm that makes the identifier substantially uniqueersonalWeb &t 13-16.

Plaintiff here has argued thtltis term “is plain withoutending itself to any ambiguity,

and the specification does not provide or imply a narrower interpretat{@kt. No. 85, at 13.)
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Plaintiff has urged that “[ijmbducing verbosity with words ndbund in the claim language as
Defendants propose renders the claim redundamfusing, and potentially inaccurate.’ld.]
Alternatively, Plaintiff has proposedtiat the Court construe “substially unique value” to have
the same construction that the Court fouhak “substantially umgue identifier” in
PersonalWeb.l (Id., at 14.)

Defendants responded that “[Plaintiff] canmmtcumvent the construction of a claim
limitation because it finds plain and ordinary miegnn its subpart terms.” (Dkt. No. 90, at 24.)

Plaintiff replied: “Defendants rely on Judge Davis’s prior Markman Order
[(PersonalWeb)] and propose that this term should h#ve same meaning as how Judge Davis
construed ‘substantially unique iddrr.” Dkt. 90 at 24. [Plainti] agrees to the construction of
‘substantially unique value’ as ‘an identity fodata item generated by pessing all of the data
in the data item, and only the data in the data, through an algorithrtihat makes the identifier
substantially unique.”(Dkt. No. 94, at 10 n.2.)

The Court therefore hereby construesibstantially unique value” to mean“an
identity for a data item generated by processingll of the data in the data item, and only
the data in the data item, through an algoiihm that makes the identifier substantially
unique.”

V. CONCLUSION

The Court adopts the wstructions set forth in this opon for the disputed terms of the
patents-in-suit. The parties are ordered that thay not refer, directlyr indirectly, to each
other’s claim construction positioms the presence of the juryikewise, the parties are ordered
to refrain from mentioning any pawh of this opinion, other thathe actual definitions adopted
by the Court, in the presence of the jury. Amlyerence to claim construction proceedings is
limited to informing the jury of the definitions adopted by the Court.
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So Ordered this

Mar 10, 2016

/\gd».m, /l);mo

RODNEY GILéS;RAP \é
UNITED STATES DISTRICT JUDGE
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