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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF TEXAS
HOUSTON DIVISION

WESTERNGECO L.L.C., 8
8
Plaintiff, 8
8
V. 8 Case No. 4:09-cv-1827
8
ION GEOPHYSICAL CORPORATION, §
et al. 8
8
Defendants. 8

MEMORANDUM AND ORDER

Pending before the Court are threetimms for summary judgment filed by
Plaintiff WesternGecoL.L.C. (“Plaintiff” or “WesternGeco”): (1) WesternGeco's
Motion for Summary Judgment on Defendaninventorship Counterclaims and
Derivative Defenses and &m (Doc. No. 167); (2) WesteGeco’s Motion for Summary
Judgment of Non-Infringement of ION’s ‘992 Patent (Doc. No. 168); and (3)
WesternGeco’s Motion for $amary Judgment on ION’s Equitable Conduct Defense
and Antitrust Counterclaim Regarding tEajac ‘038 Patent (Bc. No. 169). After
considering the motions, all responses tleerand the applicable law, the Court finds
that WesternGeco’s motions for summary judgment must be GRANTED.

l. BACKGROUND
A. Factual Background
This patent dispute involves techogy used for conducting offshore seismic

surveys. Marine seismic streamers (“streest) are miles-long cables that are towed
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behind ships in arrays which include a numbkstreamers, spread out across hundreds
of meters. The streamers contain an acousticceg such as an air gun, which is used to
generate an acoustic signal and send it towards the ocean floor. Seismic sensors placed
along the length of each streamer detect tHeated acoustic signal. The data collected
from these acoustic signals can be usedcreate three-dimemmsal maps of the
subsurface of the ocean floor, which are usedacilitate natural resource exploration
and management. Because the cables are long, and ships tow a number of them,
challenges arise related to the positngni tangling, maneuvering, deployment, and
retrieval of the streamerS&treamer positioning devices, also known as “birds,” can be
deployed throughout a streamer array to as&lithese potential challenges, to provide
greater control of streampositioning, and to achieve optimal imagery from the acoustic
signals.

B. Procedural Background

This case was originally brought by WesternGeco against ION in 2009.
WesternGeco alleges that IO infringed on five ofWesternGeco’s U.S. patents—
U.S. Patent Nos. 6,932,017 (the “017éd"); 7,080,607 (the “607 Patent”); 7,162,967
(the “967 Patent”); 7,293,520 (the “520 Pat§; 6,691,038 (the “Zajac ‘038 Patent”).
Hereinafter, the ‘017, ‘607, ‘967, and ‘520 pate collectively arereferred to as the
“Bittleston Patents? ION filed an Answer asserting seven affirmative defenses and
eleven counterclaims. (Doc. No. 6.) IONegghth counterclaim alleges that three ION

employees are co-inventors of the Bittleston patents, and that these three co-inventors

! The Court notes that @yvind Hillesund is the finsined inventor on these patents. However, perhaps
because the dispute in this case asnd@ Dr. Bittleston, the parties and the Court have thus far referred to
these patents as the “Bittleston Patents.” In the isit&remaintaining clarity and consistency, the Court
will continue to do so in this Memorandum and Order.



were omitted from the patent applicationd. ( 97-98.) ION’s ninth counterclaim
alleges that WesternGecofringes on U.S. Patent No. 6,525,992 (the ‘992 Patent),
belonging to ION. ION’s tenth counterclaim alleges antitrust violation by
WesternGeco.

In June 2010, WesternGeco filed suit agathe following six entities: (1) Fugro-
Geoteam, Inc.; (2) Fugro, Ind3) Fugro (USA), Inc.; (4) &kgro Geoservices, Inc.; (5)
Fugro-Geoteam AS; and (6) Fugro Norway Mar8ezvices (collectively, “Fugro” or the
“Fugro Defendants”). (Case No. 4:10-cv-2120.)tinsuit against the Fugro Defendants,
WesternGeco alleged that,aonducting marine towed streamer surveys, Fugro infringed
on the same five U.S. patents at issue istfmGeco’s claims against ION. Specifically,
WesternGeco claimed that Fugro violated 3%.GQ. 88 271(a), (b)c), and/or (f) by
“making, using, offering to sell, selling and/or supplying in or from the United States
products and services reladi to steerable streamersdiuding but not limited to
products and servicecorporating DigiFIN and QCA) and/or inducing and/or
contributing to such conduct. . .” (Case No. 4:10-cv-212@I. Compl. § 34, Doc. No.
1.) In addition, WesternGeco claimed thatafleged infringement was willful, rendering
the case “exceptional” under 35 U.S.C. § 285 July 2010, the Court consolidated
WesternGeco’s suit against ION with its sagfainst Fugro. (DodNo. 119.) Thereatfter,
the Court dismissed WesternGeco’s claims doect infringement under 35 U.S.C. §
271(a) to the extent that such claims were based upon Fugro’s acts located in or upon
lease holdings in the Chukchi Sea owomupon the United States’ Exclusive Economic

Zone in the Gulf of Mexico. (Doc. Nos. 144, 164.)



WesternGeco has submitted three motiémrssummary judgment. (Doc. Nos.
167, 168, 169.) In the first, WesternGeco arghes it is entitledo summary judgment
on ION’s eighth counterclaimin which ION alleges thathe Bittleston patents are
invalid because they fail to name threeimeentors. (Doc. No. 167.) In the second,
WesternGeco argues that itastitled to summary judgment on ION’s ninth counterclaim
regarding infringement ofON’s ‘992 patent. (Doc. No. 168l the third, WesternGeco
argues that it is entitled to summary judgrnen ION’s inequitable conduct defense and
tenth counterclaim, which alleges anigt violations. (Doc. No. 169.) The Court
considers WesternGeco'’s three motiémrssummary judgment, in turn.
I. SUMMARY JUDGMENT LEGAL STANDARD

A court must grant summary judgmenthe pleadings and evidence show that no
genuine issue of material faekists, and that the movaist entitled to judgment as a
matter of law. Fed. R. Civ. P. 56. Thmarty moving for summary judgment must
demonstrate the absence of any genuine isbumeaterial fact; however, the party need
not negate the elements of the nonmovant’s dagiée v. Liquid Air Corp, 37 F.3d
1069, 1075 (5th Cir. 1997). If the moving panbeets this burden, the nonmoving party
then must go beyond the pleadings to find sjgefaicts showing ther is a genuine issue
for trial. Id. “A fact is material if its resolutionn favor of one party might affect the
outcome of the lawsuit under governing laBdssamon v. Lone Star State of Tek&8
F.3d 316, 326 (5th Cir. 2009) (footnote omitted) (internal quotation marks omitted).

Factual controversies should be tlged in favor of the nonmoving partiiquid
Air Corp., 37 F.3d at 1075However, “summary judgment is appropriateaimy case

‘where critical evidence iso weak or tenuous on an edssdnfact that it could not



support a judgment in favor of the nonmovankd’ at 1076(quoting Armstrong v. City

of Dallas 997 F.2d 62, 67 (5th Cir. 1993)). Impantly, “[tlhe nonmovat cannot satisfy
his summary judgment burden with conclusicaléegations, unsubstantiated assertions,
or only a scintilla of evidenceDiaz v. Superior Energy Servs., LL841 F. App’x 26,

28 (5th Cir. 2009) (citation omitted). Theo@t should not, in the absence of proof,
assume that the nonmoving party couldvauld provide the necessary fadigquid Air
Corp, 37 F.3d at 1075.

II. MOTION FOR SUMMARY JUDGMENT ON ION'S COUNTERCLAIM
OF PATENT INVALIDITY

In ION’s Answer, it asserts seven affirtive defenses and eleven counterclaims.
(Doc. No. 6.) ION’s eighth counteaim alleges that three DigiCOURSEmMployees—
Andre Olivier, Robert Rouquette, and Brién Rau—are co-inventors of the Bittleston
patents. The counterclaim asserts that, beeahese purported -ttaventors were not
named in the Bittleston patents, the Bitibesipatents are invalid. ION’s Response to
WesternGeco’s Motion for Summary Judgmemdicates that ION Hasince edited its
contentions somewhat, which now can bensiwarized as follows: (1) Andre Olivier
conceived of lateral staag technology and disclosethis technology to Simon
Bittleston; (2) at least one of the claimedientions in each of the Bittleston patents
derives from Olivier's conception, renderingrha co-inventor of the Bittleston patents;
(3) other inventors, including Knut Rasssen and employees of BOFORS, are also
unnamed, joint-inventors of the Bittleston paserind (4) because Andrew Olivier, Knut
Rasmussen, and other BOFORS employees@irventors not named in the Bittleston

patents, the patents are invalid.

% DigiCOURSE was a predecessor to ION.



A. Background

ION’s inventorship claim relies on its e@ntion that Andre Olivier invented a
streamer positioning device capable of latere¢shg technology, and that this device is
taught in the Bittleston patentWesternGeco contends that its own engineer developed
this technology prior to Olivier, and that, regardless, datéral steering technology
does not contribute sufficiently to the Bittleston patents to render its inventor a joint
inventor of those patents. The Court consdbe relevant technological developments at
WesternGeco and ION.

1. Developments at Geco-Prakla/WesternGeco
a. Streamer positioning devices

In 1992, Dr. Simon Bittleston was working as engineer for Geco-Prakla, AS
(“Geco”), a predecessor of WesternGeco. 8itibn attests that he began researching
methods and systems for lateral steerirguad that time. (Bittleston Dep. at 27:8-25,
29:8-30:10, 152:4-20, Doc. No&67-4, 167-10.) In 1993, Bittleston authored a report
titted “NESSIE-4 FeasibilityReport—Integrated Birds{the “1993 NESSIE Report”)
which discussed “[a] new bird design [wlitthe opportunity of introducing horizontal
steering distributed along the streamdbbc. No. 167-12 atWG23897.) In the 1993
NESSIE Report, Bittleston discusses a hilesigned with two wings, which has the
ability steer a streamer mially and horizontally.(Doc. No. 167-12 at WG23897,
WG23922, WG23911.) In February 1995, Bitttestwrote a paper titled “Position
Control of Marine Seismic Streamers,” mhich he describesa bird with two,
independently controlled wings, which “prae the means to force the streamer both

horizontally and vertically.{Doc. No. 167-13 at WG1165-WG1166.)



b. Control systems fa lateral steering

In addition to his work on streamer jgaming devices, Bittleston also worked
with @yvind Hillesund, a fellow Geco engineen designing control systems for lateral
steering. (Bittleston Dep. at 150:7-13, 15&2.) Control system technology differs from
the technology utilized on the birds themselvas it includes a combination of local
controllers on the birds as well as contra@lenboard the ships; this combination allows
for control of the entire $@f birds across an arrafpDoc. No. 167-12 at WG23923-24.)
WesternGeco’'s December 1994 Paper, titled “Nessie-4 Bird Control—Initial Study,”
discloses control system techogy including both a “glodacontrol” onboard the ship
and a “local control” oror near the birds. (DodNo. 167-14 at WG12109-WG12114.)
The control systems discussed in thigdgt could include “a real-time estimator for
horizontal positioning” (Doc. No. 1674 at WG12113-WG12114), which would allow
for steering commands sent from the shijppécbased upon estimated streamer positions.
The Bittleston patents teach contsgstems for lateral steering.

2. Developments atDigiCOURSE/ION

DigiCOURSE, a company acquired b®N in 1998, was a manufacturer and
seller of components or devices used inringa seismic streamers. Andre Olivier, a
mechanical engineer, joined DigiCOURSEL®88, and began creating a bird that would
control only the depth of a streamer pasitng device. (OlivieDep. 31:1-25, Jan. 22,
2010, Doc. No. 185-G.) Around 1993, DigiCOURB&gan developing what it contends
was a new system for positioning marine seismic streamers. According to Chuck Ledet,
Engineering Manager for DigiCOURSE at thiate, one goal of this new system was to

rid streamer positioning devices of battetl@®ugh the use of inductive coupling. (Ledet



Decl. § 3, Doc. No. 185-L.) Another goal wascteate “a two-wing bird to control both
the horizontal and vertical position of marine seismic streamers during deployment, use,
and retrieval, creating the ability .to.laterally steer a seismic arrayld.{

In 1994, tasked with identifying new opportties, Olivier “discovered the ability
to steer streamers laterally.” (Olivier Dep. 90:2-6.) ION has submitted a number of
exhibits—including drawingsand computer models—whicldepict the device that
Olivier was designing beginning in 1994 antb 1995. (Doc. Nos. 185-P, 185-Q, 185-R,
and 185-N (drawings); Doc. Nos. 185-885-T, and 185-U (computer models).) The
device, as depicted in thesexhibits, includes two wirsg and involves technology
allowing for the two wings to be contled independently. (Olivier Dep. 104:2-14;
107:12.) At the time that Olivier develop#ds technology, neithdre nor Ledet knew of
any other company that had designed or kailiird with lateral steering capabilities.
(Olivier Dep. 113:25-114-6; 115:110; Ledet Decl. § 3.)

In 1994 or 1995, DigiCOURSE built a prototypka bird capable of vertical and
horizontal steering. (Olivier Ope 66:12-67:9.) One of theoncepts modeled through this
prototype was called the “DigiBEE,” which ¢hdwo, independently controllable wings.
(Olivier Dep. 67:6-68:7; Thompson Dep. 982t edet Decl. § 7.Between April 1994
and March 1995, Olivier explored the use afibiwith one, two, thies and four wings.
(Olivier Dep. 168:1-16). By the Spring df995, he determined that the two-wing
implementation would be the preferred embodiment. (Olivier Dep. 168:23-169:9.)
According to ION, Olivier’'s vertical and lateral streamer positioning device is taught in
the ‘992 Patent, initially filed in provisional applicatioos September 23, 1995. (‘992

Patent, Doc. No. 185-E.) A representationtlué device taught in the ‘992 patent was



“substantially complete” by June or Judf 1995, meaning that the device could be
subject to a set of tests or conditions xplere its usability. (Oliter Dep. at 57:1-58:1,
64:7-19.)

B. Joint Inventorship Legal Standard

“When two or more persons make arvention jointly, they must apply for a
patent jointly.”Trovan 299 F.3d at 1301-02. The questiorwgfether a person is a joint
inventor is fact specific, and no briglmé standard will suffice in every casé&iha Oil
& Chem. Co. v. Ewerl23 F.3d 1466, 1473 (Fed. Cir. 1997). However, an inventorship
analysis must begin with “the construction of each disputed claim to determine the
subject matter encompassed thereb@émstar-TV Guide Int'l, Inc. v. Intl Trade
Comm’n 383 F.3d 1352, 1381-82 (Fed. Cir. 2004) (citation omitteeh;also Eli Lilly &

Co. v. Aradigm Corp.376 F.3d 1352, 1360 (Fed. Cir. 2004) (citation omitted) (“[T]he
legal scope of a claim must be known befibre contributions of an alleged co-inventor
can be compared to that claim to deternvinether the correct inventors were named.”).
Thus, the first step of th@int inventorship analysiswhich the Court has already
completed in this case, is claim construction.

“The second step is a comparison ofdleged contributions of each asserted co-
inventor with the subject matter of the correctly construed claim to determine whether
the correct inventors were name@émstay 383 F.3d at 1382. In der to be considered
an inventor, one must contributethe conception of the inventioBurroughs Wellcome
Co. v. Barr Labs., In¢.40 F.3d 1223, 1227-28 (Fed.rCil994). “[T]he test for
conception is whether the inventor had asaidhat was definite and permanent enough

that one skilled in the art could understand the inventilwh.at 1228. Put differently,



conception exists when the idea is “so clealéfined in the inventor’'s mind that only
ordinary skill would be necesgsato reduce the invention foractice, without extensive
research or experimentatiorid. A joint inventor’s contribtion to the conception of an
invention must not be insidgitant in quality, when “measured against the dimension of
the full invention.”Eli Lilly & Co. v. Aradigm Corp. 376 F.3d 1352, 1359 (Fed. Cir.
2004). Moreover, a joint inventor must “engagih the other coriventors to contribute
to a joint conception.¥/anderbilt Univ. v. ICOS Corp601 F.3d 1297, 1303 (Fed. Cir.
2010). If an invention emerges from severapst each joint inventor “needs to perform
but a part of the task . . . [i]t is not nesary that the entire inventive concept should
occur to each of the joint inventorKimberly-Clark Corp. v. Proctor & Gamble Dist.
Co., Inc, 973 F.2d 911, 916 (Fed. Cir. 1992).

Though a joint inventor must contribute the conceptiorof the invention,
persons may be joint inventors “even thoughtligy did not physically work together or
at the same time; (2) each did not makesame type of amount of contribution, or (3)
each did not make a contribution to the subject matter of every claim of patent.” 35
U.S.C. 8§ 116. Still, a contribution that is “téar removed from the real-world realization
of an invention” cannot constitute joint inventorshig. at 1362. Likewise, one who
merely suggests an ide@arrett Corp. v. United Stated22 F.2d 874, 881 (Fed. Ct. CI.
1970), or one who simply assists thetual inventor after conceptiok]i Lilly & Co.,
376 F.3d at 1359, cannot qualify as a joint inventor.

Because “[t]he inventors named in an e$yatent are presumed to be correct,”
Hess v. Adv. Cardiovascular Sys., |Int06 F.3d 976, 980 (Fed. Cir. 1997) (citation

omitted), a party seeking to correct inventorship “must meet the heavy burden of proving

10



its case by clear and convincing evidenddi'Lilly & Co., 376 F.3d at 1358. An alleged
co-inventor’s testimony, standing alone, iadequate to proveoaception by clear and
convincing evidencePrice v. Symsekd88 F.2d 1187, 1194 (Fed. Cir. 1993). Rather,
corroborating evidence is required totaddish that the co-inventor made a
contemporaneous disclosuratlenabled “a skilled artisan practice the portion of the
invention that the coaventor contributed.Tavory v. NTP, In¢.297 F. App’x. 976, 979
(Fed. Cir. 2008).

C. Analysis

ION argues that Andre Olivier and othengineers unnamed in the Bittleston
patents contributed to the invention of thélBston patents. ION also asserts inequitable
conduct and antitrust claims against Westemg@for failing to name these purported co-
inventors in the Bittleston pents. To determine wheth@nother engineer is a co-
inventor of the Bittleston pants, the Court must consider (1) what the purported joint
inventor’s contribution wasand (2) whether that contribution appears in the claimed
invention. Ethicon 135 F.3d at 1461. The Court begias, it must, by considering the
construction of each disputed claim, so ttieg Court can determine the subject matter
encompassed therebyGemstar-TV Guide383 F.3d 1352, 1381-82 (Fed. Cir. 2004)
(citation omitted).

1. Claim Construction

ION claims joint inventorship as to a mber of claims in the four Bittleston
patents. Before considering whether any vidiial is an unnamed co-inventor of these
patents, the Court must conge the disputed claims.

a. The ‘017 patent

11



ION disputes four claims in the ‘OlFatent. The first is the following language
from the preamble to claim 16: “each streamer positioning device having a wing and a
wing motor for changing the horiatal orientation of the wingo as to steer the streamer
positioning device laterally.” (Claim 16, ‘017 teat, Doc. No. 185-A.) As ION admits,
the Federal Circuit has heldath“[tlhe preamble of a claim does not limit the scope of
the claim.” In Re Paulsen30 F.3d 1475, 1479 (Fed. Cir. 1994). However, “terms
appearing in a preamble may be deemed limitations of a claim when they ‘give meaning
to the claim and properlgefine the invention.”ld. (quotingGerber Garment Tech., Inc.

v. Lectra Sys., Inc916 F.2d 683, 688 (Fed. Cir. 1990). ION urges that this language
from the preamble acts to define (and thus becomes a claim limitatiagheophrase
“streamer positioning device.”

The Court has already construed the phrase “streamer positioning device.” In the

Court’s July 16 Memorandum and Order (fi@aim ConstructionOrder”), the Court
construed the phrase “streamer positioning device” ageqatring any particular type of
bird, and not necessarilgquiring a device thas steerable horizontallgind vertically.
(Id. at 13-16.) Because the Court has alreamlystrued “streamer positioning device,” it
is not necessary to further construe thistion of the preamble, which, according to
ION, is only relevant to the extent that it defines “streamer positioning device.”

ION also disputes the portion of th@l7 patent that claims “means for actuating

the wing motors to produce said desired changes in wing orientation.” (Claim 16, ‘017

3 The Court also notes that, even if the preamble doeilsaid to define the “streamer positioning device,”
such a definition would be consistent with the Court’'s construction of the phrase @gjuang any
particular type of bird, and not necessarily liéqg a device that is steerable horizontally aedtically.

(Id. at 13-16.)

12



patent.) The parties have not asked the Cmudonstrue this claim, as its meaning is
Clear.

ION disputes the portion of claim 17athstates, “each streamer positioning
device has a first wing and a second wingy $ast wing, and said second wing being
independently moveable to steer the stregmsitioning device laterally and vertically.”
(Claim 17, ‘017 patent.) Again, the partiesvlanot asked the Court to construe this
claim further, as its meaning is clear.

Finally, ION disputes claim 18, which dludes the following element: “each
streamer positioning device is rigidly attactiedand unable to rotate with respect to its
streamer.” (Claim 18, ‘017 patent.) The patieave not asked the Court to construe this
claim further, as its meaning is clear.

b. The ‘607 patent

ION disputes the inventorship of “streamer positioning devices,” an element of
the ‘607 patent. As discussed above, ttmur€ construed this language in its Claim
Construction Order. ION also disputeg thhrase, “each streamer positioning device has
a first hydrodynamic deflecting surface amdsecond hydrodynamic deflecting surface,
said first deflecting surface and second elgfhg surface being independently movable
to steer the streamer positioning device laterally and vertically.” The parties do not ask
the Court to construe this @we, and the Court notes orhat, in the context of the
patent, a “hydrodynamic deflecting surface” is a wirkinally, ION disptes the phrase,

“each streamer positioning device is rigidly alted to and unable to rotate with respect

* The Court does not expsean opinion as to whether a “hydrodgma deflecting surface” is different, in
some way, from other types of wings; that does not appear to be an issue in this case. The Court only
points out that such a surface is a wing for the sake of clarity.

13



to its streamer.” As noted above, the partiase not asked the Court to construe this
claim further, as its meaning is clear.
c. The '967 patent

As to the ‘967 patent, ION disputethe inventorship only of “streamer

positioning devices,” which, as discussed above, has been construed by the Court.
d. The ‘520 patent

As to the ‘520 patent, ION disputethe inventorship only of “streamer

positioning devices,” which, as discussed above, has been construed by the Court.
2. Andre Olivier

ION argues that Andre Olivier developedevice capable of lateral steering, that
he disclosed this technologpy Geco, and that, by dewging and disclosing this
technology, Olivier contribute to the Bittleston patents. WesternGeco’s primary
argument is that the lateral steering device D&ier claims to have invented is so
insignificant a part of the control systenteught in the Bittleston patents that the
invention of such a device would not rend®ivier a joint inventor of the Bittleston
patents. However, assuming that thenaeption of this lateral steering deviceuld
render Olivier a joint inventor of the BHaton patents, WestgBeco offers four
arguments as to why, here, it does not: Qlivier's purported mvention of lateral
steering technology was not ramunicated to Bittleston;(2) even if it was
communicated to Bittleston, Olivier's worlwvas too premature to constitute joint

inventorship of an individual bird desigr(3) even if it was communicated to Bittleston,

® WesternGeco disputes that the inventorship of any specific bird design would render Olivier a joint
inventor of the Bittleston control systems. However, assuming that it would, WesternGeco’s contends that
Olivier's work was too premature at the time itsnallegedly communicated to Bittleston even to render
him a joint inventor of that bird design.

14



Olivier's work included only devices alreadypown in the art; ang4) even if it was
communicated to Bittleston, Bittleston chaalready developed such technology
independently.

a. Communication of Olivier’s invention to Bittleston

“Individuals cannot be joint inventors they are completely ignorant of what
each other has done until years after their individual effoistiberly-Clark 973 F.3d
at 917. Thus, in order to succeed on its claiat #indre Olivier was a joint inventor of
the Bittleston patents, ION must shotwat Olivier's purported contribution was
communicated to the Bittleston patents’ inventors.

ION contends that lateral steeringtiaology was communicated to Bittleston at
a meeting between DigiCOURSE and \dest Geophysical (another predecessor to
WesternGeco) in the summer1#95. ION indicates that, #tis meeting, DigiCOURSE
discussed the operational benefits of ratesteering and ditwsed photographs of
Olivier's two-wing bird prototype. Bittlestoadmits that lateral steering was discussed
during a meeting with DigiCOURSE, nd admits to DigiCOURSE providing
photographs of objects related to latesédering. (Bittleston Dep. 22:5-23:2, 33:23-
34:13, 40:6-16, Sept. 15, 2011, Doc. No. 185-J.)

Chuck Ledet, former Vice President Bhgineering for DigiCOURSE, indicates
that, in 1995, he had discussions witlittlBston in which Bittleston expressed an
“interest in the concept of teral streamer steering and aside for a device capable of
controlling the lateral position” of a seisnstreamer. (Ledet Decl. I 8, Doc. No. 185-L.)
As a result of discussionsitiv Bittleston, Ledet says, herdea lateral steering prototype

to Bittleston, equipped it wings for testing.Ifl. § 10.) Ledet is the dnwitness to state

15



that a product capable of being tested s&®t by DigiCOURSE t®&ittleston; testimony
from Olivier, Ledet, and John Thompson, I@Norporate represetitae, indicates that
DigiCOURSE sent prototypesid drawings of prototypes devices with lateral steering
capabilities. (Olivier Dep. 162:2-163.130:18-132:11, 160:11-25, 164:4-7, Jan. 22,
2010, Doc. No. 185-G; Ledet Dec. § ITtiompson Dep. 138:12-25, 139:9-24, 142:2-16;
Prototype Shipment, Doc. No. 185-CCl@N 1059-1067; E-mail Confirming Prototype
Shipment, Doc. No. 185-DD aDN 92-93; Olivier Decl.  7.)

WesternGeco argues that, even if thkove allegations are true, they are
insufficient to establish the requisite ctidaation for joint invatorship. WesternGeco
maintains that photographs and drawings of a prototype are insufficiently
communicative, as they would not have a#al Bittleston to determine the functionality
of the devices pictured. Indeed, ION’s ownmrate representative could not make such
a determination when he was directed dokl at the same piates. (Thompson Dep.
135:24-136:16, Oct. 26, 2011, Doc. No. 197-2BVesternGeco urges that these
“prototypes” were therefer merely non-functional dummy shapes, “too far removed
from the real-world realization of anvention” to constute a contributionEli Lilly &

Co,, 376 F.3d at 1359.

The Court is not convinced thatethphotographs, drawings, and prototype
allegedly submitted by DigiCOURSE were insufficient to communicate Olivier's ideas.
If Ledet’s testimony is believed, Dig@JRSE did not send only dummy shapes, but
also sent a lateral steering prototype to Bitta, equipped with wings for testing. (Ledet

Decl. 1 10.) With the evidence before the Court, a reasonable jury could conclude that a

16



device capable of lateral steering wascthsed by DigiCOURSE to the Bittleston
patents’ inventors.
b. Prematurity of Olivier’'s disclosed device

WesternGeco also urges that ION/MGURSE never developed or possessed a
functional prototype for the Olivier device, readng its purported conceptualization of
such a device too premature to give risgotat inventorship. Hwever, for the reasons
provided above, the Court findsdet’'s declaration suffici¢rto support a finding that
the technology conceived of byli@er was provided in workable form, that is, equipped
with wings for testing, to Bittleston.

c. Bittleston’s independent deveopment of lateral steering
technology

Finally, WesternGeco asserts that aognception and disclosure of lateral
steering to Bittleston is insignificant, &ttleston began developing lateral steering
technology himself in 1993, two years priorthe alleged disclosure in 1995. Bittleston’s
resume indicates that he “began initigetal bird feasibility” in 1993. (Doc. No. 167-11
at WG00032070.) Bittleston’'s NESIE-4 Feasibility Repartdated October 28, 1993,
states that “[a] new bird dgn gives the opportunity of introducing horizontal steering
distributed along the streamer.” (Dd¢0.167-12 at WG00023897.) In February 1995,
Bittleston published a paper titled “Position Control of Marine Seismic Steamers,” which
discloses a bird whose “two wings are indegently controlled” to “provide the means
to force the streamer both horizontalnd vertically.” (Doc. No. 167-13.) After
Bittleston developed this concept, but befdON’s alleged disclosure, Bittleston built
experimental prototypes and tedtthem in both laboratory dmeal world settings. (Doc.

No. 224-27 at WG12332).
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ION argues that, aside from Bittlestenbwn testimony, there is no evidence
proving that Bittleston actually invented such a dewetreOlivier; that is, there is no
evidence that Bittleston conceived of a device that was “so clearly defined in [his] mind
that only ordinary sk would be necessario reduce the invention to practice, without
extensive research or experimentatidduiroughs 40 F.3d at 1228. However, ION does
not present evidence contradicting Bittlessotestimony, nor does it respond to the 1993
and 1995 reports—evidence aside from Bittleston’s testimony—that discuss horizontal
steering technology. From this record evicenthe Court concludes that Bittleston
developed horizontal steeribgchnology before ION disclodesuch technology to him.

However, the evidence does not clearly lesgh that, prior to the disclosure in
1995, Bittleston conceived of a device that was “so clearly defined in [his] mind that only
ordinary skill would be necessary teduce the invention to practiceBurroughs 40
F.3d at 1228. While Bittleston’s experimentabiatypes might meet this standard, the
Court, which has no expertise in this field, cannot say whether they do or do not.
Importantly, the conception purportedly dissa by DigiCOURSE also appears to fall
short of theBurroughsstandard. Even the testimony @huck Ledet does not support a
conclusion that the lateral steering technoldgyeloped by Olivier'sand disclosed to
Bittleston was so clearly defined that only ordinary skill would be necessary to reduce it
to practice. Indeed, the weight of teeidence submitted by ION suggests that any
disclosure to Bittleston was in a form mgnemature than the form in which Bittleston
had already developed the conceffrpareOlivier Dep. 162:2-163.1, 130:18-132:11,
160:11-25, 164:4-7, Jan. 22, 2010, Doc. No. 185a@d Ledet Decl. T 10;and

Thompson Dep. 138:12-25, 139:9-24, 142:2-dr] Prototype Shipment, Doc. No. 185-
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CC at ION 1059-1067and E-mail Confirming Prototype Shipment, Doc. No. 185-DD at
ION 92-93; Olivier Decl. | 7with Doc. No. 224-27 at WG12332.) Thus, the evidence
depicts Bittleston’s development of a dmwicapable of lateral steering, and the
subsequent disclosure by DigiCOURSE to Bdtbn of a similar device in a similar or
less developed form. As to the conceptualization of lateralisgechnology, then, the
facts make clear that Bittleston developed tasted the concept of lateral steering prior
to and in a form at least equally asvadced as any such concept disclosed by
DigiCOURSE?®

With this conclusion, the Court mugfrant summary judgnm¢ in favor of
WesternGeco on ION’s inventoiiphcounterclaim. The Court red that the parties make
a number of other arguments regarding the seé&tdhton elementthe appearance of
the alleged contribution in the patentedwantion. The significance of lateral steering
technology to the claimed control systemsamtested, and might offer an alternative
ground on which to grant summary judgmentwéwger, as the Cous’conclusion on the
first Ethiconelement makes clear thati@er cannot claim to be a joint inventor of the
Bittlestonpatents, the Court deeot need to reach the second element.

3. Other unnamed co-inventors
ION argues that the Bittleston patentscaéxclude other unnamed co-inventors,

including Knut Rasmussen and other unndramployees at BOFORS SA Marine AB

® The Court notes that both WesternGeco and ION ¢opéities’ predecessors) later endeavored to patent
lateral steering technology in some form. Bittleston’S.URatent No. 6,671,223, which claims a priority

date of December 20, 1996, discloses and claims a bird with two independently controlled wings for
steering a seismic streamer both laterally and vélsti€a23 Patent, Doc. No. 224-31); ION’s ‘992 Patent

(Doc. No. 185-E), also claims a two-winged device for controlling the depth and horizontal position of an
underwater cable. For the purposes of the joint inventorship claim, the Court concludes that those later
efforts are irrelevant to Olivier's claim. Olivier'saiin is, specifically, that he invented and disclosed to
Bittleston a two-winged lateral steering device, whidbrlappeared in the Bittleston patents. Because the
Court finds that Bittleston conceived of such a deMirst, later patents involving such a device are
irrelevant.
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(“Bofors”). These allegations are not includ@dlON’s counterclaimand appear to be
raised for the first time in ION’s rpsnse to WesternGeco’s Motion for Summary
Judgment. Because these other unnamedwitors are not asserting inventorship
counterclaims, they are of litttelevance to this dispute.

In its response to WesternGeco’s motionsummary judgment, ION attempts to
bring these new charactergdrthe case with a requestamend its counterclaim. ION
does not even attempt to assert, let alongrove, good cause for its untimely proposed
amendment, sought nearly two years afterpgaeies’ deadline to amend pleadings and
over a year after the parties’ original trédte. (Doc. No. 22, 166-2.) A party seeking to
amend pleadings after a scheduling deadline trelosw that, despite diligence, he could
not have reasonably met the scheduling deadlide¢ RE/MAX Int’l Inc. v. Trendsetter
Realty, LLC 655 F. Supp. 2d 679 694 (S.D. Tex. 2004). For motions to amend after a
deadline, the Rule 16(b) “goadhuse” standard governs. IQids not even alleged what
good cause might exist for allowing it to am its pleadings at this late date.
Accordingly, ION’s request for leave to antkits counterclaims is denied, and the Court
does not consider the role played by altbge-inventors who are not involved in this
litigation.

4. Inequitable Conduct and Antitrust Claims

WesternGeco asks the Court to grantmmary judgment on ION’s assertion of
inequitable conduct. “Inequitable conduct isesjuitable defense to patent infringement
that, if proved, bars enforcement of a patemhérasense, Inc. v. Becton Dickinson &
Co, 649 F.3d 1276, 1285 (Fed. Cir. 2011). InAtsswer, ION alleges three bases for a

finding of inequitable conduct: YIBittleston and/or the presuting patent attorney for
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the Bittleston patents intentionally and deliberately failed to disclose Olivier's device as
prior art to the claimed invention; (2) Baston, Hillesund, and/dhe prosecuting patent
attorney intentionally and with deceptive intdailed to identify Olivier as an inventor;
and (3) the prosecuting attorney for the Zdpatent blatantly mispresented the prior
art. ION has not disputed WesternGeco’steation that, if sumary judgment on ION’s
inventorship counterclaim is granted, themmmary judgmenon ION’s and Fugro’s
derivative affirmative defenses and countairols related to inventorship must be
granted, as well. Because the Court concludat @ivier is not a joint inventor of the
Bittleston patents, it finds that WesternGecaistion must also be granted as to ION’s
inequitable conduct and antitrust claims to éxéent those claims lage to inventorship
of the Bittleston patents. Thus, WestGeco’s Motion for Summary Judgment on
inventorship must be granted.

V. SUMMARY JUDGMENT ON ION'S COUNTER-CLAIM OF
INFRINGEMENT OF THE ‘992 PATENT

WesternGeco moves for summary judgment on ION’s counterclaim for

infringement of the ‘992 patent (Doc. N®.1 99-105). ION’s counterclaim alleges that
WesternGeco’s “Q-Fin” Devicénfringes on claims 1 andl3 of the ‘992 patent. The
determination of whether atcused product infringes a pattelaim involves two steps:
(1) the Court must construe the claim terms, as a matter of law, to determine their proper
scope; and (2) the claim, as properly constrmeust be compared to the accused device.
Markman v. Westview Instr., In&2 F.3d 967, 976 (Fed. Cir. 19958jf'd 517 U.S. 370
(1996).

A. Claim Construction

1. The Court’'s Construction
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The Court completed the first step of thrsalysis when it construed claims 1 and
13 in its Claim Construction Order. (Do®lo. 120.) The Court construed the first
limitation of claim 1, which requires “a body..auntable to the underwater cable,” as
well as claim 13, which requires “a body conaéde to the underwater cable.” In the
Claim Construction Order, the Court construed both of these limitations to mean “a body
attached externally to the underwater cab(®bc. No. 120 at 36-40.) In response to
WesternGeco’s Motion for SummaJudgment, ION asks the Court to reconsider the
Court’s construction of claim 13.

2. Request for Reconsideration

ION urges that the Court erred in itsnstruction of claim 13, because the Court
construed two different phras—"a body...mountable to the umd@ater cable” (claim 1)
and “a body connectable to the underwatable” (claim 13)—to have identical
meanings. ION argues that the Courttnstruction of claim 13 as “a body attached
externally to the underater cable” is incorrect. The coeteconstruction, ION urges, is
“a body capable of beingined, fastened, or linked toghunderwater cable” (Doc. No.
184 at 19); with such a construction, IONiéees that WesternGeco’s infringement of
the ‘992 patent is clear, because both ceviare undeniably capable of being joined,
fastened, or linked tthe underwater cable.

The Federal Rules of Civil Procedure do not specifically provide for motions for
reconsiderationShepherd v. Int'l Paper Co372 F.3d 326, 328 (5th Cir. 2004ke also
St. Paul Mercury Ins. Co. v. Fair Grounds Cqrfti23 F.3d 336, 339 (5th Cir. 1997).
Reconsideration motions are generally anatyunder the standarfis a motion to alter

or amend judgment under Rule 59(e) or d@iamofor relief from a judgment or order
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under Rule 60(b)Hamilton Plaintiffs vWilliams Plaintiffs 147 F.3d 367, 371 n. 10 (5th
Cir. 1998). Rule 59(e) governs when the reagrsition motion is filed within 28 days of
the challenged order, or when the motion seekensideration of an interlocutory order.
Amegy Bank Nat. Ass’'n v. Monarch Flight II, LLZD11 WL 6091807, at *5 (S.D. Tex.
Dec. 7, 2011) (citingteadfast Ins. Co. v. SMX 98, [i2009 WL 3190452, at *4-5 (S.D.
Tex. Sept. 28, 2009). As claim restruction is an interlocaty order, the Court must
consider ION’s requst under Rule 59(e).

A motion to alter or amend under Rule &P(must clearly establish either a
manifest error of law or fact or mustgsent newly discovered ieence and cannot be
used to raise arguments which could, and should, have been made before the judgment
issued.”Rosenzweig v. Azurix Corpg332 F.3d 854, 863—64 (5th Cir. 2003) (citation
omitted) (internal quotation marks omittedideed, a Rule 59(e) motion “is not the
proper vehicle for rehashing evidence, legabties, or arguments that could have been
offered or raised before the entry of judgmeniemplet v. HydroChem Inc367 F.3d
473, 478-79 (5th Cir. 2004) (citirfgimon v. United State891 F.2d 1154, 1159 (5th Cir.
1990). The Fifth Circuit warns that reconsalgon under Rule 59(e) is an “extraordinary
remedy” that courts should use sparindlgmplet v. HydroChem In867 F.3d 473, 479
(5th Cir. 2004).

In its request for reconsideration, ION doeot address the Rule 59(e) factors,
nor does it cite to evidenceatwas unavailable before thatry of judgment. Similarly,
ION fails to allege any manifest error ¢dw or fact. Rather, ION’s request for
reconsideration, submitted over fifteen nimntafter the Court’'s Claim Construction

Order, suggests simply that the Court waaistaken in its clan construction. As ION
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only raises arguments that the Court has direansidered, and rejed, its request fails
to meet the Rule 59(e) requirements, andgtne denied. The Court thus moves to the
second step of the analysis, and compdates claim, as construed in the Claim
Construction Order, to the accused device.

B. Comparison of the Claim as Construed to the Accused Device

In conducting the second step of the gsial the Court considers both whether
the Q-Fin infringes on the ‘992 patent tadly, and whether it infringes under the
doctrine of equivalentdrrazier v. Wireline Solutions, LLQ2010 WL 5067671, at *2
(S.D. Tex. Dec. 6, 2010) (quotingicroStrategy Inc. v. Bus. Objects, S.A29 F.3d
1344, 1352 (Fed. Cir. 2005). (“An accused deviiteinges ‘if it incorporates every
limitation of a claim, either literally orunder the doctrine of equivalents.™).
WesternGeco urges that a comparison of @@ claim to the Q-Fin shows that the Q-
Fin infringes neither literally nor under the doctrine of equivalents.

1. Literal Infringement

“To establish literal infringement, all of ehelements of the claim, as correctly
construed, must be present in the accused syshstworld, LLC v. Centraal Corp242
F.3d 1347, 1353 (Fed. Cir. 2001). When theraasdispute as to the structure of an
accused product, which there is not in this case, the question of infringement “collapses
to one of claim construction and thus amenable to summary judgmenAthletic
Alternatives, Inc. v. Prince Mfg., Inc/3 F.3d 1573, 1578 (Fed. Cir. 1996). In order to
find literal infringement of the ‘992 patentgiCourt must find that the Q-Fin includes “a

body attached externally tbhe underwater cable.”
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WesternGeco contends that there are difierent approaches to streamer cable
devices: the “in-line” approach, and the “exi@” approach. According to WesternGeco,
the Q-Fin takes an in-lingpproach, whereas the ‘992 deviseexternal. Because the two
take contradictory approaches, $t&snGeco argues, the Q-Fin cantitetrally infringe
upon the ‘992 patent. ION offeta/0 arguments in support of its contention that the Q-
Fin does literally infringe on the ‘992 pate(i) the Q-Fin is a body attached externally
to the underwater streamer caglded thus literally infringesand (2) even assuming that
the Q-Fin itself is not “attached exterydl part of the Q-Fin body, called the “wing
yoke,” is attached externally, renderithg entire device Krally infringing.

a. Whether the Q-Fin itself isattached externally

To determine whether the Q-Fin is attadhexternally, the Court must consider
both the Q-Fin technology and what it medor a streamer positioning device to be
“attached externally.” The streamer itsaffto which the Q-Fin connects, “is composed
of 100m sections, which [are] equipped with molded [sic] and hydrophones.”
(Schlumberger Software and Systemsngit at WG680541, Doc. No. 184-E.) Thus, a
streamer cable is made up of sections olec#iitat are connected together. (Rau Dep.
84:16-17, Jan. 13, 2010, Doc. No. 184-F.) The Q-Fin is “fitted every 400m along the
seismic streamer.’1q.) In other words, the Q-Fin isonnected between twsections of
the cable, rendering the QrFi link or bridge betweenne 400 meter section of a
streamer cable and the next. The partiemaodisagree about how the Q-Fin actually
attaches to streamer cables: both admit tiattwo ends of th®-Fin essentially “plug
in” at various points along the streamer caliihat divides the paes is whether the Q-

Fin, in light of the above description, is tathed externally.” Té parties dispute the
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proper definition of the term “attached exi&in,” which has not been construed by the
Court. Because there is no dispute as to the structure of the Q-Fin, the question of
infringement “collapses to one of claim ctmstion and is thus amenable to summary

judgment.”Athletic Alternatives73 F.3d at 1578.

Q-Fin with end connectors Q-Fin connected to a cab’e

Brien Rau, a mechanical engineer RigiCOURSE during ta relevant time
period and a named inventor of the ‘992 pateedtifies that ariexternally attached”
device is any device that is outside tsteeamer cable. (Ra Dep. 82:13-83:3.) An
internally attached device, lexplains, is a devicthat is located “within the skin of the
cable.” (d. at 82:13-83:22.) A device insertedtWween streamer cables, Rau indicates,
would be considered external to the strearasrit is not physically located inside the
streamer cableld. at 84:10-21.) ION argues that, because the Q-Fin is a device inserted
between streamer cables, it is attached externally to teanstr cables. In rejecting
WesternGeco’s contention that &n-line” device is, by definition,not external, ION
also points to the deposition of David Minan engineering nmager for DigiCOURSE
during the relevant time period, who indicatbsait “[a] device carbe both attached

externally and ‘in-line.”’(Miner Dep. 53:25-54:13, May 11, 2010, Doc. No. 184-G.) ION
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concludes that the Q-Fin is texnally attached becauseist not “located or positioned
within the skin or outer surface tife cable.” (Doc. No. 184 at 9.)

ION’s efforts to demonstrate that din-line” device may be “externally
attached” conflict with statements in ION’s own business plan, which explicitly
distinguish Q-Fin as HA-line,” and therefor@ot external. (Doc. No. 168-11 at ION16366
(“[WesternGeco’s] device is an in-line dee . . . . The DigiFIN device is unique
because it is an external device . . . .I\.)referring to another potentially competitive
device not at issue in thisase, the “Sercel,JON’s business plan also distinguishes
between “in-line” and external devices, indiogtithat “[i]t is not known if this device
will be an external device or an in-line devicdd.) This record evidence from ION’s
own business plan contradictetbelf-serving statements irethffidavits of David Miner
and Brien RauSee United States v. Lawren@r6 F.3d 193, 197 (5th Cir. 2001)
(quoting Munitrad Sys., Inc. v. Standard & Poor’s Carp.72 F.2d 436, 440 (5th Cir.
1982) (finding that self-serving statements an affidavit were “not the type of
‘significant probative evidence’ required ttefeat summary judgment”). Moreover, a
close reading of Rau’s deptish indicates that he idasing his interpretation of
“externally attached” on hiswn, potentially misguided undganding of an internal
device (Rau Dep. 82:10-2X)I say that becauseny understanding-and—well, my
understandingof an internal cable device is something that is within the cable. So, it's
within the—within the skin of the cable, duas the—the coupler.”) (emphasis added).
The Court concludes that Ra personal understanding of these terms—for which he
offers no support—is unpersuasive in ligtitcontradictory record evidence taken from

ION’s own business plan.
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After considering the evidence, the Court finds that ION’s interpretation of the
term “externally attached” cannbe correct. “External” heris not meant to connote all
devices “not within the skin” of the streaneable; if that were the meaning, all streamer
positioning devices would be external, and ION’s business plan would have no reason to
distinguish certain devices asiine” and others as “externally attached.” In light of the
distinction drawn in ION’s own businessapl and the deposition testimony of ION’s
own witnesses describing how the two degi function, the Coutnderstands “external”
to mean a device attachedto the streamer cable, rahthan one insertedto it. The
‘992 device is attached externally, wrappetbahe outside of # cable, whereas the Q-
Fin is inserted into the cable on either emthdering it an in-line part of the device.

b. Whether a Part of the Q-Fin Baly is Attached Externally

ION argues that, even if the entire Q-Fimat found to be attached externally, at
least a part of the Q-Fin body, the “wing yokes attached exteafly. The wing yoke is
a part of the Q-Fin device that attachemagable wings to the body of the Q-Fin. (Doc.
No. 120-E, at WG680541.) WesternGeco #@dnthat the wing yoke itself could be
considered to be “attached externally,” as reimovable from the Q-Fin body. (Doc. No.
168 at 12.) However, WesternGeco maintaimst whether the wing yoke is attached
externally is irrelevant, because the wytke is not a part of the Q-Fin body, and the

‘992 patent applies only where thedyis attached externally to the underwater cable.

Composite wings

Tt

Q-Fin body, with Q-Fin wings and Q-Fin body
wings yoke
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Evidence submitted by both parties suppdiVesternGeco’s position. Evidence
on which ION relies distinguishes between lloely and the wings, indicating that “[t|he
Q-Fin is a 1-meter long insert with a titanium baahyd a pair of wings mounted on a
removable wing yoke.” (Doc. No. 184 &8 (quoting Doc. No. 184-E at WG680541)
(emphasis added).) WesternGeco’s FQ- product documentation also favors
distinguishing the wing yoke from the bodytilng the “wing unit” and the “Q-Fin body”
as “two independent areas.” (Doc.oN196-36 at WG22225.) The Q-Fin Project
Overview similarly differentiates the wingoke and the Q-Fin bodystating that the
“wing yoke is the part of the wing unit thablds the wings together on the body of the
Q-Fin.” (Doc. No. 196-37 at WE2172.) A Q-Fin Business Plan likewise implies that the
wing yoke and the body are segi@ entities, explaininghat “[tjhe choice and
combination of the chosen materials widlt lead to corrosion of the wing yoke that of
the Q-Fin body.” (Doc. No. 196-38 at WGZAL (emphasis added).) Finally, a Q-Fin
maintenance manual distinguishes betwamrrosion on the Q-Fin wing metal parts
(yokes, etc.)” and “corrosion on the Qamody itself”). (Doc. No. 196-39 at WG15436.)
Nothing submitted by ION contradicts this lyodf evidence establishing that the wing
yoke is not a part of the Q-Fin body. Becatise evidence makes clear that the wing
yoke is not part of the Q-Fin body, the facattit may be externally attached does not
render the Q-fin body itself extaally attached. The Q-Fitherefore does not literally
infringe on the ‘992 Patent.

2. Infringement under the Doctrine of Equivalents (the “doctrine”)

Even if a device does not literally infige a claim, it “may nonetheless infringe

under the doctrine of equivalents if every eletmarthe claim is literally or equivalently

29



present in the accused devic&4ge Prods., Inc. \Devon Indus., In¢.126 F.3d 1420,
1423 (Fed. Cir. 1997). “The doctrine evolved recognition of the fact that ‘[t]he
language in the patent claims may not capawery nuance of the invention or describe
with complete precision the range of its noveltyréedman Seating Co. v. Am. Seating
Co, 420 F.3d 1350, 1357-58 (Fed. Cir. 2005) (quoftegto Corp. v. Shoketsu Kinzoku
Kogyo Kabushiki C9.535 U.S. 722, 731 (2002)). Ultimately, the doctrine of equivalents
iIs meant to prevent “the unscrupuloespyist [from making] unimportant and
insubstantial changes and substitutions in the patent which, though adding nothing,
would be enough to take the copied matter datshe claim, and hence outside the reach
of law.” Graver Tank & Mfg. Co., Inc., &l. v. Linde Air Prods. Cp339 U.S. 605, 607
(1950). The doctrine allows coutts consider whether “twdevices do the same work in
substantially the same way, and accbsmpsubstantially the same resultd. at 608
(quotingUnion Paper-Bag Mach. Co. v. Murphg§7 U.S. 120, 125 (1877)).

In order to proceed with a claim undée doctrine, a pateritolder must show
that the accused device includes #wpiivalent of each claim limitatiomawn Equip.
Co. v. Ky. Farms, In¢c.140 F.3d 1009, 1015 (Fed. Cir. 1998). Here, the only claim
limitation at issue is the requirement thia¢ device include “a body attached externally
to the underwater cable.” If the Court cordd#g that no reasonable juror could find that
the Q-Fin includes the equivalent of “a bodftached externallyo the underwater
cable,” then WesternGeco’s motionr feummary judgment must be granteshge
Prods, 126. F.3d at 1423 (“Althougbquivalence is a factuahatter normally reserved
for the fact finder, the triacourt should grant summary judgment in any case where no

reasonable fact finder calfind equivalence.”).
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a. Equivalence

In considering equivalence, courtstesf look at whether the accused product
“performs substantially the same function in substantially the same way with
substantially the same result as eachnellimitation in the patented productCrown
Packaging Tech., Inc. v. Rexam Beverage Can &89 F.3d 1312 (Fed. Cir. 2009)
(citing Warner-Jenkinson Co. v. Hilton Davis Chem. G20 U.S. 17, 39-40 (1997)).
WesternGeco argues that the doctrine of edeinta does not apply itihis case because
the accused device contains the antithesis of the claimed strdiamet Bingo, LLC v.
GameTech Intl, In¢.472 F.3d 1338, 1345 (Fed. Cir. 2006), and because application of
the doctrine would negate structural amdhdtional limitations contained in the claim.
Sage 126. F.3d at 1424.

i. Antithesis of the claimed structure

The doctrine of equivalents does ngiply where the accused device contains
“the antithesis of the claimed structur®lanet Bingo 472 F.3d at 1345. WesternGeco
argues that this exceptibprevents the application ofetdoctrine in this case, because
the ‘992 patent is limited to devices with bady attached exterlyato the underwater
cable” (Doc. No. 120 at 38), whereas thefin is an in-line device. These two
approaches, WesternGeco urges, are atittleto one another. ION responds that
“attached externally to” iswot the opposite of “in-line.TON urges that an “insert
section,” like the Q-Fin, is ndhe opposite of external attanknt, but rather is a method

of attaching a device externally. The Cwouloes not find either party’s argument

" This is not technically an “exception” to the daotri but the Court adopts the parties’ use of this
language for clarity. Plainly, one invention cannot be the “equivalent” of another if it is also the antithesis
of it. As such, the “antithesis” rule seems less like an exception to the doctrine and more like an example of
its operation.
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particularly persuasive. ION simply reiteraies earlier argument that an in-line device
can be externally attached; however, as @ourt has concluded, these two methods of
attachment are different. Siarly, WesternGeco has failed convince the Court that
the two methods are antitheticdlhe two are not the sameeatly, but the Court is not
satisfied that they are opposites. As to this argument, then, the Court finds that a genuine
issue of material fact remains.
ii. Vitiation of Claim language

The doctrine of equivalents “cannot beed4o erase ‘meaningf structural and
functional limitations of the claim on which the public is entitled to rely in avoiding
infringement.” Conopco, Inc. v. May Dep’t Stores Cd6 F.3d 1556, 1562 (Fed. Cir.
1994),cert. denied514 U.S. 1078 (1995) (quotirRennwalt Corp. v. Durand-Wayland,
Inc., 833 F.2d 931, 935 (Fed.rCiL987) (en banckee alsdNarner-Jenkinson Co., Inv.
v. Hilton Davis Chem. Cp520 U.S. 17, 29 (1997) I{“is important toensure that the
application of the doctrine . . . is not allowsach broad play as to effectively eliminate
[an] element in its entirety).” In determining whether a finding of infringement under the
doctrine of equivalents would vitiate a particular claim element, courts “must consider
the totality of the circumstances of eachse and determine whether the alleged
equivalent can be fairly characterized asrsubstantial changedm the claimed subject
matter without rendering the patent meaningleBssedman Seatingt20 F.3d at 1359.
As a result, patentees who claim their im@n narrowly may not be able to assert
infringement under the doctrine of equivatein many cases, “even though the patentee

might have been able to claim more broadldge 126 F.3d at 1424. “If it were
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otherwise, then claims would be reducedunctional abstracts, #@eid of meaningful
structural limitations on whitthe public could rely.Id.

WesternGeco argues that expanding the sobplee ‘992 patent to cover in-line
devices would effectively elimate the limitation, as consid by the Court, that the
‘992 is “a body attached extelly to the undevater cable.” (Doc. No. 120.) As the
Court has concluded, the QAFS in-line design distinguishes it from the external
attachment method of the ‘992 patent. Thauginding that the Q-Fin and the ‘992 are
equivalents would effectively eliminaten element—*a body attached externally’—
which this Court has found critical to thetgated device. (The Court explained in its
Claim Construction Order that “a body attadhexternally to the streamers which
receives power through inductive coupling isrdical element of the patented device.”
(Doc. No. 120 at 40).) As ibage WesternGeco’s accused device “achieves a similar
result [as the claimed device] . . . but it d@® by a different arrangement of elements.”
126 F.3d at 1425. The absence in the accdsette of an element—"a body attached
externally”—on which thgublic was entitled to rely makeclear that no reasonable fact
finder could find infringement under the doctinf equivalents in this case. Thus, the
Court finds that WesternGeco’s Motiornr fSummary Judgment on ION’s Counterclaim
of Infringement of the ‘99Patent must be granted.

V. MSJ ON ION’S INEQUITABLE CO NDUCT DEFENSE AND ANTITRUST
COUNTERCLAIM REGARDING ZAJAC ‘038 PATENT

WesternGeco moves for summary judgmemtlON’s fourth affirmative defense
and eleventh counterclaim, as well agyifels fourth affirmaive defense and second

counterclaim. In these affirmative defensasd counterclaims,ON and Fugro allege
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inequitable conduct before the PTO during firosecution of United States Patent No.
6,691,038 (the “Zajac ‘038 patent”).

WesternGeco’s Complaint in this case alleges willful infringement of a number of
patents, including the Zajac ‘038 patent. ita Answer, ION asserts an affirmative
defense that the Zajac ‘038 patent is unexd@able due to inequitée conduct before the
PTO. (Doc. No. 6.) ION alsaléd a counterclaim, alleging amtitrust violation based on
WesternGeco’s assertion af patent obtained through the same allegedly inequitable
conduct. [d.) After Fugro was joined in this case, it filed a similar affirmative defense
and a declaratory judgment counterclaaffeging unenforceability of the Zajac ‘038
patent. (Doc. No. 165.)

A. Background

The Zajac ‘038 patent, titled “Active Separation Tracking and Positioning
Systems for Towed Seismic Arrays,” is bédisen United States Patent Application No.
09/882,952, filed June 15, 2001. (Doc. No. 169-WV&t1.) The patent claims a “tracking
and positioning system” for controlling aysaof marine streamers towed by seismic
vessels. Ifl. at WG13.) G. Michael Roebuck, ehattorney prosecuting the patent
application on behalf of WsernGeco, filed an Inforntian Disclosure Statement
(“IDS™) on January 14, 2002, which disclosedtent Cooperation Treaty Publication No.
WO 00/20895 (“the ‘895 publicatid or the “Hillesund publicatin”) as a potential prior
art reference. (Doc. No. 169-2 at WGIWKG48.) The ‘895 publication discloses a
“Control System for Positioning of Marine Seismic Streamers” (Doc. No. 169-3 at
WG25219), as well as streamer positioning desithat are “vertically and horizontally

steerable” il. at WG25226-WG25227). The ‘895 pidation does not mention a
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“tracking and positioning system,” nor does it refer to “array geometry.” The PTO
Examiner indicated that he reviewed tB85 publication. (DocNo. 169-2 at WG148.)
The Examiner also reviewed the Zajagplkcation itself, which discusses the ‘895
publication as prior artld. at WG68-WG69.)

On March 31, 2003, the PTO Examiner issaegkjection of the pending claims
of the Zajac application. His rejection svhased on the fact that the ‘895 publication
anticipated those clainfs(ld. at WG122-WG145.) In respomsto this rejection, Mr.
Roebuck amended the patensibstract and the claimld( at WG156-WG171.) In
addition, in the “remarks” sectn, Roebuck assertetat the claimsre not invalidated
by the ‘895 publication.ld.; Roebuck Dep. 35:12-17, Jan. 20, 2010, Doc. No. 183-J.) In
his remarks, Roebuck noted that the ‘8pGblication was already discussed and
distinguished in the applitan itself; he explained thahe ‘895 publication did not
anticipate the claims in the Zajac application, because nadatidisclose every limitation
of the pending claims.Id. at WG155-WG183.) In response to Roebuck’s amendment
and arguments, the Examiner withdrew higeton, and issued Hotice of Allowance
on July 21, 2003.14. at WG196-WG199.) The Zajac ‘038tpat issued on February 10,
2004. (Doc. No. 169-1 at WG1ION'’s fourth affirmative defense and eleventh
counterclaim are based on the assertion that, when Roebuck responded to the Examiner’s
non-final rejection, he deliberately and intenily misrepresented the “true teaching of
the ['895 publication].” (DocNo. 6 1 51-52, 122.) Fugro’s fourth affirmative defense
and second counterclaim aresbd on the same alleged inequitable conduct. (Doc. No.

165 11 82-84, 105-107.)

8 “A patent is invalid for anticipation if a singleipr art reference discloses each and every limitation of
the claimed invention.Schering Corp. v. Geneva Phay839 F.3d 1373, 1377 (Fed. Cir. 2003).
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B. Inequitable Conduct Legal Standard

Patent applicants “have a duty to prosecpatent applicatns in the Patent
Office with candor, goa faith, and honesty Honeywell Int’l Inc. v. Universal Avionics
Sys. Corp. 488 F.3d 982, 999 (Fed. Cir. 2007). A breach of this duty constitutes
inequitable conduct, and renders a patent unenforcddbl8uch a breach can include
“affirmative misrepresentations of a mastrifact, failure to disclose material
information, or submission of false materiaformation, coupled with an intent to
deceive.” Innogenetics, N.V. v. Abbott Lap&12 F.3d 1363, 1378 (Fed. Cir. 2008)
(citations omitted) (internal quotation marlomitted). “Thus, to establish inequitable
conduct, a challenger must show two thing$:tlie patent applicant made an affirmative
misrepresentation of material fact, failed to disclose material information or submitted
false material information; and (2) the patent applicant did so with an intent to deceive
the PTO.”Astrazeneca Pharm. LP v. Teva Pharm. US8Y F. Supp. 2d 683, 691 (D.
N.J. 2008) (citingCargqill, Inc. v. Canbra Foods, Ltd476 F.3d 1359, 1363 (Fed. Cir.
2007).Both elements must be provewn clear and convincing evidenc&ientific, Inc. v.
R.J. Reynolds Tobacco C&37 F.3d 1357, 1365 (Fed. Cir. 2008). Once both elements
have been proven, “the districburt must still balance the equities to determine whether
the applicant’'s conduct before the PTOswegregious enough to warrant holding the
entire patent unenforceabled.

C. Analysis

1. Material Misrepresentation
ION contends that Roebuck made thkofwing misrepresentation about the ‘895

publication to the PTO:
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[The publication] does not disclose pgasing a streamer vertically and
horizontally relative to a secondrsamer in the array, as claimddhe
publication] teaches only horizontal steering (p.6, line 20) of
streamers. Vertical position is maitored but not steered as described
...onp.§, Il. 6-10, “the global contreystem 22 will typically acquire the
following...the location of the birdsn the horizontal plane...” Thus
Hillesund does not anticipate claim 1.
(Response to Office Action, March 32003, Doc. No. 183-1 at WG172-WG173
(emphasis added).) ION urges that thepkasized portions of this statement are
affirmative misrepresentations of factON contends that the ‘895 publication
“unambiguously teaches both vertical andizmnrtal steering” (Doc. No. 183 at 7); ION
points to a number of statements ire tt895 publication referring to the birds as
“horizontally and vertically steerable,” orharwise referring to wécal and horizontal
capabilities. (Doc. No. 183-H at p. 6 17, p. 7 Il. 11-19, p. 9 11. 6-13, p. 10 Il. 7-12.)
These references, ION argues, show thabRoés statement was demonstrably false, or
at least a gross mischaractetion of the ‘895 publication.
WesternGeco offers two arguments upgort of its contention that Roebuck’s
comments do not give rise to an inequitalbbnduct charge: Firsin its Motion for
Summary Judgment (Doc. N&69), WesternGeco urges thRbebuck’s discussion of

disclosed prior art was mere attorneyguanent, and that itherefore is not a

misrepresentation of material facfhen, in its Reply in Support of the Motion for

° |ON seems to read WesternGeco’s first argument geraghat an attorney’s misrepresentations in the
process of prosecuting a patent can never be subjaathiarge of inequitable comect. To the extent that
WesternGeco intended to make such an argument,dhg Gotes that it is incorrect as a matter of law.
While an attorney’sargument made in the process of prosecuting a patent cannot be a material
misrepresentation, attorneys who materially misrepreaetgwhile making such an argument do expose
themselves, and their clients, to liability for inequitable conddoting v. Lumenis, Inc492 F.3d 1336,

1349 (Fed. Cir. 2007) (considering attorney’s estagnts and concluding that they were not actionable
because they were not “demonstrafaise,” and instead, that they repented only the patent holder’'s
interpretation of the prior artyee also Life Techs.,dnv. Clontech Labs., Inc224 F.3d 1320, 1326 (Fed.

Cir. 2000) (statement was not a misrepresentation because it “did not contain any factual assertions that
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Summary Judgment (Doc. N@98), WesternGeco shifts isrgument slightly, urging
that Roebuck’s remarks were not “mischaraz#tions,” and thateven if they were,
they are not actionable as inequitable cohdbecause they were not “material.” In
considering whether a genuine issue of maldact exists as to whether Roebuck’s
remarks were material misrepresentationdaact, the Court must look at (1) whether
those remarks were inaccura(@) if inaccurate, whether ¢hremarks were factual, or
simply attorney argument; and (3) if factumisrepresentations were made, whether the
misrepresentations were maggriA finding that no genuine isswf material fact exists
as to any of these factors would requargrant of summary judgment to WesternGeco.
Because the Court concludes that Roebuck’s statements were mere attorney argument
and were not material, it does not needctmsider the moreethnical question of
whether Roebuck’s statements actually misrepresented the ‘895 publication.
2. Attorney argument

ION presents a comprehensive argmin as to why Roebuck’'s alleged
misrepresentation cannot be excusednase attorney argument. ION citBsng Plus,
Inc. v. Cingular Wireless Corp.614 F.3d 1354, 1361 (Fed. Cir. 2010), for the
proposition that an attorneyggenuine misrepresentation abdl teachings of the prior
art is “outside the bounds of permissibttomey argument” and may form the basis for
an inequitable conduct defense.” In citingRmg Plusand other cases finding attorney
misconduct based on misrepresentations, |Obkes a key factor—present in this case,
and absent in those cases—that establislRibebuck’'s remarks are to be considered

mere attorney argument, rather than factaptesentations (or megpresentations, as the

could give rise to a finding of misrepresentatioiffus, the Court must consider, as a part of this analysis,
whether Roebuck’s remarks were assertions of éaethether they were me attorney argument.
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case may béef Here, the prior art about which Blouck argued was presented to the
patent examiner, who was then free to eitharept or reject Rbeck’s characterization
of the prior art.

In Young v. Lumenis, Inc492 F.3d 1336, 1348 (Fed. Cir. 2007), the attorney

prosecuting a patent made three misstatém to the PTO. The Federal Circuit
concluded that these misstatements wereaffomative misstatements of material fact,
because the examiner “had the [prior artnesfee] to refer to during the reexamination
proceeding and initially rejected claim 1sked on that reference. [The prosecuting
attorney] argued against the rejection, dhd examiner was free to reach his own
conclusions and accept or reject [the prosecution attorney’s] arguments.” 492 F.3d at
1349. The Federal Circuit conded, on that basis, thahe prosecuting attorney’s
comments “consisted of attorney argumend am interpretation of what the prior art
discloses,” which cannot constitute affitiwe misrepresentationsf material fact.d.
The same result was reachedimmogenetics v. Abbott Laboratoriewhich held that,
because the prior publication “had been sitifeich for the patent examiner to examine
herself, [the examiner] was free to accept or reject the patentee’s arguments
distinguishing its invention frorthe prior art.” 512 F.3d at 1379,

In World Wide Stationery Mfg. Co. Ltd. v. U.S. Ring Binder,,Ll6B2 F. Supp.

2d 912 (E.D. Mo. 2009), the court appli¥gdungand concluded that, “where the patent

° The Examiner's independent review of the prior art distinguishes this caseRfrgmPlus, Inc. v.
Cingular Wireless Corp.614 F.3d 1354 (Fed. Cir. 2010), the primary case relied upon by IORIngn
Plus, the references that were allegedly mischaraetdrby the patentee were not listed on the face of the
asserted patent. (Doc. No. 198-11.) Moreover, in contoaf$tis case, there is nothing to suggest that the
prior art references iRing Pluswere ever disclosed to the PTO inlBx$, as they were never cited by the
Examiner during prosecution. 641 F.3d at 1361-62. Thus, the examiRergriPluswas unable to “accept

or reject the patentee’s arguments distisigimg its invention from the prior artihinogenetics512 F.3d at
1379, and instead was forced to rely upon theteree’s characterizations. In such a scenario, a
prosecuting attorney’s representations could progexlgharacterized aadtual misrepresentations.
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examiner had the prior art reémce and had rejected onetloé patent’s claims based on
that reference,” it was clear that the examinas free to accept or reject the prosecuting
attorney’s interpretation of what the priart disclosed. 632 F. Supp. 2d at 915-16. In
Astrazenecathe court similarly concluded that ‘fig¢re could have been nothing in [the
prosecuting party’s] mere characterization of a refereneady provided the to [sic]
examiner that could have left the examingh the impression thahe examiner did not
need to conduct any further...investigati’ 567 F. Supp. 2d at 700 (internal quotation
marks omitted).

As in Innogenetics Young World Wide Stationeryand Astrazenecait is
undisputed that the prosecutingoaney in this cas provided the prioart that he was
interpreting, the ‘89%publication, to the PTO Examiner. The Examiner was free to
consult the publication in its entiretgind to draw his own conclusiorsf. Astrazenega
567 F. Supp. 2d at 700 (“[l]f [the patentee’schcterization was inconsistent with the
examiner’'s understanding of the referenceelaon his own review of the abstract, it
would have served only to highlight tthe examiner that more investigation or
translation was necessary.”). In situatiosgch as this, where the prior art being
interpreted by the prosecutingtaney has been provided to the Examiner in full, the
attorney’s characterizations tfie prior art can be consiced only attorney argument,
and therefore cannot give rise to asmof action for inequitable conduct.

3. Materiality

Even if Roebuck’s remarks could be dchaterized as factual misrepresentations,

they fail to meet the materigl requirement, and thereforeroeot give rise to a charge of

inequitable conduct. The Federal Circuit rdbemecognized that its previously “low
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standards for intent and materiality viea inadvertently led to many unintended
consequences,Therasense, Inc. v. Becton, Dickinson and, ®49 F.3d 1276, 1290
(Fed. Cir. 2011), including “the habit of aiying inequitable conduct in almost every
major patent casejd. at 1289 (internal quotation marks omitted). In response to this
perceived problem, the Federal Circuit “tighfed] the standards for finding both intent
and materiality in order to redirect a doc#rithat has been overused to the detriment of
the public.”ld. at 1290. Now, “the materiality requiréal establish inequitable conduct is
but-for materiality,” that is, proof that ¢hpatent would not havessued but for the
affirmative misrepresentatiotd. at 1291.

The Examiner’s independent reliance on the prior art in this case makes clear that
any alleged misrepresentation by Roebuckncé have been the but-for cause of the
patent's issuance. For example, theamaier initialed “Hillesund” on the IDS,
indicating his review of the reference. Héso discusses the teachings of the ‘895
publication for seventeen pages in his initgjection of the applation. (Doc. No. 169-2
at WG127-WG144, WG148). The Examiner evelesiin his own review, some of the
very paragraphs of the ‘895 publication th@iN and Fugro argueontradict Roebuck’s
remarks:' indicating that he ingendently considered dke portions of the ‘895
publication. The Examiner'extensive knowledge of the98 publication, as evidenced
by his own references to the prior art, cate that any mischaracterization by Roebuck
could not have been a but-for cause of the patent’s issuance.

4. Intent to Deceive

™ CompareDoc. No. 169-2 at WG129, WG137 (citing the ‘895 publication at 7, § 2), WG130, WG132,
WG135, WG138-141 (citing the ‘895 publication at 8 fviith Doc. No. 184 at 8 (ION'’s citation to the
‘895 publication at 7 1 2andDoc. No. 165 84 (Fugro’s Answer, quoting the ‘895 publication at 8 1 1).
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Because no reasonable jury couladfithat Roebuck made an affirmative
misrepresentation of material fact, the QGodoes not need to consider the second
element of the analysis—intent to deceiRather, the Court must grant summary
judgment in favor of WesternGeco on b@tefendants’ inequitable conduct defenses.

D. Antitrust counterclaims

ION urges that “[a] patenbwner or assignee thatferces a patent that was
produced by fraud on the PTO loses the exemption from antitrust liability that ordinarily
protects a patent holder in its enforcement effor@elano Farms Co. v. Cal. Table
Grape Comm’'n655 F.3d 1337, 1351 (Fed. Cir. 2011). To prove fraud on the PTO, the
alleged infringer must prove “(1) a represemtatof material fact, (2the falsity of that
representation, and (3) the inteéatdeceive or, at least, aat# of mind so reckless as to
the consequences that it is held tothe equivalent ointent (scienter).'Hydril Co. v.
Grant Prideco LR 474 F.3d 1344, 1349 (Fed. Cir. 20Q¢€)tation omitted) (internal
guotation marks omitted). The antitrust counterclaims asserted by ION and Fugro derive
from their inequitable conduct defenses. Farshme reasons that the Court has rejected
those defenses, it must likewise rejde related antitrst counterclaim¥ Because the
Court has concluded that summary judgmentst be granted to WesternGeco as to
inequitable conduct, it must grant summangigment to WestaeGeco as to ION’s
antitrust counterclaim and the Fugro Dedants’ declaratory judgment antitrust
counterclaim, as well.

VI. CONCLUSION

12 Neither ION nor Fugro disputes that their derivatilefenses and counterclaims must fail if the Court
concludes, as it has, that no genuine issue of material fact remains as to inequitable conduct.
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For the reasons discussed above, the tGmncludes that WaternGeco's three
motions for summary judgment mustBRANTED.
IT IS SO ORDERED.

SIGNED at Houston, Texas, on this the®2ay of February, 2012.

YL C @ S n

THE HONORABLE KEITH P. ELLISON
UNITED STATES DISTRICT JUDGE
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