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IN THE UNITED STATES DISTRICT COURT

DISTRICT OF UTAH, NORTHERN DIVISION

PHILLIP M. ADAMS & ASSOCIATES,
L.L.C., a Utah Limited Liability Company, MEMORANDUM DECISION AND
ORDER GRANTING IN PART

Plaintiff, DEFENDANTS’ MOTION TO COMPEL
EXPERT DISCOVERY
Vs. FROM DR. ADAMS
FUJITSU LIMITED, FUJITSU AMERICA,
INC., MPC COMPUTERS, LLC, SONY Civil No. 1:05CV-64 TS
ELECTRONICS INC., WINBOND
ELECTRONICS CORP., ASUSTEK The Honorable Ted Stewart
COMPUTER, INC., ASUS COMPUTER Magistrate Judge David Nuffer

INTERNATIONAL, , MICRO-STAR
INTERNATIONAL CORPORATION, LTD.,
MSI COMPUTERCORPORATION,

Defendants.

And Related ThirdRarty Claims

Defendants Sony Electronics Inc., Winbond Electronics Corp., ASUSTeK Computer
Inc., ASUS Computer International, Micftar International Corporation, LtAandMSI
Computer Corporatior{collectively“ Defendant§ * have filed aMotion to Compel Expert

Discoveryfrom Dr. Adams’

Defendants request that the Court order: (1) Dr. Adams to provide a written rexoett
pursuant td-ederal Rule of Civil Procedure 26(a)(2)() Dr. Adams to appear for at
least four days of expert depositionfitly examinehim on all the expert opinions he
intends to offer at trial, and (3) Adams to produce all documents Dr. Adams has
considered in forming any expert opinions he intenasfe at trial>

! Quanta Computer, IndQuanta Computer US Inc., Quata Manufacturing, Inc., and National Semiconductor
Corporation joined in the original motion but have since been dismigs®dlie case

2 DefendantsMotion to Compel Expert Discovefyom Dr. Adams, docket n®24, filed August 21, 2009.
3
Id. at 1.
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After carefully cosidering the parties’ filings, the motion is GRAED IN PART as
provided herein.
INTRODUCTION

In the late 1980s, Dr. Phillip Adams identified a defect in the NEC 765A floppy disk
controller (FDC) which was present in most personal complitens Adams believed that the
defect in the FDC could cause ttedom destruction or corruption of data without proper
notification to the user that data had been destroyed, which potentially could leadus se
consequences.Since his disovery of the defechr. Adams has devoted substantial amounts of
time andeffort to developing various solutions for FDC defécBr. Adams decided to patent
the computer technology resulting from his development efforts, with the fiestt@pplication
being filed in 1992. To date, there have been at least five patestsed as the result bf.

Adams’ efforts® Each of those patents has been purportedly assigned to Phillip M. Adams &
Associates LL.C. (Adams) the Plaintiff in this case.

The FDGCrelated defects have given rise to multiple lawsuits over the pasakgears,
one of which culminated with a $2.1 billion clesstion settlement. In the aftermath of that
classaction settlement, interest in Adams’ technology apparently increaskjeédimisuse of
that technology has given rise to Adams’ instant lawsuit against a number ofntesnpahe

computer industry.

* Second Amended Complaint at 3, docket2®®, filed January 4, 2007.
®1d.

®1d. at 2.

"U.S. Patent No. 5,379,414

8 Second Amended Complaint at 2, docket2®2, filed January 42007. The United States patents identified by
Adams,i.e. the patentsn-suit, are as follows5,379,414 titled "Systems and Methods for FDC Error Detection and
Prevention” ("the '414 patent"); 5,983,002 titled "Defective Flopmk&tte Controller Det¢ion Apparatus and
Method" ("the '002 patent"); 6,401,222 titled "Defective Floppy Disk@tatroller Detection Apparatus and
Method" ("the '222 patent"); 6,195,767 titled "Data Corruption Detectgpafatus and Method" ("the '767

patent"); and 6,687,85Mntitled "SoftwareHardware Welding System"” ("the '858 patent").

°Id. at 3.
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In a previous lawsuit\dams v. Gateway, Inc.,'® this court ruled that Dr. Adams’ duties
as an employeef Phillip M. Adams & Associates.L.C. did not require him to regularly testify
as an expert itnesson its behalf in cases where it was a paatyd therefore, denigdateways
motionto compel Dr. Adams to provide an expert repbrThe court also denied Gateway’s
motion to compel additional deposition of Dr. Adams because Adams had already “been
extensively deposed? Defendants now bring a motiavith nearly the identical request that
was brought irGateway—to require Dr. Adams to provide an expert report and four more days
of expert deposition® Defendants believe that the situatttals chagedsince theGateway case
because Defendants have evidence that Dr. Adams has testified as an expertnvaavess |
separate casewhich would now qualify him as an expert witness that must provide an expert
report’* In only oneof these cases was l@mployer a party. But his employer may have had a
business interest in having him testify.
DISCUSSION
Expert Report
Disclosure of opinion and supporting information by report is required for a witness who
“is one retained or specially employed to prowdeert testimony in the caseare whose

duties as the party’s employesgularly involve giving expert testimony™ Federal Rule of

Civil Procedure 26(a)(2)(Bexplicitly identifies two categories of experts from whom reports

are required; one comprising nemployees of a party especially retained or employed for the

10 Adamsv. Gateway, Inc., No. 2:02 CV 106 TS, 2006 WL 644848, at *3 (D. Utah March 10, 2006)
11 Id
129,

13 Memorandum in Support of Defendants’ Motion to Compel Expert Discoveny Bir. Adams (Memorandum in
Support) at 1, docket n828, filed under seal, August 21, 2009.

141d. at 45.

5 Fed. R. Civ. P. 26(a)(2)(B)See generally Adams v. Gateway, Inc., No. 2:02 CV 106 TS, 2006 WL 644848, at *3
(D. Utah March 10, 200§explaining the history of expert discovery and report requirement).
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particular case and one comprising employees of a party who regakity tor the employer

» 16

party:
The language of rule 26(a)(2)(B) is susceptible to several alternativeréattgions.
Courts have split on when axpertemployee witness must give an expert report. Some courts
read Rule 26(a)(2B) to require repds only from those employees who testiiy a regular basis
for thar employerparty when their employer is a part@ther courts have held the rule applies
to allemployee experts who testify on behalf of the employer party.
In Day v. Consolidated Rail Corp.'” the magistratgudge ruled that an employee used by
a party employeto offer expert testimony will always lequired to give an expert report.
“Since his duties do not normally involve giving expert testimony, he may farliewed as
having been ‘retained’ or ‘specially employed’ for that purpd&eThis magistratgudge
reasoned that using employees as expert withesses and not requiring fhlegeeemitnesses to
provide an expert report wouldreate a category of expert trial withessvidrom no written
disclosure is required—a result plainly not contemplated by the drafters afrteatoversion of
the rules and not justified by any articulable paliéy
Theinterpretatioradopted irDay seems to ignore the Rule’s languag@ch limitsthe
requirement of an expert employee to provide an expert report to those instanbeshithe
duty of the party’s employee “regularly involve[s] giving expert testiyddfi UnderDay, even
if an employee expéstduties do not “regularly involve givinexpert testimony” the employee
will always be required to give an expert report as one having betmed or specially

employed to provide expert testimony in the case

16 Navajo Nation v. Norris, 189 F.R.D. 610, 612 (E.D. Wash. 1999)

17 No. 95 CIV 968 (PKL) 1996 WL 257654, *4 (S.D.N.Y. May 15, 1996)
81d. at 3.

d. at2.

D Fed. R. Civ. P. 26(a)(2)(B)
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The Court of Appeals for the Second Circuit follothe literal languagef Rule
26(a)(2)(B) torequire reports dy from those employees “whose duti@s an employee of the
party regularly involve giving expert testimony~*Where the witness . . . does not regularly
give expert testimony in his or her capacity as an employee peoterport is requiretf?
Similarly, a district judge in the Ninth Circutbncluded that[f] f the drafters had
intended to impose a report obligation on all employee-experts, they could have and weuld ha
done s0.® In thatcasethree Tribal Countimembers thatvere designated to “testify regarding
tribal customs and traditionsiere not required to provide an expert regdrthe court saidhat
in theDay case€'the Magistrate Judge simply rewrote the rule to say that empky@erts must

provide the report required BBRCP 26(a)(2)(B} % It further held that tiose employee®f the

party employerwho do not regularly testify for the employer but are doing so in a particular
case(of the employer partyleed not provide the report®”

As stated in the ruling in th@ateway case,'Dr. Adams has extraordinary knowledge
about the technical subject matter of his patents, and he has beellyfdasignated as an
expert in this litigatiort.2” However this fact and the fact that his status as an employee is
undisputed do not determiméhetherDr. Adamsis requiredto provide an expert report.

It is undisputed that Dr. Adams is not a witness who is retained or speciallyyechipjo
Plaintiff, his employerto provide expert testimonu this case.The only issue ishether
Adamsis an employeewhose duties athe party’semployee regularly involve giving expert

testimony because he testifieas an expert in other cases where his employer was not a party

21 Bank of China, New York Branch v. NBM LLC, 359 F.3d 171, 182 n.13"(Zir. 2004)
22
Id.
23 Navajo Nation v. Norris, 189 F.R.D. at 613
21d. at 611.
®|d. at 612.
%d..
2" Addams v. Gateway, Inc., No. 2:02 CV 106 TS, 2006 WL 644848, at *1 (D. Utah March 10, 2006)
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but may have had a business purpindgs testimony® Plaintiff claims that “of the handful of
instances ofDr. Adams’s]expert ‘testimony’ cited by Defendants, omyo arguably involved
giving expert testimony as an employee of Adamsehalf of his employer when the employer
was a party the declarations filed iGateway and in this case

Defendantshowever, argue that Dr. Adams, although not testifying on behalf of
Plaintiff, testified in other cases in Plaintiff’s interest “only in order to attempteode
[Plaintiff's] patents.*® Defendants further argue that “Dr. Adams’ prior expert testinfiony
these cases where his employer was not a parpdrt of his duties as pripal of Plaintiff” and
that “Plaintiff has failed to show that Dr. Adams is not an employee whose duties do not
‘regularly involve giving expert testimoriy>*

Thus, the question is whether Rule 26(a)(2)(B) should be read to require that an
employee of a py make an expert report if the witnes$thities as the party’s employee
regularlyinvolve giving expert testimoriy” in casesin which the employer is not a party to the
suit in which the employee testifies.

Dr. Adams has testified on behalf of hm@oyer Phillip M. Adams & Associates,
L.L.C., on only two occasions when his employer was a partyGataway and in this caseln
the other instances listed by Defendants, Dr. Adaffiesedexpert testimony not for his
employer,but for a third party. In those instancBs, Adams easily fits into the first tegory of
expert witness under Rule 26(a)(2)(B) as o is“retained or specially employed to provide

expert testimony in the cdsand the party using Dr. Adams as an exp@uld be required to

B Eed. R. Civ. P. 26(a)(2)(B)See generally Adams v. Gateway, Inc., No. 2:02 CV 106 TS, 2006 WL 644848, at *3
(D.Utah March 102006)(explaining the history of expert discovery and report requirement).

# plaintiffs Response to Defendants’ Motion to Compel Expert Discofdgmorandum in Opposition) at 9,
docket no952, filed September 8, 20q@mphasis in original).

%0 Reply in Support of Defendants’ Motion to Compel Expert Discofem Dr. Adams (Reply Memorandum) at
2-3, docket no977, filed under selaSeptember 16, 2009.

31d. at 3.

%2 Fed. R. Civ. P. 26(a)(2)(B)See generally Adams v. Gateway, Inc., No. 2:02 CV 106 TS, 2006 WL 644848, at *3
(D. Utah March 10, 200§explaining the history of expert discovery and report requirement).
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provide arexpert report.However, in none of those cases was he testifying for his employer-
party.

The rule requires expert reports when an expert is acting as such on a ragjstafdo
parties to litigation who engage the expert as a professotsitler and for parties to litigation
who use “in-house” professional experts to testify on their behalf. Examples at¢heviauld
be employees of automobile or tire manufacturers who are on staff to provide akpestw
services for their frequély litigating employer. The rule is not meant to embrace Dr. Adams
who has testified twice for his employer and several times for others tedredaues. The rule
should be read to require an expert report from an employee-expert only whem#ssisvihe
functional equivalent of a hired professional expert, which Dr. Adams is not. He mvémear,
the owner, and the person in his company most knowledgeable about his technology. He is not
hired for the purpose of presenting expert testimony.

Additional Deposition Days

Defendants also ask for an additional four daysake Adams depositioras an
expert®® Defendants argue th&filh multiparty cases, the need for each party to examine the
witness may warrant additional tim&”Although Defedants have had seven days to depose
Dr. Adams, Dr. Adams has agreed to give an additional one-day depdsi@tause of the
number of topics upon which Dr. Adams is planning to offer his testinfimg court will allow
additional timeso Defendants nya'‘fairly examinethedeponent.?” However, because
Defendants have already takeffull seven days to depose Dr. Adams, only two additional days

will be grantedor expert deposition.

33 Memorandum in Support at 1.

341d. at 7 (quoting Preliminary Drafif Proposed Amendments to the Federal Rules of Civil Procedure and the
Federal Rules of Evidence, 192 F.R.D. 395, 106th Cong. (2000) (adopted April 17, 2000)).

% Memorandum in Opposition at 2.
% Memorandum in Support at 2
3" Fed. R. Civ. P. 30(d)(1)
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Documents Considered in Forming Expert Opinions

Defendants request thBr. Adams “produce all of the documents and communications
he considered in forming his expert opinions even if those documents and communications may
have contained privileged or work product informatidh.One of the requirements of an expert
report sthatit include “the data or other information considered by the witness in forming (the
opinions).”®® As stated above, Dr. Adams will not be required to provide an expert report.
Consistent with Rule 2®r. Adamss also not required to produttee dbcuments and
communications he considered in forming his expert opini@msce he is the Plaintiff's
principal, it would likely be impossible for him to segregate information he hasdeoediin
forming his opinions from all the information he has received in the case, includinggeVil

communications.

ORDER
IT IS HEREBY ORDERED thabDefendantsmotion to compel expert discovery from
Dr. Adamg®is DENIEDIN PART and GRANTED IN PART Dr. Adamsis not required to
provide a written expert report bug kvill providetwo days of expert depositiorHe will not be
required to produce documents and communications he considered in forming his expert

opinions.

March 20, 2010.

Dy Mdfe

Magistrate Judge Dawdl Nuffer

3 Memorandum in Support at 1.
% Fed. RCiv. P. 26(a)(2)(B)(ii)
40 pefendants’ Motion to Compel Expert Discovery from Dr. Adams, dbok.924, filed August 21, 2009.
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