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IN THE UNITED STATESDISTRICT COURT
FOR THE DISTRICT ORJTAH, CENTRAL DIVISION

PHILLIP M. ADAMS & ASSOCIATES,

L.L.C., a Utah Limited Liability Company
MEMORANDUM DECISION AND

Plaintiff, ORDER GRANTING IN PART SONY
ELECTRONICS INC."S MOTION TO
V. COMPEL ADAMS’ INTERROGATORY

RESPONSES AND PRODUCTION OF
FUJITSU LIMITED, FUJITSU AMERICA, | DOCUMENTS

INC., MPC COMPUTERS, LLC, SONY
ELECTRONICS INC., WINBOND Case N01:05CV-64TS
ELECTRONICS CORP., ASUSTEK
COMPUTER, INC., ASUS COMPUTER District JudgeTed Stewart
INTERNATIONAL, MICRO-STAR
INTERNATIONAL CORPORATION, LTD., | Magistrate JudgBavid Nuffer
MSI COMPUTERCORPORATION,
NATIONAL SEMICONDUCTOR
CORPORATION

Defendant.

Defendant’'sSony Electronics Inc.’s (Sony) Motion to Compel Adamngérrogatory
Responses and Production of Documeistseferred to the magistrate judge. After carefully
considering the filings, Sorgy Motion is GRANTED IN PART as provided herein.

BACKGROUND

In the late 1980s, Dr. Phillip Adams identified a defect in the NEC 765A floppy disk
controller (FDC) which was present in most personal compfitens. Adams believed that the
defect in the FDC could cause the random destruction or corruption of data without proper

notification to the user that data Haelen dstroyed, which potentially could lead to serious

! Sony Electronics Inc.’s Motion tBompel Adams’ Interrogatory Responses and Production of Documents, docket
no. 802 filed, June 11, 2009.

2Second Amended Complaint at 3, docket2®2, filed January 4, 2007.
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consequences.Since his disovery of the defechr. Adams has devoted substantial amounts of
time and effort to developing various solutions for FDC defédds. Adams decided to patent
the computer tdmology resulting from his development efforts, with the first patent applicati
being filed in 1992. To date, there have been at least five patents issued as the result of Dr.
Adams’ efforts® Each of those patents has been purportedly assignedlip PhiAdams &
Associates L.L.C. (Adams), the Plaintiff in this cdse.

The FDCrelated defects have given rise to multiple lawsuits over the past sexasl ye
one of which culminated with a $2.1 billion clesstion settlement. In the aftermath of that
classaction settlement, interest in Adams’ technology apparently increasksjeédimisuse of
that technology has given rise to Adams’s instant lawsuit against a numberpafrgcesiin the
computer industry.

Sony Electronics Inc. served Adams with its First Set of Interrogatoneanuary 24,
2006, and its Second Set of Interrogatories on July 13, 200fams responded to the first set
on March 15, 2006 and the second set on August 25, 2@afy was not satisfied with

Adams’s responses and tharfees have met in an attempt to reach an agreement about the

31d.
41d. at 2.
5U.S. Patent No. 5,379,414

® Second Amended Complaint at 2, docket2®2, filed January 4, 2007The United States patents identified by
Adams,i.e. the patentsn-suit, are as follows5,379,414 titled "Systems and Methods for FDC Error Detection and
Prevention” ("the '414 patent"); 5,983,002 titled "Defectil@ppy Diskette Controller Detection Apparatus and
Method" ("the '002 patent"); 6,401,222 titled "Defective Floppy Disk@tiatroller Detection Apparatus and
Method" ("the '222 patent"); 6,195,767 titled "Data Corruption Detectmpafatus and Method" ("the '767

patent"); and 6,687,858 entitled "Softwatardware Welding System"” ("the '858 patent").

"1d. at 3.

& Memorandum in Support of Sony Electronics Inc.’s Motion to Compel AdartesTtmatory Responses and
Production of Documents (Memorandum in Support) at 2, dock&l®pfiled under seal, June 11, 2009.

°Id. at 3.
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disputed discovery requests.Sony has also sent two letters to Adams describing what Sony
believes to be the inadequacies of Adams'’s respdhs@sny filed this motion to compel the
production of information and documents Sony believes are central to the development of
evidence.

DISCUSSION

Interrogatories

Interrogatory No. 4 states:

For each claim [asserted against Sony], specifically IDENTIFY the datle(s)

conception, diligence and reduction to practice, each PERSON involved in such

conception, diligence and reduction to practice, the location and circumstances of

the conception, diligence and reduction to practice, and all DOCUMENTS

tending to establish or refute or tending to IDENTIFY the dates, locations,

individuals or circumstances sought in this interrogatory.

Adamsresponded that “Adams has provided all the specificity presently available . . . in
the narrative of previous responséd.Sony believes this resporisénadequate, and that
Adams’s “cut and pasted” response from the pBatewaylitigation is inadequate because

during theGatewaycase “two of the five patents-suit were not even at issti& Sony requests

“specific dates of conception for each asserted claind’ believes Adams has failed to provide

4.
1d. Ex. RQ attached to the Memorandum in Support.
1d. at6-7.

13 Adams’ Response to Sony Electronics Inc.’s Motion to Compel Adamstdgeiory Responses and Production
of Documents (Opposition Memorandunt)va, docket no832, June 29, 2009.

14 Memorandum in Support at 7.
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such information> This interrogatory “seeks information [Sony says is] critical to asspsin

validity of Adams’ patents und&5 U.S.C. § 102'°

Adams objectshat interrogatory No. 4 requests information for 40 patent claims, and
thus includes 40 subpart5.If it does, that is roa definitivebasis for objection in this cas&he
information is central to the case and is far more likely tefbeently obtained by interrogatory
thanby any other means.

Adams answered Sony’s interrogatory with a history of the research agldglaent of
each paterif and told Sony that the pateritssuit have a “continuum of research and
development that started . . . approximately 1991, and continued without intertapthe filing
of the patentsa-suit.”*® Adamsalso says thg/pe of information that Sony seeks is unavailable
because the activities in question do not start and stop on exaéf dalgs, becausamearly two
years had passed since Adams’s “last nmgdinl supplementation” of interrogatory No. 4,
Adams believedhat Sony was satisfied withdams’sresponsesntil Sony filed this motiof*

Sony cites case law to support its position, arguing that Sony is similarly entitkbe to “
actualdates thatAdams) is claiming for conception, as well as definitively state a date that it
claims it ‘constructively reduced to practice the claimed inventithSony is concerned that

Adams current response to Sony’s interrogatory No. 4 would allow Adams “towangiever

Y1d.

1d.

" Opposition Memorandum at vii.

181d. viii; Ex. B attached to Opposition Memorandum.
' Opposition Memorandurat viii.

2|d. at 2.

! 1d. at viii.

#230ny’s Reply in Support of Sony Electronics Inc.’s Motion to Compel Adémiestrogatory Responses and
Production of Documents (Reply Memorandum) at 2, docke®5ig.filed under seal, July 15, 2009 (quoting
Nazomi Commc’ns Inc. v. Arm HoldinBEC, No. C 0202521JF (RS), 2003 WL 24054504, at *2 (N.D. Cal. Sept.
3, 2003).
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date of conception and reduction of practice suits it depending on the particular issedaHzef
court.”® A caseruling provides asolutionfor this dilemma. A magistrate judge ruled that a
party responding to anterrogatory similar to inteogatory No. 4 in the presecdése heed not
state specific dates if it in good faith believes it cannot do so, but it shall demtiees response
stating with clarity (1) whether it intends to rely on a date or dates of actiuakien to practice
that precede the constructive date, and if so, then (2) the approximate date or aetiesl of
reduction to practice it intends to as$éft.Adams will be required to do the saamwell as
supplement its answer to provide a complete response to interrogatory No. 4.

No. 5

Interrogatory No. 5 states:

Explain in detail all reasons why YOU believe [Sony] has willfully infringechea
of the patentsa-suit.*

Sony desires to know Adams’s factual contentions and reasoning for cl&omiyg
willfully infringed Adams'’s patent&® The Federal Circuit has held that “proof of willful
infringement permitting enhanced damages requires at least a showingabivelrecklessness”
and that “to establish willful infringement, a patentee must show by clear anaciogvi
evidence that the infringer acted despite an objectively high likelihood thatidesaconstituted
infringement of a valid patent” Adamss response to interrogatory No. 5 refers to meetings

Adams had with Sony in 2001 and 2002, and stateg\theats “corresponded with Sony about

Sony licensing (Adams’s) patented technology,” that “Sony was well awéfelaims’s) patents

% Reply Memorandum at 3.

24 Boston Scientific Corp. v. Micrus Cordo. C 0404072 JW (RS)2007 WL 174475at *2 (N. D. Cal. Jan. 22,
2007)

% Memorandum in Support at 7.
*1d.at 8.
?"|n re Seagate Tech. In@97 F.3d 1360, 1371 (Fed. Cir. 2007)
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and patented technology” and “Sony chose to infrirffeXdams asserts that the evidence
uncovered shows that “Sony [is] more than a willful infringer” because Sony “@iegdewith
its suppliers and induced its suppliers to infringe Adams’ patéhts.”

Adams has indicated that it will supplement its response when Sony produces documents
thatit saysSony is currently withholding based on “frivolociaims of privilege.*® Sony,
however, wants to know what Rule 11 basis Adams had for making a willful infringeragnt cl
at the time Adams originally made this clainot after Adams is able to gather evidence against
Sony.

Adamss fourth supplemental response to interrogatory No. 5 cites to a nungres
filed in this lawsuit* Sony believes that such a response is insuffi¢fefifA] party may not
answer an interrogatory pgic] generally referring to pleadings filed in the case@positions
taken in this or other case¥”Also, inWilliams v. Sprint/United Management Cthe
magistrate judge ruled that “Plaintiffs are not permitted to answer interrogabgrgenerically
referring to the pleadings filed in this case (whichrenily number in excess of 3700) with
no articulation of where this information may be fouldaintiffs must indicate with specificity

where the information can be foundf.”

28 Opposition Memorandum at ix.

2d.

.

*d.

32 Memorandum in Support at 8.

33 Lipari v. U.S. Bancorp, N.ANo. 072146 CM-DJW, 2008 WL 2704473at *1, (D. Kan. July 8, 2008)
% Williams v. Sprint/United Mgmt. Ca&235 F.R.D. 494, 501 (D. Kan. 2006)



http://www.westlaw.com/find/default.wl?rs=CLWD3.0&vr=2.0&cite=2008+WL+2704473�
http://www.westlaw.com/find/default.wl?rs=CLWD3.0&vr=2.0&cite=235+F.R.D.+494�

Adams believeg specificallyexplained its basis for its belief that Sony willfully
infringed some of Adams’s patents in Adams’s initial response to interrodétoy without
generally citing to pleading$

This case is different thaWilliamsbecausen Adams’s supplemental response, Adams
did not “generally” or “generically” refer Sony to the pleadingstspecificallyreferred Sony to
eleven pleadings that “indicate with specificity where the informatiorbegound.®® It is
possible that Adams’s original response sufficiently answers Sony’sogdégory as to the
patents that existed at the time of the mentioned meetingmwever, Adams does not specify
which patents it thinks Sony willfully infringed based on these 2001 and 2002 meetongs. S
argues that some of the patemssuit had not even issued by 2002 and that the “string of docket
entries referenced by Adams do not even mention two of the five pateni#-"*® Sony wants
Adams to answer, “with specificity as to each asserted claim,” Adams’s dontdrdt Sony has
willfully infringed.® Sony is entitled to this information, and Adams will be required to specify
on a patenby-patent basis its contention of willful infringement for each of the five patents
suit.
No. 7
Interrogatory No. 7 states:

IDENTIFY separately for the PATENFBN-SUIT and alRELATED

PATENT(S)/APPLICATION(S) all PRIOR ART, the earliest date of which

ADAMS first learned of such PRIOR ART and all PERSONS aware of, including
the PERSON(S) who first learned of, each such item of PRIOR ART.

% Opposition Memorandum at2
** Wwilliams 235 F.R.D. at 501.

37 Opposition Memorandum at ix.
% Reply Memorandum at-3.

#Id. at 4

“° Memorandum in Support at 9.



Adams’s response to this interrogatory pointed Sony to Adams’s patent applfoa

U.S. Patent No. 5,379.41the ‘414 patent)** He statedprior art appears under the heading

'OTHER PUBLICATIONS in U.S. Patent No. 5,379,414° Sony believes Adams’s response

to No. 7 to be deficient because that patent publications list would only identify pprior ane
of the five patent#a-suit and did not identify the earliest date or person involved in gaining
knowledge of this prior af® Also, in Dr. Adams’s most recent deposition testimonyyas
asked if he believed the 1990 NEC detector tprim art** Dr. Adamsresponded that he thinks
“many things are prior art® and that “since [hedidn’t have [thel990 NEC detector] at the
time, [he] would assume it's prior ait>” Adams’s answer titerrogatory No7 to date is
therefore not thorough or definitive.

Adams argues that by asking him what he believes is prior art, the interyogiatonpts
to relieve Sony of its burden of proving by clear and convincing evidence that somegtbiitg i
art*’ The ultimate decision of what is prior art will be made by the trier of fact. Songslésir
identify actual and potential prior art before the close of discovery and ie@éntithsk Adams
about his views.

Sony defined “PRIOR ART” in its Fét Set of Interrogatories as “any DOCUMENT,

action, or information that actualty potentially satisfies any of the prior art provisions3&

*1 Opposition Memeandum at x.

*21d. at xi.

3 Reply Memorandum at 5.

*4Ex. Ato Reply Memorandum di48:1819.
**|d. at 149:13

“®|d. at 149:1516.

4" Opposition Memorandum at8& SeeMahurkar v. C.R. Bard, Inc79 F.3d 1572, 1578 (Fed. Cir. 199&ycused
infringer bore he burden of proving art was prior art by clear and convincing evidence).
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U.S.C. §100et seq., §§ 102 and 10%"Sony points out that Adams did not object to this
definition.** Sony’smemorandum, howevetlaimsthat “PRIOR ART” is a term defined by
Sony to include “(1) NEC’s Data Corruption Detector; (2) IBM’s detectors aludi@ns; (3)
ErrorNot detector software; (4) IBM’s 1984 Diagnostic for Forcing Overrun/Uadddiskette
Checks (5) IBM's detector for the 765A Defect Detection process; (6) Inted’sdfits floppy
diskette controller; (7) NEC'’s fix to its floppy diskette controller; and (&jidhal
Semiconductor’s fix to its floppy diskette controlléf."But this definition vas not in the
interrogatory as proposed. Adams asserts that with this list “Sony hasiédleciftain
references as prior art and [by this interrogatapyy wants Adams to admit that those
references are prior art”” Because Sony did not originallycinde its list of specific items it
believes are prior art in its interrogatory Adams is not required to responchastaté Adams
was first aware and who was first aware of those items.

It is clear that Adams and Sony disagree on what is prior ort@dtpnor art. Sony
admits that Adams’s answer using the agreed definition of “prior art” would nateeiguan
admission from Adams as to what is or is not prioPaftdams is free to indicate in its
supplemental response where it disagrees with Samgrrogatory definitiorof prior art.

But Adams will be required to supplement its answer to this interrogatory by idegtély
“PRIOR ART” as Sony defines the term in the interrogatdioegach patenin-suit. Adams’s

answer should identify the earliest date and person involved in gaining knowledge asisAdam

“8 Reply Memorandum at.4emphasis in original).

“1d.

*°Opposition Memorandum at Bee alsMemorandum in Support at 4101..
*1 Opposition Memorandum at xi.

2 Reply Memorandum at 4.



behalf of all “PRIOR ART"of each patenih-suit. Adams’s answer need not identify “PRIOR
ART” for any related patent(s)/application(s) as requested in igeiony No. 7.

No. 12

Interrogatory No. 12 states:

For each claim [asserted against JOHYENTIFY the apparatus, product,

device, process, method, act or other instrumentality that constituted the first

embodiment of each claimed invention and IDENTIFY when it was first

described ira printed publication, in public use, offered for sale, or sold,

including, without limitation, the date of such printed publication, public use,

offer to sell, or sale and identity of the PERSON(S) with knowledge of such

printed publication, public useffer to sell, or sal&

This interrogatory is pertinent because a person is not entitled to a patentniv&heon
was . . . on sale in this country, more than one year prior to the date of the application for
patent.”® Failure to mark a patentediale with the corresponding patent number ratsp
limit the damages a patentee may recover for alleged patent infring&meterrogatory No. 12
seeks information on any embodiments Adams has previously used so Sony may determine
when these embodiments existed, if they were sold to the public, and if they werd miginke
Adams’s patenhumbers®

Adams objects thdtio. 12 requests multiple pieces of information on multiple patents
and as such, includes at least 40 subparsgain the complexity othe case justifies such an

interrogatory. Adams’s responsgoes statéhat the first publication of each patentsuit is the

publication of the patent itself. Adamsalso provides the dates for the first offer for license of

3 Memorandum in Support at 11.
435 U.S.C. § 102(b)
535 U.S.C. § 287(a)

* Memorandum in Support at 11.

" Opposition Memorandum at xi.

*81d. at xii.

10
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each inventiort? For exampe, Adams answers that “[t]he first offer for license of the inventions
of the ‘414 and ‘002 patents was in the presentation to Symantec in ®98@ams has given
similar responses for the other patentsuit® However, these answers only partially respond
to Sony’s interrogatory No. 12 because the response dospetuifically state if these offers to
license were the first time these patemése in public useoffered for sale, asold Adams has
also failedto identify the first embodimermf ead of the patentg-suit. Adams will be required
to fully answer Sony'’s interrogatory No. 12 by providing Sony with the first emimdiof each
patentin-suit and when each invention wiast in public use, offered for sale, or sold.
No. 24

Interrogaory No. 24 states:

For any opinions that Dr. Adams may provide at trial including any opinions

under Rules 701, 702, 703, or 705 of the Federal Rules of Evidence, provide the

following information: (i) a complete statement of all opinions Dr Adams will

express and the basis and reasons for them; (ii) the data or other information

considered by Dr. Adams in forming them; (iii) any exhibits that will be used to

summarize or support them; (iv) a list of all other cases in which, during the

previous 4 years, Dr. Adams testified as an expert at trial or by depositiow)and (

Dr. Adams’ qualifications, including a list of all publications authored in the

previous 10 year¥’

Adams did not respond to this interrogatory, but objected on grounds that Dr. Adams wa
not required to provide an expert report because Dr. Adams isatained or specially

employed to provide expert testimony in the case or one whose duties as thepgiyee

regularly involve giving expert testimoriy> The requested information in interrogatory No. 24

#d.
0.
& d.
62d. at xiii.

3 d. See alsded. R. Civ. P. 26(a)(2)(B)

11
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seeks the information that is required in an expert report when an expert repguirsd® The
court has already decided that Dr. Adams is not required to provide an experftefmmy
may not useninterrogatory tamvercome the lack of a requiremenRnle 26for Dr. Adams to
produce an expert report.
No. 25

Interrogatory No. 25 states:

For each computer readable file relevant to the claims or defenses in timsimcti
Plaintiff's or Phillip M. Adams’ possession, custody or control including but not
limited to every file named or described during the 30(b)(6) deposition of Hlainti
and any deposition of Phillip M. Adams, identify the name of the file, the version
of the file, the creation date of the file, the sizehef file, the type of filed.qg, .c,

h, .exe., .pdf), the date(s) the file was produced in this action, to whom it was
produced, and the Production number of the file in chart form as shown below.
Computer readable files include but are not limited tos®code files, object

code files, executable files and any associated files such as make files, batch files
script files that are used to build the executable files from the source and/ar objec
files and any prior version of those files. If multiple versions of a filet éxad

have the same file name, each version shall be separately identified. If a
computer filehas not been produced, state “Not Produced” in the “Date(s) of
Production In This Action” columf®

Adamsobijects statinghat “Sony hagreatly exceeded the 50 interrogatory limit”
becausén his deposition, Dr. Adams provided responsive information on approximately four
hundred and fifty file§’ Adams’s response toterrogatoryNo. 25first identifiesfour discs that
were previously produced and lists the files that are found on thes€tRkgiarding these four

disks, Adams includehe names, typeand production numbeds the files, as well as the dates

% SeeFed. R. Civ. P. 26(83)(B)(i)-(v).

% Memorandum Decision and Order Granting in Part Defendants’ Motionrtp€l Expert Discovery From Dr.
Adams, docket ndl234 filed March 22, 2010.

 Memorandum in Support at 14.
7 Opposition Memorandum at xiv.

% Ex. Cto Opposition Memandum

12
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the files were producetl. Adams identifies to whom the disk was produfmcne of these four
disks. For the files found on these four disks Adams does not identify the version, creation dat
or size of the file<® In further response to interrogatory No. 25, Adams provadiss of files
from Adams’sDeposition Exhibiin the Gatewaylitigation and another list of files produced to
Gateway. These twadditionalresponses identify the name, size, and type of the file. They also
identify the date the files were produced in Getewaylitigation, to whom the files were
produced, and th&atewayproduction numbersBut thesdwo responses do not identify version
or creation date of each file.

Sony cites to Dr. Adams’s deposition testimony in which Dr. Adams admitted
that he “produced a copy of the detector . . . thatusad specifically to teshe Sony
products” but that he does not “know which one it was. And so out of completeness, [he]
provided everything® Sony hopes to be able to identify the detector Adams used to test
Sony computers and believes Sony “could likely show that other Sony computeredaccus
of infringement do not infringe” Providing all of the information requested in this
interrogatory “will help Sony identify the detector or detectors used on tlyerfioi
Sony computers by identifying whenrn detectors were createf "Knowing the
creation date and size of each file will help Sony narrow what files are releidams

will be required to provide this additional information foefiles Adams identified.

d.

1d.

" Ex. C to Reply Memorandum at56165.
"2 Reply Memorandum at 8.

d.

13



Interrogatory No. 26 ates:

For each executable file identified in response to Interrogatory No. 25, ydaihtif

source files, software tools, executables, binaries, make files, batclarfites

script files and instructions necessary to recreate the exact executablediiag in

form as shown beloW’

Adams objects to this interrogatory becahsesayst contains four hundred and fifty
subparts”> Adams’sanswerto this interrogatory refers Sony to Adams'’s response to
interrogatory No. 28° Adams argues that this interaigry seeks irrelevant informatidhand
that Sony “has provided no reason or justification for this kind of indiscriminatepsiffe

Sony has failed to explain hdsource files, software tools, executables, binaries, make
files, batch files, and scrifites and instructions necessary to recreate the exact executable files
will assist in this litigation. Sony only says it needs thiermation to identify the detectoBy.
Adams used on Sony computers so that Sony can show that other Sony computers are non-
infringing, and to “enable Sony to determine whether these detectors weteprofduced to
Sony in this case or whether they have been spolidfe8dny should be able to accomplish
these objectives from Adams’s responses to interrogatory No. 25. The burdemgatteyrdlo.

26 would impose on Adams does not justifyy incremental value of thieformation that would

be gained by Sony. Adams is not required to provide further response to No. 26.

"4 Memorandum in Support at 15.

S Opposition Memorandum at xiv.

®1d. at xv.

d.

81d. at 6 ( quotingHilt v. SFC Inc, 170 F.R.D. 182, 188 (D. Kan. 1997)

¥ ReplyMemorandum at 8.

14
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Interrogatory No. 28 states:

For each contention grages28 through 31 of Plaintiff's Preliminary

Infringement Contentions dated January 2, 2009, identify in the chart format

below every document, including by production number, referred to in the

statement “Documents indicate that SONY” andgpecific contention to which

that document relates and any other facts, documents or witnesses on which

Plaintiff intends to rely for each contention and the specific contention to which it

or they relaté?

Sony desires Adams to identify the documents that Adams used to support its
infringement contentions against Sdflyln Adams'’s Preliminary Infringement Contentions,
Adams made nineteen infringement contentions against 8ctach contention stated that
certain unidentified ‘Documents indicate’ ti&any engaged in allegedly infringing condutt.”
Sony believeSAdams did not comply with Rule 11 of the Federal Rules of Civil Procedure”
because Adams “threw everything but the kitchen sink in its contentions” wioethetr Adams
had a basis to make these contentf§no ensure Adams complied with its Rule 11 obligation,
Sony wants to know what documents Adams relied on to support each “Documents indicate”
claim rather than allowing Adams to substantiate its claims after receiving ddsunoem
defendant$?®

Adamss response objects to this interrogatory as duplicative, overly broad, and unduly

burdensomé&® “When Adams and its counsel prepared the infringement contentions, they did

8 Memorandum in Support at 15%.
8 Reply Memorandum at 8.

82 Notice of Preliminary Infringement Contentions and Claim Chartdmetility to Prepare Final Infringement
Contentions and Claim Charts, docket no. 688, filed under seal, Jan. 5, 2009.

8 Reply Memorandum at 9.
#1d. at8-9.
%1d. at 9.

8 Opposition Memorandum at xv.

15



not note document identifications of the contentions and there is no requirement for such
citations . . . . Adams will provide final contentions when it receives the discovery it ha
requestedrom the defendants$” Adams'’s states it is “not refusing to provide citations to
documents for its infringement contentions” and that “Adams will provide citattodsduments
in its final contentions®® This procedure will provide, at the appropriate time, the information
needed.

Request for Production
No. 124

Request for Production No. 124 seeks:

Copies of Sue Ann Adams’ tax returns for the years 1998 to 2008, including

federal, Utah state returns, Nevada state returns, international tax retut sy

other tax return&’

Adams argues that this request “is not sufficiently limited or reasonablylataid to lead
to the discovery of admissible evidence and is overly broad and unduly burderiohaains
also believes that the request is irrelevant to this lawsuit and also duplimeteaaese Dr. Adams
has already produced his tax returns to SGn$ony requests productions of Mrs. Ad&nax
records because “this Court previously ruled inAdams v. Gatewagase that . . . Dr. Adams’
tax returns were both relevant and discoverbblsause of particular terms of agreements

between Adams and Hewld?ackard Co.” and that just because Mrs. Adams “did not perform

any consulting work for [Hewlett-Packard] . . . does not mean that her persoretutars do not

8.

81d. at 7.
891d. at xvi.
©1d.

d.
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reflect an amount received for licensing fees or royalfiésThe argument is not compelling
because Sony fails togride any support for this speculation that Hewldtkard revenues
have leaked into Mrs. Adams’s tax returns.

“[Clourts have been reluctant to order [the production of tax returns] [becaubke of] t
private nature of the sensitive information contained therein, and in part from theipigobst
in encouraging the filing by taxpayers of complete and accurate r&fliri® help encourage
honest filings, “a more stringent standard for discovery of tax returns apdieshe general

standard of relevaedor discovery inFed. R. Civ. P. 26(b)(1)** Some courts have established

a twopart tesfor a requesting party to prevail on a motion to compel production of tax returns:
“(1) the tax returns must be relevant to the subject matter of the actiof2)andompelling
need must exist because the information is not readily obtainable from a lesgdrgausce.?
“The requesting party bears the burden of establishing both relevancy and diogmpeld for
the tax returns?®

The relevance d¥irs. Adams’s tax returns to the subject matter of this action is
speculative. Sony has admitted that Mrs. Adams “did not perform any consultingowsiR br
Compaq and is not personally a party to either agreemertlso, Sony has not established the
exisence of a compelling need because the information is not readily obtainable fissn a le

intrusive source. Sony wants to know if Mrs. Adams’s tax returns show that she was paid

%2 Reply Memorandum at-20

%3 Smith v. Bader83 F.R.D. 437, 438 (D.C.N.Y. 1979)

% Gates v. WilkinsariNo. 03CV-763 GLS/DRH, 2005 WL 758793, at *1 (N.D.N.Y. April 5, 2005)
% Sadofsky v. Fiesta Prod&l C, 252 F.R.D. 143, 149 (E.D.N.Y. 2008)

%1d.

" Reply Memorandum at 10.
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licensing fees or royaltie®. Sony could have asked Adams if she didlams & not required to
produce Mrs. Adams’s personal tax returns.
ORDER

IT IS HEREBY ORDERED that Sony’s motidhto compel interrogatory responses and
production of documents is DENIED IN PART and GRANTED IN PARJn or before April
30, 2010Adams will supplement its respongesnterrogatories Nos. 4, 5, 7, 12, and 25.
Adams will not be required to supplement its responses to interrogatories Nos. 24, 26, and 28.
Adams will not be required to produce documents requested in request for production No. 124.

Dated thi29" day ofMarch 2010.

BY THE COURT

-

Magistrate Judge Daviid Nuffer

Note: For the convenience of the readleis dawument contains hyperlinks to electronic research
resources No endorsement of any product is implied by such links.

%d.

% Sony Electronics Inc.’s Motion to Compel Adams’ Interrogatory Resgsoasd Production of Documents, docket
no. 802 filed, June 11, 2009.
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