Modern Font Applications v. Alaska Airlines Doc. 59

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAHCENTRAL DIVISION

MODERN FONT APPLICATIONS MEMORANDUM DECISION RE:
PLAINTIFF'S SHORT FORM
Plaintiff, DISCOVERY MOTIONS
V.

Case N02:19<v-00561DBB-CMR
ALASKA AIRLINES, District JudgeDavid Barlow

Defendant. Magistrate Judge Cecilia M. Romero

Before the court are Plaintiff Modern Font Applications’ (Plaintiff) (Dtion to compel
initial disclosures (ECF 39); and (2) motion to compel responses to interrogatories (E@Re40)
Motions). Plaintiff asksthis court to order Defendant Alaska Airlines (Defendant) to supplement
itsinitial disclosures anohterrogatoryresponsesDefendanbpposes the Motions on the
grounds that itexistingdisclosures and responses are adequate (ECF 44; ECF 45). Having
carefully onsidered the relevant filings, the court filkdat oral argument is not necessary and
will decide the Motions on the basis of written memorarseeDUCIVR 7-1(f).

l. DISCUSSION
A. MOTION TO COMPEL INITIAL DISCLOSURES
1. Defendant’s initial disclosues are inadequate.

Federal Rule of Civil Procedure 26(a) requires a party to disclosenceftaimation to
other partiesat the beginning of a lawsuit “without awaiting a discovery request.” FedvR. C
P. 26(a). This includes “the name and, if known, the address and telephone number of each
individual likely to have discoverable information—along with the subjects of that

information—that the disclosing party may use to suppsrtiaims or defenséand “a copy—
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or adescription by category anddation—of all documents . . . that the disclosing party has in
its possession, custody, or control and may use to support its claims or defer@esf4d. R.
Civ. P. 26(a)(1)(A)()(i)). A party is required tdbmake its initial disclosures based on the
information therreasonably availabl® it,” and “is not excused from making its disclosures
because it has not fully investigated the gfisé-ed. R. Civ. P. 26(a)(1)(E). After providing
initial disclosuresRule 26(eYyequires a partyo “supplement or correct its disclosure . . . in a
timely manner if the party learns that in some material respect the disclosusancomplete or
incorrect, and if the additional or corrective information has not otherwise been madetknow
the other parties during the discovery process or in writing[.]” Fed. R. Civ. P. 264¢)(1)

Here,Plaintiff contendghat Defendars initial disclosures lackhe identity of withesses,
categories of documents, and production of documents, and Defendant has failed to supplement
its disclosures despite multiple email exchanges regarding these deficiel@ie39 &t 1).
Defendant responds that its initial disclosures were supplemented throughrergple
interrogatory responses, the information provided complies with Rule 26(a)(&ah@\t cannot
provide additional information without Plaintiff's infringement contentions (ECHR4£3.aWth
the court’s leave (ECF 48), Plaintfifed a reply contendinthat it served infringement claim
chats on March 26, 2020, Defendant agreed to a scheduling order requiring it to serve initial
disclosures before infringement contentions were due, and Defendant’s intayagaponses
are inadequate to meet disclosure requirements (EQFa4 2-2).

Thecourt finds that Defendant has failed to meet the requirements of Rule 26(a). Review
of Defendant’s initial disclosures confirms that Defendant failed to disthesielentity of
witnesses with subjects of discoverable information as well as copieggoas of documents

it may use to support its defenses as required by Rule Z&¢af-ed. R. Civ. P. 26(a)(1)(A)(i)-



(i). Although Defendant has provided additional information in its supplemental igdtory
responses, the disclosures remain defici&pecifically, Defendaritas provided the identity of
witnessesbut has failed to provide the specific subjects of discoverable information in their
possessionr their contact information. The supplemental interrogatory responsesciismia
categorief documents or copies of documents other than nedinguter filess produced. The
information provided is therefore inadequate, and Defendant’s initial disetoswrst be
supplementedAccordingly, the court hereby GRANTS Plaintiff’'s motion to compel initial
disclosures (ECF 39).

The court disagrees with Defendant’s reading of Rule)26& its supplemental
discovery responses obviate the need to suppletseh$closures in this caséThe aim of
Rule 26(a)(1) . . . is to identify at the outset those persons that may have amaiidomrelevant
to the case in order to allow for a complete investigation by all parties, thusngllparties to
depose, interview, or subpoena documents of such individuals during the period of tingeset asi
for discovery.” Hornady Mfg. Co. v. Doubletap, IndNo. 2:11€V-18 TS, 2013 WL 1693678,
at *2 (D. Utah Apr. 18, 2013(citation and internal quotation marksitted). Defendant was
required to providéheinformation required by Rule 26(a) at the beginninthefcasevithout
awaiting discovery requests or other information from Plaintiff. However,aine notes that
Defendant is under no obligation to construct Plaintiff's case. “Rule 26 only@sdaiparty] to
disclose witnesses that it may use at,tnat witnesses helpful to [the other partyBee Smith
v. Elva Grp., LLCNo. 1:13€V-00028DS-DBP, 2015 WL 2384037, at *1 (D. Utah May 19,
2015). With these parameters in mind, the court ORDERS Defendant to supplement its initial

disclosures within fourteen (14) days of the date of ttdemo



2. Sanctionsare not warranted.

Under Rule 37(c)(1), “[i]f a party fails to provide information or identify a wagas
required by Rule 26(a) or (e), the party is not allowed to use that information orsiiines
supply evidence on a motion, at a hearing, or at a trial, unless the failure wastsaihst
justified or is harmless.” Fed. R. Civ. P. 37(c)(1). “The determination of whethde&®&a)
violation is justified or harmless is entrusted to the broad discretion of thetdistuit.”
Woodworker's Supply, Inc. v. Principal Mut. Life Ins. Qg0 F.3d 985, 993 (10th Cir. 1999)
(citation andnterrmal quotation marks omitted). In making this determination, the court should
consider: “(1) the prejudice or surprise to the party against whom the testisnofifgred; (2) the
ability of the party to cure the prejudice; (3) the extent to which introducing sstehaey
would disrupt the trial; and (4) the moving party’s bad faith or willfulnesd.{citatiors and
internal quotation marksmitted)

Here, Plaintiff requests sanctions on the grounds that it was prejudiced by theetéailur
provide information before infringement contentions were due, undisclosed documents or
witnesses would be disruptive at trial, and Defendant acted willfully leadinfaith in failing to
meet basic disclosure requirements (ECF 39-3).2Plaintiff acknowledges however that the
prejudice against it may be cured by allowing a later supplement to inframjeontentions
(ECF 39 at 2). Defendant argues sanctiorsreg it are not warranted because it has
demonstrated its willingness to confer with Plaintiff on discovery issnesnatead requests
sanctions against Plaintiff because the motion is unjustified in light of the aigisesgptions
caused by the COVI29 pandemic (ECF 44 at 3).

Having considered all of the relevant factors, the court finds that sancteonetar

warranted in this casalVhile the court is mindful of the prejudice caused by delayed initial



disclosuresthe impact of th&€€OVID-19 pandemic on business operations is unprecedented and
excuses delays in normal litigation procedures. The court therefore declimebsttat
Defendant’s failure to provide adequate initial disclosures was willful ordrfdbth. Moreover,
as acknowledged ylaintiff, the prejudice caused by this failure is curable. The court will
allow Plaintiff to supplement its infringement contentions after Defendant sesves
supplemental initial disclosures, and Plaintiff may deether relief from the court in thlerm
of extensions to mitigate the impact of the delayed disclosuiisough the court declines to
impose any further sanctions, the court cautions Defendant that the failure ty eothpghe
initial disclosure requirement, and subsequent supplementation, as well as alisubeery
rules, may preclude the admission of undisclosed witnesses and/or evadesstét in
sanctions. Accordingly, the court DENIES the parties’ requests for atiefieesg.

B. MOTION TO COMPEL INTERROGATORY RESPONSES

Under Rule 26(b)(1), “[p]arties may obtain discovery regarding any nonprisilegéter
that is relevant to any party’s claim or defense and proportional to the needs citfh €=d.
R. Civ. P. 26(b)(1). “Relevancy is broadly construed at the discovery stagdiog#ten and a
request for discovery should be considered relevant if there is any posdieilitfdrmation
sought may be relevatd a party’s claim or defenseDutcher v. Bold Films LPNo. 2:15€V-
110DB-PMW, 2017 WL 1901418, at *({D. Utah May8, 2017) (citation and internal quotation
marks omitted) However, if the discovery requestedunreasonably cumulative or duplicative,
or can be obtained from some other source that is more convenient, less burdensome, or less
expensive,” the court must limit the frequency or extent of discovery. Fedv.R2.C
26(b)(2)(C)(i). Relevant considerations incluttbe importance of the issues at stake in the

action, the amount in controversy, the partrettive access to relevant information, the parties’



resources, the importance of the discovery in resolving the issues, and whether theburde
expense of the proposed discovery outweighs its likely béné&ftd. R. Civ. P. 26(b)(1).
1. Interrogatory No. 1

Plaintiff's Interrogatory No. 1 states: “Identify all Persons that yaxehemployed or
independently contracted in any capacity relating to the design, developreatigrer
implementation, marketing, advertising, distribution, teaching, and/or demargtvaeach of
the Accused Instrumentalities, including each Person’s dates of employnaeraievant
responsibilities with respect to each of thedged Instrumentalities” (ECF 42-1 at 4).
Defendant’s supplemental response to Interrogatory No. 1 lists the nanesspfdatployment,
and responsibilities of software engineers and application developéng mobile application
at issue in this cag&CF 421 at 3). Plaintiff argues that Defendant’s response fails to identify
management or team membargolvedwith marketing distribution, teaching, and/or
demonstrating the mobile applicat (ECF 40at 2). Defendant responds tiia plain language
of the interrogatory does not mention management personnel (ECF 45 at 2).

The court finds Defendant’s reading of the interrogatory to be too narrow. Alithloeig
interrogatory does not explicitly mention management personnel, it asks taatiBat identify
“all persons employed or independently contracteahiyncapacity’ which includes in a
managerial capacity. Although Defendappears to identify persons involved in the “design,
develgpment, creation, [and] implementation” of the mobile application, the court agrees with
Plaintiff that Defendant’s response faitsidentify persons involved in the “marketing,
advertising, distribution, teaching, [and] demonstrating” of the mobile applicaiihe court
also agrees that this information would be relevant to inducement and damages. ngbgcordi

the court herebERANTS Plaintiff’'s motion to compel interrogatory responses as to



Interrogatory No. IECF 40)and ORDERS Defendant to supplement its response to
Interrogatory No. 1 within twenty-one (21) days of the date of this order.
2. Interrogatory No. 4

Plaintiff's Interrogatory No. 4 states: “ldentify with specificity edicte of code in the
Accused Instrumentalities that includes one or more instructions to rendastadrie character
using a font file that is included in the Accused Instrumentsli(ieCF 421 at 6). Defendant’s
supplemental response to Interrogatory No. 4 includes production of native compater fil
containing lines of code fats mobile applicatiolECF 421 at 7). Plaintiff argues that
Defendant’s response is deficient because it fails to identify the locatiofrinfing features in
the source code (ECF 40 at Blaintiff relies on authority from other district courts suggesting
that the owner of the source code is in a better position to provide citations to soerce cod
Defendant responds that producing the native files containing the specifioflis@msrcecode
requested is sufficient (ECF 45 at 3). The court agrees. Absent controlling gutheritourt
declines to adopt a broader reading of Plaintiff's interrogatory. MoreDeéendant has filed a
motion for protective order relating to the source code in the native files it prodtCEbR),
ard Plaintiff has filed a response brief with additional authority (ECF 44). Théwdur
address this motion in a separate order. Accordingly, the court hereby DENIi&BfBla
motion to compel interrogatory responses as to Interrogatory No. 4 (BCF 40

3. Interrogatory No. 5

Plaintiff's Interrogatory No. 5 states: “Identify with specificity eattaracter or each text
item that may be rendered using a font file included in one or more Accused Imgtalitnes
when that Accusethstrumentality is usedeCF 421 at 7). Defendant’s supplemental response

to Interrogatory No. 5 identifies the specific font used in its mobile apiplicand thecharacters



and text items that may bbendered using that font (ECF 4&18). Plaintiff argues that this
nonresponsive because Plaintiff was seekif@ymation to distinguishvhich words, phrases,
and characters are rendered using fonts in the mobile application versus standqEdBrt0
at 2). Defendant argues that it provided an adequate respah8®aPlaintiff's argument
requests information beyond the scope of the interrogatory (ECF 45 at 3). The court aigeees. T
court finds that Defendant has fairly responded to the plain language of thegatery as it is
currently written. The partes’ disagreement appears to stem from Plaintiff's failure to precisely
state thenformation it is seeking. Both parties are encouraged to propound discovery requests
with sufficient specificity to allow the opposing party to understand the precaeniation
sought. Accordingly, the court hereby DENIES Plaintiff's motion to compel ogatory
responses as to Interrogatory No. 5 (ECF 40).
4. Interrogatory No. 9

Plaintiff's Interrogatory No. 9 states: “State on a monthly basis) ffebruary 2018 to
the pesent, the amount of revenue generated for you in connection with use by csistbtiner
Accused Instrumaalities” (ECF 421 at 10). Defendant’s supplemental response to
Interrogdory No. 9 providesevenue generated by actuak of its mobile appliten (ECF 42-1
at 11). Plaintiff argues that Defendant’s response failgrtivide revenues from booking flights,
purchasing seat upgrades, and other revenue generated in connection with use of the mobile
application (ECF 40 at 3). Defendant arguesith@bvided a response consistent with its
understanding of the interrogatory and that its financial reports are publalgble, but it is
currently investigatingvhether otherevenues arattributable to use of the mobile application
(ECF 45 at 4). Once again, it appears that the interrogatory dogeaselystate the

information that Plaintiff iseeking. The court finds that Defendant has fairly responded to the



plain language of this interrogatory with information reasonably avajlabteeminds
Defendant of its duty to timely supplement its response should additional informatenebec
available. Accordingly, the court hereby DENIES Plaintiff’'s motion to commetrogatory
responses as to Interrogatory No. 9 (ECF 40).

5. Sanctions are notwarranted.

Plaintiff requests an award of attorney’s fees and costs incurred in brthgingption to
compel interrogatory responsé&sJF 40at 3. Defendant requests an award of attorney’s fees
and costs in responding to this moti&@CF 45at 3). Rule837(a)(5)(C) governs any award of
reasonable expenses relating to discovery motions. The court hastdemeajority of the
requested relief ithe motion to compel interrogatory responses. While Rule 37 allows the court
to apportion an award of reasinte expenses, the court declinegaaso in light of the parties’
mutualgood faith efforts to resolve this discovery dispute. Accordingly, both redoests
sanctions in the form @&fn award of attorney’s fees are DENIED.

Il. CONCLUSION
In summary, IT IHEREBY ORDERED that
(1) Plaintiff’'s motion to compel initial disclosurdECF 39)is GRANTEDand
Defendant mussupplement its initial disclosures within fourteen (14) days of the
date of this order;

(2) Plaintiff’'s motion to compel interrogatory respon$e€F40)is GRANTED IN

PART and DENIED IN PARTand Defendant must supplement its response to
Interrogatory No. vithin twenty-one (21) days of the date of this order; and
(3) Theparties’ requests for sanctioase DENIED

IT IS SO ORDERED.



DATED this8 June 2020.

(oo M- Pomans—

Magistrate Judge Cecilia M. Romero
United States District Court for the District of Utah
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