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UNITED STATES DISTRICT COURT
6 WESTERN DISTRICT OF WASHINGTON
AT TACOMA
7
g CLEAN CRAWL, INC., CASE NO. C171340 BHS
Plaintiff, ORDER DENYING
9 V. DEFENDANT’'S SEMND
MOTION FOR PARTIAL
10 || CRAWL SPACE CLEANING PROS, SUMMARY JUDGMENT AND
INC., GRANTING PLAINTIFF'S
11 MOTION FOR LEAVE TO FILE
Defendant. DECLARATION
12
13 This matter comes before the Court on Defendant Crawl Space Cleaning Pros’
14 (CSCP) second motion for partial summary judgment, Dkt. 120, and Plaintiff Clean
15 Crawl, Inc’s (“CCI”) motion for leave to file declaration of Charles E. Henrichsen
1€ (“Second Henrichsen Decl.”), Dkt. 129. The Court has considered the pleadings filed in
17 support of and in opposition to the motions and the remainder of the file and hereby
18 denies the motion for samary judgment and grantise motion for leave to file
19 declaration for the reasons stated herein.
20
21
22
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. PROCEDURAL HISTORY AND FACTUAL BACKGROUND

This suit arises from copyright and trademark disputes bet@€#and CSCP,
two businesses which clean attic and crawl spaces and provide pest exclusion sery
homes in the Western Washington area.

CCI began doing business in its current iteration in 2001 when its president,
Charles Henrichsen (“Henrichsen”), transferred his Bio Bug Pest Management, Inc
business to CCI, Dkt. 48 at 6, and began using the trade name Clean Crawls, Dkt.
Declaration of Charles Henrichsen (“Henrichsen Dect.’3.&£Cl is headquartered in
Marysville, Washington. Dkt. 2. CSCP began operations on January 9, 2013, ung

founder and owner Richard Herron (“Herron”). Dkt. 39 (citing Dkt. 40, Declaration o

Richard Herron (“Herron Decl.”), at 1). Henrichsen and Herron had met each other |i

2008, and Henrichsen declares that he mentored Herron in starting a business,
Sustainable Building and Insulation (“SBI'flenrichsen Decl. at-3l. Henrichsen
declares that he made SBI a CCI subcontractor, and one of his employees, CCI sa
representative Jared Pullen (“Pullen”), referred “many jobs” to I8B&t 4. Henrichsen
declares that these referrals allowed Pullen and Herron to be “heavily exposed” to
“family of trademarks and copyrights” between 2010 and 2RiL3enrichsen also
declares that all of CClI's copyrighted materials at issue “were substantially comple!
the form registered in the 2008-2009 time frané.’at 5.

Henrichsen specifically declares that by 2012, Herron and Pullen “knew and
used repeatedly in association with [CCI] its family of trademarks,” including the

CLEAN CRAWLS trade name, WE GO WHERE YOU DON'T WANT TO (“Slogan
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One”), and WE DO THE WORK YOU DON'T WANT TO (“Slogan Two”) (collective
“the family of marks”). Henrichsen Decl. at 4. Henrichsen declares that CCI has us¢
Clean Crawls trade name, Slogan One, and Slogan Two “and similar slogan variati
with customers on a daily basis, and have for more than 15 years throughout the P
Northwest,” but typically has not used its slogans in printed advertising or on comp

vehicles or other items, “instead using them primarily on the Internet and verbally W

y
od the

ons

acific

any

th

customers, associates, and the publat.2-3, 6, 7. Henrichsen and others at CCI declare

that CCl has used the Slogans extensively dating back to at leasS2@le.g.

Henrichsen Decl. at 4; Dkt. 50 Declaration of Vice President of CCI Dale Gjerness

(“Gjerness Decl.”) at45; Dkt. 52, Declaration of Patrick J. Smith (“Smith Decl.”), at 1.

A. 2013

Herron testified as CSCP’s corporate representative that CSCP acquired the

CrawlPros.com domain name “either in the end of 2012 or the beginning of 2013.”

121, Ex. 2 at 211. CSCP began operations at a single location in Tacoma in early 2

Herron declares that it used Slogan One extensively to brand its buSieessrron
Decl. at 6-41; Dkt. 120 at 2. Herron testified as CSCP’s corporate representative th
employee named Paul came up with Slogan One in “April, May, around that time fr
in 2013” as Paul was finishing out his time with CSCP before moving to Australia. [
121 at 79-80.

CCl Vice President Dale Gjerness testified that he became aware of CSCP’S
existence by “2014, 2013, somewhere in there.” Dkt. 123, Ex. 1 at 49. CCI General

Manager Andrew Gjerness testified as CClI’s corporate representative that CClI first

Dkt.
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became awa that CSCP used the name Crawl Space Cleaning Pros “sometime in
2013, around the summer,” because salesmen “down in that area” including Pullen
Henrichsen heard that Herron had started a new company and was operating undg
name. Dkt. 121, Ex. 2 at 11.

In 2013, CSCP placed Slogan One in advertising including an Angie’s list ad
company cars and trucks, and on its company headquarters. HerroatBe@4 CSCP
opened its second location in Everett, Washington sometime between 2013 and 20
Dkt. 120 at 2 & n.6 (citing Dkt. 119, Ex. & 131)! Between 2013 and 2019, Herron
testified, CCl and CSCP would have both been required to have industry represent
present at annual meetings for three utility companiezeema Power, Puget Gad
Energy, and Snohomish County Public Utility District. Dkt. 121, Ex. 5 at 64. Henrich
testified that he saw Herron at Tacoma Power and Puget Sound Energy meetings.
121, Ex. 4 at 86. Herron also testified that during that span “[tlhere could be times §

Seattle Home Show where [CCI does] show up and have a booth that [CSCP] wou

mid-

and

r that

on

16.

atives

1Sen

Dkt.

it the

d have

a booth too.1d. Henrichsen testified that the Seattle Home Show occurs twice a year but

1 Dkt. 119 is filed under seal. Ex. A contains the material referenced in Dkt. 121, EX.

and Ex. B contains the material referenced in Dkt. 121, Ex. 8. CSCP’s motion stateSGRat (¢
opened its second location in Everett, Washington in 2013. Dkt. 120 at 2. The underlying
citation, filed under seal, shewhatwhenHerronas CSCP’s corporate representatiras aked
at deposition in 2019 when CSCP moved to Evenetreplied|t]hat would have been two and
a half years ago.Dkt. 119, Ex. A at 131. CCl also argues that CSCP expanded to Everett i

\J

h

2016. Dkt. 122 at 5. The Court also notes that though the referenced portion of Herron’s 30(b)(6)

deposition was submitted under seal, the Court finds no reason to redadbthgtionin this
order. If a party disagrees with this conclusionndty file a motiona seal this portion of this
order.
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CCI “didn’'t always do it twice a year. Most of the time we did it, but not always.” DK
121, Ex. 4 at 76.

B. 2014

Herron testified as CCl'sorporate representativieat in Spring 2014, he was at
the Seattle Home Show at CSCP’s booth, and Henrichsen came by the booth. Dkt.
Ex. 2 at 64. Herron testified that Henrichsen looked at a banner on the booth which

featured Slogan One, read Slogan One out loud to Herron, and told Herron “[t]hat’s

great slogan, Richardltl. Herron testified that the spring Home Show was usually he

in March or April.ld. at 65. Henrichsen testified that his guess was the first time he
CSCP at the show was in 2013 or 2014, “[sJomewhere around the time” that CSCH

started and testified that he would see CSCP’s banners. Dkt. 121, Ex. 4 at 76-77. \

asked in deposition if he ever complimented Herron on his booth, Henrichsen repli¢

“Maybe.” Dkt. 121, Ex. 4 at 78. Henrichsen declared that he never saw Slogan Ong
Home Show and declared that if he had, he would have complained about it. Dkt. 1
5 (citing Second Henrichsen Decl., P 3). Henrichsen also declared that he never
complimented Herron on CSCP’s use of Slogan @héciting Second Henrichsen
Decl., P 4).

In 2014, according to Herron’s testimony, he was approached by Pullen at af

industry show. Dkt. 121, Ex. 5 at 55-58ullen told Herron he had planned to leave ¢

to start his own business but that plan had failed and CCI had reassigned his territg

2 In response to interrogatory, CCl stated that Pullen and the other empldlyizes le
2013. Dkt. 121, Ex. 9 at 7.
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he was interested in a position with CSG@P Herron conducted two interviews with
Pullen “probably in February or March of 2014” and then hired him as CSCP’s sale
manager “in 2014.1d. at 56. Pullen worked for CSCP “for approximately six months
before [CCI] hired him back.Id. at 56-57. Herron testified that at an unspecified poif
Henrichsen told him he “could use [CCI’'s Project Graph] to create my own graph a
as [Herron] changed it up some.” Dkt. 127 at 8828f&rron as CSCP’s corporate
representative testified that Pullen created CSCP’s venting calculator. Dkt. 119 at 1
854

Henrichsen testified that approximately fifteen employees left CCI around the
Pullen left and when they came back some three weeks later, told him they had be
working at CSCP. Dkt. 121, Ex. 4 at 71. He declared that this episode constituted “
major disruption to our business in the southern branch.” Henrichsen Decl. at 5. Hg
testified as CSCP’s corporate representative that “somewhere around March, April
2014, fifteen CCl employees came to CSCP seeking employment because CCI red

their commissions and he hired three of them. Dkt. 119 at 16846880n also testified

3 Dkt. 127 contains additional pages of Herron’s depositiornviraehntly omited from
Dkt. 121, Ex. 5. The Court’s pincites for Dkt. 127 ar¢he page numbers of Herron’s
deposition transcript.

4 Althoughthis information was submitted under seal, the Court finds no reason to r¢
this information in this order. If a party disagrees with this conclusion, it mag fition to
seal this portion of this order.

5> Seefootnote 4.
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that during a conversation after a Tacoma Power annual meeting, Henrichsen told
that most of these employees returned to CCI. Dkt. 119 at 169.

Henrichsen testified that when Pullen returned to CCIl as an employee, he to
Henrichsen that CSCP had copied CCI’s “project worksheet, bid sheet, the venting
calculator and the project graph.” Dkt. 121, Ex. 4 at 114. Henrichsen testified that g
salesmen had also told him about the copying, but he did not know if it was before
after Pullen returned as an employlee at 114-15. Henrichsen testified that a particul
salesman, Jeff Young, told him “[a] couple of years ago, maybe” that CSCP copied
project worksheetd. at 116. In response to a series of questions about which sales
had notified him about copying of particular dosents, Henrichsen confirmed these
conversations had all occurred a couple of yearsldgat 117. Henrichsen testified tha
he did not discuss this copying with Herron when he learned of it because he prefe
“Just focus on my own business and move ahead, that's why. | try to ignore the
competition and do what | need to do to take care of my employees and my custon
Id.

C. 2014-2016

Herron, as CCl’s corporate representative, testified #tatden2014 and 2015
Henrichsen was president of the Washington Weatherization Association (“WWA”)

121, Ex. 5 at 64.Henrichsen testified this was “an association of your insulation

6 Seefootnote 4.

" CSCP submits a printout of an internet search for Henrichsen’s LinkedIre pwdfich
lists under “Organizations” th&tenrichsen was president of the Washington Weatherization
Association starting in March 2014. Dkt. 121, Ex. 10.
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contractors” which h@ined “because every business owner wants to be able to shdre

and try to help each other out to grow a business.” Dkt. 121, Ex. 4 at 36. When ask
he had conversations with Herron about CSCP after CSCP began operations, Hen
testified “we would run into each other when | was on the way out from the
Weatherization Association.” Dkt. 121, Ex. 4 at 85.

Andrew Gjerness as CClI’s corporate representative testified that CCI first “hg
stuff” in 2015 or 2016 on the topic of CSCP’s using CCI’'s Project Graph. Dkt. 123,
at 42. He testified that Henrichsen “might have heard a rumor or two, but he thoug}
nothing of it, that they were using our stufid’

Between 2014 and 2017, CSCP expanded its use of Slogan One to include
business cards, customer giveaways, a domain name, advertising, its payment
authorization form, and company jackets. Herron DaEc25-41. In late 2016CSCP
opened a third location in Marysville, Washington. Dkt. 120 at 2.

When asked if he had ever seen CSCP’s advertising prior to March 2017, D3
Gjerness testified “I may have seen a truck going down the freeway or so, but not |

at the website, nothing.” Dkt. 121, Ex. 6 at 76. He also testified that at a meeting at

point prior to March 2017 he saw a CSCP employee wearing “either a green jacket
green shirt - - and it said Crawl Pros - - it must have been Crawl Space Cleaning P
Id. at 77.

D. 2017

On March 20, 2017, CSCP applied to register Slogan One in Washington as

trademark in class 37, registering it for use with “[c]leanup of crawl spaces and attic
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insulation installation services.” Dkt. 41, Declaration of Emilia L. Sweeney (“Sween
Decl.”) at 5-14. Also in March 2017, Herron declares that CSCP “learned that CCI
begun using [Slogan One] on CCl’'s website,” and so asked CCI to cease and desi
Herron Decl. at 3—4. Herron declares that CSCP received a favorable response buli
found that CCI “had added a TM to the end of [Slogan One] and was also using the
confusingly similar [Slogan Two] on its websitéd. Andrew Gjerness as CCl’s

corporate representative testified that CCl first became aware CSCP had used Slo

when CClI received the cease and desist letter from CSCP sometime in March or A

(4]
<

had
51

later

jan One

pril of

2017. Dkt. 123, Ex. 3 at 12-13. Andrew Gjerness also testified that in May, June, or July

of 2017, a new sales manager at CCl, Mike Tutsie, “got competitive bids from quite
few of our competitors to kind of understand how the process was” which was the f
time CCI “actually saw” that CSCP was using CClI's documents, specifically the Prg
Graph and Project Bid Sheé&kt. 123, Ex. 3 at 20, 42, 53, 56.
On July 6, 2017, CCI submitted an application for protection of Slogan One V
theUnited Sate Patent and Trademark Offic&JSPTO). Dkt. 57-1 at 51. CSCP also
filed for protection of Slogan One with the USPTO, which issued a Notice of Public
on July 12, 2017, announcing its intent to register Slogan One to CSCP. Sweeney
15-24. Andrew Gjerness as CCI’'s corporate representative testified that in June or|
2017, CCIl became aware through checking social media to compare competitor’s
advertisements that CSCP was changing their name to Crawl Pros. Dkt. 121, Ex. 3

Herron testified as CSCP’s corporate representative that CSCP changed its name

a
rst

ject

vith

ation
Decl. at

July

at12.
because
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it was entering the Portland, Oregon market in August of 2017 and because it owng
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CrawlPros.com domain name. Dkt. 121, Ex. 2, at 211. Herron also testified as CSC

President that CSCP’s goal was to entirely switch the name under which CSCP do
business from Crawl Space Cleaning Pros to Crawl Pros by the end of 2019. Dkt. 1
Ex. 4 at 31.

On August 14, 2017, CSCP filed a complaint against CCI in the Pierce Coun

Superior Court for the State of Washington for violation of Washington’s Trademark

Registration Act, RCW Chapter 19.@7seq.common law trademark infringement, an
violation of Washington’s Consumer Protection Act (“CPA”), RCW Chapter 1286
39 at 5. On September 6, 2017, CCI filed this lawsuit against CSCP, alleging copyr
infringement, trademark infringement, false designation of origin and unfair compet|
in violation of the CPA, and seeking a permanent injunction against infringement of
copyrighted materials and the trademarked materials, destruction of all infringing
materials, damages, and other relief. Dkt. 1. On October 10, 2017, CCI registered {
Two as a service mark with the UBD. Dkt. 571 at 53. On November 28, 2017, CCI
filed a Notice of Opposition to CSCP’s application for protection of Slogan One with
federal Trademark Trial and Appeal Board, Sweeney Decl. at 26—-31, citing CCl’'s J
application for protection of Slogan OrsegDkt. 57-1 at 58

On March 19, 2018, CSCP filed an amended answer in the instant case, ass
counterclaims and affirmative defenses including laches. DkOBXSeptember 6, 2018

CSCP filed a motion for summary judgment. Dkt. 39. On January 29, 2019, the Col

8 CSCP informed the Court that this proceeding is suspended pending the outcomg
instant suit. Dkt. 39 at 4.
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granted the motion as to CClI’s copyright claims for two of the five copyrighted
documents at issue. Dkt. 75 at 40. The Court denied summary judgement as to CG
trademark claims, and reserved ruling and requested supplemental briefing as to G
copyright claims for the remaining three documents, a Project Graph, a Project Bid
and a Venting Calculatoid. On March 1, 2019, in response to CSCP’s request for a
continuance, Dkt. 86, and CClI’s notice of non-opposition, Dkt. 101, the Court grant
motion for a continuance and struck the scheduling order based on the then-existin
date. Dkt. 105. On May 31, 2019, the Court ruled on the remaining questions from
CSCP’s motion for summary judgment and granted summary judgment only as to {
second page of the Venting Calculator document and denied summary judgment a
remainder of the motion. Dkt. 112.

On July 11, 2019, CSCP filed its second motion for partial summary judgmer
Dkt. 120. On July 29, 2019, CCl responded. Dkt. 122. On August 2, 2019, CSCP r¢
Dkt. 126.

On August 6, 2019, CCI filed a motion for leave to file Dkt. 128, Second
Henrichsen Dedration. Dkt. 129. CSCP did not respond.

On September 25, 2019, in response to the parties’ joint status reports, the (
set a new trial date and new pretrial deadlines including a new dispositive motions

deadline of October 16, 2019. Dkt. 136.
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II. DISCUSSION
A. Summary Judgment Standard

Summary judgment is proper only if the pleadings, the discovery and disclos
materials on file, and any affidavits show that there is no genuine issue as to any n
fact and that the movant is entitled to judgment as a matter of law. Fed. R. Civ. P. §
The moving party is entitled to judgment as a matter of law when the nonmavigg p
fails to make a sufficient showing on an essential element of a claim in the case on

the nonmoving party has the burden of pr&@slotex Corp. v. Catretd77 U.S. 317, 323

(1986). There is no genuine issue of fact for trial where the record, taken as a wholg,

could not lead a rational trier of fact to find for the nonmoving pavtsitsushita Elec.
Indus. Co. v. Zenith Radio Caorpt75 U.S. 574, 586 (1986) (nonmoving party must
present specific, significant probative evidence, not simply “soetaphysical doubt”).
See alsd-ed. R. Civ. P. 56(e). Conversely, a genuine dispute over a material fact e
there is sufficient evidence supporting the claimed factual dispute, requiring a judge
jury to resolve the differing versions of the truéfmderson v. Liberty Lobby, In&77
U.S. 242, 253 (1986);.W. Elec. Serv., Inc. v. Pac. Elec. Contractors AS09® F.2d
626, 630 (9th Cir. 1987).

The determination of the existence of a material fact is often a close questior
Court must consider the substantive evidentiary burden that the nonmoving party n
meet at trial—e.g., a preponderance of the evidence in most civil éaskEsson477
U.S. at 254T.W. Elec. Serv., Inc809 F.2d at 630. The Court must resolve any factui

issues of controversy in favor of the nonmoving party only when the facts specifica

re
aterial

h6(C).
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attested by that party contradict facts specifically attested by the moviyg e
nonmoving party may not merely state that it will discredit the moving party’s evide
at trial, in the hopes that evidence can be developed at trial to support therc¥aim.
Elec. Serv., Ing 809 F.2d at 630 (relying ddnderson477 U.S. at 255). Conclusory,
nonspecific statements in affidavits are not sufficient, and missing facts will not be
presumed.Lujan v. Nat'l Wildlife Fed'n 497 U.S. 871, 888—89 (1990).

B. Motion for Leave to File the Second Henrichsen Declaration

In its motion, CCI explains that though the substance of the Second Henrich
Declaration was extensively cited in its opposition papers, Dkt. 122, CCI's counsel
inadvertently did not include the declaration in its supporting exhibits. Dkt. 129 at 1
asks the Court for leave to file the declaratiodn CSCPdid not respond to the motion.
CCl explains that on August 5, 2019 when it discovered the error, it notified CSCP
served the declaration immediately, though this occurred after CSCP’s reply was d
filed. Id. at 2. CClI argues and provides a supporting declaration that CSCP’s couns

confirmed by phone it would not be prejudiced by the efdorDkt. 130, P 5.

Federal Rule of Civil Procedure 6(b)(1)(B) provides that when an act must be

performed within a spedéd time, a court may for good cause extend the time “on
motion made after the time has expired if the party failed to act because of excusal
neglect.” Neglect includes negligence and inadverteBicenes v. Riviera Hotel &

Casing 116 F.3d 379, 381 (9th Cir. 1997) (citiRgpneer Inv. Servs. Co. v. Brunswick

Assocs. Ltd. P'shijb07 U.S. 380391 (1993)) Whether neglect is “excusable” in
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opposing prty, (2) the length of the delay and its impact on the proceedings, (3) the
reason for the delay, and (4) whether the movant acted in gooddaiftiting Comm.

for Idaho’s High Desert, Inc. v. Yo€2 F.3d 814 (9th Cir. 1996)). Here, the Court fing

Is

no evidence of prejudice, a lack of identifiable impact on the proceedings (as it appears

the substance of the declaration was clear from CCI’'s motion), and no indication of
faith. To avoid potential prejudice to CSCP, the Court will rely on the substance of 1
declaration as represented in CCI's motion—the substance that was available to C
crafting its reply. Therefore, the Court grants CCl’s motion for leave to file the Seco
Henrichsen Declaration, Dkt. 129.

C. Merits

CSCP asks the Court to grant summary judgment on all of CCI’'s remaining
trademark claims and on all equitable relief sought for CCI's remaining copyright cl
based on CSCP’s affirmative laches defense.

1. Trademark Claims

In its complaint, CCI makes three primary trademark allegations: (1) that CS(

bad

he

SCP in

nd

SIS

CP’s

trade name Crawl Space Cleaning Pros creates a strong likelihood of consumer confusion

with CCI’s trade name Clean Crawls, (2) that CCI has the rights to Slogan One ang
CSCP’s use of Slogan One directly infringes on those rights, and (3) that CSCP’s U
Slogan One creates a likelihood of confusion with and thus infringes CCI’s rights in
Slogan Two. Dkt. 1, PP 1520, 24-27.

In its previous motion for partial summary judgment, CSCP argued that all of

CClI's trademark claims were barred by laches based on the Henrichsen Declaratig

se of

n and
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the Declaration of Dale Gjerness, Dkt. S&eDkt. 75 at 27. The Court found that neither

declaration clearly established CSCP’s contention that CCIl knew of CSCP’s allege
trademark infringement since 2018. CSCP moves again for summary judgment on
laches arguing that additional discovery bolsters its case, including deposition testi
from CCI’s corporate representatid@drew Gjernesand from Henrichsen, CClI’s
President. Dkt. 120 at 1.

The parties now also raise the issue that any CCI allegations about CSCP’s
the trade name Crawl Pros are not addressed in CCI's complaint. While CCI argue
these allegations are already contemplated as part of this case, it requests leave ta
supplement its pleadings pursuant to Fed. R. Civ. P. 15(d) should the Court find it
necessary. Dkt. 122 at 24. CSCP argues, and the Court agrees, that plaintiffs may
supplement their complaints to avoid summary judgment. Dkt. 126 at 13eé2e.g.
Glesenkamp v. Nationwide Mut. Ins. Col F.R.D. 1 (N.D. Cal. 19743ff'd per curiam,
540 F.2d 458 (1976) (“The liberal amendment policy of the Federal Rules was not
intended to allow a party to circumvent the effects of summary judgment by amend
the complaint every time a termination of the action threatens.”). However, this Ord
does not terminate the action, and CCI may file a motion to amend or supplement 3
finds appropriate. The Court will assess the equities of amendment if CClI files such
motion. The Court will not analyze CCI’s claims regarding CSCP’s use of the trade
Crawl Pros because it is now clear that those claims are outside the pleadings and

not properly before the Court.
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a. Knowledge and the Presumption of Laches

“To establish that laches bars a claim, a defendant must ‘prove both an
unreasonable delay by the plaintiff and prejudice to itsdfat Right Foods Ltd v. Whol
Foods Market, InG.880 F.3d 1109, 1116 (9th Cir. 2018kt Right) (quoting

Evergreen Safety Council v. RSA Network, 1687 F.3d 1221, 1226 (9th Cir. 2012)).

“Determining whether a delay was unreasonable requires answering two questions|:

long was the delay, and what was the reason fotdt{¢iting Jarrow Formulas, Inc. v.
Nutrition Now, Inc, 304 F.3d 829, 838 (9th Cir. 2002)). “To measure the length of a
delay, we start the clock ‘when the plaintiff knew (or should have known) of the
allegedly infringing conduct,” and we stop it when ‘the lawsuit in which the defendat
seeks to invoke the laches defense’ is initiatétl.{quotingEvergreen Safety Councgil
697 F.3d at 1226). “If the most analogous state statute of limitations expired beforg
suit was filed, there is a strong presumption in favor of lacti@sKette Clothing, Inc. v.
Cosmetic Warriors Limited894 F.3d 1015, 1025 (9th Cir. 2018). Conversely, “[i]f the
plaintiff filed suit within the analogous limitations period, the strong presumption is {
laches is inapplicableJarrow, 304 F.3d at 83536 (citation omitted).

The paties do not disputand the Court agrees that the most analogous state
statute of limitations for the trademark infringement claims is Washington’s yeege-
statute of limitations on claims for trade name infringem@eéDkt. 120 at 10; Dkt. 122

at 11 (*CSCP must show that CCI ‘knew or should have known’ it had a cause of a

against CCP for trademark infringement . . . sometime before September 6, Z&e1.”);

e

how

nt

the

hat

ction

also Eat Right880 F.3d at 1115 (parties agreed Washington’s three-year statute of
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limitations for trade name infringement was analogous for Lanham Act trade name
claimg. CCI filed suit on September 6, 2017. Dkt. 1. Thus if CCI knew or should haye
known of CSCP’s alleged infringement prior to September 6, 2014, the presumption is
that laches applies.

“The essence of [a trademark infringement claim] centers on the likelihood of
confusion between two marks or productaternet Specialties W., Inc. v. Milon-
DiGiorgio Enters., InG.559 F.3d 985, 990 (9th Cir. 2009) (citi@gpTo.com, Inc. v. Wall{
Disney Co.202 F.3d 1199, 1205 (9th Cir. 200Bypokfield Comms., Inc. v. W. Coast
Entm’t Corp, 174 F.3d 1036, 1053 (9th Cir. 1999)). “Thus, the question is whether [the
plaintiff] knew or should have known about the likelihood of confusion betvisaenark
and [the defendant’s] markld. Actual knowledge of infringement is not required; the
Ninth Circuit explained “[o]n multiple occasions, we have held that laches barred an
otherwise meritorious trademark or copyright claim because the plaintiff had constructive
knowledge of potentially infringing activity outside the limitations periad.’{citing
Evergreen Safety Counc97 F.3d at 122°Miller v. Glenn Miller Prod., Inc.454 F.3d
975, 999 (9th Cir. 2006E-Systems, Inc. v. Monitek, In€20F.2d 605, 607 (9th Cir.
1983) (‘E-Systeniy).

While CSCP argues that the Court may proceed to a laches analysis even if ja
dispute of material fact exists about when CCIl knew or had reason to know about
potentially infringing activity, Dkt. 126 at 4, the Court must not resolve a dispute of

material fact in favor of the moving party at summary judgnteee, e.gJarrow, 304

F.3d at 833—-34 (“we review de novo whether the district court inappropriately resolyed
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any disputed material facts in reaching its decision.”). HowelrerCburt may exercise
discretion in applying the laches doctrine to the fd€#t.Right 880 F.3d at 1115.

The parties dispute whether and when CCI knew or had reason to know of G
infringement and also dispute whether the laches period should be established sep

for each mark at issue. Neither party cites authority on the issue of separate analys

SCP’s
arately

es.

CSCP appears to argue that laches should be decided jointly as to all of CClI's trademark

infringement claimsSeeDkt. 126 at 3 (“CCI further asserts that CSCP must satisfy tk
Ninth Circuit’s laches analysis for each and every concomitant use of the three malt
trade names at issue.”) (footnote omitted). Because each trademark represents a g
right, the Court will analyze each mark separat®Be New Kids on the Block v. News
Am. Pub., InG.971 F.3d 302, 306 (9th Cir. 1992) (“A trademark is a limited property
right in a particular word, phrase, or symbol.”).

Theparties’ disputeabout whether constructive knowledge should be imputed
CCl includes an apparent disagreement about what standard the Court should use
makes its determination. In discussing constructive knowledge, CSCP emphasizes
lack of reasonable diligence and failure to police its marks, arguingahegsonably
prudent business person seeking to police its marks in Henrichsen'’s position” woul
recognized the likelihood of confusion as early as mid-2013 \whdyecame aware of
CSCP’s operationand should have taken steps to enforce CCI's rights. Dkt. 120 at
14. CCI counters that “given that CSCP’s admitted significant expansion and growt|

not occur until 2016, the evidencedewed it [sic] the light masfavorable to CCl—

e
ks or

roperty

—*

0]

to

CClI’s

d have

h did
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confirms that a possible knowledge . . . whether actual or constructive, would not h
occurred prior to 2016 at the earliest.” Dkt. 122 at 12.

Though the concept of what a plaintiff “should have known” could on its term
include what a reasonable person should have done to investigate possible infringg
the Court finds that courts conduct this analysis in the context &-8ystem$actors
courts use to assess the equity of a laches defeesgee.g. Pinkette Clothing94 F.3d at
1027 (In finding plaintiff was not diligent, the Ninth Circuit reasoned “[e]Jven though
[plaintiff's] outside counsel received notice of [defendant’s] registration application,
even though [plaintiff] otherwise strictly polices its mark, [plaintiff] waited . . . to file
petition for cancellation.”).

The Court finds that Ninth Circuit analysis of constructive knowledge to start
laches clock considers actions a plaintiff took or information they were exposed to |
on the plaintiff’'s actions during the period of infringement, not actions a plaintiff shq
have taken to gather knowledge but did noE#&t Right the Circuit found constructive
knowledge when the plaintiff had an ongoing business relationship with the defend
the defendant publicized the program incorporating the allegedly infringing mark on
website, the plaintiff’'s managing director visited one of the defendant’s stores wher
mark was displayed, referenced a campaign with the mark in e-mails to defendant’
and knew an entity affiliated with the defendant had attempted to register the mark
F.3d at 1116-17. Iimternet Specialtieghe Circuit found a plaintiff should have

recognized the likelihood of confusion between company names and thus possess

ave

[92)

ment,

and

ts

the
pased

uld

ant,
its
the

5 staff,

880

constructive knowledge when, though their service lines did not entirely overlap, th
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companies offered many of the same services “in the same geographic area under,
remarkably similar names.” 559 F.3d at 980Tillamook Country Smoker, Inc. v.
Tillamook Cty. Creamery Ass'd65 F.3d 1102, 1109 (9th Cir. 2006), defendant sold
plaintiff's complimentary products through its “catalog, factory store, and website” f
more than twenty years. The Ninth Circuit rejected the argument that laches shoulq
delayed until the products shared the same primary channel of distribution, finding
knowledge was present, and likelihood of confusion was or should have been reco
when “the two companies were using similar marks on complimentary products in t
samegeographical area, creating the prospect of confuisidn.In Miller, where
plaintiffs the Millers alleged defendant Glenn Miller Productions (“GMP”) was
improperly sublicensing plaintiffs’ intellectual property without permission, the Ninth
Circuit found that:

[T]he Millers’ status as GMP shareholders, their involvement in GMP

matters since 1979, Steven Miller's attendance at six Glenn Miller

Orchestra performance since the early 1990s at which merchandise was

advertised and sold in prominent locations, Steven Miller's admitted

knowledge that GMP sold CDs at one such concert, and GMP’s open and

notorious sale of merchandise on its website were more than sufficient to

give Plaintiffs constructive knowledge that during the 1980s and 1990s

(and in any caségng before January 1999), GMP was selling merchandise

bearing the Glenn Miller Orchestra mark.
Miller, 454 F.3d at 999. IB-Systemghe Circuit found that “[b]Jecause plaintiff and
defendant advertised in the same magazines and exhibited at the same trade fairs

had ample opportunity to discover defendant’s activities [using a confusingly simila

trade name] before defendant developed a substantial business.” 720 F.3d at 607.

DI
be

actual

jnized

he

plaintiff
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Regarding whatccurred to expose CCI to CSCP’s actions, CSCP argues that CClI

had actual knowledge of infringement of CCI’'s trade name and of Slogan Oneyaesse

arl

mid-2013 and certainly by Spring 2014. Dkt. 120 at 12. CSCP emphasizes three paints:

(1) CClI's corporate representative testified that CCl was aware in mid-2013 that C$CP

was doing business, (2) Henrichsen testified that he attended the Seattle Home Shiow

sometime in 2013 or 2014 and saw CSCP’s booth and the banners on its booth, and (3)

Herron testified that when he was working at @3 Seattle Home Show boaith
Spring 2014, Henrichsen came by the booth, read Slogan One out loud from a ban
the booth, and told Herron it was a great sloggn.

While CSCP relies on its allegation that CCI had actual knowledge of CSCP’

ner on

5

trade name by mid-2013 and Henrichsen had actual knowledge of CSCP’s use of $logan

One by the spring of 2014 (as analyzed below), it raises five additional points in su

of its argument that the Court should at least find CCI had constructive knowledge

bport

Of the

alleged infringement prior to September 6, 2014. These points are: (1) that Henrichsen

served as president of the WWA in 2014 and should be presumed aware of the WWA'’s

members, (2) that employees transferred between CCl and CSCP in 2014, (3) that
companies had “various interactions at tradeiaddstry meetings (4) that Dale
Gjerness of CCl testified that he observed CSCP trucks and uniforms, and (5) that
Henrichsen testifiethat he learned of CSCP’s infringement “a couple of years ago.”
120 at 14 (citing Dkt. 40, P 22; Dkt. 121, Ex. 4 at 36, 85, 86, 116, Ex. 5 at 56-57, 63,
Ex. 6 at 76—77; Dkt. 119, Ex. A at 168-69). The Court summarizes CCl’'s

counterarguments as follows: (1) Henrichsen’s knowledge of CSCP’s membership

ORDER-21
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WWA did not necessarily expose him to 8€use of marks in commerasrequired
for a trademark claign2) employees who went to CSCP and later returned to CCl m
have returned after September 6, 2014; in any event, this employee crossover did
necessarily expose CCIl to CSCP’s use of marks, (3) attendance at industry meetin
not clearly entail exposure to CSCP’s use of marks, (4) Dale Gjerness testified that
may have seen a CSCP truatksome point prior to March 201ahd thatt some poinhe
saw a CSCP employee in a jacket or a shirt at a meeting that said Crawl Space Clg
Pros, none of which establish exposure before September 6, 2014, and (5) Henrich
testimony was in 2019, so testimony that he learned of infringeraeouple of years
ago” did not reference a date prior to September 6, ZdeDkt. 122 at 12-13The
Court considers these facts in the context of CCl’'s argument that it “did not know, &
did not have reason to know, that CSCP was using its companyimésbranding as a
trademarkuntil years later.” Dkt. 122 at 112 (emphasis added). Though it is somew
of a close question, the Court finds that none of thesediady establish CCIl was
exposed to CSCP’s use of marks between CSCP’s inception in mid-2013 and the
operative date of September 6, 2014.

The Court turns next to the interaction between Herron and Henrichsen at th
Seattle Home Show. CCI “hotly dispute[s]’ Herron’s account of his interaction with
Henrichsen at the Seattle Home Show. Dkt. 122 at 4. The Court finds the facts regq
the Seattle Home Show interaction are as follows. Herron testified that Henrichsen

Slogan One off the banner. Dkt. 121, Ex. 2 at 64. Henrichsen declared that he did |

ay
not
gs does

he

paning

sen’s

\nd

hat

D

arding
read

not do

s0.Dkt. 122 at 5 (citing Second Henrichsen Decl., [P 3). While Henrichsen denies having
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seenSlogan One, Herron's testimony is some evidence that the Slogan was display
a banner at the Home ShéWhile Henrichsen’s declaration creates a question of fa
about whether Henrichsen saw Slogan One, Henrichsen testifies (and does not dis
declaration) that he the first time he saw CSCP at the Seattle Home Show would h
been at some point in 2013 or 20CAmpareDkt. 123, Ex. 2 at 7With Dkt. 122 at 5
(citing Second Henrichsen Decl., |P 3). Construing all facts in favor of Cbecause the
Seattle Home Show occurs twice a year, this interaction could have occurred in the
2014. Dkt. 122 at 4. Because neither party provides the date of the Seattle Home g
the fall of 2014, this interaction could have occurred sometime later than Septembe
2014.
From these facts, the Court makes the following determinations. CSCP has |
forward evidence that Slogan One was displayed on a banner at CSCP’s booth at {

Home Show, sometime during 2013 or 2014 when Henrichsen was there and awar|

ed on
Ct
pute in

ave

fall of
how in

' 6,

but
he

e of

CSCP’s presence. Nile CCI’s evidence creates a question of material fact about whether

Henrichsen actually observed Slogan One, it does not contradict CSCP’s evidence
whether Slogan One was displayed in Henrichsen'’s presence. However, CCI’s evig
also creates a question of fact about whether Slogan One was displayed in Henrich

presence prior to September 6, 2014. Because this exposure could have occurred

about

lence

1sen’s

putside

the limitations period, and because the other interactions do not conclusively establish

® Herron’s declaration in support of CSCP’s first motion for summary judgmentiexp
that CSCP purchased a 2’ x 8 banner with Slogan One at the top prior to the June 2013 N
Earth News Festival and includes a photograph of the booth displaying the bannercangt a |
for thebanner dated May 23, 2013. Dkt. 40, P 6 (citing Ex. B).

a
lother
e
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CClI's exposure to CSCP’s use of Slogan One, the Court finds that constructive
knowledge of CSCP’s use of Slogan One may nalderlyimputed to CCI before
September 6, 2014,

Though CCI appears to dispute its knowledge of the extent of CSCP’s opera|

fions,

it does not dispute its leadership knew Herron had started a business with the name Crawl

Space Cleaning Pros by the middle of 2013. Herron and Henrichsen were known t(

other, and it appears undisputed that the businesses offered substantially the same

services from CSCP’s inception. The precise geographic outlines of each company
service area between mid-2013 and September 6, 2014 are not clear from the recg
both companies appear to have operated at that time in Nt WashingtorCCl

argues that actual customer confusion did not occur “until years later, after CSCP |
grown, at which point a claim for trademark infringement accrued . . . .” Dkt. 122 at

However, actual customer confusion is only one of the eight factors which a court

D each

rd, but

ad

12.

considers in a claim of trademark infringement, and a plaintiff can prove a claim without

actual evidence of customer confusi8iMF, Inc. v. Sleekcraft Boat§599 F.2d 341, 348
49 (9th Cir. 1979).

Thus, the question is whethe€Cshouldhave known in the relatively brief perio
between mieR013 and September 6, 20f¥ht there was a likelihood of confusion

between two companies with similar names offering the same services in much theg

10 CClI certainly had actual knowledge of CSCP’s use of Slogan One by the spring ¢
2017 when CCI received CSCP’s ceasetdesist letterDkt. 123, Ex. 3 at 12—13, but this poir

d

same

f

—

is well past the limitations period.
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locations without any definitively established instances where Q&tership was
exposed to CSCP’s use of its name as a trade name. The answer requires determi
whether CCI should have heard CSCP’s name, undertaken an investigation (howe)
minor) to determine how CSCP was using its name in commerce, and with that
information, evaluated its potential cause of actiamrow, 304 F.3d at 838. Though it i
again a close question, the Court concludes that particularly with the uncertainty of

date of the trade show as discussed (where Henrichsen would have been exposed

CSCP’s use of its name in commerce) there is not a date prior to September 6, 201

which it may clearly assign constructive knowledge of CSCP’s use of the Crawl Sp
Cleaning Pros trade name in commd€CI

Because other claims are going to the jury, the Court finds it is also approprii
let the jury consider the factual questions at issue regarding knowledge. Though th
finds constructive knowledge of both CSCP’s trade name aigh8Dnecould be
assigned to CCI at least by the end of 2014, that date could easily fall after Septenm
2014. Therefore, the presumption is that laches does not apply to CCI’s claim rega
CSCP’s trade name or to CCI’s claim regarding CSCP’s use of Slogan One.

b. Equity of A Laches Defense

The presumption that laches applies may be rebutted if the plaintiff can show

delay was reasonablEat Right 880 F.3d at 1117. While CSCP does not cite to authq

hing

ver

)

the
to
4 at

nce

ate to

e Court

ber 6,

rding

its

Drity

so establishing, it appears that the presumption laches does not apply is also rebuftable in

rare circumstanceSee Jarrow304 F.3d at 835-36 (quotirfghouse v. Pierce Cfy669

F.2d 1142, 1147 (9th Cir. 1997) (“It is extremely rare for laches to be effectively inv

oked
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when a plaintiff has filed his action before limitations in an analogous action at law
run.”)).
District courts balance six factors to determine if the trademark owner’s delay
filing suit was unreasonable and thus barred:
(1) strength and value of the trademark rights asserted; (2) plaintiff's
diligence in enforcing mark; (3) harm to senior user if relief is denied; (4)
good faith ignorance by junior user; (5) competition between senior and
junior users; and (6) extent of harm suffered by the junior user because of
senior user's delay.
Tillamook 465 F.3d at 1108 (quotirterSystems720 F.2d at 607). The Court is doubtft

that this case presents the rare circumstance where lacdm@sopriate when questions

of fact preclude a conclusion that CCI filed outside the statute of limitations. HoweV

has

/ in

I

er,

because comsictive knowledge could be attributed just outside the statute of limitations,

the Court will briefly address the-System$actors.

Regarding the first factor, strength and value of the rights ass€$€R
concedes that in light of the Court’s previous finding that a question of fact exists a
whether CCI's mark is suggestive and that CCI put forward evidence of substantial
advertising and sales, this factor does not weigh in CSCP’s favor. Dkt. 120 at 15 (c
Dkt. 75 at 9-15).

Regarding the second factor, diligence in enforcenipigasonable justifications
for a delay include exhausting remedies through administrative processes, evaluati
preparing complicated claims, and determining ‘whether the scope of proposed

infringement will justify the cost of litigatiort.’Jarrow, 304 F.3d at 835-36 (quoting

5 to

ting

ng and

Evergreen Safety Counc97 F.3d at 1227). Courts have also recognized that pIainqiffs
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may legitimately put off filing suit when pursuing settlement negotiations with the
alleged infringerEat Right 880 F.3d at 1119. CCI does not put forward any reason

courts have recognized as a legitimate excuse for its delay in filing suit.

CCl argues that it did not have reason to know about CSCP’s marketing efforts

because “CSCP admittedly did not expand into CCI's home territory until 2016, and
not experience significant company growth until 2017.” Dkt. 122 at 12. CCl argues
its delay was not unreasonable “considering all the activities that go into starting a
business and the uncertainty as to how that business would perfdrat."16. However,
CCl does notargue that its leadershiip fact delayed because they expected CSCP waq
fail, or believed that the scope of infringement would not justify the cost of litigation
Jarrow, F.3d at 835-36¢

CCl argues that it delayed in filing suit because it “had no reason to recogniz
potential cause of action until it experienced actual confusion” and “promptly filed th
present lawsuit against CSCP’s infringement in 2017 within months after its efforts
amicable settlement with CSCP broke dowd."at 17. However, actual confusion is nq
required to recognize a potential cause of action, and it is difficult to distinguish CC
own characterization of its conduct from what the Ninth Circuit has warned is

[113

impermissible—waiting “to see how successful the defendant’s business will be an

then ask for an injunction to take away good will developed by defendant in the

11n the copyright section of its motion, CCl explains that the Supreme CRetriella
v. MetraGoldwyn-Mayer, InG.572 U.S. 663 (2014) Petrelld’) acknowledged that companies
may wait to see whether the scope of infringemestifjes the cost of litigatiobut does not
explicitly argue thaCCl actually delayedor this reason.

did

that

uld

e its

e

at

Dt

I's

d
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interim.” Grupo Gigante SA De CV v. Dallo & C&91 F.3d 1088, 1102-03 (9th Cir.
2004) (quoting 5 J. Thomas McCarthy, McCarthy on Trademarks and Unfair
Competition, § 31:14 (4th ed. 2002)).

Courts may also excuse delay in the face of progressive encroachment, whe
senior owner waits until
selling the same ‘product’ through the same channels and causing actual market
confusion.”Tillamook 465 F.3d at 1110 (quotirijyudential Ins. Co. of Am. v. Gibraltat
Fin. Corp. of Cal, 694 F.3d 1150, 1154 (9th Cir. 1982)). “Common methods of
encroachment are the junior user’s expansion of its business into different regions
different markets.d. (citing Grupo Gigante391 F.3d at 1103). Conversely, “[a] junio
user’s growth of its existing business and the concomitant increase in its use of the
do not constitute progressive encroachmduit.(citing Prudential Ins, 694 F.3d at
1154). However, when potential conflict is anticipated, choosing to wait until conflic
actual rather than potential is “not an excuse and did not constitute progressive
encroachment.Internet Specialtiess59 F.3d at 991 (citinGrupo Gigante391 F.3d at
1103). Here, where the two companies’ service lines were substantially similar fron
start and CSCP operations were at least geographically contiguous to CCI’s from tf
start, normal business growth would very likely, and would reasonably be anticipaté
more directly overlap with CCI’'s most central service area. On the facts presented,
progressive encroachment does not excuse CCI’'s d&aepuseCCl has failed to make

a case that its delay was reasonable, this factor weighs substantially in favor of apy

laches.

the junior user of a mark moves into direct competition . .|.

na

Or into

-

mark

tis

1 the

bd to

lying
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Regarding the third factor, harm to the senior user if relief is denied, the Cou
previously found that CCI put forward what appeared to be strong evidence of cust
confusion, which negatively impacted customer perception of CClI’s reliathility 75 at
18. CSCP argues that “delay weakens a claim of a likelihood of confusion, becausq
public may learn to distinguish between similar marks over time . .. .” Dkt. 120 at 1
(citing Grupo Gigante 391 F.3d at 1103-04). CClI’s evidence of confusion, cited in tf

Court’s prior order, could support an inference that the public was not making this

adjustment. Dkt. 75 at 18-19. Therefore, this factor weighs against applying laches.

Regarding the fourth factor, good faith ignorance by the junior user, CSCP a
that it used both its trade name and Slogan One widely in advertising throughout th
Puget Sound, supporting an inference that it claimed its marks in good faith. Dkt. 1
17. CCI counters that CSCP was aware CCI was using its trade name and Slogan
when CSCP adopted them. Dkt. 122 at 17. The Court previously found regarding th
similar “defendant’s intent” factor that a reasonable juror could draw conflicting
inferences on intent, making this factor neutral as to both the trade name and Slogj
Dkt. 75 at 1748. Moreoverthe disputes of fact about priority of usage for Slogan On
prevent clear resolution of knowledge and intent here—if a jury concludes CCI had
priority in usage, this factor would weigh against laches.

Regarding the fifth factor, competition between senior and junior U G8GP
concedes that as it competes with CClI, this factor weighs against applying laches.

120 at 6.

't
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Regarding the sixth factor, harm suffered by the junior user because of the s
user’s delay, aurts considethat“[e]ven where a defendant establishes that a plaintifi
delayed unreasonably in filing suit, laches will not bar a claim unless that delay
prejudiced the defendaniEat Right 880 F.3d at 1117 (citingrand Canyon Trust v.
Tucson Elec. Power Ca391 F.3d 979, 988 (9th Cir. 2004)). While prejudice is part o
the six-factor equitable analysis, a defendant must satisfy this factor to prevail and
weighs heavily in the analysiSee idat1119 (citingGrand Canyon Trust391 F.3d at
988) (“Even where a defendant establishes that a plaintiff delayed unreasonably in
suit, laches will not bar a claim unless that delay prejudiced the defendant.”)).

In Internet Specialtieghe Ninth Circuit explained that prejudice must stem fro
investing in the mark “as the identity of the business in the minds of the paliat,
considered whether the defendant would have to “undertake significant advertising
expenditures to change its namiaternet Specialtiess59 F.3d at 992 (citindarrow,

304 F.3d at 835—-36). Later cases have considered a slightly broader concept of
investment in the mark, to include investment in infrastructure and employment as
examples of building a business around a traderkrankette Clotimg, 894 F.3cat 1028
(citing Grupo Gigante 391 F.3d at 1108/ hittaker Corp v. Execuair Corp/36 F.3d
1341, 1347 (9th Cir. 1984)). “Establishing undue prejudice requires that the defend
show ‘at least some reliance on the absence of a lawdtsit'Right 880 F.3d at 1119
(quotingSeller Agency Council, Inc. v. Kennedy Ctr. for Real Estate Edug.6RIt.

F.3d 981, 989 (9th Cir. 2010)).
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CSCP argues that it was prejudiced by the delay through its “expenditures in

building its business around its marks from mid-2013 through the date of CCI's filing suit

— September 6, 2017.” Dkt. 120 at 19. CSCP argued tivas prejudiced by the absenge

of a lawsuit because during this period it added to its liability by, without knowledgg of

the alleged infringement, continuing the practices CCI alleges were infringing. Dkt.

at 19 n.98 (citingNVhitaker 736 F.2dat 1347). CSCP also argues that like the defendant

in Jarrow, if it had known of the alleged infringement, it could have focused on
characterizing its product differently to the publgat. (citing Jarrow, 304 F.3d at 839).
CCl argues that any expectations-based prejudice CSCP has sustained is negated
“re-branding” to the trade name Crawl Pros. Dkt. 122 at 3. The Court finds that the
evidence put forward by CSCP shows substantial expenditures on marketing throu

various mediums each yelaetweermid-2013 and September 2017 and substantial

revenue growth during that perioathich could support a finding cfubstantial prejudice.

Dkt. 120 at 6-8, 19. These expenditures indicate CSCP invested heavily in marketi
using its trade name and Slogan One essentially from the inception of its business

that it could reasonably say it built its business around the marks during the period

120

by its

ng
such

CCl

delayed. Rebranding to Crawl Pros would not impact investment around Slogan One, and

it is unclear that the change in trade name would entirely obviate previous investment in a

similar trade name.

The Court finds that the first, third, and fifth factors weigh against applying la

ches,

and the fourth factor is neutral. Even though the important second and sixth factorg weigh

in favor, the Court concludes thhiis mixedequitable analysis is not sufficient to
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overcome the strong presumptiagainst lacks for CCl's Lanham Act claims
established by the lack of conclusive evidence that the laches period started prior t
statute of limitations. The Court’s evaluation may be different following factual findi
by a jury.

2. CPA Claims

CSCP argues that CCI’s claims for damages under the CPA are barred by th
year CPA statute of limitations, because CCl’'s CPA claim accrued i201i8; more
than four years before CCI filed suit on September 6, 2017. Dkt. 120 at 20 (citing R
19.86.120). Guided by its determination that neither actual nor constructive knowle
may be conclusivglattributed to CCI prior to September 6, 2014, the Court denies
CSCP’s motion for summary judgment as to CCI’s claims for damages under the G

CSCP also argues that any CCI claims for equitable relief under the CPA for

purposes of a laches analysis would be guided by the three-year statute of limitation

applied in laches to CCI's Lanham Act claims, Dkt. 120 at 10 & 10 n.72. Said anoth
way, CSCP argues that equitable relief for trade name infringement that also violatg
CPA would be governed for the purposes of a laches analysis by the three-year stg
limitations that applies to trade name infringement, RCW 4.16.080(2), not thegcfaur-
statute of limitations for claims for damages brought under the CPA, RCW 19.86.1’
CSCP is corredhat this Court has found that “the analysis of an unfair
competition claim under Washington’s Consumer Protection Act will generally follo

that of the trademark infringement claim . . Sdfeworks, LLC v. Spydercrane.com,

D the

ngs

e four-

CW

PA.

the

er

bS the

itute of

0.

v

LLC, No. 08¢v-0922-JPD, 2009 WL 3169151, at *8 (W.D. Wash, Sept. 29, 2009).
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However, that analysis decided whether to apply the likelihood of consumer confus
test, not what statute of limitations should guide a laches analysis for equitable reli¢

under the CPACSCP argues that CCI's CPA claim accrued contemporaneously wit

CClI's Latham Act claims. Dkt. 120 at 20. CCI counters that CSCP cannot prove CC

suffered injury sufficient for its claim to fully accrue prior to September 6, 2013
following a fouryearstatute of limitations. Dkt. 122 at 21.

The Court finds that though Lanham Act claims and trademark-based unfair
competition claims are subject to congruous substantive analysis, the CPA’'s own s
of limitations is the most appropriate statute of limitations to guide a laches analysis
equitable relief under the CPA. Therefore, the Court denies CSCP’s motion as to
equitable relief under the CPA for the same reasons it denied CSCP’s motion as to
Lanham Act claims.

3. Copyright Claims

In copyright, laches is not available as a defense to suits for damages broug
within the three-year statute of limitatiof®etrella, 572 U.S. at 677. Laches is availabl
in extraordinary circumstances to limit equitable relief in copyright actions brought
within the three-year statute of limitationd. at 685 (“In extraordinary circumstances,
however, the consequences of a delay in commencing suit may be of sufficient ma
to warrant, at the very outset of the litigation, curtailment of the relief equitably
awardable.”). As examples of extraordinary circumstances which might warrant
curtailment of equitable relief at summary judgment, the Supreme CourCtitexb v.

Crosswinds Communities, Ind.74 F.3d 227 (6th Cir. 2007), where the requested

ion

pf

tatute

5 for

CClI's

gnitude
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injunctive relief was destroying a housing project which would harm innocent third
parties, andNew Era Publications Int’'l v. Henry Holt & Co873 F.2d 576, 584-85 (2d
Cir. 1989), where the requested injunctive relief was total destruction of a book alle
containing infringing materighat due to delay had already been prinpagked and
shippedld. at 685—-86. In more ordinary circumstances, if the plaintiff ultimately pre
on the merits, the court may then consider the delay in commencing suit in fashion
appropriate injunctive reliefd. at 687.

“[W] hile the statute of limitations [for copyright infringement] is triggered only
violations—t.e., actual infringements-the laches period may be triggered when a

plaintiff knows or has reason to know aboutrmpendingnfringement.”Kling v.

Hallmark Cards Ing.225 F.3d 1030, 1038 (9th Cir. 2000) (emphasis in original). The

1113

Supreme Court also noted that nine Courts of Appeals follow a “discovery rule,” wh
starts the limitations period when ‘the plaintiff discovers, or with due diligence shou
have discovered, the injury that forms the basis for the claiPetrella 574 U.S. at 670
n.4 (quotingwilliam A. Graham Co. v. Haughey68 F.3d 425, 433 (3d Cir. 2009)).
CCl initially brought copyright claims regarding five documents: (1) Project

Graph, (2) Project Bid Sheet, (3) Project Worksheet, (4) Clean Crawls Standards, g
Venting Calculator. Dkt. 1, P 12. The Court granted summary judgment for CSCP as {
the Project Worksheet and Standards documents, Dkt. 75 at 40, and as to the secd

of the Venting Calculator, Dkt. 112 at 16-17.

CSCP argues CClI’s copyright infringement claims seeking injunctive relief

gedly

ails

ng

ch

d

ind (5)
(0]

nd page

including an order to destroy the infringing material “should be barred by the doctri
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laches notwithstanding the fact that CCI may have initiated its claims under 17 U.S
502 and 503 within the applicable three-year statute of limitations.” Dkt. 120 at 21 (|
17 U.S.C. § 507(b)). CSCP argues that Henrichsen'’s deposition testimony states G
“acquired knowledge of CSCP’s alleged copyright infringement as early as Septem
October of 2014.” Dkt. 120 at 22 (citing Dkt. 121, Ex. 4 at 68, 71, 74, 114, 115, 116
117). CSCP also argues that becaidlen was employed at CSCP from Spring 2014
through Fall 2014, CCI “should have investigated a direct competitor’s hiring of a
salesman with four-years [sic] of experience at CCI handling CCI’s alleged copyrigl
material.” Dkt. 120 at 22.

a. Delay

CSCP argues that CCI unequivocally knew or should have known CSCP wa
using its documents by 2014. CCI counters that it did not know until B&cause the
Court finds as detailed below that CSCP does not show the kind of prejudice that W
warrant a finding of laches at summary judgment, the Court does not decide at this
whether CCI unreasonably delayed.

b. Prejudice

CSCP argues that it “likely would not have produced and re-produced the all
infringing documents, much less continue to build and develop its businesses’ sale
practices around them, had CCl initiated its alleged infringement action i’ Zokit4,
120 at 23, and analogizes an injunction to destroy the allegedly infringing materialg
destruction of work described Retrella Dkt. 126 at 11 (citindgPetrella 572 U.S. at

686).CCI counterghat “the only prejudice CSCP could show is that a finding of

.C. 8§
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copyright infringement earlier would have cause it to re-tool three of its documents
earlier.” Dkt. 122 at 232 The Court finds that even if CSCP was required to redesign]
three of its project assessment and tracking documents, the impacted interests are
substantially less than those involved in destroying units of housing or a completed

shipped literary work. Therefore, as the Supreme Court suggested, if CCI ultimately

and

/

prevails on the merits, the Court may consider a delay in commencing suit (if established)

in fashioning appropriate injunctive relief and need not find at this juncture that lach
entirely bars CCI’s copyright claimSee Petlla, 574 U.S. at 687.

[ll. ORDER

Therefore, it is hereb@ RDERED that CSCP’s motion for partial summary
judgment, Dkt. 120, iPENIED and CCI’'s motion for leave to file declaration, Dkt. 17
is GRANTED.

Dated this 5tiday ofNovember, 2019.

f

BENJAMIN H. SETTLE
United States District Judge

12The Court notes that CCI argues that accordirRetoella, it would have been
reasonable for it to delay while it assessed whether the infringing usaiffiaently harmful to
justify the cost of litigation. Dkt. 122 at 23 (citifetrella 574 U.S. at 683). However, CCI do¢
not argue that Mvasattempting to assess the cost of litigation, so it is unclear what relevang
argument has to the factshar.
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