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© UNITED STATES DISTRICT COURT

v WESTERN DISTRICT OF WASHINGTON

AT TACOMA
8
INSYNQ, INC., a Nevada corporation, CASE NO. 3:12-cv-05464 RBL
9
Plaintiff, ORDER GRANTING PLAINTIFF'S
10 MOTION TO REMAND
V.

11

JOANIE C. MANN and SEAN MANN, a
12 wife and husband and the matrital

community composed thereof,
13

Defendants.
14
15
16

17

18

19 THIS MATTER is before the Court on Plaiffitnsynq’s Motion to Remand this action [to

20 Pierce County Superior Court, and Insynq’s Motfor Sanctions. (Dkt. #s 8 and 19). For th

D

21 reasons below, Insyng’s Motion to Reman@GRANTED and Insynq’s Mibon for Sanctions is

22 DENIED. Defendant Mann’s request fattorney’s fees is DENIED.

23

24
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l. FACTUAL BACKGROUND

Insynq, Inc. is an applicatn service provider which prales virtual desktops and
remotely hosts applications for accountants @mdll business owners. Decl. of Kalish, Ex. A
Pl.’s Compl. at § 2.1 (Dkt. # 2). In 2000, Insyng’s predecessor Beéehdant Joanie Mahas
the Vice President of Operationksl. Mann’s responsibilities relatdo sales and sales suppol
which included “writing and content developmenld. at Ex. B to Decl. of Gorst (Dkt. # 2).

In February 2010, at Insyng'’s request, Mamgned an “Employee Nondisclosure and
Non-Compete Agreementid. at Ex. C to Decl. of Gorst. The agreement prohibits Mann fr
competition with Insynq during her employnter twelve months thereafteld. In addition to
broad confidentiality and non-sciiation restrictions contained the agreement, Mann would
not: “(1) compete for or solicit business relateé@n application seise provider; (2) own,
operate, or participate in emplognt with any entity in the Isiness of marketing and selling
application service provider busise$3) compete or solicit apppation service provider busine
from any customer of Insynq; or (4) use nmya&ompetition, solicitation, or marketing effort, a
confidential information of Insynq.” Pl.’s Mimn to Remand at 2:20-24 (Dkt. # 8).

During her employment, Mann registeredethdomain names and began writing their
corresponding blogs: “Bookkeeping in Bunnyppkers,” “Ca4Ca,” and “Quickbooks in the
Cloud.” Def.’s Resp. at 3:7-11 (Dkt. # 13 ).eTparties dispute ownerghof the blogs despite
agreement that Mann created all contentuiestt on the blogs during her employment.

On February 8, 2012, Insyng terminated Mavithout cause. Insynq shortly thereafte

learned that Mann had violatédte Non-Compete Agreement. Decl. of Grost (Dkt. # 2). Insy
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! Defendants are referenced togetagtMann” in this Order.
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asked Mann to return the thre@tps’ credentials and she refusednsynq sued in Pierce
County Superior Court on April 2012, asserting three s of action: (1) Breach of contrag
(2) Misappropriation of trade secrets; and8fair competition violating RCW 19.86. Pl.’s
Compl. (Dkt. # 2). Insynq requested injunctiveefeto restrain further violation of the Non-
Compete Agreement, and judgment for damagssgrfrom violations already occurretd.
The same day, Insynq obtained a temporary restgaorder relating to #nalleged violation of
her Non-Compete Agreement. Decl. of Kal&, A, Exparte Restraining Order (Dkt. #2).

On May 4, during the hearing on Insynq’s Mutifor a Preliminary Injunction, Mann’s
counsel argued that Insynq’s ctes were preempted by Federal copyright law. Decl. of Kali
at 2:12-13 (Dkt. # 15). On May 10, Insyngpided Mann with a Proposed Order Granting it
Motion for Preliminary Injunction relating to tiday 4 hearing, which directed Mann to releg
the credentials. Mann asserts that by seekingreéentials Insynq triggered a copyright clai
Decl. of Kalish, Ex.C, Proposed Order Grantinglidninary Injunction aB:1-2 (Dkt. # 15).
Insynq has not requested control over Mann'slagi The superior court granted Insynq’s
motion for preliminary injunction on May 18ts order enjoined Mann from taking further
action in violation of the Non-Gopete and required her to reledbe blogs’ credentials on Mg
21without posting anything further on the blod3ecl. of Kalish, Ex. A, Order Granting
Preliminary Injunction at 8:1-2 (Dkt. # 2.

Pursuant to the May 18 Preliminary Injtion, Mann released th#og credentials to

Insynq. Insynq then removed all of Mann’s artidiesn the blogs. Decl. of Grost (Dkt. # 18)

% The parties refer to the blogs’ login infaation, such as the username and passwor
the “credentials.” Proper login credetgiare required to post on the blog@eeDef.’s Resp. at
3:15-17.

3 Because the Court concludes that Insyncsdu raise a copyright claim or defense,
timeliness is not addressed.
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Defendants removed the case to thisi€ on May 25, 2012 on the basis of federal
guestion jurisdiction, asserting that Insynq’smisiwere preempted by federal copyright law.
(Dkt. # 1). Insynq seeks remand, arguing togdyright law does not apply because it is
asserting ownership over the blogs themseled,not the content of Mann’s writings.

Il. DISCUSSION

A party seeking removal bearsthurden of proving that trestrict court has original
jurisdiction because the claim “arises underQloastitution, laws, or treaties of the United
States.” Gaus v. Miles980 F.2d 564, 567 (9th Cir. 1992); 283.LC. § 1331. An action “arises
under” federal law when “federaMacreates the cause of actiorMerrell Dow Pharm. Inc. v.
Thompson478 U.S. 804, 808 (1986). The removal sttsitstrictly constred against removal
jurisdiction. Provincial Gov't of Mamduque v. Placer Dome, In&82 F.3d 1083, 1087 (9th
Cir. 2009).

A. Plaintiff's Motion to Remand

A plaintiff may “avoid federajurisdiction by relying on exaisively state law” in the
complaint. Hunter v. Philip Morris USA582 F.3d 1039, 1042 (9th Cir. 2009). Under the we¢
pleaded complaint rule, “federal jurisdiction @gisnly when a federal question is presented
the face of the plaintiff's properly pleaded complaind’ A properly pleaded complaint doeg
not “avoid federal jurisdiction by omitting from tlkemplaint federal law essential to his or hg
claim or by casting in state law terms a cldivat can be made only under federal lai&dston
v. Crossland Mortg. Corpl114 F.3d 979, 982 (9th Cir. 1997). However, mere reference of
federal statute “will not conves state law claim into a federal cause of action if the federal

statute is not a necessary element ofthee law claim and no preemption existd.”
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Yet in “extremely rare” circumstances, “remouaisdiction may exist when a plaintiff’
state law claims arise out of events or circiamseés within a field enely occupied by federal
law.” Hendricks v. Dynegy Power Mktg., Int60 F. Supp. 2d 1155, 1158 (S.D. Cal. 2001).
For the purposes of the well-pleaded complaiig, federal law that entirely occupies a
particular field converts an dinary state common-law compiainto a federal law claim.
Metropolitan Life Ins. Co. v. Taylpd81 U.S. 58, 65, 107 S.Ct. 1542 (1987). “The Suprems
Court has recognized completeemption only with respect todh.abor Management Relatig
Act, the Employee Retirement Income Secufitt of 1974,” and the National Bank Act usury
claims. Hendricks 160 F.Supp.2d at 1158 (declining to find complete preemption under th
Federal Power Act) (internal citations omittesBe Beneficial Nat'l Bank v. Anders&39 U.S.
1, 10, 123 S.Ct. 2058 (2003).

Under the Copyright Act, district courts hameginal jurisdiction over “any civil action

arising under any Act of Congressating to ... copyrights andademarks.” 28 U.S.C. 1338(a)).

Additionally, the Ninth Circuit ha “adopted a two-part test tietermine whether a state law
claim is preempted by the [Copyright] Actllaws v. Sony Music Entm't, Inel48 F.3d 1134,
1137 (9th Cir. 2006). First, the “subject mattef'the state law clairmust fall within the
subject matter of copyright assigibed in 17 U.S.C. 88102 and 10RI” Then, if the subject
matter falls within the statuté&the rights asserted under state’lanust be “equivalent to the
rights contained in 17 U.S.C. § 106, which articiddtes exclusive rightsf copyright holders.”
Id. at 1137-38. To avoid preemption, the statedaim must have an “extra element” which
changes the nature of the cause of actldnat 1143 (citingdel Madera Props. v. Rhodes &
Gardner, 820 F.2d 973 (9th Cir. 198®yerruled on other groungd&ogerty v. Fantasy, Inc.

510 U.S. 517, 113 S.Ct. 1023, 127 L.Ed.2d 455 (1994).
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Mann assert that Insynq’s state law claens actually copyright claims. Although
Insynq never asserted a copyright claim, Maraintains that Insynq’s proposed order for
preliminary injunction requestirigls. Mann turn over the credentsafor those three blogs to
[Insynq] by noon on May 21, 2012, and shall not pastfarther,” convertedhe state law clain

to a copyright claim. Decl. of Kalish, Ex. &rder Granting Preliminary Injunction at 8:1-2

(Dkt. # 2); Def.’s Resp. at 8:120. Mann claims that the “blogsmstitute protected intellectua
property,” and control of the logicredentials “directly implicatate exclusive rights reserved
to copyright holders.” Def.’Resp. at 8:1-2; 8:19-20. Manrews the login @dentials as a
proxy to control her own, copyrightable work. However, Mann fails to distinguish her
authorship from the medium where it was camedi These are distinct and separate. Insyng
requested the credentials for tlegs which Mann had written; ltas asserted no interest in
Mann’s articles. Insynq seeks control over thedium, not the authorship once contained
therein. Mann could have freely taken possessidreoposts and saved copied the writings

between the date the superourt granted Insynq’s motion for preliminary injunction and the

time Mann was required to release the credent@h® could have continued to ensure contro
over her authorship.

Additionally, Insynq’s state law cliads fail the test set forth ibawsand are not
converted to a copyright claim. Primarilysimq’s claims do not meet the subject matter
portion of the test. Generallif the state law claim is with sections 102 and 103 of the
Copyright Act, it is covered by the subject matiethe Act and converted to a federal copyright
claim. Laws 448 F.3d at 1139. Section 102 provides copynigotection to “original works of
authorship fixed in any tangible mediumexfpression... from which they can be...reproduced,

...either directly or with the diof a machine or device.” 17 UGS.8 102(a). Insynq’s claims
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are not within the subject mattef the Act because the complaalleges violation of the Non-

Compete and seeks control over the medium antheauthorship. Additionally, the blogs now

in Insynq’s control no longerntain any of Mann’s writing, fther undermining her argument
that Insynq seeks rights to hgork. Decl. of Mann at 4:17-1@®kt. # 14). Insynq’s complaint
does not seek relief for any reproduction of potentially copyrightedriaataut rather seeks

relief for actions Mann may have taken in aicdn of the Non-Compete Agreement. Thus,

Insynq’s claims are not within the subject matiethe Copyright Actand therefore the second

part of the two-partest set forth ilLawsis inapplicable. Theris no federal question
jurisdiction. The Motion for R@and is therefore GRANTED.
B. Plaintiff's Motion for Sanctions
Insyng seeks sanctions against Mann unde(X1iRb) for failure to ground the remova
in fact or legal authorityugpporting that Insynqg asserted gpgoght claim. Although Mann’s
arguments for removal are without legal merigytlare not frivolous or made for an improper
purpose.

II. CONCLUSION

Plaintiffs motion for remands GRANTED, and its motion for sanctions is DENIE

Defendants’ request for attorney’s fees isSNMED. The matter is RMANDED to the Pierce

County Superior Court.
IT 1S SO ORDERED.

Dated this 29th day of August, 2012.

LBl

Ronald B. Leighton
United States District Judge
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