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I. Introduction 
Surveys are used to describe or enumerate objects or the beliefs, attitudes, or 
behavior of persons or other social units.! Surveys typically are offered in legal 
proceedings to establish or refute claims about the characteristics of those ob
jects, individuals, or social units. Although surveys may count or measure every 
member of the relevant population (e.g., all plaintiffs eligible to join in a suit, all 
employees currently working for a corporation, all trees in a forest), sample 
surveys count or measure only a portion of the objects, individuals, or social 
units that the survey is intended to describe." 

Some statistical and sampling experts apply the phrase "sample survey" only 
to a survey in which probability sampling techniques are used to select the 
sample. 3 Although probability sampling offers important advantages over 
nonprobability sampling,4 experts in some fields (e.g., marketing) regularly rely 
on various forms of nonprobability sampling when conducting surveys. Consis
tent with Federal Rule of Evidence 703, courts generally have accepted such 
evidence. 5 Thus, in this reference guide, both the probability sample and the 
nonprobability sample are discussed. The strengths of probability sampling and 
the weaknesses of various types of nonprobability sampling are described so that 
the trier of fact can consider these features in deciding what weight to give to a 
particular sample survey. 

As a method of data collection, surveys have several crucial potential advan
tages over less systematic approaches. 6 When properly designed, executed, and 

1. Social scientists describe surveys as "conducted for the purpose of collecting data from individu
als about themselves, about their households, or about other larger social units. " Peter H. Rossi et aJ., 
Sample SUlve)'s: Histor)" CU/Tet/t Practice, arid FLiflire Prospects, ill Handbook of Survey Research 1, 2 
(Peter H. Rossi et aJ. eds., 1983). Used in its broader sense, however, the teon SHIVe), applies to any 
description or enumeration, whether or not a person is the source of this infoonation. Thus, a report on 
the number of trees destroyed in a forest fire might require a survey of the trees and stumps in the 
damaged area. 

2. InJ.H. Miles & Co. v. Bro WII , 910 F. Supp. 1138 (E.D. Va. 1995), clam processors and fishing 
vessel owners sued the Secretary of Commerce for failing to use the unexpectedly high results from 
1994 survey data on the size of the clam population to determine clam fishing quotas for 1995. The 
estimate of clam abundance is obtained from surveys of the amount of fishing time the research survey 
vessels require to collect a specified yield of clams in major fishing areas over a period of several weeks. 
Id. at 1144-45. 

3. E.g., Leslie Kish, Survey Sampling 26 (1965). 
4. See h1m § "I. C. 
5. Fed. R. Evid. 703 recognizes facts or data "of a type reasonably relied upon by experts in the 

particular field .... " 
6. This does not mean that surveys can be relied on to address all types of questions. For example, 

some respondents may not be able to predict accurately whether they would volunteer for military 
service if Washington, D.C., were to be bombed. Their inaccuracy may arise not because they are 
unwilling to answer the question or to say they don't know, but because they believe they can predict 
accurately, and they are simply wrong. Thus, the availability ofa "don't know" option cannot cure the 
inaccuracy. Although such a survey is suitable for assessing their predictions, it may not provide a very 
accurate estimate of what their actual responses would be. 

231 
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described, surveys (1) economically present the characteristics of a large group 
of objects or respondents and (2) permit an assessment of the extent to which 
the measured objects or respondents are likely to adequately represent a relevant 
group of objects, individuals, or social units.7 All questions asked of respondents 
and all other measuring devices used can be examined by the court and the 
opposing party for objectivity, clarity, and relevance, and all answers or other 
measures obtained can be analyzed for completeness and consistency. To make 
it possible for the court and the opposing party to closely scrutinize the survey so 
that its relevance, objectivity, and representativeness can be evaluated, the party 
proposing to offer the survey as evidence should describe in detail the design 
and execution of the survey. 

The questions listed in this reference guide are intended to assist judges in 
identifying, narrowing, and addressing issues bearing on the adequacy of surveys 
either offered as evidence or proposed as a method for developing infonn.ation. H 

These questions can be (1) raised from the bench during a pretrial proceeding to 
determine the admissibility of the survey evidence; (2) presented to the con
tending experts before trial for their joint identification of disputed and undis
puted issues; (3) presented to counsel with the expectation that the issues will be 
addressed during the examination of the experts at trial; or (4) raised in bench 
trials when a motion for a preliminary injunction is made to help the judge 
evaluate what weight, if any, the survey should be given.<J These questions are 
intended to improve the utility of cross-examination by counsel, where appro
priate, not to replace it. 

All sample surveys, whether they measure objects, individuals, or other social 
units, should address the issues concerning purpose and design (section II), popu
lation definition and sampling (section III), accuracy of data entry (section VI), 
and disclosure and reporting (section VII). Questionnaire and interview surveys 
raise methodological issues involving survey questions and structure (section IV) 
and confidentiality (section VILe), and interview surveys introduce additional 
issues (e.g., interviewer training and qualifications) (section V). The sections of 
this reference guide are labeled to direct the reader to those topics that are 
relevant to the type of survey being considered. The scope of this reference 
guide is necessarily limited, and additional issues might arise in particular cases. 

7. The ability to quantitatively assess the limits of the likely margin of elTor is unique to probability 
sample surveys. 

8. See ilifra text accompanying note 27. 
9. Lanham Act cases involving trademark infringement or deceptive advertising frequently require 

expedited hearings that request injunctive relief, so judges may need to be more [,miliar with survey 
methodology when considering the weight to accord a survey in these cases than when presiding over 
cases being submitted to a jury. Even in a case being decided by a jury, however, the court must be 
prepared to evaluate the methodology of the survey evidence in order to rule on admissibility. See 
Daubert v. Merrell Dow Phan11S., Inc., 509 U.S. 579,589 (1993). 

232 
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A. Use of Surveys in Court 
Forty years ago the question whether surveys constituted acceptable evidence 
still was unsettled.1O Early doubts about the admissibility of surveys centered on 
their use of sampling techniques 1 1 and their status as hearsay evidence. 12 Federal 
Rule of Evidence 703 settled both matters for surveys by redirecting attention 
to the "validity of the techniques employed."13 The inquiry under Rule 703 
focuses on whether facts or data are" of a type reasonably relied upon by experts 
in the particular field in forming opinions or inferences upon the subject. "14 For 
a survey, the question beco111.es, "Was the poll or survey conducted in accor
dance with generally accepted survey principles, and were the results used in a 

10. Hans Zeisel, The UlliquCIless ,if SlIlVe), Evidence, 45 Cornell LQ. 322, 345 (1960). 
11. In an early use of sampling, Sears, Roebuck & Co. claimed a tax refund based on sales made to 

individuals living outside city limits. Sears randomly sampled 33 of the 826 working days in the relevant 
working period, computed the proportion of sales to out-of-city individuals during those days, and 
projected the sample result to the entire period. The court refused to accept the estimate based on the 
sample. When a complete audit was made, the result was almost identical to that obtained fi'om the 
sample. Sears, Roebuck & Co. v. Cit)' '?f IflgleUJood, tried in Los Angeles Superior Court in 1955, is 
described in R. Clay Sprowls, TIle Admissibilit)' of Sall1ple Data illto a Court ,if Law: A Case History, 4 
UCLA L Rev. 222, 226-29 (1956-1957). 

12. Judge Wilfred Feinberg'S thoughtful analysis in Zippo Mallufacturillg Co. v. Rogers Imports, IlIc., 
216 F. Supp. 670, 682-83 (S.D.N.Y. 1963), provides two alternative grounds for admitting opinion 
surveys: (1) surveys are not hearsay because they are not offered in evidence to prove the truth of the 
matter asserted; and (2) even if they are hearsay, they [III under one of the exceptions as a "present sense 
impression." In Scherillg Corp. v. I:/izer IIIC., 189 F.3d 218 (2d Cir. 1999), the Second Circuit distin
guished between perception surveys designed to reflect the present sense impressions of respondents 
and "memory" surveys designed to collect infonnation about a past occurrence based on the recollec
tions of the survey respondents. The court in Scherillg suggested that if a survey is offered to prove the 
existence of a specific idea in the public mind, then the survey does constitute hearsay evidence. As the 
court observed, Federal Rule of Evidence 803(3), creating "an exception to the hearsay rule for such 
statements [i.e., state of mind expressions 1 rather than excluding the statements from the definition of 
hearsay, makes sense only in this light." Id. at 230 n.3. 

Two additional exceptions to the hearsay exclusion can be applied to surveys. First, surveys may 
constitute a hearsay exception if the survey data were collected in the non11al course of a regularly 
conducted business activity, unless "the source of information or the method or circumstances of prep a
ration indicate lack of trustworthiness." Fed. R. Evid. 803(6); see also Ortho Phaml. Corp. v. Cosprophar, 
Inc., 828 F. Supp. 1114, 1119-20 (S.D.N. Y. 1993) (marketing surveys prepared in the course of bus i
ness were properly excluded due to lack offoundation fr0111 a person who saw the original data or knew 
what steps were taken in preparing the report), affd, 32 F.3d 690 (2d Cir. 1994). In addition, if a survey 
shows guarantees of trustworthiness equivalent to those in other hearsay exceptions, it can be admitted 
if the court determines that the statement is offered as evidence of a material fact, it is more probative on 
the point for which it is offered than any other evidence which the proponent can procure through 
reasonable efforts, and admissibility serves the interests of justice. Fed. R. Evid. 807; e.g., Keith v. 
Volpe, 618 F. Supp. 1132 (CD. Cal. 1985); Scllerillg, 189 F.3d at 232. Admissibility as an exception to 
the hearsay exclusion thus depends on the trustworthiness of the survey. 

13. Fed. R. Evid. 703 advisory C0111111.ittee's note. 
14. Fed. R. Evid. 703. 

233 
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statistically correct way?" 1 5 This focus on the adequacy of the methodology used 
in conducting and analyzing results from a survey is also consistent with the 
Supreme Court's discussion of admissible scientific evidence in Daubert v. Merrell 
Dow Pharmaceuticals, Inc. 16 

Because the survey method provides an econom.ical and systematic way to 
gather information about a large number of individuals or social units, surveys 
are used widely in business, government, and, increasingly, administrative set
tings and judicial proceedings. Both federal and state courts have accepted sur
vey evidence on a variety of issues. In a case involving allegations of discrimina
tion in jury panel composition, the defense team surveyed prospective jurors to 
obtain age, race, education, ethnicity, and income distribution. 17 Surveys of 
employees or prospective employees are used to support or refute claims of 
employment discrimination. 18 In ruling on the admissibility of scientific claims, 
courts have examined surveys of scientific experts to assess the extent to which 
the theory or technique has received widespread acceptance .19 SOl11.e courts have 
admitted surveys in obscenity cases to provide evidence about community stan
dards. 20 Requests for a change of venue on grounds of jury pool bias often are 
backed by evidence from a survey of jury-eligible respondents in the area of the 
original venue. 21 The plaintiff in an antitrust suit conducted a survey to assess 
what characteristics, including price, affected consumers' preferences. The sur-

15. Manual for Complex Litigation § 2.712 (1982). Survey research also is addressed in the Manual 
for Complex Litigation, Second § 21.484 (1985) [hereinafter MCL 2d] and the Manual for Complex 
Litigation, Third § 21.493 (1995) [hereinafter MCL 3d]. Note, however, that experts who collect 
survey data, along with the professions that rely on those surveys, may differ in some of their method
ological standards and principles. An assessment of the precision of sample estimates and an evaluation 
of the sources and magnitude oflikely bias are required to distinguish methods that are acceptable from 
methods that are not. 

16. 509 U.S. 579 (1993). See also General Elec. Co. v.Joiner, 522 U.S. 136, 147 (1997). 
17. People v. HalTis, 679 P.2d 433 (Cal.), cert. dCllicd, 469 U.S. 965 (1984). 
18. EEOC v. Sears, Roebuck & Co., 628 F. Supp. 1264, 1308 (N.D. Ill. 1986), a,{f'd, 839 F.2d 302 

(7th Cir. 1988); Stender v. Lucky Stores, Inc., 803 F. Supp. 259, 326 (N.D. Cal. 1992); Richardson v. 
Quik Trip Corp., 591 F. Supp. 1151, 1153 (S.D. Iowa 1984). 

19. United States v. Scheffer, 523 U.S. 303, 309 (1998); Meyers v. Arcudi, 947 F. Supp. 581, 588 
(D. Conn. 1996); United States v. Varoudakis, No. 97-10158, 1998 WL 151238 (D. Mass. Mar. 27, 
1998); United States v. Bishop, 64 F. Supp. 2d 1149 (D. Utah 1999); United States v. Orians, 9 F. 
Supp. 2d 1168, 1174 (D. Ariz. 1998) (all cases in which courts determined, based on the inconsistent 
reactions revealed in several surveys, that the polygraph test has failed to achieve general acceptance in 
the scientific community). 

20. E.g., People v. Page Books, Inc., 601 N.E.2d 273, 279-80 (IlL App. Ct. 1992); People v. 
Nelson, 410 N.E.2d 476, 477-79 (Ill. App. Ct. 1980); State v. Williams, 598 N.E.2d 1250, 1256-58 
(Ohio Ct. App. 1991). 

21. E.g., United States v. Eagle, 586 F.2d 1193, 1195 (8th Cir. 1978); United States v. Tokars, 839 
F. Supp. 1578,1583 (D. Ga. 1993), a,{f'd, 95 F.3d 1520 (11 th Cir. 1996); Powell v. Superior Court, 283 
CaL Rptr. 777, 783 (Ct. App. 1991). 
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vey was offered as one way to estimate damages. 22 A routine use of surveys in 
federal courts occurs in Lanham Act23 cases, where the plaintiff alleges trade
mark infringement24 or claims that false advertising25 has confused or deceived 
consumers. The pivotal legal question in such cases virtually demands survey 
research because it centers on consumer perception and memory (i.e., is the 
consumer likely to be confused about the source of a product, or does the 
advertisement imply an inaccurate message?).zc' In addition, survey methodol
ogy has been used creatively to assist federal courts in managing mass torts litiga
tion. Faced with the prospect of conducting discovery concerning 10,000 plain
tiffs, the plaintiffs and defendants in Wilhoite v. Olin CorpY jointly drafted a 
discovery survey that was administered in person by neutral third parties, thus 
replacing interrogatories and depositions. It resulted in substantial savings in 
both time and cost. 

B. A Comparison of Survey Evidence and Individual Testimony 
To illustrate the value of a survey, it is useful to compare the information that 
can be obtained from a competently done survey with the information obtained 

22. Dolphin Tours, Inc. v. Pacifico Creative Servs., Inc., 773 F.2d 1506, 1508 (9th Cir. 1985). See 
also SMS Sys. Maintenance Servs., Inc. v. Digital Equip. Corp., 188 F.3d 11 (1st Cir. 1999); Benjamin 
F. King, Statistics ill Alltitrust Litigatioll, ill Statistics and the Law 49 (Morris H. DeGroot et al. eds., 
1986). Surveys also are used in litigation to help define relevant markets. In Ullited States v. E. I. DIiPOllt 
de Nemours &Co., 118 F. Supp. 41, 60 (D. Del. 1953), qffd, 351 U.S. 377 (1956), a survey was used to 
develop the "market setting" for the sale of cellophane. In Mukalld, Ltd. v. Ullited Srares, 937 F. Supp. 
910 (Ct. Int'l Trade 1996), a survey of purchasers of stainless steel wire rods was conducted to support 
a determination of competition and fungibility between domestic and Indian wire rod. 

23. Lanham Act § 43(a), 15 U.s.c. § 1125(a) (1946) (amended 1992). 
24. E.g., Union Carbide Corp. v. Ever-Ready, Inc., 531 F.2d 366 (7th Cir.), cerr. del/ied, 429 U.S. 

830 (1976); Qualitex Co. v. jacobson Prods. Co., No. CIV-90-1183HLH, 1991 U.S. Dist. LEXIS 
21172 (C.D. Cal. Sept. 3, 1991), a,ffd ill part & rev'd all other groullds, 13 F.3d 1297 (9th. Cir. 1994), rev'd 
0/1 other groullds, 514 U.S. 159 (1995). According to Neal Miller, Facts, Expert Facts, alld Staristics: Descrip
tive alld Experimelltal Research Methods ill Litigatioll, 40 Rutgers L. Rev. 101, 137 (1987), trademark law 
has relied on the institutionalized use of statistical evidence more than any other area of the law. 

25. E.g., Southland Sod Fanm v. Stover Seed Co., 108 F.3d 1134,1142-43 (9th Cir. 1997); 
American Home Prods. Corp. v. johnson & johnson, 577 F.2d 160 (2d Cir. 1978). 

26. Courts have observed that "the court's reaction is at best not detem1inative and at worst irrel
evant. The question in such cases is, what does the person to whom the advertisement is addressed find 
to be the message?" American Brands, Inc. v. R.J. Reynolds Tobacco Co., 413 F. Supp. 1352, 1357 
(S.D.N.Y. 1976). The wide use of surveys in recent years was foreshadowed in Triallgle Publicatiolls, file. 

v. Rohrlich, 167 F.2d 969,974 (2d Cir. 1948) (Frank,]., dissenting). Called on to determine whether a 
manufacturer of girdles labeled "Miss Seventeen" infringed the trademark of the magazine SevC11leC11, 
Judge Frank suggested that, in the absence of a test of the reactions of "numerous girls and women," the 
trial court judge's finding as to what was likely to confuse was "nothing but a surmise, a conjecture, a 
guess," noting that "neither the trial judge nor any member of this court is (or resembles) a teen-age girl 
or the mother or sister ofsuch a girl." fd. at 976-77. 

27. No. CV-83-C-5021-NE (N.D. Ala. filed Jan. 11, 1983). The case ultimately settled before 
trial. See Francis E. McGovern & E. Allan Lind, The Discovery Survey, Law & Con temp. Probs., Autumn 
1988, at 41. 
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by other means. A survey is presented by a survey expert who testifies about the 
responses of a substantial number of individuals who have been selected accord
ing to an explicit sampling plan and asked the same set of questions by inter
viewers who were not told who sponsored the surveyor what answers were 
predicted or preferred. Although parties presumably are not obliged to present a 
survey conducted in anticipation oflitigation by a nontestifying expert if it pro
duced unfavorable results,28 the court can and should scrutinize the method of 
respondent selection for any survey that is presented. 

A party using a nonsurvey method generally identifies several witnesses who 
testify about their own characteristics, experiences, or im.pressions. While the 
party has no obligation to select these witnesses in any particular way or to 
report on how they were chosen, the party is not likely to select witnesses 
whose attributes conflict with the party's interests. The witnesses who testify are 
aware of the parties involved in the case and have discussed the case before 
testifying. 

Although surveys are not the only means of dem.onstrating particular facts, 
presenting the results of a well-done survey through the testimony of an expert 
is an efficient way to infonn the trier of fact about a large and representative 
group of potential witnesses. In some cases, courts have described surveys as the 
most direct form of evidence that can be offered. 29 Indeed, several courts have 
drawn negative inferences from the absence of a survey, taking the position that 
failure to undertake a survey may strongly suggest that a properly done survey 
would not support the plaintiff's position.3

() 

II. Purpose and Design of the Survey 

A. Was the Survey Designed to Address Relevant Questions? 

The report describing the results of a survey should include a statement describ
ing the purpose or purposes of the survey. One indication that a survey offers 
probative evidence is that it was designed to collect information relevant to the 
legal controversy (e.g., to estimate damages in an antitrust suit or to assess con-

28. Loctite Corp. v. National Starch & Chem. Corp., 516 F. Supp. 190, 205 (S.D.N.Y. 1981) 
(distinguishing between surveys conducted in anticipation of litigation and surveys conducted for 
nonlitigation purposes which cannot be reproduced because of the passage of time, concluding that 
parties should not be compelled to introduce the fonner at trial, but may be required to provide the 
latter). 

29. E.g., Charles Jacquin et Cie, Inc. v. Destileria Serralles, Inc., 921 F.2d 467,475 (3d Cir. 1990). 
See also Brunswick Corp. v. Spinit Reel Co., 832 F.2d 513, 522 (10th Cir. 1987). 

30. E.S. Originals, Inc. v. Stride Rite Corp., 656 F. Supp. 484, 490 (S.D.N.Y. 1987); see also Ortho 
Pham1. Corp. v. Cosprophar, Inc., 32 F.3d 690, 695 (2d Cir. 1994); Henri's Food Prods. Co. v. Kraft, 
Inc., 717 F.2d 352, 357 (7th Cir. 1983); Infonnation Clearing House, Inc. v. Find Magazine, 492 F. 
Supp. 147,160 (S.D.N.Y. 1980). 

236 

A791



Case 1:05-cv-08136-DC   Document 1010-4    Filed 04/03/12   Page 11 of 54

Reference Guide 011 Survey Research 

sumer confusion in a trademark case). Surveys not conducted specifically in 
preparation for, or in response to, litigation may provide important informa
tion,3! but they frequently ask irrelevant questions32 or select inappropriate samples 
of respondents for study.33 Nonetheless, surveys do not always achieve their 
stated goals. Thus, the content and execution of a survey must be scrutinized 
even if the survey was designed to provide relevant data on the issue before the 
court. Moreover, if a survey was not designed for purposes of litigation, one 
source of bias is less likely: The party presenting the survey is less likely to have 
designed and constructed the survey to prove its side of the issue in controversy. 

B. Was Participation in the Design} Administration} and 
Interpretation of the Survey Appropriately Controlled to Ensure 
the Objectivity of the Survey? 

An early handbook for judges reconU11.ended that survey interviews be "con
ducted independently of the attorneys in the case. "34 Some courts have inter
preted this to mean that any evidence of attorney participation is objection
able. 35 A better interpretation is that the attorney should have no part in carrying 
out the survey.36 However, some attorney involvement in the survey design is 

31. Sec, e.g., Wright v. Jeep Corp., 547 F. Supp. 871, 874 (E.D. Mich. 1982). Indeed, as courts 
increasingly have been faced with scientific issues, parties have requested in a number of recent cases 
that the courts compel production of research data and testimony by unretained experts. The circum
stances under which an unretained expert can be compelled to testify or to disclose research data and 
opinions, as well as the extent of disclosure that can be required when the research conducted by the 
expert has a bearing on the issues in the case, are the subject of considerable current debate. Sec, c.g., 
Richard L. Marcus, Discovery A/ollg £lIe LiligaliolllScicllce illlctjace, 57 Brook. L. Rev. 381, 39.3-428 
(1991); Joe S. Cecil, Jlldicially Compcllcd Disclosure (?f Rescarch Dalo, 1 Cts. Health Sci. & L. 434 (1991); 
scc a/so Symposium, COllrI-Ordercd Disclosurc of Acadcmic Rcscarch: A C/OS/I of Vallics of SciCIlCC (lIld Lall!, 
Law & Contemp. Probs., Summer 1996, at 1. 

32. Loctite Corp. v. National Starch & Chem. Corp., 516 F. Supp. 190,206 (S.D.N.Y. 1981) 
(marketing surveys conducted before litigation were designed to test for brand awareness, whereas the 
"single issue at hand ... [was] whether consumers understood the tenn 'Super Glue' to designate glue 
from a single source"). 

33. In Craig v. Eorm, 429 U.S. 190 (1976), the state unsuccessfully attempted to use its annual 
roadside survey of the blood alcohol level, drinking habits, and preferences of drivers to justifY prohib
iting the sale of 3.2% beer to males under the age of 21 and to females under the age of 18. The data 
were biased because it was likely that the male would be driving ifboth the male and female occupants 
of the car had been drinking. As pointed out in 2Joseph L. Gastwirth, Statistical Reasoning in Law and 
Public Policy: Tort Law, Evidence, and Health 527 (1988), the roadside survey would have provided 
more relevant data if all occupants of the cars had been included in the survey (and if the type and 
amount of alcohol most recently consumed had been requested so that the consumption of 3.2% beer 
could have been isolated). 

34. Judicial Conference of the U.S., Handbook of Recommended Procedures for the Trial of 
Protracted Cases 75 (1960). 

35. E.g., Boehringer Ingelheim G.m.b.H. v. Phannadyne Lab., 532 F. Supp. 1040, 1058 (D.N.]. 
1980). 

36. Upjohn Co. v. American Home Prods. Corp., No. 1-95-CV-237, 1996 U.S. Dist. LEXIS 
8049, at *42 (WD. Mich. Apr. 5, 1996) (objection that "counsel reviewed the design of the survey 
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necessary to ensure that relevant questions are directed to a relevant popula
tion. 37 The trier of fact evaluates the objectivity and relevance of the questions 
on the survey and the appropriateness of the definition of the population used to 
guide sample selection. These aspects of the survey are visible to the trier of fact 
and can be judged on their quality, irrespective of who suggested them. In 
contrast, the interviews themselves are not directly visible, and any potential 
bias is minimized by having interviewers and respondents blind to the purpose 
and sponsorship of the survey and by excluding attorneys from any part in con
ducting interviews and tabulating results. 

C. Are the Experts VVho Designed, Conducted, or Analyzed the 
Survey Appropriately Skilled and Experienced? 

Experts prepared to design, conduct, and analyze a survey generally should have 
graduate training in psychology (especially social, cognitive, or consumer psy
chology), sociology, marketing, communication sciences, statistics, or a related 
discipline; that training should include courses in survey research methods, sam
pling, measurement, interviewing, and statistics. In some cases, professional ex
perience in conducting and publishing survey research may provide the requi
site background. In all cases, the expert must demonstrate an understanding of 
survey methodology, including sampling,3H instrument design (questionnaire and 
interview construction), and statistical analysis. 39 Publication in peer-reviewed 
journals, authored books, membership in professional organizations, faculty ap
pointments, consulting experience, research grants, and membership on scien
tific advisory panels for government agencies or private foundations are indica
tions of a professional's area and level of expertise. In addition, if the survey 
involves highly technical subject matter (e.g., the particular preferences of elec
trical engineers for various pieces of electrical equipment and the bases for those 
preferences) or involves a special population (e.g., developmentally disabled adults 
with limited cognitive skills), the survey expert also should be able to demon
strate sufficient familiarity with the topic or population (or assistance from an 
individual on the research team with suitable expertise) to design a survey in
strument that will communicate clearly with relevant respondents. 

carries little force with this Court because [opposing party] has not identified any Aaw in the survey that 
might be attributed to counsel's assistance"). 

37. 3 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 32: 166 (4th ed. 
1996). 

38. The one exception is that sampling expertise is unnecessary if the survey is administered to all 
members of the relevant population. See, e.g., McGovern & Lind, supra note 27. 

39. If survey expertise is being provided by several experts, a single expert may have general famil
iarity but not special expertise in all these areas. 
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D. Are the Experts Who Will Testify About Surveys Conducted by 
Others Appropriately Skilled ana Experienced? 

Parties often call on an expert to testify about a survey conducted by someone 
else. The secondary expert's role is to offer support for a survey commissioned 
by the party who calls the expert, to critique a survey presented by the opposing 
party, or to introduce findings or conclusions from a survey not conducted in 
preparation for litigation or by any of the parties to the litigation. The trial court 
should take into account the exact issue that the expert seeks to testify about and 
the nature of the expert's field of expertise.411 The secondary expert who gives an 
opinion about the adequacy and interpretation of a survey not only should have 
general skills and experience with surveys and be familiar with all of the issues 
addressed in this reference guide, but also should demonstrate familiarity with 
the following properties of the survey being discussed: 

1. the purpose of the survey; 
2. the survey methodology, including 

a. the target population, 
b. the sampling design used in conducting the survey, 
c. the survey instrument (questionnaire or interview schedule), and 
d. (for interview surveys) interviewer training and instruction; 

3. the results, including rates and patterns of missing data; and 
4. the statistical analyses used to interpret the results. 

III. Population Definition and Sampling 

A. Was an Appropriate Universe or Population Identified? 
One of the first steps in designing a surveyor in deciding whether an existing 
survey is relevant is to identify the target population (or universe).41 The target 
population consists of all elements (i.e., objects, individuals, or other social units) 
whose characteristics or perceptions the survey is intended to represent. Thus, 
in trademark litigation, the relevant population in some disputes may include all 
prospective and actual purchasers of the plaintiff's goods or services and all pro
spective and actual purchasers of the defendant's goods or services. Similarly, the 
population for a discovery survey may include all potential plaintiffs or all em-

40. Margaret A. Berger, The Supreme Court's Triology on the Admissibility of Expert Testimony 
§ IV.C, in this manual. 

41. Identification of the proper universe is recognized unifonniy as a key element in the develop
ment of a survey. See, e.g., Judicial Conference of the U.S., supra note 34; MCL 3d, supra note 15, § 
21.493. See also 3 McCarthy, supra note 37, § 32:166; Council of Am. Survey Res. Orgs., Code of 
Standards and Ethics for Survey Research § III.B.4 (1997). 
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ployees who worked for Company A between two specific dates. In a commu
nity survey designed to provide evidence for a motion for a change of venue, 
the relevant population consists of all jury-eligible citizens in the community in 
which the trial is to take place.42 The definition of the relevant population is 
crucial because there may be systematic differences in the responses of members 
of the population and nonmembers. (For example, consumers who are prospec
tive purchasers may know more about the product category than consumers 
who are not considering making a purchase.) 

The universe must be defined carefully. For example, a commercial for a toy 
or breakfast cereal may be aimed at children, who in turn influence their par
ents' purchases. If a survey assessing the commercial's tendency to mislead were 
conducted based on the universe of prospective and actual adult purchasers, it 
would exclude a crucial group of eligible respondents. Thus, the appropriate 
population in this instance would include children as well as parents. 43 

B. Did the Sampling Frame Approximate the Population? 
The target population consists of all the individuals or units that the researcher 
would like to study. The sampling frame is the source (or sources) from which 
the sample actually is drawn. The surveyor's job generally is easier if a complete 
list of every eligible n1.em.ber of the population is available (e.g., all plaintiffs in a 
discovery survey), so that the sampling frame lists the identity of all members of 
the target population. Frequently, however, the target population includes mem
bers who are inaccessible or who cannot be identified in advance. As a result, 
compromises are sometimes required in developing the sampling frame. The 
survey report should contain a description of the target population, a description 
of the survey population actually sampled, a discussion of the difference be
tween the two populations, and an evaluation of the likely consequences of that 
difference. 

42. A second relevant population may consist of jury-eligible citizens in the community where the 
party would like to see the trial moved. By questioning citizens in both communities, the survey can 
test whether moving the trial is likely to reduce the level of animosity toward the party requesting the 
change of venue. See United States v. Haldeman, 559 F.2d 31,140,151, app. A at 176-79 (D.C Cir. 
1976) (court denied change of venue over the strong objection of Judge MacKinnon, who cited survey 
evidence that Washington, D.C, residents were substantially more likely to conclude, before trial, that 
the defendants were guilty), Cefl. del/ied, 431 U.S. 933 (1977); see also People v. Venegas, 31 CaL Rptr. 
2d 114, 117 (Ct. App. 1994) (change of venue denied because defendant failed to show that the defen
dant would face a less hostile jury in a different court). 

43. Children and some other populations create special challenges for researchers. For example, 
very young children should not be asked about sponsorship or licensing, concepts that are foreign to 
them. Concepts, as well as wording, should be age-appropriate. 
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A survey that provides information about a wholly irrelevant universe of 
respondents is itself irrelevant. 44 Courts are likely to exclude the surveyor ac
cord it little weight. Thus, when the plaintiff submitted the results of a survey to 
prove that the green color of its fishing rod had acquired a secondary meaning, 
the court gave the survey little weight in part because the survey solicited the 
views of fishing rod dealers rather than consumers.45 More commonly, how
ever, the sampling frame is either underinclusive or overinclusive relative to the 
target population. If it is underinclusive, the survey's value depends on the ex
tent to which the excluded population is likely to react differently from the 
included population. Thus, a survey of spectators and participants at running 
events would be sampling a sophisticated subset of those likely to purchase run
ning shoes. Because this subset probably would consist of the consumers most 
knowledgeable about the trade dress used by companies that sell running shoes, 
a survey based on this population would be likely to substantially overrepresent 
the strength of a particular design as a trademark, and the extent of that 
overrepresentation would be unknown and not susceptible to any reasonable 
estimation.4(' 

Similarly, in a survey designed to project demand for cellular phones, the 
assumption that businesses would be the primary users of cellular service led 
surveyors to exclude potential nonbusiness users from the survey. The Federal 
Communications Commission (FCC) found the assumption unwarranted and 
concluded that the research was flawed, in part because of this underinclusive 
universe. 47 

44. A survey aimed at assessing how persons in the trade respond to an advertisement should be 
conducted on a sample of persons in the trade and not on a sample of consumers. Home Box Office v. 
Showtime/The Movie Channel, 665 F. Supp. 1079, 1083 (S.D.N.Y.), a.U'd ill part & vacated ill part, 832 
F.2d 1311 (2d Cir. 1987). Butsee Lon Tai Shing Co. v. Koch + Lowy, No. 90-C4464, 1990 U.S. Dist. 
LEXIS 19123, at *50 (S.D.N.Y. Dec. 14, 1990), in which the judge was willing to find likelihood of 
consumer confusion from a survey of lighting store salespersons questioned by a survey researcher 
posing as a customer. The court was persuaded that the salespersons who were misstating the source of 
the lamp, whether consciously or not, must have believed reasonably that the consuming public would 
be misled by the salespersons' inaccurate statements about the name of the company that manufactured 
the lamp they were selling. 

45. R.L. Winston Rod Co. v. Sage Mfg. Co., 838 F. Supp. 1396,1401-02 (D. Mont. 1993). 
46. Brooks Shoe Mfg. Co. v. Suave Shoe Corp., 533 F. Supp. 75, 80 (S.D. Fla. 1981), a,U'd, 716 

F.2d 854 (11 th Cir. 1983). See also Winning Ways, Inc. v. Holloway Sportswear, Inc., 913 F. Supp. 
1454, 1467 (D. Kan. 1996) (survey flawed in failing to include sporting goods customers who consti
tuted a major portion of customers). But see Thomas & Betts Corp. v. Panduit Corp., 138 F.3d 277, 
294-95 (7th Cir. 1998) (survey of store personnel admissible because relevant market included both 
distributors and ultimate purchasers). 

47. Gencom, Inc., 56 Rad. Reg. 2d (P&F) 1597, 1604 (1984). This position was affinned on 
appeal. See Gencom, Inc. v. FCC, 832 F.2d 171, 186 (D.C. Cir. 1987). 
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In some cases, it is difficult to determine whether an underinclusive universe 
distorts the results of the survey and, if so, the extent and likely direction of the 
bias. For example, a trademark survey was designed to test the likelihood of 
confusing an analgesic currently on the market with a new product that was 
similar in appearance. 48 The plaintiffs survey included only respondents who 
had used the plaintiffs analgesic, and the court found that the universe should 
have included users of other analgesics, "so that the full range of potential cus
tomers for whom plaintiff and defendants would compete could be studied. "49 

In this instance, it is unclear whether users of the plaintiffs product would be 
more or less likely to be confused than users of the defendant's product or users 
of a third analgesic. 511 

An overinclusive universe generally presents less of a problem in interpreta
tion than does an underinclusive universe. If the survey expert can demonstrate 
that a sufficiently large (and representative) subset of respondents in the survey 
was drawn from the appropriate universe, the responses obtained from that sub
set can be examined, and inferences about the relevant universe can be drawn 
based on that subset. 51 If the relevant subset cannot be identified, however, an 
overbroad universe will reduce the value of the surveyY If the sample is drawn 
from an underinclusive universe, there is generally no way to know how the 
unrepresented members would have respondedY 

C. How Was the Sample Selected to Approximate the Relevant 
Characteristics oj the Population? 

Identification of a survey population must be followed by selection of a sample 
that accurately represents that population.54 The use of probability sampling 
techniques maximizes both the representativeness of the survey results and the 
ability to assess the accuracy of estimates obtained from the survey. 

Probability samples range from simple random samples to complex multi
stage sampling designs that use stratification, clustering of population elements 
into various groupings, or both. In simple random sampling, the most basic type 

48. American Home Prods. Corp. v. Barr Lab., Inc., 656 F. Supp. 1058 (D.N.J.), o,{f'd, 834 F.2d 
368 (3d Cir. 1987). 

49. Id. at 1070. 
50. See also Craig v. Boren, 429 U.S. 190 (1976). 
51. This occurred in Natimw! Football League Properties, 111(, v. Wichita Falls Sportswear, ll1C., 532 F. 

Supp. 651, 657-58 (W.O. Wash. 1982). 
52. SchietTelin & Co. v.Jack Co. of Boca, 850 F. Supp. 232, 246 (S.D.N.Y. 1994). 
53. See, e.g., Amstar Corp. v. Domino's Pizza, Inc., 615 F.2d 252, 263-64 (5th Cir.) (court found 

both plaintiffs and defendant's surveys substantially defective for a systematic failure to include parts of 
the relevant population), cert. dwied, 449 U.S. 899 (1980). 

54. MCL 3d, supra note 15, § 21.493. See also David H. Kaye & David A. Freedman, Reference 
Guide on Statistics § ILB, in this manual. 
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of probability sampling, every element in the population has a known, equal 
probability of being included in the sample, and all possible samples of a given 
size are equally likely to be selected.55 In all fomls of probability sampling, each 
element in the relevant population has a known, nonzero probability of being 
included in the sample. 5(, 

Probability sampling offers two important advantages over other types of 
sampling. First, the sample can provide an unbiased estimate of the responses of 
all persons in the population from which the sample was drawn; that is, the 
expected value of the sample estimate is the population value being estimated. 
Second, the researcher can calculate a confidence interval that describes explic
itly how reliable the sample estimate of the population is likely to be. Thus, 
suppose a survey tested a sample of 400 dentists randomly selected from the 
population of all dentists licensed to practice in the United States and found that 
80, or 20%, of them mistakenly believed that a new toothpaste, Goldgate, was 
manufactured by the makers of Colgate. A survey expert could properly com
pute a confidence interval around the 20% estimate obtained from this sample. 
If the survey was repeated a large number of times, and a 95% confidence inter
val was computed each time, 95% of the confidence intervals would include the 
actual percentage of dentists in the entire population who would believe that 
Goldgate was manufactured by the makers of Colgate. 57 In this example, the 
confidence interval, or margin of error, is the estimate (20%) plus or minus 4%, 
or the distance between 16% and 24%. 

All sample surveys produce estimates of population values, not exact mea
sures of those values. Strictly speaking, the margin of sampling error associated 
with the sample estimate assumes probability sampling. Assuming a probability 
sample, a confidence interval describes how stable the mean response in the 
sample is likely to be. The width of the confidence interval depends on three 
characteristics: 

55. Systematic sampling, in which every 11th unit in the population is sampled and the starting point 
is selected randomly, fulfills the first of these conditions. It does not fulfill the second, because no 
systematic sample can include elements adjacent to one another on the list of population members from 
which the sample is drawn. Except in very unusual situations when periodicities occur, systematic 
samples and simple random samples generally produce the same results. Seymour Sudman, Applied 
Samplillg, ill Handbook of Survey Research, supra note 1, at 145, 169. 

56. Other probability sampling techniques include (1) stratified random sampling, in which the 
researcher subdivides the population into mutually exclusive and exhaustive subpopulations, or strata, 
and then randomly selects samples from within these strata; and (2) cluster sampling, in which elements 
are sampled in groups or clusters, rather than on an individual basis. Martin Frankel, Samplillg 77leory, ill 
Handbook of Survey Research, supra note 1, at 21,37,47. 

57. Actually, since survey interviewers would be unable to locate some dentists and some dentists 
would be unwilling to participate in the survey, technically the population to which this sample would 
be projectable would be all dentists with current addresses who would be willing to participate in the 
survey if they were asked. 
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1. the size of the sample (the larger the sample, the narrower the interval); 
2. the variability of the response being measured; and 
3. the confldence level the researcher wants to have. 
Traditionally, scientists adopt the 95% level of confidence, which means that 

if 1 00 samples of the same size were drawn, the confidence interval expected for 
at least 95 of the samples would be expected to include the true population 
value. 58 

Although probability sample surveys often are conducted in organizational 
settings and are the recommended sampling approach in academic and govern
ment publications on surveys, probability sample surveys can be expensive when 
in-person interviews are required, the target population is dispersed widely, or 
qualified respondents are scarce. A majority of the consumer surveys conducted 
for Lanham Act litigation present results from nonprobability convenience 
samples. 59 They are admitted into evidence based on the argument that 
nonprobability sampling is used widely in marketing research and that "results 
of these studies are used by major American companies in making decisions of 
considerable consequence. "611 Nonetheless, when respondents are not selected 
randomly from the relevant population, the expert should be prepared to justifY 
the method used to select respondents. Special precautions are required to re
duce the likelihood of biased samples.61 In addition, quantitative values com
puted from such samples (e.g., percentage of respondents indicating confusion) 
should be viewed as rough indicators rather than as precise quantitative esti
mates. Confidence intervals should not be computed. 

58. To increase the likelihood that the confidence interval contains the actual population value 
(e.g., from 95% to 99%), the width of the confidence interval can be expanded. An increase in the 
confidence interval brings an increase in the confidence level. For further discussion of confidence 
intervals, see David H. Kaye & David A. Freedman, Reference Guide on Statistics § IV.A, in this 
manual. 

59. Jacob Jacoby & Amy H. Handlin, NOH-Probability Sampli1lg Designs for LitigalioH Surveys, 81 
Trademark Rep. 169, 173 (1991). For probability surveys conducted in trademark cases, see Natiollal 
Football League Properties, I1Ic. v. Wichita Falls Sportswear, IHC., 532 F. Supp. 651 (W.D. Wash. 1982); 
James Burrough, Ltd. v. Sign of Beefeater, Inc., 540 F.2d 266 (7th Cir. 1976). 

60. National Football League Properties, Inc. v. New Jersey Giants, Inc., 637 F. Supp. 507, 515 
(D.N.). 1986). A survey of members of the Council of American Survey Research Organizations, the 
national trade association for commercial survey research firms in the United States, revealed that 95% 
of the in-person independent contacts in studies done in 1985 took place in malls or shopping centers. 
Jacoby & Handlin, supra note 59, at 172-73, 176. 
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D. Was the Level of No nrespo nse Sufficient to Raise Questions 
About the Representativeness of the Sample? if So, What Is the 
Evidence That Nonresponse Did Not Bias the Results of the 
Survey? 

Even when a sample is drawn randomly from a complete list of elements in the 
target population, responses or measures may be obtained on only part of the 
selected sample. If this lack of response were distributed randomly, valid infer
ences about the population could be drawn fronl. the characteristics of the avail
able elements in the sample. The difficulty is that nonresponse often is not ran
dom, so that, for example, persons who are single typically have three times the 
"not at home" rate in U.S. Census Bureau surveys as do family members.62 
Efforts to increase response rates include making several attempts to contact 
potential respondents and providing financial incentives for participating in the 
survey. 

One suggested formula for quantifying a tolerable level of nonresponse in a 
probability sample is based on the guidelines for statistical surveys issued by the 
former U.S. Office of Statistical Standards. 63 According to these guidelines, re
sponse rates of90% or more are reliable and generally can be treated as random 
samples of the overall population. Response rates between 75% and 90% usually 
yield reliable results, but the researcher should conduct some check on the rep
resentativeness of the sample. Potential bias should receive greater scmtiny when 
the response rate drops below 75%. If the response rate drops below 50%, the 
survey should be regarded with significant caution as a basis for precise quanti
tative statements about the population from which the sample was drawn. (,4 

Detemlining whether the level of nonresponse in a survey is critical generally 
requires an analysis of the determinants of nonresponse. For example, even a 
survey with a high response rate may seriously underrepresent some portions of 
the population, such as the unemployed or the poor. If a general population 
sample was used to chart changes in the proportion of the population that knows 
someone with HIV, the survey would underestimate the population value if 
some groups more likely to know someone with HIV (e.g., intravenous drug 
users) were underrepresented in the sample. The survey expert should be pre
pared to provide evidence on the potential impact of nonresponse on the survey 
results. 

61. See ill1ra § IJJ .E. 
62. 2 Gastwirth, supra note 33, at 501. This volume contains a useful discussion of sampling, along 

with a set of examples. Id. at 467. 
63. This standard is cited with approval by Gastwirth. Id. at 502. 
64. For thoughtful examples of judges closely scrutinizing potential sample bias when response 

rates were below 75%, see Vuyatlich v. Republic Naliollal Balik, 505 F. Supp. 224 (N.D. Tex. 1980); 
Rosado v. Wyman, 322 F. Supp. 1173 (E.D.N.Y.), a.ff'd, 437 F.2d 619 (2d Cir. 1970), a.ff'd, 402 U.S. 
991 (1971). 
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In surveys that include sensitive or difficult questions, particularly surveys 
that are self-administered, some respondents may refuse to provide answers or 
may provide incomplete answers. To assess the impact of nonresponse to a par
ticular question, the survey expert should analyze the differences between those 
who answered and those who did not answer. Procedures to address the prob
lem of missing data include recontacting respondents to obtain the missing an
swers and using the respondent's other answers to predict the missing response. 65 

E. What Procedures Were Used to Reduce the Likelihood of a 
Biased Sample? 

If it is impractical for a survey researcher to sample randomly from the entire 
target population, the researcher still can apply probability sampling to some 
aspects of respondent selection to reduce the likelihood of biased selection. For 
example, in many studies the target population consists of all consum.ers or pur
chasers of a product. Because it is impractical to randomly sample from that 
population, research is conducted in shopping malls where some members of 
the target population may not shop. Mall locations, however, can be sampled 
randomly from a list of possible mall sites. By administering the survey at several 
different malls, the expert can test for and report on any differences observed 
across sites. To the extent that similar results are obtained in different locations 
using different on-site interview operations, it is less likely that idiosyncrasies of 
sample selection or administration can account for the results. 66 Similarly, since 
the characteristics of persons visiting a shopping center vary by day of the week 
and time of day, bias in sampling can be reduced if the survey design calls for 
sampling time segments as well as mall locations. 67 

In mall intercept surveys, the organization that manages the on-site interview 
facility generally employs recruiters who approach potential survey respondents 
in the mall and ascertain if they are qualified and willing to participate in the 
survey. If a potential respondent agrees to answer the questions and meets the 
specified criteria, he or she is escorted to the facility where the survey interview 
takes place. If recruiters are free to approach potential respondents without con
trols on how an individual is to be selected for screening, shoppers who spend 
more time in the mall are more likely to be approached than shoppers who visit 
the mall only briefly. Moreover, recruiters naturally prefer to approach friendly-

65. Andy B. Anderson et al., Missiflg Data: A Review ,if the Literature, ill Handbook of Survey 
Research, supra note 1, at 415. 

66. Note, however, that differences in results across sites may be due to genuine differences in 
respondents across geographic locations or to a failure to administer the survey consistently across sites. 

67. Seymour Sudman, Improving the Qualit)' of Shoppillg eellter Sampling, 17 J. Marketing Res. 423 
(1980). 
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looking potential respondents, so that it is more likely that certain types of indi
viduals will be selected. These potential biases in selection can be reduced by 
providing appropriate selection instructions and training recruiters effectively. 
Training that reduces the interviewer's discretion in selecting a potential re
spondent is likely to reduce bias in selection, as are instructions to approach 
every nth person entering the facility through a particular door.6H 

F. What Precautions Were Taken to Ensure That Only Qualified 
Respondents Were Included in the Survey? 

In a carefully executed survey, each potential respondent is questioned or mea
sured on the attributes that determine his or her eligibility to participate in the 
survey. Thus, the initial questions screen potential respondents to determine if 
they are within the target population of the survey (e.g., Is she at least fourteen 
years old? Does she own a dog? Does she live within ten miles?). The screening 
questions must be drafted so that they do not convey information that will 
influence the respondent's answers on the main survey. For example, if respon
dents must be prospective and recent purchasers of Sunshine orange juice in a 
trademark survey designed to assess consumer confusion with Sun Time orange 
juice, potential respondents might be asked to name the brands of orange juice 
they have purchased recently or expect to purchase in the next six months. 
They should not be asked specifically if they recently have purchased, or expect 
to purchase, Sunshine orange juice, because this may affect their responses on 
the survey either by implying who is conducting the surveyor by supplying 
them with a brand name that otherwise would not occur to them. 

The content of a screening questionnaire (or screener) can also set the con
text for the questions that follow. In Pfizer, Inc. v. Astra Pharmaceutical Products, 
Inc.,69 physicians were asked a screening question to determine whether they 
prescribed particular drugs. The court found that the screener conditioned the 
physicians to respond with the name of a drug rather than a condition. 711 

The criteria for determining whether to include a potential respondent in the 
survey should be objective and clearly conveyed, preferably using written in
structions addressed to those who administer the screening questions. These 
instructions and the completed screening questionnaire should be made avail-

68. In the end, even if malls are randomly sampled and shoppers are randomly selected within 
malls, results from mall surveys technically can be used to generalize only to the population of mall 
shoppers. The ability of the mall sample to describe the likely response pattern of the broader relevant 
population will depend on the extent to which a substantial segment of the relevant population (1) is 
not found in malls and (2) would respond differently to the interview. 

69. 858 F. Supp. 1305, 1321 & n.13 (S.D.N.Y. 1994). 
70. [d. at 1321. 
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able to the court and the opposing party along with the interview form for each 
respondent. 

IV. Survey Questions and Structure 

A. Were Questions on the Survey Framed to Be Clear, Precise, and 
Unbiased? 

Although it seems obvious that questions on a survey should be clear and pre
cise, phrasing questions to reach that goal is often difficult. Even questions that 
appear clear can convey unexpected meanings and ambiguities to potential re
spondents. For example, the question "What is the average number of days each 
week you have butter?" appears to be straightforward. Yet some respondents 
wondered whether margarine counted as butter, and when the question was 
revised to include the introductory phrase "not including nurgarine," the re
ported frequency of butter use dropped dramatically.71 

When unclear questions are included in a survey, they may threaten the 
validity of the survey by systematically distorting responses if respondents are 
misled in a particular direction, or by inflating random error if respondents guess 
because they do not understand the question.72 If the crucial question is sufficiently 
ambiguous or unclear, it may be the basis for rejecting the survey. For example, 
a survey was designed to assess community sentiment that would warrant a 
change of venue in trying a case for damages sustained when a hotel skywalk 
collapsed. 73 The court found that the question "Based on what you have heard, 
read or seen, do you believe that in the current compensatory damage trials, the 
defendants, such as the contractors, designers, owners, and operators of the Hyatt 
Hotel, should be punished?" could neither be correctly understood nor easily 
answered. 74 The court noted that the phrase "compensatory dam.ages," although 
well-defined for attorneys, was unlikely to be meaningful for laypersons. 75 

Texts on survey research generally recommend pretests as a way to increase 
the likelihood that questions are clear and unambiguous,76 and some courts have 

71. Floyd 1- Fowler, Jr., How Uric/ear Terms A.ffeCl SlInJey Data, 56 Pub. Opinion Q. 218, 225-26 
(1992). 

72. Id. at 219. 
73. Firestone v. Crown Ctr. Redevelopment Corp., 693 S.W.2d 99 (Mo. 1985) (en banc). 
74. Id. at 102,103. 
75. Id. at 103. When there is any question about whether some respondent will understand a 

particular term or phrase, the tem1 or phrase should be defined explicitly. 
76. For a thorough treatment of pretesting methods, see Jean M. Converse & Stanley Presser, 

Survey Questions: Handcrafting the Standardized Questionnaire 51 (1986). See also Fred W. Morgan, 
J~/dicial Stalldardsfor SUnJc), Research: An Update and Cuidelines, 541- Marketing 59, 64 (1990). 
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recognized the value of pretests. 77 In a pretest or pilot test, 78 the proposed survey 
is administered to a small sample (usually between twenty-five and seventy
five)19 of the same type of respondents who would be eligible to participate in 
the full-scale survey. The interviewers observe the respondents for any difficul
ties they may have with the questions and probe for the source of any such 
difficulties so that the questions can be rephrased if confusion or other difficul
ties arise. Attorneys who commission surveys for litigation sometimes are reluc
tant to approve pilot work or to reveal that pilot work has taken place because 
they are concerned that if a pretest leads to revised wording of the questions, the 
trier of fact may believe that the survey has been manipulated and is biased or 
unfair. A more appropriate reaction is to recognize that pilot work can improve 
the quality of a survey and to anticipate that it often results in word changes that 
increase clarity and correct misunderstandings. Thus, changes may indicate in
formed survey construction rather than flawed survey design. HtI 

B. Were Filter Questions Provided to Reduce Guessing? 
Some survey respondents may have no opinion on an issue under investigation, 
either because they have never thought about it before or because the question 
mistakenly assumes a familiarity with the issue. For example, survey respondents 
may not have noticed that the commercial they are being questioned about 
guaranteed the quality of the product being advertised and thus they may have 
no opinion on the kind of guarantee it indicated. Likewise, in an employee 
survey, respondents may not be £,nliliar with the parental leave policy at their 
company and thus may have no opinion on whether they would consider tak
ing advantage of the parental leave policy if they became parents. The following 
three alternative question structures will affect how those respondents answer 
and how their responses are counted. 

First, the survey can ask all respondents to answer the question (e.g., "Did 
you understand the guarantee offered by Clover to be a one-year guarantee, a 
sixty-day guarantee, or a thirty-day guarantee?"). Faced with a direct question, 
particularly one that provides response alternatives, the respondent obligingly 
may supply an answer even if (in this example) the respondent did not notice 
the guarantee (or is unfamiliar with the parental leave policy). Such answers will 

77. E.g., Zippo Mfg. Co. v. Rogers Imports, Inc., 216 F. Supp. 670 (S.D.N.Y. 1963). 
78. The terms pretest and pilot test are sometimes used interchangeably to describe pilot work done 

in the planning stages of research. When they are distinguished, the difference is that a pretest tests the 
questionnaire, whereas a pilot test generally tests proposed collection procedures as well. 

79. Converse & Presser, supra note 76, at 69. Converse and Presser suggest that a pretest with 
twenty-five respondents is appropriate when the survey uses professional interviewers. 

80. See it!fra § VII.B for a discussion of obligations to disclose pilot work. 

249 

A804



Case 1:05-cv-08136-DC   Document 1010-4    Filed 04/03/12   Page 24 of 54

Reference Manual on Scientific Evidence 

reflect only what the respondent can glean from the question, or they may 
reflect pure guessing. The imprecision introduced by this approach will increase 
with the proportion of respondents who are unfamiliar with the topic at issue. 

Second, the survey can use a quasi-filter question to reduce guessing by pro
viding "don't know" or "no opinion" options as part of the question (e.g., "Did 
you understand the guarantee offered by Clover to be for more than a year, a 
year, or less than a year, or don't you have an opinion?").Hl By signaling to the 
respondent that it is appropriate not to have an opinion, the question reduces 
the demand for an answer and, as a result, the inclination to hazard a guess just 
to comply. Respondents are more likely to choose a "no opinion" option if it is 
mentioned explicitly by the interviewer than if it is merely accepted when the 
respondent spontaneously offers it as a response. The consequence of this change 
in format is substantial. Studies indicate that, although the relative distribution 
of the respondents selecting the listed choices is unlikely to change dramatically, 
presentation of an explicit "don't know" or "no opinion" alternative com
monly leads to a 200/0-25% increase in the proportion of respondents selecting 
that response. H2 

Finally, the survey can include full-filter questions, that is, questions that lay 
the groundwork for the substantive question by first asking the respondent ifhe 
or she has an opinion about the issue or happened to notice the feature that the 
interviewer is preparing to ask about (e.g., "Based on the commercial you just 
saw, do you have an opinion about how long Clover stated or implied that its 
guarantee lasts?"). The interviewer then asks the substantive question only of 
those respondents who have indicated that they have an opinion on the issue. 

Which of these three approaches is used and the way it is used can affect the 
rate of "no opinion" responses that the substantive question will evoke.H3 Re
spondents are more likely to say they do not have an opinion on an issue if a full 
filter is used than if a quasi-filter is used. 84 However, in maximizing respondent 
expressions of "no opinion," full filters may produce an underreporting of opin
ions. There is some evidence that full-filter questions discourage respondents 
who actually have opinions from offering them by conveying the implicit sug
gestion that respondents can avoid difficult follow-up questions by saying that 
they have no opinion.85 

81. Norbert Schwarz & Hans-Jurgen Hippler, Respo1lSe Altematives: Thc Impaci ~f Their Choice mid 
Prcsctltatioll Order, itl Measurement Errors in Surveys 41, 45-46 (Paul P. Biemer et aI. eds., 1991). 

82. Howard Schuman & Stanley Presser, Questions and Answers in Attitude Surveys: Experiments 
on Question Fonn, Wording and Context 113-46 (1981). 

83. Considerable research has been conducted on the effects of filters. For a review, see George F. 
Bishop et aI., £,ffccts ~f Filter QuestiMIs ill Public Opillioll Survcys, 47 Pub. Opinion Q. 528 (1983). 

84. Schwarz & Hippler, supra note 81, at 45-46. 
85. !d. at 46. 
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In general, then, a survey that uses full filters tends to provide a conservative 
estimate of the number of respondents holding an opinion, whereas a survey 
that uses neither full filters nor quasi-filters tends to overestimate the number of 
respondents with opinions, because some respondents offering opinions are guess
ing. The strategy of including a "no opinion" or "don't know" response as a 
quasi-filter avoids both of these extremes. Thus, rather than asking, "Based on 
the commercial, do you believe that the two products are made in the same 
way, or are they made differently?"H6 or prefacing the question with a prelimi
nary, "Do you have an opinion, based on the commercial, concerning the way 
that the two products are made?" the question could be phrased, "Based on the 
conunercial, do you believe that the two products are made in the same way, or 
that they are made differently, or don't you have an opinion about the way they 
are made?" 

C. Did the Survey Use Open-Ended or Closed-Ended Questions? 
How Was the Choice in Each Instance Justified? 

The questions that make up a survey instrument may be open-ended, closed
ended, or a combination of both. Open-ended questions require the respondent 
to formulate and express an answer in his or her own words (e.g., "What was 
the main point of the commercial?" "Where did you catch the fish you caught 
in these waters ?"87). Closed-ended questions provide the respondent with an 
explicit set of responses from which to choose; the choices may be as simple as 
yes or no (e.g., "Is Colby College coeducational?"88) or as complex as a range of 
alternatives (e.g., "The two pain relievers have (1) the same likelihood of caus
ing gastric ulcers; (2) about the same likelihood of causing gastric ulcers; (3) a 
somewhat different likelihood of causing gastric ulcers; (4) a very different like
lihood of causing gastric ulcers; or (5) none of the above."89). 

Open-ended and closed-ended questions may elicit very different responses yo 

86. The question in the example without the "no opinion" alternative was based on a question 
rejected by the court in Coors Brewing Co. v. Anheuser-Busch Cos., 802 F. Supp. 965,972-73 (S.D.N.Y. 
1992). 

87. A relevant example from Wilhoite v. Olill Corp. is described in McGovern & Lind, supra note 
27, at 76. 

88. Presidents & Tmstees of Colby College v. Colby College-N.H., 508 F.2d 804, 809 (1st Cir. 
1975). 

89. This question is based on one asked in Americall Home Products Corp. II. )011115011 &)011115011, 654 
F. Supp. 568, 581 (SD.N.Y. 1987), that was found to be a leading question by the court, primarily 
because the choices suggested that the respondent had learned about aspirin's and ibuprofen's relative 
likelihood of causing gastric ulcers. In contrast, in McNeilab, ItIC. II. Al11ericatl HOl11e Products Corp., 501 F. 
Supp. 517, 525 (SD.N.Y. 1980), the court accepted as nonleading the question, "Based only on what 
the commercial said, would Maximum Strength Anacin contain more pain reliever, the same amount 
of pain reliever, or less pain reliever than the brand you, yourself, currently use most often?" 

90. Howard Schuman & Stanley Presser, Questioll JlIordillg as all Illdepelldent Variable ill Surve), Allal),sis, 
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Most responses are less likely to be volunteered by respondents who are asked 
an open-ended question than they are to be chosen by respondents who are 
presented with a closed-ended question. The response alternatives in a closed
ended question may remind respondents of options that they would not other
wise consider or which simply do not come to mind as easily.91 

The advantage of open-ended questions is that they give the respondent fewer 
hints about the answer that is expected or preferred. Precoded responses on a 
closed-ended question, in addition to reminding respondents of options that 
they might not otherwise consider,92 may direct the respondent away from or 
toward a particular response. For example, a commercial reported that in sham
poo tests with more than 900 women, the sponsor's product received higher 
ratings than other brands.93 According to a competitor, the commercial decep
tively implied that each woman in the test rated more than one shampoo, when 
in fact each woman rated only one. To test consumer impressions, a survey 
might have shown the commercial and asked an open-ended question: "How 
many different brands mentioned in the commercial did each of the 900 women 
try?"94 Instead, the survey asked a closed-ended question; respondents were given 
the choice of "one," "two," "three," "four," or "five or lTIOre." The fact that 
four of the five choices in the closed-ended question provided a response that 
was greater than one implied that the correct answer was probably more than 
one.95 Note, however, that the open-ended question also may suggest that the 
answer is more than one. By asking "how many different brands," the question 
suggests (1) that the viewer should have received some message fr 0 111. the com
mercial about the number of brands each woman tried and (2) that different 
brands were tried. Thus, the wording of a question, open-ended or closed
ended, can be leading, and the degree of suggestiveness of each question nmst 
be considered in evaluating the objectivity of a survey. 

6 Soc. Methods & Res. 151 (1977); Schuman & Presser, supra note 82, at 79-112; Converse & Presser, 
supra note 76, at 33. 

91. For example, when respondents in one survey were asked, "What is the most important thing 
for children to learn to prepare them for life?", 62% picked "to think for themselves" from a list offive 
options, but only 5% spontaneously offered that answer when the question was open-ended. Schuman 
& Presser, supra note 82, at 104-07. An open-ended question presents the respondent with a free-recall 
task, whereas a closed-ended question is a recognition task. Recognition tasks in general reveal higher 
perfonnance levels than recall tasks. Mary M. Smyth et aI., Cognition in Action 25 (1987). In addition, 
there is evidence that respondents answering open-ended questions may be less likely to report some 
information that they would reveal in response to a closed-ended question when that infonnation 
seems self-evident or ilTelevant. 

92. Schwarz & Hippler, supra note 81, at 43. 
93. See Vidal Sassoon, Inc. v. Bristol-Myers Co., 661 F.2d 272, 273 (2d Cir. 1981). 
94. This was the wording of the stem of the closed-ended question in the survey discussed in Vidal 

Sassoofl, 661 F.2d at 275-76. 
95. Ninety-five percent of the respondents who answered the closed-ended question in the plaintiffs 

survey said that each woman had tried two or more brands. The open-ended question was never asked. 
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Closed-ended questions have some additional potential weaknesses that arise 
if the choices are not constructed properly. If the respondent is asked to choose 
one response from among several choices, the response chosen will be meaning
ful only if the list of choices is exhaustive, that is, if the choices cover all possible 
answers a respondent might give to the question. If the list of possible choices is 
incomplete, a respondent may be forced to choose one that does not express his 
or her opinion. 96 Moreover, if respondents are told explicitly that they are not 
limited to the choices presented, most respondents nevertheless will select an 
answer from among the listed ones. ~7 

Although many courts prefer open-ended questions on the grounds that they 
tend to be less leading, the value of any open-ended or closed-ended question 
depends on the information it is intended to elicit. Open-ended questions are 
more appropriate when the survey is attempting to gauge what comes first to a 
respondent's mind, but closed-ended questions are n1.ore suitable for assessing 
choices between well-identified options or obtaining ratings on a clear set of 
alternatives. 

D. If Probes Were Used to Clarify Ambiguous or Incomplete 
Answers) What Steps Were Taken to Ensure That the Probes 
Were Not Leading and Were Administered in a Consistent 
Fashion? 

When questions allow respondents to express their opinions in their own words, 
some of the respondents may give ambiguous or incomplete answers. In such 
instances, interviewers may be instructed to record any answer that the respon
dent gives and move on to the next question, or they may be instructed to probe 
to obtain a more complete response or clarifY the meaning of the ambiguous 
response. In either situation, interviewers should record verbatim both what the 
respondent says and what the interviewer says in the attempt to get clarification. 
Failure to record every part of the exchange in the order in which it occurs 
raises questions about the reliability of the survey, because neither the court nor 
the opposing party can evaluate whether the probe affected the views expressed 
by the respondent. 

Vidal Sassooll, 661 F.2d at 276. Norbert Schwarz, Assessillg Frequency Reporrs C!f MUlldane Behaviors: 
Contributiolls if Cognitive Psychology to Qucstiollnaire Constrll({ioll, in Research Methods in Personality and 
Social Psychology 98 (Clyde Hendrick & Margaret S. Clark eds., 1990), suggests that respondents often 
rely on the range of response altematives as a frame of reference when they are asked for frequency 
judgments. See, e.<~., Roger Tourangeau & Tom W. Smith, Asking Sensitive QuestioflS: The Impact ~f 
Data Col/ectiOiI Mode, Question Format, and Q~/estiot/ COlltext, 60 Pub. Opinion Q. 275, 292 (1996). 

96. See, e.g., American HOllle Prods. Corp. v.Johnson &Johnson, 654 F. Supp. 568, 581 (S.D.N.Y. 
1987). 

97. See Howard Schuman, Orditlary QuesliO//S, Survey Questions, alJd Polic), Questions, 50 Pub. Opinion 
Q. 432, 435-36 (1986). 
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If the survey is designed to allow for probes, interviewers must be given 
explicit instructions on when they should probe and what they should say in 
probing. Standard probes used to draw out all that the respondent has to say 
(e.g., "Any further thoughts?" "Anything else?" "Can you explain that a little 
more?") are relatively innocuous and noncontroversial in content, but persistent 
continued requests for further responses to the same or nearly identical ques
tions may convey the idea to the respondent that he or she has not yet produced 
the "right" answer. 9H Interviewers should be trained in delivering probes to 
maintain a professional and neutral relationship with the respondent (as they 
should during the rest of the interview), which minimizes any sense of passing 
judgment on the content of the answers offered. Moreover, interviewers should 
be given explicit instructions on when to probe, so that probes are administered 
consistently. 

A more difficult type of probe to construct and deliver reliably is one that 
requires a substantive question tailored to the answer given by the respondent. 
The survey designer must provide sufficient instruction to interviewers so that 
they avoid giving directive probes that suggest one answer over another. Those 
instructions, along with all other aspects of interviewer training, should be made 
available for evaluation by the court and the opposing party. 

E. What Approach Was Used to Avoid or Measure Potential Order 
or Context Effects? 

The order in which questions are asked on a survey and the order in which 
response alternatives are provided in a closed-ended question can influence the 
answers.99 Thus, although asking a general question before a more specific ques
tion on the same topic is unlikely to affect the response to the specific question, 
reversing the order of the questions may influence responses to the general 
question. As a rule, then, surveys are less likely to be subject to order effects if 

98. See, e.g.,Johnson &Johnson-Merck Consumer Phanns. Co. v. Rhone-Poulenc Rorer Phanns., 
Inc., 19 F.3d 125, 135 (3d Cir. 1994); American Home Prods. Corp. v. Procter & Gamble Co., 871 F. 
Supp. 739, 748 (D.N]. 1994). 

99. See Schuman & Presser, supra note 82, at 23, 56-74; Nonnan M. Bradburn, Respollse ~[rects, hi 
Handbook of Survey Research, supra note 1, at 289, 302. In RJ. ReYliolds Tobacco Co. v. Loew's 71le
aIres, !rIC., 511 F. Supp. 867, 875 (SD.N.Y. 1980), the court recognized the biased structure of a survey 
which disclosed the tar content of the cigarettes being compared before questioning respondents about 
their cigarette preferences. Not surprisingly, respondents expressed a preference for the lower tar prod
uct. See also E. &J. Gallo Winery v. Pasatiempos Gallo, S.A., 905 F. Supp. 1403,1409-10 (ED. Cal. 
1994) (court recognized that earlier questions referring to playing cards, board or table games, or party 
supplies, such as confetti, increased the likelihood that respondents would include these items in an
swers to the questions that followed). 
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the questions go from the general (e.g., "What do you recall being discussed in 
the advertisement?") to the specific (e.g., "Based on your reading of the adver
tisement, what companies do you think the ad is referring to when it talks about 
rental trucks that average five miles per gallon?"). JO() 

The mode of questioning can influence the form that an order effect takes. In 
mail surveys, respondents are more likely to select the first choice offered (a 
primacy effect); in telephone surveys, respondents are more likely to choose the 
last choice offered (a recency effect). Although these effects are typically small, 
no general formula is available that can adjust values to correct for order effects, 
because the size and even the direction of the order effects may depend on the 
nature of the question being asked and the choices being offered. Moreover, it 
may be unclear which order is most appropriate. For example, if the respondent 
is asked to choose between two different products, and there is a tendency for 
respondents to choose the first product mentioned, 1111 which order of presenta
tion will produce the more accurate response?11I2 

To control for order effects, the order of the questions and the order of the 
response choices in a survey should be rotated, 1113 so that, for example, one-third 
of the respondents have Product A listed first, one-third of the respondents have 
Product B listed first, and one-third of the respondents have Product C listed 
first. If the three different orders l1l4 are distributed randomly among respondents, 
no response alternative will have an inflated chance of being selected because of 
its position, and the average of the three will provide a reasonable estimate of 
response level. 1I15 

100. This question was accepted by the court in U-Halll flllemat;OIlal, file. v. jartrall, itle., 522 F. 
Supp. 1238, 1249 (D. Ariz. 1981), ~tJ'd, 681 F.2d 1159 (9th Cir. 1982). 

101. Similarly, candidates in the first position on the ballot tend to attract extra votes when the 
candidates are not well known. Henry M. Bain & Donald S. Hecock, Ballot Position and Voter's 
Choice: The Arrangement of Names on the Ballot and Its Effect on the Voter (1973). 

102. See Rust Env't & Infrastructure, Inc. v. Teunissen, 131 F.3d 1210, 1218 (7th Cir. 1997) 
(survey did not pass muster in part because of failure to incorporate random rotation of corporate names 
that were the subject of a trademark dispute). 

103. See, e.g., Stouffer Foods Corp., 118 F.T.C. 746, No. 9250,1994 FTC LEXIS 196, at *24-25 
(Sept. 26, 1994); if. Winning Ways, Inc. v. Holloway Sportswear, Inc., 913 F. Supp. 1454, 1465-67 (D. 
Kan. 1996) (failure to rotate the order in which the jackets were shown to the consumers led to reduced 
weight for the survey). 

104. Actually, there are six possible orders of the three altematives: ABC, ACB, BAC, BCA, CAB, 
and CBA. Thus, the optimal survey design would allocate equal numbers of respondents to each of the 
six possible orders. 

105. Although rotation is desirable, many surveys are conducted with no attention to this potential 
bias. Since it is impossible to know in the abstract whether a particular question suffers much, little, or 
not at all from an order bias, lack of rotation should not preclude reliance on the answer to the question, 
but it should reduce the weight given to that answer. 
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F. 1j the Survey Was Designed to Test a Causal Proposition) Did 
the Survey Include an Appropriate Control Group or Question? 

Most surveys that are designed to provide evidence of trademark infringement 
or deceptive advertising are not conducted to describe consumer beliefs. In
stead, they are intended to show how a trademark or the content of a commer
cial influences respondents' perceptions or understanding of a product or com
mercial. Thus, the question is whether the commercial misleads the consumer 
into thinking that Product A is a superior pain reliever, not whether consumers 
hold inaccurate beliefs about the product. Yet if consumers already believe, 
before viewing the commercial, that Product A is a superior pain reliever, a 
survey that records consumers' impressions after they view the conm1ercial may 
reflect those preexisting beliefs rather than impressions produced by the com
mercial. 

Surveys that record consumer impressions have a limited ability to answer 
questions about the origins of those impressions. The difficulty is that the 
consumer's response to any question on the survey may be the result of infor
mation or misinformation from sources other than the trademark the respon
dent is being shown or the commercial he or she has just watched. In a trade
mark survey attempting to show secondary meaning, for example, respondents 
were shown a picture of the stripes used on Mennen stick deodorant and asked, 
"[W]hich [brand] would you say uses these stripes on their package?"106 The 
court recognized that the high percentage of respondents selecting "Mennen" 
from an array of brand names may have represented "merely a playback of brand 
share"I07; that is, respondents asked to give a brand name nuy guess the one that 
is most familiar, generally the brand with the largest market share. illS 

Some surveys attempt to reduce the impact of preexisting impressions on 
respondents' answers by instructing respondents to focus solely on the stimulus 
as a basis for their answers. Thus, the survey includes a preface (e.g., "based on 
the commercial you just saw") or directs the respondent's attention to the mark 
at issue (e.g., "these stripes on the package"). Such efforts are likely to be only 
partially successful. It is often difficult for respondents to identifY accurately the 
source of their impressions. 109 The more routine the idea being examined in the 
survey (e.g., that the advertised pain reliever is more effective than others on the 

106. Mennen Co. v. Gillette Co., 565 F. Supp. 648, 652 (S.D.N.Y. 1983), aIl'd, 742 F.2d 1437 (2d 
Cir. 1984). To demonstrate secondary meaning, "the [cJourt must detennine whether the mark has 
been so associated in the mind of consumers with the entity that it identifies that the goods sold by that 
entity are distinguished by the mark or symbol from goods sold by others." !d. 

107. [d. 
108. See also Upjohn Co. v. American Home Prods. Corp., No. 1-95-CV-237, 1996 U.S. Dist. 

LEXIS 8049, at *42-44 (W.O. Mich. Apr. 5,1996). 
109. See Richard E. Nisbett & Timothy D. Wilson, Tellillg More Thall We Call Kllow: Verbal 

Reports all Melltal Processes, 84 Psychol. Rev. 231 (1977). 
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market; that the mark belongs to the brand with the largest market share), the 
more likely it is that the respondent's- answer is influenced by preexisting im
pressions, by expectations about what commercials generally say (e.g., the prod
uct being advertised is better than its competitors), or by guessing, rather than 
by the actual content of the commercial message or trademark being evaluated. 

It is possible to adjust many survey designs so that causal inferences about the 
effect of a trademark or an allegedly deceptive commercial become clear and 
unambiguous. By adding an appropriate control group, the survey expert can 
test directly the influence of the stimulus. I III In the simplest version of a survey 
experiment, respondents are assigned randomly to one of two conditions. III For 
example, respondents assigned to the experimental condition view an allegedly 
deceptive commercial, and respondents assigned to the control condition either 
view a commercial that does not contain the allegedly deceptive material or do 
not view any cOllUllercial. I12 Respondents in both the experimental and control 
groups answer the same set of questions. The effect of the allegedly deceptive 
message is evaluated by comparing the responses made by the experimental 
group members with those of the control group members. If 40% of the respon
dents in the experimental group responded with the deceptive message (e.g., 
the advertised product has fewer calories than its competitor), whereas only 8% 
of the respondents in the control group gave that response, the difference be
tween 40% and 8% (within the limits of sampling errorllJ) can be attributed only 
to the allegedly deceptive commercial. Without the control group, it is not 
possible to detennine how much of the 40% is due to respondents' preexisting 
beliefs or other background noise (e.g., respondents who misunderstand the 
question or misstate their responses). Both preexisting beliefs and other back
ground noise should have produced similar response levels in the experimental 

110. See Shari S. Diamond, Usillg Psycholog), 10 COlllrol Law: From Deceplive Advertisillg to Cril11illal 
SC//IC/Icillg, 13 Law & Hum. Behav. 239, 244-46 (1989); Shari S. Diamond & Linda Dimitropoulos, 
Deception and Puffery in Advertising: Behavioral Science Implications for Regulation (American Bar 
Found. Working Paper Series No. 9105, 1994); Jacob Jacoby & Constance Small, Applied Markelillg: 
The FDA Approach 10 D~flllillg Misleadillg Adverlisillg, 39 J. Marketing 65, 68 (1975). For a more general 
discussion of the role of control groups, see David H. Kaye & David A. Freedman, Reference Guide on 
Statistics, § II.A, in this manual. 

111. Random assignment should not be confused with random selection. When respondents are 
assigned randomly to different treatment groups (e.g., respondents in each group watch a different 
commercial), the procedure ensures that within the limits of sampling error the two groups of respon
dents will be equivalent except for the different treatments they receive. Respondents selected for a 
mall intercept study, and not from a probability sample, may be assigned randomly to different treat
ment groups. Random selection, in contrast, describes the method of selecting a sample of respondents 
in a probability sample. See supra § III.C. 

112. This alternative commercial could be a "tombstone" advertisement that includes only the 
name of the product or a more elaborate commercial that does not include the claim at issue. 

113. For a discussion of sampling error, see David H. Kaye & David A. Freedman, Reference 
Guide on Statistics, § IV, in this manual. 
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and control groups. In addition, if respondents who viewed the allegedly decep
tive commercial respond differently than respondents who viewed the control 
commercial, the difference cannot be the result of a leading question, because 
both groups answered the same question. The ability to evaluate the effect of 
the wording of a particular question makes the control group design particularly 
useful in assessing responses to closed-ended questions, 114 which may encourage 
guessing or particular responses. Thus, the focus on the response level in a con
trol group design is not on the absolute response level, but on the difference 
between the response level of the experimental group and that of the control 
group. 

In designing a control group study, the expert should select a stimulus for the 
control group that shares as many characteristics with the experimental stimulus 
as possible, with the key exception of the characteristic whose influence is being 
assessed. A survey with an imperfect control group generally provides better 
infonnation than a survey with no control group at all, but the choice of the 
specific control group requires some care and should influence the weight that 
the survey receives. For example, a control stimulus should not be less attractive 
than the experimental stimulus if the survey is designed to measure how familiar 
the experimental stimulus is to respondents, since attractiveness may affect per
ceived familiarity. 115 Nor should the control stimulus share with the experimen
tal stimulus the feature whose impact is being assessed. If, for example, the con
trol stimulus in a case of alleged trademark infringement is itself a likely source 
of consumer confusion, reactions to the experimental and control stiumli l11.ay 
not differ because both cause respondents to express the same level of confu
sion.lle, 

Explicit attention to the value of control groups in trademark and deceptive
advertising litigation is a recent phenomenon, but it is becoming more com
mon. 117 A LEXIS search using Lanham Act and control group revealed fourteen 

114. The Federal Trade Commission has long recognized the need for some kind of control for 
closed-ended questions, although it has not specified the type of control that is necessary. Stouffer 
Foods Corp., 118 F.T.C 746, No. 9250,1994 FTC LEXIS 196, at *31 (Sept. 26,1994). 

115. Sec, e.g., Indianapolis Colts, Inc. v. Metropolitan Baltimore Football Club Ltd. Partnership, 
34 F.3d 410, 415-16 (7th Cir. 1994) (The court recognized that the name "Baltimore Horses" was less 
attractive for a sports team than the name "Baltimore Colts."). See also Reed-Union Corp. v. Turtle 
Wax, Inc., 77 F.3d 909, 912 (7th Cir. 1996) (court noted that one expert's choice of a control brand 
with a well-known corporate source was less appropriate than the opposing expert's choice of a control 
brand whose name did not indicate a specific corporate source). 

116. See, e.g., Western Publ'g Co. v. Publications Int'l, Ltd., No. 94-C-6803, 1995 U.S. Dist 
LEXIS 5917, at *45 (N.D. Ill. May 2,1995) (court noted that the control product was "arguably more 
infringing than" the defendant's product) (emphasis omitted). 

117. See, e.g., Amelican Home Prods. Corp. v. Procter & Gamble Co., 871 F. Supp. 739, 749 
(D.N.). 1994) (discounting survey results based on failure to control for participants' preconceived 
notions); ConAgra, Inc. v. Geo. A. Honnel & Co., 784 F. Supp. 700, 728 (D. Neb. 1992) ("Since no 
control was used, the ... study, standing alone, must be significantly discounted. "), aIf'd, 990 F.2d 368 
(8th Cir. 1993). 
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district court cases in the six years since the first edition of this manual in 1994, ll8 
five district court cases in the seven years from 1987 to 1993,119 and only one 
case before 1987120 in which surveys with control groups were discussed. Other 
cases, however, have described or considered surveys using control group de
signs without labeling the comparison group a control group.l21 Indeed, one 
reason why cases involving surveys with control groups may be underrepresented 
in reported cases is that a survey with a control group produces less ambiguous 
findings, which may lead to a resolution before a preliminary injunction hearing 
or trial occurs. 122 

Another more common use of control methodology is a control question. 
Rather than adm.inistering a control stimulus to a separate group of respondents, 

118. National Football League Properties, Inc. v. Prostyle, Inc., 57 F. Supp. 2d 665 (E.D. Wis. 
1999); Nabisco, Inc. v. PF Brands, Inc., 50 F. Supp. 2d 188 (S.D.N.Y. 1999); Proctor & Gamble Co. 
v. Colgate-Palmolive Co., No. 96 Civ. 9123, 1998 U.S. Dist. LEXIS 17773 (S.D.N.Y. Nov. 5, 1998); 
MatteI, Inc. v. MCA Records, Inc., 28 F. Supp. 2d 1120 (C.D. Cal. 1998); Westchester Media Co. v. 
PRL USA Holdings, No. H-97 -3278, 1998 U.S. Dist. LEXIS 11737 (S.D. Tex. July 2, 1998); Time 
Inc. v. Petersen Publ'g Co., 976 F. Supp. 263 (SD.N.Y. 1997), affd, 173 F.3d 113 (2d Cir. 1999); 
Adjusters Int'l, Inc. v. Public Adjusters Int'l, Inc., No. 92-CV-1426, 1996 U.S. Dist. LEXIS 12604 
(N.D.N.Y. Aug. 27,1996); Upjohn Co. v. American Home Prods. Corp., No. 1-95-CV-237, 1996 
U.S. Dist. LEXIS 8049 (W.D. Mich. Apr. 5, 1996); Copy Cop, Inc. v. Task Printing, Inc., 908 F. 
Supp. 37 (D. Mass. 1995); Volkswagen Aktiengesellschaft v. Uptown Motors, No. 91-CIV-3447, 1995 
U.S. Dist. LEXIS 13869 (SD.N.Y.July 13, 1995); Western Publ'g Co. v. Publications Int'l, Ltd., No. 
94-C-6803, 1995 U.S. Dist. LEXIS 5917 (ND. IU. May 2,1995); Dogloo, Inc. v. Doskocil Mfg. Co., 
893 F. Supp. 911 (CD. Cal. 1995); Reed-Union Corp. v. Turtle Wax, Inc., 869 F. Supp. 1304 (ND. 
Ill. 1994), a.frd, 77 F.3d 909 (7th Cir. 1996); Pfizer, Inc. v. Miles, Inc., 868 F. Supp. 437 (D. Conn. 
1994). 

119. ConAgra, Inc. v. Geo. A. Honnel & Co., 784 F. Supp. 700 (D. Neb. 1992), a.[!'d, 990 F.2d 
368 (8th Cir. 1993);Johnson &Johnson-Merck Consumer Phanl1S. Co. v. Smithkline Beecham Corp., 
No. 91 Civ. 0960,1991 U.S. Dist. LEXIS 13689 (SD.N.Y. Sept. 30,1991), affd, 960 F.2d 294 (2d 
Cir. 1992); Goya Foods, Inc. v. Condal Distribs., Inc., 732 F. Supp. 453 (S.D.N.Y. 1990); Sturm, 
Ruger & Co. v. Arcadia Mach. & Tool, Inc., No. 85-8459, 1988 U.S. Dist. LEXIS 16451 (C.D. Cal. 
Nov. 7, 1988); Frisch's Restaurant, Inc. v. Elby's Big Boy, Inc., 661 F. Supp. 971 (S.D. Ohio 1987), 
a.[!'d, 849 F.2d 1012 (6th Cir. 1988). 

120. American Basketball Ass'n v. AMF Voit, Inc., 358 F. Supp. 981 (SD.N.Y.), a.[!'d, 487 F.2d 
1393 (2d Cir. 1973). 

121. Indianapolis Colts, Inc. v. Metropolitan Baltimore Football Club Ltd. Partnership, No. 94-
727-C, 1994 U.S. Dist. LEXIS 19277, at *10-11 (S.D. Ind. June 27, 1994), a.[!'d, 34 F.3d 410 (7th Cir. 
1994). In Itldiatlapolis Colts, the district court described a survey conducted by the plaintiffs expert in 
which half of the interviewees were shown a shirt with the name "Baltimore CFL Colts" on it and half 
were shown a shirt on which the word "Horses" had been substituted for the word "Colts." !d. The 
court noted that the comparison of reactions to the horse and colt versions of the shirt made it possible 
"to detem1ine the impact from the use of the word 'Colts.'" Id. at *11. See also Quality Inns Int'l, Inc. 
v. McDonald's Corp., 695 F. Supp. 198,218 (D. Md. 1988) (survey revealed confusion between 
McDonald's and McSleep, but control survey revealed no conn.lsion between McDonald's and McTavish). 

122. The relatively infrequent mention of control groups in surveys discussed in federal cases is not 
confmed to Lanham Act litigation. A LEXIS search using su/Ve)' and col1trol group revealed thirty district 
court cases in the six years from 1994 in which cOII£rol group was used to refer to a methodological 
feature: the fourteen Lanham Act cases cited supra note 118; nine that referred to medical, physiologi
cal, or pharmacological experiments; and seven others. 
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the survey asks all respondents one or more control questions along with the 
question about the product or service. In a trademark dispute, for example, a 
survey indicated that 7.2% of respondents believed that "The Mart" and "K
Mart" were owned by the same individuals. The court found no likelihood of 
confusion based on survey evidence that 5.7% of the respondents also thought 
that "The Mart" and "King's Department Store" were owned by the same 
source. 123 

Similarly, a standard technique used to evaluate whether a brand name is 
generic is to present survey respondents with a series of product or service names 
and ask them to indicate in each instance whether they believe the name is a 
brand name or a COlmnon name. By showing that 68% of respondents consid
ered Teflon a brand name (a proportion similar to the 75% of respondents who 
recognized the acknowledged trademarkJell-O as a brand name, and markedly 
different from the 13% who thought aspirin was a brand name), the makers of 
Teflon retained their trademark. 124 

Every measure of opinion or belief in a survey reflects some degree of error. 
Control groups and control questions are the most reliable means for assessing 
response levels against the baseline level of error associated with a particular 
question. 

C. What Limitations Are Associated with the Mode of Data 
Collection Used in the Survey? 

Three primary methods are used to collect survey data: (1) in-person interviews, 
(2) telephone surveys, and (3) mail surveys.125 The choice of a data collection 
method for a survey should be justified by its strengths and weaknesses. 

1. In-person interviews 

Although costly, in-person interviews generally are the preferred method of 
data collection, especially when visual materials must be shown to the respon
dent under controlled conditions. 126 When the questions are complex and the 
interviewers are skilled, in-person interviewing provides the maximum oppor-

123. S.S. Kresge Co. v. United Factory Outlet, Inc., 598 F.2d 694, 697 (1st Cir. 1979). Note that 
the aggregate percentages reported here do not reveal how many of the same respondents were con
fused by both names, an issue that may be relevant in some situations. See Joseph L. Gastwirth, Riferellce 
Guide on Survey Researdl, 36 Jurimetrics J. 181, 187-88 (1996) (review essay). 

124. E.!. DuPont de Nemours & Co. v. Yoshida Int'l, Inc., 393 F. Supp. 502, 526-27 & n.54 
(ED.N.Y.1975). 

125. Methods also may be combined, as when the telephone is used to "screen" for eligible respon
dents, who then are invited to participate in an in-person interview. 

126. A mail survey also can include limited visual materials but cannot exercise control over when 
and how the respondent views them. 
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tunity to clarify or probe. Unlike a mail survey, both in-person and telephone 
interviews have the capability to implement complex skip sequences (in which 
the respondent's answer determines which question will be asked next) and the 
power to control the order in which the respondent answers the questions. As 
described in section V.A, appropriate interviewer training is necessary if these 
potential benefits are to be realized. Objections to the use of in-person inter
views arise primarily from their high cost or, on occasion, from evidence of 
inept or biased interviewers. 

2. Telephone surveys 

Telephone surveys offer a comparatively fast and low-cost alternative to in
person surveys and are particularly useful when the population is large and geo
graphically dispersed. Telephone interviews (unless supplemented with mailed 
materials) can be used only when it is unnecessary to show the respondent any 
visual materials. Thus, an attorney may present the results of a telephone survey 
of jury-eligible citizens in a motion for a change of venue in order to provide 
evidence that community prejudice raises a reasonable suspicion of potential 
jury bias. 127 Similarly, potential confusion between a restaurant called McBagel's 
and the McDonald's fast-food chain was established in a telephone survey. Over 
objections from defendant McBagel's that the survey did not show respondents 
the defendant's print advertisements, the court found likelihood of confusion 
based on the survey, noting that "by soliciting audio responses [, the telephone 
survey] was closely related to the radio advertising involved in the case. "128 In 
contrast, when words are not sufficient because, for example, the survey is as
sessing reactions to the trade dress or packaging of a product that is alleged to 
promote confusion, a telephone survey alone does not offer a suitable vehicle 
for questioning respondents. 129 

In evaluating the sampling used in a telephone survey, the trier of fact should 
consider 

• (when prospective respondents are not business personnel) whether some 
form of random-digit dialing131l was used instead of or to supplement tele-

127. United States v. Partin, 320 F. Supp. 275, 279-80 (E.D. La. 1970). For a discussion of surveys 
used in motions for change of venue, see Neal Miller, Facts, Expert Facts, alld Statistics: Descriptive and 
Experimelltal Research Methods ill Litigatioll, Part II, 40 Rutgers L. Rev. 467, 470-74 (1988); National 
Jury Project, Jurywork: Systematic Techniques (Elissa Krauss & Beth Bonora eds., 2d ed. 1983). 

128. McDonald's Corp. v. McBagel's, Inc., 649 F. Supp. 1268, 1278 (S.D.N.Y. 1986). 
129. Thompson Med. Co. v. Pfizer Inc., 753 F.2d 208 (2d Cir. 1985); Incorporated Publ'g Corp. 

v. Manhattan Magazine, Inc., 616 F. Supp. 370 (S.D.N.Y. 1985), q{f'd without op., 788 F.2d 3 (2d Cir. 
1986). 

130. Random digit dialing provides coverage of households with both listed and unlisted tele
phone numbers by generating numbers at random from the frame of all possible telephone numbers. 
James M. Lepkowski, Telephotle Sampling Methods ill the United States, ill Telephone Survey Methodol
ogy 81-91 (Robert M. Groves et al. eds., 1988). 
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phone numbers obtained from telephone directories, because up to 65% of 
all residential telephone numbers in some areas may be unlisted;131 

• whether the sampling procedures required the interviewer to sample within 
the household or business, instead of allowing the interviewer to administer 
the survey to any qualified individual who answered the telephone;132 and 

• whether interviewers were required to call back at several different times of 
the day and on different days to increase the likelihood of contacting indi
viduals or businesses with different schedules. 

Telephone surveys that do not include these procedures may, like other 
nonprobability sampling approaches, be adequate for providing rough approxi
mations. The vulnerability of the survey depends on the information being gath
ered. More elaborate procedures for achieving a representative sample of re
spondents are advisable if the survey instrument requests information that is 
likely to differ for individuals with listed telephone numbers and individuals 
with unlisted telephone numbers, or individuals rarely at home and those usu
ally at home. 

The report submitted by a survey expert who conducts a telephone survey 
should specify 

1. the procedures that were used to identify potential respondents; 
2. the number of telephone numbers for which no contact was nude; and 
3. the number of contacted potential respondents who refused to participate 

in the survey. 
Computer-assisted telephone interviewing, or CATl, is increasingly used in 

the administration and data entry oflarge-scale surveys. J33 A computer protocol 
may be used to generate telephone numbers and dial them as well as to guide 
the interviewer. The interviewer conducting a computer-assisted interview (CAl), 
whether by telephone or in a face-to-face setting, follows the script for the 
interview generated by the computer program and types in the respondent's 
answers as the interview proceeds. A primary advantage of CA Tl and other CAl 
procedures is that skip patterns can be built into the program so that, for ex
ample, if the respondent is asked whether she has ever been the victim of a 
burglary and she says yes, the computer will generate further questions about 

131. In 1992, the percentage of households with unlisted numbers reached 65% in Las Vegas and 
62% in Los Angeles. Survey Sampling, Inc., The Frame 2 (March 1993). Studies comparing listed and 
unlisted household characteristics show some important differences. Lepkowski, supra note 130, at 76. 

132. This is a consideration only if the survey is sampling individuals. If the survey is seeking 
information on the household, more than one individual may be able to answer questions on behalf of 
the household. 

133. William L. Nicholls II & R.M. Groves, The Status if Computer-Assisted Telepholle Imerviewillg, 
2]. Official Stat. 93 (1986); Mary A. Spaeth, CAT! Facilities at Academic Research Organizations, 21 Surv. 
Res. 11 (1990); William E. Saris, Computer-Assisted Interviewing (1991). 
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the burglary, but if she says no, the program will automatically skip the follow
up burglary questions. Interviewer errors in following the skip patterns are there
fore avoided, making CAl procedures particularly valuable when the survey 
involves complex branching and skip patterns. 134 CAl procedures can also be 
used to control for order effects by having the program rotate the order in 
which questions or choices are presented. 135 CAl procedures, however, require 
additional planning to take advantage of the potential for improvements in data 
quality. When a CAl protocol is used in a survey presented in litigation, the 
party offering the survey should supply for inspection the computer program 
that was used to generate the interviews. Moreover, CAl procedures do not 
eliminate the need for close monitoring of interviews to ensure that interview
ers are accurately reading the questions in the interview protocol and accurately 
entering the answers that the respondent is giving to those questions. 

3. Mail sUIVeys 

In general, mail surveys tend to be substantially less costly than both in-person 
and telephone surveys. 136 Although response rates for mail surveys are often low, 
researchers have obtained 70% response rates in some general public surveys and 
response rates of over 90% with certain specialized populations. 137 Procedures 
that encourage high response rates include multiple mailings, highly personal
ized conu11unications, prepaid return envelopes and incentives or gratuities, as
surances of confidentiality, and first-class outgoing postage .138 

A mail survey will not produce a high rate of return unless it begins with an 
accurate and up-to-date list of names and addresses for the target population. 
Even if the sampling frame is adequate, the sample may be unrepresentative if 
some individuals are more likely to respond than others. For example, if a sur
vey targets a population that includes individuals with literacy problems, these 
individuals will tend to be underrepresented. Open-ended questions are gener
ally of limited value on a mail survey because they depend entirely on the re
spondent to answer fully and do not provide the opportunity to probe or clarifY 

134. Saris, supra note 133, at 20, 27. 
135. See, e.g., Intel Corp. v. Advanced Micro Devices, Inc., 756 F. Supp. 1292, 1296-97 (N.D. 

Cal. 1991) (survey designed to test whether the teml 386 as applied to a microprocessor was generic 
used a CATI protocol that tested reactions to five terms presented in rotated order). 

136. Don A. Dillman, Mail alld Other Se!f-Adl11illistered QuestiollfJaires, ill Handbook of Survey Re
search, supra note 1, at 359, 373. 

137. Id. at 360. 
138. See, e.g., Richard]. Fox et a!., Mail SU11Jey Respollse Rate: A Meta-Allalysis of Selected Teclllliques 

for Inducing RespMlse, 52 Pub. Opinion Q. 467, 482 (1988); Eleanor Singer et a!., COI!fidmtiality Assur
ances atld Response: A Quamitative Review of the Experimental Literature, 59 Pub. Opinion Q. 66, 71 
(1995); Kenneth D. Hopkins & Arlen R. Gullickson, Respollse Rates ill Survey Research: A Meta-AI/alysis 
o.fthe E:ffects of MOl/etary Gratuities, 61]. Experimental Educ. 52, 54-57, 59 (1992). 
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unclear answers. Similarly, if eligibility to answer some questions depends on 
the respondent's answers to previous questions, such skip sequences may be 
difficult for some respondents to follow. Finally, because respondents complete 
mail surveys without supervision, survey personnel are unable to prevent re
spondents from discussing the questions and answers with others before com
pleting the survey and to control the order in which respondents answer the 
questions. If it is crucial to have respondents answer questions in a particular 
order, a mail survey cannot be depended on to provide adequate data. 139 

4. Internet surveys 

A more recent innovation in survey technology is the Internet survey in which 
potential respondents are contacted and their responses are collected over the 
Internet. Internet surveys can substantially reduce the cost of reaching potential 
respondents and offer some of the advantages of in-person interviews by allow
ing the computer to show the respondent pictures or lists of response choices in 
the course of asking the respondent questions. The key limitation is that the 
respondents accessible over the Internet must fairly represent the relevant popu
lation whose responses the survey was designed to measure. Thus, a litigant 
presenting the results of a web-based survey should be prepared to provide 
evidence on the potential bias in sampling that the web-based survey is likely to 
introduce. If the target population consists of computer users, the bias may be 
minimal. If the target population consists of owners of television sets, significant 
bias is likely. 

V. Surveys Involving Interviewers 

A. Were the Interviewers Appropriately Selected and Trained? 
A properly defined population or universe, a representative sample, and clear 
and precise questions can be depended on to produce trustworthy survey results 
only if "sound interview procedures were followed by competent interview
ers."140 Properly trained interviewers receive detailed written instructions on 
everything they are to say to respondents, any stimulus materials they are to use 
in the survey, and how they are to complete the interview foml. These instruc
tions should be made available to the opposing party and to the trier of fact. 
Thus, interviewers should be told, and the interview form on which answers are 
recorded should indicate, which responses, if any, are to be read to the respon
dent. Interviewers also should be instructed to record verbatim the respondent's 

139. Dillman, supra note 136, at 368-70. 
140. Toys "R" Us, Inc. v. Canarsie Kiddie Shop, Inc., 559 F. Supp. 1189, 1205 (ED.N.Y. 1983). 
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answers, to indicate explicitly whenever they repeat a question to the respon
dent, and to record any statements they make to or supplementary questions 
they ask the respondent. 

Interviewers require training to ensure that they are able to follow directions 
in administering the survey questions. Some training in general interviewing 
techniques is required for most interviews (e.g., practice in pausing to give the 
respondent enough time to answer and practice in resisting invitations to ex
press the interviewer's beliefs or opinions). Although procedures vary, one trea
tise recommends at least five hours of training in general interviewing skills and 
techniques for new interviewers. 141 

The n1.ore complicated the survey instrument is, the more training and expe
rience the interviewers require. Thus, if the interview includes a skip pattern 
(where, e.g., Questions 4-6 are asked only if the respondent says yes to Ques
tion 3, and Questions 8-10 are asked only if the respondent says no to Question 
3), interviewers must be trained to follow the pattern. Similarly, if the questions 
require specific probes to clarifY ambiguous responses, interviewers must re
ceive instruction on when to use the probes and what to say. In some surveys, 
the interviewer is responsible for last-stage sampling (i.e., selecting the particular 
respondents to be interviewed), and training is especially crucial to avoid inter
viewer bias in selecting respondents who are easiest to approach or easiest to 
find. 

Training and instruction of interviewers should include directions on the 
circumstances under which interviews are to take place (e.g., question only one 
respondent at a time out of the hearing of any other respondent). The trustwor
thiness of a survey is questionable if there is evidence that some interviews were 
conducted in a setting in which respondents were likely to have been distracted 
or in which others were present and could overhear. Such evidence of careless 
administration of the survey was one ground used by a court to reject as inad
missible a survey that purported to demonstrate consumer confusion. 142 

Some compromises may be accepted when surveys must be conducted swiftly. 
In trademark and deceptive advertising cases, the plaintiffs usual request is for a 
preliminary i~unction, because a delay means irreparable harm. Nonetheless, 
careful instruction and training of interviewers who administer the survey and 
complete disclosure of the methods used for instruction and training are crucial 
elements that, if compromised, seriously undermine the trustworthiness of any 
survey. 

141. Eve Weinberg, Data CollectiOlI: Plalll1illg al1d Mallagemellt, ill Handbook of Survey Research, 
supra note 1, at 329, 332. 

142. Toys "Rn Us, 559 F. Supp. at 1204 (some interviews apparently were conducted in a bowling 
alley; some interviewees waiting to be interviewed overheard the substance of the interview while they 
were waiting). 
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B. What Did the Interviewers Know About the Survey and Its 
Sponsorship? 

One way to protect the objectivity of survey administration is to avoid telling 
interviewers who is sponsoring the survey. Interviewers who know the identity 
of the survey's sponsor may affect results inadvertently by communicating to 
respondents their expectations or what they believe are the preferred responses 
of the survey's sponsor. To ensure objectivity in the administration of the sur
vey, it is standard interview practice to conduct double-blind research when
ever possible: both the interviewer and the respondent are blind to the sponsor 
of the survey and its purpose. Thus, the survey instrument should provide no 
explicit clues (e.g., a sponsor's letterhead appearing on the survey) and no im
plicit clues (e.g., reversing the usual order of the yes and no response boxes on 
the interviewer's form next to a crucial question, thereby potentially increasing 
the likelihood that no will be checked l43

) about the sponsorship of the surveyor 
the expected responses. 

Nonetheless, in some surveys (e.g., some government surveys), disclosure of 
the survey's sponsor to respondents (and thus to interviewers) is required. Such 
surveys call for an evaluation of the likely biases introduced by interviewer or 
respondent awareness of the survey's sponsorship. In evaluating the consequences 
of sponsorship awareness, it is important to consider (1) whether the sponsor has 
views and expectations that are apparent and (2) whether awareness is confined 
to the interviewers or involves the respondents. For exam.ple, if a survey con
cerning attitudes toward gun control is sponsored by the National Rifle Asso
ciation, it is clear that responses opposing gun control are likely to be preferred. 
In contrast, if the survey on gun control attitudes is sponsored by the Depart
ment of Justice, the identity of the sponsor may not suggest the kind of re
sponses the sponsor expects or would find acceptable. 144 When interviewers are 
well trained, their awareness of sponsorship may be a less serious threat than 
respondents' awareness. The empirical evidence for the effects of interviewers' 
prior expectations on respondents' answers generally reveals modest effects when 
the interviewers are well trained. 145 

143. Centaur Communications, Ltd. v. A/S/M Communications, Inc., 652 F. Supp. 1105, 1111 
n.3 (S.D.N.Y.) (pointing out that reversing the usual order of response choices, yes or no, to no or yes 
may confuse interviewers as well as introduce bias), a.fJ'd, 830 F.2d 1217 (2d Cir. 1987). 

144. Sec, e.g., Stanley Presser et al., SUlvey Spollsorship, Respollse Rates, alld Respome Effects, 73 Soc. 
Sci. Q. 699, 701 (1992) (different responses to a university-sponsored telephone survey and a newspa
per-sponsored survey for questions concerning attitudes toward the mayoral primary, an issue on which 
the newspaper had taken a position). 

145. See, e.g., Seymour Sudman et al., Modest Expectations: The Effects ~r l111erviewers' Prior Expecta
tiol1S MI Responses, 6 Soc. Methods & Res. 171, 181 (1977). 
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C. What Procedures Were Used to Ensure and Determine That the 
Survey Was Administered to Minimize Error and Bias? 

Three methods are used to ensure that the survey instrument was implemented 
in an unbiased fashion and according to instructions. The first, monitoring the 
interviews as they occur, is done most easily when telephone surveys are used. A 
supervisor listens to a sample of interviews for each interviewer. Field settings 
make monitoring more difficult, but evidence that monitoring has occurred 
provides an additional indication that the survey has been reliably implemented. 

Second, validation of interviews occurs when respondents in a sample are 
recontacted to ask whether the initial interviews took place and to determ.ine 
whether the respondents were qualified to participate in the survey. The stan
dard procedure for validation of in-person interviews is to telephone a random 
sample of about 10% to 15% of the respondents. 146 Some attempts to reach the 
respondent will be unsuccessful, and occasionally a respondent will deny that 
the interview took place even though it did. Because the information checked is 
limited to whether the interview took place and whether the respondent was 
qualified, this validation procedure does not detem1.ine whether the initial in
terview as a whole was conducted properly. Nonetheless, this standard valida
tion technique wams interviewers that their work is being checked and can 
detect gross failures in the administration of the survey. 

A third way to verifY that the interviews were conducted properly is to com
pare the work done by each individual interviewer. By reviewing the inter
views and individual responses recorded by each interviewer, researchers can 
identify any response patterns or inconsistencies for further investigation. 

When a survey is conducted at the request of a party for litigation rather than 
in the nom1.3l course of business, a heightened standard for validation checks 
may be appropriate. Thus, independent validation of at least 50% of interviews 
by a third party rather than by the field service that conducted the interviews 
increases the trustworthiness of the survey results. 147 

146. See, e.g., National Football League Properties, Inc. v. New Jersey Giants, Inc., 637 F. Supp. 
507, 515 (D.N.]. 1986); Davis v. Southern Bell Tel. & Tel. Co., No. 89-2839, 1994 U.S. Dist. LEXIS 
13257, at *16 (S.D. Fla. Feb. 1, 1994). 

147. In Rust El1virollmwt & hifrastructure, hie. v. Teullissell, 131 F.3d 1210, 1218 (7th Cir. 1997), the 
court criticized a survey in part because it "did not comport with accepted practice for independent 
validation of the results." 
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VI. Data Entry and Grouping of Responses 

A. What Was Done to Ensure That the Data Were Recorded 
Accurately? 

Analyzing the results of a survey requires that the data obtained on each sampled 
element be recorded, edited, and often coded before the results can be tabulated 
and processed. Procedures for data entry should include checks for complete
ness, checks for reliability and accuracy, and rules for resolving inconsistencies. 
Accurate data entry is maximized when responses are verified by duplicate entry 
and comparison, and when data entry personnel are unaware of the purposes of 
the survey. 

B. What Was Done to Ensure That the Grouped Data Were 
Classified Consistently and Accurately? 

Coding of answers to open-ended questions requires a detailed set of instruc
tions so that decision standards are clear and responses can be scored consistently 
and accurately. Two trained coders should independently score the same re
sponses to check for the level of consistency in classifYing responses. When the 
criteria used to categorize verbatim responses are controversial or allegedly in
appropriate, those criteria should be sufficiently clear to reveal the source of 
disagreements. In all cases, the verbatim responses should be available so that 
they can be recoded using alternative criteria. 148 

148. See, e.g., Coca-Cola Co. v. Tropicana Prods., Inc., 538 F. Supp. 1091, 1094-96 (S.D.N.Y.) 
(plaintiffs expert stated that respondents' answers to the several open-ended questions revealed that 
43% of respondents thought Tropicana was portrayed as fresh squeezed; the court's own tabulation 
found no more than 15% believed this was true), rev'd 011 otlier grMlllds, 690 F.2d 312 (2d Cir. 1982). See 
also McNeilab, Inc. v. American Home Prods. Corp., 501 F. Supp. 517 (S.D.N.Y. 1980); Rock v. 
Zimmen11an, 959 F.2d 1237, 1253 n.9 (3d Cir. 1992) (court found that responses on a change of venue 
survey incorrectly categorized respondents who believed the defendant was insane as believing he was 
guilty); Revlon Consumer Prods. Corp. v. Jennifer Leather Broadway, Inc., 858 F. Supp. 1268, 1276 
(S.D.N.Y. 1994) (inconsistent scoring and subjective coding led court to find survey so unreliable that 
it was entitled to no weight), qff'd, 57 F.3d 1062 (2d Cir. 1995). 
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VII. Disclosure and Reporting 

A. When Was Information About the Survey Methodology and 
Results Disclosed? 

Objections to the definition of the relevant population, the method of selecting 
the sample, and the wording of questions generally are raised for the first time 
when the results of the survey are presented. By that time it is too late to correct 
methodological deficiencies that could have been addressed in the planning stages 
of the survey. The plaintiff in a trademark case l49 submitted a set of proposed 
survey questions to the trial judge, who ruled that the survey results would be 
admissible at trial while reserving the question of the weight the evidence would 
be given. ISO The court of appeals called this approach a c0llll11endable procedure 
and suggested that it would have been even more desirable if the parties had 
"attempt[ ed] in good faith to agree upon the questions to be in such a sur
vey."151 

The Manual for Complex Litigation, Second, recommended that parties be re
quired, "before conducting any poll, to provide other parties with an outline of 
the proposed fonn and methodology, including the particular questions that 
will be asked, the introductory statements or instructions that will be given, and 
other controls to be used in the interrogation process." 152 The parties then were 
encouraged to attempt to resolve any methodological disagreements before the 
survey was conducted.153 Although this passage in the second edition of the 
manual has been cited with apparent approval, 154 the prior agreement the manual 
recommends has occurred rarely and the Manual for Complex Litigation, Third, 
recommends, but does not advocate requiring, prior disclosure and discussion of 
survey plans. ISS 

Rule 26 of the Federal Rules of Civil Procedure requires extensive disclosure 
of the basis of opinions offered by testifYing experts. However, these provisions 
may not produce disclosure of all survey materials, because parties are not obli-

149. Union Carbide Corp. v. Ever-Ready, Inc., 392 F. Supp. 280 (N.D. Ill. 1975), rev'd, 531 F.2d 
366 (7th Cir.), cert. dmied, 429 U.S. 830 (1976). 

150. Before trial, the presiding judge was appointed to the court of appeals, so the case was tried by 
another district court judge. 

151. Uniotl Carbide, 531 F.2d at 386. More recently, the Seventh Circuit recommended the filing 
of a motion ill /imine, asking the district court to detennine the admissibility of a survey based on an 
examination of the survey questions and the results of a preliminary survey before the party undertakes 
the expense of conducting the actual survey. Piper Aircraft Corp. v. Wag-Aero, Inc., 741 F.2d 925, 929 
(7th Cir. 1984). 

152. MCL 2d, supra note 15, § 21.484. 
153. !d. 
154. E.g., National Football League Properties, Inc. v. New Jersey Giants, Inc., 637 F. Supp. 507, 

514 n.3 (D.N.]. 1986). 
155. MCL 3d, supra note 15, § 21.493. 
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gated to disclose infonnation about nontestifying experts. Parties considering 
whether to commission or use a survey for litigation are not obligated to present 
a survey that produces unfavorable results. Prior disclosure of a proposed survey 
instrument places the party that ultimately would prefer not to present the sur
vey in the position of presenting damaging results or leaving the impression that 
the results are not being presented because they were unfavorable. Anticipating 
such a situation, parties do not decide whether an expert will testify until after 
the results of the survey are available. 

Nonetheless, courts are in a position to encourage early disclosure and dis
cussion even if they do not lead to agreement between the parties. In McNeilab, 
Inc. v. American Home Products Corp., 156 Judge William C. Conner encouraged 
the parties to submit their survey plans for court approval to ensure their evi
dentiary value; the plaintiff did so and altered its research plan based on Judge 
Conner's recommendations. Parties can anticipate that changes consistent with 
a judicial suggestion are likely to increase the weight given to, or at least the 
prospects of admissibility of, the survey. 157 

B. Does the Survey Report Include Complete and Detailed 
Information on All Relevant Characteristics? 

The completeness of the survey report is one indicator of the trustworthiness of 
the survey and the professionalism of the expert who is presenting the results of 
the survey. A survey report generally should provide in detail 

1. the purpose of the survey; 
2. a definition of the target population and a description of the population 

that was actually sampled; 
3. a description of the sample design, including the method of selecting re

spondents, the method of interview, the number of callbacks, respondent 
eligibility or screening criteria, and other pertinent information; 

4. a description of the results of sample implementation, including (a) the 
number of potential respondents contacted, (b) the number not reached, 
(c) the number of refusals, (d) the number of incomplete interviews or 
terminations, (e) the number of noneligibles, and (~ the number of com
pleted interviews; 

5. the exact wording of the questions used, including a copy of each version 
of the actual questionnaire, interviewer instructions, and visual exhibits; 

6. a description of any special scoring (e.g., grouping of verbatim responses 
into broader categories); 

156. 848 F.2d 34, 36 (2d Cir. 1988) (discussing with approval the actions of the district court). 
157. Larry c.jones, Developing alld Usi/lg Survey Evidwce in Trademark Litigatio/l, 19 Memphis St. U. 

L. Rev. 471, 481 (1989). 
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7. estimates of the sampling error, where appropriate (i.e., in probability 
samples); 

8. statistical tables clearly labeled and identified as to source of data, includ
ing the number of raw cases forn1ing the base for each table, row, or 
column; and 

9. copies of interviewer instructions, validation results, and code books. 1sH 

A description of the procedures and results of pilot testing is not included on 
this list. Survey professionals generally do not describe pilot testing in their re
ports. The Federal Rules of Civil Procedure, however, may require that a testi
fYing expert disclose pilot work that serves as a basis for the expert's opinion. 
The situation is more complicated when a nontestifYing expert conducts the 
pilot work and the testifYing expert learns about the pilot testing only indirectly 
through the attorney's advice about the relevant issues in the case. Some com
mentators suggest that attorneys are obligated to disclose such pilot work.1s9 

C. In Surveys of Individuals} What Measures Were Taken to 
Protect the Identities of Individual Respondents? 

The respondents questioned in a survey generally do not testifY in legal pro
ceedings and are unavailable for cross-examination. Indeed, one of the advan
tages of a survey is that it avoids a repetitious and unrepresentative parade of 
witnesses. To verifY that interviews occurred with qualified respondents, stan
dard survey practice includes validation procedures, 1('() the results of which should 
be included in the survey report. 

Conflicts may arise when an opposing party asks for survey respondents' names 
and addresses in order to reinterview some respondents. The party introducing 
the surveyor the survey organization that conducted the research generally 
resists supplying such information. 161 Professional surveyors as a mle guarantee 

158. These criteria were adapted from the Council of Am. Survey Res. Orgs., supra note 41, § III. 
B. Failure to supply this infonnation substantially impairs a court's ability to evaluate a survey. III re 
Prudential Ins. Co. of Am. Sales Practices Litig., 962 F. Supp. 450, 532 (D.NJ. 1997) (citing the first 
edition of this manual). But see Florida Bar v. Weill for It, IIIC., 515 U.S. 618, 626-28 (1995), in which a 
majority of the Supreme Court relied on a summary of results prepared by the Florida Bar from a 
consumer survey purporting to show consumer objections to attorney solicitation by mail. In a strong 
dissent, Justice Kennedy, joined by three of his colleagues, found the survey inadequate based on the 
document available to the court, pointing out that the summary included "no actual surveys, few 
indications of sample size or selection procedures, no explanations of methodology, and no discussion 
of excluded results ... no description of the statistical universe or scientific framework that pennits any 
productive use of the information the so-called Summary of Record contains." Id. at 640. 

159. Yvonne C. Schroeder, Preleslillg SunJc), Qllcslio11S, 11 Am.]. Trial Advoc. 195, 197-201 (1987). 
160. See supra § V.c. 
161. See, e.g., Alpo Petfoods, Inc. v. Ralston Purina Co., 720 F. Supp. 194 (D.D.C. 1989), affd ill 

parI & vacated hi parI, 913 F.2d 958 (D.C. Cir. 1990). 
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confidentiality in an effort to increase participation rates and to encourage can
did responses. Because failure to extend confidentiality may bias both the will
ingness of potential respondents to participate in a survey and their responses, 
the professional standards for survey researchers generally prohibit disclosure of 
respondents' identities. "The use of survey results in a legal proceeding does not 
relieve the Survey Research Organization of its ethical obligation to maintain in 
confidence all Respondent-identifiable information or lessen the importance of 
Respondent anonymity." I (,2 Although no surveyor-respondent privilege cur
rently is recognized, the need for surveys and the availability of other means to 
examine and ensure their trustworthiness argue for deference to legitimate claims 
for confidentiality in order to avoid seriously compromising the ability of sur
veys to produce accurate information. 1(,3 

Copies of all questionnaires should be made available upon request so that the 
opposing party has an opportunity to evaluate the raw data. All identifYing in
form.ation, such as the respondent's name, address, and telephone number, should 
be removed to ensure respondent confidentiality. 

162. Council of Am. Survey Res. Orgs., supra note' 41, § I.A.3.f Similar provisions are contained 
in the By-Laws of the American Association for Public Opinion Research. 

163. Litton Indus., Inc., No. 9123, 1979 FTC LEXIS 311, at *13 & n.12 aune 19, 1979) (Order 
Conceming the Identification of Individual Survey-Respondents with Their Questionnaires) (citing 
Frederick H. Boness &)ohn F. Cordes, Note, The Researcher-Subject Relatiollship: TI,e Needfor ProtectiOfI 
atld a Model Statute, 62 Geo. LJ 243, 253 (1973)). See also Lampshire v. Procter & Gamble Co., 94 
F.R.D. 58, 60 (N.D. Ga. 1982) (defendant denied access to personal identifying infonnation about 
women involved in studies by the Centers for Disease Control based on Fed. R. Civ. P. 26(c) giving 
court the authority to enter "any order which justice requires to protect a party or persons from annoy
ance, embarrassment, oppression, or undue burden or expense.") (citation omitted). 
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Glossary of Terms 
The following terms and definitions were adapted from a variety of sources, 
including Handbook of Survey Research (Peter H. Rossi et al. eds., 1983); 1 
Environmental Protection Agency, Survey Management Handbook (1983); Mea
surement Errors in Surveys (Paul P. Biemer et al. eds., 1991); William E. Saris, 
Computer-Assisted Interviewing (1991); Seymour Sudman, Applied Sampling 
(1976). 

branching. A questionnaire structure that uses the answers to earlier questions 
to determine which set of additional questions should be asked (e.g., citizens 
who report having served as jurors on a criminal case are asked different 
questions about their experiences than citizens who report having served as 
jurors on a civil case). 

CAl (computer-assisted interviewing). A method of conducting interviews 
in which an interviewer asks questions and records the respondent's answer 
by following a computer-generated protocol. 

CATI (computer-assisted telephone interviewing). A method of con
ducting telephone interviews in which an interviewer asks questions and 
records the respondent's answer by following a computer-generated proto
col. 

closed-ended question. A question that provides the respondent with a list of 
choices and asks the respondent to choose from among them. 

cluster sampling. A sampling technique allowing for the selection of sam.ple 
elements in groups or clusters, rather than on an individual basis; it may 
significantly reduce field costs and may increase sampling error if elements in 
the same cluster are more similar to one another than are elements in differ
ent clusters. 

confidence interval. An indication of the probable range of error associated 
with a sample value obtained from a probability sample. Also, margin of 
error. 

convenience sample. A sample of elements selected because they were readily 
available. 

double-blind research. Research in which the respondent and the interviewer 
are not given information that will alert them to the anticipated or preferred 
pattern of response. 

error score. The degree of measurement error in an observed score (see true 
score). 

full-filter question. A question asked of respondents to screen out those who 
do not have an opinion on the issue under investigation before asking them 
the question proper. 
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mall intercept survey. A survey conducted in a mall or shopping center in 
which potential respondents are approached by a recruiter (intercepted) and 
invited to participate in the survey. 

multistage sampling design. A sampling design in which sampling takes 
place in several stages, beginning with larger units (e.g., cities) and then pro
ceeding with smaller units (e.g., households or individuals within these units). 

nonprobability sample. Any sample that does not qualify as a probability 
sample. 

open-ended question. A question that requires the respondent to formulate 
his or her own response. 

order effect. A tendency of respondents to choose an item based in part on the 
order in which it appears in the question, questionnaire, or interview (see 
primacy effect and recency effect); also referred to as a context effect because 
the context of the question influences the way the respondent perceives and 
answers it. 

parameter. A summary measure of a characteristic of a population (e.g., aver
age age, proportion of households in an area owning a computer). Statistics 
are estimates of parameters. 

pilot test. A small field test replicating the field procedures planned for the full
scale survey; although the terms pilot test and pretest are sometimes used inter
changeably, a pretest tests the questionnaire, whereas a pilot test generally 
tests proposed collection procedures as well. 

population. The totality of elements (objects, individuals, or other social units) 
that have some common property of interest; the target population is the 
collection of elements that the researcher would like to study; the survey 
population is the population that is actually sampled and for which data may 
be obtained. Also, universe. 

population value, population parameter. The actual value of some charac
teristic in the population (e.g., the average age); the population value is esti
mated by taking a random sample from the population and computing the 
corresponding sample value. 

pretest. A small preliminary test of a survey questionnaire. See pilot test. 

primacy effect. A tendency of respondents to choose early items from a list of 
choices; the opposite of a recency effect. 

probability sample. A type of sample selected so that every element in the 
population has a known nonzero probability of being included in the sample; 
a simple random sample is a probability sample. 

probe. A follow-up question that an interviewer asks to obtain a more com
plete answer from a respondent (e.g., "Anything else?" "What kind of medi
cal problem do you mean?"). 
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Riference Guide on Survey Research 

quasi-filter question. A question that offers a "don't know" or "no opinion" 
option to respondents as part of a set of response alternatives; used to screen 
out respondents who may not have an opinion on the issue under investiga
tion. 

random sample. See simple random sample. 

recency effect. A tendency of respondents to choose later items from a list of 
choices; the opposite of a primacy effect. 

sample. A subset of a population or universe selected so as to yield information 
about the population as a whole. 

sampling error. The estimated size of the difference between the result ob
tained from a sample study and the result that would be obtained by attempt
ing a complete study of all units in the sampling frame from which the sample 
was selected in the same manner and with the same care. 

sampling frame. The source or sources from which the objects, individuals, 
or other social units in a sample are drawn. 

secondary meaning. A descriptive term that becomes protectable as a trade
mark if it signifies to the purchasing public that the product comes from a 
single producer or source. 

simple random sample. The most basic type of probability sample; each unit 
in the population has an equal probability of being in the sample, and all 
possible samples of a given size are equally likely to be selected. 

skip pattern, skip sequence. A sequence of questions in which some should 
not be asked (should be skipped) based on the respondent's answer to a pre
vious question (e.g., if the respondent indicates that he does not own a car, he 
should not be asked what brand of car he owns). 

stratified sampling. A sam-pling technique that permits the researcher to sub
divide the population into mutually exclusive and exhaustive subpopulations, 
or strata; within these strata, separate samples are selected; results can be com
bined to fonl1 overall population estimates or used to report separate within
stratum estimates. 

survey population. See population. 

systematic sampling. A sampling technique that consists of a random starting 
point and the selection of every nth member of the population; it generally 
produces the same results as simple random sampling. 

target population. See population. 

trade dress. A distinctive and nonfunctional design of a package or product 
protected under state unfair competition law and the federal Lanham Act 
§43(a), 15 U.s.c. §1125(a) (1946) (amended 1992). 
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true score. The underlying true value, which is unobservable because there is 
always some error in measurement; the observed score = true score + error 
score. 

universe. See population. 
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a 

March 26, 2012 

Joseph Gratz 
Durie Tangri LLP 
jgratz@durietangri.com 

Dear Joe, 

625 Avenue of the Americas 

2nd Floor 
New York, NY 10011 
Phone: 212-645-4500 
Fax: 212-645-7681 

www.ORClnternational.com 

At my deposition, I was asked to provide certain information pertaining to the attempts to reach 
survey participants by phone and email. I have spoken to Opinion America, the company that 
carried out the phone and online surveys for me, and have obtained all available information. 

Attached is a complete disposition report on all phone calls made. This report contains all the 
information requested regarding phone calls. 

Regarding the emails, here is the information that was requested: 

# of email invites that were sent out ---- 4,962 

# clicked on link ------------------------------ 266 

# partia I com pletes--------------------------- 87 

# terminated & on what questions------- 55 - All termed on Ql00 (Did not live in U.S.) 

Regarding the description of Google Books, all 880 respondents said they understood the 
description the first time. No one asked to hear it again, and no one terminated at that point. 

Please let me know if you need anything else from me. 

Best Regards, 

Hal Poret 
Senior Vice President 
ORC International 
(formerly ORC Guideline) 
625 Avenue of the Americas 
New York, NY 10011 
(212) 329-1018 (office) 
(914) 772-5087 (mobile) 
Hal.Poret@ORClnternational.com 
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TOTAL SAMPLE 

TOTAL COMPLETES (CP) 

SAMPLE DISPOSITION REPORT FINAL 
For Study: Author Study - OAG 011085 

TABLE 001 
TOTAL SAMPLE DISPOSITION REPORT 

BASE: TOTAL 

TOTAL 

10294 

756 

TOTAL CALLABLE SAMPLE BY TYPE (LAST 
STATUS) 
----------------------------------- 2874 

RECORDS NOT YET CALLED (FS) 

NO ANSWER 942 

ANSWERING MACHINE 1755 

BUSY 56 

UNSPEC. CALLBACK 44 

CHANGE NUMBER 

AVAILABLE SAMPLE BY ATTEMPT (CS) 2797 

1 ATTEMPT MADE 155 

2 ATTEMPTS MADE 308 

3 ATTEMPTS MADE 260 

4 ATTEMPTS MADE 2074 

SUSPENDS (SU) 9 

CALLBACKS (CB) 68 

CALLBACK (CB) Left 800# 

CALLBACK (CE) Requested Fax 

TOTAL DEAD SAMPLE 
7420 

BAD SAMPLE (BS) 1209 

NONWORK 948 

PAGE 1 
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SAMPLE DISPOSITION REPORT FINAL 
For Study: Author Study - OAG 011085 

TABLE 001 (continued) 
TOTAL SAMPLE DISPOSITION REPORT 

BASE: TOTAL 

WRONG NUMBER 

COMP/FAX 

PRIV. MGR 

NON-BUS 

OTHER PHONE PROB. 

DUPLICATE NUMB/NOT CALLED 

BURNED NUMBERS (BN) 

REFUSED 

NSP 

LANGUAGE 

PARTIAL SCREENER REFUSAL 

QUAL. REFUSAL 

NOT QUALIFIED (NQ) 

TERM 100 - OUTSIDE US OR US 
TERRITORY 

TERM 117 - ZERO 

TERM DOESN'T UNDERSTAND GOOGLE 
SCAN 

OVER QUOTAS (OQ) 

MAX ATTEMPTS REACHED (MA) 

COMPLETES (CP) 

HIDDEN NUMBERS (HD) 

INCIDENCE 

AVERAGE LENGTH OF INTERVIEW (TOTAL) 

TOTAL 

125 

3 

75 

6 

52 

3796 

949 

2662 

68 

117 

48 

21 

27 

1611 

756 

94.0% 

7.31 

PAGE 2 
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DURIE TANGRI LLP 
DARAL YN J. DURIE (Pro Hac Vice) 
ddurie@durietangri.com 
JOSEPH C. GRATZ (Pro Hac Vice) 
jgratz@durietangri.com 
217 Leidesdorff Street 
San Francisco, CA 94111 
Telephone: 415-362-6666 
Facsimile: 415-236-6300 

Attorneys for Defendant 
Google Inc. 

IN THE UNITED STATES DISTRICT COURT 

FOR THE SOUTHERN DISTRICT OF NEW YORK 

The Authors Guild, Inc. et aI., 

Plaintiffs, 
Civil Action No. 05 CV 8136 (DC) 

v. 
Google Inc., 

Defendant. 

DEFENDANT GO OGLE INC.'S SUPPLEMENTAL NARRATIVE 
RESPONSES AND OBJECTIONS TO PLAINTIFFS' SECOND REQUEST 

FOR PRODUCTION OF DOCUMENTS AND THINGS 

PUBLIC REDACTED VERSION 
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Pursuant to Federal Rules of Civil Procedure 26 and 34 and pursuant to the parties' 

agreement, Defendant Google, Inc. ("Google") provides this supplemental set of responses and 

objections to the Second Set of Document Requests (the "Requests") propounded by Plaintiff 

The Authors Guild, Inc. ("The Authors Guild") as follows: 

GENERAL OBJECTIONS 

1. Google objects to the preface, instructions, and definitions to the Requests to the 

extent that they purport to impose obligations that exceed those imposed by the Federal Rules of 

Civil Procedure, relevant local rules, and applicable case law. In responding to these requests, 

Google has followed the applicable law and has ignored the improper preface, instructions, and 

definitions. 

2. Google objects to the Requests in their entirety and to each request to the extent 

that the documents and information sought are protected from discovery by the attorney-client 

privilege, the work-product doctrine, or any other applicable privilege. 

3. Google objects to each and every request to the extent that it seeks information 

that is confidential and/or proprietary information. To the extent not otherwise subject to 

objection, Google will produce such confidential documents in accordance with the terms of the 

protective order entered in this case. 

4. Google objects to the Requests in their entirety and to each discovery request to 

the extent that it requests "all documents" and "all copies," or other similar language, consisting 

of materials that are produced in multiple copies. Google will produce representative examples 

of such documents and things to the extent that they are relevant, discoverable, and not subject to 

any claim of privilege. 
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5. Google objects to the Requests in their entirety and to each discovery request as 

unduly burdensome to the extent they seek information or documents already known to 

Plaintiffs, or which are equally available to Plaintiffs. 

6. Google objects to the Requests in their entirety and to each discovery request to 

the extent they seek documents not relevant to any claim or defense in this action or reasonably 

calculated to lead to the discovery of admissible evidence. 

7. Google objects to The Authors Guild's definition of "Google" as vague, 

ambiguous, unintelligible, and overly-broad. For purposes of responding to these discovery 

requests, Google will interpret "Google" to mean Google, Inc. and/or its agents. 

8. Google objects to the Requests in their entirety and to each discovery request to 

the extent they purport to require the identification and description of every document no longer 

in existence 

9. Google objects to the Requests in their entirety and to each discovery request to 

the extent they seek to require the identification of the department, branch, or office in whose 

possession the document was located and the natural person in whose possession the document 

was found. 

10. Google objects to the time period of these requests as overly broad and unduly 

burdensome. 

11. Google obj ects to the Requests to the extent they request information pertaining to 

persons or activities outside the United States. 

12. Google objects to each and every discovery request to the extent that it purports to 

impose a burden of providing information not in Google's possession, custody, or control or 

which cannot be found in the course of a reasonable search. Google has undertaken a reasonable 
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and good-faith effort to locate all relevant, non-privileged documents known to it at this time that 

are responsive to these requests, but they reserve the right to conduct further investigation and 

discovery as to any issue raised or suggested by any discovery request and to rely on any 

subsequently discovered information or documents at trial or any other proceeding. 

13. Google has not yet completed its investigation of the facts relating to this case. 

Any and all responses to the following discovery requests are therefore based solely on 

information presently known to Google, and Google reserves its right to conduct further 

discovery and investigation and to use at trial or any other proceeding evidence of any 

subsequently discovered facts, documents, or information. 

14. In responding to these discovery requests, Google does not concede the relevancy 

or materiality of any request or of the subj ect to which any request refers. Google' s responses to 

these discovery requests are made expressly subject to and without waiving any objections in any 

proceeding, including trial of this action, as to competency, relevancy, materiality, or privilege of 

any of the documents referred to or the responses given. 

SUPPLEMENTAL NARRATIVE RESPONSES TO REQUESTS FOR PRODUCTION 

Subject to the general objections stated above, and subject to the specific objections to 

each Request, served November 21,2011, Google provides the following supplemental narrative 

responses in lieu of document productions, pursuant to the agreement of the parties. 

I. INCLUSION CRITERIA 

This narrative is responsive to Request No. 10 in Plaintiffs' Second Set of Requests for 

Production of Documents to Google, which calls for: "Documents sufficient to identify all 

criteria used by Google to select which works to copy in the Library Project." This narrative 

describes Google's policies and practices since approximately May, 2008 with respect to books 

(as opposed to periodicals or other materials) from libraries. This narrative is provided in 

3 

A840



Case 1:05-cv-08136-DC   Document 1010-5    Filed 04/03/12   Page 6 of 18

fulfillment of the Request, pursuant to the parties' agreement, and is provided subject to 

Google's November 21,2011 objections to the Request and subject to Google's general 

objections, and may be amended or supplemented as Google's investigation of the facts 

continues. 

Google selects which books from libraries to scan in the following manner. _ 

I 
I 

I 
I 
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-II. SCANNING AND INDEXING PROCESS 

This narrative is responsive to a portion of Request No.1 (which calls for "the number of 

copies made of each book") and a portion of Request No.9 ("Documents sufficient to describe 

all uses made by Goog1e of all copies of all in-copyright, English language books copied in the 

Library Project."). This narrative is provided in fulfillment of the Request, pursuant to the 

parties' agreement, and is provided subject to Google's November 21,2011 objections to the 

Request and subject to Google's general objections, and may be amended or supplemented as 

Google's investigation of the facts continues. This portion of the narrative describes the process 

by which Google scans and indexes books from libraries for snippet display in the United States. 

A. Scanning 

After Google has received a book from a library for scanning, and that book has been 

checked in, it is given to a scan station operator. 

The scan station 

operator then scans the covers and scans each page of the book without removing the pages from 

the binding; this is known as "non-destructive" scanning. The scan station takes pictures of the 

covers and of each page of the book with two cameras. The first camera takes a standard 

photograph of the page. The second camera takes an infrared image of the page, which is used to 

"de-warp" the page during later processing, based on an infrared grid which is projected onto the 

page during scanning. 
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-
B. Processing 

After scanning, automated image processing is performed on the scanned images. • 

Optical character recognition ("OCR") is performed on the images 

to derive machine-readable text, and that text is stored on an internal file server. 

C. Analysis 

Next, an automated process compiles a digital copy of the book. 

Based on the book's metadata, this process then determines the viewability of the book--

"Metadata only view," "snippet view," "partial preview," "full view," and so on. Pre-1923 

books are placed in full view. Books published in 1923 or later and books for which no date can 

be ascertained are placed in snippet view, except: 
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• reference works are placed in metadata only view; 

• books published within the preceding two years which would have been placed in 

snippet view are placed in metadata only view; 

• works for which a rightsholder has instructed Google not to display the work are 

placed in metadata only view and, in addition, the text is not made searchable; 

• partner program books are given the viewability chosen by the partner program 

participant; and 

• books for which research has revealed public domain status despite publication in 

1923 or later are placed in full view. 
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D. Indexing 

After Analysis, the book is indexed so that it may be searched. 

- In addition, if the library whose copy of the book was scanned submits a request for a 

digital copy of the book through the Google Return INterface (GRIN), a temporary, encrypted 

copy of the page images and corresponding text and metadata for that book is placed on a server 

to which that library has access. 

In addition, throughout the process, backup and replication copies are made of the data 

identified above as necessary to ensure reliability and speed of access to that data. 

In addition, some books are re-scanned to ensure quality. 

The books are then made searchable through the Google Book Search website, and are 

viewable based on the appropriate viewability status. 

-
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III. USES MADE OF BOOKS 

This narrative is responsive to a portion of Request No.9 ("Documents sufficient to 

describe all uses made by Google of all copies of all in-copyright, English language books 

copied in the Library Project."). This narrative is provided in fulfillment of the Request, 

pursuant to the parties' agreement, and is provided subject to Google's November 21,2011 

objections to the Request and subject to Google's general objections, and may be amended or 

supplemented as Google's investigation of the facts continues. This narrative describes non

display uses made by Google of English-language books. 

Google makes the following non-display uses of books: 

• Text and images from books are used to facilitate the provision of the 

functionality of the Google Book Search web site, including optical character 

recognition to derive the text of the books from images and clustering analysis to 

identify different editions or different copies of the same book. 

• Text from books is used as an input to the "n-grams" research project, which is 

described in Michel et aI., Quantitative Analysis of Culture Using Millions of 

Digitized Books, 331 SCIENCE 176 (2011), available at 

http://www.sciencemag.org/contentiearly/2010/12/15/science.1199644 , and the 

results of which are available at http://books.google.comlngrams . 

-I 
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-IV. SECURITY 

This narrative is responsive to Request No. 13 ("Documents sufficient to describe in 

detail the security procedures employed by Google to prevent unauthorized access to and display 

of books copied in the Library Project."). This narrative is provided in fulfillment of the 

Request, pursuant to the parties' agreement, and is provided subject to Google's November 21, 

2011 objections to the Request and subject to Google's general objections, and may be amended 

or supplemented as Google's investigation of the facts continues. This narrative describes 

procedures employed with respect to the security of images of snippet view books. 

With respect to the security of the front-end system which provides scan data to libraries 

(the Google Return Interface, or GRIN), that system is secured, for example, in the following 

manner. 
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Google also ensures that searches that return snippets of books cannot be used to recover 

entire books or entire pages of books, as follows: 

• To prevent users from being able to formulate a query which will predictably 

return the "next" snippet on a page, the positions of snippets on a page are fixed, 

with pages divided into about eight snippets. The actual number of snippets 

depends on the height-to-width ratio of the page, 

. Thus, while a normal book 

has about eight snippets per page, a book with extremely tall pages would have 

more than eight snippets per page, and a book with extremely wide pages would 

have fewer than eight snippets per page. 

* Also to prevent users from being able to formulate a query which will predictably 

return the "next" snippet on a page, 

• To prevent the entire book from being downloaded and pieced together, Google 

blacklists at least one out of every ten pages in each book. 

• To prevent any entire page from being downloaded and pieced together, Google 

blacklists one of the snippets on every page (unless there are three or fewer 

11 

A848



Case 1:05-cv-08136-DC   Document 1010-5    Filed 04/03/12   Page 14 of 18

snippets per page, which could only occur if a book had pages for which the page 

height is less than two thirds of the page width) 

• To deter automated "scraping" of snippets, 

(f To deter automated "scraping" of snippets, Google places rate limits on the 

snippet display of any given book, aggregated over all users. 

-I 

I 

I 
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I 

• To further deter automated "scraping" of snippets, Google places rate limits on 

the snippet display to any given user , aggregated 

over all books. 

Google is not aware of any intrusion attempt which has allowed unauthorized access to 

back-end scan data or to blacklisted snippets. Google is not aware of any effort to "scrape" 

snippets on a substantial scale. 

-Dated: December 9,2011 As to objections: 

By: /s/ Joseph C. Gratz 
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14 

Daralyn J. Durie (pro hac vice) 
ddurie@durietangri.com 
Joseph C. Gratz (pro hac vice) 
jgratz@durietangri.com 
DURIE TANGRI LLP 
21 7 Leidesdorff Street 
San Francisco, CA 94111 
Telephone: 415-362-6666 
Facsimile: 415-236-6300 

Attorneys for Defendant Google Inc. 
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PROOF OF SERVICE 

I am a citizen of the United States and resident of the State of Califomia. I am employed 

in San Francisco County, State of Califomia, in the office of a member of the State Bar of 

California, at whose direction the service was made. I am over the age of eighteen years, and not 

a pm1y to the within actioll. My business address is 217 Leidesdorff Street, San Francisco, CA 

94111. 

below: 

On December 9,201 L I served the following document(s) in the mmmer described 

DEFEl\1)ANT GOOGLE INC.'S RESPONSES A.~D OBJECTIONS TO 
PLAINTIFFS' SECOND REQUEST FOR PRODUCTION OF 
DOCUMENTS Al\1) THINGS 

(BY U.S. -rvIAIL) I am personally and readily familiar with the business practice 
of Durie Tangri LLP for collection and processing of correspondence for mailing 
with the United States Postal Service, and I caused such envelope(s) with postage 
thereon fully prepaid to be placed in the United States Postal Service at San 
Francisco, Califomia. 

(BY MESSENGER SERVICE) by consigning the document(s) to an authorized 
courier and/or process server for hand delivery on this date. 

(BY FACSIMILE) I am personally and readily familial' with the business practice 
of Durie Tangri LLP for collection and processing of document(s) to be 
transmitted by facsimile and I caused such dOCt1l11ent(s) on this date to be 
transmitted by facsimile to the offices of adclressee(s) at the numbers listed below. 

(BY OVERNIGHT .MAIL) I am personally and readily familiar with the business 
practice of Durie Tangri LLP for collection and processing of conespondence for 
ovemight delivery, and I caused such documellt(s) described herein to be 
deposited for delivelY to a facility regularly maintained by Federal Express for 
ovemight delivery. 

[Xl BY ELECTRONIC SERVICE: By electronically mailing a tme and conect copy 
through Durie Tangri's electronic mail system fiomjgratz@durietangri.com to 
the email addresses set forth below. 

(BY PERSONAL DELIVERY) I caused such envelope to be delivered by hand to 
the offices of each addressee below, 
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On the following part(ies) in this action: 

Michael J. Boni 
Joanne E. Zack 
BONI & ZACK LLC 
15 St. Asaphs Road 
Bala Cynwyd, P A 19004 
Telephone: 610-822-0200 
Fax: 610-822-0206 
Email: mboni@bonizack.com 

jzack@bonizack.com 

Attorneys for Plaintiffs 

I declare under penalty ofpeIjury under the laws of the United States of America that the 

foregoing is true and correct. Executed on November 21,2011, in San Francisco, California. 

/s/ Joseph C. Gratz 
Joseph C. Gratz 
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Web Voyage Record View 1 

Public Catalog 

Copyright Catalog (1978 to present) 

Search Request: Left Anchored Name = microsoft 

Search Results: Displaying 17 of 3127 entries 

E-commerce strategies / Charles H. Trepper (author of a work made for hire) 

Type of Work: Text 

Registration Number 1 Date: TXu000932144 1 2000-04-06 

Title: E-commerce strategies 1 Charles H. Trepper (author of a work made for hire) 

Description: 341 p. 

Copyright Claimant: Microsoft 

Date of Creation: 2000 

Names: Trepper, Charles H. 

Microsoft 

I Save, Print and Email (Help Page) 

IISelect Download Format Full Record [ Format for Print/Save 

IEnter your email address: I Email I 

Help Search History Titles Start Over 

I 
]: 

I 

Page 1 of 1 

Contact Us I Request Copies I Get a Search Estimate I Frequently Asked Questions (F AQs) about Copyright I 
Copyright Office Horne Page I Library of Congress Horne Page 

http://cocatalog.loc.gov/cgi-biniPwebrecon.cgi?v1 =17 &ti=1, 17 &Search%5F Arg=microsoft&Search%5FC... 4/212012 
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UNITED STATES DISTRICT COURT 

SOUTHERN DISTRICT OF NEW YORK 

THE AUTHORS GUILD, INC., et 
al., )Civil Action No. 

)05 CV 8136 (DC) 
Plaintiff, ) 

) 
vs. ) 

) 
GO OGLE , INC., ) 

) 
Defendant. ) 

----------------------------) 
Thursday, Apri 19, 2012 
9:08 a.m. 

Videotaped Deposition of PAUL 
AIKEN, held at the offices of Milberg, 
LLP, One Penn Plaza, New York, New York, 
pursuant to Rule 30 (b) (6) Notice, before 
Otis Davis, a Notary Public of the State 
of New York. 
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12 

13 

14 

• 

• 
MS. DURIE: Let me have marked as the 

next exhibit a multipage document, the first page of 

which bears the Bates stamp AG 193. 

(Aiken Exhibit 6,A, marked for 

identification, as of this date.) 

Q. Do you recognize what has been marked as 

15 Exhibit 6? 

16 A. Yes, I do. 

17 

18 

Q. 

A. 

What is it? 

It's an e-mail alert that was sent to our 

19 members on October 7, 2004. 

20 

21 

22 

23 

24 

25 

Q. And this was an e-mail alert that was 

sent to members describing the Google Books project; 

is that right? 

A. Well, this is what I think we've been 

referring to as the Google Print project, that one 

that had the permission of the publishers to help 
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1 promote books. 

2 Q. This was the portion of the Google Books 

3 project whereby Google obtained permission from 

4 publishers to make portions of books available 

5 online; is that right? 

6 A. That's right. 

7 Q. As you note in the third paragraph under 

8 "Similarities to Amazon's Search Inside the Book," 

9 this aspect of the Google Books program allows some 

10 limited number of pages to be viewed in response to a 

11 search request; is that right? 
! 

12 A. I'm sorry, where is this? ,: 
I' 

13 Q. It's immediately under "Similarities to 

14 Amazon's Search Inside the Book." I I 

15 A. Yes. 

16 Q. It next says, "Google Print has also 

17 mimicked Amazon's in disabling the browser's print, 
I: 

18 copy, save, and paste functions, in an attempt to 

19 limit piracy"; is that right? 

20 A. That's what it says, yes. 

21 Q. Was that a true statement at the time? 

22 A. I believe it was. 

23 Q. Is that a true statement today? 

24 A. I don't know. 

25 Q. Next, it says, "Savvy computer users can 
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1 work around some of these limitations, but the 

2 efforts are probably too cumbersome to be worthwhile 

3 for most users." 

4 Was that a true statement when The 

5 Authors Guild made it in 2004? 

6 A. We believed it was, yes. 

7 Q. Is that a true statement today? 

8 A. I don't know, but I imagine it still us. 

9 Q. Skipping over a couple of paragraphs, you 

10 see the paragraph that begins, "We think Google Print 

11 will likely prove to be useful in promoting certain 

12 titles"? 

13 A. Yes. 

14 Q. It says, "Midlist and backlist books that 

15 are receiving little attention, for example, may 

16 benefit from additional exposure in searches." 

17 Was that a true statement as of October 

18 7, 2004? 

19 A. I think it's speculative, but sure, they 

20 may benefit was true. 

21 Q. Why did The Authors Guild believe that to 

22 be true? 

23 A. Because the results, these excerpts five 

24 pages at a time showing up in Google search engine 

25 responsive to queries could bring more attention to 
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1 books, particularly those that haven't gotten a lot 

2 of attention. 

3 Q. Would that also be true for books where a 

4 shorter snippet of the book is displayed in response 

5 to the search? 

6 A. Could you tell me what you mean by 

7 snippet. 

8 Q. A few lines from the book around the 

9 search term. 

10 A. One of the problems in answering that is 

11 that the definition of snippet has changed over time 

12 from being something that seems very tightly 

13 constrained to a line or two of text to something 

14 that's larger, at least in my experience, based on 

15 what -- apparently based on what Google's view of its 

16 litigation risks are. 

17 I think at a certain point so little is 

18 displayed that it doesn't provide any useful exposure 

19 for the book; if a certain amount is displayed, it 

20 becomes more likely that it would help promote sales. 

21 Q. How much text needs to be displayed, in 

22 your view, in order to help promote sales? I~ 
H 

23 A. It varies depending on the type of book. 

24 Q. Now, there is a reference here to the 

25 fact that reference travel books and cookbooks might 
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1 be at greater risk from the Google Print program. 

2 Do you see that? 

3 A. Yes. 

4 Q. Why is that? 

5 A. Because the unit of usable information 

6 that a searcher might be looking for may be smaller. 

7 A classic example would be if a dictionary were made 

8 available small chunks, that could serve all of a 

9 searcher's needs. 

10 Q. So if a searcher were able to see the 

11 word that he or she had searched for in the 

12 definition, that might obviate the need for the 

13 searcher to buy the dictionary; is that right? 

14 A. That's correct. 

15 Q. Do you know whether going to pl treats 

16 dictionaries -- strike that. 

17 Do you know whether Google allows for 

18 users to see excerpts from the text of dictionaries 

19 in Google Books? 

20 A. Are we talking about the Google Library 

21 Project? 

22 Q. Let's talk about the Google Library 

23 Project. 

24 A. I don't know. 

25 Q. Do you know whether Google allows 

iJ 
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1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

• • 

excerpts of cookbooks to be shown as part of the 

Google Library Project? 

A. I think the answer is, at the time of 

this e-mail they did, but now Google doesn't. 

Q. This e-mail was actually directed to the 

Partner Program and not the Library Project, correct? 

A. Oh, yeah. That's right I think early on 

in the library program these distinctions were not 

made, it wasn't until we sued Google that snippets 

for reference books, if they haven't been removed, 

were removed. I think early on everything looked 

snip advertised. 

Q. The last sentence of this paragraph says 

fiction titles are not likely to be threatened. 

That means that books -- strike that. 

That meanings the demand for works of 

fictions is not likely to be undermined by the 

display of a limited number of pages from those books 

in connection with the Google Partner Program; is 

that right? 

A. That's right. Probably what it should 

have said was the book length fiction, titles not 

likely to be threatened. That's what was meant. 

• 
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I 
I 
I 
I 
I 
I 
9 

• 

• 
• 
Q. Are you aware of any instance in which an 

10 author has received payment for inclusion of his or 

11 her book in a search engine without making a full 

12 text of that book available to searchers? 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

A. I can't think of any, no. 

Q. You mentioned concerns you mentioned 

earlier in your testimony 

A. Actually, let me amend that. I think 

under the -- some of the Google Print licenses the 

publishers and authors who participate have the 

option of allowing advertising to run alongside 

results less than the full text of the book and they 

are -- and they share in the revenue of those. 

Q. Other than revenue that may be associated 

with the inclusion of books in Google Print, are you 

aware of any other situation in which authors have 

received revenue for the inclusion of their books in 
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1 search engines where the full text of their book was 

2 not made available? 

3 

4 

5 

I 
I 
I 
I 

• 

A. Let's see. 

No, I can't think of any. 

• 

· ... 
• • • • • • • • • .-• • • • • • • • 
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Pursuant to Federal Rule of Civil Procedure 26 and 33, Defendant Google Inc. 

(“Google”), by its attorneys, hereby responds and objects to Plaintiffs’ First Set of 

Interrogatories (the “Interrogatories”) dated March 14, 2012. 

These responses are based on the information currently available to Google.  Google 

reserves the right to amend, supplement or modify its responses and objections at any time in the 

event that it obtains additional or different information. 

GENERAL OBJECTIONS 

1. Google objects to the preface, instructions, and definitions to the Requests to the 

extent that they purport to impose obligations that exceed those imposed by the Federal Rules of 

Civil Procedure, relevant local rules, and applicable case law.  In responding to these requests, 

Google has followed the applicable law and has ignored the improper preface, instructions, and 

definitions. 

2. Google objects to the Requests in their entirety and to each request to the extent 

that the documents and information sought are protected from discovery by the attorney-client 

privilege, the work-product doctrine, or any other applicable privilege. 

3. Google objects to each and every request to the extent that it seeks information 

that is confidential and/or proprietary information.  To the extent not otherwise subject to 

objection, Google will provide such confidential information in accordance with the terms of the 

protective order entered in this case.  

4. Google objects to Plaintiffs’ definition of “Google” as vague, ambiguous, 

unintelligible, and overly broad.  For purposes of responding to these discovery requests, Google 

will interpret “Google” to mean Google, Inc. and/or its agents. 
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RESPONSES AND OBJECTIONS TO INTERROGATORIES 

INTERROGATORY NO. 1: 

Identify all factual and legal bases supporting Google’s defense that its digital copying in 

libraries of Books in their entirety is a fair use under 17 U.S.C. § 107, including without 

limitation all facts Google intends to rely on with respect to the four factors set forth in Section 

107. 

RESPONSE TO INTERROGATORY NO. 1: 

 Google objects to this interrogatory to the extent it calls for attorney-client privileged 

information, attorney work product, or information protected by any other privilege or immunity.  

Google objects to this interrogatory’s use of the term “digital copying in libraries of Books” is 

vague and ambiguous, and understands it to refer to Google’s digitization of Books from library 

collections.  Google objects to this interrogatory to the extent it seeks more than “the claims and 

contentions” of Google, as permitted by Local Civil Rule 33.3(c).  Subject to and without 

waiving these objections, Google responds as follows: 

 Google’s digitization of Books from library collections is a fair use under 17 U.S.C. § 

107.  Specifically:  

 The “purpose and character of the use, including whether such use is of a commercial 

nature or is for nonprofit educational purposes,” weighs in favor of a finding of fair use. 

o The purpose and character of Google’s use is transformative, because it adds 

something new, with a further purpose or different character, and does not merely 

supersede the objects of the original. 

 The purpose of Google’s use is to assist users in identifying Books which 

may be of interest by creating a search engine by which the text of Books 

may be searched. 
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 Google’s digitized copies do not serve as a substitute for Books, but rather 

are necessary to create Google’s book search engine, which is a new tool 

for finding books. 

o The nature of Google’s use is at least partially noncommercial, because the use 

facilitates access to the collections of libraries, enables research and scholarship, 

and does not directly generate revenue for Google. 

 The “nature of the copyrighted work” weighs in favor of a finding of fair use. 

o All of the Books at issue have been published. 

o Some of the Books at issue are factual in nature, and as to those Books, this factor 

tilts more strongly in favor of a finding of fair use. 

o Some of the Books at issue are less factual in nature, and as to those Books, this 

factor tilts less strongly in favor of a finding of fair use. 

o Some of the Books at issue are out of print, and as to those Books, this factor tilts 

more strongly in favor of a finding of fair use. 

o Some of the Books at issue are in print, and as to those Books, this factor tilts less 

strongly in favor of a finding of fair use. 

 The “amount and substantiality of the portion used in relation to the copyrighted work as 

a whole” weighs in favor of a finding of fair use. 

o Because the use is transformative, and the use of the whole is necessary to the 

transformative purpose of creating a search engine by which the text of books 

may be searched so that books of interest may be identified, the digitization of the 

entire work does not militate against a finding of fair use. 
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 The “effect of the use upon the potential market for or value of the copyrighted work” 

weighs in favor of a finding of fair use. 

o A search engine is not a market substitute for a book. 

o The effect of the use on the traditional market for the sale of Books is positive, 

because it enables the creation of a search engine by which the text of books may 

be searched so that books of interest may be identified. 

o There is no market for a license to scan Books for the purpose of creating a search 

engine by which the text of books may be searched so that books of interest may 

be identified. 

o The market for a license to scan Books for the purpose of creating a search engine 

by which the text of books may be searched so that books of interest may be 

identified is not a traditional market. 

o The market for a license to scan Books for the purpose of creating a search engine 

by which the text of books may be searched so that books of interest may be 

identified is not a reasonable market. 

o The market for a license to scan Books for the purpose of creating a search engine 

by which the text of books may be searched so that books of interest may be 

identified is not a market which is likely to be developed. 

o The market for a license to scan Books for the purpose of creating a search engine 

by which the text of books may be searched so that books of interest may be 

identified is a transformative market, and is thus not cognizable. 

 Balanced in light of the purposes of copyright, the four factors favor fair use. 

o Each factor either favors fair use or is neutral. 
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o A finding of fair use promotes the purpose of copyright, which is to promote the 

dissemination of knowledge by granting limited exclusive rights to authors.  

Google’s use promotes the dissemination of knowledge, by assisting users in 

identifying books which may be of interest, while not serving as a substitute for 

the Books themselves. 

In addition, Google’s use is fair because it is necessary to the fair use purpose set forth in 

Google’s response to Interrogatory No. 3.  Google reserves the right to make different or 

additional contentions for the purpose of rebutting Plaintiffs’ contentions.  Pursuant to the 

agreement of the parties, Google is willing to meet and confer in good faith in the event Plaintiffs 

require additional details regarding the contentions identified herein. 

INTERROGATORY NO. 2: 

Identify all factual and legal bases supporting Google’s defense that its distribution to 

libraries of entire digital copies of Books is a fair use under 17 U.S.C. § 107, including without 

limitation all facts Google intends to rely on with respect to the four factors set forth in Section 

107. 

RESPONSE TO INTERROGATORY NO. 2: 

 Google objects to this interrogatory to the extent it calls for attorney-client privileged 

information, attorney work product, or information protected by any other privilege or immunity.  

Google objects to this interrogatory to the extent it seeks more than “the claims and contentions” 

of Google, as permitted by Local Civil Rule 33.3(c).  Subject to and without waiving these 

objections, Google responds as follows: 

 Google does not distribute entire digital copies of Books to libraries.  Rather, Google 

makes available to libraries an automated system, called GRIN, by which a library may choose 

to create and download digital copies of Books which have been scanned from its collection.  A 
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library performs the volitional acts which result in the creation of the digital copies which are 

created by the GRIN system and which result in the transmission of the content of those digital 

copies to that library.  Accordingly, Google can be at most liable under doctrines of secondary 

liability, and cannot be directly liable for the library copies. 

 Google is not secondarily liable with respect to the library copies.  First, Google is not 

secondarily liable with respect to the library copies under any theory of secondary liability 

because there is no underlying act of direct infringement by the libraries, since the libraries’ 

volitional acts in creating and downloading the library copies are fair use, not infringement.  

Second, Google is not vicariously liable because vicarious liability requires a financial benefit 

directly attributable to the particular infringing activity, and Google does not derive any financial 

benefit directly attributable to the library copies.  Third, Google is not liable under a theory of 

contributory liability because (1) the GRIN system has at least substantial noninfringing uses; (2) 

the libraries were and are contractually bound to use the GRIN system only in a noninfringing 

manner; and (3) Google lacks knowledge of any use of the GRIN system which is infringing, as 

opposed to fair use. 

 The libraries’ volitional acts in creating and downloading the library copies are fair use 

under 17 U.S.C. § 107.  Specifically:  

 The libraries’ use is in part for purposes such as criticism, comment, news reporting, 

teaching (including multiple copies for classroom use), scholarship, or research. 

 The “purpose and character of the use, including whether such use is of a commercial 

nature or is for nonprofit educational purposes,” weighs in favor of a finding of fair use. 
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o The purpose and character of the libraries’ use is transformative, because it adds 

something new, with a further purpose or different character, and does not merely 

supersede the objects of the original. 

 One purpose of the libraries’ use is to assist users in identifying books 

which may be of interest by creating a search engine by which the text of 

books may be searched. 

 The libraries’ digitized copies do not serve as a substitute for Books, but 

rather are necessary to create the libraries’ book search engine, which is a 

new tool for finding books. 

o The nature of the libraries’ use is entirely for nonprofit educational purposes. 

 The “nature of the copyrighted work” weighs in favor of a finding of fair use. 

o All of the Books at issue have been published. 

o Some of the Books at issue are factual in nature, and as to those Books, this factor 

tilts more strongly in favor of a finding of fair use. 

o Some of the Books at issue are less factual in nature, and as to those Books, this 

factor tilts less strongly in favor of a finding of fair use. 

o Some of the Books at issue are out of print, and as to those Books, this factor tilts 

more strongly in favor of a finding of fair use. 

o Some of the Books at issue are in print, and as to those Books, this factor tilts less 

strongly in favor of a finding of fair use. 

 The “amount and substantiality of the portion used in relation to the copyrighted work as 

a whole” weighs in favor of a finding of fair use. 
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o Because the use is transformative, and the use of the whole is necessary to the 

transformative purpose of creating a search engine by which the text of books 

may be searched so that books of interest may be identified, the digitization of the 

entire work does not militate against a finding of fair use. 

 The “effect of the use upon the potential market for or value of the copyrighted work” 

weighs in favor of a finding of fair use. 

o A search engine is not a market substitute for a Book. 

o The effect of the use on the traditional market for the sale of Books is positive, 

because it enables the creation of a search engine by which the text of books may 

be searched so that books of interest may be identified. 

o There is no market for a license to scan Books for the purpose of creating a search 

engine by which the text of books may be searched so that books of interest may 

be identified or for the creation of a “dark archive.” 

o The market for a license to scan Books for the purpose of creating a search engine 

by which the text of books may be searched so that books of interest may be 

identified or for the creation of a “dark archive” is not a traditional market. 

o The market for a license to scan Books for the purpose of creating a search engine 

by which the text of books may be searched so that books of interest may be 

identified or for the creation of a “dark archive” is not a reasonable market. 

o The market for a license to scan Books for the purpose of creating a search engine 

by which the text of books may be searched so that books of interest may be 

identified or for the creation of a “dark archive” is not a market which is likely to 

be developed. 
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o The market for a license to scan Books for the purpose of creating a search engine 

by which the text of books may be searched so that books of interest may be 

identified or for the creation of a “dark archive” is a transformative market, and is 

thus not cognizable. 

 Balanced in light of the purposes of copyright, the four factors favor fair use. 

o Each factor either favors fair use or is neutral. 

o A finding of fair use promotes the purpose of copyright, which is to promote the 

dissemination of knowledge by granting limited exclusive rights to authors.  The 

libraries’ use promotes the dissemination of knowledge, by assisting users in 

identifying books which may be of interest, while not serving as a substitute for 

the Books themselves. 

Google provides this response as a courtesy to Plaintiffs, and the burden of proving 

infringement (be it direct or secondary) remains with Plaintiffs.  To the extent Google performed 

any volitional act with respect to library copies, which Google denies, Google’s conduct was fair 

use because it was necessary to the foregoing fair use purposes and was conducted at the behest 

of the libraries expressly for the purpose of achieving the foregoing fair use purposes.  Google 

reserves the right to make different or additional contentions for the purpose of rebutting 

Plaintiffs’ contentions.  Pursuant to the agreement of the parties, Google is willing to meet and 

confer in good faith in the event Plaintiffs require additional details regarding the contentions 

identified herein. 

INTERROGATORY NO. 3: 

Identify all factual and legal bases supporting Google’s defense that its display of 

verbatim expression from Books in response to search requests is a fair use under 17 U.S.C. § 
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107, including without limitation all facts Google intends to rely on with respect to the four 

factors set forth in Section 107. 

RESPONSE TO INTERROGATORY NO. 3: 

 Google objects to this interrogatory to the extent it calls for attorney-client privileged 

information, attorney work product, or information protected by any other privilege or immunity.  

Google objects to this interrogatory’s use of the term “display of verbatim expression from 

Books in response to search requests” is vague and ambiguous, and understands it to refer to 

Google’s display of snippets of Books from library collections in response to search requests.  

Google objects to this interrogatory to the extent it seeks more than “the claims and contentions” 

of Google, as permitted by Local Civil Rule 33.3(c).  Subject to and without waiving these 

objections, Google responds as follows: 

 Google’s display of snippets of Books from library collections in response to search 

results is a fair use under 17 U.S.C. § 107.  Specifically:  

 The “purpose and character of the use, including whether such use is of a commercial 

nature or is for nonprofit educational purposes,” weighs in favor of a finding of fair use. 

o The purpose and character of Google’s use is transformative, because it adds 

something new, with a further purpose or different character, and does not merely 

supersede the objects of the original. 

 The display of snippets is important to helping users find books which 

may be of interest. 

 The snippets displayed do not serve as a substitute for Books, but instead 

serve as a tool to identify books which are of interest. 
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 Snippets are not displayed with respect to those Books for which there is a 

possibility that a snippet could serve as a substitute for a Book, such as 

dictionaries and books of quotations. 

o The nature of Google’s use is at least partially noncommercial, because the use 

facilitates access to the collections of libraries, enables research and scholarship, 

and does not directly generate revenue for Google. 

 The “nature of the copyrighted work” weighs in favor of a finding of fair use. 

o All of the Books at issue have been published. 

o Some of the Books at issue are factual in nature, and as to those Books, this factor 

tilts more strongly in favor of a finding of fair use. 

o Some of the Books at issue are less factual in nature, and as to those Books, this 

factor tilts less strongly in favor of a finding of fair use. 

o Some of the Books at issue are out of print, and as to those Books, this factor tilts 

more strongly in favor of a finding of fair use. 

o Some of the Books at issue are in print, and as to those Books, this factor tilts less 

strongly in favor of a finding of fair use. 

o Some of the snippets at issue are factual in nature, and as to those snippets, this 

factor tilts more strongly in favor of a finding of fair use. 

o Some of the snippets at issue are less factual in nature, and as to those snippets, 

this factor tilts less strongly in favor of a finding of fair use. 

 The “amount and substantiality of the portion used in relation to the copyrighted work as 

a whole” weighs in favor of a finding of fair use. 

o Snippets are displayed only in response to user search queries. 
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o Each snippet is only approximately one-eighth of a page. 

o At maximum, three snippets are displayed in response to a particular search 

query. 

o Only snippets containing the user’s search query are displayed. 

o The location of a snippet on a page is fixed. 

o Some snippets are blacklisted. 

o Some pages are blacklisted. 

o Measures are in place to prevent any one user, or users in the aggregate, from 

abusing the system by repeated queries. 

o Some of the snippets at issue are taken from long books, and as to those snippets 

this factor tilts more strongly in favor of fair use. 

o Some of the snippets at issue are taken from short books, and as to those snippets 

this factor tilts less strongly in favor of fair use. 

 The “effect of the use upon the potential market for or value of the copyrighted work” 

weighs in favor of a finding of fair use. 

o A snippet is not a market substitute for a Book. 

o The effect of the use on the traditional market for the sale of Books is positive, 

because it enables the creation of a search engine by which the text of books may 

be searched so that books of interest may be identified. 

o There is no market for a license to display short snippets as part of a search engine 

so that books of interest may be identified. 

o The market for a license to display short snippets as part of a search engine so that 

books of interest may be identified is not a traditional market. 
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o The market for a license to display short snippets as part of a search engine so that 

books of interest may be identified is not a reasonable market. 

o The market for a license to display short snippets as part of a search engine so that 

books of interest may be identified is not a market which is likely to be 

developed. 

o The market for a license to display short snippets as part of a search engine so that 

books of interest may be identified is a transformative market, and is thus not 

cognizable. 

 Balanced in light of the purposes of copyright, the four factors favor fair use. 

o Each factor either favors fair use or is neutral. 

o A finding of fair use promotes the purpose of copyright, which is to promote the 

dissemination of knowledge by granting limited exclusive rights to authors.  

Google’s use promotes the dissemination of knowledge, by assisting users in 

identifying books which may be of interest, while not serving as a substitute for 

the Books themselves. 

Google reserves the right to make different or additional contentions for the purpose of 

rebutting Plaintiffs’ contentions.  Pursuant to the agreement of the parties, Google is willing to 

meet and confer in good faith in the event Plaintiffs require additional details regarding the 

contentions identified herein. 

INTERROGATORY NO. 4: 

Identify by title, author, publisher and ISBN (if applicable) all Books as to which Google 

claims a license to digitally copy in full, and for each Book identify all factual and legal bases 

supporting the defense of license. 
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RESPONSE TO INTERROGATORY NO. 4: 

 Google objects to this interrogatory to the extent it calls for attorney-client privileged 

information, attorney work product, or information protected by any other privilege or immunity.  

Google objects to this interrogatory to the extent it seeks more than “the claims and contentions” 

of Google, as permitted by Local Civil Rule 33.3(c).  Subject to and without waiving these 

objections, Google responds as follows: 

 Google claims the defense of license with respect to those Books listed in the document 

bearing Bates number GOOG05004752.  Google is permitted by law, at least under the doctrine 

of fair use, to digitally copy in full all of the remaining Books at issue, as set forth in Google’s 

response to Interrogatory No. 1.  Google reserves the right to make different or additional 

contentions for the purpose of rebutting Plaintiffs’ contentions.  Pursuant to the agreement of the 

parties, Google is willing to meet and confer in good faith in the event Plaintiffs require 

additional details regarding the contentions identified herein. 

INTERROGATORY NO. 5: 

Identify by title, author, publisher and ISBN (if applicable) all Books as to which Google 

claims a license to distribute digital copies to libraries, and for each Book identify all factual and 

legal bases supporting the defense of license. 

RESPONSE TO INTERROGATORY NO. 5: 

 Google objects to this interrogatory to the extent it calls for attorney-client privileged 

information, attorney work product, or information protected by any other privilege or immunity.  

Google objects to this interrogatory to the extent it seeks more than “the claims and contentions” 

of Google, as permitted by Local Civil Rule 33.3(c).  Subject to and without waiving these 

objections, Google responds as follows: 

A879



15 

Google claims the defense of license with respect to those Books listed in the document 

bearing Bates number GOOG05004752.  Google is permitted by law, at least under the doctrine 

of fair use, to digitally copy in full all of the remaining Books at issue, as set forth in Google’s 

response to Interrogatory No. 1.  Google reserves the right to make different or additional 

contentions for the purpose of rebutting Plaintiffs’ contentions.  Pursuant to the agreement of the 

parties, Google is willing to meet and confer in good faith in the event Plaintiffs require 

additional details regarding the contentions identified herein. 

INTERROGATORY NO. 6: 

Identify by title, author, publisher and ISBN (if applicable), all Books as to which Google 

claims a license to display verbatim expression in response to search requests, and for each book 

identify all factual and legal bases supporting the defense of license. 

RESPONSE TO INTERROGATORY NO. 6: 

 Google objects to this interrogatory to the extent it calls for attorney-client privileged 

information, attorney work product, or information protected by any other privilege or immunity.  

Google objects to this interrogatory to the extent it seeks more than “the claims and contentions” 

of Google, as permitted by Local Civil Rule 33.3(c).  Subject to and without waiving these 

objections, Google responds as follows: 

Google claims the defense of license with respect to those Books listed in the document 

bearing Bates number GOOG05004752.  Google is permitted by law, at least under the doctrine 

of fair use, to digitally copy in full all of the remaining Books at issue, as set forth in Google’s 

response to Interrogatory No. 1.  Google reserves the right to make different or additional 

contentions for the purpose of rebutting Plaintiffs’ contentions.  Pursuant to the agreement of the 

parties, Google is willing to meet and confer in good faith in the event Plaintiffs require 

additional details regarding the contentions identified herein. 
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INTERROGATORY NO. 7: 

Identify any and all affirmative defenses other than fair use and license which Google 

claims in this case and, for each such defense, identify all factual and legal bases supporting such 

defense. 

RESPONSE TO INTERROGATORY NO. 7: 

Google objects to this interrogatory to the extent it calls for attorney-client privileged 

information, attorney work product, or information protected by any other privilege or immunity.  

Google objects to this interrogatory to the extent it seeks more than “the claims and contentions” 

of Google, as permitted by Local Civil Rule 33.3(c).  Subject to and without waiving these 

objections, Google responds as follows: 

Google does not claim any affirmative defenses other than fair use and license 

affirmative defenses with respect to Plaintiffs’ claims of direct copyright infringement as to 

Books scanned from the collections of libraries, but does not intend to waive any such defenses 

to the extent they overlap with Google’s fair use and license defenses.  Google reserves the right 

to present different or additional affirmative defenses in the event Plaintiffs make other or further 

claims, or for the purpose of rebutting Plaintiffs’ contentions.  Google reserves the right to 

present defenses which rebut or negate elements upon which Plaintiffs bear the burden, which 

defenses are not encompassed within this interrogatory because they are not affirmative 

defenses.  Pursuant to the agreement of the parties, Google is willing to meet and confer in good 

faith in the event Plaintiffs require additional details regarding the contentions identified herein. 
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Dated:  April 27, 2012 Respectfully submitted, 

 

By: /s/ Joseph C. Gratz 
 Daralyn J. Durie (pro hac vice) 

ddurie@durietangri.com 
Joseph C. Gratz (pro hac vice) 
jgratz@durietangri.com 
DURIE TANGRI LLP 
217 Leidesdorff Street 
San Francisco, CA  94111 
Telephone:  415-362-6666 
Facsimile:  415-236-6300 
 
Attorneys for Defendant Google Inc. 
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PROOF OF SERVICE 

 I am a citizen of the United States and resident of the State of California.  I am employed 

in San Francisco County, State of California, in the office of a member of the State Bar of 

California, at whose direction the service was made.  I am over the age of eighteen years, and not 

a party to the within action.  My business address is 217 Leidesdorff Street, San Francisco, CA  

94111.   

 On April 27, 2012, I served the following document(s) in the manner described below: 

DEFENDANT GOOGLE INC.’S RESPONSES AND OBJECTIONS TO 
PLAINTIFFS’ FIRST SET OF INTERROGATORIES 

 (BY U.S. MAIL)  I am personally and readily familiar with the business practice 
of Durie Tangri LLP for collection and processing of correspondence for mailing 
with the United States Postal Service, and I caused such envelope(s) with postage 
thereon fully prepaid to be placed in the United States Postal Service at San 
Francisco, California. 

 
 (BY MESSENGER SERVICE) by consigning the document(s) to an authorized 

courier and/or process server for hand delivery on this date. 
 
 (BY FACSIMILE)  I am personally and readily familiar with the business practice 

of Durie Tangri LLP for collection and processing of document(s) to be 
transmitted by facsimile and I caused such document(s) on this date to be 
transmitted by facsimile to the offices of addressee(s) at the numbers listed below. 

 
 (BY OVERNIGHT MAIL)  I am personally and readily familiar with the business 

practice of Durie Tangri LLP for collection and processing of correspondence for 
overnight delivery, and I caused such document(s) described herein to be 
deposited for delivery to a facility regularly maintained by Federal Express for 
overnight delivery. 

 
 BY ELECTRONIC SERVICE:  By electronically mailing a true and correct copy 

through Durie Tangri’s electronic mail system from jcotton@durietangri.com to 
the email addresses set forth below.   

 
 (BY PERSONAL DELIVERY) I caused such envelope to be delivered by hand to 

the offices of each addressee below. 
 

  

 

 

 

 

X 
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On the following part(ies) in this action: 
 

Michael J. Boni  
Joanne E. Zack  
BONI & ZACK LLC  
15 St. Asaphs Road  
Bala Cynwyd, PA 19004  
Telephone:  610-822-0200  
Fax:  610-822-0206  
Email: mboni@bonizack.com 
  jzack@bonizack.com 
 
Attorneys for Plaintiffs

 
 I declare under penalty of perjury under the laws of the United States of America that the 

foregoing is true and correct.  Executed on April 27, 2012, in San Francisco, California. 

 

 /s/ Janelle Cotton  
Janelle Cotton 
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 1 UNITED STATES DISTRICT COURT 

SOUTHERN DISTRICT OF NEW YORK 

 2 ------------------------------x 

THE AUTHORS GIULD, et al, 

 3  

               Plaintiff,     

 4            v.                           05 CV 8136 (DC) 

 

 5 GOOGLE INC., 

 

 6                Defendant. 

------------------------------x 

 7 THE AMERICAN SOCIETY OF MEDIA 

PHOTOGRAPHERS INC., et al, 

 8  

               Plaintiff,     

 9            v.                           10 CV 2977 (DC) 

 

10 GOOGLE INC., 

 

11                Defendant. 

------------------------------x 

12                                         New York, N.Y.       

                                        May 3, 2012 

13                                         10:00 a.m. 

Before: 

14  

HON. DENNY CHIN, 

15  

                                        District Judge 

16  

APPEARANCES 

17  

MISHCON DE REYA NEW YORK , LLP 

18      Attorneys for Plaintiff American Society of Media 

Photographers 

19 JAMES JOSEPH McGUIRE 

MARK A. BERUBE 

20  

BONI & ZACK LLC 

21      Attorneys for Plaintiff The Authors Guild 

JOANNE E. ZACK, ESQ. 

22 MICHAEL J. BONI, ESQ. 

 

23 MILBERG LLP 

     Attorneys for Plaintiff The Authors Guild 

24 SANFORD P. DUMAIN, ESQ. 

 

25
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Case 1:05-cv-08136-DC   Document 1019    Filed 05/17/12   Page 1 of 44

A885



C53FGOOA                 

2

 1  

 2 APPEARANCES (Cont'd) 

 3 DURIE TANGRI LLP 

     Attorneys for Defendant 

 4 DARALYN DURIE, ESQ. 

JOSEPH C. GRATZ, ESQ. 

 5  

 6 Also present: 

 7 Amy Keating, Esq., Google Inc. 

 8 o0o 

 9          (Case called) 

10          (In open court) 

11 THE DEPUTY CLERK:  The Authors Guild et al v. Google

12 Inc. and The American Society of Media Photographers, Inc., et

13 al, v. Google, civil cause for motion argument.  Would the

14 parties state their appearances and who they represent?

15 MR. McGUIRE:  Good morning, your Honor.  James McGuire

16 for plaintiffs in the ASMP visual artists case.  With me is my

17 partner, Mark Berube.

18 MS. ZACK:  Your Honor, Joanne Zack from Boni & Zack

19 for the plaintiffs in the Authors Guild v. Google case, along

20 with my partner, Michael Boni.

21 MR. DUMAIN:  Good morning.  Sanford Dumain for the

22 Authors Guild.

23 MS. DURIE:  Good morning, your Honor.  Daralyn Durie

24 and Joe Gratz from Durie Tangri for defendant Google, and I'd

25 like to introduce to the Court Amy Keating who is in-house
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 1 counsel for Google.

 2 THE COURT:  Good morning.

 3 All right.  We have three motions.  Google has moved

 4 to dismiss the associational claims in both cases and in the

 5 Authors Guild case we have a motion for class certification.

 6 Why don't we start with the motions to dismiss.  I'll hear from

 7 Google.

 8 MS. DURIE:  Thank you, your Honor.  Good morning.  And

 9 with the Court's indulgence I will address both motions to

10 dismiss together, because I think they do present fundamentally

11 the same issue.

12 THE COURT:  Yes.

13 MS. DURIE:  501(b) provides that in order to seek

14 relief for violation of a copyright interest, one must have

15 that copyright interest in the first instance.  And what that

16 means is that relief for violations of the copyright laws must

17 be afforded on the basis of those individualized copyright

18 interests.  That is the key point I think, your Honor, of the

19 AIME case and it resolves the issue that is presented here.

20 We do not disagree that the first two prongs of the

21 Hunt test are met.  The first prong requires as a matter of

22 Article III constitutional standing that at least one member of

23 the association has standing to pursue the claim.

24 THE COURT:  I think we can jump to the third prong,

25 which you agree is prudential.
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 1 MS. DURIE:  I agree that it is prudential, your Honor,

 2 in the sense that it is not a constitutional Article III

 3 requirement, but the fact that it is prudential does not

 4 override the requirements of this statute that only those

 5 individuals who have a copyright interest can seek relief for

 6 the violation of that interest.  And the importance of that

 7 statutory requirement here is that it makes copyright cases

 8 different from most other categories of cases for purposes of

 9 analyzing associational standing.

10 THE COURT:  There have been some copyright cases where

11 associations have been allowed to pursue them.

12 MS. DURIE:  There have, in very unusual circumstances.

13 And so taking, Itar-Tass, for example, as an example, that was

14 a case that involved the application of Russian copyright law.

15 And in the context of Russian copyright law there were no

16 individual facts relating to the members of the association

17 that were necessary in order to prove the predicate ownership

18 interest.  And that --

19 THE COURT:  The plaintiffs argue that Google did not

20 make individualized considerations when it scanned I guess it's

21 now up to 20 million books.  There were no individualized

22 considerations.  Why do we need to worry about the

23 individualized ownership issues to the extent they might exist

24 now?  Can't that be something that could be addressed at the

25 relief stage, if we ever get there, in other words, if

          SOUTHERN DISTRICT REPORTERS, P.C.
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 1 plaintiffs were to prevail?  As I understand it, there are only

 2 in terms of the class claims, they're only seeking minimum

 3 statutory damages anyway, and so if plaintiffs prevail we then

 4 set up some mechanism where a member of the association would

 5 then come in and prove up ownership, which at that point one

 6 would think wouldn't be that difficult.  Why would that not

 7 suffice to eliminate the need for individual participation

 8 right now?

 9 MS. DURIE:  Two responses to that, your Honor.  First,

10 as a factual matter, the predicate assumption behind the

11 Court's question is not correct.  It is true that works were

12 scanned in the first instance broadly, some of those works were

13 in copyright, some of those works were not in copyright.  But

14 fundamentally what this action is challenging is the display of

15 small excerpts of those works that were scanned.  The law is

16 clear that where the entire work must be scanned in order to

17 make the use for which fair use is being claimed, the fact that

18 the entire work was scanned in order to make that use

19 permissible is not the legally relevant test.  The action

20 focuses on the actual use that was made.

21 When it came to displaying excerpts of in copyright

22 works, Google does not treat all works the same way.  For

23 example, there are categories of reference works like cookbooks

24 or dictionaries where Google does make individualized

25 determinations that it would not be appropriate to --
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 1 THE COURT:  There weren't 20 million individualized

 2 considerations, right?  Even assuming their categories,

 3 couldn't we deal with it -- I mean, how many categories would

 4 you say there were?  How many could there be?

 5 MS. DURIE:  There's poetry -- there are a number of

 6 different categories.

 7 THE COURT:  Poetry, cookbooks, fiction, non-fiction.

 8 How much more would there be?

 9 MS. DURIE:  So for purposes of the determinations that

10 were made, I think that's right, it's categorical, it's not on

11 a work-by-work basis.  But I just want to be clear that it is

12 in fact the case and I think this is more relevant to the class

13 certification motion in some ways than to the motion to

14 dismiss, but it is the case that characteristics of the books

15 were analyzed for purposes of determining what fair uses would

16 be, and that will carry over to the fair use analysis in this

17 case, the characteristics of the book matter for purposes of

18 that.

19 I think as a legal matter in the context of

20 associational standing the issue here is that this is a

21 standing issue and the test for associational --

22 THE COURT:  So the question is why do we need now the

23 participation of individual members?

24 MS. DURIE:  Because there is no way to ascertain

25 which, as to which books relief is being sought without
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 1 undertaking an inquiry into ownership, and that inquiry into

 2 ownership requires the participation of individual members.

 3 And that is the legal test, I think, whether for purposes of

 4 associational standing, whether the participation of individual

 5 members of the association is required.  And in order to make

 6 judgments --

 7 THE COURT:  Then why could we not deal with those

 8 issues at a relief stage if we were to get that far?

 9 MS. DURIE:  I think first, for purposes of

10 associational standing, again, because this is a threshold

11 standing issue as to whether the association has standing, I'm

12 not sure that it is something legally that can be addressed at

13 the relief stage.

14 In addition, the Court said surely it wouldn't be that

15 difficult at the relief stage to figure out which books were in

16 the class and which books were not.  And I think therein lies

17 the crux because it actually is a quite complicated question.

18 The associations are not seeking damages.  They are only

19 seeking injunctive and declaratory relief, but the scope of

20 that injunctive and declaratory relief can only encompass those

21 works for which --

22 THE COURT:  In general, for example, why is individual

23 participation required to address the broad question of whether

24 taking three snippets is fair use?

25 MS. DURIE:  Because the Court only has the power under
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 1 501(b) to enter an order with respect to specific copyrighted

 2 works.  It is not the case that copyright can be adjudicated

 3 without reference to the particular copyright interests, only

 4 those interests and the interests of people before the Court

 5 can be adjudicated by the Court under 501(b).  So the scope of

 6 any order for declaratory or injunctive relief is constrained

 7 by the scope of the copyright interests held by the members of

 8 the association.

 9 With respect to that question, what interests are held

10 by the members of the association, that is not an easy or

11 straightforward inquiry.  The key issue here -- one issue --

12 let me give you a couple of the reasons that this ownership

13 question becomes important.  As the Court knows based on a

14 decision issued from the Second Circuit yesterday which I know

15 your Honor was on the panel, the Closeup International case,

16 copyright interests are divisible.  It is not the case that

17 there is one owner of a copyright interest.  There may be many

18 owners of copyright interests even with respect to one

19 copyrighted work.  That is important in this case, because the

20 ultimate question is who owns, who is the beneficial, either

21 the legal or the beneficial owner of the right to display a

22 small excerpt of a work.  Contractually, many authors who are

23 otherwise beneficial owners and receive royalties for other

24 uses of their work have contracted away that right to their

25 publishers.  They do not receive any royalties for the display
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 1 of small excerpts of their works and as a consequence for that

 2 class of authors, that group of authors, the publisher and not

 3 the author is the owner of that copyright interest.

 4 Now, that doesn't mean it's not an interest that can

 5 be vindicated, if someone were to think there had been a

 6 violation of the right, but the entity who would have to bring

 7 that challenge is the publisher, who is not present before the

 8 Court, instead of the author.  This question of figuring out

 9 who as between the author and the publisher owns that right is

10 in part a contract interpretation question that will depend on

11 the many different kinds of contracts that existed between

12 authors and publishers, and there's evidence before the Court

13 that some contracts are explicit on this point and others are

14 not, as well as whether a work is in or out of print and

15 therefore whether the owner or the publisher has rights to that

16 work at all, whether the publisher has rights to that work at

17 all.

18 THE COURT:  Let me ask you a couple of other

19 questions.  I appreciate what you've just said.  One of the

20 arguments the plaintiffs make, the associational plaintiffs

21 make, is that, well, in the Authors Guild case they've been

22 litigating this case now for more than six years and now

23 suddenly the issue of their standing is being challenged.  Is

24 that a consideration?

25 MS. DURIE:  It is not, your Honor, for the same
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 1 reasons -- in some ways it's not a consideration when we get to

 2 the next measure.  It's not a legal consideration in the sense

 3 that the standing is not waivable.  It should not be a

 4 prudential consideration either.  It is true that the case has

 5 been pending for a long time.  As the Court knows, the vast

 6 bulk of that time was spent negotiating and then litigating

 7 settlement issues.

 8 THE COURT:  In fact, Google has been litigating with

 9 them all these years and now all of a sudden Google is saying,

10 sorry, you don't have standing.

11 MS. DURIE:  Google has not been litigating with them.

12 THE COURT:  Negotiating.

13 MS. DURIE:  Negotiating.

14 THE COURT:  And litigating, I think.

15 MS. DURIE:  We have been negotiating with the class

16 representatives and it is true the Authors Guild participated

17 in those negotiations.  But I think it would be unfortunate to

18 require these types of standing issues when it comes to

19 associational standing to be litigated in advance of engaging

20 in settlement discussions in light of the strong policies

21 favoring settlement, rather than to allow the parties to

22 conduct those settlement negotiations and then litigate issues

23 thereafter.  That is what the Courts uniformly recognize as

24 appropriate and indeed I think encourage in the case of class

25 certification and there's a good policy reason that no -- there
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 1 is no presumption from the fact that we settled with these

 2 entities that we thought class certification was appropriated

 3 in a contested proceeding any more than a judge would on the

 4 merits, any more than the standing question that we're raising.

 5 THE COURT:  I'll ask the plaintiffs as well, but I've

 6 got these two sets of motions and there obviously is overlap.

 7 If I grant class certification, is the associational, the

 8 motion to dismiss mooted out?  Does it really matter?

 9 MS. DURIE:  I think it is true that if the Court

10 grants class certification the associational standing motion

11 with respect to the Authors Guild is certainly rendered vastly

12 less important.  It does not resolve the issues with respect to

13 the ASMP, and I would note the ASMP case is in some ways even

14 more complex because they are challenging books that are

15 included within the Partner Program, a subject that I want to

16 talk about in more detail with respect to the author's case

17 when we get to class certification.

18 I would note, your Honor, I think importantly the

19 reverse is not true.  I think if the Court were to conclude

20 that the Authors Guild could proceed as a representative

21 plaintiff for purposes of associational standing that does not

22 at all moot the issues in the class certification motion.

23 Because the Authors Guild is seeking declaratory and injunctive

24 relief and the class is seeking, as the Court said, minimum

25 statutory damages, and so the resolution of the associational
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 1 standing issues with respect to the Authors Guild does not

 2 resolve what I think are the even more complicated set of

 3 issues with respect to class certification.

 4 THE COURT:  Thank you.  I'll let you have some

 5 rebuttal after the plaintiffs go.

 6 MS. ZACK:  Good morning, your Honor.

 7 THE COURT:  Good morning.

 8 MS. ZACK:  On behalf of the Authors Guild I'll respond

 9 first to the issue of the time spent in this case prior to the

10 motion being made to dismiss on the basis of standing.  The

11 case was originally filed on September, on a date in

12 September 2005.  Google actually answered the complaints on

13 July 26, 2006, not raising any issues with respect to the

14 Authors Guild's standing.  There was active litigation until --

15 THE COURT:  There's no affirmative defense asserted

16 for lack of standing?  Actually, I haven't gone and looked.

17 MS. ZACK:  I have to look, your Honor.  I don't have

18 it right here.

19 THE COURT:  Is there?  Do we know whether it's in

20 the -- well, if it's prudential, it may indeed be an

21 affirmative defense.  Is it in any of the answers?

22 MS. DURIE:  Your Honor, I would have to go back.  I

23 think I know the answer to the question, but I don't want to

24 make a representation to the Court.  Let us go back and check

25 and provide that to you.
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 1 THE COURT:  We can check also.  We'll check.

 2 MS. ZACK:  In any event, that type of issue should be

 3 raised by motion, your Honor, not by merely stating an

 4 affirmative defense.

 5 THE COURT:  I understand.  I was just wondering

 6 whether it was raised, whether it was flagged six years ago.

 7 MS. ZACK:  Right.  But to get to the point, there was

 8 litigation in the first year the case was pending.  So the case

 9 did not go straight to negotiations.  And the Authors Guild has

10 produced, did produce at that time documents and has been asked

11 frequently in the last eight months to produce quite a few

12 documents even with this motion pending.

13 So since Google is moving only under the third prong

14 which is prudential and which does implicate primarily I would

15 suggest manageability issues, the fact that the case has --

16 THE COURT:  I think it goes more than just

17 manageability issues.  I'm not sure what you mean by that.

18 MS. ZACK:  Well, the manageability of whether

19 participation would be required of all of the members of the

20 organization.  That seems to go to manageability.

21 THE COURT:  I think the principal argument here is

22 that without the participation of the individual members the

23 Court cannot consider the issue of ownership.  Why is that not

24 correct?

25 MS. ZACK:  Well, the Authors Guild as an associational
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 1 plaintiff on behalf of its members is seeking only injunctive

 2 relief.  The Copyright Act provides --

 3 THE COURT:  There still would have to be a finding of

 4 infringement, correct?

 5 MS. ZACK:  Correct.

 6 THE COURT:  Can I find infringement without addressing

 7 the issue of ownership?

 8 MS. ZACK:  No.  You would have to address the issue of

 9 ownership.  I was going to get to the issue, your Honor, of

10 whether the individual participation of the authors is

11 necessary for you to ascertain ownership, and I don't think it

12 is with respect to this.  And the reason being that only

13 injunctive relief is being requested.  The Copyright Act

14 provides that a beneficial or a legal owner has standing to

15 sue.  The Copyright Act also provides that a certificate of

16 registration made before or within five years after first

17 publication of the work shall constitute prima facie evidence

18 of the validity of the facts stated in the certificate, and in

19 the Second Circuit case of Island Software, the Second Circuit

20 said that includes ownership.

21 Here Google has provided to plaintiffs a list of the

22 books they have copied in a library project.  That list

23 includes the names of the authors.  There are publicly

24 available records of copyright registrations.  One can either

25 personally or by hiring a service from a list that includes the
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 1 name of the author and the title of the work get access to the

 2 copyright registration certificates to prove copyright

 3 registration.  That's the first element that has to be proved.

 4 THE COURT:  How about the next step?

 5 MS. ZACK:  The next step is ownership.

 6 THE COURT:  How do we know that there are members of

 7 the association who are invoking their rights?  How do we deal

 8 with questions about what happens if an author has transferred

 9 rights to a publisher?

10 MS. ZACK:  I want to answer that question, your Honor.

11 Because the legal or beneficial ownership issue, the authors

12 under the Copyright Act are the owners to begin with as a

13 matter of law.  They then customarily for books enter into book

14 publishing contracts in which they retain royalty rights.  The

15 Second Circuit said in Israel v. Cortner and William Patry, who

16 works for Google now and is a recognized copyright expert, says

17 in his treatise that the classic beneficial owner of a

18 copyright interest is the author who retains royalty rights.

19 So in the Supreme Court said Justice O'Connor noted in Harper &

20 Row that its authors customarily retain their royalty rights in

21 contracts.  Moreover, defendant's own witness, Mr. Perle, when

22 I took his deposition, their industry expert, said that it was

23 typical for authors in contracts to retain their royalty

24 rights.  So we're dealing with a common issue here where the

25 authors will either be the legal owners because they never
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 1 entered into a contract, because they self published or because

 2 the publishing contract --

 3 THE COURT:  The terms of the individual publishing

 4 contracts are irrelevant, you're saying --

 5 MS. ZACK:  Yes.

 6 THE COURT:  Because no matter what those contracts say

 7 the authors retain at least a beneficial interest.

 8 MS. ZACK:  The only way they would not, your Honor, is

 9 if they entered into an all rights contract in which for a lump

10 sum they forever disclaimed all interests in their copyright,

11 which is a very rare and edged case for book publishing.

12 THE COURT:  Even if it's rare, though, it happens,

13 apparently.

14 MS. ZACK:  Right.

15 THE COURT:  So why, then, would we not have to have at

16 least some authors come in and say I don't have an all rights

17 contract, I have another contract and I want my rights to be

18 pursued in this case?

19 MS. ZACK:  With respect to the Authors Guild, your

20 Honor, as an associational plaintiff?  Your Honor could require

21 that, I suppose.  I do not think that would be an unmanageable

22 process.

23 THE COURT:  To find copyright infringement I would

24 have to find ownership, right?  And so my question is, just how

25 do we do that here if we don't have, if we're only talking
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 1 about the Authors Guild, how do we do that without individual

 2 authors coming forward and saying, indeed, these are my rights,

 3 I stand on them, I want vindication.

 4 MS. ZACK:  We have provided, your Honor, we have

 5 provided defendants, the Authors Guild has provided defendants

 6 with a list of their members.

 7 THE COURT:  I know you told me you have a list.  Is it

 8 something that the authors of those books have said I want in?

 9 Does that not mean that we are requiring them to participate?

10 MS. ZACK:  I don't think there's any requirement, your

11 Honor, under the standing rules that the members say that they

12 want in.  The issue here is how ownership will be established,

13 and my argument is that it is established by a copyright

14 registration certificate which are publicly available and which

15 are prima facie under the Copyright Act 501(b) -- 410(c), I'm

16 sorry, certificate of registration is prima facie evidence of

17 ownership.

18 THE COURT:  Maybe it's not so much an ownership

19 question as an infringement question to the extent that how do

20 we know that there isn't incentives in some way?

21 MS. ZACK:  No, your Honor, I would dispute that

22 greatly.

23 THE COURT:  I'm just thinking out loud.

24 MS. ZACK:  We have circumscribed our claim here to the

25 books that Google copied in the Library Project.  Not the books

          SOUTHERN DISTRICT REPORTERS, P.C.

            (212) 805-0300

Case 1:05-cv-08136-DC   Document 1019    Filed 05/17/12   Page 17 of 44

A901



C53FGOOA                 

18

 1 copied in the Partner Program.  The reason being that Google

 2 did not seek permission from anyone to copy books in the

 3 Library Project because they took the position that it was fair

 4 use.  Therefore, there is no individualized determination of

 5 license or permission with respect to those books.

 6 Google raises a fair use defense as to those books,

 7 and they were copied en masse in a number of libraries,

 8 particularly the University of Michigan, the University of

 9 California, where they just went in and took books off the

10 shelves and put them into their patented scanning machines.

11 THE COURT:  I understand that.  What else do you want

12 to tell me on this motion?

13 MS. ZACK:  Well, I do want to respond on the issue of

14 fair use, which is the other issue that Google has said raises

15 individualized issues, and there's a four-factor test.  They

16 conceded that the first factor raises common issues.  The

17 second factor under the law has only two types of categories of

18 books that will be relevant, which are fiction, non-fiction, in

19 print, out of print.  And under common sense you can put those

20 into different categories and just make a determination across

21 the categories of books rather than individually looking at

22 every single book.

23 With respect to the third prong, that's the

24 substantiality of the copying.  Plaintiff's claim here is not

25 just about the snippets per se, it's about copying entire books
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 1 and making complete digital copies, distributing complete

 2 digital copies to libraries and then displaying so-called

 3 snippets.  Each of those things were done by Google pursuant to

 4 blanket policies, not individual determinations.

 5 With respect to certain categories of books that they

 6 considered to be reference-type materials; poetry,

 7 dictionaries, cookbooks, that sort of thing, they do not show

 8 snippets at all.  They show only what they call metadata for

 9 the books.  But I have a list from Google that lists every book

10 that was copied and whether it was in snippet display or

11 metadata display.  No author has to come forward to present

12 that evidence.

13 On Friday the parties exchanged contention

14 interrogatory responses.  I'd really like to hand them up,

15 because Google's response on the fourth fair use factor in

16 their papers argue somehow is going to raise individualized

17 issues and in their contention interrogatory response they make

18 it crystal clear that they intend to raise issues only that are

19 common, such as the fact that a search engine is not a

20 substitute for a book, that there's no market for selling

21 snippets to search engines, that that isn't a likely to be a

22 developed market or reasonable market.  They're responding to

23 plaintiff's contentions.  But they are not going to argue in

24 this case that they are using the books fairly based on an

25 individualized determination.  They are going to argue that
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 1 their search engine's transformative and that is why they

 2 should win, and that is a common issue, not an individualized

 3 issue.

 4 THE COURT:  All right.

 5 MS. ZACK:  May I hand these up, your Honor?

 6 THE COURT:  Sure.  Any objection?  They're just

 7 interrogatories that were served?

 8 MS. ZACK:  Yes.

 9 THE COURT:  Responses on Friday?  Sure.  Give it to my

10 law clerk.

11 MS. ZACK:  Thank you.

12 THE COURT:  Wait, wait.  Does Mr. McGuire want to add

13 anything?

14 MR. McGUIRE:  Just a couple of points, your Honor.

15 I'll be brief.

16 Thank you, your Honor, may it please the Court.  To be

17 colloquial, my song has already been sung, but I'd like to make

18 a couple of points if I could.  First and perhaps dispositively

19 on this motion, I guess on the one hand you have an Authors

20 Guild case around for six years, our case is in its 26th month.

21 Although we haven't been around the Court very much, we've been

22 active in preparing for full-scale litigation and also

23 negotiating.

24 The bottom line is the Worth case, which I think goes

25 back to the Supreme Court close to 40 years, basically says
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 1 colloquially one is enough.  If there's one member of an

 2 association that is at the bar pleading associational rights

 3 that's good enough for standing and the Court at this stage,

 4 and although 25 months in it's hard to say this, at this early

 5 stage of the pleadings the Court need not go any further as we

 6 point out in our briefs.

 7 Secondly, and with respect to Ms. Durie, who is a

 8 terrific lawyer, I don't think it's fair for Google to argue

 9 that they concede on point one on Hunt.  What they're

10 essentially doing is conflating or putting together points one

11 and three of the Hunt analysis, and if you take their argument

12 to its logical extreme, in every copyright case at least and I

13 would argue in every case according to their thinking there

14 would be no need for the associational point because every

15 member of every association would have to be before the Court

16 and then why would we need collective representation?

17 Moreover, in our case --

18 THE COURT:  And Google says you don't need it.  I

19 think Google is saying you don't need it.

20 MR. McGUIRE:  Well, I read them and hear them saying

21 two different things.  But the point is so far as we are

22 concerned, and I want the Court to understand this because,

23 again, we are new to the case relatively, in our case we're

24 talking about not just 20 million books, but 20 million covers.

25 Not just snippets of covers, the entire covers, and they're not
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 1 just being mentioned, they're being displayed by Google.

 2 Now, if we have to even go into a small subset of that

 3 20 million and adjudicate rights we're going to be here for

 4 quite a long time and we don't have to be because literally

 5 we're only at the standing and pleading stage, obviously.

 6 Finally, and you made this point, I'll just touch it

 7 very lightly because it's already been made.  It is somewhat

 8 unfair, inconsistent and respectfully hypocritical for Google

 9 after willy-nilly scanning 20 million books and 20 million

10 covers in our view without regard to individual rights to come

11 back and say now upon our motion or upon our attempt to have

12 associational standing, the burden is on us.  They didn't take

13 that into account way back when and at this stage of the case I

14 don't think we need to do that.

15 Beyond, that, your Honor, I'm happy to rest on my

16 brief and whatever the Court has said and I'm happy to answer

17 any question.

18 THE COURT:  I know.  Thank you.

19 MS. DURIE:  Your Honor, there are three points I would

20 like to make in response.  The first is that it is true that

21 the doctrine of associational standing does have much more

22 limited application in a copyright case from most other types

23 of cases and that is because of the requirements of 501(b) and

24 the fact that the relief that is being requested necessarily is

25 directed to a particular copyright interest and cannot extend
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 1 more broadly.  That is why we are not conflating the first and

 2 third Hunt factors and why the Court must apply each of them

 3 separately as the Supreme Court did in AIME in order to resolve

 4 the associational standing question.

 5 Second, the issue here is not whether the owner

 6 retains any beneficial interest in the copyright, which is to

 7 say whether there are any uses for which the author is

 8 receiving royalties, instead, the question is whether the

 9 author is a beneficial owner of the particular copyright

10 interest that is at issue.  The particular copyright interest

11 that is at issue is the display of small snippets of text, and

12 it is as to that interest that the question of ownership is

13 very murky because of the contractual relationships between the

14 parties and because of the fact that it is conceded that at

15 least in many cases authors receive no royalties from the

16 publisher for those displays.

17 THE COURT:  Would Google want to be litigating that

18 individually?  It would take forever.  It just seems to make

19 sense to address that on a group basis whether through an

20 association or whether through a class action.  I just don't

21 think that Google would want to come in -- obviously, it

22 doesn't.  I guess it's hoping that individual authors won't

23 come forward.

24 MS. DURIE:  No, your Honor.  I think the issue is, the

25 issue is this:  There are other aspects of the rules and Rules
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 1 of Civil Procedure that address that question and its issues of

 2 collateral estoppel.  We are fully prepared to litigate this

 3 case against the three individual plaintiffs who have brought

 4 claims, and there is the availability of attorneys fees and

 5 there is the availability of statutory damages, which is the

 6 regime that is set up; not associational standing, but the

 7 regime that is set up to insure those claims can be litigated.

 8 We are fully prepared to litigate those claims.  If in fact

 9 there are issues --

10 THE COURT:  Let's finish up, because I had really

11 intended for this part to take --

12 MS. DURIE:  I understand.  If there are issues of

13 common application that is the purpose of collateral estoppel

14 to litigate the issues that are common.  If the issues are not

15 common they shouldn't be litigated in a mass basis in the first

16 place.

17 Final very brief point.  This has become a very acute

18 issue because the publishers are not here.  And with respect to

19 the practical realities of litigation in an environment where

20 we are litigating against both authors and publishers this is

21 perhaps a less important issue.  But now we're just dealing

22 with authors.  As the Court knows the publishers are not here

23 today, are in a separate category, and that is why as a

24 practical matter this is a very important matter as to who has

25 which set of rights.  Thank you.
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 1 THE COURT:  All right.  I'll hear from the Authors

 2 Guild on the class certification motion.

 3 MS. ZACK:  Your Honor, plaintiffs, representative

 4 plaintiffs acting on their own behalf and as class

 5 representatives move for class certification under Rule 23(a)

 6 and (b)(3) of a class that is defined as follows:  All persons

 7 residing in the United States who hold a United States

 8 copyright interest in one or more books reproduced by Google as

 9 part of its Library Project or either natural persons who are

10 authors of such books or natural persons, family trusts or sole

11 proprietors who are heirs, successors of interest or assigns of

12 such authors.  Book is designed to mean each full length book

13 published in the United States in the English language --

14 THE COURT:  I've read all that.  Why don't you get to

15 the --

16 MS. ZACK:  Sure.

17 THE COURT:  You're only proceeding under (b)(3),

18 right?

19 MS. ZACK:  We're only proceeding under (b)(3), your

20 Honor.  In our opening papers we made arguments as to basically

21 the six requirements here and Google did not contest

22 numerosity.  I really don't think that is an issue, or

23 commonality or typicality.  If your Honor has any questions

24 about those --

25 THE COURT:  I don't.
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 1 MS. ZACK:  Okay.  The other factors are adequacy,

 2 predominance and superiority as to which Google does raise

 3 issues.  Would your Honor like me to talk about them in any

 4 particular order?

 5 THE COURT:  No.  Whatever you want to do.

 6 MS. ZACK:  Adequacy requires that there be no

 7 fundamental conflicts between the representative plaintiffs and

 8 the members of the class.  Here the representative plaintiffs

 9 hold the same claims as the class as defined and no particular

10 conflicts have been identified with respect to those

11 individuals.  They have the same claims, there are no unique

12 defenses, and their books have been copied and distributed and

13 displayed, and I do want to point out that Ms. Durie keeps

14 saying that this is about snippets only, and it's not.  In

15 order to make snippet display, which is what Google's

16 motivation was, they first scanned entire books digitally and

17 also distributed entire digital scans to the libraries and then

18 make display of excerpts of some of the books, most of the

19 books.  So all of that is at issue, not merely snippets.

20 In their reply papers Google does not take any issue

21 with respect to the adequacy of the representative plaintiffs

22 with respect to copying and distribution.  They limit all their

23 arguments to snippets.

24 The only arguments made, really, as to adequacy seem

25 to be based on two points of fact.  One, a survey, and
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 1 secondly, a letter of some academic authors.  First of all, as

 2 to the survey, it was of only 880 authors.  Google asserts on

 3 page 9 of its brief that the named plaintiffs are suing to take

 4 away something that most absent class members perceive as a

 5 benefit.  There's no citation for that, but I assume they're

 6 referring to the survey and the academic authors as being

 7 representative of, quote, most absent class members.  However,

 8 even assuming that the survey was valid, only 19 percent of the

 9 880 persons who responded to that survey said I feel I would

10 financially benefit, so that's not most by any stretch of the

11 imagination.

12 THE COURT:  Why don't you address, I think it's the

13 same issue about the ownership issues.  I don't know if there's

14 anything different for these purposes from what we discussed

15 earlier.  There's a question raised about individual issues

16 regarding, again, they're similar, nature of the works, the

17 amount --

18 MS. DURIE:  On predominance, your Honor?

19 THE COURT:  Yes.  On the snippets, you have to look at

20 how long is the book, you have to look at the snippets in the

21 context of what the book is and the size of the book, and the

22 effect on the market.  Why aren't these individualized

23 questions?

24 MS. ZACK:  Okay.  Those issues were raised in

25 connection with predominance, your Honor.  And there the test
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 1 is that the common questions of law and fact are more

 2 substantial and outweigh individualized issues.  And Google

 3 raises two points there; ownership and fair use.  If I could

 4 talk about fair use first.  I've handed up the interrogatory

 5 responses which make it crystal clear that really Google is not

 6 raising any individualized issues.  With respect to the fact

 7 that some snippets are one eighth of a page is larger on some

 8 books than in other books seems to me to be sort of a de

 9 minimis distinction that would never, no case would turn on

10 that distinction.

11 The real issue here is we don't dispute that they have

12 rules that they apply to the books and that they blacked out

13 10 percent of the pages for snippet display and that they

14 blacked out a snippet on each page and that they show response

15 to a given --

16 THE COURT:  When you say blacked out --

17 MS. ZACK:  They divide the page up into eight snippets

18 and they'll black out one of them and then never show that.

19 THE COURT:  Okay.

20 MS. ZACK:  In response to a search request.  So

21 essentially about 10 percent of the book is never displayed in

22 response to search requests.  We don't dispute that.  That's

23 common fact.

24 My point is that these are common procedures applied

25 to books.  There's nothing individualized about it.  They're
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 1 going to argue that everything they did was fair use because

 2 they put into play common procedures and common practices that

 3 meet fair use and that do not violate the rights of the

 4 authors.  They're not individualized issues.  There is just not

 5 an individualized issue in any of the fair use factors, your

 6 Honor.  They've conceded no individualized issues on factor

 7 one.

 8 Factor two, as I said earlier, only legally, the only

 9 things that are legally applicable here, whether they're

10 fiction or non-fiction, in print or out of print, which are

11 categories that can be adjudicated without individualized

12 looking at books.

13 THE COURT:  In general, why do the plaintiffs believe

14 that the class action mechanism is superior to individual

15 actions?  Sum up for me.

16 MS. ZACK:  Well, your Honor.  Google engaged in a

17 campaign here that affected millions of authors.  To sue Google

18 for every single book, to expect every single author -- first

19 of all, a lot of them don't even know that their book was

20 scanned and is being displayed because it's never been

21 announced to them by Google, certainly, that we're talking

22 about millions of books, probably millions of authors,

23 certainly hundreds of thousands of authors.  To expect each of

24 them to come forward and litigate against a defendant such as

25 Google is unfair.
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 1 The efficiencies and economies in a class action exist

 2 here.  This is a classic case for a class action because we're

 3 talking about blanket policies that affected millions of people

 4 and we're talking primarily about legal issues -- infringement,

 5 fair use -- that can be determined based on common questions of

 6 law and fact, and it would be a terrible burden on the courts

 7 if each individual author chose to litigate or had to litigate

 8 or was forced to litigate, and of course Google hopes that

 9 nobody will.

10 But that, again, does not undercut superiority.  The

11 case law is clear the class action is superior precisely

12 because they present an avenue and a venue for the vindication

13 of rights by persons who would otherwise have too little in

14 play or be too intimidated by the defendant such as Google

15 here, which is an intimidating defendant, to adjudicate their

16 rights.  There are many, many authors and we saw it with

17 respect to the settlement objections, your Honor, who feel

18 their rights were abused, violated by Google.  This action does

19 cry out for a mass litigation to adjudicate the mass

20 digitization.  It's the only fair procedural route.

21 I mean, Google may win, maybe they're right, maybe it

22 was fair use, maybe that's what the Courts will decide.  But

23 this is a substantial enough and serious enough issue when the

24 rights and copyright interests, intellectual property interests

25 of so many authors are at stake to think that this right should
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 1 not be adjudicated in a forum where it can be fairly

 2 adjudicated and all the issues can be brought to the Court's

 3 attention, which is harder for individual plaintiffs.  They

 4 don't have the resources.  If you have --

 5 THE COURT:  I got it.  Thank you.  We'll hear from

 6 Google.

 7 MS. DURIE:  Thank you, your Honor.

 8 THE COURT:  Wouldn't Google be delighted if this is a

 9 class action if I find that it is fair use?

10 MS. DURIE:  No.

11 THE COURT:  No?  Really?

12 MS. DURIE:  No, because the class action precedent is

13 important.  It has far-reaching implications not just in this

14 case but in other cases.  We care institutionally about having

15 the law be applied correctly and the correct outcome in this

16 case is not to certify a class.

17 The Library Project was an effort to create an

18 electronic card catalog that would allow the contents of books

19 to be searched and would allow users to find books more easily.

20 With the Court's permission I would like to hand up three

21 things.  Two are screenshots that are merely illustrative.  The

22 third is a very brief excerpt of deposition testimony from

23 Mr. Akin, who is the Authors Guild's 30(b)(6) witness on the

24 subject that the interrogatory responses were handed up on,

25 which is the question of harm.
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 1 THE COURT:  That's fine.

 2 MS. DURIE:  Thank you, your Honor.

 3 With respect to, you will see, your Honor, there's the

 4 deposition testimony and there are two screenshots.

 5 THE COURT:  I read Ball Four many, many, many years

 6 ago.

 7 MS. DURIE:  And I got to depose him.

 8 Two things.  There are two books by Mr. Bouton, your

 9 Honor.  Ball Four is in snippet view and you will see from that

10 screenshot what a display of the snippet view looks like.

11 There are very short excerpts of texts and there are links to

12 ways to buy the book and find the book in a library.  Foul Ball

13 is part of the Partner Program.  Mr. Bouton's publisher has

14 authorized the display of a larger piece of text from Foul Ball

15 and this illustrates part of the tension here.  The publisher

16 has determined that it makes sense to show more of that text

17 because it advances sales of books.  And significantly,

18 Mr. Akin in the deposition testimony that I handed up agrees,

19 as the Authors Guild's 30(b)(6) witness, that displaying text

20 from books actually advances the sales of those books in many

21 cases as to many categories of work, though not in his view as

22 to all categories of works, and this is a judgment that the

23 publishers have made with respect to many, many books,

24 including --

25 THE COURT:  I understand that, and it makes sense, but
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 1 clearly there are authors who don't want this, even though

 2 financially it benefits them, because they're losing some

 3 control and so we'll get to that when we get to the summary

 4 judgment motion, but the question now is, isn't this being done

 5 pursuant to some general guideline or procedure on, you know,

 6 there may be categories, but can't this be dealt with more

 7 efficiently on a common basis?

 8 MS. DURIE:  Let me address each of those issues.  The

 9 question whether individual authors would like to have control

10 is not the relevant question here.  First point, the copyright

11 laws in the United States are predicated on protecting economic

12 interests.  Not more rights --

13 THE COURT:  You're getting into the merits.  My

14 question, though, is whether you are correct, is that not a

15 common question --

16 MS. DURIE:  No.

17 THE COURT:   -- that could be dealt more efficiently

18 on a class basis?

19 MS. DURIE:  No.  Because if the question is the

20 economic interests of authors, Mr. Akin says that it depends

21 on -- the extent to which an author receives a benefit depends

22 on the nature of the book.  It might also depend on whether the

23 work is in print or out of print, but also on the type of book

24 and therefore says this is a decision that needs to be made

25 carefully.  And in evaluating the fourth fair use factor the
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 1 Court has to look both at the assertions of harm and at the

 2 assertions of benefit.  And the different authors may receive

 3 different benefits with respect to different works by virtue of

 4 their inclusion in the program and that is evidence that the

 5 Court must take into consideration.

 6 THE COURT:  Why can't we deal with that in a

 7 categorical way, for example, in print, out of print?  Again,

 8 cookbooks, fiction, non-fiction, reference books, and there

 9 might be, I don't know, eight, nine, ten, twelve categories,

10 but wouldn't that still be more efficient than having

11 10 million individual authors sue?

12 MS. DURIE:  Were there only eight or nine categories,

13 perhaps that would be correct, but the problem is in order to

14 understand the impact of this on a given author you must

15 understand that author's circumstances.  You have received

16 letters from academic -- on behalf of a group of academic

17 authors who contend that they receive a number of benefits.

18 That is not simply a function of the individual work in

19 question, but of who they are, and the fact that they see

20 reputational and other benefits that lead to economic benefits

21 for them by virtue of the inclusion of their works.  It is not

22 simply the case that the Court can or should treat all fiction

23 the same way, regardless of by whom it's written.  The fair use

24 inquiry has to look at the particular book and the economic

25 consequences of Google's activity with respect to that book.
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 1 This is why the survey evidence, I think, your Honor,

 2 is very important.  45 percent of authors said that they

 3 believe inclusion in snippet view would help sales of their

 4 books.  Only a very small number, it is true, 4 percent,

 5 disagreed with that conclusion.

 6 THE COURT:  Do I decide this motion, this class

 7 certification motion based on what percentage I think of

 8 authors like the process?  That doesn't seem right.

 9 MS. DURIE:  The issue is not whether they like it or

10 they like the process.  The issue, and again, this is why the

11 fact that this is a copyright case matters.

12 THE COURT:  But that's the point that Google is making

13 to me.

14 MS. DURIE:  No, your Honor, respectfully, it's not.

15 The point of the survey is this program has an economic benefit

16 for authors.  It's not whether authors like the lawsuit in an

17 abstract sense.  It is whether they believe that the inclusion

18 of their books in Google Books is to their economic benefit.

19 We have put forward substantial evidence --

20 THE COURT:  That's a factor for fair use.

21 MS. DURIE:  It's a factor for fair use.

22 THE COURT:  An individualized factor.

23 MS. DURIE:  Individualized factor.  We have put

24 forward substantial evidence, the plaintiffs have put forward

25 nothing in response.
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 1 I want to pause here briefly for a moment.  This is

 2 remarkable.  We do not have access easily to the authors of

 3 works.  Google complains that we only succeeded in contacting

 4 something over 800 of them.

 5 THE COURT:  You said Google complains.

 6 MS. DURIE:  I'm sorry, plaintiffs complains.  The

 7 Authors Guild has a registry of its members.  It could easily

 8 go to its members and ask them these same questions.  They did

 9 not do that.  They did not proffer any evidence of their own in

10 response to this evidence about the economic impact of the

11 program on authors.  And their silence in the face of much

12 easier access to sources of proof, they didn't even put in a

13 survey expert to contradict the results of our survey, is I

14 think very telling and something the Court needs to take

15 seriously.  

16 Your Honor, this evidence about benefits has to be in

17 the mix when considering economic impact.  The only argument

18 that the plaintiffs have made with respect to the fourth factor

19 hinges on their two experts.  The Court knows we moved to

20 strike those expert declarations because they were submitted on

21 reply and we were not permitted to depose them.  Neither of

22 them in any event is persuasive here.

23 Mr. Edelman contends that there is a risk from the

24 program that works will be pirated and will be made freely

25 available on the web.  Even if one were to accept that factual
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 1 predicate as true, and it is not, and subject to serious

 2 challenge, it is absolutely individualized, because many of

 3 these works are already on the web.  Many of these works are

 4 already available in e-book form, many of these books can be

 5 bought on Amazon or previewed on Amazon.  Mr. Edelman himself

 6 says many of the books have already been pirated.  And his

 7 declaration is simply making a statement about theoretical

 8 harm.  He offers no opinion about incremental harm and it is

 9 incremental harm over the existing state of the world, which

10 includes Amazon, which includes e-books, that would have to be

11 the inquiry for the Court and that would be individualized.

12 Mr. Gervais ironically begins with a premise that

13 completely contradicts Mr. Edelman.  His premise is that making

14 books available on line is so good for authors and so important

15 that if Google is enjoined from doing it Congress will ensure

16 that it happens anyway or some other unspecified market will

17 develop in order to allow for that to happen.  That is simply

18 not cognizable as a matter of law.  The Court cannot rely on

19 subsequent Congressional action.  Congress has written this

20 statute and it is this statute that the Court should apply, and

21 the speculation about potential future markets is not

22 cognizable because the Court is constrained to look at actual,

23 actual markets and actual probable markets based on the type of

24 licensing activity that occurs, not simply to say something is

25 not fair use because it would be possible to pay money for it,
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 1 that is true for all fair uses.  I could pay money for an

 2 excerpt of a work to include in a critical article.  I am not

 3 required to, nor am I required to seek permission, that is

 4 because of the application of the fair use laws.

 5 I want to make one final point, your Honor, because we

 6 didn't have a chance to address it.  This is this claim about

 7 distribution.  This is a very strange claim.  They contend that

 8 they have this whole separate distribution theory.  Google

 9 takes the original copies that it makes for the purpose of

10 indexing and snippet display and it provides those original

11 copies to libraries by giving them access to those copies.  The

12 libraries may or may not choose to make their own copies of the

13 works for their own purposes.  Now, the plaintiffs seem to

14 contend that this is an act of distribution.  That is wrong

15 both as a matter of fact and as a matter of law.  The Copyright

16 Act confers --

17 THE COURT:  Again, there's a disagreement about that

18 and why is that not a common question?

19 MS. DURIE:  I don't even know that there's

20 disagreement.  I don't even understand what the claim is.  And

21 the Court is entitled to take a peek at the merits in order to

22 decide whether there's a real issue here.

23 THE COURT:  I agree with that.

24 MS. DURIE:  Section 106-3 says that there is an

25 exclusive right to distribute copies or phonorecords of a
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 1 copyrighted work.  It defines copies in Section 101 as material

 2 objects.

 3 There is no argument that we have distributed any

 4 material object to the library.  As a statutory matter that

 5 claim makes absolutely no sense.  Also as a factual matter we

 6 don't transfer ownership in the copies, we keep them.  The

 7 libraries make their own copies if they do.  It would be some

 8 sort of secondary liability claim.  It's not even clear that

 9 that's even in the case.  But the argument that there's some

10 wholly separate claim other than the claim that has always been

11 in the case based on our making of copies for the purpose of

12 snippet display I think should not influence the Court's

13 analysis on class certification.

14 THE COURT:  All right.  Thank you.

15 MS. ZACK:  May I, your Honor?

16 THE COURT:  Yes, rebuttal.  Briefly.

17 MS. ZACK:  Yes, your Honor.  Your Honor, the first

18 complaint in this case talked about the distribution back to

19 the libraries.  That's not a new issue.  What Google does is

20 make available an interface for the libraries to get copies,

21 digital copies, admittedly, of the books.

22 THE COURT:  Counsel argues --

23 MS. DURIE:  Maybe it's a novel issue --

24 THE COURT:  Counsel argues, as I understand it, that a

25 digital copy is not a material object.
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 1 MS. DURIE:  That could be litigated as a common

 2 question in this case, your Honor.

 3 THE COURT:  You disagree with that.

 4 MS. ZACK:  I do disagree.

 5 THE COURT:  Is there any law on that?

 6 MS. ZACK:  Yeah, I think there is law, because it's a

 7 developing area of the law because digital copies are a fairly

 8 new area.

 9 THE COURT:  I know there's got to be law.  Okay.

10 MS. ZACK:  With respect to -- Ms. Durie said that the

11 issue is financial benefit, economics and I couldn't agree

12 more.  There is no evidence in this record that there is any

13 conflict here between any class members based on financial

14 benefit.

15 THE COURT:  I think the argument is the financial

16 benefit is different for everybody and therefore you have to

17 make individualized evaluations.

18 MS. ZACK:  That could be true if we were talking

19 about --

20 THE COURT:  You're only seeking the minimum statutory

21 damages.

22 MS. ZACK:  We're only seeking minimum statutory

23 damages.  Google is coming forward arguing fair use.  They've

24 put in their contention interrogatories not that anybody is

25 individually benefited by five dollars or ten dollars.  What
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 1 they're saying is their search engine is generally beneficial.

 2 That's a common question.  We respond on fair used not based on

 3 we're not putting in individualized evidence.  We told you and

 4 we put in expert reports that show that under the line of

 5 analysis that the Supreme Court has endorsed in its most recent

 6 copyright case in this area, Campbell, that if a fair use

 7 ruling would mean that wide and unrestricted conduct of the

 8 sort engaged in by defendant were to be ruled to be fair use,

 9 would that have a dilatory effect on the value of the books and

10 our position is it would across all books.  We're not making

11 that argument on a book by book basis, just as Google is not

12 arguing that its search engine is good for this book but not

13 for this book.  They're arguing that the search engine as a

14 whole is a beneficial concept.  We're arguing that willy-nilly

15 copying and making books and distributing books to libraries,

16 which is a prerequisite to their search engine because that's

17 the way they got the book, and then displaying them presents

18 the problem of widespread -- if this was a widespread practice

19 there would be security issues, piracy issues, and there's no

20 law that says it has to be incremental.

21 If Google is creating a piracy issue we don't have to

22 prove it incrementally, how much more of a piracy issue they're

23 creating.  There's nothing in the copyright law that requires

24 that.  If they're creating a harm that widespreadly affects all

25 books and similarly, if they're foreclosing and pre-empting an

          SOUTHERN DISTRICT REPORTERS, P.C.

            (212) 805-0300

Case 1:05-cv-08136-DC   Document 1019    Filed 05/17/12   Page 41 of 44

A925



C53FGOOA                 

42

 1 entire collective licensing market, which is what Professor

 2 Gervais' report is about, that's also a common issue.

 3 With respect to our expert reports, your Honor, I just

 4 want to make a quick response.  The timetable in this case was

 5 that we had a very early class certification schedule which was

 6 December.  No discovery, renewed discovery had been taken.  The

 7 plaintiffs hadn't been taken, we hadn't yet taken defendants.

 8 There was an expert due to be deposed and reports in May and

 9 June.  Google filed their opposition -- in our initial motion

10 we said we're going to rely on experts.  Google filed an

11 opposition.  They didn't say we should have filed expert

12 reports, they knew we were going to put them into the reply

13 brief.  The only issue here was the timing of the depositions.

14 We didn't deny them depositions.  We said you can take your

15 depositions, you can have a surreply.  We only question the

16 timing of it and also that we wanted to have a sur-surreply, so

17 I think it's a little unfair --

18 THE COURT:  I don't believe in surreplies and

19 sur-surreplies.

20 MS. ZACK:  I understand, your Honor.

21 THE COURT:  Look, both sides, Google's relied on

22 survey evidence, plaintiffs relied on experts.  Both sides have

23 used some factual material.  I'll take a look at both and we'll

24 see and if I have any doubts or questions then we can allow a

25 little more time for additional submissions.  But in the first
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 1 instance I think what I have is probably sufficient.

 2 MS. ZACK:  I appreciate that.  Thank you, your Honor.

 3 MS. DURIE:  May I make two points, your Honor?

 4 THE COURT:  I just said I don't believe in

 5 surrebuttal, surreply.  Go ahead.

 6 MS. DURIE:  Thank you.

 7 First, your Honor, I would simply observe that they

 8 did take the depositions of our experts and were afforded an

 9 opportunity to examine them.

10 The fourth -- in evaluating the fourth factor the

11 Court is going to have to balance evidence that shows a benefit

12 and evidence that shows a harm, and it is the net result of

13 that balance that has to inform --

14 THE COURT:  And you're saying that balance varies from

15 author to author.

16 MS. DURIE:  I'm saying even if they contend that their

17 evidence of harm will be common, the evidence of benefit is

18 not.  We have put forward evidence, even though we think search

19 engines provide a benefit across the board, and we do, the

20 extent of that benefit varies depending on the nature of the

21 work, their 30(b)(6) witness agreed and the Court is going to

22 have to take that into consideration, the nature of the work

23 and the nature of the author in making the fair use

24 determination.

25 THE COURT:  Thank you.  I will research decision on
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 1 all three motions.  Thanks.

 2 (Adjourned)  
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United States Court of Appeals
FOR THE

SECOND CIRCUIT
                                      

At a stated term of the United States Court of Appeals for the Second
Circuit, held at the Daniel Patrick Moynihan United States Courthouse, 500 Pearl
Street, in the City of New York, on the 14th day of August, two thousand twelve.

Present: Richard C. Wesley,
Peter W. Hall,

Circuit Judges.*

                                                                                            

The Authors Guild, Inc., Associational Plaintiff, et al.,

Plaintiffs-Respondents,

v. 12-2402

Google, Inc.,

Defendant-Petitioner.
                                                                                            

Petitioner, through counsel, moves, pursuant to Federal Rule of Civil  Procedure 23(f), for
leave  to appeal the district court’s order granting Respondents’ motion for class certification.  Upon

* Judge Denny Chin, an original member of this panel, has recused himself from
consideration of this motion.  Pursuant to Second Circuit Internal Operating Procedure E(b), the
matter is being decided by the two remaining members of the panel.
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due consideration, it is hereby ORDERED that the petition is GRANTED.  See Sumitomo Copper
Litig. v. Credit Lyonnais Rouse, Ltd., 262 F.3d 134, 139-40 (2d Cir. 2001).  

For the Court:

Catherine O’Hagan Wolfe, 
                                                                                    Clerk of Court
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