United States Court of Appeals

Fifth Circuit
FILED
REVI SED FEBRUARY 15, 2007
IN THE UNI TED STATES COURT OF APPEALS January 30, 2007
FOR THE FIFTH CIRCU T Charles I(?:.l Ftlilbruge [
er

No. 06-20893

I N RE HOT- HED | NC. ,

Plaintiff - Petitioner

Petition for Wit of Mandamus fromthe United States D strict
Court for the Southern District of Texas
(No. 4:06-CV-01509)

Before SMTH, WENER, & OAEN G rcuit Judges.
PER CURI AM

Petitioner Hot-Hed Inc. (“Hot-Hed”) requests a wit of
mandanus (1) vacating the district court’s order denying Hot-Hed s
nmotion for remand to state court for lack of federal jurisdiction,
and (2) ordering the district court to remand to state court. As
we hol d that Hot-Hed' s request for attorneys’ fees inits conplaint
in state court does not have the legal effect of presenting a
federal question, we grant the petition in part, vacating the order
of the district court to the extent that it found the exi stence of
federal question jurisdiction and remanding to the district court
W thinstructions to address whether diversity jurisdiction exists.
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In May 2006, Hot-Hed filed a conplaint against Safe House
Habitats, Ltd. (“SafeHouse”) in the 215th Judicial D strict Court
of Harris County, Texas, asserting clains of trademark dilution
under the Texas Busi ness and Conmerce Code, trademark infringenent
under Texas comon | aw, and unfair conpetition under Texas conmon
| aw. Hot-Hed sought the following relief: (1) a tenporary
restraining order and injunction; (2) recovery of actual,
conpensatory, and statutory danmges, or any one or nore such
renmedies, as allowed by law, (3) recovery of attorneys fees and
costs as allowed by law, (4) pre-judgnent and post-judgnent
interest as allowed by law, and (5) such other relief to which it
m ght be justly entitled.

The next day, SafeHouse renoved this case to the district
court, contending that renpval was proper because (1) Hot-Hed's
request for attorneys’ fees made its trademark clains present a
federal question, but not a state cause of action because
attorneys’ fees are not available for such clai ns under Texas | aw,
and (2) diversity jurisdiction existed. Hot-Hed noved to renmand
the action to state court, asserting that attorneys’ fees were
aut hori zed under Texas | aw and that the anobunt in controversy did
not exceed the m ni num$75, 000 required for diversity jurisdiction.
Saf eHouse opposed the notion.

In October 2006, the district court denied the notion to

remand. The court rejected Hot-Hed s contention that attorneys’



fees were authorized by Texas law, ruling instead that Hot-Hed s
request for attorneys’ fees was authorized, if at all, only by

federal law. CGCting Medina v. Ransey Steel, in which we held that

aplaintiff’s request for |iquidated damages and back pay under the
Age Discrimnation in Enploynment Act (“ADEA’) presented a federal
guestion,! the district court concluded that the denmand for
attorneys’ fees presented a federal question; it therefore declined
to consider whether diversity jurisdiction existed as well.

Hot - Hed petitioned this court for a wit of mandanus.

1. ANALYSI S

“The Suprenme Court and all courts established by Act of
Congress may issue all wits necessary or appropriate in aid of
their respective jurisdictions and agreeable to the usages and
principles of law.”?2 In this case, a wit is an appropriate neans
by which we may review the denial of the notion to remand: *“Wen
the wit of mandanus is sought from an appellate court to confine
atrial court toalawful exercise of its prescribed authority, the
court should issue the wit alnost as a matter of course.”3

The denial of a notion to remand an action renoved fromthe

state courts to the federal courts is a question of |aw, which we

1 238 F.3d 674, 680 (5th Gir. 2001).
2 28 U.S.C. § 1651(a).

3 In re Reyes, 814 F.2d 168, 170 (5th Cr. 1987) (quoting
Schl azenhauf v. Holder, 379 U. S. 104 (1964)).
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revi ew de novo.* Under 28 U S.C. § 1441(b), a defendant may renove

to the federal courts “[a]ny civil action of which the district
courts have original jurisdiction founded on a claim or right
arising under the Constitution, treaties or laws of the United
States,”® i.e., those actions presenting a federal question. The
def endant bears the burden of denonstrating that a federal question
exists.® A federal question exists “if there appears on the face
of the conplaint sone substantial, disputed question of federa
[ aw. "7

As “the effect of renoval is to deprive the state court of an
action properly before it, renoval raises significant federalism
concerns . . . ."”8 The renpval statute is therefore to be strictly
construed and any doubt as to the propriety of renoval should be
resolved in favor of remand.® Applying these principles to the
facts of this case, we conclude that it does not present a federal

guesti on.

4 Carpenter v. Wchita Falls Indep. Sch. Dist., 44 F. 3d
362, 365 (5th Cir. 1995).

5 28 U.S.C. § 1441(b).

6 Carpenter, 44 F.3d at 365.

! |d. at 366 (citing Franchise Tax Bd. v. Constr.
Laborers Vacation Trust, 463 U S. 1, 12 (1983)).

8 |d. at 365-66 (citations omtted).

o ld. at 366; Acuna v. Brown & Root Inc., 200 F.3d 335,

339 (5th Gr. 2000).



First, it is far from clear that Hot-Hed s request for
attorneys’ fees “as allowed by | aw’ was not authorized under Texas

| aw. I n Horseshoe Bay Resort Sales Co. v. Lake Lyndon B. Johnson

| nprovenent Corp.,!® the Texas Court of Appeals found that a

plaintiff could recover attorneys’ fees for comon |aw trademark
infringement and dilution under the Texas Declaratory Judgnents
Act, ! which permits recovery of “reasonable and necessary fees as
are equitable and just.”!?2 The court so held even t hough the action
was brought under the Texas Anti-Dilution Statute rather than the
Decl aratory Judgnents Act.

Here, Hot-Hed did not explicitly seek declaratory relief or
cite the Declaratory Judgnents Act inits conplaint. Based on this
| acuna, the district court found that Hot-Hed had not presented a
state law statutory basis for attorneys’ fees. To require Hot-Hed
expressly to identify a statutory basis for attorneys’ fees inits
conpl ai nt, however, would conflict with the Texas courts’ |iberal

treatnent of pleadings seeking attorneys’ fees. In Bullock v.

Requl ar Vet erans Associ ation of U S. Post No. 76, for exanple, the

def endant appealed the trial court’s award of attorneys’ fees

because the plaintiff had not alleged the statutory authority for

10 53 S W3d 799 (Tex. App. 2001).

1 1d. at 813.

12 Tex. Cv. Prac. & Rem Code § 37.0009.
13 806 S.W2d 311 (Tex. App. 1991).
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such an award. The state appellate court rejected the defendant’s
challenge to the award, holding that the “general allegation
[ seeking attorneys’ fees] has put the [defendant] on notice that
[the plaintiff] was seeking attorneys’ fees . . . ."¥ The court
went on to conclude that the court was authorized to award
attorneys’ fees under Section 37.009 of the Declaratory Judgnents
Act even though no allegation referred to that section.?® There is
therefore at least room to doubt that Hot-Hed s prayer for
attorneys’ fees was not authorized under state | aw.

Even assum ng arquendo, however, that Hot-Hed failed properly
to allege a basis for attorneys’ fees under state |law, such a
failure would not require that the claimbe read as a request for
relief available under federal |aw. The Lanham Act, relied on by
the district court to bootstrap a federal question through a
virtually standard plea for attorneys’ fees, permts recovery of
reasonabl e attorneys’ fees in “exceptional cases” only.1®
Qobvi ously, Hot-Hed never stated that it was seeking attorneys’ fees

under the Lanham Act, as it took care to plead only state |aw

14 ld. at 315.

15 O course, Bullock involved an action explicitly
seeking a declaratory judgnent. This request, however, does not
appear to have been determ native. Additionally, the conpl aint
here contained a catch-all request for such other relief as to
which it mght justly be entitled. Under this request, the court
coul d have issued a declaratory judgnent.

16 15 U S.C § 1117(a).



causes of action. Nei ther did Hot-Hed specifically allege that

this case presented the sort of “exceptional” conduct required to
warrant attorneys’ fees under the Lanham Act. As nmultiple courts

have clarified, renoval of a trademark infringenment action is

i nproper “when a plaintiff does not clearly state he is seeking
relief under the LanhamAct.”? It is at |east incongruous to hold,

as did the district court, that Hot-Hed' s plea for attorneys’ fees

“as allowed by law’ —an allegation that fails to identify any
statutory basis for attorneys’ fees, either state or federal —
inpliedly rests on the Lanham Act, which was not cited, while
hol ding that the plea does not inpliedly rest on the Declaratory
Judgnents Act because Hot-Hed failed to cite it.

As any doubt about the propriety of renmoval nmust be resol ved
in favor of remand, we cannot say that Hot-Hed s request for
“attorneys’ fees as allowed by |aw is authorized only by federal
| aw. To decide otherw se under these facts would be the ultinmate
“gotcha.”

Second, even if we were to determne that Hot-Hed pleaded
relief that is available only under federal |aw, we would hold that

such a boiler-plate request for attorneys’ fees “as all owed by | aw

1 Johnson v. Tuff-NRunble Mgnt., Inc., 2002 W. 31819167,
at *5 (E.D. La. Dec. 13, 2002); see also Vitarroz Corp. V.
Borden, Inc., 644 F.2d 960, 964 (2d Cr. 1981); La Cheni se
Lacoste v. Alligator Co., 506 F.2d 339, 346 n.9 (3d Gr. 1974)
(collecting cases in which federal courts have been unwilling to
find a federal question by inplication).
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is insufficient to confer subject-matter jurisdiction on the
federal courts. W agree with the Ninth Crcuit’s holding in

Carter v. Health Net of California, Inc. that “[a] request for

attorney’s fees cannot be a basis for federal jurisdiction. ”® A
contrary holding would allow the proverbial tail to wag the dog.

Qur decision in Medina v. Ransey Steel Co.,! relied on by the

district court inits holding, does not require an opposite result.
In Medina, the plaintiff filed his original conplaint in state
court in Novenber 1994, alleging discrimnatory non-pronotion and
retaliatory discharge under the Texas Labor Code. The defendant
renoved the action to federal district court, claimng that it was
preenpted by the ADEA. The district court remanded the case to the

state court in February 1995. There, the case sat idle until My

1999, when it was finally set for trial. At that tinme — al nost
five years after the case had been filed —the plaintiff anended
his conplaint to assert a claim for back pay and |iquidated

damages. The defendant again renoved the case to federal court and
Medi na again noved to renand. The district court denied the
not i on. 2°

On appeal, we affirnmed the denial of remand, stating:

18 374 F.3d 830, 834 (9th Cr. 2004).
19 238 F.3d 674 (5th Cr. 2001).
20 ld. at 679.



Medi na’ s anended pl eadi ngs seek back pay and |i qui dated
damages as provi ded under the ADEA. Texas | aw caps | ost
earnings at tw years and does not provide for the award

of liquidated danages. Fromthe face of Medina s well -

pl eaded conplaint, it is clear that Mdina is not

proceedi ng on t he excl usive basis of state |l aw. |nstead,

t he danages he seeks are authorized only by federal |aw.

Therefore, the district court’s denial of Medina s notion

to remand was appropriate.?

Al t hough Medi na supports Saf eHouse’ s argunent that a request
for sone particular type of relief nay present a federal question,
Medi na is distinguishable fromthe instant case. |In Medina, the
pl ainti ff sought back pay and |i qui dated danages under the ADEA —
substantive relief under a specified federal statute intended to
redress directly the wong allegedly conmtted by the defendant.
In contrast, the collateral relief at issue here —attorneys’ fees
——is not intended to renedy injury caused by the alleged of fense,
but is instead an incidental cost of litigation not identified in
the conplaint as relief avail abl e under the Lanham Act or any ot her
named federal statute. As such, whether Hot-Hed is entitled to

attorneys’ fees does not raise a “substantial, disputed question”

about an essential elenent of a federal right, as required for an

issue to present a federal question. ??
Finally, SafeHouse asserts in this court an argunent not

presented to the district court, viz, that in addition to Hot-Hed’ s

21 Id. at 680 (internal citations omtted).

22 |d. (federal right nust be “essential elenent” of cause
of action); Carpenter, 44 F.3d at 366.
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request for attorneys’ fees, Hot-Hed s substantive counts also
present a federal question. SafeHouse argues that “Hot-Hed has set
forth two i ndependent causes of action for trademark infringenment-—
one necessarily being under the LanhamAct.” 1|n essence, SafeHouse
is contending that Hot-Hed cannot allege separate, independent
clains for trademark infringenent and unfair conpetition under
Texas law. This argunent, appropriately described by Hot-Hed as
convoluted, is plainly wthout nerit. Al t hough tradenmark
infringenment actions fall within the larger unbrella of unfair
conpetition,?® a defendant “nmay be liable for unfairly conpeting
w t hout having technically infringed a trademark” and i ntentional
trademark i nfringenent “shoul d be al |l eged as addi ti onal counts [ of]
unfair conpetition.”? SafeHouse has cited no cases standing for
the proposition that a plaintiff may not allege both trademark
i nfringenment and unfair conpetition under Texas common | aw, i ndeed,
nunmerous Texas cases involve allegations of both trademark
i nfringenent and unfair conpetition.?® Even if we were to address
this argunment that SafeHouse raises for the first time in this

court, we would reject it as unavailing.

23 Derrick Mg. Corp. v. SSW Wre Coth, Inc., 934 F.
Supp. 796, 805 n.13 (S.D. Tex. 1996).

24 13 WlliamV. Dorsaneo IIl, Texas Litigation Guide 88§
200.24[2][c], 200.110[2][c] (2000).

25 See generally John Paul Mtchell Sys. v. Randall s Food
Mts., 17 S.W3d 721 (Tex. App. 2000).
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[11. CONCLUSI ON
As we hol d that this case does not present a federal question,
we grant Hot-Hed's petition for a wit of mandanus in part and
VACATE the district court’s order denying the notion to remand by
finding federal question jurisdiction. W REMAND to the district
court, however, for it to address whether SafeHouse has net its

burden of denonstrating that diversity jurisdiction exists.

VWRI T GRANTED.
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