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WEIGH TO WELLNESS, LLC

N N N N N N N N N

Defendant

MEMORANDUM OPINION & ORDER?

Irwin Holdings, LLC and American Family Care, Inccommenced this
action against Weigh to Wellness, LLahder the Lanham Act, 15 U.S.C. § 1051,
et seq (Doc. 1). Pending before the undersigned is the defendant’s motion
seeking dismissalinder Rule 12(b)(69f the Federal Rules of Civil Procedumar,
alternatively, summary judgment under Rule 56 of those rules. (Doc. 8). For the
reasons discussed below, the defendant’s motion is duedtniesl
|. Facts

American Family Care is a natial network of medical clinics that provides
primary, family, urgent, occupational, and outpatient care. (Doc. 1 at § 10).
Additionally, it offers its patients a medicalbupervised weight loss program

called“WeighToLive.” (Id.). Irwin Holdings filedan application for registration

! The parties have consented to the exercise of dispositive jurisdictiomiagiatrate judge
pursuant to 28 U.S.C. 8§ 636(c). (Doc. 11).
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of the mark “WeighToLive” (the “WTL mark” or the “plaintiffs’ mark'9dn March

16, 2015 and obtained registration of the mark on June 14, 2Q#i6at Y 10;Doc.

1-1; Doc. 13 at p. 57). It licenses theNTL mark to American Family Care
(Doc. 1 at 1 11). In their complaint, the plaintiffs allége WTL mark has been
used in connection with the weight loss program offered by American Family Care
since at least February 1, 2014d. @t 11 1213). The application for registration

of theWTL mark as well as the certificate of registration for the mat&ntifies
February 1, 2014 as the mark’s date of first use. (Ddcaflp. 2; Doc. B at p.

6).

The defendant operates a medicallypervised weight loss mgam called
“WeighToWellness (the “WTW mark” or the “defendant’'s markinh the same
Birmingham, Alabamanarketwhere several American Family Care clinics are
located (Doc. 1at Y 1517). Leslie Ellison formed the defendant in January
2014. (Doc. 8L at 1 6 Doc. 84). During that same month, she procured a license
to use “obesity management lifestyle modification” software in the defendant’s

name, purchased the domain namesyw.weightowellnesslic.com and

www.weightowellnessbham.cqorand contracted an architectural firm to design a

physical office space for the defendant. (Doeg.& 11 45, 7, Doc. &2; Doc. 83;
Doc. 85). In April 2014, Ellisorretaineda construction ampany to build out the

space. (Doc.8 at 1 8 Doc. 86). Also in April 2014, the defendant purchased a


http://www.weightowellnessllc.com/
http://www.weightowellnessbham.com/

banner bearinthe WTW mark to promotis opening. (Doc.8 at 1 9 Doc. 87).
The defendant began displaying the banméday 2014. Doc. 81 at 1 9; Doc. 8
7). The defendant purchased a sign beatirg WTW markin June 2014 and
began disjaying the sign in July 2014. (Doc-1&t 1 10 Doc. 88). Also in June
2014, the defendant purchased and began distributing pomalbmerchandise
(e.g., pens, water bottleplastic bags) bearinghe WTW mark procured and
distributed business cards and letterhead beahegWTW mark and began
selling to the public privatellabeled products (e.g., meal replacements and protein
supplements). (Doc.-8at 1 1113; Doc. 89; Doc. 810).2 The defendant began
what it describes as “extensivativertisingusing the WTW mark in community
newspaperand through digital means and printed brochumeduly 2014. (Doc.
8-1 at { 14; Doc.41)2 It began advertising through a Facebook account shortly
after openingand through an Instagram account in January 2015. (Dbat8]
15; Doc. 812).

On June 2, 2015, the plaintiffs sent a letter ® defendant, demanding it
immediately cease and desist uséhaf WTW mark on the grounds such use was
likely to cause confusion amongst consumers and infringed qiaimsiffs’ mark.

(Doc. 1at 1 18; Doc. 13). Ellison was not aware American Familyr€affereda

2 Invoices indicate the defendant purchased 500 pens, 500 water bottles, 3,000 plastic bags,
4,000 business cards, 1,000 pieces of letterhead, 1,000 envelopes, and 300 cardshbearing
WTW mark (Doc. 8-9 at pp. 2-4; Doc. 8-10 at pp3R-

3 The defendanhas submittedelect advertisements aadist of the community newspapers in
whichit has advertised since the summer of 2014. (Doc. 8-1 at {(&¥(&ec. 811).
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weight lossprogramor was using thaVTL mark, or that Irwin Holdings had
applied for registration of the mark, until she received the emaddesist letter.
(Doc. 81 at § 16). By a letter dated June 26, 2015, the defendant refizsed
discontinue use othe WTW mark stating it believed the plaintiffs’ claim of
potential marketplace confusion was exaggerat¢doc. 1 at § 19; Doc.-4).
Because the plaintiffs directed no further correspondence to the defendant) Elli
believed the plaitiffs were satisfied with the defendant’s response and considered
the matter closed.Dpc. 81 at 1 17).

The plaintiffs commenced this action on May 22, 2018, asserting claims
against the defendant for trademark infringemamter 15 U.S.C. § 1114(1)(aipd
unfair competition undet5 U.S.C. § 1125(a)f1 (Doc. 1 at 114, 2136)* They
seek an order permanently enjoining the defendant from tisen@/TW mark, as

well as money damagesld(at 11 3740, pp. 910). In respmse to the complaint,

4 A trademark identifies the source of goods, while a service mark identieesaurce of
services. Seel5 U.S.C. §8 1127 (defining “trademark” and “service marS3yvannah Coll. of

Art & Design, Inc. v. Sportswear, IndB72 F.3d 1256, 12661 (11th Cir. 2017) (discussing
distinct but similar purposes of trademarks and service macks) denied 139 S. Ct. 57
(2018); Univ. of Florida v. KPB, InG.89 F.3d 773, 775 n.4 (11th Cir. 1996) (“A ‘service mark’

is identical to a trademark in all respects except that it is intended to indicate the brigin o
services, rather than goods.”The parties refer to their respective marks without making clear
whether they are trademarks or services marks, although the plaintiffs ddyidasetr §
1114(1)(a) claim as one for trademark infringemer8ee( generallypocs. 1, 8, 16 & 17). For

the purpose of this memorandum opiniand order, the undersigned adopts the parties’
terminology and notes that analysis of an infringement claim is usually the wéaether it
relates to a trademark or a service malee Tana v. Dantanna’611 F.3d 767, 772 n.3 (11th
Cir. 2010) (“The analysis is the same for service mark and trademark infeng&ynSavannah

Coll. of Art & Design 872 F.3d at 1261 (“In most respects, the analysis is the same [for
trademarks and service marks] and coultss treat the two terms as interchangeable in
adjudicating infringement claims.” (internal quotation marks omitted)).
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the defendant filed its motion seeking dismissal under Rule 12(b)(6) or,
alternatively, summary judgment under Rule 56. As grounds for its motion, the
defendant argues the plaintiffs’ claims are barred by the doctrine of laodes
alternatively, that it is entitled to summary judgment based on its status as a prior
user under 15 U.S.C. 88 1057(c)(1) and 1115(b)(5).
II. Standards of Review

A. Motion to Dismiss

Dismissal under Rule 12(b)(6) is appropriate if a complaint does not
“contain sufficient factual matter, accepted as true, to ‘state a claim to relief that is
plausible on its face.” Ashcroft v. Igbal 556 U.S. 662, 678 (2009) (quotigll
Atl. Corp. v. Twombly550 U.S. 544, 570 (2007)). “A claim has facial plausipilit
when the plaintiff pleads factual content that allows the court to draw the
reasonable inference that the defendant is liable for the misconduct alldded.”
(citing Twombly 550 U.S. at 556). “The plausibility standard is not akin to a
‘probability requirement,” but it asks for more than a sheer possibility that a

defendant has acted unlawfully.Id. “[L]abels and conclusions,” “a formulaic
recitation of the elements of a cause of action,” and “naked assertion[s] devoid of
further factual enhancem@&rare insufficient. Id. (quoting Twombly 550 U.S. at

555, 557) (internal quotations omitted).



B. Motion for Summary Judgment

Under Rule 56 of theederal Rules of Civil Procedurft]he [district] court
shall grant summary judgment if the movambws that there is no genuine dispute
as to any material fact and the movant is entitled to judgment as a matter of law.”
FED. R.Civ. P.56(a);see also Celotex Corp. v. Catret77 U.S. 317, 322 (1986);
Anderson v. Liberty Lobby, Inc477 U.S. 242, 2448 (1986). The party seeking
summary judgment bears the initial burden of informing the district court of the
basis for its motion and identifying those portions of the record the party believes
demonstrate the absence of a genuine dispute as to a materi@daatex Corp.

477 U.S. at323. If the moving party carries its initial burden, the -nmvant
must go beyond the pleadings and come forward with evidence showing there is a
genuine dispute as to a material fact for tridl. at 324.

The substantive law identifies which facts are material and which are
irrelevant. Anderson477 U.S. at 248. A dispute is genuine if the evidence is such
that a reasonable jury could return a verdict for themomant. Id. at 248. If the
evidence is merely colorable or not significantly probative, summary judgment is
appropriate.ld. at 24950 (internal citations omitted). All reasonable doubts about
the facts should be resolved in favor of the -nmwyvant, and all justifiable
inferences shdd be drawn in the nemovant’s favor. Fitzpatrick v. City of

Atlanta, 2 F.3d 1112, 1115 (11th Cir. 1993).



[11. Discussion

A. Laches Defense

The Lanham Act does not provide a statute of limitations for claims brought
thereunder.Kason Indus., Inc. v. @nponent Hardwaré&rp., Inc., 120 F.3d 1199,
1203 (11th Cir. 1997). Instead, the timeliness 6haham Actclaim is assessed
by reference to the equitable doctrine of lach8slar Reflections, LLC v. Solar
Reflectons Glass Tinting, LLC256 F. Sipp. 3d 1248, 1253 (N.D. Ala. 2017)
(citing Kason Indus.120 F.3d at 1203 onagra, Inc. v. Singletorr43 F.2d 1508,
1517 (11th Cir. 1984))see also6 J. THOMAS MCCARTHY, MCCARTHY ON
TRADEMARKS AND UNFAIR COMPETITION § 31:1 (56th ed.) (“Laches is an old
equitable defense analogous in purpose to the statute of limitations.”). Although
laches is a flexible doctrine, a defendant must demonstrate three elements for its
successful application barring a Lanham Act claim: (1) that the plaintifyeila
assering a right, (2) that the delay was not excusable, and (3) that the defendant
was unduly prejudiced by the delayKason Indus. 120 F.3d at 1203citing
AmBrit, Inc. v. Kraft, InG.812 F.2d 1531, 1545 (11th Cir. 1986)).

Additionally, a court must consider the public’s interest in a trademark as “a
definite designation of a single source of the good3dhagrg 743 F.2d at 1517
(noting that public interest in avoiding confusion might outweigh any prejudice

suffered by defendant). Thus, even where andizfiet is able to establish the three



requisite elements of a laches defense, if the likelihood of confusion is inevitable
or so strong as to outweigh the prejudicial effects of a plaintiff's delay in bringing
suit, a court may in its discretion grant ingime relief. Kason Indus.120 F.3d at
1207 (holding that this discretion does not apply exclusively to cases of intentional
infringement);see also Univ. of Pittsburgh v. Champion Prods.,,|686 F.2d
1040, 1044 (3d Cir. 1982) (describing the “common situation” where a plaintiff's
delay “will bar its clam for an accounting for past infringement but not for
prospective injunctive relief”) (cited favorably ikason Indug. This requires
“careful, factintensive consideration.Kason Indus.120 F.3d 81207.

Delay should be measured from the time a plaintiff knew or should have
known it had a provable claim for infringementl. at 1206 (noting any other rule

would require trademark owner to “ ‘sue first and ask questions later™ (quating
THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION, 8§

31.19) (4th ed. 1997)). Relevant to when a plaintiff knew or should have known of
a claim are considerations of progressive encroachment, damage the plaintiff was
suffering, and the likelihood of confusion at the time of sud. (holding that
whereplaintiff contended defendant slowly encroached on its market, district court
should have determined point at which plaintiff could have demonstrated

likelihood of confusion in its primary market for purposes of analyzing laches

defense).



Courts in the Eventh Circuit apply the statute of limitations for “analogous
state law claims” as the “touchstone for delay” in trademark cdsason Indus.
120 F.3d at 1203 (citingmBrit, 812 F.2d at 1546)Otherwise put, the analogous
state law limitations periots the reference point fadhe measure of acceptable
delay in asserting a trademark claim Ydretherthere has been any delay at .all)
Decisions emanating from this court are not entirely consistent as to the Alabama
law analogous to the Lanham A e Solar Reflections256 F. Supp. 3d at 1254
55 (suggesting Alabama Trademark Act, to which-pear residual statute of
limitations provided by Ala. Code 8§8-B38(l) presumably applies, is state law
analogous to Lanham Acthjibbett Sporting Goods, Inc. Hibbett Patient Care,
LLC, 2014 WL 12603509, at *3 (N.D. Ala. Oct. 3, 2014) (assuming without
deciding that Alabama Deceptive Trade Practice Act's-ymae statute of
limitations applies to Lanham Act claimd)hompson v. Town of Double Springs
2005 WL 8157964, at *1 (N.D. Ala. Aug. 29, 2005) (holding that Lanham Act
borrows oneyear statute of limitations applicable to Alabama Deceptive Trade
Practices Act)

The defendant argues that whether the Alabama Deceptade Rractice
Act's oneyear limitatiors period or the Alabama Trademark Act's tyear
limitations period is the appropriate touchstone, the element of delay is esthblishe

because the plaintiffs were aware of thefendant’smark no later than June 2,



2015, the date of the ceaseddesist lettetheydirected to the defendant, and did
not commence this action until nearly three years later, on May 22, 2Db8. 8

at pp. 6-8). The defendant furthezlaimsthe delay is ingcusable (ld. at p. 8).

The plaintiffs do notontestthe defendant’'s measure of delay or offer an excuse
for the period that elapsed between their cessbdesist letter and their
commencement of this action. The crux of the parties’ dispute on the issue of
laches is whether (1) the defendant has been unduly prejudiced ahd¢2s a
likelihood of confusion so gre#ttat the public’s interest in the plaintiffs’ mark as a
definite designation of a single source of goods and/or services outweighs an
prejudice suffered by the defendant.

According to the defendant, suffered undue prejudideecause the money
damages the plaintiffs now seekll be greater,and any injunction issued more
disruptive,than hadhe plaintiffstimely assertedhear claims. (Doc. 8 atpp. 8-9;

Doc. 17 atpp.5-6). Given the plaintiffs have not yet quantified the damages they
seek, the defendant’s first basis for undue prejudice is, at this ppetdulative.
Moreover, absent citation tioinding or persuasive duirity to the contrary, the
undersigned is dubioubatthe mere possibility delay could increase a defendant’s
financial exposure demonstrates undue prejudice. Such a low hurdle would rende

the undue prejudice requirement mostly meaninglessnaic a dches defense
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available to virtually any trademark infringemeaéfendantwho could show
inexcusable delay.

Elaborating onits second basis for undue prejudice, the defendant claims
thatduring the period of the plaintiffs’ delay continued to invest iand advertise
the goods and/or services signified by its nmamkl accrue goodwill associdteith
the mark (Doc. 17 atpp. 5-6). This is known as “economic prejudice 3ee6
McCCARTHY, supra, 8 31:12 (“Economic or expectatimmsed prejudice
encompasse actions made by the defendant that it would not have taken or
consequences it would not have experienced had the plaintiff brought suit
promptly.”); Groucho’s Franchise Sys., LLC v. Gelco of GA, ,Irk016 WL
7887996, at *4 (N.D. Ga. Aug. 24, 2016) (“Undue prejudice ‘may be shown if the
plaintiff's unexcused failure to exercise its rights caused the defendant to tsly to |

detriment and build up a valuable business around its trademark.” (quoting
Chattanoga Mfg., Inc. v. Nike, In801 F.3d 789, 795 { Cir. 2002))) aff'd, 683
F. App’x 826 (11th Cir. 2017)Solar Reflections256 F. Supp. 3d at 1256 (noting
defendant had not been “lulled by plaintiff's silence into further investment or
reliance on the [trademark].”).

The plaintiffsarguethere can be nandueprejudicewhere one party relies

not on another’s inaction but, rather, as did the defendant, on its own opinion it is

not infringing on the other party’s marKDoc. 16 atpp. 4-6). SeeCitibank, N.A.
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v. Citibanc Group, InG.724 F.2d 1540, 15447 (11th Cir. 1984) (notinghat
defendants had not relied on plaintiff's delay in expanding useaof but, rather,
had expanded use while asserting right to do so in face of plaintiff's constant
complainty. The defendant challenges the legal soundness of the plaintiffs’
argument and, also in reply, claims continued investment and advertising was in
relianceboth on its own assessment of fAnfringement and on its belief that its
response to the ceaaaddesist lettehad satisfiedhe plaintiffs. (Doc. 17 atpp.
3-5).

It is not necessary to determine whether the plaintiffs’ reliance argument
meritoriousbecause questions of fact preclude a determination the defenadat
SO great an investment in the goods and/or services bearing its mark between June
2015 and May 2018 that allowing the plaintiffs’ claims to proceed would cause it
prejudicial economic detrimentt is not clear from the face of the complaint that
the defendant has suffered such detrimege Spiral Diret; Inc. v. Basic Sports
Apparel, Inc, 151 F. Supp. 1268, 1280 (M.D. Fla. 2015) (noting that while some
courts consider laches an unsuitable basis for dismissal at the pleading stage
because it is a fatmtensive affirmative defensea complaint is subjécto
dismissal under Rule 12(b)(6)the complaint on its face shows that the doctrine
bars relief. Moreover, thalefendant has not submitted any evidence quantifying

its claimed investment, advertising or otherwise, during this period, nor has it

12



attenpted to substantiate the goodwill it purports to have accrued. The cases cited
by the defendant itself in support of its undue prejudice argument shomadhat

Is required to support a finding of undue prejudi&eeFitbug Ltd. v. Fitbit, Inc.

78 F. Qupp. 3d 1180, 1194 (N.D. Cal. 2015) (holding that defendant demonstrated
economic prejudice by producing “substantial evidence detailing its efforts through
the period of [the plaintiff's] delay to build its business, generating substantial
sales, hiringdrge numbers of employees, and developing products . . . offer[ed]
under [its] weltknown [] mark[,] [which] efforts[] and [] products[] garnered
awards and substantial media coverageTis. of Columbia Univ. v.
Columbia/HCA Healthcare Corp964 F. Supp/33, 753 (S.D.N.Y. 1997) (holding

that defendant demonstrated prejudice by producing evidence it spent millions of
dollars developing programs prominently featuring its mark, advertising and
promoting its facilities, changing the names of its hospitals, and developing new
unified design and brand campaig@pnopco, Inc. v. Campbell Soup €85 F.3d

187, 192 (2d Cir. 1996) (affirming district court’s holding that defendant was
prejudiced by plaintiff's delay where defendant produced evidence it “committed
massive resources” to its marketing strategy before plaintiff brought Lanham Act
claims);see alsaGroucho’s Franchise Sys2016 WL 7887996, at *4 (holding that
defendant provided sufficient evidence of undue prejudice where it asserted it had

spent nedy $50,000 in advertising its mark and more than three million in

13



operating its restaurant during period of plaintiff's delayyor the foregoing
reasons, the defendant has failed to establish a laches defense.

B. Prior Use Defense

To prevail on a claim of infringement of a registered mark under §
1114(1)(a)or unfair competition under § 1125(a)(d) plaintiff must show that (1)
its mark has priority of use and (2) the defendant’'s mark is likely to cause
consumer confusion.Frehling Enterprises, Inc. Unt’l Select Group, Ing.192
F.3d 1330, 1335 (11th Cir. 1999jeciting elements of § 1114(1)(a) claim)
Planetary Motion, Inc. v. Techsplosion, In261 F.3d 1188, 1193 (11th Cir. 2001)
(reciting elements of § 1125(a)(1) clainggee alsoCompton v. Fih Ave. Ass'n,
Inc., 7 F. Supp.2d 1328, 1331 (M.D. Fla. 1998)kXplaining that an essential
element of an infringement claim under § 1114(1)(a) is ownership of a mark,
which is determined by priority of useengoku Works Ltd. v. RMC Int'l, Lt®6
F.3d 1217, 1219 (9th Cir. 1996) (“It is axiomatic in trademark law that the standard
test of ownership is priority of use.’gs modified97 F.3d 1460 (9th Cir. 1996).

The act of filing an application for registration constitutes constructive use
contingent on final registration and confers a nationwide right of priority on the

registrant dating back to the application dageel5 U.S.C. 88 1057(b) and (c),

5> Because the insufficient evidence of undue prejudice is fatal to the deferldanés defense,
the undersigned declines to address the question of confusion countervailing any suateprejudi
at this stage of the litigation.
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1115(a). The plaintiffs filed an application to register their mark on March 16,
2015. (Doc. 13 at pp. 57). Because the application became a successful
registration(Doc. 1-1), a constructive use date of March 16, 2(d@plies to the
plaintiffs’ mark.

Section 1057(c)(1) provides that this right of priority does not apply against
a pary who made actual use of the mark prior to the registrant’s constructive use.
See§ 1057(c)(1);see also AllardEnters, Inc. v. Advanced Programmiriges,
Inc., 249 F.3d 564, 572 (6th Cir. 2001) (“The territorial rights of a holder of a
federally registeed trademark are always subject to any superior common law
rights acquired by another party through actual use prior to the registrant’s
constructive usé); 2 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND
UNFAIR COMPETITION 8§ 16:18.50 (5th ed (“Neither application for nor
registration of a mark at the federal level wipes out the prior nonregistered,
common law rights of others. The nonregistered rights of a senior user are not
erased by the later federal registration of a junior use&filarly, 8 1115(b)(5)
providesa defense to a party who “adopted [a mark] without knowledge of the
registrant’s prior use” and has used the mark “from a date prior to [] the date of
constructive use of the mark established pursuant to section 1057%€€™S
1115(b)(5);5 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR

COMPETITION § 26:44 (5th ed.)Xexplaining that § 1115(b)(5) aids an “intermediate

15



junior user’— a party whose actual use of a mark pimies a registrant’s actual
use of a mark but prdates the registrant’s constructive use of the mark).

The defendant argues the plaintiffs’ § 1114(1)(a) infringement claim fails
because the evidence shows the defendant made actual use of its mark before th
plaintiffs applied for registration of @r mark. (Doc. 8 app.9-14; Doc. 17 app.

7-9). The plaintiffs argue the question is not whether the defendant made actual
use of its mark before the plaintiffs applied for registration of their mark but,
rather, whether the defendant made actual aises mark before the plaintiffs
made actual use of their mark. (Doc. 1§@t6-9). In other words, the plaintiffs
claim to rely on their date of actual use of their mark to establish priority, not on
their constructive use date.

The plaintiffs’ algument fails not as a legal premise but, rather, on the

evidence- or lack of evidence- the plaintiffs offer to support ft. While the

® The defendansuggest$g8 1057(c)(1) and 1115(b)(5) preclude a registrant from establishing
priority through actual use. This is mistake®eeANNE GILSON LALONDE, ET AL., TRADEMARK
PROTECTION ANDPRACTICE 8§ 3.03[3][c] (2006) (explaining that in the case of an application for
registration based on actual use, rather than intent to use, constructive Useeenengless
advantage” with respect to geographic aneafspreapplication use becauskee “[a]ctual use
priority date must necessarily be earliei@gbastian Brown Prods., LLC v. Muzooka, ,Ii€3

F. Supp. 3d 1026, 10380 (N.D. Cal. 2015) (noting that plaintiff could claim priority of use by
showing eithe constructive or actual use predating defendant’s actual Aka) Enters., Inc.

v. Advanced Programming Res., Int46 F.3d 350, 3534, 35960 (6th Cir. 1998) (affirming
district court’s determination of priority based on comparison of one party’'s datéuaf ase
with other party’s date of actual use preceding the date of its application ikiratgn); Harod

v. Sage Products, Inc188 F. Supp. 2d 1369, 1378 (S.D. Ga. 2002) (comparing ron
registrant’s actual use of mark with registrant’s actual use of marktprgda constructive use

16



plaintiffs allege in their complaint that they made actual use of their mark at least
as early as February 1, 2014, they cannot rest on this pleading in opposing the
defendant’s motion for summary judgment but, rather, must come forward with
evidenceto sipport their alleged date of first actual useeeCelotex Corp. 477

U.S. at324. The onlypurportedevidence to which the plaintiffs point is the
certificate of registration for their mark, which identifies February 1, 2844he
mark’s date of firsuse. (Doc. 41). However, this is not in fact evidence of the
date the plaintiffs first made actual use of the mafiee2 MCcCARTHY, supras§

16:19 (“A usebased registration is not proof of use dating back to the date of first
use claimed in the application. It is evidence of first use only as of its filing
date.”); 37 C.F.R. § 2.122(b)(2) (providing thatimter partesproceeding, “[t]he
allegation in an application for registration, or in a registration, of a datseois

not evidence on behalf of the applicant or registrant” but, rather, “a date of aise of
mark must be established by competent evidenddBC Frandise, LLC v.
Tarnting, 19 F. Supp. 3d 456, 4831 (W.D.N.Y. 2014) (plaintiff could not rely on
allegation of first use claimed in application for registration to prove priority),
aff'd, 826 F.3d 653 (2d Cir. 201638am’s Riverside, Inc. v. Intercon Solsg.,

790 F. Supp. 2d 965, 977 n.17 (S.D. lowa 2011) (holding that certificate of

for purposes of determining priortyDaniel Grp. v. Serv. Performanc&rp., Inc, 753 F. Supp.
2d 541, 547 (E.D.N.C. 2010) (samé&)nker, Inc. v. Potee2017 WL 4351304, at *6 (N.D. Tex.
Sept. 30, 2017) (same).
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registration was evidence of use dating back to date of application for registration,
but not evidence of use dating back to date of first use claimed by registrant and
statel on certificate)Angel Flight of Georgia, Inc. v. Angel Flight Southeast,,Inc.
2006 WL 8444582, at *17 (N.D. Ga. Nov. 20, 2006) (“Not only does the date of
first use stated in an application not establish the date the registrant can claim
nationwide ridnts in a mark, such stated first use in an application does not even
provide any proof of use whatsoever.izu Wei Chen Food Co. v. CHihi
Enters., Inc. 73 F.3d 379, at *2 (Fed. Cir. 1995) (“Allegations in a trademark
application of a date of use [feanot evidence of such use.Harvey Aluminum
(Inc.) v. American Screen Prods. C805 F.2d 479, 481 (C.C.P.A. 1962) (holding
that partycould not rely on allegation of first use set out in its own regjish to
establish priority because registration establishes use only as of filingAlaeint
evidence of a date of first actual use, the earliest date of use on which the plaintiffs
may rely is their constructive use date, March 16, 2015, and thesiigp
guestion for purposes of the pending motion is, as the defendant argues, whether
the evidence shows it used its mark before the plaintiffs’ constructive use date.

The defendantimplies “use” has an ordinary meaning as used 88
1057(c)(1) and 115(b)(5). (Doc. 17 at p.8). Howevet,is clear “use” in this
contextmeansactivity sufficient to establish ownership of a mark under common

law. See2 McCARTHY, supra 8 16:17 (“A party who alleges a use prior to an
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opponent’s constructive use date must prove its priority under the traditional rules
of common law trademark priority; Lucent Info. Mgmt., Inc. v. Lucent Techs.,
Inc, 986 F. Supp. 253, 258 (D. Del. 1997) (analyzing whether plaintiff
demonstrated actual use of mark preceding defendant’s constructive use date under
common law trademark rulesgff'd, 186 F.3d 311 (3d Cir. 1999)Courts in the
Eleventh Circuit apply a twpart test to determine whether a party has
demonstrated usef a mark sufficient toestablishcommon law ownership
Planetary Motion 261 F.3dat 1195 (adopting test articulated inNew Eng.
Duplicating Co. v. Mended90 F.2d 415 (1st Cir. 1951)). There must be evidence
of (1) adoption of the mark and (2) “ ‘use in a way sufficiently public to identify or
distingui$ the marked goods in an appropriate segment of the public mind as those
of the adopter of the mark.’Id. (quotingMendes 190 F.2cat419).

What activities satisfy the public identification prong of the tisstiecided
on a casdy-case basis, consideg the totality of the circumstancesd. There
are howeverguideposts for the inquiryMerely wsing a mark in connection with
preliminary steps taken to launch a business generally does not evidence use
establishing ownershipMaritec Indus., Inc., v. Sterling Powerboats, In2004
WL 3403353, at 3 (M.D. Fla. Nov. 16, 2004) Sale of the goods or services
bearing the mark is typical andlighly persuasivé evidence of use.Planetary

Motion, 261 F.3d at 119@juotingNew West Corp. v. NYM Co. of California, Inc.
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595 F.2d 1194, 1200 (9th Cir. 1979)). Nonetheless, advertising, publicity, and
solicitation may establish sufficiently public use in the absence of, satasded
these activities “have substantial impact onghechasing publi€¢ FN Herstal SA

v. Clyde Armory, In¢.838 F.3d 1071, 1081 (11th Cir. 201@)ternal quotation
marks omitted)adding that “[a]t the very least, [these activities] must be . . . open
and notorious or of such a nature and extent thantdr& has become popularized

in the public mind so that the relevant segment of the public identifies the marked
goods with the mark’s adopter” (internal quotation marks omitte@hile wide
public recognition is not required, secretdar minimisuse isgenerally inadequate.
Planetary Motion 261 F.3d at 1196.

Guided by the foregoing, it is clear questions of fact preclude a
determination the defendant neeslifficiently public use of its mark before March
16, 2015 to establish ownership. The defendant’s legal formapomghase of
software,acquisition of Internet domains, and retention of an architectural firm to
design its physical office space and a construction company to build bap#te
were preparatory steps for doing business, andli¢fiendant has not shown they
caused the public to identify the defendant with the good&asérvices bearing
its mark. SeeMaritec Indus, 2004 WL 3403353, at *4 (holding that preliminary
steps taken by party to launch its business, including desigaipgoduct, buying

business cards and letterhead bearing its mark, and meeting with individuals to
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plan marketing and business strategies, did not constitute use sufficient to
establish ownershipBrookfield Comms., Inc. v. West Coast Ent. Calg5 F3d

1036, 105152 (9th Cir. 1999) (holding that registration of domain name did not
constitute use for purpose of acquiring trademark priority because mark is not
meritorious of trademark protection until used in public manner that creates
association among consumers between mark and mark’'s ow@eqrge
Washington Mint, Inc. v. Washington Mint, In849 F. Supp. 255, 260 (S.D.N.Y.
1972) (holding that “[t]he prior incorporation of the defendant, in itself, does not
establish priority of trademark use®e generally2 MCCARTHY, supra § 16:12.

The additional evidence the defendant has submitted regarding use of its
mark falls short of dmonstrating its entittement to common law trademark rights
as a matter of law.While that evidence shows that between April 2014 and
January 2015 the defendant begamg theWTW mark to promote it business, the
defendant has not offered sufficient specifics regarding the magnitude, public
reach, or efficacy of these effartsor example, while the defendant has submitted
evidence it purchased 500 pens, 500 water bottles, 3,000 plastic bags, 4,000
business cards, 1,000 pieces of letterhead, 1,000 envelopes, and 300 cards bearing
its mark, it does not indicate how many of these iterastitallydistributed to the
purchasing publicor otherwise suggest what impact this and other-sabes

activity, including advertising, had on the public. Similarly, it does not state how
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many privatelylabeled products it sold The absence ahese factsprecludes a
determinatioron summary judgment that during the period at iskaedefendant
made use of its mark in a way that distinguished goods and services libaring
WTW mark asthose of the defendant in the public’'s min@omparePlanetary
Motion, Inc, 261 F.3d at 11967 (affirming district court's finding of use
sufficient to establish ownership where, among other thitigsjbution of mark

was widespread becaudewas accessible to anyone with access to the Internet,
members of public actually associated mark with product to which it was affixed,
and other potential users of mark had notice itha&as being used in connection
with that product),FN Herstal 838 F.3d at 10882 (affirming district court’s
finding of use sufficient to establish ownership where party entered inye&En
contract to sell more than $634,000 worth of combat assault rifles to government,
contract received extensive media attention, and party showcased rifles for public
purchase at hundreds of trade shows and events, including one where it was “ ‘the
number one talked about firearm"gnd Direct Niche, LLC v. Via Varejo S/898

F.3d 1144, 11561 (11th Cir. 2018) (affirming district court’s finding of use
sufficient to establish ownership where onlineitetaendered advertising services

on its website in conjunction with its mark and website received millions of visits
each year)with Maritec Indus, 2004 WL 3403353, at *4 (holding that party’s

claim it distributed 4,000 brochures bearing its markrdit establish ownership

22



where party was insufficiently specific about where and to whom brochures were
distributed) and Spiral Direct, Inc. v. Basic Sports Apparel, In293 F. Supp. 3d
1334, 136970 (M.D. Fla. 2017) (holding thé&ks]imply operating a wbsite that is
accessible to every person in the United States does not confer common law
trademark rights on the owner for the entire United States,” and that parkyte f
to produce any data regarding number of customers who visited or purchased
goods bearing its mark through its website precluded determination party
established ownership of mark through online gakgspeal dismissed?018 WL
1957605 (11th Cir. Mar. 13, 2018)
V. Conclusion

For the foregoing reasons, the defendant’s motion seeking dismissal under
Rule 12(b)(6) or, alternatively, summary judgment under Rule 56 (Doc. 8) is
DENIED.

DONE this 15thday ofAugust, 2019

St Y. Grpetis

STACI G. CORNELIUS
U.S MAGISTRATE JUDGE

" To the extent the defendant’s citationDodley v. Healthsource Chiropractic, InB83 F.
Supp. 2d 377 (W.D.N.Y. 2012)s meant to support an argument its-ptarch 16, 2015
activities constitute use sufficient to establish trademark rights, the undersigelines to
accept this case as persuasive authorBge Generali v. D’Amic@66 F.2d 485, 489 (111Dir.
1985) (holding that “authority from one circuit of the United States Court of Appealstis
binding upon another circuit”).
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