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v. RPost Communications Limited et al

WO
IN THE UNITED STAT ES DISTRICT COURT
FOR THE DISTRICT OF ARIZONA
GoDaddy.com, LLC, No. CV-14-00126-PHX-JAT
Plaintiff, ORDER
V.

RPost Communications Limited, et al.,

Defendants.

Before the Court is DefendanitsDpening Claim Constrtion Brief (Doc. 114),
Plaintiff GoDaddy.com, LLC (“GoDaddy”)'sResponsive Claim Construction Brie
(Doc. 117), and Defendants’ Reply Claim Cioustion Brief (Doc. 19). On October 22,
2015, the Court conducted Markman Hearing pursuant tdMarkman v. Westview
Instruments, In¢. 517 U.S. 370 (1996). Consistent wilMarkman the Court now
construes the claims in the patents-at-isglieU.S. Patent No. 861,104 (filed April 17,
2012) (the 104 Patent”); (2) U.S. Patent.N8209,389 (filed June 26, 2012) (the 38
Patent”); (3) U.S. Patent No. 8,224,913 (filady 17, 2012) (the 913 Patent”); (4) U.S.
Patent No. 8,468,198 (filed da 18, 2013) (the”198 Patent”); (5) U.S. Patent
No. 8,468,199 (filed June 182013) (the “199 Patent”); and (6) U.S. Pate
No. 6,182,219 (filed January 32001) (the 219 Patent?.

Doc. 219

t

-

! Defendants are RPost Communications Ltd.; RPost Holdings, Inc.; RPos

International Ltd.; and RMalltd. Defendants are collectiweteferred to as “RPost.”
2 The '104, '389, '913, '198, and '19@atents are referred to herein as t
“Tomkow Patents.” The '219 Patent isereenced as the “Feldbau Patent.”

ne

Dockets.Justia.c


https://dockets.justia.com/docket/arizona/azdce/2:2014cv00126/835511/
https://docs.justia.com/cases/federal/district-courts/arizona/azdce/2:2014cv00126/835511/219/
https://dockets.justia.com/

© 00 N O O b~ W DN B

N NN NN NNNDNRRRRRR R R R
0 ~N O OO0 W NP O © 00N O 0 W N PP O

Table of Contents

[, BacCKground ... .4
[I. Legal StANTArd..........cooiiiiiiiiiiiiiiiiiieieee ettt e e e e aeeeneees .5
lll. Table of Construed Terms for the Tomkow Patents............ccceveeviiiiiiiinieeiiieiiinnns 8
IV. Table of Construed Terms forthe Feldbau Patent .................oevvvviiiiiiiiiiiiieiennnnee. 1
V. Table of Construed Terms onWhich the Parties AQree..........cccoevvvvvvviiiieeeeeeenn, 24
VI. Construction of Disputed Claim Terms in the Tomkow Patents........................ 27
AL MNBSSAGE. ...t 27...]..
o T ST T Y= PSPPSR 3Q....|.
G A INK e 35
D. “an indication that the messageshbeen opened by (delivered to) a
FECIPIENT e 36....}..
E. “an indication of receipt of the message by the recipient (recipient
(101011510 ] ) TP PRUPPPRTRRTPPN 45....]....
F. “an indication of the failure to delivédrte message to the recipient” .................... 47

G. “executing the link whethe message is opened at the recipient to control
the server to provel an indication that the megge has been opened at the

(=0 01 =] | R 48...|..

H. “the link being configured to exete automatically wén the message is
opened at the recipient processor to mrthe server to vide an indication
at the server that the messdge been opened at the peent processor”............... 53

l. “the link configured to execute whenetlink is activated at the recipient to
provide an indication that the messduges been opened Kgelivered to) a

(=T o] 01 T=7 o | SRS 54...1.

J. “executing the link when the link is acbed at the recipnt to control the
server to provide an indication thdte message has been delivered to the

(=T o] 01 T=7 o | SRS 56....|..

K. “wherein the link is exatged when the link is acted at the recipient to
control the server to provide an indicatithat the message has been opened at

(delivered t0) the reCIPIENT ........oeeeie e e e e D
L. “authenticatible information” ... .58
M. “mail transport protocol dialog”...........ccoeiiiiiiiiiiiie e .62




© 00 N O O b~ W DN B

N NN NN NNNDNRRRRRR R R R
0 ~N O OO0 W NP O © 00N O 0 W N PP O

N. “at least a portion of a mail transpprbtocol dialog (data transport dialog)
generated (by the electronic mail sysfesaring transmission of the message
from the server to the rgment (ProCESSON)” ......oiiiiiiiiiiiiiiiiiieieeeeeeeeeee e 65
O. “SMTP and ESMTP protol dialog”.........ccoooeeiiiiieeeee 67
P. “data transport dialog”..........ooeiiiiiiiiii e ..6
Q. “before the message is authenticgeady authentication of the message) by
TN STV .. 69....|....
R. “Mall TranSport AQENT" .....ccoiiiiiiiie e e e e e e e e e e e e eeees .72
S. “sender” and “reCIPIENT ... v 1
T. “originating procesor” and “recipient ProCESSOI .........uuuiiiieeeeeieeeiiiiiiae e e e e eeeeeeenns 77
U. “providing proof of recpt of the message by the recipient processor” ............... 80
V. “the link configured to execute when theessage is opened at the recipient”.....8§4
W. “the server (being) displaced from the recipient (recipient processor)”............ .84
X. “the server constructs authenticatibleormation related to the message”.......... 85
VII. Construction of Disputed Claim Terms in the Feldbau Patent ........................ 87
A. “authenticating the dispatch aftbe) contents of the dispatch”.............cccccc.ee... 87
B. “authentication data@”.............coiiiiiiiiiiicce e )
C. “dispatCh record data” ............oouuiiieiiiiie e e e e e e ....9
D. “an indicia of time of successful transmission of the dispatch to the
(=0 ] 01 T=] o | S PRSP Q99...|..
E. “sender” and “TeCIPIENT .........ii et .10
F. “Processor fOr @SSOCIALING .. .uuuii e e ettt e e e e e e e e e e e e e e eeernenes .. 1C
G. “means for providing an indicia ofteme of successful transmission of the
dispatch to the destination receivings®m, said time related indicia being
recorded by the dbenticator and provided im manner resistant to or
indicative of tampering by either ofdtsender and the recipient”.................ccc........ 122
H. “means for securing at least past the authentication data against
tampering by the sender and the resmpj wherein the processor is combined
With the means fOBECUNNG” .........uuiiii i e e 127
l. “source transmitting system” and “diesition transmitting system” .................... 13p
VL CONCIUSION . 39...11
-3-




© 00 N O O b~ W DN B

N NN NN NNNDNRRRRRR R R R
0 ~N O OO0 W NP O © 00N O 0 W N PP O

l. Background

The Tomkow Patents and Feldbau Patgaim, in broad terms, various system
and methods for tracking, authenticating, &adfying the transmission, delivery or non
delivery, opening, forwarding, content, atiche events associatedith an electronic
message.

The Tomkow Patents are all rooted in sane parent application, which issued

U.S. Patent No. 7,966,372'372 Patent”). Because the méiow Patents stem from the

‘372 Patent, they all share arglar specification and file btory. The Field of Invention

for each Tomkow Patent isrdcted to “a system and thed for verifying delivery and

content of an electronic message and, morgcpéarly, to a system and method of late

providing proof regarding the delivery andntent of an e-mail message.” ‘199 Pate
col. 1 1l. 22-26.

As a general overview of the individu Tomkow Patentsthe ‘104 Patent
describes a system and methafdverifying the opening o&n electronic message sef
from a sender to a recipient through a serUde ‘389 Patent furnishes a system a
method to verify the receipt of an electomiessage sent from a sender to a recipi
through a server. The ‘913 Patent sets farlystem and method wérifying the delivery
or non-delivery of an eleadnic message from a sender to a recipient through a se
The ‘198 Patent—a continuation of theD4l Patent—claims a system and method
verifying the opening and delivery of aneefronic message sent from a sender tc
recipient through a server. Finally, the ‘199 Patent—a continuation of the ‘389 Pat
provides a system and methotiverifying the failure to deliver an electronic messa

sent from a sender to a recipient through a server.

S
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In a similar manner, the Feldbau Patentlisclosed as “a method and apparatus

for authenticating the spatch and the contents of dispatched information in gene
‘219 Patent col. 1 ll. 6-8. In other wordbe Feldbau Patent provides an apparatus
method of proving that the sender of a dispasent it to a particular recipient at

particular time and that it had a particular content.
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Il. Legal Standard

A patent includes two bastomponents: (1) a written degation of the invention,
which is referred to as the “specification” tife patent, and (2) the patent claims. T
claims of a patent define the scope @& thvention to which the patentee is entitlSde
Phillips v. AWH Corp.415 F.3d 1303, 1312 (Fed. Cir. 20@&n banc). “The purpose o
claim construction is to ‘determin[e] the m@apand scope of the patent claims asser
to be infringed.””See O2 Micro Int’l Ltd. vBeyond Innovation Tech. C&21 F.3d 1351,
1360 (Fed. Cir. 2008) (citation omitted). ah construction is a question of lay
exclusively within the mvince of the CourtSee Markman517 U.S. at 372. The Cour
need only construe claimbBpwever, when the parties raia dispute about the prope
scope of a claimO2 Micro, 521 F.3d at 1362. Moreover,afdisputed claim term has
plain and ordinary meaning such that it needsclarification or explanation, the Coui
need not adopt a constructitbeyond that plain meaningee U.S. Surgical Corp. v
Ethicon, Inc, 103 F.3d 1554, 1568 (Fed. Cir. 1997).

When construing claims, the Courtotk[s] to the words of the claims
themselves,” giving them “their ordinaryé customary meaning” unless clearly stat
otherwise.Vitronics Corp. v.Conceptronic, InG.90 F.3d 1576, 158%-ed. Cir. 1996).
Claims should be considered asvhole, and terms used multiple claims should be
construed consistentlffee Inverness Med. Switz. GmhHPrinceton Biomeditech Corp.
309 F.3d 1365, 1371 (Fed. Cir. 2002). “[Tjrelinary and customgameaning of a claim
term is the meaning that therm would have t@ person of ordinargkill in the art in
guestion at the time of the inventiohillips, 415 F.3d at 1313%ee also Tex. Dig. Sys,
Inc. v. Telegenix, Inc.308 F.3d 1193, 1202 (Fed. Cir. 20Q“The terms used in the
claims bear a ‘heavy presumptiahat they meanvhat they say and have the ordina
meaning that would bdtabuted to those words by persoskilled in the relevant art.”).

“[T]here is no magic formula or catéem for conducting claim construction.
Phillips, 415 F.3d at 1324. Rather, the Courdks to those sources available to tl

public that show what a pens of skill in the artwould have understm disputed claim

-5-
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language to meanlfhnova/Pure Water, Inc. v. Saf Water Filtration Sys., In¢.381

F.3d 1111, 1114Fed. Cir. 2004). “Those sources include the words of the claims

themselves, the remainder tife specification, the prosecution history, and extrin

5iC

evidence concerning relevant scientific piples, the meaning dechnical terms, and
the state of the art.fd. The Court is not “required tanalyze [these] sources in any
specific sequence,” but may nage extrinsic evidare to contradict “claim meaning that
is unambiguous in light dhe intrinsic evidence Phillips, 415 F.3d at 1324 (refining the
holding ofVitronics).

The specification “is the single best guide to the meaning of a disputed term.

Power Integrations, Inc. v. Fairchild Semiconductor Int’l, In¢11l F.3d 1348, 1361
(Fed. Cir. 2013) (quotinyitronics 90 F.3d at 1582). The pateatmay “act as its own
lexicographer,”Thorner v. Sony Comput. Entm’t Am. LL&59 F.3d 1362, 1365 (Fed.
Cir. 2012), by defining a clan term in the specification dsving “a different meaning
than [it] would otherwisehave to a person of @inary skill in the art,”Innova/Pure

Water, 381 F.3d at 11165ee also Vitroni¢s90 F.3d at 1582 (a specification “acts ag a
dictionary when it expressly defines terms usethe claims or when it defines terms Qy

implication”). However, the Court will findhe patentee to have acted as its oywn

2)

lexicographer only if the patentee “clearly express[es] an intent to redefine the term.

Thorner, 669 F.3d at 1365 (citation amdernal quotation marks omitted).

Similarly, the specification may narrow teeope of a disputed claim term if th

D

patentee has “demonstrate[d] intent to deviate from the ordinary and accusfome

meaning of a claim term by including inethspecification expressions of manifest
exclusion or restriction, represergim clear disavowal of claim scopéhorner, 669
F.3d at 1365 (quotingeleflex, Inc. v. Ficosa N. Am. Cor@99 F.3d 1313, 1325 (Fed|
Cir. 2002)). In ascertaining whether the pateiae disavowed the full scope of a claim,
the Court must not read limitations ifinothe specification into the claimSee Teleflex
299 F.3d at 1326 (citinGomark Commc'ns, Inc. v. Harris Cord56 F.3d 1182, 1186

(Fed. Cir. 1998)). In othemwords, the claims are natecessarily limited to the

-6 -
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embodiments disclosed in the specification and courts must not read limitations fro
specification into the claimssee SRI Int'l v. Matsugh Elec. Corp. of Am.775 F.2d

1107, 1121 n.14 (Fed. Cir. 1985) (en bania). avoid importing limitations, the court
must consider the purposes of the specificativhich are to teach and enable those
skill in the art to make and use the inventand to provide the best way for doing See

Phillips, 415 F.3d at 1317-18.

In addition to the speddation, the Court consider‘the patent’s prosecutiorn
history, if it is in evidence.Markman v. Westview Instruments, |ns2 F.3d 967, 980
(Fed. Cir. 1995) (en band&ff'd, 517 U.S. 370 (1996). “The mose . . . is to ‘exclude
any interpretation that was disclaimed during prosecuti&himie v. PPG Indus., Inc.
402 F.3d 1371, 1384 (Fe@ir. 2005) (citation omitted)The prosecution history may
reveal that the patentee “has unequivocdisavowed a certain meag to obtain [its]
patent.”"Omega Eng’g, Inc. v. Raytek Carf34 F.3d 1314, 132#ed. Cir. 2003). Thus,
the Court examines both the specification gorosecution history tascertain whether
the patentee has disavowed the full scope of a claim term.

The Court may also consider extrin®@gidence to aid in its construction 0
disputed claim termsSee Phillips415 F.3d at 1317-18. For example, “[d]ictionaries 4
always available to the court to aid in thekt@f determining meamgs that would have
been attributed by those of skill in the redat art to any dispatl terms used by the
inventor in the claims.Tex. Dig. Sys.308 F.3d at 1202 (citingitronics 90 F.3d at 1584
n.6). Technical dictionaries are wortlgf special note andoastitute evidence of
understanding of psons of skill inthe relevant artSee Linear Tech. Corp. v. Impal;
Linear Corp, 379 F.3d 1311, 182(Fed. Cir. 2004). Dictionarieme particularly helpful
in claim construction because they “endeavarditect the accepted meanings of terms
Phillips, 415 F.3d at 1318, but the Court shontat elevate dictionaries to prominenc
over the specification and claim languasggeeid. at 1319-24. If a terrhas more than ong
plausible ordinary meaning, the court mushsult the intrinsic read to identify which

of the possible meanings is most consisteithh the use of the words by the invento

-7 -
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Stephen Key Design LLC., v. Lego Sys., Inc., 261 F. Supp. 2d 1196, 1199 (N.D. Cal.

2003). Other extrinsic evidence, such as expert testimony, 1s less helpful because it may

suffer from bias, and the Court should “discount any expert testimony ‘that is clearly at

odds with the claim construction mandated by the claims themselves, the written

description, and the prosecution history, in other words, with the written record of the

patent.”” Phillips, 415 F.3d at 1318 (quoting Key Pharm. v. Hercon Labs. Corp., 161

F.3d 709, 716 (Fed. Cir. 1998)).

Finally, dependent claims must be construed to “incorporate by reference all the

limitations of the claim[s] to which [they] refer[].” 35 U.S.C. § 112(d).

III. Table of Construed Terms for the Tomkow Patents

The following chart summarizes the disputed claim terms for the Tomkow Patents,

each party’s proposed construction, and the Court’s construction.

Term ) Tomkow
' Disputed !

No. Patent

Claim Term .3
Claims

1 |“message” All asserted
claims 1n all
Tomkow
Patents

RPost’s
Proposed
Construction

“an electronic
message”

GoDaddy’s
Proposed
Construction

“an electronic
message that can
be transmitted as a
whole through an
electronic
network”

The Court’s
Construction

“an electronic
message”

3 The asserted Tomkow Patent claims are: *104 Patent Claims 1, 9, 23, and 27;
389 Patent Claims 1, 5, 7, 12, 13, 14, and 15; ’913 Patent Claims 1 and 2; ’198 Patent
Clamms 1, 6, 7, 10, 18, 23, 32, 35, and 40; and *199 Patent Claims 1, 2, 3, and 7.

-8-
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“server” All asserted | Ordinary “the outgoing “a server that is
claims in all {meaning. server, separate |separate from
Tomkow from the sender, |the sender”
Patents Alternatively, “a|that creates an
computer(s), |attachment,
computer transmits the
program(s), or |attachment and
computing the message, and
device(s) that |stores the portion
provide of the mail
resources to |transport dialog
other devices |generated during
across a transmission of
network” the message”
“A link” ‘104 Patent |“a set of Ordinary The Court does
Claims 1 andinstructions thatmeaning. not construe thig
27 and their |directs one term.
dependent |computing
claims; resource to
another”
all asserted
claims for
198 Patent
“an indication |‘104 Patent |“information “confirmation (at |“verifiable
that the Claims 1 andthat indicates |the server) that thenformation that

message has
been opened b
(delivered to) a
recipient”

its dependen
\claims;

‘198 Patent
Claims 1, 6,
18, and 32
and their
dependent
claims

tthat the messag
has been opene
by (delivered to
the recipient”

enessage content
gvas viewed by th
recipient”

gmessage has
been opened by
(opened at;
delivered to) the
recipient”

indicates that the

14
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“an indication

of receipt of theclaims for
message by th¢ 389 Patent

All asserted

“information
that indicates
that the messag

“confirmation that
the message
e€ontent was

“verifiable
information that

indicates that thg

recipient has been received by the |message was
(recipient received by the |recipient” received by the
processor)” recipient recipient
(recipient (recipient
processor)” processor)”
“an indication |‘199 Patent |“information “confirmation that “verifiable
of the failure to|Claim 1 and |that indicates |the message information that
deliver the its dependenthat the messageontent was not |indicates the
message to theclaims has failed to be |received by the |failure to deliver
recipient” delivered to the|recipient” the message to
recipient” the recipient”
“executing the |'104 Patent |“executing the |“action by the “the link
link when the |Claim 1 and |link when the |recipient when theexecuting on its
message is its dependentmessage is message is openeawn when the
opened at the |claims opened at the |at the recipient to,message is
recipient to recipient to control the serveriopened at the
control the cause the serveyto provide proof |recipientto
server to to provide an |that the message|control the
provide an indication that |has been opened server to providg
indication that the message hast the recipient, |verifiable

the message h
been opened a
the recipient”

—~F

been opened at
the recipient”

the proof
providing a legal
or other
evidentiary status
on par with, if not
superior to, that o
registered United
States mail”

information that

indicates that the

message has
been opened at
the recipient”
f

-10 -
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“the link being
configured to
execute
automatically
when the
message is
opened at the
recipient
processor to
control the
server to
provide an
indication at the
server that the
message has
been opened a
the recipient

‘104 Patent
Claim 27 anc
its dependen

claims

A} %4

—F

“the link
Iprogrammed to
texecute
automatically
when the
message is
opened at the
recipient to
cause the serve
to provide an
indication at the
server that the
message has
been opened at
the recipient”

“[link configured
to execute
through] action by
the recipient whe
the message is
opened at the
recipient to
control the server
rto provide proof
that the message
has been opened
at the recipient,
the proof
providing a legal
or other
evidentiary status
on par with, if not

“the link being
configured to
execute
nautomatically
when the
message is
opened at the
recipient to
control the
server to provid
verifiable
information that
indicates at the
server that the
message has
been opened at
the recipient

(@D}

processor” superior to, that gfprocessor”
registered United
States mail”
“the link 198 Patent |“the link “[link configured |“the link
configured to |Claims 1, 18programmed to |to execute configured to

execute when
the link is

and 32 and
their

activated at thg dependent

recipient to
provide an
indication that
the message h
been opened b
(delivered to)
the recipient”

claims

execute when
the link is
activated at the
recipient to
provide an
indication that
the message ha
been opened by
(delivered to)
the recipient”

through] action by
the recipient whe
the message is
opened at the
recipient to
control the server
$0 provide proof
that the message
has been opened
at the recipient,
the proof
providing a legal
or other
evidentiary status
on par with, if not
superior to, that g
registered United
States mail”

execute when
the link is
activated at the
recipient to
provide
verifiable
information that

message has
been opened by
(delivered to)
the recipient”

—

-11 -
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10

“executing the
link when the
link is activated
at the recipient
to control the
server to
provide an
indication that
the message h
been delivered
to the recipient

‘198 Patent
Claim 1 and
its dependen
claims

“executing the
link when the

tink is called at
the recipient to
cause the serve
to provide an

indication that
the message ha
been delivered
to the recipient”

“[executing the
link through]
action by the
recipient when thg
rmessage is opent
at the recipient to
control the server
$0 provide proof
that the message
has been opened
at the recipient,
the proof
providing a legal
or other

“the link
executing on its
own when the
Hink is activated
ot the recipient
to control the
server to provid
verifiable
information that
indicates that th
message has
been delivered
to the recipient”

[@D]

evidentiary status

on par with, if not

superior to, that of

registered United

States mail”

11| “wherein the |‘198 Patent [“whereinthe |[“[link is executed |“wherein the

link is executedClaims 18 |link is executed |through] action bylink is executed
when the link isand 32 and |when the link is|the recipient whenwhen the link is
activated at thetheir called at the the message is |activated at the
recipient to dependent |recipient to opened at the recipient to
control the claims cause the servejrecipient to control the
server to to provide an |control the server|server to provid
provide an indication that |to provide proof |verifiable
indication that the message hashat the message|information that
the message has been opened at|has been opened indicates that th
been opened at (delivered to) |at the recipient, |message has
(delivered to) the recipient” |the proof been opened at
the recipient” providing a legal |(delivered to)

or other the recipient”

evidentiary status

on par with, if not

superior to, that of

registered United

States mail”

[@D]

-12 -
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12 | “authenticatible‘104 Patent |“information “information “information
information” |Claim 1 and |regarding the |unique to the unique to the
its dependentcontent or message, the content or
claims; delivery of a  |digital signature |delivery of a
message that caaf the message, |message that ca
all asserted |be verified” and the portion of be verified”
claims for the mail transport
‘198 Patent dialog generated
during
transmission of
the message”
13| “mail transport| All asserted |“mail transport |“a list of “data including
protocol claims for |data including ailcommands and |a sequence of a
dialog” ‘389 Patent |sequence of at [responses least one mail
least one exchanged transport
command and gbetween servers |protocol
least one during command and 8
response” transmission of |least one malil
the message that|transport
is sufficient to protocol
prove delivery of [response
the message to thexchanged
recipient, between device
providing a legal |during

or other
evidentiary status
on par with, if not
superior to, that g
registered United
States mail”

transmission of
the message”

f

—t

!

[§8]
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Fa)

14 | “at least a All asserted [No further “a list of “data including
portion of a claims for |construction commands and |at least one mai
mail transport |‘389 Patent; |necessary responses transport
protocol dialog exchanged protocol
(data transport|‘199 Patent between servers |command or at
dialog) Claim 1 and during least one mail
generated (by |its dependent transmission of |transport
the electronic |claims the message that| protocol
mail system) is sufficient to response
during prove delivery of |exchanged
transmission of the message to thbetween device
the message recipient, during
from the server providing a legal |transmission of
to the recipient or other the message”
(processor)” evidentiary status

on par with, if not
superior to, that of
registered United
States mail”

15|“SMTP and |All asserted [“SMTP or “a list of “SMTP or
ESMTP claims for |ESMTP data |commands and |[ESMTP data
protocol ‘913 Patent |including a list |responses including a list
dialog” of at least one |exchanged of at least one

command and 3
least one
response
generated by th
electronic mail
system during
transmission of
the message
from the server
to the recipient”

ibetween servers

Hhe message that

during
transmission of

is sufficient to
prove delivery of
the message to tf
recipient,
providing a legal
or other
evidentiary status
on par with, if not
superior to, that o
registered United
States mail”

protocol
command and 3
least one
protocol
response
exchanged
\between device
during
transmission of
the message”

!

)
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|

U

16 | “data transport| ‘199 Patent |“transport data |“a list of “transport data
dialog” Claim 1 and |including a commands and |including a list
its dependentsequence of at |responses of at least one
claims least one exchanged command and 3
command and abetween servers |least one
least one during response
response” transmission of |exchanged
the message that/ between device
is sufficient to during
prove delivery of [transmission of
the message to ththe message”
recipient,
providing a legal
or other
evidentiary status
on par with, if not
superior to, that of
registered United
States mail”

17 | “before the ‘389 Patent |“before the “before proving |“before the
message is claims 1, 12, content and the content and |content and
authenticated |14, and 15 |delivery of the |delivery of the |delivery of the
(any and their message is message by message is
authentication |dependent |proved (proving|comparing and |proved (proving

of the message
by the server”

rlaims;

‘199 Patent
Claim 1 and
its dependen
claims

t

the content and
delivery of the
message) by thg
server”

The plain

language of this
phrase does nof
require that any

authentication ofStates mail”

the message be
performed by
the server.

matching
authenticable
Anformation so as
to provide a legal
or other
evidentiary status
on par with, if not
superior to, that g
registered United

the content and
delivery of the
message) by the
server”

19D
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18 | “Mail TransportAll asserted |“software that |“software that “software that
Agent” claims for |transfers resides onthe |[resides on a
‘913 Patent |electronic server and that is|server and that
messages from|dedicated to transfers and
one computer totransferring and |receives
another” receiving electronic
electronic messages from
messages from |one computer tc
one computer to |or from another’
or from another”
19| “sender” All asserted Ordinary “the computer that'a combination
claims in all {meaning. originates the of (1) the user
Tomkow message” that caused the
Patents Alternatively: computerized
“originator of a device to
message” originate the
message and (2
the
computerized
device itself”
20 | “recipient” All asserted |Ordinary “the computer that'a combination
claims in all {meaning. receives the of (1) the user
Tomkow message at its  |that the sender
Patents Alternatively: |intended intends to
“who the senderdestination” receive the
intends to message and (2
receive the the
message” computerized
device that
receives the
message”

-16 -
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21| “originating ‘104 Patent |Ordinary “the computer that“the
processor” Claim 27 andmeaning. originates the computerized
its dependent message” device where th
claims; Alternatively: message
“a computing originates”
‘389 Patent |device where the
Claim 7 and |message
its dependentoriginates”
claims
22 | “recipient ‘104 Patent |Ordinary “the computer that'the
processor” Claim 27 andmeaning. receives the computerized
its dependent message at its |device that
claims; Alternatively: |intended receives the
“a computing |destination” message”
‘389 Patent |device where the
Claim 7 and |recipient
its dependentreceives the
claims message”
23 | “providing ‘389 Patent |This phrase “providing “proving that the

proof of receipt
of the message
by the recipient
processor”

Claim 7

appears in the

preamble and is

not limiting.

evidence that
confirms receipt
of the message b
the recipient, the
evidence
providing a legal
or other
evidentiary status
on par with, if not
superior to, that g
registered United
States mail”

message was
received by the
yecipient
processor”

—
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24

“the link
configured to
execute when

the message is

‘104 Patent
Claims 1 and
27 and their
dependent

“the link
programmed to
execute when
the message is

“[link configured
to execute

through] action by
the recipient whe

The Court does
not construe this
term.
R

opened at the |claims opened at the |the message is
recipient” recipient” opened at the
recipient to
control the server
to provide proof
that the message
has been opened
at the recipient,
the proof
providing a legal
or other
evidentiary status
on par with, if not
superior to, that of
registered United
States mail”
25| “the server ‘104 Patent |“the server Ordinary meaning The Court doe$
(being) Claims 1 and(being) logically not construe this
displaced from|23 and their |displaced from term.
the recipient |dependent |the recipient
(recipient claims; (recipient
processor)” processor)”
‘389 Patent
Claims 1, 7,
14, and 15
and their
dependent
claims;
all asserted
claims for
‘199 Patent;
‘198 Patent
Claim 1 and
its dependent
claims

-y
1%
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26 |“the server ‘104 Patent |“the server “authenticatible  [The Court
constructs Claim 27 and |assembles information construes
authenticatible |its dependent |authenticatible |related to the “authenticatible
information claims information message” should [information” as
related to the related to the be construed as set forth above
message” message” “information and does not

unique to the construe the
message, the remainder of the

digital signature  |term.
of the message,
and the portion of
the mail transport
dialog generated
during
transmission of
the message”

IV. Table of Construed Terms for the Feldbau Patent

The following chart summarizes the disputed claim terms for the Feldbau Patent,

each party’s proposed construction, and the Court’s construction.

Term : Feldbau GoDaddy’s
Disputed RPost’s Proposed ] y The Court’s
No. : Patent ‘ : Proposed .
Claim Term .4 Construction . Construction
Claims Construction
1 |“authenticating |All “provide “proving the “providing evidence
the dispatch ~ |asserted |evidence capable |contents and the |that is capable of
and contents of|claims of being used to |receipt of a being used to prove
the dispatch” prove the dispatch by using [both the dispatch
contents of the  |reliable evidence |and the contents of
dispatch” on par with that [the dispatch”

used to notarize
documents or to
admit as evidence
in a court of law”

* The asserted Feldbau Patent claims are: 60, 62, 66, 69, 82, 86, and 88. On June
19, 2012, an Ex Parte Reexamination Certificate was issued for the Feldbau Patent. All
disputed terms of the Feldbau Patent involve claims amended by the reexamination.

-19 -




© 00 N O O b~ W DN B

N NN NN NNNDNRRRRRR R R R
0 ~N O OO0 W NP O © 00N O 0 W N PP O

“authenticatior
data”

nAll
asserted
claims

“information that

is associated withs associated wit

the contents of
the dispatch by
generating a

representation ofrepresentation of

at least content
data, an indicia 0
a time of
successful
transmission of
the dispatch to

“Information that

the contents of
the dispatch by
generating a

at least the
Elements al, a2
and a3, the
representation
comprising one
or more

the recipient, andelements”

an indicia
relating to the
destination of the
dispatch, the
representation
comprising one
or more
elements”

14

“information that is
rassociated with the
contents of the
dispatch by
generating a
representation of at
least (1) content
data; (2) an indicia
of a time of
successful
transmission of the
dispatch to the
recipient, said
indicia being
recorded by an
authenticator and
provided in a
manner that is
resistant to or
indicative of
tampering by eithe
sender or recipient
and (3) an indicia
relating to the
destination of the
dispatch; where the
representation is
comprised of one @
more elements”
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“dispatch All “information “data recorded byinformation
record data” |asserted [relating to the |the authenticatorrelating to the
claims dispatch” during the dispatch but not
transmission of |relating to content
the dispatch, data representative
which includes atof the contents of
least the time  |the dispatch”
related indicia
and the indicia
relating to the
destination of the
dispatch, and
which does not
include the
content data
representative of
the contents of
the dispatch”
“an indicia of |Claim 60 |“data that “data that “data that represents
time of and its represents the |represents the |the time at which
successful dependenttime at which theactual time at  |the dispatcher
transmission |claims dispatcher which the forwardedthe
of the dispatch forwarded the |dispatcher dispatch for
to the dispatch for completed delivery such that

recipient”

delivery such thatransmission of
the recipient maythe dispatch for

later be able to
receive the
dispatch and

obtained without
any cooperation
from the
recipient”

delivery, such

dispatch and

obtained without
any cooperation
from the
recipient”

that the recipientand where the datg
may later be ableis obtained without
where the data isto receive the

where the data i$

the recipient may
later be able to
receive the dispatc

any cooperation
from the recipient”

—

|
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“sender” All Ordinary “the computer |“a combination of
asserted |meaning that originates thg1) the user that
claims dispatch” caused the

computerized
device to originate
the dispatch and (2
the computerized
device itself”

“recipient” All Ordinary “the computer |“a combination of
asserted |meaning that receives the| (1) the user that the
claims dispatch at its |sender intends to

intended
destination”

7]

receive the message
and (2) the
computerized
device that receive
the message”

(@)
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“processor for
associating”

Claim 82
and its
dependent
claims

Ordinary
meaning; claim
term is not
indefinite and is
not subject to 35
U.S.C. 8112(6)

Indefinite.

Function:
associating the
content data with
dispatch record
data and
generating the
authentication
data

Structure: None.

Claim term is

subject to 35 U.S.C

§112(6).

Function:
Associating the
content data with

dispatch record dat;

and generating the

authentication data,.

Structure: A
function executor
102, which may be
a Microchip
Technology Inc.’s
PIC16C5x series
EPROM-based
micro-controller,
that associates a s
of information
elements (“A”) by
applying an
association functio
(“F”) to generate
another set of
information
elements (“B”), i.e.
B=F(A); and its
equivalents.

(@]

-23-
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“means for
providing an
indicia of a
time of
successful
transmission
of the dispatch
to the
destination
receiving
system, said
time related
indicia being
recorded by
the
authenticator
and provided
in a manner
resistant to or
indicative of
tampering by
either of the
sender and the
recipient”

Claim 82
and its
dependent
claims

D

Function:
Providing an
indicia of a
time of
successful
transmission
of the
dispatch to
the
destination
receiving
system, said
time related
indicia being
recorded by
the
authenticator
and provided
in a manner
resistant to or
indicative of
tampering by
either of the
sender and th
recipient

Structure:
(1) Internal
clock 50 (2)
Communicati
ons network
server

(3) Secure
time
generator 104
(4) Digital
Notary
System
(DNS); and
their
equivalents

Function:
Agreed to by
the parties.

Structure: A
secure clock
internal to the
authenticator o

a time stamping
service such ag

the Digital
Notary System
(DNS) external
to the
authenticator
that is secured
from being set
or modified by
an interested
party such as
the sender.

e

Function: Providing an
indicia of a time of
successful transmissio
of the dispatch to the
destination receiving
system, said time
related indicia being
rrecorded by the
pauthenticator and
sprovided in a manner
resistant to or indicativ
of tampering by either
of the sender and the
recipient.

Structure: Either a (1)
securable clock 50 anc
equivalents thereof; (2
time generator 104 ang
equivalents thereof; (3
communications
network server and
equivalents thereof; or
(4) Time Stamping
Service, such as the
Digital Notary System,

where structures (1) an
(2) are internal to the
authenticator, structure
(3) and (4) are external
to the authenticator, ar
structures (2), (3) and
(4) are secured from

being set or modified b
an interested party sug
as the sender.

and equivalents thereqf;

nd
'S

I
d

h
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“means for
securing at
least part of
the
authentication
data against
tampering by
the sender an(
the recipient;
wherein the
processor is
combined with
the means for
securing”

Claim 82
and its
dependent
claims

Function:
Securing at least
part of the
authentication
data against
tampering by
either the sendet
or the recipient

Structure:
Storage unit 54
or storage device
106, and their
equivalents

Function:
Agreed to by the
parties.

Structure: Using
a compression,
private or public
key encryption o
scrambling
technique, a
password, or a
rcombination
thereof, such as
those employed
by the widely
used RSA
encryption
method, and by
the PKZIIP(tm)
program from
PKWARE Inc.,
Glendale, Wis.,
U.S.A., and
where the
“securing”
procedure, key @
password are
unknown to any
interested party.

Function: Securing
at least part of the
authentication data
against tampering
by either the sende
or the recipient.

rStructure: Storing
the data either (1)
on a write-once
read-many
(“WORM?”) device
such as an optical
disk or a
Programmable
Read-Only Memory
(“PROM”) device;
or (2) using a
compression,
private or public
key encryption or
scrambling
technique, a
password, or a
combination
thereof, such as
those employed by
the widely used
RSA encryption
method, and by the
PKZIIP(tm)
program from
PKWARE Inc.,
Glendale, Wis.,
U.S.A., and where
the “securing”
procedure, key or
password are
unknown to any
interested party.
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10 |“source Claim 82 [“system for “the computer “computerized
transmitting  |and its transmitting a that originates the |system for
system” dependent [dispatch for a dispatch” transmitting a

claims sender” dispatch for a
sender”

11 |“destination |Claim 82 |“system for “the computer “computerized
receiving and its receiving a that receives the |system for receiving
system” dependent |dispatch for a dispatch at its a dispatch for a

claims recipient” intended recipient”
destination”

V. Table of Construed Terms on Which the Parties Agree

The Court adopts the parties’ stipulated constructions of the four Feldbau Patent

claim terms as set forth in the box below.

Term Feldbau
No. Claim Term Patent Stipulated Construction
Claims
1 “dispatch” All “the transmission sent from a sender toward a recipient
asserted  [via a dispatcher”
claims
2 “authenticator” | All “a sub-system that operates to authenticate a dispatch”
asserted
claims
3 “non- All “a party who carries out the authentication function
mterested third |asserted | without bias and without the participation of the sender
party” claims or the recipient”
4 “contents of |All “the entire content the sender originates for sending to
the dispatch / |asserted [the recipient”
content data” |claims
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VI.  Construction of Disputed Claim Terms inthe Tomkow Patents
A. “message” (Term No. 1)
1. The Parties’ Positions
RPost argues that the claim term “messapeuld be construed as “an electron
message.” (Doc. 191-1 at 1). RPost expldireg Judge Rodney Gitap of the Eastern
District of Texas (“EDTX”") construed “message” as “an electronic message” and L
the Court to adopt the samenstruction. (Doc. 114 at 7-8).

In response, GoDaddy agrees that “mgs$ahould be consied as “electronic”

but disputes the adequacy of that desinip (Doc. 117 at 6—7). Specifically, GoDaddy

maintains that “message” @hld also be limited by how the message is transmit

(“through an electronic network”) and by its singularity (“as a wholed)) (To support

> Many of the disputed terms in thisseawere construed bjudge Gilstrap in

2013.See RMail Ltd. v. Amazon.com, 2013 WL 968246 (E.D. Tex. Mar. 12, 2013).

At issue before Judge Gilstrayas the Feldbau Patent; tt872 Patent; and U.S. Pater
No. 7,865,557 (“’557 Patent”\which is a division of theé372 Patent. Several of the
Tomkow Patents (‘104, ‘389, ‘198, and ‘1%atents) are continuations of the ‘37
Patent, while the ‘913 Patent isl&ision of the ‘557 Patent.

One of the disputed terms in the Feldb@atent was also construed by Jud
James Selna of the Central District of Californi#&mpat Int'l Corp. v. RPost Inc2005
WL 6287844 (C.D. Callan. 14, 2005) Propat). All substantive rulings ilPropatwere
subsequently vacated, howevevhen the court determineithat the plaintiff, Propat
International Corporation, lacked standif@ge Propat Int'l Corp. v. RPost In2005
WL 6233792 (C.D. Cal. Nov. 28, 2015).

For many of the thirty-sevetisputed terms in this case party advocates that th
Court should adopt a constructias crafted by Judge Gilstrap Judge Selna. Even if
these constructions were from this distriwbwever, they would ndbe binding on the
Court. The cases before Judge Gilstragd dudge Selna involvedifferent defendants,
making issue preclusion inapplicable heféere is, nonetheless, an intereststare
decisisand uniformity in treatment of the same pat&de Markman517 U.S. at 390-

91. Prior constructions may hesed as persuasive precedémit, that does not foreclose

the Court from reaching different conclusionSee Verizon Cal. Ina. Ronald A. Katz
Licensing, L.P.326 F. Supp. 2d 1060, 1069 (C.D. Cal. 2008)ssen v. Motorola, Ing.
80 F. Supp. 2d 921,24 n.4 (N.D. Ill. 2000). Consequidyy the Court will consider the

prior constructions of Judge Gilstrap and Ju&glna but only for their persuasive value.

- 27 -
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these added limitations, GoDaddy observes tleasktared specificatiodiscloses that the
invention “may apply to any electronic ssage that can be transmitted through
electronic message networkld(at 7 (quoting ‘199 Patent t®7 Il. 26—32)). GoDaddy
further contends that a “message” musséet “as a whole” becagighe term “message’
Is always preceded in the clairby the articles “a” or “the.”Il.) GoDaddy therefore
proposes a construction of: “an electronicssage that can be transmitted as a wh
through an electronic netwotKDoc. 191-1 at 1).

RPost replies that GoDaddy’s “aswhole” limitation is unsupported by the
intrinsic record and willconfuse the jury. (Doc. 118t 3). RPost also contends th:
GoDaddy’s “cherry-picked” limitation of Hrough an electronic network” does ng
describe a feature of the message and aégglects to includ@a second transmissior
method disclosed in the same s#rtie of the specificationld( at 4).

2. Analysis

The term “message” is used in all assértlaims of the Tomkow Patents. Fq

example, the ‘199 Patent claims:

1. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipient, the steps at the server
comprising:

receivingthemessagat the server from the sender;
transmittingthe messagéo the recipient

receiving at the server from the ngieint an indication of the failure
to deliver themessagéo the recipient . . . .

199 Patent col. 27 Il. 58-65 (emphasis atjdénother example is found in the ‘19
Patent which claims:

1. A method of transmitting a message from a sender to a recipient
and providing an indication that tmeessage was opened by the recipient,
comprising:

receivingthe messageat a server from the sender, the server being
displaced from the recipient,

-28 -
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associating a link with theessagdy the server . . .
transmittingthemessage . . from the server tihe recipient . . . .
‘198 Patent col. 28 ll. 6-16 (emphasis added).

Because the parties do not disputattimessage” shoulbe construed as

“electronic,” the Court will, at a minimungdopt RPost’s proposed construction of “g

electronic message.” The remaining quesiwhether “an electronic message” should

be cloaked with the limitadns proposed by GoDaddy.

Regarding GoDaddy’s first proposed lintitan “as a whole,” the Court is nof
persuaded by GoDaddy’s argum#émdt because certain articles precede “message” in
claim language, there is somehow a requirement that the message must be sef
whole.” Beyond referencing the claims’ use*af and “the,” GoDaddy does not cite an
other portion of the intrinsicecord to show that “a meggd cannot be transmitted ir
multiple components. Accordingly, the Cowgjects this portion oGoDaddy’s proposal
because it would ambiguously constra readily understandable term.

As to GoDaddy’s second proposed limitation “through an electronic network,’
Court finds that such a limitatiois not supported by thetimsic record. The asserte
claims of the Tomkow Patentlo not require that messages be transmitted only thrg
electronic networks. In fact, the portiaaf the shared speatition relied upon by
GoDaddy actually sets forth twoeans of transmitting a messag§ee199 Patent col. 27
ll. 26—32 (“Although the above gerally describes a systemdamethod of verifying that
an e-mail was sent and/or received, thespnt invention maypaly to any electronic
message that can be transmitted uiglo an electronienessage networ&r through an
electronic gat€ (emphasis added))GoDaddy, without explnation, severed the
“electronic gate” transmission method in it®posal. In any event, the Court finds th
appending this method ofamsmission limitation to “mesga” is needlessly redundan
considering the parties agree that “messagest be “electronic.” Thus, the Court rejec

this portion of GoDaddy’gproposed construction.

-29.-
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For these reasons, the Court adopts RPpsoposal and construes “message” gs
“an electronic message.”

B. “server” (Term No. 2)

1. The Parties’ Positions

RPost recommends that the Court shallddow Judge Gilstp and abstain from
construing the term “server.” (Doc. 114 at93. Judge Gilstrap concluded that defining
“server’” was unnecessary because the téax been used by the asserted claim
according to its plainral ordinary meaningsee RMajl2013 WL 968246at *60. RPost
also advances an alternative constructita: computer(s), computer program(s), or
computing device(s) that provides resmg to other devices across a network.”
(Doc. 191-1 at 1). This alteative construction closely tracks RMail's proposal that
Judge Gilstrap rejected as “nderived from intrinsic evidence.RMail, 2013 WL
968246, at *60.

GoDaddy responds that “server” must ibeerpreted because there is “no plajn
meaning that resolves therpas’ dispute.” (Doc. 117 af—8). According to GoDaddy,
“server” must: 1) be “outgoing”; 2) béseparate from the sender”; 3) “create an
attachment”; 4) “transmit the attachmentanessage”; and 5) “store the portion of the
mail transport dialog generated during transmission of the messke.” (

RPost replies that GoDaddy’s limitatioase improper becauskey “cannot apply
to all of the claims.” (Doc. 119 at 4). RPadso contends that GoDaddy'’s limitations afe
ambiguous and unsupported by theinsic record. (Doc. 114 at 8-9).

2. Analysis

The term “server” is used by all assertdgims of the Towkow Patents but is ngt

defined or explained within the intsit record. A few examples include:

1. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipient, the steps at the server
comprising:

receiving the message at gerverfrom the sender
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receiving at theserverat least a portion of mnail transport protocol
dialog generated during transsi@n of the message from teerverto the
recipient; and

receiving at theserverfrom the recipient amdication of the receipt
of the message by the recipient;

forming at theservera first information from the at least a portion of
the mail transport protocol dialog atize indication of the receipt of the
message by the recipient; and

transmitting, before any authenticatiof the message, a copy of the
message and the first infortran to the sender from tlserver

‘389 Patent col. 27 Il. 58—col 28 ll. 7 (emphasis added).

7. A system for transmitting a message through an electronic mail
system from an originating processofatoecipient processor and providing
proof of receipt of the message e recipient process, comprising:

aserverdisplaced from the origating processor, theervercapable
of being configured by software commands . . ..

Id. col. 28 Ill. 33—-39 (emphasis added).

32 A system transmitting a messdgam a sender to a recipient and
providing an indication @t the message was opénby the recipient,
comprising:

a serverin electronic communication Wi the sender and receiver,
the serverprogrammed to receive a mess&gen the sendettp associate a
link with the message, the link configed to execute when the link is
activated at the recipient to provide iadication that the message has been
delivered to a recipient, to tramit the message and the link from the
serverto the recipient, wherein

the link is executed when the link activated at the recipient to
control theserverto provide an indicatiorthat the message has been
delivered to the recipient; and

wherein the server is programmed to forman authenticatible
information related to the messagedan transmit the indication of the
delivery of the message to the recipiand the authenticatible information
from theserverto the sender.

198 Patent col. 30 Il. 7-25 (emphasis added).

1. A method of transmitting a message from a sender to a recipient
through a server acting as a Mail TramgpAgent, includinghe steps at the
server of:
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Recordingat the server some portion of theselected one of the
SMTP and ESMTP protocol dialog between #everand the recipient
through theserverincluding those portions dtiie selected onef the SMTP
and ESMTP protocol dialog between serverand the recipient in which
the receiving Mail Transport Agent @pts or declines delivery of the
transmitted message.

‘913 Patent col. 27 Il. 41-54 (emphasis added).

Initially, despite GoDaddy’s argument thab “plain meaning” of “server”
resolves the parties’ dispute, GoDaddy doesraise an actual dispute concerning t
plain meaning of the term. ParticdigrGoDaddy’s proposed constructiamcludesthe

word “server” and shrouds it with fiviimitations. For example, GoDaddy’s propos:

states that “server” must la@ “outgoing server.” While this construction limits “servef

as “outgoing,” it does not raisan actual dispute as to thel&m meaning” of the word
“server.” Likewise, the balance of GoDaddysoposal affixes several limitations t
“server” without challenging the plain meagiof the term. Accordingly, the questio
presented by GoDaddy is not gther the plain meaning d&§erver” is disputed, but
whether the proposed limitationsoghd be leviedipon the term.

The Court will review each of Golddy’s proposed limitations in turn.

a. “outgoing server”

GoDaddy proposes that “server” mbst construed as “ogiwing server” but does
not cite to the intrinsic record for suppddee(Doc. 117 at 3—4). The Tomkow Patent
however, consistently specifizat the server can bothcesve and transmit messag8ege,
e.g, ‘389 Patent col. 27 Il. 59-61 (claimingtéps at the server comprising: receiving tf
message at the server from the sender .). If.GoDaddy intendedo limit “server” to
only servers that send messages and not oaeseteive messages, such a construct
violates the intrinsic record. In absence of more compelling evidence, the Court r

GoDaddy’s proposed limitation of “outgoing.”
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b. “separate from the sender”
GoDaddy also proposes that “servetiould be limited asseparate from the
sender.” (Doc. 117 at 7-8). RPost’s sole dispuitk this limitation is that it is redundan{

because “server” and “sender” are “distircthim elements.” (Dc. 114 at 9). RPost

observes that several counve spurned—on “redundancy” grounds—constructions that

incorporate language from the ctaiitself. (Doc. 119 at 4 (citinginterdigital

Commuc’ns., Inc. v. ZTE CorR014 WL 3908771, at *(D. Del. Aug. 8, 2014)Asetek
Holdings, Inc. v. Coolit Sys2013 WL 6327691, at *4 (N.D. Cal. Dec. 3, 2013yring

B.V. v. Watson Labs., In2013 WL 499158, at7 (D. Nev. Feb. 62013)). The Federal
Circuit, however, rejected the robotapplication of such a stringent rul&ee 01
Communique Lab., Inc. v. LogMeln, In®&87 F.3d 1292, BE5 (Fed. Cir. 2012)
(“[Plaintiff] argues that because those functi@rs set forth expressly in the claim,
would be ‘redundant and unnecessary’ to fpooate them intahe construction of

‘location facility.” However, [Plaintiff] has notited, and we have not discovered, al

authority for the proposition that consttion of a particular claim term may not

incorporate claim language circumscribing theaning of the term. The claim languag
makes clear that the location facility in falies perform the functions in question. Tt
district court correctly incorporated thosenftions into its clainconstruction.”). Thus,

RPost’s “redundancy” argument, while persuasive, is not binding on the Court.

RPost never disputes that the clainfsdrver” is, in fact, “separate from the

sender,” and on balance, the Court conclublas construing “server” with the limitation
“separate from the sender” wid be more helpful to th@ury than a plain meaning
construction. The Court therefore adajbiis portion of GoDaddg construction.

C. “creates an attachment,transmits the attachment and
the message”

As a third limitation, GoDaddy argues thié server “creates an attachment [an
transmits the attachment atite message.” (Doc. 117 gt &oDaddy, however, does ng

point to claim language that requires the setwécreate” or “tranmit” an “attachment.”
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The only claim language cited by GoDaddgncerns the role of the processor
“associate a link with the megg or “add[] a link to the message,” but these claims
all dependent claimsld. (citing ‘198 Patent col. 28 116-25, col. 29 Il. 13-19; ‘104
Patent col. 27 Il. 66—col. 28 Il. 4, col. 31 Il. 24-37)). Gd@®adoes notx@lain why the
Court should interpret “link” as “attachmerdf how “associate” ofadd” is analogous to

“creates.” Without a more aapelling reason for construirigerver” with a limitation

found only in dependent claims, the Corefects this portion of GoDaddy’s proposal.

See Liebel-Flarsheir®o. v. Medrad, In¢.358 F.3d 898, 910 @d. Cir. 2004) (“[T]he
presence of a dependent claim that adds &cpkar limitation raisesa presumption that
the limitation in questions not found in the independent claim.” (citilgenger Mfg.,
Inc. v. Coating Mach. Sys., In@39 F.3d 1225, 123Fed. Cir. 2001))).

Regarding the balance of this third limitatj the claim language is clear that tH
server “transmits” the messadggee, e.¢.198 Patent col. 28 1115-16, col. 29 Il. 13-109.
Accordingly, the Court rejects this part@bDaddy’s proposal aseedlessly redundant.

d. “stores the portion of the mail transport dialog generated
during transmission of the dispatch”

As a fourth limitation, GoDaddy insistsaththe construction must include that th

server “stores the portion of the mail trpog dialog generated dog transmission of

the dispatch.” (Doc. Illat 8). During thélarkmanHearing, GoDaddy explained that the

server must store this informatti to later verifthe message.

Only two asserted claimeecite that the server sam any portion of the mail
transport dialog, and both are dependdaims found in only one Tomkow Patefee
‘389 Patent, Claims 12 and $4dad the inventor wanted to limit any of the assert
independent claims in this manner, he ceryanoluld have done sés quoted above, the

Federal Circuit has held, “the presenceaofdependent claim that adds a particu

® The “storing” function is also found iasserted claims of the ‘913 Patent ai
199 Patent, but neither relatéo “mail transport dialogand both are dependent claim
Se€913 Patent, Claim 2199 Patent, Claim 2.
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limitation raises a presumption that theniiation in question is not found in the
independent claim.Liebel-Flarsheim 358 F.3d at 910 (citingvenger Mfg.239 F.3d at
1233). Further, “where the limitatn that is sought to be ‘reamnto’ an independent claim
already appears in a dependehim, the doctrine of claim differentiation is at its
strongest.'ld.; see SunRace Roots Enter. Co., Ltd. v. SRAM C286.F.3d 1298, 1302
03 (Fed. Cir. 2003) (the presumption thatrahependent claim does not have a limitation
that is introduced for therft time in a dependent claims“especially sbng when the
limitation in dispute is the only meaningfdifference between an independent and
dependent claim, and one paigyurging that the limitatiom the dependent claim should
be read into the independent claim\yenger Mfg. 239 F.3d at 1233 (“Claim
differentiation . . . is clearly applicable @ there is a dispute over whether a limitatipn
found in a dependent claim should be redad an independent claim, and that limitatign
is the only meaningful differee between the two claims.”).

A claim term should be construed in ammar that can be applied to all claim:
See Inverness Med. Switz. GmI889 F.3d at 1371. Here, for all but two dependent

\* 2

claims, “server” is not limitedo “storing” mail transport @log. Moreover, none of the
asserted claims from the ‘1@¢hd ‘198 Patents even use them “mail transport protocol
dialog.” Accordingly, the Court rejecthis portion of GoDaddy’s proposal.
3. Conclusion
For these reasons, the Court construes “seage“a server that is separate from
the sender.”
C. “a link” (Term No. 3)
1. The Parties’ Positions
RPost argues that “a link” should be congtras “a set of instructions that directs
one computing resource to another.” (DAd4 at 9-10). RPost claims that such an

interpretation is “fully suppaed by the intrinsic record.ld.)
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GoDaddy responds that no constructiomesessary because “a link” is a readily
understandable term to a skilled artisan. (Didc/7 at 8). GoDaddy further contends that
RPost’s construction broadeng tbcope of “a link” contrarjo the intrinsic recordld.)

RPost replies that GoDaddy “comglst ignores that the Tomkow patents
describe links as akin to instructions.” (DAd9 at 5). RPost alsoagés that a “person of
ordinary skill in the art would understarttiat links, such as URLs, may contain
commands, or instructions, that direcie computing resource to anotherd’)

2. Analysis

The Court finds that a pems of ordinary skill in theart would understand the

functions “a link” performs without additiohaonstruction. As RPost concedes: “[a]

person of ordinary skill irthe art would understand thhmhks, such as URLSs, may

contain commands, or instructions, that cirene computing resource to another.
(Doc. 119 at 5). The tarnal record also makes cletimat “a link” is “added to the
message by the server,” is “configured te@xe when the message is opened” in order
to “provide an indication that the message haen opened.” ‘104 Patent col. 28 Il. 14,
col. 31 Il. 25-31; ‘198 Patent t@8 Il. 11-14, col. 29 Il. 14-19. If a disputed claim term
has a plain and ordinary meaning such thaegds no clarification or explanation, the
Court need not adopt a constiian beyond that plain meanin§ee U.S. Surgicall03
F.3d at 1568. RPost failed taecany portion of the intrinsicecord to show that “a link”
was used in a way other than its plain meaning.
For these reasons, the Couredmot construe this term.

D. “an indication that the message hs been opened bydelivered to) a
recipient” (Term No. 4)

1. The Parties’ Positions

RPost argues that “indication” should beadly interpreted as “information that
indicates” and supports ifosition by citing the Meriam Wster Dictionary. (Doc. 114
at 10). RPost thus proposesanstruction of “information thahdicates that the message

has been opened by (dered to) a recipient.” (Doc. 191-1 at 1).
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GoDaddy responds that RPost’s “circuldgfinition should be rejected. (Doc. 11

at 9). Instead, GoDaddy proposes a constynabi “confirmation (at the server) that th

D

message content was viewed by the recipi (Doc. 191-1 at 1). To buttress its
definition of “indication” as‘confirmation,” GoDaddy heavily relies on Figure 8 of the
‘199 Patent and its corresponding desanipti(Doc. 117 at 9)Figure 8—a preferred
embodiment of the ‘199 Patent—depidtse invention as sending a “confirmatiop

message” to the sender, which provides “vaie confirmation” that the message was

A4

received at a certain time, by a certain nekwaute, and with specific content. ‘19¢
Patent Fig. 8, col. 25 Il. 49—col. 26 Il. GoDaddy insists that the claimed “indication’

must have “certainty of coamt and provenance(Doc. 117 at 9). GDaddy also defines

“opened” as “viewed” becausaccording to the specificatiofthe message is opened fg

=

reading,” and GoDaddy argues that a messagaot be read without at some point beipg
viewed. (d. at 10).

RPost argues that GoDaddy’s proposala shrewd and reguided attempt to
narrow the plain meaning of the claimed “indicatioBée(Docs. 114 at 10; 119 at 5-6).
According to RPost, the paiee intentionally claimed “indication” in a broad manngr
and “[a]bsent a clear disavowal in the sfieation or the proscution history, the
patentee is entitled to the full scopeitsfclaim language.” (Doc. 119 at(6iting Home
Diagnostics, Inc. v. LifeScan, Inc381 F.3d 1352, 1358 ¢€d. Cir. 2004))). RPost
contends that the patentee did not maKelear disavowal” of tle full meaning behind
“indication,” and thus, GoDddy’s proposal improperlymports a limitation from the
specification into the claim(Doc. 114 at 10). RPost further observes that Figure |8’'s
corresponding description “undermines” @aaldy’s argument because “confirmation

message 72" is an “optional message” tHatay or may not include verifiable

J7

information” and camerely be a “simple text messaigelicating that a message wa:s
received.” (Doc. 119 at 5). Finally, RPasbmplains that GoDagts construction of
“opened” as “viewed” is improper becausenarrows the meaningf the term without

adequate intrinsic recordgoort. (Doc. 114 at 10).
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2. Legal Standard

A fundamental principle for discerning term’'s usage is the ordinary and

accustomed meaning of the words amongst artishasdinary skill in the relevant art af
the time of inventionSee Rexnord Corp. Laitram Corp, 274 F.3d 13361342 (Fed.
Cir. 2001). Normal rules of usage sugge$heavy presumption” tht claim terms carry
their accustomed meaning in the relevaommunity at the relevant tim€CS Fitness,
Inc. v. Brunswick Corp.288 F.3d 1359, 1366 (Fed. Cir. 2002) (citidghnson
Worldwide Assocs. Inc. v. Zebco Corp75 F.3d 985, 989 (Fef€ir.1999)). Of course,
the Federal Circuit acknowledgtsat a patent applicant mmavercome this presumptior
by clearly using the words ithe specification, prosecutidnstory, or both “in a manner
inconsistent with its ordinary meaningBoehringer Ingelheim Vetmedica, Inc.
Schering—Plough Corp320 F.3d 1339, 1347 €d. Cir. 2003) (citingreleflex 299 F.3d
at 1325-26). In other words, an inventoryn@nsistently and clely use a term in a
manner either more or less expansive thagetseral usage in the relevant communit
and thus expand or limit the scope of thenten the context of the patent clain®&ee
Ballard Med. Prods. v. Allegiance Healthcare Corp68 F.3d 13521361 (Fed. Cir.
2001) (noting that an applicant may d@m claim scope during prosecutior§prdis
Corp. v. Medtronic Ave, Inc511 F.3d 1157, 1177 (FedCir. 2008) (“In order to
constitute binding surrenders oaith scope, the statementsguestion must be such thg
a competitor would reasably believe that the applidahad surrendered the relevai
subject matter.” (Quotation omitted)).
3. Analysis
This phrase is used in thed4 and ‘198 Patents as follows:

1. A method of transmitting a message from a sender to a recipient
and providing an indication that timessage was opened by the recipient,
comprising:
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adding a link to the message by the server, the link configured to
execute when the message is opened at the recipient to prawide
indication that the message has bepened byhe recipient

executing the link when the meseaig opened at the recipient to
control the server to providan indication that tB message has been
opened at the recipient

providing an authenttatible information related to the message,
including theindication of the opening dhe message at the recipieat
the server,

transmitting the indication of the openingf the message at the
recipient and the authenticatible informari from the servetio the sender,

‘104 Patent col. 27 Il. 636t 28 Il. 16 (emphasis added).

1. A method of transmitting a message from a sender to a recipient
and providing an indication that tmeessage was opened by the recipient,
comprising:

associating a link to the messagethy server, the link configured to
execute when the message is opened at the recipient to prawide
indication that the message hasen opened e recipient

executing the link when the messagectivated at the recipient to
control the server to providan indication that te message has been
delivered to the recipient

providing an authenttatible information related to the message,
including the indication of the delivery dhe message at the recipigat
the server,

transmittingthe indication of the delivgrof the message at the
recipient and the authenticatible informai form the serveto the sender,

‘198 Patent col. 28 Il. 6—-25 (emphasis addddhe term “indication” is similarly used in
independent Claims 18 and 32 and daejent Claim 6 of the ‘198 Patei@ee198 Patent
col. 28 Il. 39—-41, col. 29 I11-28, col. 30 |ll. 7-25.

The parties dispute the interpretationtiofee terms: “indication,” “opened,” andg

“message.” The Court will ayze each in turn.
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a. “indication”

GoDaddy maintains that to differentidatee invention from por art, “indication”
must be construed as “confirtran” because the specificati states that the inventior
provides “proof” of the delivery and contenitthe message. (Dot17 at 10). According
to GoDaddy, “RPost cites no authority for ligre proposition that the patentee ‘chose
claim the invention’ as covieg something more than ‘po6 of a message’s delivery
and content.”Ifl.) GoDaddy collaterally asserts tHRPost’s construction of “indication”
defines the term by the term itself, theyemaking the construction “circular” ang
altogether unhelpfuo the jury. (d.)’

Contrary to GoDaddy’s argument, RPas¢s the most significarauthority of all:
the claim language. The “appropriate stagtpoint” for “proper chim construction” is
“always the language of the asserted claim its€bfnark Commc’'nsl56 F.3d at 1186
(citations omitted). In the asserted claimsre, the patentee claimed the invention
provide an “indication” not a “confirmatn”—undisputedly a term with a narrowe
scope. Generally, an “indication” is a gengpiece of information that tends to sho
(i.e., indicates) something elséeeRandom House Webster's ame Dictionary 669
(1999) (defining “indication” as “somethingerving to indicate; sign; token” ang
“indicate” as “to be a sign of; betoken”). @me other hand, “confirmation” is verifying
or establishing the “truth, accuracy,lidély, or genuineness of” somethin§ee id.279
(defining “confirmation” as ‘ie act of confirming” and ‘@nfirm” as “to establish the
truth, accuracy, validity, or genuineness of; corroborate; verify”). The dispute he
whether the specification limits the claimeahdication” to the tapered boundaries ¢

“confirmation.”

" GoDaddy proposed similar “circularbostructions for “server” (Term No. 2
and “authenticator” (agreed upderm No. 2, Flelbau Patent)See(Doc. 191-1 at 1, 14
(construing “server” as “the outgoing server.” and “authenticat” as “a sub-system
that operates to authenticate a dispatch”).
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To resolve this dispute, undemsting the Tomkow Patents’ two-step
“verification” or “proof” process is essentiahs an example, th&04 Patent claims a
system and method for verifying, i.eroving, the opening of a message and the
message’s content. The figep commences when the sanaigginates the message and
transmits it to the recipienBefore the message reachesré@pient, however, it cyphers
through an RPost server whereupon certafarimation is recorded, such as a hashed
version of its contentsSee'104 Patent col. 28 Il. 25-29'he RPost server also adds |a
“link” to the message that executes whba message is opened by the recipientol.

28 Il. 1-4, and creates anas “authenticatible infornti@n” about the message, whicl

—

essentially identifies a pagular message as uniqud, col. 28 Il. 10-12col. 31 Il. 33—
34. The RPost server then forwattle message to the recipieSee id.col. 28 Il. 5-6.
When the recipient opens the message, tikedkecutes and provides an “indication thiat

the message has been opened by the recipi@eé”id.col. 28 Il. 7-9. To conclude the

first step, the RPost server sends a redeiplhe sender which includes the “indicatior
that the message was opened andrdthgthenticatible information.See id.col. 28 Il
13-15.

The second step involvesetlactual verification of thepening of the message and
its contents. This step is disskd in the specification as follows:

Verification

In the event that theriginator of a message requires evidence at a
later date that an e-mail was sentlivieed, and/or read, the originator
presents the receipt(s) for the messtmgthe operators of the system.

For example, in order to proveatha particular message was sent
from senderl0 to recipientl8, senderlO sends to RPost a copy of receipt
20 with a request to vdyi the information contaied within the receipt.
This could be done by sending the iiptéo a predefined mailbox at RPost,
e.g., verify@RPost.com. RPost thertaimines whether or not the receipt
Is a valid receipt. A receipt is a validceipt if the digital signature matches
the reminder of the receipt, dinthe message digests match the
corresponding respective portions thie original message. Specifically,
RPost performs the hash function the various portions of the message
including the message body, thd#aahments, and the overall message
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including the SMTP dialog and DSN p@rts, to produce one or more
message digest corresponding ttte purposed message copy. RPost
compares the message digests & ghrported copy, including the overall
message digest, with the message digests which RPost has computed from
the purported message copy. The ovaraksage digest can be compared
by either decrypting the overall messagigest received as the digital
signature in the purported receipt, by encrypting the overall message
digest which was calculated from the purported message copy. If the
message digests including the digital stgna match, then the receipt is an
authentic RPost-generated receiptsAming that a godaash function was
used and that the keys used i ttryptographic hash function and the
digital signature encryption algorithm hawet been divulgetb others, it is
virtually impossible that the receiphas been ‘forged’ by the person
presenting the receipt. That is, the retempist have been a receipt that was
generated by RPost, and thereforerttessage contained in the receipt, the
to/from information, the date and time of delivery, the fact of successful
delivery, the route by which themessage traveled, and any DSN
information contained within the repé] must be a true copy of that
information and is accurate. RPosan then provideauthentication,
verification, and confirmation of & information contained within the
receipt. This confirmation can takeethiorm of an e-mail confirmation,
affidavit testimony from RPost employegsniliar with the methods used
by RPost, live sworn testimony in defias and in court, and other forms
of testimony. . . .

In sum, the system provides rdlia evidence based on the testimony
of a disinterested third party that arpaular message having a particular
content was sent, when it was sent, vgeat it, who received it, when it
was opened for reading, and when it was deleted. . . .

‘104 Patent col. 16 Il. 63—col. 17 Il. 55.

As readily seen, the invean “verifies” the opening o message and its conten

during the second step of the process—not tisedtep. The first stemerely provides an
“indication” to the sender that the message was opened by the recipient. This tw|
process was claimed by the inventor and &xygld through the specification. Because t
intrinsic record is clear that the inwem “confirms” nothing during the first step

GoDaddy’s proposed construction of “conftion” is internally inconsistent.

Furthermore, GoDaddy’s adoption d&figure 8’'s terminology is misplaced

Figure 8 is merely “another embodiment of theention.” ‘104 Patent col. 25 Il. 14-15
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If the Court were to adopt ®@addy’s proposal, it would be reading a limitation from tt

specification into the claim—a “cardinainsiaccording to the Federal Circuikeleflex

299 F.3d afl326 (citingComark Commc’nsl56 F.3d at 1186%ee Tex. Instruments, Ing.

v. United States Int'| Trade Comm’805 F.2d 1558, B3 (Fed. Cir. 1986) (“This court
has cautioned against limiting the claimed im@nto preferred embodiments or specif
examples in the specification.”). “To adoimporting limitations from the specificatior
into the claims, it is important to keep inndithat the purposes of the specification are
teach and enable those of skillthe art to make and useetinvention and to provide 3
best mode for doing soPhillips, 415 F.3d at 1323.

One of the best ways teach a person of ordinaskill in the art how to
make and use the invention is to go®van example diow to practice the
invention in a particular case. M of the time, upon reading the
specification in that context, it willdzome clear whether the patentee is
setting out specific examples of thevéntion to accomplish those goals, or
whether the patentee instead intendstlie claims and the embodiments in
the specification to be strictly egtensive. The nmaer in which the
patentee uses a term within the sfpieation and claims usually will make
the distinction apparent.

Id. (internal citations omittedAlthough “there issometimes a fine line between readir
a claim in light of the specification, drreading a limitation into the claim from th
specification,”"Comark Commc’'nsl56 F.3d at 1187, the Caurelieves that GoDaddy iS
pursuing the latter rather th#me former. Figure 8 does nestablish the patentee’s “clea
disavowal” of “indication” to thenarrower meaning of “confirmationSee Thorner669
F.3d at 1365 (quotingeleflex 299 F.3d at 1325).

In short, notwithstanding the internahs within GoDaddy’s proposal, the Couf

finds that if it were to construe “inditan” as “confirmation,” a limitation from the
specification would be read into the claifdy focusing solelyon the specification,
GoDaddy improperly seeks to construe thairnsk as limited to a single embodimen
which goes against bedrockaih construction principlesSee Comark Commc’n$56
F.3d at 1187
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Nonetheless, the patentee did notrehe claim “indication” as a nebuloug

indication without concern ofater verification. The intrisic record conveys that the

primary purpose of the invention is toopide information regarding the delivery

opening, and content of an electronic message#mbe“verified.” For example, Claim

1 of the ‘104 Patent states that the “gation of the opening of the message at the

recipient” is “includ[ed]” inthe “authenticatible iimrmation” which is sent to the sendef.

‘104 Patent col. 28 Il. 10-13%ee also'198 Patent col. 28 Il. 20-22 (“providing af
authenticatible information related toethmessage, including the indication of th
delivery of the message at the recipienttreg server . . . .")As construed below,
“authenticatible information” is certain information that “c@ verified.” Accordingly,
because the “indication of the eing of the message” is afement of “authenticatible
information,” the indicatiortself must be verifiable.

For these reasons, the Court construes ¢atdn” as “verifiable information that
indicates.”

b. “opened”

—

e

The parties also dispute the meaning ef tkerm “opened” as used by the asserted

claims. RPost argues that “opened” does me@d to be construed because the wo

M

“‘opened,” “viewed,” and “read” all embody diffent meanings and the inventor claime
“opened.” (Doc. 119 at 6). In response, Gdadefines “openedds “viewed” because,
according to the specification, “the messagepened for readg,” and it would be
impossible to read a message withowgahe point viewing it. (Doc. 117 at 10).

The Court finds that “opedé does not require furtheronstruction. In construing
claim terms, the Court needtndarify a term if it has a plain meaning that requires
clarification.See U.S. Surgical 03 F.3d at 1568. Here, “opelies a generic term that is
readily understood within & context of the claims toonnote that a message wé
“opened” by the recipientA jury will have no trouble ugerstanding this concept an
GoDaddy has not raised an actdepute as to the scopetbe term. It would be illogical

for the Court to force the jurio consider convoluted sentecs of whether the messag
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L1

was “opened,
“opened.” Thus, this portion of G@addy’s proposal is rejected.
C. ‘message”

The parties’ final dispute is whethémessage” shouldbe interpreted as

viewed,” or “read” when timatentee already claimed the generic tef

“message” or “message content.” GoDaddy proposes “message content” but does r

explain why such a construction is necess8pe(Doc. 117 at 9-10)n the absence of

compelling evideoe to the contrary, the Court elects tmtconstrue this portion of the

phrase. “Message” is a readily understand&aien and GoDaddy has not brought to the

Court’'s attention a valid dispute concewpithe term’s scope. Moreover, because the

Court declined to define “opened” as “viedyé construing this phrase as “opened the

message content” makes little sense. Theurt therefore rects this portion of
GoDaddy’s proposal.

4, Conclusion

For these reasons, the Court construesifigication that the message has begen

opened by (delivered to) a rp@nt” as “verifiable information that indicates that the

message has been opened by (operedelivered to) the recipierit.”

E. “an indication of receipt of the message by the recipient (recipient
processor)” (Term No. 5)

1. The Parties’ Positions
As with Term No. 4, the parties’ digie centers on the term “indication.” RPo
proposes a construction of “information thadicates that the message has been rece
by the recipient (recipient processor).”d® 191-1 at 1-2). Goaddy responds by
proposing: “confirmation that the message content was received by the recipent.” (
2. Analysis

This phrase is used in the assedkdins of the ‘389 Patent as follows:

® The Court includes “opened at” in itenstruction becaus@laim 18 of the ‘198
Patent claims “opened at the recipiei@€e198 Patent col. 29 Il. 23.
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1. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipient, the steps at the server
comprising:

receiving at the server from the recipiantindication of the receipt
of the message by the recipient

forming at the server a first infmation from the at least a portion of
the mail transport protocol dialog atite indication of the receipt of the
message by the recipient. .

‘389 Patent col. 27 Il. 58—col 28 Il. 3 (emphasis added).

7. A system for transmitting a message through an electronic mail
system from an originating processoratoecipient processor and providing
proof of receipt of the message twe recipient process, comprising:

a server displaced from the origting processor, the server capable
of being configured bgoftware commands to:

receivean indication of receipt of #h message from the recipient
processorand a mail transport protocolattbg generated by the electronic
mail system during transmission ofetimessage from ¢hserver to the
recipient processor;

generate a first information includirtige indication of receipt of the
message from the recipient processod at least a portion of the mail
transport protocol dialy generated by the electronic mail system during
transmission of the message from theveeto the recipient processor.

Id. col. 28 ll. 33-52 (emphasis added).

14. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipient, the steps at the server
comprising:

receiving at the server from ehrecipient a first information
includingan indication of the receipt dhe message by the recipiemd at
least a portion of a mail transpoprotocol dialog generated during
transmission of the first farmation from the serveo the recipient . . . .

Id. col. 29 ll. 17—col. 30 II. 5.
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The Court adopts its analgdor the terms “indicationand “message” as set forth
for Term No. 4 and therefore construes tpisrase as “verifiable information that
indicates that the message was receivethbyecipient (recipient processor).”

F. “an indication of the failure to deliver the message to the recipient”
(Term No. 6)

1. The Parties’ Positions
RPost proposes a construction of “inforroatthat indicates that the message has
failed to be delivered to the recipient.”d@ 191-1 at 2). GoDaddy responds that the
phrase should be defined ‘@®nfirmation that the messagentent was not received by
the recipient.” [d.)
2. Analysis
This phrase is found in the assertéadms of the ‘199 Patent as follows:

1. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipient, the steps at the server
comprising:

receiving at the server from the recipiantindication of the failure
to deliver the message to the recipjent

forming at the server a first infmation from the at least a portion of
the data transport protocol dialog aheé indication of thdailure to deliver
the message by the recipient. .

199 Patent col. 27 Il. 58-65 (emphasis added).
The parties again dispute the claim terfimdication” and “message.” The Cournt
adopts its analysis as sertfoin Term No. 4 and construes “indication” as “verifiabje

information that indicates” and doaset construe “message.”

D

The parties also proffer different congtions for the balance of the phras
GoDaddy suggests a constructihiat interprets “failure taeliver” as “not receiv[ing]”
the message. (Doc. 191-1 at 2). However, ‘189 Patent does not speak in terms pf

“receipt” of the message but claims whetkis® message failed foe “delivered.” The
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Court finds that this portion of the claim ugsain language the jury will readily be abl
to understand without fther construction.

The Court therefore construes Term Nas6'verifiable infornation that indicates
the failure to deliver the nssage to the recipient.”

G. “executing the link when the mesage is opened at the recipient to
control the server to provide an irication that the message has beer
opened at the recipient” (Term No. 7)

1. The Parties’ Positions

RPost proposes a construction that chpsedcks the claim language: “executing

the link when the message is opened at the recipient te thesserver to provide ar
indication that the messageshiaeen opened #te recipient.” (Doc. 191-1 at 2).

GoDaddy responds by construing the phiase*action by theecipient when the

D

message is opened at the recipient to cotttekerver to provide proof that the message

has been opened at the recipj¢ine proof providing a legal or other evidentiary status
par with, if not superior to, thaif registered United States mailltd() GoDaddy argues
that the “structure” of thesaerted claims “makes cleaath-once the message is openg
at the recipient—it is the recipient (includitige link at the recipiei that controls the
server to provide the attendant proof tha thessage has been operat the recipient.”
(Doc. 117 at 11). GoDaddy also maintaitiat the “core purpose of the claime
inventions is to provide naherely an ‘indication,’” but ‘mof regarding the delivery anc
contents of an e-mail message.ltl.(at 11-12). GoDaddy finally argues that RPos
proposed change from “control” to “causis’ flawed because ¢htwo words are not
synonymous.If. at 12).

RPost criticizes GoDaddy’s construction foree reasons. First, RPost argues tl

GoDaddy’s proposal improperly limits the ctaito actions performed by the recipient.

(Doc. 114 at 10). RPost explains that the imlexecuted “at the recipient,” not “by thg
recipient” as GoDaddy contends. (Doc. 11%atSecond, RPost asserts that GoDadd

construction impermissibly narrows the claim’s plain meaning by construing “indicat
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as “proof.” (Doc. 114 at 10). Third, RPasisists that GoDaddy’s proposed limitatio
regarding “legal or other evidentiary stdtis not supported byhe claim language ano
violates the intrinsic recordld; at 10-11).
2. Analysis
This phrase is used in Clainoithe ‘104 Patent as follows:

1. A method of transmitting a message from a sender to a recipient
and providing an indication that timessage was opened by the recipient,
comprising:

adding a link to the message by the server, the link configured to
execute when the message is opeledthe recipient to provide an
indication that the message hasb opened by ¢recipient,

executing the link when the messag®pgned at the recipient to
control the server to provide anditation that the message has been
opened at the recipient . .

‘104 Patent col. 27 Il. 6%ol. 28 Il. 9 (emphasis addle The Court will analyze the
parties’ proposals in turn.
a. “control”

The Court first reviews RP8s suggestion that “control” should be interpreted
“cause.” GoDaddy complains that such a construction psaper because the two word
have different meanings. (Doc. 117 at 12).sUpport its argumenGoDaddy cites to the
American Heritage Dictionary which definesontrol” as “[tjo exercise authoritative of

dominating influence over; direct” and “cause” ds.“The producer of an effect, resulf

or consequencd. The one, such as a person, eventamdition, that is responsible fof

an action or result.”lq.)

It is apparent from the dictionary defions that the two terms have entirely

different meanings. While “cause” simply reféosone that is respoite for an action or
result, “control” requires that one exerciseme sort of dominion or authority ove
another. In other words, “cause” is broadamtficontrol.” This distinction is exemplified

by the ‘198 Patent’s usage of theotwords in an unrelated claif8ee€198 Patent col. 29
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Il. 1-4 (“16. The method of claim5, wherein activating the link alstausesnformation
to be displayed to the recipient and dontrol the server to make a record of th
information displayed.” (emphasis added)).0RPdoes not point tevidence thin the
intrinsic record to show that the inventmtended to claim “control” with a broade
meaning. Accordingly, this portion of RR@sproposed construction is rejected.

b. “executing the link”

The Court next review&oDaddy’s proposal that “executing the link” should |

construed as “action by the recipient.” GobDgpdexplains that the “structure” of the

e

[

e

D

asserted claims “makes clear that—oncentiessage is opened at the recipient—it is the

recipient (including the link at the recipierif)at controls the seer to provide the

attendant proof that the message has beenedpat the recipient.” (Doc. 117 at 11).

GoDaddy further notes that “it is . . . tihecipient (i.e., the link in the message) th
performs the claimed function.”ld)) RPost replies that evethough the recipient
performs the opening of the message, thatifastelevant because “the disputed clai
function is executing, which the lirdoes on its own.” (Doc. 119 at 6).

The Court finds that “executing thenk’ does not require the recipient t
affirmatively act beyond opening the megsa Rather, the function of the clain
“executing,” occurs bythe link itself “when the message is opened.” Furthermd
GoDaddy'’s likening of the “recipient” to thdirik” itself is baseless, as the two terms a

clearly distinct. Consequently, this portiof GoDaddy’s proposal is rejected.

The Court adopts a slightly amended w@@r0f this portion of RPost’s proposalf

“the link executing on its own when the ssage is opened at the recipient.” Th

construction clarifies for the jury that thek executes on its own when the message i

opened.
C. “an indication”
Finally, the Court examines GoDaddy’s amgnt that “an indication” should be
interpreted as “proof thathe message has been openedhat recipient, the proof

providing a legal or other evidentiary statas par with, if not superior to, that o
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registered United Statesail.” (Doc. 191-1 at 2J.While it is undisputed that the clain

language does not include this purportedidentiary” limitation, GoDaddy argues that

the limitation emerges from the specification and is essential to differentiate the Tomko

Patents from prior ar6eg(Doc. 117 at 11-12).
The portion of the sharegpecification from which Adaddy plucks this limitation
is found in the Summary of the Presamvention which reads as follows:

A general object of the present im#@n is to proide a system and
method for reliably verifying via seoel and tamper-proof documentation
the content and delivery ah electronic message such as an e-mail. Ideally,
the invention will give e-mail and other electronic messages a legal status
on par with, if not superior to, thatf registered United States mail.
However, it is not necessary to the inventthat any particular legal status
is accorded to messages sent accorttirtpe methods taught herein, as the
invention provides useful inforation and verification regardless.

‘199 Patent col. 3 Il. 8-17; ‘38Patent col. 3 ll. 6-15 (same)l04 Patent col. 3 Il. 6-15
(same); ‘198 Patent col. 3 Il. 9-18 (same)X3%Patent col. 3 lI8-17 (same). Based on

this language and referencesptaor art in the specificaih, GoDaddy maintains that thg

\U

“indication” provided by the inv@ion must have some level evidentiary status—Ilegal
or otherwise—that is equal or superior tgistered United States mail. (Doc. 117 at 11).
To begin, as the Court has already recadintenstruing this term must be done |n

light of the Federal Circuit's frequent mdnition against reading limitations from th

(D

specification into the claimSee Comark Commc’ng56 F.3d at 1187. In ascertaining
whether the patentee disavowed the full scopa claim, the Court must refrain from
committing the “cardinal sin” of reading litations from the specification into the
claims. Teleflex 299 F.3d at 1326 (citinGomark Commc’nsl56 F.3d at 1186). The
only way a specification may narra¥ve scope of a disputed c¢faterm is if the patentee

“demonstrate[d] intent to deviate from tbedinary and accustordaneaning of a claim

® GoDaddy proposes this arsimilar limitation for a dpen disputed claim terms
in the Tomkow Patent§ee(Docs. 117, 191-1 (proposingigHimitation for Term Nos. 7,
8,9, 10, 11, 13, 14, 15, 16, 17, 23, and 24).
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term by including in the specification express of manifest exclisn or restriction,
representing a clear disavowal of claim scopEnbrner 669 F.3d at 1365 (quoting
Teleflex 299 F.3d at 1325). Here, becausiee proposed evidentiary limitatiorn
purportedly springs from the sgpification, GoDaddy must show that the inventor clea
disavowed the claim scope.

In this regard, the Court is not perdad that GoDaddy’s proposed evidentia

limitation exists. The specification flatly exgsses that “it is not necessary to the

—

y

Y

invention that any particuldegal status is accorded to messages sent according to the

methods taught herein, asetlnvention provides usefuhformation and verification

regardless.” GoDaddy nonetheless attemptsirmumvent this language by arguing th

its proposal affords two methods of attainthg evidentiary status of registered United

States mail: (1) “legal” or (2) “other evidentyastatus.” As the inventor clearly disclosed

that no “legal” status was required for timvention, the question becomes whether
“indication” must have an “evihtiary status on par with, if not superior to, that
registered United States mail.”

In response to this quem, the Court finds that Gxaddy’s proposal misses thg

mark. As discussed at length for Term Noth& “indication” provided by the invention

Is not the “proof” that is dicussed in the specificatiofihe second step of the process+

the “verification” of a message—is whenetlinvention arguablyrovides “proof’ of

certain aspects of the messa@mnsequently, even if th€ourt were to sidestep the
“cardinal sin” of reading limitations from the exgfication into a claim and disregard the

invention’s express disclaimer that no legaltss is vital to the invention, the Cournt

would still reject this portiomf GoDaddy’s argument becauthe purporte@videntiary
limitation does not even concetime invention’s initial step gbroviding an “indication.”

Accordingly, the Court adopts its congttion of “indication” as explained in
Term No. 4.
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3. Conclusion
For these reasons, the Court construespghrase as: “the link executing on it
own when the message is opened at thepied to control the server to provids
verifiable information that indates that the message has bmmed at the recipient.”

H. “the link being configured to execute automatically when the messagse
is opened at the recignt processor to controlthe server to provide an

indication at the server that the message has been opened at the

recipient processor” (Term No. 8)
1. The Parties’ Positions

Similar to its proposedonstruction for Term No. 7, RPost advances the followi
construction of Term No. 8the link programmed to exate automatically when the
message is opened at the recipient to céluseserver to provide an indication at th
server that the message has been opendte akcipient.” (Doc. 191-1 at 2). As seel
RPost modifies the claim language in two way$ defining “control” as “cause” and (2
construing “configured” as ‘lmgrammed.” RPost asserts thia¢ minor linguistic change
from “configured” to “programmed” clarifies fothe jury that theerm is “used in a
computer programming sense.” (Doc. 119 at 10).

In response, GoDaddy proposes a construction of: “[link configured to exe
through] action by the recipienthen the message is openethatrecipient to control the
server to provide proof that the message haen opened at threcipient, the proof
providing a legal or other evidentiary statas par with, if not superior to, that o
registered United States iha(Doc. 191-1 at 2).

2. Analysis
This phrase is used in Claim 27 of the ‘104 Pa&srfollows:

27. A system for transmitting anessage from an originating
processor to a recipient processar an electronic mail system and
providing an indication that the m®age was opened by the recipient
processor, comprising:

a server in electronic communim in the electronic mail system,
the server receiving the message fritv@ originating processor and adding
a link to the message before tsamtting the message and link to the
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recipient processorthe link being configured to execute automatically
when the message is opened at thepient processor tgontrol the server

to provide an indication at the servrat the message has been opened at
the recipient processar. . .

‘104 Patent col. 31 Il. 20—32 (emphasis added).

For the reasons set forth in Term Noth&e Court rejects Gaaddy’s evidentiary
proposal and its suggestion that the claim iregu‘action by the repient.” Likewise, the
Court also rejects the portion of RPost’s pregddhat construes “control” as “cause.”

As to RPost’s argument that “configutesthould be defined dprogrammed,” the
Court finds that such a construction ismamranted. The term “configured” has a pla
and ordinary meaning & the jury will be able to undaiand within the context of this
electronic messaging disputeee U.S. Surgicall03 F.3d at 1568. RPost has not shoy
that the term is used in a manner that jes from its plain meamg, and therefore the
Court rejects this podin of RPost’s proposal.

For these reasons, the Court construesptitiase as: “the link being configured t
execute automatically veém the message is opened at the recipient to control the sen\
provide verifiable information that indicated the server that the message has b
opened at the recipient processor.”

l. “the link configured to execute when the link is activated at the
recipient to provide anindication that the messge has been opened by
(delivered to) a recipent” (Term No. 9)

1. The Parties’ Positions
Similar to its proposals for Term Nog.and 8, RPost suggssthat this phrase
should be interpreted as “the link programn@eéxecute when the link is activated at t
recipient to provide an indication that the ssa@ge has been opened by (delivered to
recipient.” (Doc. 191-1 at 3).
In response, GoDaddy argues thae ttlaim should be construed as “[lin
configured to execute through] action by tkeipient when the message is opened at

recipient to control the server to provide proof that thesage has beapened at the

-54 -

Vin

(@)

ert

2en

e

) a

the




© 00 N O O b~ W DN B

N NN NN NNNDNRRRRRR R R R
0 ~N O OO0 W NP O © 00N O 0 W N PP O

—+

recipient, the proof providing a legal orhet evidentiary status on par with, if ng
superior to, that of registered United States mdil.) (
2. Analysis
This phrase is found in Claims 1, Ed 32 of the ‘198 Rant as follows:

1. A method of transmitting a message from a sender to a recipient
and providing an indication that timessage was opened by the recipient,
comprising:

associating a link with the message by the setherlink configured
to execute when the link is activated the recipient to provide an
indication that the message hasen opened by a recipient. .

198 Patent col. 28 Il. 6-14 (emphasis added).

18 A system transmitting a messdgam a sender to a recipient and
providing an indication @& the message was opénby the recipient,
comprising:

a server in electronic communication with the sender and the
receiver, the server programmed &zeive a message from the sender, to
associate a link with the messag®s link configured to execute when the
link is activated at the recipient to @ride an indication that the message
has been opened by a recipiettt transmit the mesga and the link from
the server to the recipient . . . .

Id. col. 29 ll. 11-20 (emphasis addes@e idcol. 30 Il. 7-16 (same).

For the reasons set forth in Term Noth& Court rejects G@addy’s evidentiary

proposal and its suggestion that the claim requires “action by the recipient.” Fgr th

reasons expressed in Term No. 8, the Cals rejects the portion of RPost’'s proposgal
that construes “configured” as “programmed.”

The remaining dispute is whether “aetied” should be consted as “opened at
the recipient to control the server.” The usdhs term “activatedin the ‘198 Patent is
different than the prior two disputed terfinem the ‘104 Patent which claim “opened at
the recipient.” “Activated” isa readily-understandable terrand there is no evidence
before the Court showing that the inventdrthe ‘198 Patent intended the link to be
activated only when the message is opeihile it could be argued that because the

activation of the link causes amdication of the opening of hmessage to be sent to the
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recipient it is the opening of the message #Eivates the link, this is not necessarily

true. In fact, the dependent claims of Claim 1 suggest other ways of activating the linl

See'198 Patent col. 28 Il. 26—27. ThusetlCourt rejects GoDaddy’s proposal and dges
not construe the generic term “activated.”

For these reasons, the Court defines THom9 as “the link configured to execut

[1°)

when the link is activated atdhrecipient to provide verifidd information that indicates
that the message hasdm opened by (deliverad) the recipient.”

J. “executing the link when the link isactivated at the recipient to control
the server to provide anindication that the message has been delivered
to the recipient” (Term No. 10)

1. The Parties’ Positions

For Term No. 10, RPost les the Court to adopt ¢hfollowing construction:

1%

“executing the link when the link isalled at the recipient ttause the server to provids
an indication that the messaugs been delivered to the ngieint.” (Doc. 191-1 at 3—4).

In response, GoDaddy proposes a cowsimn of “[executing the link through]
action by the recipient when the message is apahthe recipient to control the server {o
provide proof that the message has been egbenh the recipienthe proof providing a
legal or other evidentiary statas par with, if not superiaio, that of registered United
States mail.”Id.)

2. Analysis
This phrase is used in Clainoithe ‘198 Patent as follows:

1. A method of transmitting a message from a sender to a recipient
and providing an indication that tmeessage was opened by the recipient,
comprising:

executing the link when the messagaadsvated at the recipient to
control the server to providan indication thatthe message has been
delivered to the recipient. . .

198 Patent col. 28 Il. 6-19 (emphasis added).
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Several of the modifications proposed bg ffarties have already been resolved|i

prior terms. As to GoDaddy’s “evidentiaryhd “action by the recipient” proposals, th
Court adopts its reasoning for Term No.Regarding GoDaddy’s construction of th
claim term “activated,” the Cotiadopts its analysis as settfofor Term No. 9. Finally,
the Court adopts its reasoning and regttof RPost’'s constrtion of “control” as
explained in Term No. 7.

RPost additionally proposes that thente“activated” should be interpreted &

“called.” RPost does not explain this constrme in its briefing, and the Court is not

persuaded that construction this term is necessary for the reasons set forth in T¢

No. 9. Thus, the Court rejectggtportion of RI®st’s proposal.

For these reasons, the Court construgsnéo. 10 as “the link executing on it$

own when the link is actated at the recipient to contrible server to mvide verifiable
information that indicates #t the message has beehwiged to the recipient.”

K.  “wherein the link is executed whenthe link is activated at the recipient
to control the serverto provide an indication that the message has been
opened at (delivered tojhe recipient” (Term No. 11)

1. The Parties’ Positions

RPost argues that Term No. 11 shoulccbestrued as “wherein the link execute
when the link is called at the recipient to eatlse server to providen indication that the
message has been openeftativered to) to the recient.” (Doc. 191-1 at 4).

In response, GoDaddy proposes a caosibn of “[executing the link through]
action by the recipient when the message is apahthe recipient to control the server {
provide proof that the message has been egbenh the recipienthe proof providing a
legal or other evidentiary statas par with, if not superiaio, that of registered United
States mail.”Id.)

2. Analysis

This phrase is found in th&98 Patent as follows:
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18 A system transmitting a message from a sender to a recipient and
providing an indication @t the message was opénby the recipient,
comprising:

a server in electronic communication with the sender and the
receiver, the sever programmed to receive a message from the sender, to
associate a link with the message, link configured to execute when the
link is activated at the recipient fwovide an indicatio that the message
has been opened by a recipientframsmit the message and the link from
the server to the recipientherein

the link is executed when the lirkk activated at the recipient to
control the server to provide anditation that the message has been
opened at the recipient . .

‘198 Patent col. 29. 11-24 (emphasis added). Asser@dim 32 incorporates the sam
language as Claim 18, but replatdslivered to” with “opened at.Id. col. 30 Il. 7-20.

The Court has already settled all of tparties’ disputes for prior terms an

incorporates those analyses and constostihere. The Court therefore defines thi

phrase as “wherein the link is executed whiea link is activated at the recipient t
control the server to provideerifiable information thatndicates that the message h;
been opened at (deliveat to) the recipient.”
L. “authenticatible information” (Term No. 12)
1. The Parties’ Positions

RPost proposes that “authenticatible infatimn” should be lwadly construed as

“information regarding the content or deliyeof a message that can be verified,

(Doc. 191-1 at 4-5). RPost argues this tmmsion is “consistent with the intrinsig
record, which repeatedly refets authentication in the caxt of verifying the content
and delivery of an electronic message.” (Doc. 114 at 11).

GoDaddy, on the other hand, propodshs following itemized construction;
“information unique to the message, the digsignature of the message, and the porti
of the mail transport dialog generated dgrtransmission of thmessage.” (Doc. 191-1
at 4-5). GoDaddy contends that its camsion is grounded irthe specification’s
disclosure of “digital signature.” (Doc. 113t 13). Specifically, GoDaddy explains tha
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“authenticatible information’must include the nssage’s digital signature, which it

defines as a “digital code that uniquely itiBes the message and/or its attachment
(1d.)*° GoDaddy did not clarify irits briefing or during théMlarkmanHearing why the
balance of its proposal, “the portion die mail transport dialog generated durir
transmission of the message,” is necessary.

RPost replies that GoDaddy’s proposaproblematic because GoDaddy did n
cite any portion of the intrgic record showing that thmventor intended to limit
“authenticatible information” tdhree enumerated elemeni®oc. 119 at 7). RPost alsq
points out that the term “digital signatures’ not claimed in either the ‘104 or ‘19¢
Patents where “authenticatibieformation” is claimed. Ifl.) RPost thus contends tha
GoDaddy is attempting to limit “authenditible information” by terms from the
specification. (Doc. 114 at 11).

2. Analysis

The term “authenticatible information” issed by the ‘104 and ‘198 Patents. Tt

‘104 Patent claims as follows:

1. A method of transmitting a message from a sender to a recipient
and providing an indication that tmeessage was opened by the recipient,
comprising:

providing an authenticatible information related to the message,
including the indication of the openimaj the message at the recipient, at
the server, and

transmitting the indication of thepening of the message at the
recipient, and thauthenticatiblanformationfrom the server to the sender.

‘104 Patent col. 27 Il. 63—ca8 Il. 16 (emphasis added). Tteem is also claimed by thg

‘198 Patent as follows:

19 As GoDaddy notes, RMailefined “digital signature” in this manner befor
Judge GilstrapSee RMaijl2013 WL 968246, at *55. Hower, “digital signature” is not
claimed by either of the asserted claitmsre, nor does GoDaddy suggest that tl
definition should be includkin the construction.
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1. A method of transmitting a message from a sender to a recipient
and providing an indication that tmeessage was opened by the recipient,
comprising:

providing an authenticatible information related to the message,
including the indication of the deliveryf the message at the recipient, at
the server, and

transmitting the indication of thdelivery of the message at the
recipient, and thauthenticatiblanformationfrom the server to the sender.

198 Patent col. 28. Il. 6-25 (emphasis added).

18 A system transmitting a messdgam a sender to a recipient and
providing an indication @t the message was openat the recipient,
comprising:

wherein the server is programthgo form an authenticatible
information related to the messagedan transmit the indication of the
opening of the message at the recipemd the authentit@le information
from the serveto the sender.

Id. col. 29 ll. 11-28 (emphasis addes@e id.col. 30 Il. 7-25 (same).
GoDaddy argues that “digital signatlr should be included within the
construction of “authenticatible information.” The term “digital signature” is disclose

the specification as follows:

The present invention includes atectronic message system that
creates and records digital signature of each electronic message sent
through the system. An originatanay send a copy of the electronic
message to the system or generateellectronic message within the system
itself. The system then forwards adelivers the electronic message to all
recipients (or to the designated memssahandlers assmated with the
recipients), including “to” addresseasd “cc” addressees. Thereafter, the
system returns a receipt of delivety the originator of the electronic
message. The receipt includes, amortgeothings: the original message,
the digital signature of the message, and a handshaking and delivery
history including times of delivery to the recipients. To later verify and
authenticate information contained inetheceipt, the originator or user
sends a copy of the receipt to the system. The sytemverifies that the
digital signaturematches the original messagelahe rest of the receipt. If
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the two match, then the system seadstter or provides other confirmation
of authenticity verifying that the eleéonic message has not been altered.

Id. col. 3 Il. 19-38 (emphasis added).
At the outset, the Court agrees wiHoDaddy’s argument that the informatio

comprising “authenticatle information” must be “unique” to a particular message. If

information was not unique to a message,fioation of the message would be infeasible

thereby making the claimsniitless. GoDaddy’s proposecbnstruction, however, is

superfluous. Specifically, GoDaddy definedgithl signature” as a “digital code thaf

n
he

uniquely identifiegshe message and/or its contents.” (Doc. 117 at 13 (emphasis adged)

GoDaddy then offers a cangction that includes botlinformation unique to the
message” and “the digital signature of the mgssarlhere is no neeid use both phrases
in the construction when the phrases purportedly mean the same thing. On balan
Court finds that “unique” wodl be more helpful to the fy than “digitd signature”™—a

term that is not in the claim language dhat would require a separate definition.

ce,

GoDaddy also contends that authenticatible information must include “the partior

of the mail transport dialog generated dgriransmission of thmessage.” (Doc. 191-1

at 4-5). GoDaddy does not eapl why this limitation is acessary, and the Court does
not find it to be supported by the intrinsic rett.dn fact, the ‘104nd ‘198 Patents do not

even recite the term “mail transport dialog.” Thus, if the Court were to adopt this pqrtior

of GoDaddy’s construction, it would be impiog concepts from other Tomkow Paten
into the ‘104 and ‘198 Patents.

Finally, the Court agrees with RPostath“authenticatible information” is
information regarding either ¢étt‘content or delivery” of a nesage that “can be verified.’
The information must be able to be verifidde to the two-step verification process
explained in Term No. 4.

For these reasons, the Court adopts fbllowing amalgam of the parties
proffered constructions for “authenticatibleformation”: “information unique to the

content or delivery of a memge that can be verified.”
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M.  “mail transport protocol dialog” (Term No. 13)
1. The Parties’ Positions

RPost contends that Term No. 13 shooédinterpreted as “mail transport dat
including a sequence of at least one comnardlat least one response.” (Doc. 191-1
5). RPost posits that this construction “\@rtually identical” to Judge Gilstrap’s
construction of the same term. (Doc. 114 at 12).

In response, GoDaddy proposes a naerodefinition: “a list of commands and
responses exchanged between serversnglutiansmission of the message that
sufficient to prove delivery ofhe message to the recipient, providing a legal or ot
evidentiary status on par with, if not superior to, that of registegr@ted States mail.”
(Doc. 191-1 at 5). GoDaddy explains thatpteposal “make][s] clear that the commang
and responses exchanged dutimgnsmission of the message shbe sufficient to prove
delivery of the message to the recipient.b¢D117 at 14). GoDagdurther argues that
the inclusion of the phrase “or other evitary status” in its construction overcome
RPost’'s argument that the invention needawuifer a legal status upon its messadds. (

RPost complains that GoDaddy’s proposal is “completely at odds with
intrinsic record, which expresslistates that it is not necessary to the invention t
messages be accorded legal status.” (D4 at 12). RPost also contends th
GoDaddy’s proposal conflicts with Judg@&ilstrap’s definiton of *“dialog” and
improperly imports limitations from thgpecification into the claimid.; Doc. 119 at 7).

2. Analysis
The term “mail transport protocol dialog” ised in the ‘38%atent as follows:

1. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipient, the steps at the server
comprising:

receiving at the server at least a portion afal transport protocol
dialog generated during transmission o¢ timnessage from ¢hserver to the
recipient . . .
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forming at the server a first infoation that the at least a portion of
the mail transport protocol dialogand the indication of the receipt of the
message by the recipient . . .

‘389 Patent col. 27 ll. 58—ca28 Il. 3 (emphasis added).

7. A system for transmitting a message through an electronic mail

system from an originating processofatoecipient processor and providing
proof of receipt of the message thye recipient process, comprising:

receive an indication of receipt of the message from the recipient

processor and mnail transport protocol dialoggenerated by the electronic
mail system during transmission ofetmessage from éhserver to the
recipient processor,

generate a first information inclungy the indication of receipt of the
message from the recipient preser and at least a portion of thail
transport protocol dialoggenerated by the eleonic mail system during
transmission of the message from theveeto the recipient processor.

Id. col. 28 |l. 33-52 (emphasis added).

14. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipgent, the steps at the server

comprising:
receiving at the server from éhrecipient a first information

including an indication of the receipt tife message by the recipient and at

least a portion of amail transport protocol dialoggenerated during
transmission of the first farmation from the serveo the recipient . . . .

Id. col. 29 II. 16—col. 30 II. 5 (emphasis added).

As used in the ‘372 and ‘557 Patenisdge Gilstrap construed “mail transp
protocol dialog” as: “data including a lisff at least one command and at least

response exchanged between devicemduhe transmission of a messageMail, 2013

prosecution historyld. Specifically, JudgeGilstrap consideredhe following excerpt

from the ‘372 Patent’s specification:

Whether the connection is SMTP or 8P, the RPost server will record
the entire protocol dialogue betwedhe two servers. Typically this
dialogue will include pratcol messages in whicamong other things, the
destination server ideni#s itself, grants permigsi to upload a message
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for a named recipient, and acknowledgthat the message was received.
RPost will save the record of this teattion in such way that it may be
later retrieved and included or attached to thRPost Delivery Receipt for
this message.

Id. at *54. The ‘389 Patent sharesstportion of the specificatiortsee’389 Patent col. 12
Il. 65—col. 13 II. 6.
Judge Gilstrap further explained that dgrprosecution of thpatent, the inventor

disclaimed that “a dialog, asahterm is understood by one skills the relevant art, is g

list of commands and responseshanged between an outgoing server and a destination

address or server to transmit a messag®ail, 2013 WL 96826, at *54. Judge Gilstrap
concluded that this statenterose “to the level of a ‘reasonably clear’ lexicograpl
defining ‘dialog’ in the context of ‘mail traaport dialog’ as being tkathat includes a list
of command and responses exchandedng transmission of a messaghl’ (citations
omitted).

The ‘389 Patent describes two prigppamail transport protocols: SMTP an(

ESMTP. The ‘389 Patent describes apSETP “dialogue” between the sender’s Mall

Transport Agent (“MTA”) and the recipi€s MTA during which the message is
delivered.See, e.9.'389 Patent col. 11 I60-56, col. 12 ll. 65-67A person of ordinary
skill in the art would understand “at leagb@tion of a mail transpbprotocol dialogue”

to include informatn from the dialogue between thNH As (e.g., an SMTP command o
an SMTP response), not merahfjormation from the messagself. Moreover, the Court
agrees with Judge Gilstrap’s analysis and finds that the construction of this term shq

least incorporate “data including a sequeeat least one mail transport protoce

command and at least one mail transportquait response exchanged between devi¢

during transmission of the message.”

1 RPost’s “virtually identical” proposedonstruction did not include the phras
“exchanged between devices during transmis®f a message” from Judge Gilstrap
construction.See(Doc. 191-1 at 5). During th&arkman Hearing, however, RPos{
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As has been the case for several te@w)addy raises an issue regarding the
of the invention. Specifically, GoDaddy insist&t the data must be “sufficient to prov
delivery of the message to the recipient, pdimg a legal or other evidentiary status g
par with, if not superior to, that of regeseéd United States mdil(Doc. 117 at 14). As
discussed for the “indication” terms above, hoere even disregardinipe “cardinal sin”
of reading limitations from the specifttan into the claim, the Court finds ndg
requirement that the invention bestow upemiiessages an evidenyiatatus on par with
or superior to registed United States mail.

For these reasons, the Court adopt®$RB proposed cotrsiction with minor

changes. Term No. 13 mearidata including at leasbne mail transport protocol

command and at least one mail transportquait response exchanged between devi¢

during transmission of a message.”

N. “at least a portion of a mail transport protocol dialog (data transport
dialog) generated (by the electroic mail system) during transmission
of the message from the server tdhe recipient (processor)” (Term
No. 14)

1. The Parties’ Positions
RPost contends that thgghrase does not require further construction beyd
construing “mail transport ptocol dialog.” (Doc. 191-1at 5). GoDaddy appears t(
advance the same construction as it did for Term NdS@&Doc. 117 at 13).
2. Analysis
This phrase is claimed in the ‘389 Patent as quoted in Terni®and also in
Claim 1 of the ‘199 PatenThe ‘199 Patent claims:

argued that this phrase shoblel included in the constructi. The Court fads this phrase
would help the jury utlerstand the meaning of the disputed term.

Additionally, GoDaddy’s proposal substitstéservers” for “devices.” The Court
finds that the claims’ plain language doe$ remjuire transmissions between servers g
rejects this proposal.
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1. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipient, the steps at the server
comprising:

receiving at the servait least a portion of aata transport protocol
dialog generated during transmissiontbé message from the server to the
recipient and

forming at the server a first infmation from the at least a portion of
the data transport protocol dialog and thdication of the failure to deliver
the message by the recipient . . . .

199 Patent col. 27 Il. 58—ca?8 Il. 4 (emphasis added).
In 2014, Symantec Corporation filedpatition with the Patent Trial and Appes

Board (“Board”) requestingnter partesreview of several claims of the ‘372 Patent,
which the ‘389 and ‘199Patents are continuation§ee Symantec Corp. v. RPO
Commc’'ns Ltd.2014 WL 3542162, at *{Patent Tr. & App. Bd. July 15, 2014). RPos
as patent owner, filed a responkk.One of the claims befoithe Board for construction
was “at least a portion of a maransport protocol dialog.td. at *6—7. RPost proposec
Judge Gilstrap’s construction: “data includiadist of at least oneommand and at leas
one response exchanged between dewdcesig the transmission of a message.”at
*7. The Board rejected the conjunctive natwfeRPost’'s proposal and construed tf
phrase as “at least one ma#énsport protocol commanat at least one mail transpor
protocol reply.”ld. (emphasis added).

Because the claim recites “at least atipar” the Court rejects RPost’'s propos
that no construction is necessary becausgtity could mistakenly conclude—as RPo
did before the Board—that at least one comnamtione response is needed. Instead, 1
Court adopts the substance of the Board’s ttoagon and interprets this phrase to me
“data including at least one mail transp@rotocol command or at least one m3
transport protocol responsexchanged between devicesiring transmission of the

message.”
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dialog terms. Specifically, RPost argues t1&¥ TP and ESMTP protocol dialog” shoulq
be construed as “SMTP or ESP data including a list of at least one command ang
least one response generated by the electronic mail system during transmission

message from the server to theipgent.” (Doc. 191-1 at 5-6).

of commands and responses exchanged destwservers during transmission of ti
message that is sufficient to prove deliventlod message to thedaipient, providing a
legal or other evidentiary statos par with, if not superiaio, that of registered United
States mail.” Id.)

‘913 Patent col. 27 Il. 41-54 (emphasis added).

0. “SMTP and ESMTP protocol dialog” (Term No. 15)

1. The Parties’ Positions

RPost advances a construction that closeirrors its proposals for the preceding

GoDaddy proposes the same constructiah@id for Term Nos. 13 and 14: “a lisf

2. Analysis
This phrase is claimed byeh913 Patent as follows:

1. A method of transmitting a message from a sender to a recipient
through a server acting as a Mail TramgpAgent, includinghe steps at the
server of:

transmitting the message to the pgant's Mail Transprt Agent in a
protocol dialog selected from a groumsisting of the selected one of the
SMTP and ESMTP pitocols; and

recording at the server some foam of the selected one of tiEVTP
and ESMTP protocol dialogetween the server arthe recipient through
the server including those poni® of the selected one of ti TP and
ESMTP protocol dialodpetween the server andetihecipient in which the
receiving Mail Transport Agent accept declines delivery of the
transmitted message.

For the reasons expressed for Term No.th8,Court finds that the majority of

RPost’'s construction would assist the juryunderstanding the concepts of this term.
Thus, the Court construes “SMTP and ESMprotocol dialog” as “SMTP or ESMTH
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data including a list of at least one protocommand and at least opsotocol response
exchanged between devices dgrirmansmission of a message.”
P. “data transport protocol dialog” (Term No. 16)
1. The Parties’ Positions
For the final “dialog” term, RPost propes a construction dtransport data
including a list of at least one command antikast one response.” (Doc. 191-1 at 6).
GoDaddy proffers the same constructiontakd for Term Nos13, 14, and 15: “a
list of commands and responses exchartggdieen servers during transmission of t
message that is sufficient to prove delivenytltd message to theaipient, providing a
legal or other evidentiary statas par with, if not superiaio, that of registered United
States mail.”Id.)
2. Analysis
“Data transport protocol dialog” is used@aim 1 of the ‘199 Patent as follows:

1. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipient, the steps at the server
comprising:

receiving at the server at least a portion data transport protocol
dialog generated during transmission oé tinessage from ¢hserver to the
recipient; and

forming at the server a first infmation from the at least a portion of
the data transport protocol dialogand the indication of the failure to
deliver the message by the recipient . . . .

199 Patent col. 27 Il. 58—cak8 Il. 4 (emphasis added).
For the reasons set forth in Term No. #38 Court finds that the majority of

RPost’s construction wodlbe helpful to the py. Thus, the Court construes this term 3

“transport data including a list of atast one command and &ast one response

exchanged between devices dgrirmansmission of a message.”

- 68 -

S.




© 00 N O O b~ W DN B

N NN NN NNNDNRRRRRR R R R
0 ~N O OO0 W NP O © 00N O 0 W N PP O

Q. “before the message is autherdated (any authentication of the
message) by the seer” (Term No. 17)

1. The Parties’ Positions

RPost contends that Term No. 17 shdogdconstrued as “before the content a
delivery of the message is proved (provthg content and delivery of the message)
the server. The plain languagéthis phrase does not requiteat any authentication of
the message be performed bg gerver.” (Doc. 191-1 at 6)-7To support the latter par
of its construction, RPost notes that Judge Gilstrap came to a similar concly
(Doc. 114 at 12-13).

GoDaddy agrees that this phrase resgiiproviding proof of the content an
delivery of a message but contends thatcimestruction should sb include “how” and
“why” such proof is generatke (Doc. 117 at 14). Thus, Gaddy proposes the following
construction: “before proving the contendagtelivery of the message by comparing a
matching authenticable informati so as to provide a legal ather evidentiary status or
par with, if not superior to, thaff registered United States maillti()

RPost replies that GoDaddy’s proposapermissibly imports limitations from the
specification into the claim. (Doc. 119 at 8).

2. Analysis

This disputed phrase is fodinn several claims of th@89 Patent and Claim 1 of

the ‘199 Patent. The ‘389 Pateclaims as follows:

1. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipient, the steps at the server
comprising:

transmitting before any authentication of the messageopy of the
message and the first informationtb@ sender from the server.

‘389 Patent col. 27 Il. 58—cak8 Il. 7 (emphasis added).

14. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipient, the steps at the server
comprising:
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storing a representation of tlmessage and the first information
received by the server frorthe recipient in a memorybefore any
authentication of the message

15. The method of claini4, further comprising:

Transmitting the representatioof the message and the first
information receivedby the server fnm the recipient téthe sender from the
server pefore any authentication of the message

Id. col. 29 1. 16—col. 30 Ill. 13 (emphasis adileSimilarly, the ‘199 Patent claims:

1. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipient, the steps at the server
comprising:

transmitting before any authentication of the messageopy of the
first information to thesender from the server.

‘199 Patent col. 27 Il. 58—col. 28 Il. femphasis added). The general method

“authentication” is disclosed inétshared specifican as follows:

A general object of the present imé@n is to proide a system and
method for reliably verifying via secel and tamper-proof documentation
the content and delivery of an electomessage such as e-mail. . . .

. ... To later verify and authgcate information contained in the
receipt, the originator or user sendsopy of the receipt to the system. The
system then verifies th#he digital signature mdtes the original message
and the rest of the receipt. If the twaatch, then the system sends a letter
or provides other confirmation of a@tfticity verifying trat the electronic
message has not been altered.

. . . . The encrypted message digprovides one type of message
authentication or validain code, or secure docemtation. Other message
authentication and/or validation cadenay also be generated and used.

‘389 Patent col. 3 1l. 6-61.

Having performed this calculatiofor each file attached to the
original message, the system prepares a report which reports on the
authenticity of the receipt angach of its attached file10) or which
reports the failure of validatiorr{2).

Id. col. 24 ll. 66—col. 25 II. 3.
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To begin, GoDaddy’s “comparing and ntatgy” proposal is comgrable to that of
the defendants before Judge Gilstrap wiroposed “a comparison of two digitg
fingerprints (hashes) to determine that they matétMail, 2013 WL 968246, at *59.
Judge Gilstrap analyzed thatoposal as follows:

On balance, Defendants’ proposdl“a comparison of two digital
fingerprints (hashes) to determine that they match” is an aspect of a
preferred embodiment that should notitvported into the construction of
the comparatively generic term “authenticatioBléctro Med. Sys., S.A. v.
Cooper Life Scis., Inc34 F.3d 1048, 1054 (FeQir. 1994) (“[A]lthough
the specifications may well indicate tlwrtain embodiments are preferred,
particular embodiments appearing in @&dpcation will not be read into
the claims when the claim languagédrsader than such embodiments.”)

Id. The Court agrees with Judge Gilstrap. While specification othe invention does
disclose that the server can compare anttimeertain informatiombout the message t(
authenticate the messgghe claim itself uses broad language not limited to compa
and matching. Thus, the Court refrainsnfreeading limitations from the specificatiol
into the claim and rejects thportion of GoDddy’s proposalSee Teleflex299 F.3d at
1326 (“[L]imitations from the sgcification are not to be readto the claims|[.]” (citing
Comark Commc’nsl56 F.3d at 1186)).

As to GoDaddy’s proposed evidentiahynitation, the Court incorporates it$

analysis as set forth in Term No. 7 angeces the proposal. Specifically, even thoug

“authentication” is the second step ofethproof’ process claimed by the TomkoV

D

[ing

—

jh

V

Patents, the Court does not agree with Giyathat the status of the message—even

after authentication—must be tantamounthte evidentiary qualityf registered United
States mail. The specification explicitlycbews the notion thatny legal status be
afforded to a message, atié Court will not import any gering evidentiary limitations
from the specification int¢the claim, particularly when the limitations relate to the “us
of the invention.

Finally, RPost proposes thdie jury be instructed that “the plain language of tk

phrase does not require thay authentication of the resage be performed by th
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server.” (Doc. 191-1 at 6). EnCourt finds that including this sentence in the construction
is unnecessarily redundant as the phrase “bdf message is aetiticated” is readily-
understandable.

For these reasons, the Court construedctie the message @ithenticated (any

authentication of the message) by the server‘bafore the content and delivery of th

D

message is proved (provitige content and delivery of the message) by the server.”
R. “Mail Transport Ag ent” (Term No. 18)
1. The Parties’ Positions
RPost argues that MTA shoube interpreted as “softwathat transfers electronig
messages from one computeraoother.” (Doc. 191-1 at .7RPost explains that this
construction is consistent with “dictionary” definitions of MTA. (Doc. 114 at 13 (citing
http://en.wikipedia.org/wikMessage_transfer_agent)).

GoDaddy proposes that MTA should bastoued as “software that resides on the

server and that is dedicated to transferring and receiving electronic messages frgm c

computer to or from another.” (Doc. 191at 7). GoDaddy stresses that its definitign

means that “the software, not the server” is “dedicated” to the transfer and recelipt ¢

messages. (Doc. 117 at 15). GoDaddy also arthet the MTA must be installed on the

server “because the assertethims are directed to sams that send and receiv

D

messages.’lq.)

1%

RPost denounces GoDaddy’s proposadause “[a]lthough MTA software may b
installed on a server, the plain claim languagd the intrinsic recordo not require that
MTA software always be installed on a sarvwor that the server be dedicated o
transferring electronic messade®oc. 114 at 13). RPost undeores that the server can
also “record[] some portion @he selected one of the SMTP and ESMTP protocol dialog
between the server and the recipienid’)(RPost further contends that construing MTA
as residing on “the server” iedundant and coa$ing because therjuwill not know on
which server the MTA resides. (Doc. 119 at 8).
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2. Analysis
“Mail Transport Agent” is used ithe ‘913 Patent as follows:

1. A method of transmitting a message from a sender to a recipient
through a server acting as a Mail TramgpAgent, includinghe steps at the
server of:

transmitting the message to the recipiehal Transport Agenin a
protocol dialog selected from a groumsesting of the selected one of the
SMTP and ESMTP pitocols; and

recording at the server some portadrthe selected one of the SMTP
and ESMTP protocol diay between the servend the recipient through
the server including those portions thie selected one of the SMTP and
ESMTP protocol dialog between the samnand the recipient in which the
receiving Mail Transport Agentaccepts or declines delivery of the
transmitted message.

‘913 Patent col. 27 Il. 4554 (emphasis added). Whileetlparties agree that MTA g
software that can transfer messagesiy throposals diverge in three respects.

The first dispute concerns whethee tbonstruction should state where the MT]
software is located. In thiegard, the Court agrees with GoDaddy that the construc
should include the MTAoftware’s location, but also findserit in RPost’s concern tha

if the construction reads “the server,” theyjwcould be confused as to which serv

contains the MTA. Thus, the Court adoptsnodified version of GoDaddy’s proposal:

“resides on a server.”

Second, because the MTA softwarearting as an intermediary between th
sender and recipient, the Court agrees v@ibhDaddy that the MA must be able to
“receive” electronic message®ee'913 Patent col. 27 Il. 48-54.

Finally, the Court rejects GoDaddy’s cention that the MTA software must by
“dedicated to” transferring @nreceiving electronic messages. “Dedicated to” impg
unnecessary ambiguitytmthe construction.

For these reasons, the Court construefAM$ “software that resides on a serv
and that transfers and receives electramessages from one computer to or fro

another.”
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S. “sender” (Term No. 19) am “recipient” (Term No. 20)
1. The Parties’ Positions
RPost argues that the terms “sendertl drecipient” haveplain and ordinary

meanings that require no further constroctirom the Court. (Doc. 191-1 at 7). RPost

UJ

emphasizes that Judge Gilstrap gave thesas plain meaning constructions and urges

the Court to adopt a similar plain aréng constructionDoc. 114 at 13> Alternatively,

RPost proposes that “sender” be construed as “originator of a message” and “rec|pier

as “who the sender intends to receive the messdgde.” (

GoDaddy responds that no plain meaning of the termévessthe parties’ dispute
and criticizes RPost’s alternative constructi@ass‘impermissibly vague.” (Doc. 117 at
15-16). Instead, GoDaddy proposes that “sénde construed as “the computer that

ts

originates the message” and “recipient” as ‘thenputer that receives the message at
intended destination.” (Doc. 191-1 at 7).cAcding to GoDaddy, the Tomkow Patents

“provide” that the terms are “computers” beaatise shared specifitan recites that the

“sender” “create[s] the original messagesidd’has both a name and Internet addregs,

and only computers have .com Internet aslsies as recited in the patents.” (Doc. 117| at
15-16).
RPost replies that because the TomkoweRta “repeatedly equate a user (i.e.| a

m

person) with ‘sender,” Goldy’s “computer” proposal violates the intrinsic recorgd.

(Doc. 119 at 8-9). RPost also protests that GoDaddy’s construction violates the doctrir

of claim differentiation because it defines figer” and “recipient” in the same way as
“originating processor” and “recipient pessor.” (Doc. 114 at 13-14). RPost contends
that because the inventor used different wardthe claims, there is a presumption that
he intended the terms to have different meanings.(¢iting Comark Commc’'ns156

F.3d at 1187)). For its part, GoDaddy argued the claim differentiation doctrine should

12 Judge Gilstrap analyzetiese terms as usétlthe Feldbau Paterfee RMail
2013 WL 968246, at *25-27.
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not be applied hererfilight of the patents’ disclosui& the meaning of these terms,
(Doc. 117 at 16).

2. Analysis

The claim terms “sender” and “recipi® are peppered throughout the Tomko

Patents. A few examples include:

1. A method of transmitting a message from a sender to a recipient
through a server displaced from thecipgent, the steps at the server
comprising:

receiving the message at the server fronséraeler

receiving at the server at leasp@rtion of a mail transport protocol
dialog generated during tremission of the messagein the server to the
recipient and

receiving at the server from thecipientan indication of the receipt
of the message by thmecipient

forming at the server a first infmation from the at least a portion of
the mail transport protocol dialog atite indication of the receipt of the
message by thecipient and

transmitting, before any authenticatiof the message, a copy of the
message and the first information to semderfrom the server.

‘389 Patent col. 27 Il. 58—col 28 Il. 7 (emphasis added).

1. A method of transmitting a message from a sender to a recipient
and providing an indication that timessage was opened by the recipient,
comprising:

adding a link to the message by the server, the link configured to
execute when the megma is opened at theecipient to provide an
indication that the messadpas been @med by theecipient

executing the link when the message is opened atettigientto
control the server to provide amdication that the message has been
opened at theecipient

providing an authenttatible information related to the message,
including the indication of thepening of the message at tleipient at
the server,
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transmitting the indication of thepening of the message at the
recipient and the authenticatible infoation from the serer to thesender

‘104 Patent col. 27 Il. 636t 28 Il. 16 (emphasis added).

To support its position that “sendegnd “recipient” should be defined a

|9

“computers,” GoDaddy cites todHollowing sentence of thehared specification: “[flor
example, where the originaender of the message is usehn Smith with Internet
address jsmith@adomain.com...” ‘199 Patent col. 9 Il. 5-54. GoDaddy explains that
“sender” and “recipient” musgie construed to mean “cpuoiters” because only computers
have Internet addresses. (Doc. 117 at 15-16).

In this regard, the Court finds thidite presence of the phrase “user John Smith”

forecloses construing “sendestrictly as “computer.” Whilat may technically be true

that only computers have Internet addresae4jser'—disclosed here as the “original

sender’—is not necessarily a computer. Auxilidrgclosures in the specification equate

“sender” with “user” and “originator.See'199 Patent col. 18 II37-39 (“To register an

e-mail message, in ste#1 an originator/sender/usecreates an email message using

any Internet Mail User Agent (MUA).”). While it is undisputed that the asserted claims

involve electronic methods ofansmitting information, “sendeli$ best understood as a
combination of both the useausing the computerized de®ito originate the messagg
and the computerized device itself. In fact, GoDaddy’'s own argument supports
conclusion.See(Doc. 117 at 15 (“The specificaticalso provides that the ‘sender’ has
both a name and Internet address .” (emphasis added))).

Correspondingly, the specification aldorecloses construing “recipient” a$

v

“computer.” For example, thepecification discloses thatHrjotifications will not be

generated, if ever, until theecipientopenshis MUA e-mail client and takes some action

with respect to tb received mail.”ld. col. 15 Il. 46-49 (emphasis added). The

thi

specification further explains that “MUA no&s may report, among other things, that a

message has been rdada recipient . . .”Id. col. 15 Il. 63—64 (emphasis added). Thus,
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the intrinsic record compels fileing “recipient” in a mannethat includes both the use
and the device.

Finally, GoDaddy proposdbat “recipient” should belefined with the limitation
“at its intended destination” bdid not explain this modification in its briefing or durin
the Markman Hearing. See (Doc. 117 at 15-16). The Court finds this phrase to
ambiguous and therefore does not mpowate it in the construction.

For these reasons, the Court construesdsemas “a combination of (1) the use
that caused the computerized device toinate the message and (2) the computeriz
device itself” and “recipient” as “a combinai of (1) the user that the sender intends
receive the message and (2) the compugdrgevice that receives the message.”

T. “originating processor’” (Term No. 21) and “recipient processor”
(Term No. 22)

1. The Parties’ Positions
RPost argues that “originating processarid “recipient processor” need not 4
construed because the termse assed according to theirgsh and ordinary meanings
(Doc. 191-1 at 7). Alternatively, RPost praBahat “originating prcessor” be construeg
as “a computing device where the messaggrmates” and “recipient processor” as *“
computing device where the re@pi receives the messagedd.] RPost explains that g
skilled artisan would understaridat electronic messages dan“sent and received using
computing devices other thaomputers.” (Doc. 119 at 9).
GoDaddy proposes the same respectorestructions as it did for “sender” (Tern
No. 19) and “recipieti (Term No. 20).See(Doc. 191-1 at 7). Aius, GoDaddy defines
“processor” as “computer.’ld.)
RPost attacks GoDaddy’s proposal for “originating processor” as being
narrow because it requires that the compiteif originate the message and excludes |
[far] more . . . likely case dod user originating a messageaatomputer.” (Docs. 114 af

14; 119 at 9). RPost also claims thatBD&addy’s proposed language “at its intendé
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destination” is flawed because it is uncleamtvbuch a limitation actually connotes in th
electronic message context. (Docs. 114 at 14; 119 at 9).
2. Analysis
These two terms are used in thé4 and ‘389 Patents as follows:

27. A system for transmitting amessage from an originating
processor to a recipient processar an electronic mail system and
providing an indication that the m®age was opened by the recipient
processor, comprising:

a server in electronic communima in the electronic mail system,
the server receiving the message fromahginating processoand adding
a link to the message before tsamtting the message and link to the
recipient processgrthe link being configuredo execute automatically
when the message is opened atréwpient processoto control the server
to provide an indication @he server that the message has been opened at
therecipient processor. . .

‘104 Patent col. 31 ll. 20—32 (emphasis added).

7. A system for transmitting a message through an electronic mail
system from an originating processofatoecipient processor and providing
proof of receipt of the message by tlecipient process|or], comprising:

a server displaced from tloeiginating processarthe server capable
of being configured bgoftware commands to:

receive a message from thieginating processoand to transmit the
message to thecipient processor

receive an indication of receipt of the message fromrehient
processorand a mail transport protocolattbg generated by the electronic
mail system during transmission ofetimessage from ¢hserver to the
recipient processor

generate a first information inclundy the indication of receipt of the
message from theecipient processoland at least a portion of the mail
transport protocol dialy generated by the electronic mail system during
transmission of the messafyem the server to theecipient processr.

‘389 Patentol. 28 Il. 33-52 (emphasis added).
To begin, the Court finds that the juwould be aided by defining these term
RPost’s own argument proves constructiomesessary. Namely, there is a semanti

dispute as to whether the “originating process®d device “that” originates the messa
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or if it is “where” the message originatelsikewise, there is a dispute whether th
“recipient processor” is “whet the message is received the recipient or if it is a
device “that” receives the megge. Absent construction, thgy could be confused on
these issues.

In light of the Court’'s constructiorof “sender,” the Court concludes thg
“originating processor” is “where” the meggaoriginates. A combation of the user

interfacing with the originatingrocessor originates the megsaand this occurs at thg

originating processor. Thus, the Court adabis portion of RPost’s alternative proposal.

Conversely, the Court finds that “recipigorocessor” is best understood as t

device “that” receives the message for theipient. Unlike whera message originates

through an interaction between the used aniginating processor, when a message
received, it is the processor—not the usthat” receives the message. The user m
open the electronic message at the proce&snrit is the processor that receives tf
message.

Finally, the Court must resolve wheth&rocessor” shouldbe construed as
“computing device” or “computé’ RPost complains thatcomputer” is too narrow,
while GoDaddy laments that mputing device” is too vagud.o resolve this dispute,
the Court looks to how a skitleartisan would view the terfjprocessor.” Orone hand, a
skilled artisan would recognize that “pessor” means a “computer,” a “centrs
processing unit” (“CPU”"), or a “program th#tanslates another program into a for
acceptable by the computer being useseeAm. Heritage Dictionary of the English
Language 1398 (4tbd. 2006). On the othéand, a skilled artisan would also apprecie
“CPU” to mean “thedevice that interprets and executes instructions.” Micros
Computer Dictionary 92 (5th ed. 2002) (emphasis added).

On balance, the Court finds thatchase the plain mesng of “processor”
includes “computer,” the word “computer” shdube assimilated irthe construction.
However, it appears that a skilled artisan wlouhderstand that other types of devic

with processors could send and receivessages. The Court, therefore, constru
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“originating processor” as “the computerizddvice where the message originates” and

“recipient processor” as “the computerizielvice that receives the message.”

U. “providing proof of re ceipt of the message by the recipient processor’
(Term No. 23)

1. The Parties’ Positions

The crux of the parties’ disagreement o¥erm No. 23 is whéer the phrase is

limiting upon the claim. Because the phrastoisd only in the preamble of Claim 7 of

the ‘389 Patent, RPost contends that iinat limiting because it does not give lifg
meaning, and vitality to the claim. (Ddcl4 at 14). RPost argsieghat the inventor
simply used the phrase to “state the purpmsimtended use of the claimed system” al
that the body of the claim fstructurally complete.”Ifl.)

In contrast, GoDaddy proffers a constroe of “providing evidence that confirms
receipt of the message by the recipietite evidence providing a legal or othe
evidentiary status on par with, if not superior to, that of registerdted States mail.”
(Doc. 117 at 10§ Because Claim 7 does not include any “authentication” ter
GoDaddy insists that construction is necessarmyrovide an “essential limitation” to thg
claim. (d. at 11). GoDaddy further defends its construction by remarking that
preamble must be construed in order to “aepthe purported invention’s core conce
of providing proof regarding the delivegnd content of an e-mail message and
differentiate claim 7 from prior art.'Iq. (citation omitted)).

2. LegalStandard

Whether a preamble limits a claimedvention is a question of law and i

“resolved only on review of the entire patdot gain an understanding of what th

inventors actually invented and intied to encompass by the clainCatalina Mktg.,

13 GoDaddy’s proposed construction as reled in its briefing does not correlat
with the parties’ Amended JdirClaim Construction Statemeree(Docs. 117 at 10;
191-1 at 8). In the Amended Joint Claim Clomstion Statement, GoDaddy’s proposal

1

ms,

the

pt
to
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listed as “providing proof of receipt ahe message by the recipient processar.”

(Doc. 191-1 at 8). The Court will analyze Goldgts proposal as outlined in its briefing.
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Int'l v. Coolsavings.com, Inc.289 F.3d 801, 807-08Fed. Cir. 2002) (quotation
omitted). A preamble may limit th@vention if it “recites esséial structure or steps, of
if it is ‘necessary to give lifemeaning and vitalityto the claim.”ld. (quoting Pitney
Bowes, Inc. v. Hewlett—Packard C@82 F.3d 1298, 1305 ¢d. Cir. 1999)). “When the
preamble is essential to understand limitationgerms in the clan body, the preamble
limits claim scope.’ld. (citing Pitney Bowes182 F.3d at 1306).

Conversely, a preamble is not limiting “where a patentee defines a structt

complete invention in the @im body and uses the preamlanly to state a purpose gr

intended use for the inventionld. (citing Rowe v. Droy 112 F.3d 473, 478 (Fed. Cir

1997)). Furthermore, “preamble language nyeextolling benefits or features of the

claimed invention does not limit the claimoge without clear reliance on those benef
or features as patentably significarit” at 809 (citations omitted).

Finally, “preambles describing the useanf invention genellg do not limit the
claims because the patentability of appasaor composition claims depends on tf
claimed structure, not on theeusr purpose of that structurdd. (citation omitted).
Indeed, “[t]he inventor of a achine is entitled to the benedi all the uses to which it
can be put, no matter whether he hadcewved the idea of the use or ndd’ (quotation

omitted). “Again, statements oftanded use or asserted batiseh the preamble may, in

rare instances, limit apparatus claims, tuity if the applicant clearly and unmistakably

relied on those uses or benefisdistinguish prior art.id.
3. Analysis
Term No. 23 appears only the preamble of Claim 7 dfie ‘389 Patent. Claim 7,
In its entirety, reads:

7. A system for transmitting a message through an electronic mail
system from an originating progsor to a recipient processor grdviding
proof of receipt of the message by the recipient processprising:

a server displaced from the origting processor, the server capable
of being configured bgoftware commands to:

-81 -

irally




© 00 N O O b~ W DN B

N NN NN NNNDNRRRRRR R R R
0 ~N O OO0 W NP O © 00N O 0 W N PP O

receive a message from the origing processor and to transmit the
message to the recipient processor,

receive an indication of receipt of the message from the recipient
processor and a mail transport pratiodialog generated by the electronic
mail system during transmission ofethmessage from éhserver to the
recipient processor;

generate a first information inclung the indication of receipt of the
message from the recipient procesaad at least a portion of the mail
transport protocol dialy generated by the electronic mail system during
transmission of the message from theveeto the recipient processor.

‘389 Patent col. 28 II.3-52 (emphasis added). The quastbefore the Court is whethe
“providing proof of receipt of the messabg the recipient processor” is necessary
give life, meaning and vitality to Claim 7 else recites essentisteps or structure.

As GoDaddy observes, unlike the resttbé asserted claims in the Tomko
Patents, Claim 7 does not include any “authentication” terminology. The invent
ability to authenticate, i.e., verify or pr@ya certain aspect of a message—such
delivery or non-delivery—is nessary to differentiate the inmgon from prior art. In this
regard, RPost argues that Claim 7 expresses “several proofs of receipt of the m¢
including ‘an indication of reeipt of the message’ and ‘a mail transport protocol dia
generated during transmission oé tmessage.” (Doc. 114 at 14—18)As discussed for
Term No. 4, however, providing an “indicatiors’ merely the first step in the two-ste
“proof” process. The “proof of receipt” enggs not from the “indicatn” or “dialog” but

from “authentication”—the second step whih absent from théody of Claim 7.

4 GoDaddy contends that this argumeninigernally inconsitent. (Doc. 117 at
10-11). The Court agrees. RPasjues that there are several “proofs of receipt” reci
in the body of Claim 7 but only points tbe “indication” and “dialog” languag&ee
(Doc. 114 at 14-15). RPost concedes, howdhat, the “proof’ of receipt occurs wher
the message is “authenticateditet when an “indication” ofdialog” is generatedSee
(Doc. 191-1 at 6 (construing éfore the message is autheated” as “before the conten
and delivery of the message proved”)). As explained iMerm No. 4, the Tomkow
Patents integrate a two-step process to ptbeedelivery and content of a particule
message. It is inconsistent for RPost to carestmdication” merely as “information that
indicates” but then turn arourashd argue that an “indication” &so “proof of receipt.”
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Accordingly, the Court finds that “providingroof of receipt of the message” is
necessary limitation upon Chai7 and must be constru&d.

As to the construction oferm No. 23, GoDaddy’'sroposal again requires th¢
invention to provide proof with a “legal ather evidentiary statusn par with, if not
superior to, that of registered United Statesil.” (Doc. 191-1 at 8). As explained fo
Term Nos. 7 and 17, however, the Tomk®&atents do not impose that evidentia
limitation on its messagég.lnstead, because the ternutlaenticated” from Term No. 17
is analogous to the disputed claim term htre,Court finds that a similar construction
appropriate.

For these reasons, the Court concludesTaan No. 23 limits Claim 7 of the ‘389
Patent and adopts a construction of: “pngvithat the messag&as received by the

recipient processor.”

> The Court notes that the specificatiorriddled with referaces to “proving,”
“authenticating,” or “verifying” some aspeot the message, underscoring the importar
of the feature to the claimed inventiddee Rotatable Techs. CLv. Motorola Mobility
LLC, 567 F. App'x 941, 943 (Fed. Cir. 2014or example, the @ Patent’s Title,
Abstract, Background of Invention, Summanfythe Invention, Brief Description of the
Drawings, and Detailed Desption of the Preferred Embdonents all recite either

“authentication, “veriftation,” or “proving.”See'389 Patent (54), (57), col. 1 Il. 21, col,

31.7,col.51l. 60, col. 17 Il. 1-65.

D

Iy

S

ce

'8 Notably, “proving” an aspect of the sgage is not, as RPost contends, merely a

“use” of the invention. Instead, it is astinguishing function othe invention requiring
adequate structure. On the other hand,“&vaentiary” limitation GoDaddy repeatedly
proposesis a “use” of the invention. Namely, wther the “proof” that the invention
provides equates to “a legal or other evidey status on par with, or superior t
registered United States mail” speaks to dbdity to “use” the invation for a specific
purpose. The function of “proving” is not sarrow and “[t]he inventor of a machine i
entitled to the benefit of all the uses toigbhit can be put, no matter whether he h
conceived the idea of the use or noCatalina Mktg, 289 F.3d at 809 (quotatior
omitted).
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V. “the link configured to execute when the message is opened at the

recipient” (Term No. 24)
1. The Parties’ Positions

RPost argues that “the link configured to execute when the message is ope
the recipient” should be cainged as “the link programmed to execute when the mess

is opened at the recipient.” (Doc. 191-1 &t BPost insists this slight modification i

necessary to clarify for thenythat the term is “used in a computer programming sensg

(Doc. 119 at 10).

GoDaddy responds that RPost has not shown that “configured” is synony

with “programmed” and complains that RPegptroposal changes the scope of the clai

term. (Doc. 117 at 16). InstaGoDaddy contends thatetiphrase is “plain on its face’
and needs no constructioid.
2. Analysis
As explained for Term Nos3 and 9, “configured” isa term that has a plair
meaning that the jury will bable to understand. RPost hast shown that the term is
used in a manner that is contrary to thiain meaning. Consequently, the Court does 1
construe Term No. 24.

W. “the server (being) displaced fromthe recipient (recipient processor)”
(Term No. 25)

1. The Parties’ Positions
For the twenty-fifth disputed term dfie Tomkow Patents, RPost recommends
construction of “the servetbeing) logically displaced from the recipient (recipie
processor).” (Doc. 191-1 a}.&RPost contends this consttion will “clarify the meaning
of the plain language of the claim[] for thenefit of the jury [ad does] not otherwise
change the meaning of theh[].” (Doc. 114 at 15).

GoDaddy responds that RPost’s proposeastruction is not synonymous with the

claim language and “changes the meaning scape of the term.” (Doc. 117 at 16).
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Instead, GoDaddy argues that no construcimmeeded because the term is us
according to its plainrad ordinary meaningld.)

RPost replies that construing the ternsfdiaced” as “logically displaced” would
simplify for the jury thatthe server and recipient earseparated “in a compute
architecture sense but not necessatiysically separate.” (Doc. 119 at 10).

2. Analysis

This phrase is used in Ghas 1 and 23 of thd 04 Patent; Claims 1, 7, 14, and 1
of the ‘389 Patent; all asserted claims far tho9 Patent; and Claim 1 of the ‘198 Pate;
For example, the ‘104nal ‘198 Patents claim:

1. A method of transmitting a message from a sender to a recipient
and providing an indication that tmeessage was opened by the recipient,
comprising:

receiving the message at a server from the setioeserver being
displaced from the recipient . .

‘104 Patent col. 27 Il. 63-67 (emphasis addsel§198 Patent col. 28 Il. 610 (sam@).
RPost’s proposal injects “logically” befotiee claim term “displaced.” Contrary td

RPost’s argument, such a construction adds ambiguity to a readily understandablé

RPost has not shown that theyjwould be confused as tbe meaning of the generi¢

term “displaced.” Accordinglythe Court will not construe Term No. 25 and adoy
GoDaddy’s proposal afrdinary meaning.

X. “the server constructs authentcatible information related to the
message” (Term No. 26)

1. The Parties’ Positions
RPost argues that the claim term “condstishould be construed as “assemble
because such a construction would “clatifie meaning of the @in language of the

claim[] for the benefit of tha jury [and does] not otherveischange the meaning of th

" No asserted claim uses the term ‘“pét processor.” Thus, the Court rejec
this portion of RPost’s proposed construction.
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claim[].” (Doc. 114 at 15). ThysRPost proffers a construaiti of: “the server assemble
authenticatible information related tiee message.” (Doc. 191-1 at 8).

GoDaddy responds that RPost has stmbwn that “assemlsg is synonymous

with “constructs” and asks the Court tojee RPost’'s proposal. (Doc. 117 at 16).

According to GoDaddy, “constrtg’ is a “readily-understood” ten that the jury will be
able to apply without further constructiofd.j

RPost replies that its construction is resaey because it clarifies for the jury thi

U)J

it

“constructs” means the “assembliofjinformation, such as described in the creation of a

delivery receipt.” (Doc. 119 at 10). At tidarkmanHearing, RPost further explained it
position by noting that the jury could misirpeet “constructs” as creating from new ¢
from scratch, versus taking and assemblidgrmation that already exists. According t
RPost, “constructs” as used in the ‘104 Patiyds not require the server to create nq
information.
2. Analysis
This disputed phrase is useddtaim 27 of the ‘104 Patent as follows:

27. A system for transmitting anessage from an originating
processor to a recipient processor an electronic mail system and
providing an indication that the m®age was opened by the recipient
processor, comprising:

a server in electronic communicati in the electronic mail system,
the server receiving the message fromahiginating processor and adding a
link to the message before transmittthg message and link to the recipient
processor . . .

whereinthe server constructs authergton information related to
the message. . .

‘104 Patent col. 31 Il. 20—34 (emphasis added).

The Court agrees with GoDaddy that RRaséd to show thatconstructs” should
be construed as “assembles.” The Meriam-Wazhsictionary define “construct” as “to
make or form by combining or arrangimgarts or elements.The Merriam-Webster

Dictionary, http://www.merrianwebster.com/dictionary/constt (last visited January
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19, 2016). On the other hantissemble” is defined as “to bring together” or “to f

together the parts of.1d., http://www.merriam-webster.com/dictionary/assemble (last

visited January 19, 2016). Asadily seen, these two worldave different meanings.

As used in Claim 27, “constructs” requitthsit the server take certain informatio
and “construct” something else, namely, “autieatible informatn.” The server does
not merely “assemble” the pre-existingfdmation to form the authenticatible

information. A simple examplmakes this distinction cleaVhen a builder “constructs”

a backyard patio, he combines varioug-gkisting items—such as wood, paint, and

nails—in a way that creates a new item cosguiof the pre-existing items: the patio.
the builder simply were to “assemble” the wood, paint, @aits by gathering them into

one place, without more, he wduhave “constrated” nothing.

Here, Claim 27 does not merely state that server “assembles” together various
forms of pre-existing information, but claintisat the server “constructs authenticatibje
information.” Because RPost has not showat tthe inventor unequivocally chose to

define “constructs” in a manner different frahe term’s plain meaning, the Court rejects

RPost’'s proposed constructiondadoes not construe the terBee Omega Eng @334
F.3d at 1324.
VII.  Claim Construction of Disputed Claim Terms in the Feldbau Patent

A. “authenticating a dispatch and contents of thedispatch” (Term No. 1)

1. The Parties’ Positions

RPost urges the Court to adopt the constoactif this phrase as crafted by Judge
Gilstrap. (Doc. 114 at 13). Judge Gilstragasoned that the claim and specificatipn

language make clear that tpatent's objective is to provide “evidence” that “can” be

used by the sender to later prove aspects related to the dispatciRMajl 2013 WL
968246, at *7-8. Espousing this reasoniPost contends that “authenticating
dispatch and contents of the dispatch” shdadcconstrued as “prale evidence capablg

of being used to prove the contentsled dispatch.” (Doc. 114 at 13).
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GoDaddy responds that Bft's proposed constructios flawed in multiple
respects. (Doc. 117 at 17). First, GoDaddy a&ixygl that RPost’s cotraction forsakes the

“conjunctive structure” of the phrasdd{ Namely, by providing evidence concerning

only the contents of the dispatch, GoDaddgues that RPost’'s construction reads (¢
claim language requiring proof that the message was dispattth¢Gecond, GoDaddy
contends that RPost's construction is “tlomse” a standard for the higher level ¢
“proof” purportedly embodied in the Feldbau Patelut) (GoDaddy therefore proposes
construction of “proving the contents anck theceipt of a dispatch by using reliab
evidence on par with that usemnotarize documents or to afims evidence in a court of
law.” (Id.)

RPost replies that GoDaddy’s propdseonstruction improperly incorporate
limitations from the speciation into the claim(Doc. 119 at 10).

2. Analysis

The phrase “authenticating a dispatch anateats of the dispatch” is disclosed i

Claims 60 and 82 of éhFeldbau Patent. &m 60 discloses:

60. A method of authditating a dispatch and contents of the
dispatch successfully transmittedrfr@a sender to a recipient . . .

Associating, by [an] the authenticator functioning as a non-
interested third party with respetd the sender and the recipient, the
content data with dispeth record data which atudes at least said time
related indicia and an indicia relatedtte destination of the dispatch, to
generate authentication data whielthenticate the dispatch and the
contents of the dispatch . .

DUt

Df

e

[72)

‘219 Patent col. 2 Il. 56—col. 3 Il. famended version) (amendments by Ex Pafrte

Reexamination Certificate are shown wildditions underlinedpeletions in bolded
square brackets; italics added for empglasSimilarly, Claim 82 discloses:

82 An information disptch system in an electronic communication
network comprising:
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an authenticator functioning as non-interested third party with
respect to the sender and the recipientaigthenticating the dispatch and
contents of the dispatdransmitted from the source transmitting system to
the destination receing system. . . .

Id. col. 4 Il. 4-18 (emphasis added).

Initially, the Court agrees i Judge Gilstraghat the specification makes cleg

that “authenticating”—as the term is udeylthe Feldbau Patent—merely means storing

evidence of the dispatch and its contenhaitt simultaneous verifiti@n or validation of
the dispatch and its content. For example,gpecification describes the Feldbau Pater

objective as providing “evidence” thatan” be used by the sender:

It is therefore the object of éhpresent invention to improve the
capacity of conventionadystems and methods for dispatching documents
and transmitting informatioto provide the senderith evidence he can use
to prove both the dispatch and its contents

‘219 Patent col. 2 Il. 57-61 (emphastkiad). The specification also discloses:

When it is desired to authentieathe dispatch of the original
documents (and possibly also their retaipthe destination 30), either the
sender or the document dispatchisgrvice provides the associated
authentication-information, for exangpthe envelope 32, unopened, to the
party which required the authenticatid®hen the envelope 32 is opened, it
has associated therewith copies ofhbthe dispatchedocuments and the
dispatch informationThe envelope 32 therefore, provides reliable proof
that the original documents 12 wedispatched on thelate and to the
destination listed on or in envelope 32.

Id. col. 5 ll. 63—col. 6 Il. 6 (emphasis added). The Court therefore rejects GoDa
argument that “authenticating” shdube construed as “proving.”

Moreover, as Judge Gilstrap explaintx;authenticate” a message, the inventiq
does not speak in terms of the recipient’s “receipt” of the mesSageRMajl2013 WL
968246, at *7-9. Rather, the claim relates only to the “dispatch” of the information \
“receipt” is part of the later anal aspect of “verification.1d. Thus, the Court rejects
GoDaddy’s proposal of “proving ¢h. . . receipt of a dispatch.”

On the other hand, the Court gives emck to GoDaddy's argument that th

phrase “authenticatinthe dispatch andontents of the dispatch” is facially conjunctive.
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The specification emphasizes the conjunctiveumrgaof the claim by disclosing that th

142

invention will “providethe sender with evidee he can use to prow®th the dispatch
andits contents.” ‘219 Patent ca. ll. 60—-61 (emphasis addedge id.col. 3 ll. 22-24
(“Thus, the present invéion provides a sender witthe capability to provéoth the
dispatchand the contents of the dispatched mas.” (emphasis dded)). Providing
evidence capable of proving both the dispatot its contents is ginly the objective of
the Feldbau Patent and distinguishies invention from prior arSee idcol. 2 Il. 30-42;
id. col. 2 Il. 50-53. Accordingly, the Coust'construction requires that the inventign
provide evidence that “can” be used to prove both (1)dikpatch itself and (2) the
contents of the dispatch.

GoDaddy also contends that, as embodigdhe Feldbau Patent, the quality of
evidence provided by the invention must risea higher level of‘proof’ than mere
“evidence.” (Doc. 117 at 17). Tsupports its argument, Go@dy references the entirety
of the specification’s Background of ehlnvention and Summary of the Present
Invention. (d. (citing ‘219 Patent coll Il. 30—col. 2 Il. 17jd. col. 2 ll. 50—col. 4 II. 39)).
RPost responds that such a constructimuld improperly read limitations from the
specification into the claim, and, in anyeet, rejects the contention that GoDaddy|'s
proposed limitation languageesen disclosed in the spacdtion. (Doc. 119 at 10).

The Court agrees witliRPost that GoDaddy’s proposal requiring the claimed
“evidence” to be “reliable edence on par with that uséd notarize documents or tg

admit as evidence in the court of lawowd improperly import limitations from the

specification into the claimlhroughout the claims, the inventor chose merely to claim
“evidence” or “proof,” not the higher level giroof that GoDaddy contends is embodigd
in the specification. For exanglthe specification discloses:

It is therefore an object of the pres@mvention to improve the capacity of
conventional systems and metBodor dispatcmg documents and
transmitting informatiorto provide the sendewvith evidencene can use to
prove both the dispat@md its contents.
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‘219 Patent col. 2 ll. 57-61 (emphasiddad). The section of the specification upq
which GoDaddy so heavily relies does not doog the Court that the inventor chose
forego the broader meaning of the tetavidence” by limiting theterm to “reliable
evidence on par wth that used to notarize documentd@madmit as evience in the court
of law.” Specifically, the Background of tHavention merely proves the reader with
context as to the statef the present art, sad. col. 1 Il. 30—col. 2 Il. 17, while the
Summary of the Present Invention is besiarstood as offering an example of how t
evidence might be used, sieecol. 2 Il. 50—col. 4 Il. 39See Phillips415 F.3d at 1323
(“To avoid importing limitations from the spe@étion into the claimst is important to
keep in mind that the purposes of the speation are to teach and enable those of s
in the art to make and use the invention engrovide a best mode for doing so0.”). The!
disclosures do not evidence the inveistoclear disavowal” of claim scop&ee Thorner
669 F.3d at 1365 (quotinteleflex 299 F.3d at 1325).

In fact, these portions of the spedifiion provide additiodasupport that the
inventor intended only telaim the term “evidence.See id.col. 2 Il. 50-56 (“The
literature does not provide aroprehensive solution that diotly addresses the probler
in question: what information has been sentvhom and wan. Accordingly there is a
need for a method and systetm provide the sender it a conveniat means for
authenticating both the diaigch and the contents of the documents, electrd
information and other inforation during the normaldiw of daily activities.”);id. col. 3
Il. 22—-24 (“Thus, the preseirtvention provides a sender withe capability to prove both
the dispatch and the contents of the dispadamnaterials.”). The distinguishing feature (
the invention concernsot—as GoDaddy asserts—the lifyaof the evidence, but the
combination of providing evidence capablebeing used to prove both the dispatch a
its contents.

For these reasons, the Court construesh&ticating a dispatch and contents
the dispatch” as “providing @ence that is capable of ihg used to pve both the

dispatch and the contents of the dispatch.”
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B. “authentication data” (Term No. 2)
1. The Parties’ Positions
The parties agree that gehmajority of Judge Giteap’s construction of

“authentication data” should lmlopted, but RPost proposesnodified construction dug

to a difference in the assertelhims. RPost argues that the term should be construed as

“information that is associatl with the contents othe dispatch by generating i

representation of at least contelata, an indicia of a timef successful transmission of

the dispatch to the recipiertnd an indicia relating to the steation of the dispatch, the
representation comprising one or more elemé(oc. 114 at 16)In contrast, GoDaddy

parrots Judge Gilstrap’s consttion of “information that issociated with the content

} o2

UJ

of the dispatch by generating a representatdfaat least al, a2, and a3, the representation

comprising one or more elemts.” (Doc. 117 at 17).
RPost replies that GoDaddy’s constioe is flawed becae Claim 30—where

al, a2, and a3 are defined—was being assertédtk dispute before Judge Gilstrap b

has not been asserted aghi@®Daddy here. (Doc. 119 &il). Because al, a2, and g3

have not been defined by an asserted cl&Rgst argues that construing this term with

“al, a2, and a3” would only confuse the juryd.Y RPost therefore proposes
construction that replaces the al, a2, and agulage with the elemenas listed in the
asserted claimsld))
2. Analysis
The term “authentication datis used in Claims 60 ar@P of the Feldbau Patent|
Claim 60 states as follows:

60. A method of authditating a dispatch and contents of the
dispatch_successfully transmitted frarsender to a recipient, comprising
the steps of:

receiving content data representatbfehe contents of the dispatch
originated from the sendeand being electrically transmitted to said
recipient, and a destination of the dispatch;

providing an indicia [relating to] of a time of _successful
transmission of the dispatch to the peent, said time related indicia being
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recorded by arauthenticator angrovided in a manner resistant to or
indicative of tampering by either of the sender and the recipient;

associatindy [an] the authenticator functioning as a non-interested
third party with respect tthe sender and the recipiethe content data with
dispatch record data wiidncludes at least said time related indicia and an
indicia relating to the destinat of the dispatch, to generatethentication
datawhich authenticate the digfch and the contents the dispatch; and

securing by said authentioat at least part of theuthentication data
against tampering of the sender and the recipient . . . .

‘219 Patent col. 2 Il. 56—col. 3 Il. 1@mended version) (amdments by Ex Parte
Reexamination Certificate are shown witlidd@ions underlined and deletions in boldg
square brackets; italics added for emphasifhie term is alsaised in Claim 82 as
follows:

82 An information disptch system in an electronic communication
network comprising:

(3) a processor for associating the content data with dispatch record
data which includes at least said tineéated indicia and an indicia relating
to the destination of thdispatch, to generatthentication datavhich
authenticate the dispatch and demtents of the dispatch; and

(4) means for securing at least part ofdbéhentication datagainst
tampering of the sender and the recipient . . . .

Id. col. 4 1. 4-39 (emphasis added).

While GoDaddy proposesJudge Gilstrap’s exact construction, it goes withag

saying that “al, a2, and a3” do not appeaeither Claim 60 or 82. GoDaddy insist$

nonetheless, that because the speci@oatiiscloses al, a2, &na3, the jury will

understand that together these three elésneompose “authentication data.” (Doc. 1]
at 18). The only portio of the specification that GoDaddy cites for its argument is
Abstract, which states:

Apparatus and method for autlieating that a sender has sent
certain information via a dispatcheraaecipient is disclosed. The method
includes the steps of. (a) providirg set A comprising a plurality of
information elements al,. . an, said informain element al comprising

-903-

d

ut

D

.
the




© 00 N O O b~ W DN B

N NN NN NNNDNRRRRRR R R R
0 ~N O OO0 W NP O © 00N O 0 W N PP O

the contents of said dispatchedformation, and said one or more
information elements, a2,. . an comprising digxich-related information
and comprise at least the follow elements: a2—a time indication
associated with said dispatcland a3—information describing the
destination of the dispatch, and whereit least one of said information
elements is provided ia manner that is resistant or indicative of tamper
attempts by said sender, (b) asstatasaid dispatch-related information
with said element at bgenerating authentication-imfoation, in particular
comprising a representation of at leaaid elements al, a2 and a3, said
representation comprising a set of @menore elements, each comprising a
representation of one or more ekams of said setA . . ..

‘219 Patent (57). Two other portions of thesification disclose ements al, a2, and a3
but both expressly relate to other clairBgeid. col. 2 Il. 62—col. 3 ll. 20 (relating to
Claim 1);id. col. 3 ll. 37-49 (relating to Clair@7). Two other claims—Claim 1 and
Claim 30—include elements al, a2, andvath accompanying definitions, but RPoq
does not assert either claim heBee‘219 Patent col. 1 Il. 26-45, col. 2 Il. 11-2
(amended version).

When interpreting a term, the Court begwith the particulaclaim language used
in the patentSeelnteractive Gift Express, Inc. v. Compuserve,,|866 F.3d 1323, 1331
(Fed. Cir. 2001). Here, Claims 60 and 82 expyedsclose the types of information thg

are “associated” together toé'gerate authentication dat#d. col. 3 ll. 1-7, col. 4 II. 31—

—+

~—+

!

36. In generalized tersnthis information inludes content data and certain indicia related

to transmission of the dispatdd. Claims 60 and 82 do ndtpwever, mention or refer tg
elements al, a2, and &Clearly, had the inventor wantéd include theal, a2, and a3
language in either Claim 60 82 he could hae done so.

The Court’'s next step is to review the specificat®ee Compusery@56 F.3d at
1331 The only reference in the specificationthe al, a2, and a3 terms is found in tl

Abstract. Beyond remaining faithful to Judge Gilstrap’s constractoDaddy provides

8 RPost is not asserting Claim 30 as i thefore Judge Gilstrap, nor is RPo
asserting Claim 1. Thus, the jury’s only pdéale reference point tthe al, a2, and a3
terminology is the Abstract.
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no other reason for the Court to stray fromeRpress limitation language used in Clain

60 and 82 in order to introduce “al, a2, and a3"—terminology that is not incorporat

either asserted claim and is referencedly once in the specification—into the

construction. The Court finds that, in the comteithis case, using elements “al, a2, a

a3” to define “authentication data” would benfusing and overall unhelpful to the jury.

Thus, the Court rejects GoDaddysposed construction.

At the MarkmanHearing, GoDaddy argued that 8&'s proposed construction i$

“broader” than ddge Gilstrap’s construction begse it would allow “authentication

data” to include information not authorizég the Patent. Regarding RPost's propos

construction elements of “content data” dinadicia relating to the destination of the

dispatch,” the Court finds no merit in Gaddy’s argument because both elements
appropriated verbatim from Claims 60 and'82.

Claims 60 and 82 do, however, expredstyit “indicia of a time of successful
transmission of the dispatch to the recipient.” Specifically,tinge related indiciamust
be recorded by an authenticatand provided in a manner resistant to or indicative
tampering by either of the sender and the recigi€il9 Patent col. 2 Il. 64-67, col. 4 |l
27-30 (amended version) (emphasis added¢. Churt agrees witkboDaddy that this

element as currently listed RPost’s proposal is too dmd because it does not account

for these limitations.

For these reasons, the Court construesh&ntication data” as “information that i$

associated with the conterdbthe dispatch by generatingegpresentation of at least (1]
content data; (2) an indicia of a time ofceassful transmission of the dispatch to t
recipient, said indicia beingcerded by an authenticator apbvided in a manner that is

resistant to or indicative of tampering biher sender or recipient; and (3) an indic

9 The parties’ stipulated construmti of “content dat” will apply here See infra
at 26;(Doc. 191-1 at 14).
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relating to the destination tiie dispatch; where the repretdion is comprised of one o
more elements®
C. “dispatch record data” (Term No. 3)
1. The Parties’ Positions
The parties’ primary dispute over thene“dispatch record data” concerns th

breadth of the term. RPost asserts tha term should be broadly interpreted :

“information relating to the dispatch.” (Do&14 at 16). GoDaddy, on the other hand,

proposes a narrower construction: “data rded by the autheicator during the

transmission of the dispatcihich includes at least the time related indicia and

indicia relating to the destitian of the dispatch, and whiawoes not include the content

data representative of the contents of the dispatch.” (Doc. 117 at 18).
In reply, RPost argues that becauseftur limitations inGoDaddy’s construction
are already recited in the claim, incorgtong them in the construction would b
redundant and unnecessary. (Doc. atl91 (citing various cases)).
2. Analysis
The term “dispatch recordata” is disclosed in Claims 60 and 82 and th
dependent claims. Claif0 states as follows:

60. A method of authentating a dispatch and contents of the
dispatch_successfully transmitted framsender to a recipient, comprising
the steps of:

associatingby [an] theauthenticator functioning as a non-interested
third party with respect tthe sender and the recipiethe content data with
dispatch record datavhich includes at least saiitine related indicia and an

Y The Court notes that theufdh claim dispute of the Fbau Patent ian indicia
of a time of successful transmission of thepditch to the recipient.” (Docs. 114 at 16
17; 117 at 18-19). As setrtb below, the Court construes this phrase as “data
represents the time at whichetldispatcher forwarded the dedph for delivery such that
the recipient may later be able to recetkie dispatch and where the data is obtain
without any cooperation from the recipient.”
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indicia relating to the désation of the dispatch, tgenerate authentication
data which authenticate[s]elispatch and the contemwtsthe dispatch . . . .

‘219 Patent col. 2 Il. 56—col. 3 Il. famended version) (amendments by Ex Parte

Reexamination Certificate are shown witthdaions underlined and deletions in bolde
square brackets; italics added for empglasSimilarly, Claim 82 discloses:

82 An information disptch system in an electronic communication
network comprising;

an authenticator functioning as non-interested third party with
respect to the sender and the recipient for authenticttenglispatch and
contents of the dispatch transmittiedm the source transmitting system to
the destination receing system, including;

(2) means for prading an indicia[relating to] of a time of
successful transmission of the dispatithe destination receiving system,
said time related indiciaeing recorded by the #enticator and provided
in a manner resistant to or indicatigétampering by either of the sender
and the recipient;

(3) a processor for assating the content data witlispatch record
datawhich includes at least said timdated indicia and an indicia relating
to the destination of the dispatch, generate authentication data which
authenticate[s] the dispatch atte contents of the dispatch.

Id. col. 4 ll. 4-36 (amendments by Ex PaReexamination Certificate are shown wit
additions underlined and delet®in bolded squarerackets; italics@ded for emphasis).
GoDaddy’s proposed construction includesir limitations, requiring dispatch
record data to: (1) be rewted by the authenticator during the transmission of
dispatch, include both (2) time related indiaiad (3) indicia relating to the destination ¢
the dispatch, and (4) not incleidhe content data represdivia of the contents of the
dispatch. (Doc. 117 at 18). i clear that the claim langge already limits “dispatch
record data” by GoDaddy’s second, third, &mgirth proposed limitations. On this point
RPost observes that several courtsvehaspurned—on “rathdancy” grounds—

constructions that incorpomtlanguage from the claimsdlf. (Doc. 119 at 11 (citing
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Interdigital Commuc’ns Inc. v. ZTE Corp.2014 WL 390871, at *1 (D. Del. Aug. 8,
2014); Asetek Holdings, Inc. v. Coolit Sy8013 WL 6327691at *4 (N.D. Cal. Dec. 3,
2013); Ferring B.V. v. Watson Labs., In2013 WL 499158, at *7 (D. Nev. Feb. 6
2013)). As noted above, howevénge Federal Circuit rejectatie robotic application of
such a stringent rulé&see 01 Communique Lalngc. v. LogMeln, InG.687 F.3d 1292,
1296 (Fed. Cir. 2012f"[Plaintiff] argues that because those functions are set fq
expressly in the claim, it would be ‘redunti@md unnecessary’ todarporate them into
the construction of ‘location &dity.” However, [Plaintiff] hasnot cited, andve have not
discovered, any authority fordhproposition that constructiaf a particular claim term
may not incorporate claim language circunitsng the meaning of the term. The clair
language makes clear that the locationlifsicin fact does perform the functions ir
guestion. The district court correctly imporated those functions into its clain
construction.”). Thus, RPost’s “redundancygament, while persuaa, is not binding

on the Court.

Regarding GoDaddy'’s first limitation thdispatch record data must be “recorde

by the authenticator duringehransmission of the dispatctitie Court finds that such &
limitation is not warranted given the clairmpuage. Specificallythe claim requires only
that “time related indicia” be recorded byethuthenticator during the transmission of t
dispatch.See ‘219 Patent col. 2 ll. 63—67 (am&ed version). Thérecorded by the
authenticator” limitatiordoes not relate tall forms of “dispatch record data,” which, &
GoDaddy points out, is comprised af least“time related indicia”and “an indicia

relating to the destiti@n of the dispatch.See idcol. 3 ll. 3-5, col4 Il. 31-34. In other

words, Claims 60 and 82 do not require thatlicia relating to the destination of the

dispatch” be recorded by the authenticator. ConsequentlZ,due rejects this portion of
GoDaddy’s proposed construction.

As to GoDaddy’s second and third posed limitations, the Court concludes th
it unnecessary to construe “dispatch recor@’'das including at kst indicia relating to

the time and destination ofdhdispatch. The sentence rfirovhich GoDaddy lifts this
-08 -
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unambiguous language followemediatelybehind the term “dispatch record data” in th
claims. See id.col. 3 ll. 3-5, col. 4 Il. 27-30. lis therefore apparent from the clair
language that “dispatch record@amust include both indicia.

RegardingGoDaddy’sfourth proposed limitation, hower, the Court finds that
the claim language does nokatly articulate that “dispatdata” and “content data” arg
distinct types of data. Further, RPost’'s pra@lds vague because it fails to distinguis
between (1) data that concerns the event efdispatch and (2) data that relates to t
contents of the dispatch. &ljury would be aided by inatfling this portion of GoDaddy’s
proposal in the construction.

For these reasons, the Court constrtdispatch record data” as “informatior

relating to the dispatch but neelating to content data regsentative of the contents of

the dispatch!

D. “an indicia of time of successfultransmission of the dispatch to the
recipient” (Term No. 4)

1. The Parties’ Positions

The parties’ proposed constructions foe thext phrase are again quite simildgr.

RPost urges the Court to addjtdge Gilstrap’s construction tdata that represents the

time at which the dispatcher forwarded thepaitch for delivery sucthat the recipient
may later be able to receive the dispadrid where the data is obtained without a

cooperation from the recipieh(Doc. 114 at 16-17).

GoDaddy responds that while the méajprof Judge Gilstrap’s construction i$

correct, two slight modifications should becorporated: “data that represents #otual
time at which the dispatcherompleted transmissioof the dispatch for delivery, such

that the recipient may later be able to reedhe dispatch and wheethe data is obtained

without any cooperation from the recipien{Doc. 117 at 18-19) (emphasis added).

21 During theMarkmanHearing, GoDaddy expressed dsncern that “information
relating to the dispatch” is too broad and could include information that it was clou
the time of dispatch. The Cduis skeptical that a jurgould interpret “information
relating to thedispatch” in a way that yields infmation about atmospheric conditions.
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RPost replies that Judge Gilstrap egsly rejected both of GoDaddy’s proposéd
revisions and asks this Courtdo the same. (Doc. 119 at 11).
2. Analysis
This phrase is disclosed in Claim 60 as follows:

60. A method of authditating a dispatch and contents of the
dispatch_successfully transmitted frarsender to a recipient, comprising
the steps of:

providing an indicia [relating to] of a time of _successful
transmission of the dispatch to the recipjesaid time related indicia being
recorded by an dhkenticator and provided in a manner resistant to or
indicative of tampering by either of the sender and the recipient . . . .

‘219 Patent, col. 2 Il. 56—67 (amended v&mn$ (amendments by Ex Parte Reexaminatipn
Certificate are shown with adidns underlined and deletioms bolded square brackets;
italics added for emphasis).

While both of the parties’ proposed comstions are substantially based on Judge
Gilstrap’s construction, GoDaddy propose® talterations. FirstGoDaddy argues that
the “indicia” must indicate the “actual timeit which the dispatch was forwarded, npt
merely the “time.” (Doc. 11&t 18-19). Second, GoDaddy assé¢hat the “indicia” must
express when the dispatcher figpleted transmission of thesgiatch for delivery,” rather
than when the dispatcher “forwarded the dispatch for delived.)’ (

Judge Gilstrap expressly rejected GdbBds proposed construction of “actual
time” and so does this Couee RMajl2013 WL 968246, at *21IThe Court agrees with
Judge Gilstrap that if “time” were constdias “actual time,” such a construction coujd
be read too narrowly by the finderfaict as requiring absolute prodd.

Moreover, the Court agreegth Judge Gilstrap’s cotrsiction of “forwarded the
dispatch for delivery.” As Judge Gilstrappdained, the claim laguage of “successful
transmission” is focused on the relevantdiat which the “dispatch was released from
the control of the non-interested third partyd: GoDaddy proposes that “successfyl

transmission” should be construed as “completed transmissiongffetd no compelling
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reason to justify this revisioaf Judge Gilstrap’s construoti. In any event, the Cour
finds that construing “successful transmissias “completed transmission” does little tp
aid the jury’s understading of the term.

For these reasons, the Court adopts Jueidgrap’s constiction and construesg
“an indicia of time of successful transmissiohthe dispatch to the recipient” to mean
“data that represents the tirmewhich the dispat@r forwarded the dispatch for delivery
such that the recipient may later be abladoeive the dispatchand where the data ig
obtained without any coopéian from the recipient.”

E. “sender” (Term No. 5) ard “recipient” (Term No. 6)

1. The Parties’ Positions

RPost requests that the Court adopt Ju@8idsgrap’s conclusion that “sender” and
“recipient” are readily understandable terrequiring no construction. (Doc. 114 at 17).

GoDaddy responds that the terms sHobk defined as “the computer that
originates the message” and “the computext tleceives the dispdt at its intended
destination,” respectively. (Doc. 117 at 19).

In reply, RPost complains that GoDagddarguments conflict with the intrinsig

record because such constructions woul@roperly define the terms with the “same

meaning as originating processor and pmeit processor from the Tomkow Patent

without justification.(Doc. 119 at 11-12).

UJ

2. Analysis
The terms “sender” and “recipient” are foumdall asserted claims of the Feldbau
Patent. A few examples include:

60. A method of authditating a dispatch and contents of the
dispatch successfullyansmitted from a sender to a recipient . . .

securing by said auth&cator, at least part of the authentication data
against tampering of treenderand theecipient. . . .
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82 An information disptch system in an electronic communication
network comprising:

a source transmitting system coupled to the electronic
communication network for sending a dispatch froseaderto arecipient

a destination receiving system coupled to the electronic
communication network for receng the dispatch for theecipient. . .

‘219 Patent col. 2 Il. 56—col. 4 Il. 1lgamended version) (améments by Ex Parte
Reexamination Certificate are shown witdditions underlined; italics added fg
emphasis).

The Court finds that the terms “sendarid “recipient” have “plain and ordinary
meanings.” However, “[a] determination tlatlaim term ‘needs no construction’ or hd
a ‘plain and ordinary meaning’ may beadequate when a tertmas more than oneg
‘ordinary’ meaning or when reliance on a té&nordinary’ meaningdoes not resolve the
parties’ dispute."O2 Micro, 521 F.3d at 1361. GoDaddy cectly posits that “sender”
and “recipient” have “ordinary” meaningbat include natural persons—a method
transmission not asserted against GoDaddgc(217 at 19). For this reason, the Col
agrees that construction isaessary because the “plain and ordinary meanings” of th

terms “do not resolve the parties’ disput8ee O2 Micrp521 F.3d at 1361.
The Court now turs to defining the terms. GoDdy proffers constructions tha

define “sender” and “recipient” as “computers.ld.f] RPost replies that such
constructions would be unduly narrow as tisserted claims do not limit “sender” ar
“recipient” to only “computers,” but allow foother types of computerized device
(Doc. 119 at 11-12). In thisgard, the Court agrees with RPost. The asserted claimg
not limited to “computers’per se but leave available the use of other forms

computerized deviceSee, e.g.219 Patent col. 4 Il. 4-83@. An information dispatch
systemin an electronic communications netwodomprising: a source transmitting
system coupled to the electronic commutiiga network for sending a dispatch from
sender to a recipient . . . . (amended version) (emphasis added); 2 Il. 56—-62 0.

A method of authenticating a dispatch andntents of the dispatch successful
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transmitted from a sender to a recipient, cosipg the steps of: receiving content data

representative of the contsnof the dispatch origined from the sender and bein

Q2

electrically transmittedo said recipient . . . .” (emphasadded)); ‘219 Patent col. 4 II. 1

6 (“The present invention encompasses .all .types of dispatch methods, such as

transmission via facsimile machines, mwode computer networks, electronic mai

systems and so forth. . .” (emphasis added)).htis, the Court rejects GoDaddy’

UJ

“computer” proposal.

Furthermore, the Court is not persuaded that limiting “sendeheaomputerized
device that‘originates” the dispatch is approgie. GoDaddy’s proposed constructign
requires that the “computertself “originate” the dispatchpossibly leading to the
conclusion that the user intading with the computer do@st create the message. Thu
the Court’'s construction will afify that “sender” incorpa@tes some level of usef
intervention to orighate a message.

Finally, the Court finds that GoDagld proposed limitation “at its intended
destination” regarding the “recipient” is vague and requires the jury to engage
unnecessary additional inquiry.

For these reasons, the Court construesdse€ras “a combination of (1) the use

=

that caused the computerized device toioatg the dispatch an@) the computerized

device itself” and “recipient” as “a combinaii of (1) the user that the sender intends|to

receive the message and (2) the compuddrgevice that receives the message.”
F. “processor for associating” (Term No. 7)
1. The Parties’ Positions
The parties’ next dispute centers on Vileet‘processor for associating” is subject

to means-plus-function (“MPF”) claim consttion pursuant t@5 U.S.C. § 112(6).

RPost argues that “processor &ssociating” need not bemstrued because the term has

a plain and ordinary meanintpat the jury will be ableto understand and apply

i

ir

(Doc. 114 at 17-18). RPost additionally comteithat because the disputed phrase dpes

not include the term “means,” there is a praption that the patentee did not engage
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MPF claiming. [d.) RPost explains that the phrasecites sufficient structure—a
processor—that “is a well-known referencethe electrical arts ta microprocessor or
microcontroller and connotes structureld.] If the Court were to determine tha
“processor” does require MPF claim constioie, RPost asserts that the specificatig
discloses corresponding structures—cdtgro56 and function executor 102—an
algorithms that make the term definitil.{ Doc. 119 at 12).

GoDaddy responds that despite the mbseof the word “means” in the claim
“processor for associating” is still subjectNt°F claim construction because it “fails t
recite sufficiently definite sticture or else recites futhen without reciting sufficient
structure for performing that function.” (Dotl17 at 19-20). Pursuant to the two-sté
approach to MPF claim construction, Galdg proposes that the claim’s function
“associating the content data with dispatebord data and generating the authenticat
data.” (Doc. 117 at 15). As to correspamglistructure, however, GoDaddy argues t
claim is indefinite because if fails tosglose adequate corresponding structure for
claimed functions via an algorithmd ()

2. Legal Standard for Invoking 35 U.S.C. § 112(6)

MPF claim construction is necessary wherpatent claim term is drafted in

manner that invokes 35 U.S.C. § 112{\hich states as follows:

An element in a claim for a owination may be expressed as a
means or step foperforming a specified fution without the recital of
structure, material, or acts in suppohereof, and such claim shall be
construed to cover the correspondingiciure, material, or acts described
in the specification and equivalents thereof.

35 U.S.C. § 112(6) (emphasis added). Bywatimg this statute, “Congress struck

balance between allowing patentees to esgeeclaim limitation by reciting a function t

2 35 U.S.C. § 112(6was amended in 2012 to dmne 35 U.S.C. § 112(f).
However, section f is only applicable totgats issued after September 16, 2012. T
Feldbau Patent was oimglly filed in 1997,issued in 2001, and wdassued an Ex Parte
Reexamination Certificate on June 19, 20AR.asserted claims were modified by th
reexamination in 2012.
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be performed rather than by reciting struettor performing that function, while placing
specific constraints on how such a limitation is to be constri#dliamson v. Citrix
Online, LCC 792 F.3d 1339, 1347 €. Cir. 2015). Namely, scope of coverage of t

claimed functions is limited only to the cosponding structure, materials, or ac

described in the specification and equivalents thef®eé. Northrop Grumman Corp. V.

Intel Corp, 325 F.3d 1346, 1350 (Fed. Cir. 2004).
The Federal Circuit has long held thae wd the word “means” within a claim ig
significant in the analysis ofvhether a claim limitationshould be interpreted in
accordance with 8§ 112(6). Specdlly, there is a “rebuttablpresumption” that § 112(6
applies when the claim language includes wued “means,” and a similar “rebuttablg
presumption” that 8 112(6) de not apply when “means” &sent from the claim term
Williamson 792 F.3d at 1347-49.“When a claim term lack the word ‘means,’ the
presumption can be overcomade8 112, para. 6 will apply the challenger demonstrate]
that the claim term fails to ‘recite sufficienttiefinite structure’ or else recites ‘functio
without reciting sufficient structerfor performing that function.’Td. (quoting Watts v.
XL Sys., Ing.232 F.3d 877, 880 (Fe@ir. 2000)). The standard to determine “defini
structure” is “whether the wosdof the claim are understood pgrsons of ordinary skill
in the art to have sufficiently defte meaning as the name for structurkl’ (citing
Greenberg v. Ethicon Endo-Surgery, @l F.3d 1580, 158Fed. Cir. 1996)).

To determine whether the presumptiors lbha&en rebutted, the Court must cons
relevant intrinsic and extrinsic eviden&ee Inventio AG v. TegenKrupp Elevator Ams
Corp., 649 F.3d 1350, 135Fed. Cir. 2011) (“In cases wleethe claims do not recite th¢
term ‘means,” considering intrinsic and emsic evidence is usllg helpful, as the
litigated issue often reduces to whether sHiltisans, after reading the patent, wou

conclude that a claim limitation is so devafistructure that the drafter constructivel

23 After years of applicationWilliamson expressly overruled the “strong’
presumption that 8§ 112(6) gndpplied to claims that aluded the term “means.”
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engaged in [MPF] claiming.”Media Rights Techs., Ing. Capital One Fin. Corp.800
F.3d 1366, 1372 n.2 (Fed. Cir. 2015) (noting ttw@irts must consider the entire intrins

record when assessing whethetam term invokes § 112(6)).

3. 8112(6)Analysis
The term “processor forsaociating” is discloseith Claim 82 as follows:

82 An information disptch system in an electronic communication
network comprising;

An authenticator functioning as non-interested third party with
respect to the sender and the recipient for authentictenglispatch and
contents of the dispatch transmittedm the source transmitting system to
the destination receing system, including;

(1) an input unit coupled to eghcommunication network or to the
source transmitting system for receiyicontent data representative of the
contents of the dispatch being eledically transmitted to said destination
receiving system, and a destiion of the dispatch;

(2) means for prading an indicia[relating to] of a time of
successful transmission of the dispatwithe destination receiving system,
said time related indiciaeing recorded by the #enticator and provided
In @ manner resistant to or indicatigétampering by either of the sender
and the recipient;

(3) aprocessor for associatintpe content data wittispatch record
datawhich includes at least said timdated indicia and an indicia relating
to the destination of the dispatch, generate authentication data which
authenticate[s] the dispatch ané #tontents of the dispatch; and

(4) means for securing at least pairthe authentication data against
tampering of the sender and the recipient;

whereinthe processoiis combined with the means for securing.

‘219 Patent col. 4 Il. 4-41 (amended ven3 (amendments by Ex Parte Reexaminati
Certificate are shown with adidns underlined and deletioms bolded square brackets;

italics added for emphasis).

To begin, the term “processtor associating” does nanclude theword “means.”

Therefore, there is a rebuttaljpresumption that the termnst subject to § 112(6). The

guestion before the Court is whether thegsumption has beavercome. Specifically,
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the Court must determine whether the term “processor” (1) faitsetite sufficiently
definite structure” or (2) recites “funom without reciting sufficient structure fo
performing that function.Williamson 792 F.3d at 1349 (citations omitted).

a. Whether  “Processor  for  Associating”  Recites
Sufficiently Definite Structure

RPost argues that “processor” has a sufficiently definite mgdrecause the term
“is a well-known reference in the electricatsato a microprocessor or microcontrollg
and connotes structure.” (Doc. 114 at 18} GoDaddy’s argument concentrates not
the initial inquiry of whether # term itself recites sufficierstructure to avert 8 112(6)
but assumes that § 112(6) applies and arplthat computer-s@ed claim limitations
“must include the algorithm ee€ed to transform the general purpose computer
processor disclosed in the speation into the special purpose computer programmed
perform the disclosed algorithm—or elseibeefinite.” (Doc. 117 at 19-20).

In support of its argument, GoDaddy reliesAnstocrat Techs. Austl. Pty Ltd. v
Int'l Game Tech.521 F.3d 1328 @d. Cir. 2008). IMAristocrat however, the disputed

claim included the term “control means,” mth both parties agreed invoked § 112(§).

521 F.3d at 1331. The court applied tiathal MPF claim construction principals

=

or

to

requiring the scope of the claim limitation to be defined by the structure disclosed in th

specification plus any equikants of that structurésee id.The patent-holder argued th
structure corresponding toehrecited functions was aasidard microprocessor-base
gaming machine with appropriate programmi@ige id-The Federal Circuit held,

In cases involving a computer-implemented inventiowhich the inventor
has invoked means-plus-function claiminipis court has consistently
required that the structure disclosed the specification be more than
simply a general purpose computer ocroprocessor. . . . For a patentee to
claim a means foperforming a particular function and then to disclose
only a general purpose computer as stracture designetb perform that
function amounts to pure functional claiming.

Id. at 1333 (emphasis added). @aaldy’s argument is based tme reverse legal theory

arguing that if “processor” ian insufficient structure tdefine the scope of an MPF
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limitation, it cannot describe sufficient stture when recited directly in a claim

limitation itself. Seg(Doc. 117 at 19-20).

The Court is not persuaded thatistocrat is applicable or binding in this casa.

Initially, Aristocratanalyzed claim language that expressly used the term “means,” a
such, there was a presumption that MPF clamitations were at issue. In fact, thg
parties stipulated that theerm invoked 8 112(6). Thdristocrat rule that GoDaddy
argues should apply here was thereforeveerifrom a determination as to whethg
sufficient structure was disclosed in theesification so as to avoid a finding o
indefiniteness. GoDaddy is effectively treatiag equivalent the stdard used to prove
sufficient structure to avoiIPF treatment initially, with tb standard used to identify
corresponding structure in the specifica when MPF construction is necessar
GoDaddy does not cite any cases that appigtocrat in this manner, and other court
have declined to do s&ee eWinWin, Ina.. Groupon, InG.2011 WL 6012194, at *14—
15 (M.D. Fla. Sept. 5,@L1) (declining to applyristocratto find that “computer code”
was written as an MPF limitation, and notingtttthe law on thisssue goes both ways
and the Federal Circuit has not had an oppdstua take a clear stance on facts simil
to those in the instant caseMarkem—Imaje Corp. v. Zipher Ltd2011 WL 5837087, at

*4 n.7 (D.N.H. Nov. 21, 2011) (“The strucalrdisclosure required in the specification

when a party chooses to employ [MPF] claiming is not the same structural discl
required to avoid [MPF] treatment.';hamberlain Grp., Inc. v. Lear Corpi56 F. Supp.
2d 938, 977 (N.D. lll. 2010) (noting thAristocratonly applies when 8 112(6) has beg
invoked).

For the first inquiry of th&Villiamsonanalysis, the Federal Circuit only requires-
contrary to GoDaddy’s argumenthat the claim recite sonstructure to avoid 8 112(6
and has repeatedly rejected“aaduly restrictive” the argumeérthat “specific structure”
is necessarySee Lighting World382 F.3d 1354, 13580 (Fed. Cir. 2004pverruled on

nd &

D

—

(92)

DSUI

other grounds by Williamsoi92 F.3d 1339. For example, the Federal Circuit explained:
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Implicit in [expert witness’s] statemerg the premise than order to be
regarded as structural for purpos#ssection 112 § 6, a claim limitation
must identify a specific structure andt use a generic term that includes a
wide variety of structures. The districourt adopted that view explicitly
when it held that the claim languatmnnector assembly being pivotally
connected to said pair of adjacestpport members” was not structural
because “it would cover ewy conceivable structutbat could connect two
elements and pivot.”

That approach is unduly restiia. In considering whether a claim
term recites sufficient structure to adapplication of section 112 | 6, we
have not required the claim termdenote a specific structurastead, we
have held that it is sufficient if tredaim term is used in common parlance
or by persons of skill in the gaent art to designate structureyen if the
term covers a broad class of structarand even if the term identifies the
structures by their function

Id. (citing Greenberg v. Ethicon Endo—Surgery, In81 F.3d 1580, 1583 (Fed. Cir.

1996); Apex Inc. v. Raritan Comput., In825 F.3d 1364, 1372 (Fed. Cir. 2008CS
Fitness, Inc. v. Brunswick Cor®88 F.3d 1359, 136@ed. Cir. 2002)Watts 232 F.3d
at 880;Personalized Media Commc’ns, LLC v. Int'l Trade Commi®il F.3d 696, 704
05 (Fed. Cir. 1998)),emphasis added). Whitee term “processor” nyanot bring to mind
a specific structure, that point is ndispositive for this first inquirySee Personalized
Media Commc’ns161 F.3d at 704 (“[N]either theadt that a ‘detector’ is defined ir
terms of its function, nor the fact thatetlterm ‘detector’ does not connote a preci
physical structure in the minds of those aflsk the art detracts from the definiteness ¢
structure.”). What is important is whetherr6gessor” is a term &t is understood to
describe structure, as opposed to a termishsimply a nonce word not recognized as t
name of structure and meredybstitutes for “means forld.

In this case, the Court finds that “pessor,” albeit a term that might cover

broad class of structures, designates at E@ste structure. For example, one techni¢

dictionary defines “processor’ as “a dewithat (a) executes instructions, usua
automatically and under computer programnteol, and (b) consists of at least g

instruction control unit and aarithmetic unit.” Martin H. WeikFiber Optics Standard
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Dictionary 789 (3d ed. 1997)see alsoAmerican Heritage Dictionary of the Englisl
Language 1398 (4tled. 2006) (defining‘processor” as “2.Computer Scienca. A
computerb. A central processing unit. A program that translates another program ir
a form acceptable by the computeiingeused.”); Philip E. MargolisRandom House
Webster's Computer & Internet DictionadA8 (3d ed. 1999) (deing “processor” as
“Short for microprocessor or CPU"}%ighting World 382 F.3d at 1361 (consulting
dictionary definitions to determine wther “connector” has a reasonably we
understood meaning as a name for structlwiagar Tech. 379 F.3d at 132(finding that
technical dictionary definitionaid determination of whether claim term is structural).
This conclusion is buttressed by the intrinsicorel which discloses structural features
the processoiSee219 Patent col. 13 ll. 19-27.

The Court agrees with RRdbkat one of ordhiary skill in the art would understang

that “processor’” encompasses a micropssoe or microcontroller—structural terms.

1]

While “processor” “does not connote a precibggical structure in the minds of those ¢
skill in the art[, that does not] detract[] from theidieness of structure.Personalized

Media Commc'nsl61 F.3d at 704 (citinGreenberg91 F.3d at 1583).

b. Whether “Processor for Assagiating” Recites Function
without Sufficient Structure for Performing that
Function

Although the Court concludes that thente“processor” connes at least some
structure, this does not end tiMlliamsonanalysis. The Feder&ircuit also allows a
challenger to overcome the presumption adaapplication of 8 12(6) if the claim
recites “function without reciting sufficienstructure for performing that function.’
Williamson 792 F.3d at 1349 (quotiryatts 232 F.3d at 880). He, Claim 82 provides
that the “processor” is “forssociating the content data witlispatch record data which
includes at least said time related indicia andndicia relating tahe destination of the

dispatch, to generate authentication datal'9* Patent col. 4 Il. 31-36 (amended versio
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Thus, the Court must determine whether t@ssor’” connotes “suffient structure for
performing” the claimed assodiag and generating functions.

The Court first reviews v one skilled in the art wodlunderstand “processor” a
used in Claim 82. Based on a review oftidigary definitions, the€Court concludes that 3
skilled artisan would not recoge “processor” as a nam& a sufficiently definite
structure for “associating” two distinct typesdafta in order to “generate” a third class
data. Rather, one skilled inethart would understand “pressor” to mean a geners
purpose computer, a central processing unit JgQPor a program that translates anoth
program into a form acceptable by the computer being USeelAmerican Heritage
Dictionary of the Enlish Language 1398.

Of course, if the functions performdxy the processor are functions typicall
found in a commercially available off-the-#hprocessor, then a skilled artisan migh
understand the term “processdo provide sufficient stcture for performing those
functions.See In re Katz Interactiv€all Processing Patent Litig(“Katz’), 639 F.3d
1303, 1316 (Fed. Ci011) (holding that functions sh as “processing,” “receiving,”
and “storing” that can be heved by any general purpose computer without spe
programming do not require dissure of more structur¢han the general purpost
processor that performs those functions). In this case, however, the Court conclud
“associating” two sets of data in order tcefgprate” a third set of data is not a typic
function found in a general quwse processor and requires additional programming of
processor to implement. Accordingly, tletaimed “processor” alone is not sufficier
structure to perform the functions in Claim 82.

Finally, the term “processor” is fterent from claim terms “circuit” and
“circuitry,” which the Federal Circuit has founa denote sufficientlyglefinite structure to
avoid application of § 112(6See Mass. Inst. of Tech. Blec. for Imaging, Inc. v.
Abacus Software (“MIT”) 462 F.3d 1344, 1355%6 (Fed. Cir. 2006)..inear Tech. 379
F.3d at 1320-21Apex 325 F.3d at 1374. Hse decisions hold th#te term “circuit”

coupled with a description ithe claims of the circuit’'s agation generallyonveys the
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structural arrangement of the circuit's compone8eeMIT, 462 F.3d at 1359;inear
Tech, 379 F.3d at 1320Apex 325 F.3d at 1373. In thisase, however, the claimed
“processor” and other claim language doesaumivey to a skilled artisan anything about
the internal compants, structure, or specifoperation of the processor.

For these reasons, the Court concludesttieterm “processords used in Claim
82 is a term that would not be understdmd an ordinarily skilled artisan as having
sufficient structure for performing the recitathctions of “associating the content data
with dispatch record data. .. to generate the authentioca data” and therefore invokes$
the application of 8 112(6). See Ex parte Smith, No. 2012-007631,
http://www.uspto.gov/sites/deféd/files/ip/boards/bpai/dedsns/inform/ex_parte_smith_
fd2012007631.pdf (P.T.8. Mar. 14, 2013) (holding thahe claim “a processor . .
programmed to . . . generate an opinionetine” invoked § 112(6because the claim
recited function without sufficient stcture to perform the function).

4. Legal Standard for MPF Claim Construction

When § 112(6) applies to a claim.etiCourt follows a two-step construction
approach. First, the Court identifies thertigallar claimed functions using traditional
tools of claim constructiorSee Med. Instrumentation & &jnostics Corp. v. Elekta AB
344 F.3d 1205, 121(Fed. Cir. 2003)0Omega Eng’'g334 F.3d at 1330. The Court may
not adopt functions that are different fronose explicitly recited in the claim language.
See Cardiac Pacemakers, Inc. St. Jude Med., Inc296 F.3d 1106, 1113 (Fed. Cir.
2002).

Second, the Court reviews the speefion and identifies the corresponding
structure that performs those functiorf®ee Elekta344 F.3d at 1210. A disclosed

structure is “corresponding’ . . . only if éhspecification or prosecution history clearly
links or associates that structure ttee function recited in the claimjd. (quotation
omitted), and only if thestructure can perform ¢hclaimed function, se€ardiac
Pacemakers296 F.3d at 1113. These inquiries areleniom the perspective of a persgn

of ordinary skill in the artSee Cardiac Pacemake?96 F.3d at 1113
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To avoid purely functional claiming icases involving computer-implemente
inventions, the Federal Circuit has “consistemtquired that the structure disclosed
the specification be more thamply a general purpose computer or microprocess
Aristocrat 521 F.3d at 1333. “Because geng@apose computers can be programmed
perform very different tasks ivery different ways, simplgisclosing a computer as thg
structure designated to perform a particfilsaction does not limit the scope of the claif
to ‘the corresponding structummaterial, or acts’ that penfm the function, as required by
section 112 paragraph 6l8. Thus, for a computer gprocessor-implemented clain
limitation interpreted under 812(6), the corresponding stture must disclose the
algorithm needed to transform the disclosed general purpose computer or process
the special purpose computéd. Failure to disclose the oesponding algorithm for a
computer-implemented MPF term renders the claim indefilditext 1337-38.

An algorithm is a “sequence obmputational steps to followlbormeith IP, LLC
v. Mercedes-Benz USA, LLZ32 F.3d 1376, 1379 (Fed. Cir. 2013) (citations omitte
“For a claim to be definite, a recited algorithm . need not be so particularized as
eliminate the need for any implementaticimoices by a skilled artisan; but it must
sufficiently defined to render the boundstbke claim—declared by section 112(6) 1
cover the particular structure and its eglents—understandable by the implemente
Id. (citing AllVoice Computing PLC \WWuance Commc’ns, Inc504 F.3d1236, 1245-46
(Fed. Cir. 2007)). An algorithm may be expresas@ mathematical foura, in prose, as
a flow chart, or in any other manner that provides sufficient strudtlo@h Sys., Inc. v.
Intuit Inc., 675 F.3d 1302, 131¢&ed. Cir. 2012) (citindrinisar Corp. v. DirecTV Grp.,
Inc., 523 F.3d 1323, 1340 (Fed. Cir. 2008)) ndtheless, the purported algorithm cann
“merely provide[] functional language” and styrovide a “step-by-step procedure” fq
accomplishing the claimed functioBrgo Licensing 673 F.3d at 1363-urther, “[i]t is
well settled that simply disclosing softwarneowever, without providing some deta
about the means taceomplish the function, is not enoughrtinction Media, L.L.C. v.
Google, Inc,. 708 F.3d 1310, 1318 (Fed.rC2013) (quotations omitted).
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Finally, in a means-plus-function claim “in which the disclosed structure
computer, or microprocessor, programmedctory out an algahm, the disclosed
structure is not the general purpose compuiat rather the special purpose comput
programmed to perform the disclosed algorithtvMS Gaming184 F.3d at 1349. Thus
“the corresponding structurerfa 8 112 § 6 claim for a ogouter-implemented function
is the algorithm discloskin the specification.Harris Corp. v. Ericsson Inc417 F.3d
1241, 1249 (Fe€ir. 2005).

5. MPF Claim Construction
a. Function

The Court finds that GoDadyfunctionality proposals supported by the claim
language and accurately recites the function of the proce&sse®19 Patent col. 4 Il
31-36 (amended version). Thus, the Court taes the claim’s function as “associatin
the content data with dispatch record datd generating the authentication data.”

b. CorrespondingStructure

In its Opening Brief, RPost argues aththe specification discloses tw
corresponding structures: “controller 56" atfdnction executor 102, which may be
Microchip Technology Inc.’'s PIC16C5xseries EPROM-based micro-controller
(Doc. 114 at 18). GoDaddy responds tihe specification does not disclose
corresponding structure because no algorithm aviged that transforms the geners:
purpose processor into a special purp@secessor that can perform the claime
functions. (Doc. 117 at 19-20). Thus, GoDaddwptends that the claim is indefinitéd.]

RPost replies that the specification ‘@@ses numerous mathematical formuli
that may be used by function generatoR 10 perform the claned ‘associating.”
(Doc. 119 at 12 (citing ‘219 Patecdl. 10 Il. 13—col. 13 Il. 7)).

Initially, the Court concludes that aalgorithm must be disclosed in th

specification. The processor’s claimed functi@re to “associate” data to “generate

authentication data. ‘219 Patedl. 4 Il. 31-36 (amended rs2on). As discussed above

these functions cannot be perfatnsolely by a general purg® computer or processof

- 114 -

S

er

85

a

=

d




© 00 N O O b~ W DN B

N NN NN NNNDNRRRRRR R R R
0 ~N O OO0 W NP O © 00N O 0 W N PP O

but require a special purpose computeee EON Corp. IP Holdings LLC v. AT&]
Mobility LLC, 785 F.3d 616, 623 (Fe@ir. 2015) (“A microprocessor or general purpos
computer lends sufficient structure only tesigafunctions of a microprocessor. All othg
computer-implemented functiomequire disclosure of angadrithm.”). Accordingly, the
algorithm that transforms the general purppsgcessor into a spet purpose processof
that performs the claimed function is requirBde Aristocrat521 F.3d at 1333.

The relevant portions dlfie specification disclose:

The controller 56 associates the informatio®0 and the dispatch
information, by storinghem in storage unib4 and by associating link
information with the storeduthentication-informadn, for example, in the
form of a unique dispatch identifierduas a sequential dispatch number.

‘219 Patent col. 7 Il. 59—64.

An efficient method for associating a plurality of information
elements is by associating a digitapresentation thereof using a method
referred to herein asrfathematical associatiénA digital representation of
an information element can be coresield as a number, for example as the
element’s standard binary, hexadecimabther base representation. Using
mathematical associatiorgther than maintaininthe information elements
(numbers) themselves, it ssifficient to mantain the results (also numbers)
of one or more functions which aigpplied to one or more of these
information elements. (These r#isu are sometimes referred to as
“message-digests”, “hash-valsi’ or “digital-signatures”)More formally, if
A is a set of information elemengnd F is the mathematical association
function, then the set B of informatietements is obtaineals the result of
applying the function F to the set Ainoformation elements, i.e. B=F(A).

Preferably, the function F is seted such that a fraudulent attempt
to change the elements of the setoA,an attempt to claim that a set A’
which comprises different elements tise original set, can be readily
detected by comparing tmesult B’ obtained by ggying the function F to
the set A’, to the original result Be., by checking if F(A")=F(A).

It would be advantageous to select the function according to a
cryptographic schemes. Encryptiondadigital envelope functions can
provide for secure data interchandeigital signatures can provide for
accurate and reliable verification bbth the signaturgenerator and the
data. One-way hash funatis provides for security, and can reduce the size
of the generated signatures while séilable verification of the original
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data used to generate these digres. Utilizing combinations of
cryptographic schemes can optimize particular implementations.

Various function classes of variodegrees of complexity can be
used for mathematicalssociation purposes in accordance with various
embodiments of the present inventiéiurthermore, the function F and/or
the result B can be kegecret and unknown in general, and to interested
parties such as the sender or the reaipin particular. However, even if the
function F and/or the result B are kngwhe task of finding a meaningful
different set A’ such that B=F(A’)s mostly very difficult even for
relatively simple functions, not tmention for more complex ones.

A special class of functions mostitable for the purposes of the
present invention is the class of funaschaving the property that given the
result B=F(A), it is exceptionally difficulio find a secondet A’ such that
applying the function F téhe second set A’ will yield the same result B.
The term “exceptionally difficult” refes herein to thdact that although
many different such sets A’ may exigtjs so difficult tofind even one of
them (sometimes even tbnd the set A itself) that it is practically
infeasible. In fact, the functions ofishclass “hide” theelements they are
applied to, (and sometimes the elemesvsn cannot be censtructed) and
therefore this class is referredherein as “the Hiding Class”.

Few well known and widely usddnctions of the Hiding class are
encryption functions (e.g., the RSA.QB] or the DES [1.01] algorithms)
and Cyclic-Redundancy-Check [3] (C@®R) functions (e.g., the C.R.C-32
function). While C.R.C functions argenerally used in applications
requiring verification as to the integritf an arbitrarilylong block of data,
encryption is used to nrdain the original data elements, though in
different, cryptic representationEncryption functions convert the
information elements intone or more cryptic datalocks using one key,
while enabling their reconstructioby providing a matching (same or
different) key. Other well known membeo$ this class of functions in the
prior art are compression functions (ethe Lempel-Ziv1977 [5] and 1978
algorithms), one-way hash functions(g] (e.g., the MD4 [4], and MD5
[1.04] algorithms)and MACs [1.13].

Since for authentication purpost®ere is no neetb maintain the
original information elements, thase of encryption functions (which
normally maintain the infonation though in a crye representation) may
be inefficient. One-way hash functiof@nd other functions of the Hiding
Class), on the other hand, maintain a small sized result value, but the
information elements frowhich the result has been produced are secured,
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l.e., cannot be reconstrudtéherefrom. It would be more advantageous, for
example, to apply a one-way hash function to the union of all the
information elements, i.eto a bit-string, wherehe leftmost bit is the
leftmost bit of the first element, andethightmost bit is the rightmost bit of
the last element. This produces gptic and secure result, as described
hereinabove. Furthermore, one-wdnyash functions c¢a be computed
relatively quickly and easily.

Generally and more formally, thresult B is a set of one or more
information elements bl, ..., bm, &k each element bi (which itself can
comprise one or more information elements) is the result of applying a
(possibly different) function Fi to aubset Si of a set A which comprises
one or more information @ments al, . . ., an, where the various subsets Si
are not necessarily disjoint or diffete each subset Si includes at least a
portion of one or more (or even atlj the electronic information elements
of the set A, and where each function Fi can comprise one or more
functions (i.e., Fi can be the cposition of functions). Preferably, the
functions Fi are members of the Hidi Class. The eleamts of such a
subset Si are considered to be mathematically associated.

Assuming that the set A compridege information elements al, a2,
a3, a4, a5, a few examples of mathgoahassociation function Fi and their
result set B follow: (the UNION funan is denoted as U(x1, . . ., xk),
Which is an information element comprising a bit-string, where the left
most bit is the leftmost bit of theeghent x1, and the rightmost bit is the
rightmost bit of the element xk.)

(a) single element result set B
b1=F1(Sl)=F1(ala4,a5)=al/(ad+a5+1)
b1=F1(Sl)=F1(al,a3,a4)=ENCRYPT{U(al,a3,a4))

b1=F1(Sl)=F1(al,a2,a3,a4,a5)=MD5(U(al a2,a3a4,a5))*
C.R.C(a3)mod5933333

b1=F1(Sl)=F1(al,a2,a3,a4,a5)=C.R.C(ENCRYPTU(al a2)),
COMPRESS((a2,a3,a4)),al,ab)

b1=F1(Sl)=F1(al,a2,a3,a4,a5)=U(al,a2,a3,a4,a5)mod(where
pis a large Prime number)

b1=F1(Sl)=F1(al,a2,a3,a4,a5)=ENCRYPT(MD5(U(al a2,
a3,a4,ah)))

(b) multi-element result set B
B=[C.R.C(U(al,a3)),a2/(al+1),ENCRYPT&5)]
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b1=F1(Sl)=F1(al,a3)=C.R.C(al,a3)
b2=F2(S2)=F2(al,a2)=a2/(al+1)
b3=F3(S3)=F3(a5)=ENCRYPT5)

The elements of two or more (nmécessarily disjoint) subsets of set
A can be associated witkach other by assotiiag the elements of the
result set B which correspdrio these subsets, ethmathematically, or by
non-mathematical methods, as desaihereinabove. Furthermore, if there
is a subset of elements st A to which no funabin has been applied, these
elements may be asso@dtwith the elements of the result set B, again
either mathematically or byon-mathematical methods.

Moreover, the elements of two more subsets of the set A can be
associated with each other by assditig the elementsf each of these
subsets with a common subset compgsone or more ements of the set
A, where this common subset uniquelates to the specific dispatch. This
type of association is referred teerein as “indirect association”’and the
elements of this common subset are referred to herein as “link elements”. A
link element can be for example a unique dispatch number, or the subset
comprising the time indication amdmachine serial number, etc.

For example, assuming that tleéement a2 of the above set A
uniquely relates to the dispatchetfollowing functon generates a multi-
element result set B:

B=[b1,b2,03]=[ENCRYPT@1,a2), COMPRESS{2,a3,a4), a2+a5]

where the subsets Si include ethfollowing elements: Sl=[al,a2],
S2=[a2,a3,a4] and S3#2,a5]. The elementf each subset are
mathematically associated. Since @llithese subsetsclude the common

link-element a2, all their elements (in tlcise all the elements of the sgt A
are associated with each other.

Id. col. 10 Il. 13—col. 13 IIl. 7 (brackets original; italics added for emphasis).

Reference is now made to FI&.which is a block diagram that
illustrates an authenticatdrO0, constructed and operative in accordance
with a preferred embodiment of the present invention. The authenticator
100 comprises a secure time generatOd, a storage devic&é06 and a
function executor102 which has means for putting the following
information elements: thigansmitted informationthe destination address,

a time indication generated bye secure time generatth4, and a dispatch
completion indication. Optionally, adwnal information elements can be
provided as well.
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The function executorl02 can be for example a Microchip
Technology Inc.’s PIC16C5x seri€$?ROM-based micro-controller, and
the input means can be for examplel&h port, a serial, parallel or disk
interface. The function executdd2 is capable of exeting a function F on
at least one, and preferably on the unadrall of the input elements, and of
generating a result information element which is provided to a storage
device 106, and optionally to an output devick8, such as a printing
device.

Preferably, the function F is a mearhof the Hiding Class, and is
kept unknown at least to any inteeg$iparty, by the function executbd2
This can be achieved for example bylelimg the code protection feature of
the PIC16C5x series microcontrollerltérnatively, a MAC[1.13] such as
a one-way hash function MAC can besdswhere secret codes, keys and
data relating to the function can lfer example storedn a shielded
memory device which is automatilgaerased if tle authenticatod 00 is
tampered with. Also, prefably the storage devid®6is a WORM device,
such as a PROM. Preferably, a differéunction is used for each device
employing the function F. This can be achieved for example by using
different keys or codewith each function.

Id. col. 13 Il. 8-41 (brackets in original; italieslded for emphasis). BBt argues that the

specification discloses two embodimenthat perform the claimed functions;

(1) controller 56 and (2) function executt®d2, which may be #icrochip Technology
Inc.’s PIC16C5x series EPROM-bagadtro-controller. (Doc. 114 at 17-18).
Regarding controller 56, the Court cames that the specification does n(
disclose a sufficient algorithm for this embodiment. While anrdlyn to perform the
claimed function of “associating” has likelyeen disclosed for this embodiment, r
algorithm has been disclosed for #exond function of “generatingSee’219 Patent col.
7 1l. 59-64. Specifically, the pton of the specification dcussing controller 56 only
speaks to “associating” data, but never discubssv controller 56 is to “generate” data
Nor does the specification relate cofiep 56 to the algorithms that functior
executor 102 has the capacity to perfolBecause the algorithm must disclose hg
controller 56 performall claimed functions, this embodimedoes not disclose sufficien

corresponding structur&ee Media Right800 F.3d at 1374 \Where there are multiple
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claimed functions . . . the patentee must |dse adequate corresponding structure
perform all of the claimed functions.” (citifgoah 675 F.3d at 1318-19)).

As to function executor 102, however, the Court finds that the two method
associating and generating data disdosen the specification—‘mathematical
association” and “indirect association"—agately set forth mathematical algorithm
that perform the claim’s functiond “associating” and “generatingSee Noah675 F.3d
at 1312 (“The specification can express the algorithm ‘in any understandable

including as a mathematical formula, in proseas a flow chart, or in any other mann

that provides sufficignstructure.” (quotingFinisar, 523 F.3d at 1340)). Although the

specification describes the associating and generating procesksgytiny detail, the
algorithm for performing the two functions can be boiled down to the following sed
of the specification:

More formally, if A is a set ofinformation elements, and F is the
mathematical associatioarfction, then the set B offormation elements is
obtained as the result of applying thedtion F to the €A of information
elements, i.e. B=F(A).

‘219 Patent col. 10 Il. 25-29.

Specifically to Claim 82, the processor “asimtes” the content data with dispatd
record data (set A) by applying matheimalt association function (F) to “generate
authentication data (set B). &lsame foundational equatiore(j B=F(A)) is used by both
“mathematical association” and “indirectsasiation,” and both methods expound on t
algorithm See id.col. 10 Il. 13-29;d. col. 12 Il. 55—col. 13 lI7. The specification also
discloses various association functions, saskencryption and C.R.C. functions, whid
need not be recited in full her®ather, for purposes of providing a “step-by-sts
procedure” that a skilled @san would understal constitutes sufficient structure t
perform the claimed functions, the rediteanathematical algorithm satisfies thd
requirementSee EON Corp. IP Holdingg85 F.3d at 624 (citinfloah 675 F.3d at

1313);Ibormeith 732 F.3d at 1379 (“For a claim be definite, a recited algorithm . . |.

need not be so particularizeg to eliminate the needrfany implementation choices by
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a skilled artisan; but it must be sufficientgfined to render the bounds of the claim;
declared by section 112(6) to cover tparticular structure and its equivalents

understandable by the implemter.” (citation omitted)j?

Consequently, the Court rejects GoDaddy’gument that the claim is indefinite
for lack of corresponding structure, Seardiac Pacemaker296 F.3d at 1113-14 (Fed.

Cir. 2002) (“Alternative embodiments may dise different corresponding structure

and the claim is valid even dnly one embodiment disdes corresponding structure.
(citation omitted)), and construes the correspogditructure for this claim term as “{
function executor 102, which may be a Midngx Technology Inc.’s PIC16C5x serie
EPROM-based micro-controller, that associaeset of information elements (“A”) by
applying an association function (“F”) to mgrate another set of information elemen
(“B"), i.e., B=F(A); and its equivalents.'See Ericssan417 F.3d at 1249 (“[T]he
corresponding structure for a 8 112 | 6 clémma computer-implemented function is th
algorithm disclosed in the specification.”).

6. Conclusion

For the reasons set forth above, the Court finds that “processor for associating

subject to § 112(6) thereby compelling MEI&im construction. The Court construes tk
claim’s function to be: “associating the cent data with dispatch record data af
generating the authentication data.” As to structure, the Court construes the c
corresponding structure as: “a functioneeutor 102, which may be a Microchij
Technology Inc.’s PIC16C5x series EPROMs&d micro-controller, that associates a 9
of information elements (“A”) by applyingn association function (“F”) to generat

another set of information element8(), i.e., B=F(A); and its equivalents.”

4 GoDaddy argued during tharkman Hearing that the emtion B=F(A) is
merely a generic math funoh taught in first year caldus. That argument—whethe
true or not—is inconsequentidlhe Federal Circuit only reqeis the inventor to disclosd
an algorithm that can perform the claimeshdtions. The algorithnas set forth in the
Feldbau Patent’s specificatisatisfies that requirement.
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G. “means for providing an indicia of a time of successful transmission of
the dispatch to the destination reeiving system, said time related
indicia being recorded by the autheticator and provided in a manner
resistant to or indicative of tamperng by either of the sender and the
recipient” (Term No. 8)

1. The Parties’ Positions

The parties agree that this phrase isettifo MPF claim construction pursuant\l;)
n

8§ 112(6) and stipulate as to the clainfitgictionality but dispute the correspondi
structure. Namely, RPost asks the Courdopt the correspondirggructure as found by

Judge Gilstrap: “(1) internal clock 50 (2) communications network server (3) Secure

generator 104 (4) Digital Notary System (DN&nd their equivalents.” (Doc. 114 at 18).

GoDaddy contends the corresponding stmecshould be “a secure clock intern;
to the authenticator or a time stamping sersach as the Digitdlotary System (DNS)
external to the abenticator that is secured from beisgt or modified by an intereste(
party such as the sender.” (Doc. 117 a}. ZBoDaddy explains that “it agrees wit
RPost’s construction with one exceptiore time generator must be secured from bei

set or modified by an interested party such as the sendig)."QoDaddy argues this

limitation is “expressly recited” in the spectHitton as part of the structure for providing

the time source indiciald.)

RPost replies that GoDaddy’s constion excludes two express correspondi
structures from the specification: commeations network server and secure tin
generator 104. (Doc. 119 &P). RPost further arguesathGoDaddy’s proposal limiting
the time generator as “secured from being sehadified by an inteested party such ag
the sender” is flawed because that limdatis “only mentiond in the specification
describing the communication network samnot the other three structuresd.)

2. LegalStandard
Because this claim is subject to 82(6), the Court will apply the two stey

approach for MPF claim constructias set forth in Term No. 7.

- 122 -

tim

e




© 00 N O O b~ W DN B

N NN NN NNNDNRRRRRR R R R
0 ~N O OO0 W NP O © 00N O 0 W N PP O

3. Analysis
This disputed phrase isdod in Claim 82 as follows:

82 An information disptch system in an electronic communication
network comprising;

an authenticator functioning as non-interested third party with
respect to the sender and the recipient for authenticetenglispatch and
contents of the dispatch transmittedm the source transmitting system to
the destination receng system, including;

(2) means for providing an indicidrelating to] of a time of
successful transmissiasf the dispatch to the d@gnation receiving system,
said time related indiciaeing recorded by the #enticator and provided
in a manner resistant to or indicatigétampering by either of the sender
and the recipient. . ..

‘219 Patent col. 4 Il. 4-30 (amended ven3 (amendments by Ex Parte Reexaminati

Certificate are shown with adidns underlined and deletioms bolded square brackets;

italics added for emphasis).
a. Function
Because the parties do not dispute thetfanality of this clam, the Court adopts
the stipulated construction of “providing ardicia of a time of successful transmissig
of the dispatch to the destination reaegy system, said time related indicia bein
recorded by theauthenticator and prowed in a manner resistato or indicative of
tampering by either of the sender and the recipient.”
b. Corresponding Structure
The Court has identifiedhe following passages dm the specification as
disclosing corresponding structuior the claimed function:

The authenticator70 also comprises. . . aninternal clock50 for
generating a time indicatid@b. . . .

‘219 Patent col. 6 Il. 66—col. 7 Il. 3 (emphasis added).

Theinternal clock50 provides an indicatio®6 of the current time,
and is utilized to provide a time indication for the transmisdioternal
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clock50 is securablgto ensure the veracity tiie produced time indication
66), and preferably provides time imditions according to a non-changing
time standard, such as Greemwibdean-Time (G.M.T.) or UTC.
Alternatively, the time indication66 can be externally obtainedpr
example from a communication netwadrver, as long as the source is
secured from being set onodified by an interestl party such as the
sender.The security of the time indicath can be provided in a number of
ways, such as by factory pre-setting theck 50 and disabling or password
securing the Set Date/Time function of theernal clock50. Alternatively,
the clock 50can maintain a “true offset” witthe true preset date/time, that
reflects the offset of the user setelame from the genuine preset one.

Id. col. 7 Il. 12—-28 (emphasis added).

Reference is now made to FI&.which is a block diagram that
illustrates an authenticatdrO0, constructed and operative in accordance
with a preferred embodiment of the present invention. The authenticator
100 comprisesa secure time generatat04, a storage devicé06 and a
function executor102 which has means for patting the following
information elements: thi#gansmitted informationthe destination address,

a time indication generated bihe secure time generatd04, and a
dispatch completion indication. Optidlya additional information elements
can be provided as well.

Id. col. 13 ll. 8-18 (emphasis added).

A related embodiment can utilize Tame Stamping Service (TSS)
such as the DigitaNotary System (DN$)rovided by Surety Technologies
Inc. [1.10], which has been proposed Hgber et al. in their U.S. patent
documents [2]. The certificaté40 or any portion thereof (such as the
signature742) can be sent to the DNS to time stamped. Alternatively, an
embodiment of the present invention could internally implement the DNS
scheme. The DNS generates a cedticauthenticating the certificafdQ
Utilizing such time stamping schemesisgreat advantage, since the DNS
generated certificates are virtually fargeable, and there is no need to
deposit copies of the certificates wittustees. Since in this case the DNS
time stamps the certificaté40 anyway, the servic&50 itself optionally
need not add the tienindication720.

Id. col. 16 Il. 60—o0l. 17 Il. 7 (brackets original; italics added for emphasis).

As found by Judge Gilstrap, thepecification discloses the following

corresponding structures: internal clock &@G;ommunication network server, secure tin
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generator 104, and a Tim8tamping Service such abe Digital Notary System.
GoDaddy does not dispute that an interclatk and a time stamping device should
incorporated in thecorresponding structure, and states that it “agrees with RPq
construction with one exception: the timengetor must be secured from being set
modified by an interesteg@arty such as the sendei(Doc. 117 at 20). GoDaddy’s
proposed construction, however, appetrsexclude both “communications networ
server” and “secure time generator 108€¢e(id.) Based on the express language of {

specifications, these two methods of prodgcian “indicia” of time are preferred

embodiments, and the Court agrees with Ju@dstrap that all of “[tjhese structures

should be includd in the Court’s construction as alternativé&Mail, 2013 WL 968246,
at *30 (citinglshida Co., Ltd. v. Tayle221 F.3d 1310,316 (Fed. Cir. 2000)).

On the other hand, the Court concludeat RPost's prop@sl construction is
deficient in four areas. First, the speadfiion expressly discloses that clock 50
securable(to ensure the veracity of the produdede indication 66).”219 Patent col. 7
Il. 14 (emphasis added). The specificaticspaliscloses how clock 50 is securable:

The security of the time indication cée provided in a number of ways,
such as by factory pre-setting theoat 50 and disabling or password
securing the Set Date/Tinfenction of the internatlock 50. Alternatively,
the clock 50 can maintain“aue offset” with the true preset date/time, that
reflects the offset of the user setelame from the genuine preset one.

Id. col. 7 Il. 21-28. Implicit inRPost’'s argument that “communications network serv

is the only structure with a “secured” limitaui is that the express “securable” limitatign

does not apply to clock 5@ee(Doc. 114 at 18). While theventor did not use the tern
“secured” to limit clock 50—which he reiyl could have done—the specification dos
disclose that clock 50 is at least “seahle” By doing so, the inventor chose to limit th
nature of clock 50 aable to besecured. Accordingly, the @d’s construction includes

“securable” as a limitation for clock 50.

Second, as expressly set forth in theecification, “communications networlk

he
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server” is limited as “secured from being set or modified by an interested party such &
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the sender.” ‘219 Patent cdl.ll. 18-21. RPost does not dispute this limitation appljes
and notes that it is “amenable to a domgion that adds this limitation to the
communication network server.” (Doc.9lat 12-13). Accordingly, the Court
incorporates this limitation in its construction.

Third, the Court finds that the juryowld be better served by defining the folr
corresponding structures by their location intiefato the authenticator, i.e., internal qr
external. As GoDaddy argues here andRé%ost argued before Judge Gilstrap, the
location of the time generatawith respect to th authenticator igleterminative of
whether the generator must be “secured fromgoset by an interestl party such as the

sender.?® Based on the specification languagel the preferred embodiments, the Colrt

v

finds that two correspondingrsttures are internal to éhauthenticator and two are¢
external. Specifically, clock 58nd time generator 104 are imtal to the authenticator,
see'219 Patent col. 6 Il. 66—col. 7 Il. 3, Fig. &l. 13 Il. 11-12, Fig4, while the Time
Stamping Service and commuogation network server ar both external to the
authenticator, sead. col. 7 Il. 17-21,col. 16 Il. 60—col. 17 Il.7. As a result, the
specification mandates that the Time Sptarg Service and communication network
server be “secured from being set or modified by an interested party such as the gend
as they are both “external” structurésk.col. 7 Il. 18-21.

Finally, the specification dcloses that time generator 104 is “secure.” The Caqurt
finds that the jury wouldbe aided by a construction ath defines “secure.” The

specification defines a “secure” external tigenerating structure as one that is “secured

% In the case before Judge Gilstr&pPost proposed a similar corresponding
structure as the one now adopted by theur€ Specifically, RPost proposed “the
corresponding structures disclosed in the ifjgation are an internal clock 50 locate(
within the authenticatoor an externally obtained time sa4r that is secured from being
set by an interested party such as the sehdviail, 2013 WL 968246, at *27 (emphasis
added). Thus, RPost recognizes that & thme source is obtained from an external
structure, the specification requires that the external structure must be secured fron bei
set by an interested party. Although RPosdtriht propose a similar construction here, the
Court incorporates this exprdgsitation in its construction.
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from being set or modified by anté@rested party such as the sendét.”Because the
specification discloses that time generatod 18 “secure,” the Court finds that thg
“secure” limitation applicabléo “external” structures eqliy applies to time generatof
104.

For these reasons, the Court concludasttie corresponding structure for “meat

for providing an indicia of a time of succagsfransmission” is “either a (1) securable

clock 50 and equivalents thereof; (2) éingenerator 104 and equivalents there
(3) communications network server and egients thereof; or (4) Time Stampin

Service, such as the Digitdlotary System, and equivalents thereof; where structy

(1) and (2) are internal to é¢hauthenticator, structures (8hd (4) are external to the

authenticator, and structure9,(£3) and (4) are secured fromittoge set or modified by an
interested party such as the sender.”

H. “means for securing at least partof the authentication data against
tampering of the sender and the ecipient; wherein the processor is
combined with the means fosecuring” (Term No. 9)

1. The Parties’ Positions

Like Term No. 8, the partseagree that this claim is subject to MPF constructi
stipulate as to the claimfinctionality, but dispute the corresponding structure. As
structure, RPost contends that the Coudusth adopt Judge Gilstrap’s construction (
“storage unit 54 or storagevdee 106, and their equivales.” (Doc. 114 at 18-19).

GoDaddy responds that the correspogd structure should be *“using &

compression, private or public key encryptior scrambling technique, a password, ol
combination thereofsuch as those employed byethlwidely used RSA encryption
method, and by the PKZIIP(tm) program midPKWARE Inc., Glendale, Wis., U.S.A.
and where the ‘securing’ predure, key or passwd are unknown to any intereste
party.” (Doc. 117 at 20-21). During tiharkmanHearing, GoDaddy argued that RPost
proposal should be rejected because “stouaiieb4” and “storageevice 106" are nonce)

terms that disclose no structure. GoDaddy alsserted that an algorithm is necessary
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a processor to perform the claimed functand that its proposed structure is the or

<

algorithm disclosed in the specification.
RPost replies that GoDaddy’'s proposedudture is merely an alternative to
storage unit 54 in the claim spization and not the only sicture providing a means fo
securing the information. (Doc. 119 at 1By excluding storage unit 54 and storage
device 106 from the corresponding structiR®0st contends that GoDaddy’s proposal
should be rejected for confliai with the intmsic record. Id.)
2. Legal Standard
Because this claim is subject to 82{6), the Court will apply the two step
approach for MPF claim construati as set forth in Term No. 7.
3. Analysis
This disputed phrase isdod in Claim 82 as follows:

82 An information disptch system in an electronic communication
network comprising;

an authenticator functioning as non-interested third party with
respect to the sender and the recipient for authentictitenglispatch and
contents of the dispatch transmittiedm the source transmitting system to
the destination receing system, including;

(3) a processor for associating the content data with dispatch record
data which includes at least said tine¢ated indicia and an indicia relating
to the destination of the dispatch, generate authentication data which
authenticate[s] the dispatch ate contents of the dispatch.

(4) means for securing at least paof the authentication data
against tampering of theender and the recipient

wherein the processor is combingih the means for securing.
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‘219 Patent col. 4 Il. 4-41 (ameedi version) (emphasis added)
a. Function
Because the parties do not dispute thetfanality of this clam, the Court adopts
the stipulated construction of “securing ahde part of the authentication data agair
tampering by either the sender or the recipient.”
b. Corresponding Structure
The parties have identified the falMing passages from the specification i
disclosing corresponding structure:

Theauthenticato70 also comprises an optiongtbrage unis4 such
as a tape, disk or memory device aodorth for storing the informatio0
and related dispatch information . . . .

‘219 Patent col. 6 Il. 66—col. 7 Il. 2 (emphasis added).

Thestorage unitt4 is used for storing the informati@® and/or the
dispatch information, including the addrés% the time indicatior66, and
optionally the transmission completion indicati®h Typically, thestorage
unit 54 is relatively secure, such thahe authentication-information
contained therein is assumed umcbeable. For example it may be a
Write—Once—Read—Many (WORM) deviceich as an optical disk or a
Programmable Read-Only Memory (PROM) device, it may be enclosed
within a securable device, or it snde provided with read-only access
privilege. Alternatively, the authenticati-information is sired in a secure
manner, for example using a compression, private or public key encryption
or scrambling technique, a passwoad,a combination #reof, such as
those employed by the widely used RSA encryption method, and by the
PKZIP(tm) program from PKWARE Inc., Glendale Wis., U.S.A., and
where the “securing” pradure, key or password are unknown to any
interested party.

The controller 56 associates the informatio®0 and the dispatch
information, by storing them istorage unit54 and by associating link
information with thestored authentication-information . . . .

To provide the authentication-infoation for the transmission, the
dispatch identifier is provided to the controltthrough the user interface
48. The controllers6, in turn, retrieves the vi@aus stored authentication-
information elements froratorage unitt4. If the stored information is also
secured (i.e., by compression, password, etc.), the con&6élfensecures”
them, and then provideélsem to the output ungs.
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Id. col. 7 Il. 41—col. 8 IIl. 5 (emphasis added).

Similarly, information transitted in a computer network or
electronic mail system can be authesigzl, for example, by having a file
server or mail manager (whose timengemtor is considered secure) store
the transmitted information togethewith its asso@ted dispatch
information in a secure manner. One edibwent of secure storage is that
which hasread-only privileges Alternatively, suchread-only effect can
also be obtained by having the anlication-information encrypted with
the authenticator's private keyeverybody can decrypt it using the
authenticator’'s public ke but no interested pig¢ can change it without
such action being detectable.

Id. col. 9 Il. 56—67 (emphasis added).

Reference is now made to FI&.which is a block diagram that
illustrates an authenticatdrO0, constructed and operative in accordance
with a preferred embodiment of the present invention. The authenticator
100 comprises a secure time generdidf, a storage devicd06, and a
function executoflO2. . . .

... . Also, preferably thetorage devicd06 is a WORM device, such as a
PROM. Preferably, a different functios used for each device employing
the function F. This can be achieved é&xample by using different keys or
codes with each function.

Id. col. 13 ll. 8-41 (emphasis added).
Judge Gilstrap construed the correspogdstructure of the claimed function a

“storage unit 54 or storage devid®6, and equivalents thereoRMail, 2013 WL
968246, at *35During theMarkmanHearing, GoDaddy argudtat the specification is
required to disclose an algibhm because the claimed furarti of “securing” cannot be
performed by a general purpose computer, riegfuires a special purpose compute
Although Judge Gilstrap did nainalyze whether the Feldb&atent needed to disclos
an algorithm to perform the claimed functidhe Court finds that sin an analysis is
necessary because the claiasserted against GoDaddy involve computer-implemen
functions.See Aristocrat521 F.3d at 1333.
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I Applicability of Aristocrat

In this case, there is no dispute tha tkaimed function of ‘scuring” is disclosed

as part of a computer-implemented inventibhe question before the Court, therefore,|i

whether “securing” can be performby a general purpose computer.

As set forth in the Cour’ analysis for Term No. Aristocrat requires that for
computer or processor-implemented rlaiterms interpreted under 8 112(6), th
corresponding structure must disclose #igorithm needed to transform the genel
purpose computer or processor into the spegurpose computer. 521 F.3d at 1333. T
Aristocrat requirement is limited, however, toses where an inventor has claimed
specific function performed by special purpose computerKatz, 639 F.3d at 1316.
Where the inventor has merely recited geheomputer functions such as “processing
“receiving,” or “storing,” he need not “disclesnore structure thatime general purpose
processor that performs those functiond.”

As employed by the Feldbau Patent, RPost's proposed corresponding structt
“storage device 54" and “storage unit 106” do not—despite their labels—merely pef
the general computer function of “storing.” tRer, the claim language requires that tl
devices “securetiata from tampering by interested partieee’219 Patent col. 4 Il. 37—
382° The Court must therefore determine whetisecuring” data is “general computer
function” or a “specific function perfaned by a special purpose computer.”

The Federal Circuit recently providedidance on this pécular issue. InSpa
Syspatronic AG v. United Statdbe disputed claim involved a means for producing

secret microcode or accessde for communications between a control unit and sped

data. 117 Fed. Cl. 375, 390 (2014). The fiomality of the claim was to “secur[e] the

data from unauthorized acces#d’ at 390-92.The patent holder gued that separats

algorithms were not required for the code limitations due toKie exception for

26 Although the specification statélsat “storage unib4 is used forstoring the
information . . . .” the parties stipulate that the functionality of Claim 82astiring of
information—not meely “storing.”
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“processing, receiving, and storing” data thaheral purpose computers could inheren

perform.Id. at 391. The Federal Circuit rejected gegent holder’'s argument, explaining:

The function of producing an agsecode by one chip and then the
utilization of it by another chip tgrant access to its stored dajaes
beyond storing orretrieving data It is the securing of data from
unauthorized access that daimed in this caseThe patentee clearly
intends for the chipso be used in @&pecific way for a special functipn
unlike inKatz

Likewise, the production andse of a secret microcode limit
access or for decryptiogoes beyond a generg@urpose function of a
processor The use of the term “secret” @ough to distinguish from the
generic use of a processor. The secret microcode limitation requires an
algorithm for achieving that function. . . .

Id. at 392 (emphasis added).

In this case, the “secugh functionality of Claim 82is nearly identical to the
functionality of the disputed claim irSpa Syspatronic Specifically, like in Spa
Syspatroni¢ Claim 82 asserts a method of “sangi certain data from unauthorize
access or tampering by interested partiése‘219 Patent col. 4 ll. 37-38 (amende
version). For this reason, the Court finds t@#im 82’s “securing’function cannot be
implemented by a general purpose compuget instead must be implemented in

special purpose computer.

Because a special purpose computer cesgary to perform the functionality of

Claim 82, Aristocrat applies and the Feldbau Patentsmdisclose an algorithm tha
performs the particular function of securindesst part of the authentication data agair
tampering by interested parti€dee Aristocrgt521 F.3d at 1333y¥et MoneyIN, Inc. v.
VeriSign, Inc. 545 F.3d 1359, 136(Fed. Cir. 2008).
. Adequacy of Disclosed Algorithms

GoDaddy asserts that the specificatibscloses only one algorithm and endors
that algorithm as the correspamng structure. (Doc. 117 at 2P3). In its briefing, rather
than discussing whether an algorithm is ezflj RPost merely advocates that the Co

should adopt Judge Gilstrap’s constructiSee(Docs. 114 at 18-19; 119 at 18). Durin
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the Markman Hearing, RPost stated that it offered GoDaddy’s current proposal a
alternative method before Judge Gilstrap, didtnot in this case because Judge Gilstr
rejected the method as too detail8de RMajl2013 WL 968246at *31-35.

Initially, the Court finds that RPost’s ent proposal is flatly deficient. The
Federal Circuit has long held that “[s]imptlisclosing a black box that performs th

recited function is not a sufficient expldioa of the algorithm rguired to render the

[MPF] term definite.”Augme Techs., Ine. Yahoo! InG.755 F.3d 1326, 1337-38 (Fed.

Cir. 2014) (citingePlus, Inc. v. Lawson Software, In€00 F.3d 509, 518 (Fed. Cir
2012)). Both “storage unit 54” and “storagevide 106" are merely “black box” terms
found in Figures 2, 3, and of the specification and do not provide an algorithm
required byAristocrat Therefore, the Court rejects 8§¥'s proposed construction.
Beyond “storage unit 54” and “storagkevice 106,” the specification disclosg
several methods of “securing” authentioatinformation. Namely, the specificatiof
provides three separate and “relativedgcure” methods of @ting authentication-
information via storage unit 54nd a fourth “secure” methods an alternative. The
“relatively secure” methods stilose storage unit 54 asimg (1) a “Write-Once-Read-
Many (WORM) device such as an optichsk or a Programmable Read-Only Memo
(PROM) device”; (2) “enclosedithin a securable devicetr (3) “provided with read-

only access privilege.” ‘219 Patent col. 7 46-51. The alternative “secure” methg

requires “using a compression, private or pukég encryption or scrambling technique

a password, or a combination thereof sashthose employed by the widely used RS
encryption method, and by the PKZIP(tmpgram from PKWARE Inc., Glendale Wis.
U.S.A., and where the “securing” proceduikey or password are unknown to af
interested party.1d. col. 7 ll. 51-58. The question befaitee Court is which, if any, of
these methods set forth a sufficient algorithm that satiéfistocrat

The first method discloses storageét &4 as a “Write-Once-Read-Many (WORM
device such as an optical disk or a Pamgmable Read-Only Memory (PROM) device

Id. col. 7 Il. 46—-48. As to the securing presethe specification explains that controlls
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56 “stores” and “retrieves” the informatiodfrom storage unit 54, and “unsecures” t
information if itis “secured.1d. col. 7 ll. 59—col. 8 IIl. 5. Uder Federal Circuit law, “[i]t
is well settled that simply dikising software . . . without pviding some dgil about the
means to accomplish the function, is not enoudtuiction Media 708 F.3d at 1318
(citation and quotations omitted). This fimethod of “secung,” however, does not

simply disclose the generic term “software,” pubvides particulanypes of software that

inherently assure that the data written o device cannot be tampered with once it|i

written on the deviceSee Dictionary of Computer i8nce Engineering and Technology

534 (Philip A. Laplante ed.,0D0) (defining “write once reachany” as “used to refer to
memory devices that allow databe written once after deviéabrication, and to be read

any number of times. A typical example is PROM.Djctionary of Information

Technologyp05 (Ramesh Bangia ed., 2d 2010) (definwWORM as “Storage device that

uses an optical medium theadn be recorded only once. dliding requires destroying the

existing data . . . .").

The Court finds that the disclosed stefpstoring the autntication data on a
WORM device properly limits # scope of the “corresponding structure, material,
acts” that perform the function of “securih@s required by 8 112(6). Due to the inna
“secured” characteristic of a WORM devicee thingle step of storing the data on such
device is all that is required to perform thaicied function of “secumng at least part of
the authentication data agat tampering by either éhsender or the recipienSee Noah
675 F.3d at 1313 (finding that a spewdfiion set forth a sufficient algorithm by
disclosing “that authorized agents are pded with passcodes anidat agents cannot
enter, delete, review, adjust or process dapaits within the mster ledger unless the
passcode is verified”). Consequently, the Caoncludes that this method of “securing
data from tampering by anterested party adequately sets forth an algorithm i

therefore constitutes corresponding struct@eeEricsson 417 F.3d at 1249 (Fed Cir
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2005) (“[T]he corresponding structure for a § 112 6 claim for a computer-impleme
function is the algorithm disclosed in the specificatiof.”).

As to the second method, the Federakc@t holds that a purported algorithn
cannot “merely provide[] functional languageErgo Licensing 673 F.3d at 1365.
Moreover, simply reciting the claimed furai in the specification, while including

nothing about how the computer or processwmures that those functions are performé

is not a sufficient disckure for an algorithnSee Blackboard, Inc. v. Desire2Learn, |Ing.

574 F.3d 1371, 1384 (Fed.rCi2009). Here, the specificatiosimply discloses that]
storage device 54 is “enclosed within a sebleralevice.” ‘219 Patd col. Such nonce
terminology merely discloses functionahtpuage without any form of structur8ee
Williamson 792 F.3d at 1350 (citinllT, 462 F.3d at 1354)Robert Bosch, LLC v.
Snap-0n, InG. 769 F.3d 1094 (Fed. €Ci2014) (finding that td word “device” is
generally a non-structural, nonce term (citingesy). For this reason, the Court finds th

a sufficient algorithm has not bedrsclosed for this method.

The third disclosed methdd “secure” the authentitan data via storage unit 54

is “it may be provided with read-only acces#/iege.” ‘219 Patentol. 7 ll. 50-51. The
specification devotes only onehetr sentence to this method: “[o]jne embodiment
secure storage is that whibas read-only privilegesld. col. 9 Il. 56-67. Unlike the first
disclosed method of storingghdata on a WORM or PROM device, the sole step
“[pJrovid[ing the data] with read-only prikege” does not set forth a step-by-stg
procedure for how the claim’s function of “securing” is to be perforr8ee. Triton Tech
of Texas, LLC v. Nintendo of Am., In@53 F.3d 1375, 137489 (Fed. Cir. 2014)

(“However, merely using the term ‘numerical integration’ does not disclose

" The Court notes that storage device &l sets forth storing the data on °
WORM device, such as a PROM.” ‘219 Pateolt 13 Il. 36—37. Ashe Court determined
for storage unit 54, this sets forth suffidiestructure. Further, because the algorithm

the corresponding structure, the WORM devictnesstructure, not simply storage devig

106.See Ericssom17 F.3d at 1249.
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algorithm—i.e., a step-by-step procedurerperforming the claimed function [of
integrator means].” (citingergo Licensing 673 F.3d at 1365)). For example, th
specification does not explaiow the data is “provided” with read-only access or w
has access to the data. For thessons, the Court finds thatsimethod fails to disclose
a sufficient algorithm.

The fourth method of “securing” autheration data is “using a compressiol
private or public key encryimn or scrambling technique, password, or a combinatiotl
thereof, such as those employed by the widsklyd RSA encryption method, and by tf
PKZIIP(tm) program from PKWARE Inc., Glendale, Wis., U.S.A., and where
‘securing’ procedure, key grassword are unknown to any interested party.” The Cq
finds that this method sufficiently describ@an algorithm to accomplish the claimsg
function of securing data agst unauthorized acceSee Noah675 F.3d at 1313.

Accordingly, the Court finds that ¢hcorresponding structure for “means fq

securing at least part of tlaeithentication data against taenipg of the sender and thg
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recipient wherein the processsrcombined with the means for securing” is “securing the

authentication data either)(by storing the data on a i@&-once read-many (“WORM”)

device such as an optical disk or a Pamgmable Read-Only Memory (“PROM?”) devics;

or (2) by storing the data using a congsien, private or public key encryption g
scrambling technique, a password, or a doation thereof, such as those employed
the widely used RSA encryption method, and by the PKZIIP(tm) program f
PKWARE Inc., Glendale, Wis.U.S.A., and where the ‘segng’ procedure, key or
password are unknown to any interested paBgg&ericsson 417 F.3d at 1249.

L. “source transmitting system” (Term No. 10) / “destination
receiving system” (Term No. 11)

1. The Parties’ Positions
The primary difference between the pasti@roposed constructions for theg
disputed claim terms involves the wordystem.” RPost prapses that “source

transmitting system” be conaed as “system for transmitfj a dispatch for a sender
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and “destination receiving system” as “systiBmreceiving a dispah for a recipient.”
(Doc. 114 at 19). RPost insidtsat its constructions are “castent with the plain claim
language.”id.)

Parroting its proposed constructions feender” (Term No. 5) and “recipient”
(Term No. 6), GoDaddy proposes that “soureasmitting system” be construed as “th
computer that originates the dispatch” anak tldestination receiving system” be defing
as “the computer that receives the dispaichs intended destitian.” (Doc. 117 at 21).
GoDaddy explains that its proged constructions are necessary to clarify that the

systems are computer-basettl.)( GoDaddy cautions that if the Court were to add

RPost’'s “ambiguous” constructions, the jusguld misinterpret “system” to mean any

“system” regardless of whether it is computer-basked) Further, during théarkman
Hearing, GoDaddy argued that “systeméiaonce word that discloses no structure.

RPost replies that GoDaddy’s ambhiguargument is “unfounded” becaus

GoDaddy stipulated to a construction ofibssystem” for another term. (Doc. 119 at 13);

see infraat 26. RPost also stresses that tbemputer-based” limitation is already
disclosed in the claim, making a recitati of “computer” in either constructior
unnecessary. (Doc. 119 at 13).
2. Analysis
These two terms are disclosed in Claim 82 as follows:

82 An information disptch system in an electronic communication
networkcomprising;

a source transmitting systemcoupled to the electronic
communicating network for sending a dasgh from a sender to a recipient;

a destination receiving systencoupled to the electronic
communication network for receivirtge dispatch for the recipient

‘219 Patent col. 4 Il. 4-9 (amended version) (emphasis added).
The Court finds little merit in GoDaddy'®ar that the jury could misinterpre
“system” to be something lér than a “computer-basedystem. Claim 82’s preamblg

expressly states that both “source sraitting system” and “destination receivin
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system” must beifi an electronic communication networkd. col. 4 Il. 4-5 (emphasis

added). Moreover, Claim 82 requires thatle “system” be “coupled to the electronic

communication network.1d. col. 4 Il. 6;id. col. 4 Il. 9. As a result, neither “system

could be interpreted as ahytg other than a computeated system. Moreover, whilg

the Court agreed witboDaddy that the terms “recipiendhd “sender” have “plain ang

ordinary meanings” that include natural mears, the same does not hold true for “sour

transmittingsystem” or “destination receiving sggt”—particularly when both systems

are “in an electronic communication netwdrkhe Court nevertheless concludes that t
jury would be aided by a camgction that limits “system” aBeing “computerized.”

Furthermore, the Court finds that limig the term “system” to “computer” ag
GoDaddy proposes would loaproper. GoDaddy has not peesled the Court that Claim
82 only embodies “computergier se While it is undisputed that each claimed “syster
must be “electronic” or “computerized,” cdngng “system” simplyas “computer” could
imply to the jury that tbB “transmitting” and “receing” systemscan only be
“‘computers” and not another typécomputerized system.

Additionally, the Court is not convincettat GoDaddy’s propsed language of
“originates” is accurate. Specifically, ghclaim does not disclose that the “sour
transmitting system” originatethe message. In fact, therpas stipulated that the
“senderoriginates” the entire content ofehmessage. (Doc. 191-1 at 14) (empha
added). GoDaddy has not shown thatnts&™” and “source transmitting system” af
synonymous such thateéhdoctrine of claim differentiation is overconfgaee Andersen
Corp. v. Fiber Composites, LL.@74 F.3d 1361, 1369 (Fed. Cir. 2007) (explaining t
the doctrine of claim differentiation is basen “the common sense notion that differe
words or phrases used in separate claimgpaesumed to indicate that the claims ha
different meanings and scope.” (quotikgrlin Tech. Inc. v. Surgical Dynamics, Inc
177 F.3d 968, 97172 (Fed. Cir. 1999))).

GoDaddy’s proposed construction for “teation receiving system” also include

the limitation “at its intendedestination.” (Doc. 117 at 21%0Daddy does not discus
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this proposed limitation in itbriefing but explained at thelarkmanHearing that “[t]he
whole point of the invention is to confirm werify that the mesgg was delivered at its
intended destination hence tlespect of GoDaddy’s claiconstruction.” As it found for
Term No. 6, the Court concludes that includihg limitation requireshe jury to engage
In unnecessary additional inquiry.

For these reasons, the Court camstr “source transmitting system” &
“computerized system for tramitting a dispatch for a sder” and “destination receiving
system” as “computerized system feceiving a dispatch for a recipient.”

VIIl. Conclusion

For the foregoing reasons,

IT IS ORDERED that the Court adopts tle®nstructions, pursuant ddarkman
as set forth in this Order fdéhe disputed terms of the fii&kow and Feldbau Patents.

IT IS FURTHER ORDERED that the parties may not refer, directly ¢
indirectly, to each other’'s @im construction positions ithe presencef the jury.
Likewise, the parties are ordered to refraimfraentioning any portio of this Order,
other than the actualketinitions adopted by the Court, the presence dhe jury. Any
reference to claim construction goeedings is limited to farming the jury of the
definitions adopted by the Court.

Dated this 19th day of January, 2016.
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