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INTHE UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF ARIZONA

Humphreys & Partners Architects LP, No. CV-14-01514-PHX-JJT
Plaintiff, ORDER
V.

Atlantic Development & Investments
Incorporatedet al,

Defendants.

At issue are Plaintiff Humphreys & Paers Architects, LP's (HPA) Amendeq
Motion for Partial Summary Judgment (Ddcl3, MSJ), to which Defendants filed
Response (Doc. 126, Resp. to MSJ) andAHiled a Reply (Doc. 128, Reply to MSJ)
and HPA’'s Motion to Strike (Doc. 127, Mg), to which Defendants filed a Respon;
(Doc. 129, Resp. to MTS) drHPA filed a Reply (Doc. 13Reply to MTS). The Court
finds these matters appropriate fiecision without oral argumereel RCiv 7.2(f).

l. BACKGROUND

Defendants, including Atlantic Develogmt and Investments, Inc. (ADI)—43
Connecticut corporation that conducts ibhass in Arizona—and Auburn Ventures, L
(AV)—a Colorado limited partnership thabnducts business in Arizona—sought
develop a plot of land in Castle Ro&glorado into a senior living centeln November
2011, Defendants employed architect Pauhditieks Masse and his firm, PHM Ltd., tg

! The Amended Complaint, the operatpeading, lists 13 Defendants, includin
ten entities and three individuals. (Dd&8, FAC.) All 13 Defadants filed a joint
Response to the HPA’s Motionrf&ummary Judgment. (Doc. 124.)
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complete schematic design plans (the “MaBBas”) and Jones Engineering Associates
to complete earthworgrading plans (the “Jones PlapsOnce these initial plans were
complete, Defendants sought further ardtiteal planning services from Plaintifi
HPA—a Texas firm that conducts businessTexas. On April 25, 2012, Defendants
accepted a proposal by HPA (“ipasal Agreement”) to providenderings and plans that
included elevations and other informatioecassary to proceed with development |at
Castle Rock. The Proposal Aesgment provided as follows:

All documents furnished by HPA pursuan this Agreement shall remain
the property of HPA and may not beed by the Owner for another project
without HPA'’s prior written consenRayment for design services does not
allow use of the design for constiiomn documents by others without
written approval from HPA. There is nmplied license granted in this
Agreement.

(Doc. 65-4, HPA's Statement of Facts in Supp. of Its MSJ (PSOF), Ex. F, Propose
Agreement.) Defendants agreed to pay HPA $30,000 in compensation and gave HF

portions of the Masse and Jones Blaonm which to conduct its work.

After HPA concluded the work describedthre Proposal Agreement, Defendanits
and HPA negotiated from June to August 2@k to whether HPA would provide morg
comprehensive architectural services tafebdants. Defendantdtumately decided to
retain another architect—Defendants R&tiWilliam Nook and PWN Architects and
Planners, Inc.—and informed HPA that itsfwe@n the project was totally concluded on
or about August 7, 2012.

Thereafter, Defendants gave the renderiagd plans completed by HPA to PWN
Architects for the further degm and construction process at Castle Rock. HPA clajms
Defendants’ use of the rendegs and plans violated HPA&pyright in the materials,
and, on July 7, 2014, HPA brought the présarit, raising a single claim of copyright
infringement under 17 U.S.@8 502-504 against seven Defendants. (Doc. 1, Compl.;
FAC 11 48-55.) HPA now moves for partial summyngdgment, askinghe Court to rule

that no dispute of material fact remainatttHPA owns valid copyghts in the three
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documents it prepared for Defendantscluding that HPA meets the copyrigh
requirements of authorship, origlitg and creativity. (MSJ at 4-12.)

This case already has an extensivecedural history. The seven origing
Defendants filed an Answer to the Comptaon October 14, 2014, which included
single Count Counterclaim. (Doc. 30.) Onwmber 3, 2014, HPA filed a Motion tg

Strike the Counterclaim (Doc. 36), whidihe Court denied on January 22, 201

(Doc. 48). HPA filed an Anser to the one-Count Countdsim on February 2, 2015
(Doc. 54.)

The Court held a Rule 16 Scheduli@pnference (Doc. 45) and entered
Scheduling Order on December 9, 2014 (D&&). The original fact discovery deadlin

was June 30, 2015he expert discovery deadlineas October 23, 2015, and the

dispositive motion deadline was December@12 (Doc. 46.) “Early discovery” was tdg
focus on HPA's vicarious liability or combutory infringement @dim and whether HPA
holds a valid copyright to its work. (Dod6.) On February 17, 2015, pursuant to t
parties’ request, the Court extended the thstovery deadline tdugust 17, 2015, and
the expert discovery deadline@@cember 4, 2015. (Doc. 60.)

On February 27, 2015, HPA filed a Mati to Amend the Coni@int to add six
new Defendants, and Defendants did nppase the Motion. (Bcs. 62, 66.) On
March 25, 2015, the Court granted thetMp to Amend and HPA filed the Amende
Complaint. (Docs. 66, 68.) The same ddf?A also filed a Motia for Partial Summary
Judgment that was essentialfientical to the one presenthefore the Court. (Docs. 63;
65.)

On April 27, 2015, the original seven Deéants filed an Anser to the Amended

Complaint, which again included a singBounterclaim. (Doc. 82.) Considering the

addition of six new Dendants, the parties jointly reggsted another Rei 16 Scheduling
Conference, which the Court held on May 612. (Docs. 81, 83, 85At the Conference

and on the parties’ request, the Court teated all pending case deadlines, denied
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pending Motion for Partial SummaJudgment with leave to re-file, and reserved sett
a new case schedule pendingfiheg of Answers by the six new Defendants. (Doc. 85

Four of the six new Defendants filed Answer on May 26, 2015 (Doc. 97), and
fifth new Defendant filed adnswer on June 22, 2015 (Doc. 101). As for the sixth n
Defendant, it joined the other 12 Defentdann filing an Amended Answer anc
Counterclaim to the Amended Complaint &uly 7, 2015, which included an 11-Cour
Counterclaim against HPA(Doc. 106.) Defendants’ new claims against HPA are ba|
on certain Defendants’ assertion of thewn copyright as well as HPA's allege

violations of the Proposal Agreement.

Defendants then indicated they intendedamend their Amended Answer and

Counterclaim once again, to/tto avoid HPA's filing of Rile 12(b) Motions to Dismiss
the Counterclaim, and the Cowgranted Defendants leave amend. (Docs. 107, 108.
While Defendants did file a “Revised r&i Amended Combined Answer to Firs
Amended Complaint’and Counterclaim on Augus24, 2015 (Doc 110), HPA
nonetheless filed two Rule 1)(Motions to Dismiss the @interclaim on September 3
2015 (Docs. 111, 112). The next day, Are-filed its Motion for Partial Summary
Judgment—the Motion presently before theu@. (Doc. 113.) After Defendants timely
filed a Response and then amended it a watd, HPA filed a Motion to Strike the
amended Response on November 4, 2015, lwigcalso presently before the Cour
(Docs. 124, 126, 127.)

The Court resolved HPA'’s twRule 12(b) Motions t®ismiss on April 15, 2016,
dismissing Count One of the Counterclawith prejudice. (Doc. 138.) Counts Tw(

through Eleven of the Coumtdaim remain pending. The operative pleadings in t

% Because the amendment-as-a-mattereofse period under Federal Rule g
Civil Procedure 15(a) had passed for 11 Ddénts who had already filed an Answer a
Counterclaim to the Amende@domplaint (Docs. 8297), they violated Rule 15(b) by
neither seeking leave to amd from the Court nor prova the Court with HPA’s
written consent for the amendntefihey also violated Local Rule 15.1(a) by failing {
provide the Court with a copgf the amended pleadingdigating in what respects it
differed from their previous Answer and CounterclaBaelLRCiv 15.1(a). HPA filed no
objection to the amended pleading.
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matter are currently Doc. 68HPA’s one-Count Amended @wplaint, and Doc. 110,
Defendants’ eleven-Count Amended Courleens with the excepvn of Count One.

The result of the parties’ extensive mleays and motion practice is that, whil
almost two years have passed since HPA fileslcdase on July 7, 2014, no discovery
dispositive motion deadlines earcurrently set. The Courtill set the remaining case
schedule at the next Rule 16 Schedulidgnference on June 6, 2016. (Doc. 13
Although discovery is presumably ongoing in this caseCinart will now turn to HPA'’s
Motion for Partial Summary Judgmt (Doc. 113) and relatédotion to Strike Response
(Doc. 127).

II.  LEGAL STANDARD

Under Rule 56(c) of the Federal RulgsCivil Procedure, summary judgment i
proper when: (1) the movant shows that thereo genuine dispute as to any mater
fact; and (2) after viewing the evidence miastorably to the non-moving party, the cou
finds that the movant is entiteo prevail as a matter &w. Fed. RCiv. P. 56;Celotex
Corp. v. Catrett477 U.S. 317322-23 (1986)Eisenberg v. Ins. Co. of N. An815 F.2d
1285, 1288-89 (9th Cid987). Under this standard, “[o}ntlisputes over facts that migh
affect the outcome of the suit under gowegn[substantive] lavwill properly preclude
the entry of summary judgment&nderson v. Liberty Lobby, Inc477 U.S. 242, 248
(1986). A “genuine issue” of material facisms only when the “eglence is such that g
reasonable jury could return ardet for the nonmoving party Jd.

In considering a motion for summary judgnt, the court must regard as true t
non-moving party’s evidence, iiffis supported by affidavitsr other evidentiary material.
Celotex 477 U.S. at 324Eisenberg 815 F.2d at 1289. Howendhe non-moving party
may not merely rest on its pleadings; it musiduce some significant probative eviden
tending to contradict the owing party’s allegations, thdvg creating a material questiof
of fact. Anderson 477 U.S. at 256-57 (holding thétte non-moving party must preser
affirmative evidence inorder to defeat a properly supported motion for summ
judgment);First Nat'l Bank of Ariz. v. Cities Serv. C891 U.S. 253, 289 (1968).
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“A summary judgment motion cannot bdelded by relying dely on conclusory
allegations unsupporteloly factual data."Taylor v. List 880 F.2d 10401045 (9th Cir.
1989). “Summary judgment musé entered ‘against a pariho fails to make a showing
sufficient to establish the exénce of an element essential to that party’s case, an(
which that party will bear theurden of proof at trial.”United States v. CarteP06 F.2d
1375, 1376 (9th Cir. 1990) (quotit@elotex 477 U.S. at 322).

[11.  ANALYSIS

To establish copyright infringement, a gamust show (1) ownership of a valig
copyright, and (2) undhorized copying by another parbf the constituent original
elements of the workieist Publ’'ns, Inc. vRural Tel. Serv. Cp.499 U.S. 340, 361
(1991). Registration is not required to possegalid copyright, but it is a prerequisite t(
bringing a suit for copyrighinfringement. 17 U.S.C8 102(a). A certificate of
registration made within five years dfe first publication of the work iprima facie
evidence of a copyright’s lidity. 17 U.S.C. § 410(c).

HPA moves for summary judgment asotdy the first element of its infringemen
claim, and specifically that it owns valid caghts in the three wa&s it prepared under
the Proposal Agreement with Defendantsubiirn Ridge 12208 Architectural Work” a
documented under B. Copyright Office Certificatef Registration Number VAu 1-170-
460 (“Architectural Work”); “Auburn Ridge2208 Technical Drawg” as documented
under Certificate of Registration Numb€Au 1-170-461 (“Technical Drawing”); and
“12208 Auburn Ridge Rendering” as docurtel under Certificate of Registratio
Number VAu 1-190-332 (“Redering”). (MSJ at 3.)

A. Statutory Presumption

HPA first argues that the registrationitsf works with the Us. Copyright Office
Is prima facieevidence of thealidity of its copyight in the works and Defendants hav
produced no reliable evidence to rebut trespmption of validity. (MSJ at 5-6 (citing 17
U.S.C. § 410(c)).) In respondegefendants contend that #PA’s work was not original

and (2) HPA'’s Certificates of Registratioreanvalid because HPA failed to inform th
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Copyright Office that its workvas based on preexisting materials, as the Copyright
requires. (Resp. to MSJ ats3(citing 17 U.SC. § 409(9)).) In replyHPA argues that its
work was sufficiently originaand Defendants have waivttkir invalidity contention (1)
by failing to ask the Court teonsult with the Registeof Copyrights to determine
whether the alleged defect HPA’s copyright applications wdd have led to the denia
of copyright registrations, and (2) under thetdoe of primary jurisdiction, by failing to
pursue a remedy in the Copyright Office, theyaency with jurisittion to invalidate a
copyright registration. (Reply to MSJ at 9-11.)
1. Rebuttal of the Statutory Presumption

In resolving a copyright inngement claim, the presution of copyright validity
created by a plaintiff's copyright registratis can be rebutted iye accused infringer’s
showing that plaintiff's work is not original.hree Boys Music Corp. v. Bolto212 F.3d
477, 488-89 (9th Cir. 2000). Where the aezlisnfringer offers evidence that th
plaintiff's product was copied from anoth&ork or other proétive evidence as to
originality, the burden oproving validity shifts back to the plaintifEntm’t Research
Grp. v. Genesis Creative Grp., Ind22 F.3d 1211, 1217-18 (9th Cir. 1997) (cithgrth
Coast Indus. v. Jason Maxwell, In872 F.2d 1031, 103®th Cir. 1992)).

“Originality is the indispensable prepaisite for copyrightability. The originality
requirement, however, does not mean thatvidid copyright pragction, the copyright
must represent somethingtiealy new under the sunNorth Coast 972 F.2d at 1033.
Originality requires that a work “owes itsigin” to the “author,” whose contribution ig
“more than a trivial variation, something recognizably his owah.{quotingSid & Marty
Krofft Television v. McDonald’'s Corp562 F.2d 1157, 1168.5 (9th Cir. 1977)).

However, to rebut the statutory presumptian,accused infringer must simply produg¢

some probative evidence showing that plaintiff's work was not original but copied 1
other work.Entm’'t Research122 F.3d at 1218 (citinpurham Indus., Inc. v. Tomy
Corp., 630 F.2d 905, 908 (2d Cir. 1980) (holditiat the presumptio of validity was
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rebutted where ‘one look’ at the plaintiffallegedly copyrightable figures revealed
complete absence ahy originality)).

Here, Defendants have produced evideheg they provided the Masse and Jon
Plans to HPA, who merely vised those Plans, and thHdPA’s work is substantially
similar to the Masse and Jones Plahs,copyright for which Defendants hdi@Resp. to
MSJ at 6-10; Doc. 125, Defs.” Revised Statement of Facts (DSOF) at 20-21 1 4
While HPA disputes that Defieants gave HPA all of thdasse and Jones Plans (Rep
to MSJ at 5-6) and does notraid that it used the Plans acompleting its work (Reply to
MSJ at 2), Defendants ¥ produced sufficient evidence aflack of originality to shift
the burden of proving validity back to HPA.

2. Remediesin the U.S. Copyright Office

With regard to Defendants’ assertidhat HPA’s copyright registrations aré
invalid because HPA failed tmform the Copyright Officahat its work was based ofr
other work—contained both in Defendantghended Answer and Counterclaim and
Defendants’ Response (Docs. 110, 126)—H&Rgues that Defendants must seek rel
for such a claim from ith the Register of Copyrights, via a request from the Court
through the Copyright Office directly, insitprimary jurisdictionover such a claim.
(Reply to MSJ at 9-11.)

As HPA points out, 17U.S.C. 8§ 411(b)(1) provides that a Certificate

Registration that contains inaccurate infatimon still complies withthe Copyright Act

* The Court does not sustain any of HPA\ddentiary objections at this stage.

With regard to HPA'’s objections to farty feadants’ declarations made for the purpo
of their Responsee(g, Reply to MSJ at 6), Rule 56(ekplicitly permits a party to file
such declarations in support of a motiongammary judgment or response thereto. W

regard to HPA's objections related to Dedants’ timeliness of production of documents

(e.g, Reply to MSJ at 62_, discovery is still ongg in this case, athe Court pointed out
above. Indeed, HPA filed the preseltotion for Partial Smmary Judgment on
September 3, 2015, a mere ten daysréatfe newly named Defendants filed the
combined Answer tthe Amended Complaint—albeit avigion of their initial combined
Answer filed six weeks before. (Docs.610110, 113.) The mdy named Defendants
hardl?_/ had time to provide dlscovelg/ to AlPlet alone supplement it, prior to thg
deadline for filing their Resmse to HPA’s Motion for Raal Summary Judgment, anc
the Court will not penalize them lwyay HPA'’s procedural maneuver.
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unless “(A) the inaccurate information was included on the agit for copyright
registration with knowledge that it wasagcurate; and (B) the inaccuracy of th
information, if known, would have causdiie Register of Copights to refuse
registration.” Pursuant to a 2008 amendmienthe Copyright Act,if a party alleges
inaccurate information, “the court shall requttee Register of Copyrights to advise th
court whether the inaccurate informationkifown, would have caed the Register of
Copyrights to refuse registran.” 17 U.S.C. 8§ 411(b)(2).

While this amendment to éhCopyright Act states that request from a court tc
the Register of Copyrights is triggered evhinaccurate information in a copyrigh
application is “alleged,” the Register @opyrights has stated, “[Blefore asking th
Register of Copyrights whethshe would have refused to retgr a copyright . . . a cour
should feel free to deternerwhether there is in fact a misstatement of fdgeliverMed
Holdings, LLC v. Schaltenbrand34 F.3d 616, 625 (7th ICi2013) (citing Response o1
the Register of Copyrights to Requestdant to 17 U.S.C. 8§ 411(b)(2) ®lem Shoe
Corp. v. Wash. Shoe CdNo. 09-cv-23494, 2.0 WL 3505100, at *8.4 (S.D. Fla. Sep.
3, 2010)). Indeed, th8eventh Circuit Courdf Appeals has cauwned “both courts and
litigants to be wary of usinthis device [in 8 411(b)(2)] ithe future” onaccount of the
delay it may cause to the cas#. That court advises districbarts to first determine if a
litigant has demonstrated the elements of §@)X1), namely, “that (1) the registratiol
application included inaccurate information; and (2) thgasteant knowingly included

the inaccuracy in his submissito the Copyright office.ld.

Here, a genuine dispute exists asMwether HPA’'s work was derivative of the

Masse and Jones Plans—including the extentitich HPA received copies of the Mass
and Jones Plans—and thus the Court cadet¢érmine if HPA’s copyright application
contained inaccurate information, lelone whether HPA knowgly included any

inaccurate informationGompareDSOF at 20-21 1 45-48ith Docs. 65-5, 65-6, 65-7,
PSOF Exs. G, H, I.) As a rdsuhe question to the Registef Copyrights as to whethel

HPA'’s provision of the alleged inaccuratéamation would haveféected its copyright
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approval may not be ripe. Buas the Court already noted, Defendants have rebutted the

presumption HPA'’s copyright registration proed by proffering evidese of a lack of
originality. As a result, HPA'sopyright registration is not gjpositive of its ownership in
a valid copyright; it must maka showing of authorship, eativity and originality. In
other words, an inquiry into HPA’s copyhgregistration is moot at this stage.

Finally, HPA contends that the Court dasot have jurisdiabin to declare HPA's
copyrightregistrationsinvalid. The Court agrees thdag the extent Defendants may be
asking the Court to declare HPA's copyrigiegistrations cancelled, the Register of
Copyrights has primary jurisdiction to make such a declarat®ae Syntek
Semiconductor Co., Ltd. v. Microchip Tech. 8307 F.3d 775, 7882 (9th Cir. 2002).

B. Copyright Validity

As an alternative to rellyg on the statutory presyotion of copyright validity
through registration, HPA argues that no geaudispute of mateaml fact as to the
validity of its copyrights exists, entitling it to sumary judgment as to the first element of
its infringement claim. (MSJ &-11.) Specifically, HPA argudbat (1) even if its works
were derivative of the Masse and Jones &|Befendants provided the Plans to HPA anhd
its works have the requisite originality, a(®) the Masse and Jones Plans, upon whjch
Defendants contend HPA based its works, waneopyrightable ideas. (MSJ at 6-11;
Reply to MSJ at 4-9.) In response, Defendamintend that (1) HPA’s works were simply
revisions to Defendants’ pgrighted works, and (2) to the extent HPA added new
elements to the Masse anohés Plans, they were either-authored by Defendants gr

standard features not subject to coglytiprotection. (Resp. to MSJ at 6-15.)

“* HPA also argues that Defemda have waived any chatige to the validity of its
copyright registrations by fallln% to ask thet to make the requisite request of the
Register of Copyrights underdd (I?QXZ) by now. This argumers similarly moot at this
stage, but even if it were not, HPA proegdno legal support for such a proposition.
Indeed, in a case in which neither party edi$ _411((:’b)$2), the Seventh Circuit Court of
Appeals indicated the opposite to be true:dffibring a clear statutory directive due to the
inadvertence of the parties wdulefeat the purpose of 173JC. 8 411(7bg52&and deprive
the Register of its right to wgh in on precisely this issueDeliverMed .3d at 624.

-10 -




© 00 N O O b~ W DN P

N NN NN NNNDNRRRRR R R R RB R
0 N o 00 W NP O © 00N O 00 W N P O

The resolution of these isssicomes down to an exantioa of the originality of
HPA'’s works, the 8ine qua norof copyright.” See Feist PubI'ns499 U.S. at 345. HPA

essentially asks the Court tely on the case law holdinpat just because a work i$

substantially similar to anothevork does not mean it is notiginal and that originality
requires only slightly more #m a trivial variation, but H® does not point the Court to
specific, undisputed examples afiginality in its works. $ee, e.g.MSJ at 6-7; Reply to
MSJ at 6-7, 9.Apart from conclusory statements regjag the originalityof its works,
HPA attempts to demonstrate originalityita briefs by drawig a comparison betweer
its unit plans and Defendants’ Masse ande$ Plans, but this comparison lacks a
citation to the record and is therefore abstr&#eReply to MSJ at 9.)

Otherwise, HPA and Defendants prodwmntroverting evidere of originality

through, for example, testimony of an ARrchitect that shédid not copy anything

from any other source” when she createdHIRA plans and drawings (PSOF Ex. H

and Defendants’ expert's tesony regarding the identical nature of the copyrightal
elements of the Masse and Jones PlawsHPA’s plans and drawings (DSOF at 20-2
19 45-46). On a motion fosummary judgment, the&€ourt may not weigh the
controverting evidence and make a factual findidgnderson 477 U.S. at 255.
Defendants have produced sufficient evidenceréate a genuine dispute as to wheth
HPA’s works contain the requis originality for copyrightprotection, and the Court
must therefore deny HPA'’s request summary judgment as to that issue.

C. Motion to Strike Response

After Defendants filed their Responge HPA’s Motion for Summary Judgment

they filed an Amended Response a week lattr the principal purposes of changing th

numbering system of their exhibits andoyiding additional pin cites to the record.

(Resp. to MSJ at 1 n.1.) HPA moved takst the Amended Response as a tardy g
impermissible second Response. (MTS1&.) Because HPA was not prejudiced [
Defendants’ filing of the Amanded Response and it served to facilitate both HPA'’s

the Court’s use of the Response, the Coulttdeny HPA's Motionto Strike. However,
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Defendants are warned that, tiee future, they mst seek leave of Court to make ar
amendment not as-of-right after a deadline.

IT IS THEREFORE ORDERED demyg Plaintiff Humphreys & Partnerg
Architects, LP’s Amended Motion fordftial Summary Judgent (Doc. 113).

IT IS FURTHER ORDERED denying Plaiti Humphreys & Pamers Architects,
LP’s Motion to Strike (Doc. 127).

Dated this 27day of April, 2016.

N

v/

HongrAble n?J._Tuchl
United Stat@s District Jge
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