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IN THE UNITED STAT ES DISTRICT COURT
FOR THE DISTRICT OF ARIZONA
SellPoolSuppliesOnline.com LLC, No. CV-15-01856-PHX-BSB
Plaintiff, ORDER
2

Ugly Pools Arizona Incorporated, et al.,

Defendants.

Defendants, Ugly Pools Arizona, IncndaBrian Morris (“Defadants”), have filed

a motion for attorney’s fees and costs (Do@)l&nd a motion for sanctions. (Doc. 103.

Plaintiff opposes both motions, which are fullyebed. (Docs. 105106, 107, 109.) For
the reasons below, the Court denies the mdbtorattorney’s feesrad costs. The Court
considers the motion for sanctions in a separate order.
l. Background

On September 17, 2015, Plaintiff filed@mplaint asserting copyright infringemer
under the Copyright Act, 1W.S.C. 8 501, and unfair pgetition under Arizona law.
(Doc. 1.) The Court granted dnitiff leave to file an anmeded complaint, and Plaintiff
filed its First Amended Complaint (“FAC”).(Docs. 38, 30.) Plaintiff asserted th
following three counts: (1) copyright infringement undeg tBopyright Act, 17 U.S.C.
8§ 501(a) (Count One); (2) unfecompetition under Arizondéaw (Count Twp); and (3)
violation of the Digital Millennium Copyght Act (“DMCA”), integrity of copyright
management information under 17 U.S8QA.202 (Count Three). (Doc. 39.)
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The parties filed cross-motions for sunmgpngudgment on all three counts of th
FAC. (Docs. 43, 45.) Orude 9, 2017, the Court grantesdmmary judgment in favor of

D

Defendants on Count Two. (Doc. 64.) Theu@granted summary judgment in favor of
Defendants on Plaintiff's reoval of copyright manageme information claim under
17 U.S.C. § 1202(b), assedtin Count Three.lq. at 42.) The Court denied both motions
for summary judgment on Plaintiff's falsiition of copyright maagement information
claim under 17 U.S.C. § 1202(ajserted in Count Threed( The Court denied without
prejudice both motions fasummary judgment oount One, copyght infringement.
(1d.)

In the June 2017 order, the Court adesed whether Plaintiff had properly
registered its copyright and met the regisbn precondition for bringing a copyright
infringement suit. Ifl. at 12-13);seel7 U.S.C. 8§ 411(a) (“no action for infringement of
the copyright in any United St work may be instituted untégistration of the copyright
has been made in accartte with this title.”Y. Based on evidence that Plaintiff had
knowingly provided inaccurate information tee copyright officeduring the copyright
registration process, the Court concluded thatstatutory criteria for mandatory referral
to the copyright office under 17 U.S.C. 8 41){(2) had been satisfied. (Doc. 64 at 24.)
Therefore, on June 27, 2017, the Court senequest for advice to the Register of
Copyrights. (Doc. 67.)

On September 5, 2017, the Register of Copyrights responded to the Court’s inquit

and stated that: (1) it would haxefused registration of Plaiffts copyright with a July 3,
2014 publication date had it known thae teubmitted website inafled copyrightable
content that was added after July 3, 2014 @) it “would have demanded a copy of the
deposit as published on July 3, 2014"; or (8yould have “asked PIaiff to limit its claim

to material published on August 26, 20E5d to revert backo the 2015 year of
completion, and the August 26, 2015 date dbfljgation, for the original application.”
(Doc. 72-1 at 8.) If Plaintiff had “refused limit the claim and revert back to the August

1 The Court’s June 9, 2017 Order includedetailed discussion of this issue and of the
copyright registration process. (Doc. 64 at 10-20.)
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26, 2015 date of first publiagan and 2015 year of completi, the Acting Register would

have refused registration.’ld()

After receiving the Register of Copyrightesponse, the Court permitted the parties

to file second motions for summary judgment on Plaintd®pyright infringement claim
asserted in Count Oré the FAC. (Docs. 73, 78, 79.) On September 24, 2018, the G
granted Defendants’ second motion formsoary judgment on Plaiiff's copyright
infringement claim and denid@llaintiff's second motion fosummary judgment on tha
claim. (Doc. 95.) The Court explained thaiRtiff had “not properly registered the wor
at issue in this case” and, therefore, “tbpyright registration [washsufficient to support
a copyright infringement claim . . . .”Id( at 26.) The Court also allowed Defendants
file a third motion for summarpidgment on Plaintiff's clan for false copyright marking
under 17 U.S.C. 8§ 1202(a). (Docs. 83, 9Qh September 24, 2018, the Court grant
summary judgment in favor of Defendantstbat claim. (Doc. 96.) The Court entere
judgment in Defendants’ favor and dismisgddintiff's cause of action. (Doc. 97.)

Defendants have now filed a motifor attorney’s fees and costs(Doc. 102.) A
party requesting an award of attorneys’ fees rahetv that it is (a)lgible for an award,
(b) entitled to an award, and (®questing a reasonable amour@eelLRCiv 54.2(c).
Defendants seek attorney’sete and costs pursuant to U/S.C. 8 505 on Plaintiff’s
copyright infringementlaim (Count One), unfair competition claim (Count Two), a
DMCA claims (Count Three).Id. at 3-8.) Defendants altetnely seek attorney’s fees
pursuant to 17 U.S.C. 8§ 1203(b)(5) Plaintiffs DMCA claims. Id. at 8-11.) As set forth
below, the Court denies Defendants’tian for attorney’s fees and costs.

Il.  Attorney’s Fees under 8§ 505 of the Copyright Act

Section 505 of the CopyrighAct provides that the coufnay . . . award reasonable

ourt

D

attorney’s fees to the prevaj party as part of the costs.” 17 U.S.C. 8§ 505. The same

standard applies tooth prevailing defendhds and plaintiffs.Fogerty v. Fantasy, Inc510
U.S.517,523 (1994). The detanation of attorney’s fees und@is05 is left to the court’s

2 The motion addresses the request foragig's fees and costs together.
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discretion. Id. However, “[tlhe automatiawarding of attorney’éees to the prevailing
party would pretermit the exase of that discretion.”ld. at 533;see also Kirtsaeng v.
John Wiley & Sons, Inc_ U.S. 136 S. Ct. 1979, 1985 (2016) (“[A] district couf

—

may not ‘award [ ] attorney’s fees asnatter of course’ . . ..”) (quotikggerty, 510 U.S.
at 533).

When determining whether to award ateyis fees in a copight case, the court
may consider “several non-eusive factors” including: “[the degree of success obtaingd],
frivolousness, motivation, objgee unreasonableness (bothtlre factual and in the lega
components of the case), and the needparticular circumstances to advange
considerations of compesation and deterrence.Kirtsaeng 136 S. Ct. at 1985 (citing
Fogerty, 510 U.S. at 534 n.19erfect 10, Inc. v. Giganews, In847 F.3d 657, 675 (9th
Cir. 2017) (stating that the court may comsidthe degree of success obtained in the
litigation” and “whether the chilling effect ottarney’s fees may bo great”). District
courts should “accord substantial weight thé “reasonableness of [the] losing party[s
legal and factual argumentsShame on You Prods., Inc. v. Bar&&3 F.3d 661, 666 (9th
Cir. 2018); see also Kirtsaengl36 S. Ct. at 1989 (gig the reasonableness factor
“significant weight”). “But the court musalso give due consideration to all other
circumstances relevant to granting fees; andatme discretion, in light of those factors,
to make an award even whé#re losing party advanced aas®nable claim or defense.
Kirtsaeng 136 S. Ct. at 1983.

A. Attorney’s Fees for theCopyright Infringement Claim

In their motion, Defendantseek an award attorneyfees incurred in defending

against Plaintiff's copyrigh infringement claim.  Riintiff opposes the motioh.

3 Plaintiff asserts that the @a should not award attorneyfses under § 505 because the
“action here is more akin tbefendants asking for declaratasiief.” (Doc. 106 at 9.)
Plaintiff further argues that ¢hNinth Circuit has not held/hether attorney’s fees are
available under the Copyright Adr declaratory relief actionsld.) The Court finds this
aré:]u_ment ungersuaswe. efenttadid not file a countermim for declaratory relief.
Additionally, i itio _
should treat Defendants’ successful assemioa defense based on Plaintiff's failure to
satisfy the registration precondition of §8144s an action for declaratory relield.(at 9-
11.) The Court, therefore, does not further consider this argument.

174
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(Doc. 106.) Upon consideration of the relevdactors, discussed below, the Court
concludes that Defendants @ entitled to an award of attey’s fees on the copyright
infringement claim.
1. Prevailing Party

“[A] ‘prevailing party’ is one who has beeawarded some relief by the court. The
key inquiry is whether some court action laieated a material alteration of the leggl
relationship of the parties."Cadkin v. Loose569 F.3d 1142, 11489 (9th Cir. 2009)
(internal citation and quotation marks omitted) court action materially alters “the legal
relationship of the parties” when it “deprivefge losing party] of ta ability to seek relief
in federal court” under the Copyright Act agsti the party that is seeking a fee awdrt.
at 1150 (defendants were not “prevailingtges” under 8§ 505 because the claims against
them were dismissed voluntarily and withputjudice and defendart®main[ed] subject
to the risk” that the plaintiffs could refilhe copyright claims). Thus, a “defendant is|a
prevailing party following disnsisal of a claim if the plairffiis judicially precluded from

refiling the claim against the defendant in federal coud.} see Tavory v. NTP, In297

9%
o

F. App’x 986, 989-90 (FedCir. 2008) (dismissal of copyright infringement claim bas

%4

on invalid registration materially altered tlegjal relationship betweehe parties because
“[bly finding the deposit copy of that worto be an invalid reconstruction, the couft
essentially decided that [ptaiff] cannot ever succeed i copyright infringement claim

against [defendant] based on the wonresented in that invalid copy”).

Defendants assert that they are the prevailing party in this matter. (Doc. 102|at 1

Plaintiff does not oppose that assertiono¢D106.) The Courtoncludes that Defendants

are the prevailing party because the Cadligmissed the claimagainst them with

prejudice, which materially altered the t&aship between Plaifft and DefendantsSee

Cadkin 569 F.3d at 1148-49. Therefore, thistta favors an award of attorney’s fees.
2. The Degree of Success Obtained

The Ninth Circuit has noted that successfefenses “do not always implicate the

ultimate interests of copyright” becauseofigright defendants doot always reach the
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merits, prevailing instead on technical defenses¢h as “statute of limitations, laches, ¢
the copyright registration requirement€-antasy, Inc. v. Fogerfy94 F.3d 553, 560 (9th
Cir. 1996) Fogerty Il); see also VMG Salsoul, LLC v. Ciccog814 WL 12585798, at *2
(C.D. Cal. Aug. 28, 2014). Tis, the degree of success factor “weighs more in favor
party who prevailed on the meritsthrar than on a technical defensduckHole Inc. v.
NBCUniversal Media LLC2013 WL 5797204, at *2 (C.ICal. Oct. 25, 2013). When &
defendant has prevailed on a technical defensurts consider whether the defends
remains subject to future alas by the plaintiff or whethethe plaintiff's claims were
dismissed with prejudiceSee Epikhin v. Game Insight N.2016 WL 125880, at *4-5
(N.D. Cal. Mar. 31, 2016) (finding the degreesatcess factor neutral when the defenda
prevailed on a technical defense rather thiarthe merits and the ghtiff’'s claims were
dismissed without prejudice).

Defendants argue that theircgess in this matter was “c@hete.” (Doc. 102 at 3.)

In support of this position they rely on tfieal judgment in their favor on Plaintiff's

copyright claim. Id.; seealso Docs. 64, 95, 97.) PIaiff responds that Defendants

prevailed on a technical defense—PlIdil#ti failure to satisfy the registration
precondition—that does not support an awardatwbrney’s fees. (Doc. 106 at 7-8
Defendants prevailed on the issue of the invglidf the copyright registration. (Doc. 95.
As Plaintiff argues, this was a technical defenSee Fogerty |194 F.3d at 56CEpikhin
2016 WL 1258690at *4.

However, “it is important that parties whaegehe benefits of copyright registratio
have proceeded in accordance with thosesrieensure that the process is fair a
effective.” Gold Value Int'ITextile, Inc. v. Sanctuary Clothing017 WL 836267, at *5
(C.D. Cal., Dec. 5, 2017). &importance of complying witthe rules governing copyright
registration is illustrated by the Register@dpyright’s responst® the Court’s inquiry—
it would have refused the regiation of Plaintiff's copgight with a July 3, 2014
publication date had it known that thebsnitted website includecopyrightable content
that was added after July 3, 201&e€Doc. 72-1 at 8; Docs. 95 at 8-9.)
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Additionally, the Court dismisskePlaintiff's claims with prejudice. (Doc. 95, 96,

97); see Minden Pictures, Inc. John Wiley & Sons, Inc2014 WL 1724478, at *6 (N.D.

Cal. Apr. 29, 2014) (stating that defendardegree of success was “not insubstantial”

when summary judgment precluded plaintiff fréassert[ing] similarclaims against [the
defendant] in any federal court based onuhderlying assignment or agency agreeme
at issue”). The Court concludes that the de@f success factor provides “modest weid
in support an award of fees and costs” beeafshe preclusive effect of the judgmen
See Gold Valug017 WL 8236267, at *5.
3. The Frivolousness oPlaintiff's Position
A claim is frivolous when it is “clearlpaseless,” involving “fantastic or delusiona
scenarios.”Perfect 10, Inc. v. Visa Int’'| Serv. Ass2005 WL 2007932, at *4 (N.D. Cal
Aug. 12, 2005) (quotingNeitzke v. Williams490 U.S. 324, 327-28 (1989)). Ar

unsuccessful claim is noecessarily frivolousNeitzke 490 U.S. at 329:The standard

for frivolousness appears to be ‘somewhbigher than the standard for objective

reasonableness Epikhin 2016 WL 1258690, at *6 (citation omitted).

Defendants assert that Plaintiff's clafor copyright infringement was frivolous
(Doc. 102 at 4.) Defendantassertion is based on Plaintifesolving description of the
allegedly infringed copyrighted material ag thPlatform,” “photographs and the softwar
required to show them in a 360-degree vieand later as a “collection of photos.Id.
seealsoDoc. 64 at 11-12 (discussing the chaggdescription of the allegedly infringeq
work).) In response to Defendants’ motion, Riiéi does not directly address its changin
description of the allegedly infringed work. (Dd®6 at 5.) Rather, Plaintiff states ths
the FAC cannot be construed as frivoloexduse it asserted apgwight infringement
claim against Defendants whoraited that they made a copy Plaintiff's “copyrighted
work (‘Works’ or ‘Registered Photos’ or 8. Copyright Office (‘(USCQO’) Registration TX
8-268-803).” (Doc. 106 at 5.)

AlthoughPlaintiff’'s continuel narrowing of the descriftn of the work that formed

the basis of its copyright infringement clasomplicated the resolution of the copyrigh

nts
ht
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—
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infringement claim, the Court finds that does not render Plaintiff's copyright
infringement claim frivolous.See Karam v. City of Burban®52 F.3d 1188, 1195 (9th
Cir. 2003) (stating that a casecmnsidered frivolous only whehe result is obvious or the
arguments are wholly lack meritgoldberg v. Camerqr2011 WL 3515899at *3 (N.D.
Cal. Aug. 11, 2011{finding copyright infringement claim frivolous when it was initiatg
more than ten years after the statute of linotadihad run). Thereforthis factor does not
weigh in favor of awarding attorney’s fees.
4. Plaintiff's Motive in Bringing the Copyright Infringement Claim

“[T]he existence of bad faith or an imprameotive in bringing or pursuing an actiol
weighs in favor of an award dées to a prevailing party.”"Frost—Tsuji Architects v.
Highway Inn, Inc, 2015 WL 5601853, at *7 (D. Haw. @e 23, 2015). “A finding of bad
faith can be based on actiotigt led to the lawsuit, asell as on the conduct of the

litigation.” Id. The motivation factor weighs in favof awarding attorneg fees when it

Is shown that a plaintiff's “maotation in alleging copyright eims is to secure benefits

other than merely redressing grievancddéntity Arts v. Best Buy Enter. Senz008 WL
820674, at *5 (N.D. Cal. Mar. 26, 2008) (citiMpaljack Prods, Inc. v. Goodtime Homj
Video Corp, 81 F.3d 881 (9th Cir. 1996) (finding ththe motive factor supported an awat
of attorney’s fees to the defendant wheaitiff brought the lawsit to expose defendan
to risk and to “secura competitive advantage the market.”).

Defendants argue that Plaintiff's motiwe bringing this suit was to “extort an
excessive settlement sum basgumbn the threat of attorngyfees not yet accrued.’
(Doc. 109 at 2-3, Doc. 102 at 4-5.) Defentdaassert that they took down the allegeq

infringing website “by the time thisuit was filed.” (Doc. 102 &) Defendants also assef

that the value of a licender Plaintiff's website was aut $15,000, and Defendant
grossed about $3,000 from théegkdly infringing website. Id. at 5.) However, when

d

—

U

d

<

UJ

this case was filed in September 2015, Rifiidemanded $90,000 to settle this case and

later reduced that demand to $65,00QDoc. 102, Ex. F at 7.) Defendants assert ti

4 The Court may consider tdement negotiations for thpurzpose of determinirhg ar
attorney’s fee awardSee Ingram v. Oroudjiar647 F.3d 925, 927 {9 Cir. 2011) (holding

-8-

nat




© 00 N O O b~ W DN B

N NN N NN NNDNRRR R R R R B B
0w ~N O OO0 W NP O © 00N O 0 W N B O

Plaintiff's settlement demands exceeded th2 @30 in damages that Plaintiff claimed in

its January 18, 2016 response to Defendaimt&€rrogatories. (Doc. 102 at 4 (citing
Doc. 46-7 at 2 (stating thatdtiff's “damages to date” wer&32,000 incuiding the cost
of the platform, lost revenue from monthlyntal of the platform, and legal fees.”)).
Defendants assert that Plaintiff's rationaleife excessive settlemedémands was that it
would be entitled to recover all of its atteys’ fees at the conclusion of litigation
(Doc. 102 at 5; Doc. 102, Ex. G (stating tRintiff believed it vould prevail and could

satisfy all five factors for aarding attorne\g fees).)

In its response to the motidar attorney’s fees, Plairitistates that because it i$

“undisputed that [Plaintiff] discovered thaefendants had made a copy of its Works,”
was not motivated by “bad faith” in bringing this action. (Doc. 106 at 5 (dfotkens v.
Wyland Worldwide, LLC882 F.3d 7689th Cir. 2018)9 Plaintiff does not dispute

\\ -4

t

Defendants’ assertion that its settlemenmdeds exceeded the amount of damagges,

including attorney’s fees, it@imed in January 2016. (Ddl06 at 5.) However, there is
no direct evidence that Plaintiff hadiamproper motive in filing this suitSee Gold Value
2017 WL 823626yat *7 (finding no improper motaswhen, although plaintiff was awaryg

of the validity issue early in the litigation, the “ultimatepdisition of the validity of the

[copyright registration] was not certain &/inthe action was commenced and pursued.’)).

Although Plaintiff does not dispute thatsesttiement demands exceeded the amo

of damages it claimed in January 2016, @wurt finds that this conduct—upon whic

D

U

N—r

unt

h

Defendants base their assantiof improper motive—does not establish that Plaintiff had

an improper motive in bringing ¢hcopyright infringement claim.But seelLewis V.

that the district did not err in consideriagttlement negotiatons for purposes of decidi
a reasonable attorney’s fee awardl, Fed. R. Evid. 408 (providing that settleme
communications are not admissible “eitheptove or disprove the validity or amount g
a disputed claim or to impeach by a priazansistent statement arcontradiction.”).

®> The significance of the parties’ con_ductid%settl_ement negotiations is also address
in the Court’s order on Defendants’ ian for Sanctions. (Docs. 103, 111.)

6 Plaintiff's reliance onFolkensto support its arguments der the motivation factor is

misplaced. Although the court Folkensaddressed a copyri%ht infringement claim, it d
not address the factors for amling attorney’s feed-olkens 882 F.3d 768.
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Activision Blizzard, Ing 2014 WL 4953770, at *3 (N.DBCal., Sept. 25, 2014) (finding
improper motive when plaintiff pursued an urse@able, almost frivolous, copyright clain
and made an unreasonable dechaf $1.2 million to settle #hclaim). Therefore, this
factor does not weigh in favof awarding attorney’s fees.

5. Objective Reasonablenessf Plaintiff's Position

When determining whether to award fessler the Copyright Act, the court als

considers the objective reasonableness ofasiag party’s position “both in the factUjl

and in the legal compents of the case.Kirtsaeng 136 S. Ct. at 1983, 1985. The co
gives substantial weight to this factdd. at 1984;see Glacier Films v. Turchji896 F.3d
1033, 1037 (9th Cir. 2018) (citifshame On You Prods., In893 F.3d at 666). However
it is not dispositive.SeeKirtsaeng,136S. Ct at 1988 (stating @h reasonableness is “only
an important factor in assessing fee applications—not the controlling one.”).
Defendants assert that Plaintiff's cojgyt infringement cim was unreasonablé
because it was based on a coplytiregistration that it obtaidéoy giving false information
to the copyright office. (Dod.02 at 6.) In its response aiitiff argues that the case wa
“nuanced and hard fought” antherefore, attorney’s feege not warranted. (Doc. 106
at 6.) Plaintiff further argues that the caseswat decided on the merits of the Copyrig
Act, but on the “procedural proces#h a third-party Agency.” I¢. at 7.) Thus, Plaintiff
attempts to minimize the rolef the copyright office by desbing it as a “third-party
Agency,” without ecognizing its statutory authority the registration of copyrights.
Plaintiff's copyright idringement claim was initiallypased on the copyright
application that it submitted tthe copyright office on Sepinber 15, 2015, several day
before Plaintiff filed this action.SeeDoc. 64 at 12 (discussinggltopyright application));
Cosmetic Ideas, Inov, IAC/Interactivecorp606 F.3d 612, 619-21%9Cir. 2010) (holding
that the copyright office’s reqe of a completed applicatias sufficient for purposes of
initiating copyright infringement litigation). Hweever, that applidgon did not support

Plaintiff's copyright iffringement claim because the dafepublication contained in the
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application, August 26, 2015, wa$ter the date of the alleged infringement, Septemi
16, 2014. $eeDoc. 64 at 5, 8, 18.)

After Defendants raised this issue ieithmotion for summary judgment (Doc. 4
at 8; Doc. 64 at 18), Plaifitisubmitted an affidavit to theopyright office stating that
“SPSO first published the Platform on or abouyR) 2014. It was completed on or abo
June 25, 2014.”” (Doc. 64 at 18 (citing Doc, Ek. K at § 4).) Thefadavit further stated
that “[tjhe sample of the BRtform provided to the Unite8tates Copyright Office with
SPSO’s Copyright application in 2015 [thBeposit’] is the samas the website first
appeared when published orlyd@, 2014.” (Doc. 64 afl8-19 (citing Doc 51, Ex. K at
1 5).) However, in later filings in this CdufPlaintiff admit[ed]that the Deposit includes
material that was added aftéaly 3, 2014.” (Doc. 64 a23.) Based on the relevan
copyright regulations, and tlewidence of Plaintiff's corrg@ndence with the copyright
office, the Court concluded that Plaintiff knimgly provided inaccurta information to the
copyright office because “[tjhe application wasregister content (photographs and te)
on the website as of the datkepublication specified durinthe registration process, July
3, 2014, but Plaintiff deposited the content that appeared on the website on a latg
Plaintiff, however, representedtioe copyright office that the Deposit was the same as
website appeared ally 3, 2014.” Id. at 24.)

Therefore, as set forth aboweSection |, the Court issuedrequest to the Registe

of Copyrights to determine whether thepgaght office would have refused the

registration with a July 3, 2014 publicatidate had it known that the deposit depicts
content that existedn a later date.Id. at 25.) In its response, the Register of Copyrig
stated that it would have refused registravbriPlaintiff's copyright with a July 3, 2014
publication date had it known that thebsnitted website includedopyrightable content
that was added after July 3, 2014. (Doca®®B; Doc. 72-1 at 8.)The copyright office
further stated that it “would have demanded pycof the deposit agublished on July 3,
2014 ....” (Doc. 72-1 at B Alternatively, it would havéasked Plaintiff to limit its claim
to material published on August 26, 20E%»d to revert backo the 2015 year of
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completion, and the August 26, 2015 date ddligation, for the original application.”ld.)

If Plaintiff had “refused to limit the claim andvert back to the August 26, 2015 date
first publication and 2015 yeaf completion, the Acting Rpster would have refuseg
registration.” (d.)

After the Court received the responsenirthe copyright offte, it permitted the

parties to file second motions for summary jodgt on the copyright infringement clain.
(Docs. 73, 78, 79.) In ruling on these mos, the Court concluded that the copyright

registration was invalid and granted summgargigment in Defendants’ favor on th
copyright infringementclaim. (Doc. 95.) As set forth in the Court’s orders on t

copyright infringement eim, Plaintiff advanced severahpersuasive arguments in thi

litigation. (Doc. 64, 95.) Altbugh the Court rejected thesmuments, it is not clear tha]t
I

Plaintiff “should have known fio the outset that its chances of success” in raising a
its arguments on the copyright infringent claim “were slim to none."SOFA Entm't,
Inc., v. Dodger Prods.709 F.3d 1273, 1279, 1280 (9th Cir. 2013) (concluding t
plaintiff's copyright infringement claim was objectively wasonable when SOFA ha
been a plaintiff in a factuallgnalogous Ninth Circuit case that supported defendant’s
use defense). The Court, therefore, condutat Plaintiff's copyright infringement claim
was not objectively unreasonable and, therefthns, factor does rnioweigh in favor of
awarding attorney’s fees.
6. Deterrence and Compensation

When considering whether to award atey's fee under § 505, the courts shou
also consider whether there is a “needto.advance considerations of compensation g
deterrence.’Kirtsaeng 136 S. Ct. at 1986 (quotirkggerty, 510 U.S. at 534). “Deterring
non-meritorious lawsuits against defentfa seen as having ‘deep pockets’ a
compensating parties that mudéfend themselves against meritless claims are |
laudable ends.’Scott v. Meyer2010 WL 2569286, at *3 (O. Cal. June 21, 2010).

The deterrence factor overlaps witthe factors concerning motivation
frivolousness, and objective unreasonablen&ssg v. IM Global 2017 WL2620695, at

-12 -

1%

he

S

of

hat

i

fair

[s}
\nd

)oth




© 00 N O O b~ W DN B

N NN N NN NNDNRRR R R R R B B
0w ~N O OO0 W NP O © 00N O 0 W N B O

*3 (C.D. Cal. Jan. 25, 2017)Having previously determinethat Plaintiff's claim was
neither frivolous nor objectively unreasonableg thourt cannot conclude that Plaintiff
should have been deted from pursuing it.”)Design Data Corp. v. Unigate Enter., Inc
2014 WL 5513541, at *@N.D. Cal. Oct. 31, 2014) (“Theris value in deterring frivolous

lawsuits . ..."). Defendants have not shaaneed for specific deterrence because there

iIs no evidence that Plaintiff has a histoof filing baseless or frivolous claims

Additionally, the Court is not peuaded that an award of attey’s fees will deter others

from baseless litigation considering the speaifircumstances that were present in th
case, which do not appear tofoequently litigated Thus, the deterreadactor does not
weigh in favor of awarding attorney’s fees.

The Court next considers whether thera reed “to advance [the] consideration p
compensation.”Kirtsaeng 136 S. Ct. at 1986. The nef compensation is mitigated
when a prevailing defendant Hasnple incentive'to litigate a meritonus defense without
the added incentive of ¢hpossibility of recovering attorney’s feeg&pikhin 2016 WL
1258690, at *8 (concluding thttte compensation factor didtneeigh in favor of awarding

attorney’s fees when the allegedly infringipgoduct, a mobile @plication, had been

downloaded more than omaillion times). Defendants’ motion for attorney’s fegs

mentions this factor but does not explain thed#®r compensation ihis case. (Doc. 102
at 7.) Plaintiff also fails to address this factor. (Doc. 106.) Considering the parties
of argument on the need for compensatiba,Court finds this factor neutral.
7. The Goals of the Copyright Act

Some Ninth Circuit decisions issuedfdre the Supreme Court’'s decision in
Kirtsaengconcluded thatvhether an award of fees wdutfurther the purposes of the
[Copyright Act],” was the “most importarfactor” in considering a fee requestee
Glacier Films 896 F.3d at 1041 (citinQOFA Entm’t, Inc.709 F.3d at 1280). IGlacier
Films, the Ninth Circuit stated that “[a]ftéfirtsaeng’s2016 endorsement of a ‘totality of
circumstances’ approach and #stement that the losing rpds reasonableness carries

‘significant weight,” it is unclear whethethe purposes-of-the-Copyright-Act factor
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remains the ‘most important’ oneGlacier Films 896 F.3d at 1040-41 (citingirtsaeng
136 S. Ct. at 1989). Howevdrecause “the guiding princgs of the Copyright Act run
throughout the other facwrit remains important.”Glacier Films 896 F.3d at 1041.
Therefore, the Court considers this factor.

The goal of the Copyright Act is “to @mote creativity forthe public good.”
Jackson v. Axtqr25 F.3d 884, 89(®th Cir. 1994)see also Fogerfyp10 U.S. at 524 (“The
primary objective of the Copyright Act is émcourage the productiat original literary,
artistic, and musical expression for the goodhaf public.”). Thagoal is served when
defendants “advance a variety of meritoricopyright defenses’ral defendants “should
be encouraged to litigate themttee same extent that pl&ifs are encouraged to litigate
meritorious claim®f infringement.” Fogerty, 510 U.S. at 527. “Under the Copyright Ac
the question is whether a successful defenigecdiction furthered the purposes of the A
not whether a fee award would do sd/fattel, Inc. v. Walking Mountain Prod<353 F.3d
792, 815-16 (9th Cir. 2003).

Defendants’ successful defense to miffis copyright infringement claim was
based on the registration preconditiorbtanging a copyright infringement suitSee28
U.S.C. 8411(b)(1)(A). Defendants arguatthheir successful defense will deter th
presentation of inaccurate information to the@yayht office and, therefore, serves th
purpose of the Copyright Aét(Doc. 109 at 7.) Defendanthowever, do not explain how
deterring the presentation of ocwurate information to the pgright office advances the
Copyright Act’s goal “to promotereativity for the public good.Jackson25 F.3d at 890.
Deterring the presentation of inaccurate infation to the copyright office may promot
the goal of encouraging the registration of valid copyrights, which in turn would fuf
the goal of “having a robust federalister of existing copyrights.See Cosmetic Ideas

Inc., 606 F.3d at 610. Copyrightgistration serves as a pubitacord of the authorship

and ownership of #hclaimed work Brownstein v. Lindsey42 F.3d 55, 66 (3d Cir. 2014),

’ Defendants further aré;ue that an awardttdrney’s fees would see several purposes
(Doc. 109 at 7.) The Court does not comsithese arguments because the standar
whether the successful defense of a copyrigiingement claim, nothe attorney’s fee
award, furthers the purpose of the Copyright A8te Mattel353 F.3d at 815-16.
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However, copyright registration is not remad for copyright protection and is naot

jurisdictional® Seel7 U.S.C. § 408(a)Cosmetic Ideas, Inc606 F.3d at 614-15 (citing
Reed Elsevier, Inc., v. Muchnj@9 U.S. 154 (2010)). Theretgrthe Court finds that the
goal of promoting copyright gestrations is different fnm the goal of promoting the
“production of original literaryartistic, and musical expression the good of the public.”
Seefogerty, 510 U.S. at 524. The Court finds thag 8uccessful defense advanced in tf
case does not further the goal of the Copyrightaid this factor does not weigh in favg
of awarding fees.

In sum, the Court finds that two factoweigh in favor of an award of fee
(prevailing party and degree of success), ffaators weigh against an award of feq
(frivolousness, motivation, objective reasblemess, and advamg the goals of the
Copyright Act), and one factor is neutral @®eénce and compensation). Therefore, af

considering the relevant factors for an awafdttorney’s fees in view of the primary

1S

U)

2S

ter

objective of the Copyright Act, and giving neoweight to the reasonableness factor, the

Court concludes that, as a whpthe factors weigh againatvarding attorney’s fees tg
Defendants on Plaintiff's copight infringement claim.

B. Attorney’s Fees fa Non-Copyright Claims

Defendants assert that thane entitled to attorney’s feesder 8§ 505 on Plaintiff's
non-copyright claims—the unfair competitiolaim in Count Two and the DMCA claims
in Count Three—because thosaigis related to the copyrightaim. (Doc. 102 at 7-8.)
“[A] party entitled to attorney’s fees as a peghing party on a particular [copyright] claim
but not on other claims in treame lawsuit, can only recovattorney’s fees incurred in
defending against that one claim or any ‘related claimSiame on You Prods, 1n893
F.3d at 669 (quotingraditional Cat Ass'n, Inc. v. Gilbreatt340 F.3d 829, 833 (9th Cir

2003)).

® The Court addressed the copyright regi&n process and the effect of copyrig
registration in its order on theBartles srd cross motions for summary judgment on t
copyright infringemenclaim. (Doc. 95 at 12-13.)
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Although not clearly articulated, Defendaatgpear to argue & the Court should
award attorney’s fees on tmen-copyright claims for theame reasons it should awar
attorney’s fees on the copyrighfringement claim. Because the Court denied Defenda
request for attorney’s fees oretbopyright infringement clainit,applies the same analysi
to deny attorney’s fees @he non-copyright claims.

lll.  Attorney’s Fees under § 1203(b)(5) of the DMCA

Defendants alternatively move for atteyr's fees under 17 U.S.C. 81203(b)(5) d
Plaintiff's claims under 8§ 1202(a), falsifiton of copyright maagement information
(“CMI”), and 8§ 1202(b), removal cZMI. (Doc. 102 at 8.) TéADMCA authorizes a court,
“In its discretion,” to allow recovery of costs and to award “reasonable attorney’s feg
the prevailing party in an &on under § 1201 or § 120217 U.S.C. § 1203(b)(4), (5).
Defendants assert that an award of attdméses under § 1203(b)(5) of the DMCA i
determined under the same fastas 8 505 of the CopyrighAct. (Doc. 102 at 8 (citing
Drauglis v. Kappa Mafisroup, LLG 128 F. Supp. 3d 46, 61 (D.C. 2015)). Defendants

do not cite any binding authoritg support this assertiondthe Court has not found an)

d

Nts

UJ

n

S” 1«

)

/

Ninth Circuit decisions specifidgladdressing the factors that a district court should apply

when considering a request for attornefeges under § 1203(b)(5). However, in th
absence of such controlling authority, theu@dinds it reasonable to apply the facto
relevant to a fee detemation under 8 505See Unicom Sys. Inc. v. Farmers Group,,In
405 Fed. App'x152, 155 (9th Cir. 2010) (stating thalaintiff's prevailing party status
made it eligible for a discretionary awardatforney’s fees under305 and § 1203(b) and
concluding that the court did not abuse its dison in applying the factors articulated b,
the Supreme Court iRogertyto conclude that a fee award was appropriate under
Copyright Act). Therefore, the Court apgliehose factors to Defendants’ request f
attorney’s fees under the DMCA § 1203(b)(5).

A. Prevailing Party

Defendants assert that they were thevpiling party on Plaiiff's § 1202(a) and
(b) claims. (Doc. 102 at 8.Plaintiff does not oppose thassertion. (Doc. 106.) Thus

-16 -

e

S

()

the

or




© 00 N O O b~ W DN B

N NN N NN NNDNRRR R R R R B B
0w ~N O OO0 W NP O © 00N O 0 W N B O

the Court concludes that Defendants were the prevailing lpacause the Court dismisse
those claims against them with prejudice, wWhitaterially altered the relationship betwesg
Plaintiff and DefendantsSee Cadkin569 F.3d at 1148-49; (Docs. 64, 95, 96, 97.) Th
this factor weighs in favor of awarding fees.

B. The Degree of Success Obtained

The degree of success factor “weighs morvor of a party who prevailed on th
merits, rather than on a technical defens®ickHole Inc, 2013 WL 579704, at *2.
Defendants assert that they were “completely successful” on the DMCA claims be

the Court granted summary judgment in tHavor on both DMCAclaims. (Doc. 102

d

2N

1%

Cau

at 8.) Plaintiff does not address this facod does not argue that Defendants prevailed

on a “technical defense.” (Doc. 106 a) 8The Court agrees that Defendants we
successful on the DMCA claims because @wrirt granted summary judgment in the
favor on those claims.SéeDocs. 64 at 36-38; Doc. 95, D&X.) Therefore, this factor
also weighs in favor of awarding fees.

C.  The Frivolousness oPlaintiff's Positions

A claim is frivolous when it is “clearlpaseless,” involving “fantastic or delusiona

scenarios.” Perfect 10, Inc 2005 WL 2007932at *4. An unsuccessful claim is not

necessarily frivolousNeitzke 490 U.S. at 329. “Theatdard for frivolousness appeatr
to be ‘somewhat’ higher than theastlard for objective reasonablenesgpikhin, 2016
WL 1258690, at *6 (citation omitted).

In the FAC, Plaintiff argued that Bendants violated § 1202(b) by knowingl
removing from the webpage the following CMCopyright 2015 Pool and Spa Part

Now,” with the intent to “facilitate or caeal [copyright] infringement.” (Doc. 39 at

19 19-20, 48-50); 17 U.S.C. 8aZAb). Defendants argue tHakintiff's 8 1202(b) claim

was frivolous because Plaintiff mitted to the copyright officéghat Plaintiff's standard

re

ir

—

N <

practice was to create a series of fictitimasnes and, therefore, the allegedly removed

copyright notice did not constitel CMI because it did not idafy the owner or author of
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the work?® (Doc. 102 at 9 (citing Doc. 64 at 38))7 U.S.C. § 1202(c) (defining CMI). As
discussed below in Section III.E, although Piffis 8§ 1202(b) claim fded, the Court does

not conclude that the claim was unreasomablThus, because “[tlhe standard fq

frivolousness appears to be ‘somewhaigher than the standard for objectivie

reasonablenessEpikhin, 2016 WL 1258690, at *6, the Cdwannot find that Plaintiff's
§ 1202(b) claim was frivolous.

Defendants argue that Plaffis § 1202(a) falsificatiortlaim was frivolous because
it was “added as an afterthought in its ReplyDoc. 102 at 9 (citing Doc. 83 at 2).) A
Defendants note, it was unclear whether Rfawas asserting a claim under § 1202(a)
the FAC. (Doc. 83 at 2.) However, tl@urt considered that claim and permittg
Defendants to file a third motidor summary judgment directed to that claim. (Doc. 8!
The failure of the FAC to clearly articutathe § 1202(a) clairdoes not lead to the
conclusion that the claim wasvdlous. Therefore, this famt does not weigh in favor of
awarding fees.

D. Plaintiff's Motive in Bringing the DMCA Claims

“[T]he existence of bad faith or an impragaotive in bringing or pursuing an actiol
weighs in favor of an award dées to a prevailing party.Frost—Tsuji Architects2015

WL 5601853, at *7. The motivation factor weighs in favor of awarding attorney’s

when it is shown that a plaintiff's “motivation in alleging claims is to secure benefits

other than merely redressing grievancdséntity Arts,2008 WL 820674, at *5.
Defendants assert that Plaintiff's soletimation in bringing tle § 1202 claims was
to obtain attorney’s fees. (Doc. 102 at 9.) stpport this assertion, Defendants rely (

Plaintiff's statement in its motion for leave amend that its “onlypurpose in amending

% Section 1202 creates liabilifgr persons who either: (1)rfientionally remove or alter,
any [CMI],” without the authority of the _cop?/r!ght owner or the law, “knowing, or .
having reasonable groundo know, that it will induce, eble, facilitate, or conceal ar
infringement”; or (2) distribute CMI “knowing #t the [CMI] has been removed or altere
without authority of tie copyrl_giht owner or the law.” 17.S.C. § 1202(b). The definition
of CMI includes the work'ditle, the author’'s name, artie copyrightowner’'s name,
among other information. Id. at § 1202(c).
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the complaint is to furtherlage the basis on which it is tied to attorney’s fees unde
Section 1203.” Kd. (quoting Doc. 35 at 7).)
This statement indicates that Plaintiffisotive in amending #h complaint was to

clarify the basis for its attorney’s fees requesit it does not establish that Plaintiff's onl

<

motive in bringing claims under § 1202 wasditain attorney’s fees. In granting the
motion to amend, the Court noted that the damp indicated that Plaintiff intended tc
bring a claim under 88 1201 or 1202 becausetuight attorney’s fees under § 1203, apd
because the compldimcluded an exhibit thaghowed what “was aligd to be a violation
of § 1202.” (Doc. 38 at 3.)The Court found that Plaifiti“apparently believed that the
§ 1203 allegations and Exhil#t (to the original complaintjvere sufficient to allege
a...claim for a violation of §1202,” &ast until Defendantsrft indicated, at a
settlement conference, that they did not beliec§ 1203 allegations were adequalé.) (
The Court found goodause to allow Plaintiff tamend the complaint.ld;) Based on the
Court’s prior conclusion that Plaintiff had intded to allege, and thought it had sufficiently
alleged, a 8 1202 claim in the complainte t6ourt rejects Defendants’ argument that

Plaintiff's amendment of theomplaint to supplement its1®02 allegations evidences it

UJ

improper motive in bringing claims under § 120therefore, this factor does not weigh in
favor of an award of fees.

E. Objective Reasonableness of Plaintiff's Claims

When determining whether to award fedse court also considers the objectiye
reasonableness of the losing party’s posittboth in the factual and in the legal
components of the cas&irtsaeng 136 S. Ct. at 1983, 1985.

1. Section1202(b)Claim

Defendants argue that Plaintiffs 8AZb) claim was unreasonable because
Plaintiff knew that the copyright owner ma, allegedly removed by Defendants, wag a
fictitious entity and, therefore, it did notrestitute CMI as defined in § 1202(c). (Doc. 102
at 10.) At the time of the Court’'s JuneZ®17 Order, there was very limited controlling
case law interpreting 8 1202(c) of the DMC&ee Jacobsen v. Katz&09 F. Supp. 2d
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925, 934 (N.D. Cal. 2009) (noting that thevlan the definition andpplication in practice
of the term CMI is scantsee also Friedman v. Live Nation Merch.,.|r&33 F.3d 1180,
1187 n.3 (9th Cir. 2016) ¢ting, but not interpretinghe definition of CMI);Morgan v.
Assoc. Pres2016 WL 69534233, at *4 (C.D. Cal. Md6, 2016) (noting that the Ninth
Circuit had not yet ruled owhat constitutes CMI under § Q2(c) of the DMCA). Thus,
the Court relied on a district court decisiordahe statute itself to resolve the § 1202
claim. (Doc. 64 at 36-37.) Considering timited amount of contidbng authority on this
iIssue, the Court cannot conclude that PIdifgiiould have known fnm the outset that its
chances of success” in raising its@2(b) claim “were lem to none.” SeeSOFA Entm't,
Inc., 709 F.3d at 1280. Therefore, the Caumcludes that the § 1202(b) claim was n
objectively unreasonable.
2. Section1202(a)Claim

Defendants argue that Plaintiff's 802(a) claim was objectively unreasonab
because, when Plaintiff brougtitat claim, there was exisg authority holding that a
generic copyright notice at the bottom of epage does not violaf1202(a). (Doc. 102
at 10 (citingPersonal Keepsakes, Inc.Rersonalizationmall.com, Inc975 F. Supp. 2d
920, 929 (N.D. Ill. 2013).) Defendants asskdtt this case is distinguishable fr@rauglis
v. Kappa Map Group, LLC128 F. Supp. 3d 46, 61 (D.C. Colo. 2015). Dirauglis the
court declined to award attorney’s fees und&2@3 because it deniéae plaintiff's claims
based on case law that did not ewisien plaintiff filed the lawsuit.See Drauglis128 F.
Supp. 3d at 61.

In their third motion for stnmary judgment, Defendants argued “that they did |
violate § 1202(a) by placing the We Fix Udhpols (“WFUP”) copyight notice at the
bottom of the webpage allpoolsuppliesrco(*APS), which included Plaintiff's
copyrighted photographs, because the cgbymotice was not ‘conveyed in connectig
with’ Plaintiff's photographs and, thereforejas not false CMI.” (Doc. 96 at 4-5.
Defendants’ argument was based on théndien of CMI in § 1202(c). Id. at 7.)
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Defendants cited several district court demisi from outside the NihtCircuit, including
Personal Keepsake® support their argumentSdeid.)

In its order on the third motion for summamglgment, the Court stated that “[t]h¢
parties have not cited, and the Court hasfowwbd, a Ninth Circuit decision interpreting
the definition of CMI in § 120&).” (Doc. 96 at 9.) Howeveother courts had interprete
that section and “concluded thatsatisfy the statutory reqaiment that CMlI is ‘conveyed
in connection with’ the copyrighted materialc@pyright notice must be ‘close to’ to th
work.” (Id. (quotingPersonal Keepsake875 F. Supp. 2d at 929).) As Defendants n¢
in their motion for attorney’s &s, the Court relied, in part, dersonal Keepsakes
granting summary judgment in Defendgrfavor on the § 1202(a) claimS¢eDoc. 96 at
10-12.) However, the existence mdn-binding authority thavas contrary to Plaintiff's
position on its § 1202(a) claim does mender that claim unreasonablBut see SOFA
Entm’t, Inc, 709 F.3d at 1280 (concluding that pl#f’s copyright infringement claim
was objectively unreasonable when SOFA haehbe plaintiff in afactually analogous
Ninth Circuit case that suppodalefendant’s fair use defensefonsidering the lack of
controlling precedent on the issue$ated to Plaintiff’'s § 1203] claim, the Court cannot

conclude that Plaintiff “shouldave known from the outset thtg chances of success” if

raising its 8 1202(a) clairtwere slim to none.”Id. Therefore, the Court concludes that

the § 1202(a) claim was not objectively unmeble and this factor does not weigh

favor of an award of fees.

The parties did not address any additiofzaitors that may be relevant to the

determination of an award of attey’s fees under § 1203(b)(5)S€eDoc. 102 at 8-11,
Doc. 106 at 8; Doc. 109 at 8.) Therefdefendants have not shown that any other fact
weigh in favor of their request for attorneyées on Plaintiffs DMCA claims. Based ol
its review of the relevant factors addrekdsy the parties, th€ourt concludes that

Defendants are not entitled to atteyrs fees on the DMCA claims.
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IV. Conclusion

For the reasons stated in this Order, the Court concludes that Defendants ¢

entitled to an award of atteey’'s fees and costs.

Accordingly,

IT IS ORDERED that Defendants’ motion for attorney’s fees and costs (Doc. 1

is DENIED.
Dated this 11th day of March, 2019.

oL L) h Hmnle
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Bridget S. Bade
United States Magistrate Judge
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