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eynaldos Mexican Food Company LLC et al Doc.

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

CACIQUE, INC.,
Case No. 2:13-cv-1018-ODW (MLGX)

PlaintifffCounter-Defendant
V. ORDER DENYING DEFENDANT'S
MOTION FOR SUMMARY
REYNALDO’'S MEXICAN FOOD JUDGMENT ON
COMPANY, LLC, TRADEMARK/TRADE DRESS
CLAIMS [64]

Defendant/Counterclaiman
l. INTRODUCTION

Before the Court is Defendant Reld@s Mexican Food Company, LLC'S

Motion for Summary Judgment on Trademaride Dress Claims(ECF No. 64.)
The parties in this action are competitorsthe Hispanic and Mexican-style chee
market. Plaintiff Cacique, Inc. allegabat Reynaldo’s infringes its protecte
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trademark and trade-dress rights in dartgueso fresco labels. A hearing on the

present Motion was held on January 27, 20Eér the reasons discussed below,
Court DENIES Defendant’'s Motion for Summaryudgment on Trademark/Trag
Dress Claims. (ECF No. 64.)
.  FACTUAL BACKGROUND
Cacique manufactures and sells Hispanic and Mexican-style cheese an(
products. (Compl. § 8.) Reynaldo’s islisect competitor, and wholly owned by t
same investors that own the Wisconsire€e Group. (ECF No. 19 at  12; ECF
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No. 50, Bloom Decl. § 4.) The Wiscongiieese Group is the third-largest Hispa
foods manufacturer in the United $&tst (ECF No. 79, Bloom Decl. § 5.)

Cacique filed this actioon February 12, 2013. (EQ%¥o. 1.) The Complaint
contains two claims for (1) infringement affederally registered trademark and
infringement of unregistered trade dregghts and false designation of originld.}

The claims allege that the labels the Reynaldo’s QuesBresco infringe on the

registered trademark and protected érattess found on Cacique’s Queso Fre
labels.

Cacique has a registered trademarkoor version of its Queso Fresco lab
U.S. Trademark Registration No. 3,745,734Supp. Leader Ecl. Ex. 1.) The
registration was issuedn February 9, 2010. Id)) According to the registratiol
certificate, Cacique’s first use of the mawvias in 2001. (Supp. laeler Decl. Ex. 1.)
The mark consists of the words “Caciqu&Ranchero,” “Queso Fresco,” and “P4g
Skim Milk Cheese” as they appear togetimeside a “stylized rope design with
design of a man on a burro follodidy a man carrying goods.”ld() No claim is
made to the use of “Queso Fresco Part Witk Cheese” separate and apart from {
overall mark. Id.) Color is not claimed as a featuof the registered mark. (Tob
Decl. Ex. 3.) The followings the i |mage associatedtlvthe registered mark:

Qunso"rnﬁsco

art Skim Mlll( Ch

(Supp. Leader Decl. Ex. 1.)
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Cacique describes its protected, but ursteged, trade des in broader term:

than its registered trademark. SpecificaCacique claims exakive rights in the

following:

(1) The “irregular-shaped basket” @paf-shaped” degin framed in a

stylized rope (“rope-loaf” design), \2he human figure at the top of the

label within the “rope-loaf”’ desigr(3) the brand name in green lettering

below the human figure, and (4) thengec cheese term in a red center

banner with folded ends, with chevron shape at terminus.

(Compl. 1 9.) There are two versions@cique’s labels that Cacique alleges f

under this protected trade dress. Thstfis “Cacique RANCHERO Queso Fresc

and the second is “Cacique Queso Frescheé following are examples of these tv

labels:

Part Skim Milk Cheese
Delicious fresh creamy flavor.
Made with Grade A milk, all natural.

www.eaciqueine.com

12 0Z (340g)

[+] l N?‘4562“001 0o Ia
N
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(Supp. Leader Exl. Ex. 2; Comp Exs. 1-2.)

Part Skim Milk Cheese

Delicioan fresh creamy Havor.
Made with Grade A mill, all aacural.

www.eaciqueinc.com

1202 (340g)

IJ:‘.S&J“:‘DS&J”

The allegedly infringing label is onlysed for the Reynaldo’s Queso Fres

o

(Compl. 41 13-15; Stewart Decl. f2.Cacique has been aware of the accu

Reynaldo’s label since at l¢aSeptember 2012, when it sentease-and-desist lett
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to Reynaldo’s. (Tobin Decl. Ex. C.) Mever, in the letter and the Complair
Cacique states that the alleged infringatieegan sometimaround April 2011. I¢.;
Compl. 1 13.) The following are exarepl of the accused Reynaldo’s label
different sizes®

QUESO FRESCO

FRESH CRUMBL NG CHEESE . s |

fried beans, enl:h 1ada 1ostada

e _JI'iLEmSTEUN.I
s 0 S

H““m“ e ATEES mmmmm *B{

i Tl Tl Ul o MEGTAR FOUD SHERNT

9@4’5 Bl
iz eaimigat.com

G0, s NETWT. 22188 (1K)

bl mlled«!ﬂ Ve K T LY

N

(Supp. Tobin Decl. Ex. A; Supp. LeaxdDecl. Ex. 3Compl. Ex. 3.)

The instant Motion for Summary Judgnt on Trademark/Trade Dress Clair
was filed by Reynalds’ on December 16, 20£3(ECF No. 64.) A hearing on th
Motion was held on January 27, 20lafter which the mattewas taken unde
submission.

1 At the January 27, 2014 hearing on the insMation, counsel for Reyhdo’s made much ada
about the package size of the Reynaldo’s Quessckrin the images submitted by Cacique in
Supplemental Declaration of Jon Leader. The Coot#s that there is littl® no difference in theg
labels of the Kilo and 10-ounce sizes of the Reywial Queso Fresco. Both labels are used in
Mexican-style cheese market and thus compeita Cacique, so the Court places no re
significance on the size of the queso fresco products.

2 Cross-Motions for Summary Judgment on Countémtlwere also filed bythe parties in this
action. (ECF Nos. 41, 75.) The Cross Motioasaern the breach-of-contract counterclaim brou
by Reynaldo’s. The Court issued a sepavader on the Cross-Motions. (ECF No. 145.)
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. LEGAL STANDARD

Summary judgment should be granted drihare no genuinesues of material

fact and the moving party is entitled tadgpment as a matter of law. Fed. R. Civ.

P.56(c). The moving party bears the initiairden of establishing the absence of a

genuine issue of material fadCelotex Corp. v. Catretd77 U.S. 317, 323-24 (1986).

Once the moving party has met its burden, the nonmoving party must go beygnd tl

pleadings and identify specific facts thghuadmissible evidence that show a genyine

issue for trial. Id.; Fed. R. Civ. P. 56(c). Colusory or speculative testimony i
affidavits and moving papers insufficient to raisgenuine issues of facthornhill’s
Publ'g Co. v. GTE Corp594 F.2d 730, 738 (9th Cir. 1979).

A genuine issue of material fact must more than a scintilla of evidence
evidence that is merely colorabte not significantly probative. Addisu v. Fred

or

Meyer, 198 F.3d 1130, 1134 (9th Cir. 2000). A disputed fact is “material” where the

resolution of that fact might affect the oatme of the suit under the governing law.

Anderson v. Liberty Lobby, Inc477 U.S. 242, 248 (1968). An issue is “genuine
the evidence is sufficient for a reasonabley jto return a verdict for the nonmovin
party. Id. Where the moving and nonmoving partiestsions of events differ, court
are required to view the facts and dragasonable inferences in the light mc
favorable to the nonmoving partsacott v. Harris 550 U.S. 372, 378 (2007).
IV. DISCUSSION

“Because of the intensely factual tm@ of trademark disputes, summa
judgment is generally disfavored the trademark arena.KP Permanent Make-Up
Inc. v. Lasting Impression |, Inc408 F.3d 596, 602 (9tiCir. 2005) (citations
omitted). Nevertheless, Realdo’s moves for summaijudgment on Cacique’s twy
claims for registered trademark imfgement and unregistered trade-dr
infringement.

To prove its trademark infringement claahtrial, Cacique must establish th
(1) it owns a valid, protectable mark, af®) Reynaldo’s uses or used a confusin
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similar mark. Brookfield Comm., Inc. v. West Coast Entm’'t Cofi¥4 F.3d 1036
1046-47 (9th Cir. 1999). A confusingly sinmilaark is one that is “likely to produc
confusion in the minds of consumers atbdhbe origin of goods or services
guestion.” KP Permanent Make-Up, Inc. kasting Impression |, Inc543 U.S. 111,
117 (2004).

Cacique’s trade dress claim requires Caciguerove that (1}he trade dress i
nonfunctional, (2) the trade &d® is inherently distincter or has acquired seconda
meaning, and (3) there is a likeod of consumer confusion.Kendall-Jackson
Winery, Ltd. v. E. & J. Gallo Winery150 F.3d 1042, 1046-47 (9th Cir. 199Bijj
Water Co., LLC v. FijiMineral Water USA, LLC741 F. Supp. 2d 1165, 1172-]
(C.D. Cal. 2010).

Both claims have a common element—likeod of confusion. In the presel
Motion, Reynaldo’s contends that Cacigeennot establish likelihood of confusig
for either clain® In addition, Reynaldo’s arguesathCacique cannot prove sufficie
secondary meaning to support its trade dckssn. The Court adésses each issue
turn’

A.  Likelihood of Confusion

In the instant Motion, Reynaldo’s focuses most of its attention on
likelihood-of-confusion requirement in bottlaims. Likelihood of confusion is
“mixed question of law and fact that pgedominantly factual in nature.E. & J.
Gallo Winery v. Gallo Cattle Cp967 F.2d 1280, 1290 (9th Cir. 1992MF, Inc. v.
Sleekcraft Boats599 F.2d 341, 348-49 (9th Cir. 197R)s out an eight-factor test
111
I11]

% Reynaldo’s presents no evidence disputingvtiiglity of Cacique’s registered trademark.

* The Court has reviewed the eeidiary objections lodged by the past To the extent that th
Court relies upon evidence to which onenwore parties have objected, the CAOMERRULES
those objections. The evidence upon which the Crmlies is relevant, within the declarant
personal knowledge, based on neafsay, and within the propeurview of opinion testimony
under the Federal Rules of Evidence.
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that courts apply when assing likelihood of confusion. The factors are (1) strengt
of plaintiffs mark; (2) proximity of the goods(3) similarity of the marks;
(4) evidence of actual confusion; (5) markg channels used; &ype of goods ang
the degree of care consumers are likely erese; (7) defendant’s intent in selecti
the mark; and (8) likelihood ofxpansion of the product linedd. No one factor is
dispositive, nor is every famt applied in every caseOne Indus, LLC v. Jim O’'Neag
Distrib., Inc, 578 F.3d 1154, 1162 (9th Cir. 2009).

The parties agree that the |&eekcraftfactor—likelihood of expansion—is

inapplicable to the case at bar sirtbe parties are direct competitordNetwork
Automation, Inc. v. Ad&nced Sys. Concepts, InG&38 F.3d 1137, 1153 (9th Ci
2011). The Court analyzes the remaining seseekcraftfactors below. The Cour
distinguishes between the trademark dratle-dress claims where necessary,
notes that for many of the facsothe analysis is identical.

1. Strength of Mark

In analyzing the firsSleekcraftfactor, courts assess both the conceptual
commercial strength of the markM2 Software, Inc. v. Madacy Entm421 F.3d
1073, 1080-81 (9th Cir. 2005). Trademark® categorized along a spectru
Generic or descriptive marks are weakerewdas arbitrary or fanciful marks hay
more conceptual strengthd. A mark’s commercial sucse can serve to bolster th
strength of a mark that mdne conceptually weakeid. at 1081.

Reynaldo’s argues that Cacique’s regmstetrademark and its asserted trg
dress are not conceptually strong, explagnihat the individual elements in Cacique
labels are merely generand descriptive. H.g, Mot. 17:19-28.) Reynaldo’s als
contends that Cacique’s commercial strangtguments should be taken with a gr
of salt because they rely teely on expert-witness condions. (Mot. 19:10-20:8.
On the other hand, Cacique argues ttieg Court cannot look at the individu

> The Sleekcraffactors apply to trademark and trade drefsnigement claims uret federal, state
and common lawM2 Software, Inc. v. Madacy Entm421 F.3d 1073, 1080 (9th Cir. 2005). Thy
the factors apply to the likélood of confusion analysis for thoof Cacique’s claims here.
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elements on the labels, but must insteadsaer the registered trademark and

the

trade dress as a whole. g®n 17:21-19:27.) Cacique also points to its commergcial

success and the many years that the subjeelsldave been on the market to support

the strength-of-mark factorE(g, Opp’'n 7:22-8:23.)
While Reynaldo’s would have the Coaralyze the strength of the individu

al

elements of Cacique’'s registered ®athrk and asserted trade dress, this

individualized approach is contrary to thevla“[T]he validity and distinctiveness of
composite trademark is determined by viegvthe trademark as a whole, as it appe

in the marketplace.'Official Airline Guides, Inc. v. Gos$ F.3d 1385, 1392 (9th Cir.

1993). Thus, the court must look at themeénts of Cacique’s trademark and trg
dress in combination.

Reynaldo’s points to the labels of othmompetitors in th cheese market t
demonstrate that they too use rope badefFischer Decl. Exs. A-F.) But th
distinction is in the shape of the rope der, along with the ber elements found o
Cacique’s labels. The other labels peoeéd by Reynaldo’s do not include the sa

a
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D
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placement of a “human figet within the rope border and above the brand name.

Moreover, with respect to the trade dress,dblr scheme is also distinctive. It
true that red and green are the colorshef Mexican flag, but Cacique has carefu
chosen which elements contain those colors.

Overall, the Court acknowledges thae tfegistered trademark and trade dr

IS

Ily

©SS

do not quite rise to the level of arbitraryfanciful. Many of the elements, such as the

rope border and the human figures abowe ihand name appear to be intended
identify the products as Hispanic or Mexicanorigin. Nevertheless, reviewing th
evidence in the light most favorable tcethon-moving party, the Court finds th
Cacique’s labels are not meragjgneric or descriptive. The specific shape of the 1
border and the exact placement of a hanfigure above the brand name 3
distinguishable from other labels. In addition, ropes and the human figures depi
111
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in Cacique’s labels do notrdctly relate to cheese. Cacique’s trademark and t
dress therefore fall somewleein the middle of the caeptual strength spectrum.
But the strength-of-mark inquiryoatinues because Cacique has supp
evidence of the commercial strength of bthté registered trademark and the asse
trade dress. First, Cacique notes that the labels at issue have been in the mar

for twelve years, which is a significant amouwfttime. (Supp. Leader Decl. Ex. 1.

Cacique is also a major brand name inHkigpanic and Mexican-style cheese mark
Cacique’s proffered expert, David Stewéids analyzed salestdaand information on
Cacique’s advertising and maiting, concluding that thismmformation demonstrate
Cacique’s labels are recogable in the market. E(g., Stewart Decl. §{ 7-9.) Fg
example, Stewart opines that $5 millionaidvertising expenditugein a niche marke
like that of Mexican-styleheese is significant.Id. { 8.) Of course, Reynaldo’s ha
its own expert who opines to therdrary. (Tobin Decl. Ex. E.)

The Court finds that declaring a winnertims battle of the experts is prematy
at the summary-judgment stage. Agaunewing the evidence in the light mo
favorable to the non-moving partyhe Court determines that the firSteekcraft
factor—strength of mark—does not weighfavor of Reynaldo’s. But the Court |
also not willing to decide thdhis factor favors Cacique.

2. Proximity of Goods

The secondSleekcraftfactor assesses whether the goods are relate
complementary.M2 Software421 F.3d at 1081-82'Where the goods are related
complementary, the danger@jnfusion is heightened.ld. at 1082. In this case, it |

clear that this factor favors Cacique andimaling of likelihood of confusion. The

goods at issue—queso fresco—are virtually icbah It is the same type of Mexicar,
style cheese, and both parties sell their prteduicvacuum-sealedjear, plastic-wrap

packaging. Reynaldo’s concedes that tAdr does not work in its favor. (Mot. 22.
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3. Similarity of Marks

The similarity between the Cacique trademark and trade dress and the allegec

infringing Reynaldo’s label is critical ithe likelihood-of-confusion analysisSee,

e.g, M2 Software421 F.3d at 1082. “Similarity of mes is assessed in terms of thei

sight, sound, and meaningld. (internal quotation marks atted). Moreover, like in
the strength-of-mark analysisfrademark is not judged bysiparts, but rather viewe
“as a whole, as it appesain the marketplace.Official Airline Guides 6 F.3d at 1392,

First, the Court notes the distinctitetween Cacique’s registered tradem;

and its asserted trade dress. Both shameyrofthe same elementsuch as the loaft

shaped rope border. But color is expresifclaimed in the trademark registratig
(Supp. Leader Decl. Ex. 1.) To the extehat the Court considers color in i
analysis, it applies only to Cacique’s trade-dress claim.

Reynaldo’s argues that the dominant and distinctive features of Cacique

trademark and the labels that fall undes asserted trade dress are the litg
elements—“Cacique Ranchero Queso Fefart Skim Milk Cheese,” “Caciqu
Ranchero Queso Fresco,” and “Cacique Qu&esco.” (Mot. 14:3-10.) Accordin
to Reynaldo’s, its Reyndb’'s brand name is immediately distinguishable fr

Cacique’s literal elements.ld() Reynaldo’s also points othiat the “human figures’

at the top of both the Cacique labels dhd Reynaldo’s label are different. (Mat.

14:20-27.) Cacique’s label includeswaman on a burro with a man followin
behind, while the Reynaldo’s labelcindes a man wearing a sombrerold.)(
Moreover, Reynaldo’s emphasizes gradationsoior in the background of its label §

well as the use of the same red and grea@ors on other Mexican cheese produc

(Mot. 14:28-15:8.) The rope borders arsoatlifferent colors, and Reynaldo’s plag
significance on the different number of intely in the rope borders, which is whe
certain emblems are placed. (Mot. 15:9-21.)

On the other hand, Cacique argues that competing labels are similar f(
several reasons, including ttebel size, font scale, tHecation of brand names, an
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use of a nearly identical ribbon motif. (Opgdl0.) In terms of it¢rade-dress claim
Cacique also points out that the use dbcm the brand names and ribbon motif &
also identical. (Opp’n 10.)
A side-by-side comparison of the labatdssue is helpful to the analysis:
Cacique’s Registered Trademak Reynaldo’s Label

QUESO FRESCO

lSkI Milk {htl.‘sl.‘

(Supp. Leader Excl. Exs. 1-3.)
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Cacique’s labels include large letteriiog the brand name immediately below
half-tone drawing of characters intended®identified as Mexigain heritage. The
Reynaldo’s label is similar with large Im@&name lettering below a half-tone drawi
of a character in traditional Mexican dre®oth labels also include a red ribbon mo
below the brand name. WhiRReynaldo’'s has repeatedly emphasized the disting
in the shape of the ribbons, it took the Caaveral minutes to recognize this appar
distinction. A reasonable consumer in trecery aisle is unlikely to pause for th
length of time.

In terms of the trade dregbe brand-name letteringadso in an identical shade

of green. Cacique’sSRanchero” brand is in green, vid the Reynaldo’s name is i

green. Both are alsa similar fonts and sizes and, abty, both start with the letter

“R.” Overall, the Court finds sufficieneévidence of similarity between Cacique
labels and the Reynaldolabels to create triable issue.
Reynaldo’s cites several cases whewrts have found no likelihood ¢
confusion at the summary-judgment stageOfre Industriesthe Ninth Circuit found
the competing marks on motocross helmets dissimilar, but unlike here, the
found the dissimilarity more pronounceddause of the location of the marks on
helmets. 578 F.3d at 1163ere, the marks at issue make up almost the entire
of both the Cacique and Reynaldo’s produdts addition, the consumers in that cg
were found to be more attere and discerning, than tlo®nsumers of the much les
expensive queso fresco at issue held.; see alsoPart IV-A(6). Moreover, in
Kendall-Jackson Wineryhe Ninth Circuit found thatere was no jury question wit
respect to the depiction of grape leavastwo competing wine bottles. 150 F.3d
1049. But here, the Court finds that the contanthe labels at issue, such as a r{
border and the location of the human figurean@e distinctive than that of a graj

leaf on a wine bottle. Wine comes frograpes. The comation between the

elements on the labels hemdacheese is more attenuated.
/1]
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Overall, while noting that the Caciqa®d Reynaldo’s labels are not identic
the Court finds that the similarity of the marks slightly favors Cacique.
4.  Actual Confusion

Cacique concedes that it has not pnafte evidence of actual confusiop.

(Opp’n 16:7-10; ECF No. 119 at 1 38.) Rewuwéd argues that this absence of actu
confusion evidence is a powerful indicatiorattlthere is no likelihood of confusio
here. Matrix Motor Co. v. Toyota Jidosha Kabushiki Kaistz®0 F. Supp. 2d 1083
1093 (C.D. Cal. 2003)see also Cohn v. Petsmart, In281 F.3d 837842—-43 (9th
Cir. 2002). Reynaldo’s emphasizes that ¢benpeting labels havieeen in many of
the same stores for at least two year$,Gacique has not shown a single instancg
actual confusion. (Mot. 21:34.) But evidence of actuabrfusion can often be har
to obtain and “isnot dispositive against a trademark plaintiffBrookfield Comm.,
Inc. W. Coast Entm’t Corpl174 F.3d 1036, 1050 (9th Cir. 1999).

Overall, the Court finds this factor tipsfavor of Reynaldo’s and a finding th:
there is no likelihood of confusion. Like (Dohn where the parties “used the saj
trademark in the same city for six yearsriarket closely-related goods and service
the Cacique and Reynaldo’s labels have hesad on the same products in the sg
stores for at least two years. 281 F.3842-43. But the Court does not place
much weight on this factor as Reynaldo’s sldeecause of the nature of the good:
iIssue in this case. The cases citedReynaldo’s involved goods and services t
were more expensive,nd consumers were likely to be more attentivEee id.
(infringement claims involving veterinamglinic and national pet store chaibjatrix
Motor, 290 F. Supp. 2d at 1095 (plaintiff alleged infringement of mark on rg
cars).

5. Marketing Channels Used

Reynaldo’s concedes that the parties use the same marketing channels

their brands of queso fresco. (Mot. 22Gonvergent marketinghannels increase the

likelihood of confusion.”Sleekcraft599 F.2d at 353. This factor favors Cacique.
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6. Type of Goods and Degree of Care

Reynaldo’s also concedes that the sislkeekcraftfactor—the type of good:s
and degree of care that a consumer isYikel exercise—is either neutral or favo
Cacique. (Mot. 22.) The goods are identicMoreover, consumers are unlikely
spend time and effort distinglning between the two prodsdecause cheese is no
big ticket item. “[W]hen dealing with expensive products, customers are likely
exercise less care, thus making confusion more likeBréokfield Comm.174 F.3d
at 1060;see also E.& J. Gallo Winen®67 F.2d at 1293 (upholding district cot

U7

to
[ a
to

irt

finding that consumers exercise less care whaohasing cheaper items such as wine

and cheese). The Court holdtst this factor clearlyavors Cacique and supports
finding of likelihood of confusion.

7. Defendant’s Intent in Selecting Mark

The seventhSleekcraftfactor considers whethdhere is any evidence thg
Reynaldo’s intended to adoptsanilar mark. A lack of itent evidence, however, i
not fatal to Cacique’s claimsE. & J. Gallo Winery 967 F.2d at 1293. But eviden(
of intent can be powerfullf an alleged infringer knoingly adopts a similar mark,
court must presume that the public will be deceivédercrombie & Fitch Co. v
Moose Creek, Inc486 F.3d 629, 637 (9th Cir. 2007).

Reynaldo’s concedes that it was asvaf Cacique’s label elements, but
argues that is not enough to show thayrigédo’s knowingly adopted the elements
Cacique’s label. (Mot. 21:15-28.) Cacigumwever, points to internal marketir
memoranda from individuals at the WissonCheese Group regarding the creatior
a new Reynaldo’s label. @wart Decl. § 11, Ex. 2.)According to Cacique, these
Il

® The only objections made by Reynaldo’s to therimal memoranda are premised on Federal R
of Evidence 701, 702, and 801. The Court is not relgimghe expert’s opinion in its analysis, af
the Court finds that these memoranda are matrday under Federal Rule of Evidence 801(d)
Therefore, those objections a®/ERRULED. Since no other objections were raised, the Cq
considers the evidence in its analysis.
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communications demonstrate that Reynadtdfied to imitate Cacique’s label
(Opp’n 14:3-10.)

UJ

The Court finds that the fact Reydals was aware of the Cacique labels,

coupled with the internal memoranda, presenigy question a® whether there wa;

intent to copy or imitate the labels.The Court does not beve the internal

UJ

memoranda are strong evidence of intdntf a reasonable juror could make the

inference. Since the Court cdmdes that this factor is inconclusive at this stage, it

weighs against summary judgment in favor of Reynaldo’s.

Having considered all of the relevaBleekcraftfactors, the Court determings

that most of the factors either favor Caciqoe are too close to assess in favor

of

Reynaldo’s at summary judgment. The evide presents a triable issue on likelihqod

of confusion.
B. Inherent Distinctiveness or Secondary Meaning

To succeed on its trade-dress claim, Gaeimust also prove that its asserted

trade dress is “inherently distinctivie has acquired secondary meanindg<éndall-
Jackson Wineryl50 F.3d at 1046-47. Consideration of this prong of the trade-
claim is similar to the strength-of-mark aysik above. Distinctiveness and second

dres
ary

meaning are essentially interchangeablensefor this element of the trade-dress

claim. “The basic element of secondaryamag is [ ] the mental association by| a

substantial segment of consumers and piatieconsumers betweaethe alleged mark

and a single source of the producl®vi Strauss & Co. v. Blue Bell, In&78 F.2d
1352 (9th Cir. 1985).

Reynaldo’s folded the secondary mearmmglysis into its arguments regardipg
the strength of Cacique’s trademark and draldess. (Mot. 18:19-10:23.) But the
Court writes separately, for clarity’s sake, since it is a distinct element of Cacyque’

trade dress. Much of the same evide proffered by Cacique regarding
conceptual and commercial strength of itsels and products are used to suppo

ta

finding of secondary meaningE.g, Opp’'n 11:17-24.) Since the Court has already

15
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found that the battle of the experts shonlit be decided at the summary-judgmg
stage with respect to sales data and dbueg, the Court finds that a triable issl
exists as to secondary meanirggeePart IV-A(1).
V. CONCLUSION
For the reasons discussed above, the QOENIES Defendant’s Motion for
Summary Judgment on Trademark/Teddress Claims. (ECF No. 64.)
IT IS SO ORDERED.

February 10, 2014

p # i
Y 2077
OTIS D. WRIGHT, Il
UNITED STATES DISTRICT JUDGE
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