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UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF TEXAS
SAN ANTONIO DIVISION

NEEDBASEDAPPS, LLC,

Plaintiff, Cv. No. SA:12-CV-00291-DAE

VS.

ROBBINS RESEARCH
INTERNATIONAL, INC.; STEVEN
PAUL DOYLE; AND ANTHONY
“TONY” ROBBINS a/k/a or f/k/a
ANTHONY JAY MAHAVORICK,

w W W W W W W W W W W W LN

Defendants.

ORDER: (1) GRANTING DEFENDAN®’' MOTION TO TRANSFER ACTION
TO THE CENTRAL DISTRICT OF CAIFORNIA; (2) DENYING AS MOOT
DEFENDANTS’ ALTERNATIVE MOTIONS; (3) DENYING AS MOOT
PLAINTIFF’'S MOTION FOR PRELIMNARY INJUNCTION; AND (4)
DENYING AS MOOT PIAINTIFF'S MOTION FOR
REFERRAL TO MEDIATION

On February 15, 2013, the Coheard oral argument on the Motion
for Preliminary Injunction filed by PlainfiNeedbasedapps, LLC (“Plaintiff” or
“NBA”) (doc. # 8); NBA’s Motion forReferral to Mediation (doc. #15); and
various alternative motions—a Motion todhiss or Transfer Action Pursuant to
“First Filed” Rule, an Alternative Mmon to Dismiss or Transfer Based on
Improper Venue, an Alternative Mon to Transfer Pursuant to 28
U.S.C. § 1404(a), and an Alternative Mwtito Stay Proceedings Pending Rulings

in First-Filed Case—filed by Stevenu®d@oyle, Anthony‘Tony” Robbins, and
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Robbins Research International, Inc.ligctively, “Defendants”) (doc. # 10).
Robert L. Chaiken, Esqg.nd R. Laurence Macon, Esa@ppeared at the hearing on
behalf of Plaintiff; Briee K. Spindler, Esq., arldnda S. McDonald, Esq.,
appeared at the hearing on behalf of Ddbnts. For the reasons that follow, the
CourtGRANTS Defendants’ Motion to Dismiss or Transfer Action Pursuant to
“First Filed” Rule (doc. # 10 at 3-5) aflRANSFERS this case to the United
States District Court for the Central District of CaliforrdENIESASMOOT
Defendants’ remaining alternative motidis dismissal, transfer, or stay

(doc. # 10 at 5-13PENIESASMOQOT Plaintiff's Motion for Preliminary
Injunction (doc. # 8); anBENIES ASMOOT Plaintiff's Motion for Referral to
Mediation (doc. # 15).

BACKGROUND

l. Events Precipitating This Litigation

Plaintiff Needbasedapps, LLCNBA”) is a Texas limited liability
company. Defendant Robbins Researchriaional, Inc. (“RRI) is a marketing
firm incorporated in Nevada, with itsiprary place of business in California.
(Doc. # 10-1 at 1.) RRI promotesdsells personal coaching services and
motivational products. _(Id.) Defendabhthony “Tony” Robbins (“Robbins”) is

RRI's Chairman. (Id.)



In October or November @010, RRI and NBA entered into
discussions about NBA developing iPhoifgad, Mac Deskio, and web-based
applications for RRI (collectively, “thapplications”). (Doc.# 1 Ex. A 9;
doc. # 10 App. C 11 9-11.) The partied dot execute a written contract.

(Doc. # 10 App. C 1 9; doc. # 1 Ex. A J8-15.) Nevertheless, in January or
February of 2011, RRI allegedly “loane#i20,000 to NBA “to offset certain costs
of developing the iPhone application and tRad application.” (Doc. 10-1 1 9.)
Then, on February 9, 2011, a represengatiiVNBA indicated in an email that
NBA was “short on cash’ral requested “some kine [sic] of an agreement or
written statement” that NBA could show patial investors.” (Doc. # 10 App. E,
Ex. A; doc. # 10-1  11.) In responsdties request, RRI and NBA began to
negotiate a term sheet, allegedly reaglagreement on a Summary of Terms
(“SOT”) in May 2011. (Doc# 10 App. C 1 12.)

RRI claims that the SOT estehed, among other things, that (1)
“upon RRI's acceptance of an Appliaati, any and all discoveries, inventions,
improvements, trade secreftsiow-how, works of authorship or other intellectual
property . . . incorporated into the dipption would become. . the sole and
exclusive property of the RRI” (id. 1 12(d)(i)); (2) that “all original works of
authorship protectable by copyrightdve] ‘works for hire’ owned by RRI”

(id. T 12(d)(ii); (3) that Defendant walifacilitate all necessary transfers and



licenses of intellectual property to RRIafy third party provided services to
develop the applications (i§i.12(d)(iii)); and (4) thathe parties would eventually
“negotiate and draft a long-form contract” (id.  12). However, the parties do not
dispute that the SOT was never executadithat no long-form contract was ever
signed. (Id. 1 13; doc. # 1 EA f 14-15; doc. # 20 at 2.)

Despite the parties’ failure execute the SOT or a long-form
contract, NBA began developing thepdications and hired Steven Doyle
(“Doyle”) as a programmer. (Doc.#Ex. A 1Y 11-12; doc. #10 App. A1 12.)
Both parties acknowledge thRRI advertised to custars that certain of the
applications would be available forlsat a “Date with Destiny” event on
December 17, 2011, and subsequently ‘@usiness Mastergeminar” on January
20, 2012. (Doc. # 10 App. C 11 16-18¢cd#l Ex. A 11 14-15.) However, NBA
did not deliver the applications by tleodates. (Doc. # 10 App. C 11 17-19;
doc.# 1 Ex. A 11 14-15.) RRI claims that NBepresented that the applications
would be completed in time for the eve(dsc. # 10 App. C 11 16-17) and that
NBA's failure to deliver the applicatiorferced RRI to offer attendees at the
Business Mastery Seminar alternatsompensation amounting to $192,000
(id. 1 19).

On January 3, 2012, apparently oaeyear after he began working on

the applications, Doyle signed a leteggreement with NBA. (Doc. # 1



Ex. A 16.) The agreement purported téraeall softwareand other materials
developed by Doyle as “works for hiréiat belonged to NBA under copyright
law. (Doc. # 10 App. C 1 21; Doc. # 1. EX 1 16.) The agreement also prohibited
Doyle from performing any services for R®k a period of one year after the
termination of his contract with NBA. (Doc. # 10 App. C  26; doc. # 1
Ex. A 16.) RRI alleges that NBAriduced Doyle to enter into the letter
agreement based on the false representthat [it] was required by [NBA's]
agreement with RRI."(Doc. # 10 App. C 1 25.)

According to RRI, on Janua®2, 2012, NBA'’s counsel, Michael
Paradise (“Paradise”), informed RRI'swrsel, Frederick Gartside (“Gartside”),
that NBA would not deliver the applicans to RRI. (Doc. # 10 App. C 1 29.)
Paradise allegedly told Gartside tHaRI would have no choice but to buy-out
[NBA].” (Id.) RRI further alleges tht on January 24, 201RParadise demanded
that RRI pay $900,000 to buy NBA's rights to the applications. (Id.) On January
25, 2012, Doyle and RRI entered intavatten contract whereby Doyle assigned
his rights and interest in the applicatiadaRRI. (Doc. # 10 App. C 1 31; doc. #1
Ex. A 18))

Il. Initiation of the Calibrnia and Texas Actions

On January 30, 2012, RRI filedcomplaint against NBA in the

United States District Court for the Centitastrict of California. See Robbins



Research Int'l, Inc. v. NeedBasedApph&C, et al, No. 2:12-cv-00797-GW-JEM

(C.D. Cal. Jan. 30, 2012) [hereinaft@alifornia action”]; see also do#&.10
App.A. The complaint included claims foreach of contract, intentional and
negligent misrepresentation, and declaratory relief. (Id.)

On February 20, 2012, NBA fileallawsuit against RRI and Robbins
in Texas state court (“thBexas action”).(Doc. # 1 Ex. A.) The state court
petition included claims for breach ofrdeact, tortious interference with a
contract, conspiracy, misappropriation of traderets, and declaratory relief. (ld.)
Then, on March 23, 2012, NBA filed indlCalifornia action a Motion to Dismiss
for Lack of Personal Jurisdiction. (Califoa action, doc. # 10.) On the same day,
NBA filed a Motion to Dismiss Case @ransfer, arguing that RRI's complaint
should be dismissed with prejudice on varigusunds, including that it “fail[ed]
to join indispensable party Steven Doylet; alternatively, that the case should be
transferred, pursuant to 28 U.S.C. § 1404i@jhe Western District of Texas,
where Doyle could be joined. (lfarnia action, doc. # 9 at 3.)

RRI removed the Texas actitmthis Court on March 30, 2012,
asserting that federal jurisdiction igpaopriate because NBA's claims require
application of federal copyright law. @0. # 1 at 4-8.) Then, on April 5, 2012,
RRI filed its First Amended Complaint the California action, joining Doyle as a

party plaintiff. (California action, doét 17.) In light of the First Amended



Complaint, the Honorable George H. Winited States District Judge for the
Central District of Califonia, vacated NBA's motion® dismiss or transfer.
(California action, doc. # 19.)

On April 12, 2012, NBA filed inhe Western District of Texas the
Motion for Preliminary Injunction that isow before the Court, urging the Court
“to enjoin RRI and Doyle, parties ovethom it has jurisdiction, from prosecuting

in the California case duplicative clairfespecially declaratory judgment claims)

that already are pending within its exig subject matter jurisdiction, in [the
Texas] case.” (Doc. # 8 &t(emphasis added).) Shortly thereafter, on April 16,
2012, Defendants filed a number of altéiveamotions that & also before the
Court: (1) a Motion to Dismiss or Transt&ction Pursuant to “First Filed” Rule;
(2) an Alternative Motion to Dismiss or Transfer Based on Improper Venue; (3) an
Alternative Motion to Transfer Pursuant to 28 U.S.C. § 1404(a); and (4) an
Alternative Motion to Stay ProceedinBgnding Rulings in First-Filed Case.
(Doc. # 10.) Each of Defendants’ nais urges the Court to find, on various
grounds, that the United States Districtutt for the Central District of California
is the proper venue for resolutiontbe dispute between these parties.

On April 25, 2012, NBA filed the Opposed Motion for Referral to
Mediation that is also before the Cou(Doc. # 15.) Deendants filed their

Response in Opposition to Motion on A@0, 2012, calling NBA’s motion “a



waste of judicial resources and an eftorcircumvent the jurisdiction of the
United States District Court for the Centitastrict of California, in which the
first-filed case between the padies pending.” (Id. at 1.)

On April 30, 2012, NBA again fitkin the California action (1) a
Motion to Dismiss for Lack of Jurisdictio(California action, doc. # 23) and (2) a
Motion to Dismiss Case or Transfer ({@@nia action, doc. # 24). On June 5,
2012, Judge Wu denied NBA'’s motiondismiss for lack of jurisdiction and
granted NBA’s motion to dismiss asRRI’s claim for breach of a written
contract, granting RRI leave to amer(@alifornia action, doc. # 31.) Finally,
Judge Wu denied NBA'’s motion to transfadding that “[tjhe Court perceive[d]
zero indications that the choice of forum in this case was as the result of forum
shopping.” (California action, doc. # a04; 12-cv-00291-DAE, doc. # 24 at 5.)

On July 17, 2012, NBA filed in the California action a Motion to
Dismiss First, Second, Third, Sixth, aBdventh Causes of Action for Failure to
State Any Claim (Rule 12(b)(6)); Fouréimd Fifth Actions for Lack of Subject
Matter Jurisdiction (Rule 12(b)(1)). ({farnia action, doc. # 42.) Three days
later, RRI moved for leave to file ishird Amended Complaint and to add Mark
Geller (a principal of NBAps a defendant. (Califaa action, doc. # 44.) On
August 31, 2012, Judge Wu dismissed’'RRrst and second causes of action

(breach of express contract and breacimglied-in-fact contract), granting leave



to amend; denied all of NBBs other motions, includings motion to transfer the
action to the Western District of Texasid denied RRI’'s motion for leave to add
Mark Geller as a defendanfCalifornia action, doc. # 65.)

On September 10, 2012, RRI filed its Third Amended Complaint
against NBA and Does 1rbugh 10, bringing claimfor (1) breach of express
contract; (2) breach of implied-in-faabmtract; (3) quasi-contract; (4) breach of
express contract (for the $20,000 loan);itBentional misrepresentation; and (6)
declaratory relief. (Doc. # 32 Ex. BOn November 5, 2012, Judge Wu denied
NBA'’s motion to dismiss the Third Ameed Complaint. (Id. Ex. C.) On
November 19, 2012, NBA filed its Amend@aswer to Plaintiffs’ Third Amended
Complaint (id. Ex. D), alleging as affiative defenses some of the claims it
asserted in the Texas litigation.

On January 22, 2013, Judge Wuezad a New Scheduling Order in
the California action. (Doc. # 32 Ex. ABursuant to that ruling, mediation
between all parties is scheduled to oamui~ebruary 26 or 22013, in Las Vegas,
Nevada, with Hon. David Hagan. (ldThe Order further provided that mediation
must be complete by Mar@y, 2013; that the discovery cut-off is July 1, 2013;
and that the trial is currently tsor September 10, 2013. (Id.)

Currently before this Couare NBA’s Motion for Preliminary

Injunction (doc. # 8); NBA’s Motion foReferral to Mediation (doc. #15); and



various alternative motions—a Motion todhiss or Transfer Action Pursuant to
“First Filed” Rule, an Alternative Mmn to Dismiss or Transfer Based on

Improper Venue, an Alternative Motion Twansfer Pursuant to 28 U.S.C. §
1404(a), and an Alternative Motion to Stay Proceedings Pending Rulings in First-
Filed Case—filed by Defendants (doc. # 10).

LEGAL STANDARD

“The federal courts long haveaognized that the principle of comity
requires federal district courts—courtsamiordinate jurisdiction and equal rank—

to exercise care to avoidterference with each otherdfairs.” W. Gulf Mar.

Ass'n v. ILA Deep Sea Local 24, S. A& Gulf Coast Distof ILA, AFL-CIO, 751

F.2d 721, 728 (5th Cir. 1985) (citing Keroté4fiy. Co. v. C-O-Two Fire Equip.

Co., 342 U.S. 180 (1952)). “As between fedldristrict courts, . . . the general

principle is to avoid duplicative litigatioh.Colo. River Water Conservation Dist.

v. United States, 424 U.S. 800, 817 (1978)he concern manifestly is to avoid

the waste of duplication, to avoid rulinggéich may trench upon the authority of
sister courts, and to avoid piecemeal resolution of issues that call for a uniform

result.” W. Gulf Mar. Ass’n, 751 F.2d at 729.

Toward this end, the Fifth Circuadheres to the “first-to-file rule,”
which states that “when related cases@ending before twiederal courts, the

court in which the case wasstdiled may refuse to hedrif the issues raised by

10



the cases substantially overfafCadle Co. v. Whatabger of Alice, Inc., 174 F.3d

599, 603 (5th Cir. 1999). This rulmaximize[s] judicial economy and
minimize[s] embarrassing inconsistenciés’ permitting a district court to
“prophylactically refus[e] tdhear a case raising issubat might substantially
duplicate those raised by a case pendiranother court.”_Id. at 604.

The first-to-file rule not onlgetermines which court may decide the
merits of substantially similar issues lal$o establishes which court may decide
whether the second suit filed must bendissed, stayed, or transferred and
consolidated. Under Fifth Circuit precedétihe court in which an action is first
filed is the appropriate court to datene whether subsequently filed cases

involving substantially similar issues shoyibceed.”_Save Power Ltd. v. Syntek

Fin. Corp., 121 F.3d 947, 950 (5th Cir. 199%).other words, “[i]n the absence of
compelling circumstances the court initiadlgized of a controversy should be the

one to decide whether it will try the cadséMlann Mfq., Inc.v. Hortex, Inc., 439

F.2d 403, 407 (5th Cir. 1971).

Thus, the “crucial inquiry” for # court in which the subsequent case
Is filed is whether there is “substantial overlap” betweenwvioeactions._Save
Power, 121 F.3d at 950. The rule doesrequire that the eims or even the

parties be identical. See Int’l Fid. IrGo. v. Sweet Littldviexico Corp., 665 F.3d

671, 678 (5th Cir. 2011) (“The rule does najuie the cases to be identical.”); W.

11



Gulf. Mar. Ass’n, 751 F.2d at 731 n.5 (mag that incomplete identity of the

parties does not require teenultaneous litigation of two essentially identical

actions where the parties could obteamplete relief irone forum and any

missing parties could probably be joinedhat action). Instead, if the two actions

are likely to “overlap on the substantive issues,” they should be consolidated in
“the jurisdiction first seized of thssues.”_Mann Mfg., 439 F.2d at 408 n.6; see

also id. (“Once the likelihood of substantial overlap between the two suits had been
demonstrated, it was no longer up to theuft in the second-filed case] to resolve

the question of whether both shouldaddewed to proceed”; that authority

belonged to the court in the first-filed case) (emphasis added); Cadle, 174 F.3d at
606 (“[O]nce the district court found that the issues might substantially overlap, the
proper course of action was for the courtremsfer the case to the [first-filed]

court to determine which case shoufdihe interests of sound judicial

administration and judicial economyroceed.”) (emphasis added).

DISCUSSION

l. Defendants’ Motion to Dismiss or Trsfier Action Pursuant to “First Filed”

Rule
Defendants argue that this cakelwdd be dismissed or transferred to
the Central District of California pursuantttee first-to-file rule. For the reasons

that follow, the Court concludes that, puastito the first-to-file rule, this action

12



should be transferred to the Central Dgdtaf California for a determination of
whether the Texas action should liewaed to proceed independently or
consolidated with the Califara action. Accordingly, # Court declines to address
Defendants’ other asserted grounds for dismissal, transfer, or stay.

A. The Two Actions “Substantially Overlap”

There is no dispute that the césdore this Court, filed on February
20, 2012, was filed subsequently te Galifornia action, which was filed on
January 30, 2012. (See doc. # 10 at 2; #&0 at 8.) Thus, the “crucial inquiry”
for this Court, as the court of secondrgi is whether there is a “likelihood of
substantial overlap” between the twoians. Save Power, 121 F.3d at 950.
Again, the rule does not require that tha@ls or even the parties be identical.

See Int'l Fidelity Ins. Co., 665 F.3d at 678; W. Gulf. Mar. Ass’'n, 751 F.2d at 731

n.5. Instead, “all that need be presenhéat the two actions involve closely related

guestions or common subject matter.”.T.ex. Instruments Inc. v. Micron

Semiconductor, Inc., 815 Fufp. 994, 997 (E.D. Tex. 1993).

That these two actions substaltfiaverlap can hardly be denied;
both arise from the very same transasi and occurrences, the same fight over
who owns the applications and related intellectual propertyhelexas action,
NBA asserts that RRI induced Doyle tehch his agreement with NBA as part of

a “scheme to misappropriate andsteal the NBA technology and the NBA

13



products.” (Doc. # 1 Ex. A 1 13, i1 46—-48.) NBA’s second claim is against
Doyle for breach of contract, alleging thnet “breached the contract by disclosing,
purportedly selling, and delivering RRI and Robbins, the NBA Technology, and
the NBA Products . . ..”_(Idf 24.) NBA also brings claims for misappropriation
of trade secrets, arising from the samamsaction, against Doyle, Robbins, and
RRI. (Id. 11 32—-39; id. 11 40-45.) FinalNBA requests a declaration that it
owns the intellectual property that Doyle purpolyeaksigned to RRI.

(Id. 19 27-29.)

Each of these claims is esBally a mirror image of one or more
claims that RRI brought against NBAtime California action.While NBA alleges
in the Texas action that RRI induced Doy breach his agreement with NBA as
part of a scheme to misappropridtBA technology (doc. # 1 Ex. A  13;

id. 11 46-48), RRI, in the California actidarjings claims for breach of contract
against NBA for its “fail[ure] to causedyle to enter into an agreement providing
for the transfer and license of inegtual property to RRI” and its alleged
inducement of Doyle to sign an agreernessting ownership of the intellectual
property in NBA (doc. # 67 § 40). Thesauses of action arise from the same
transactions—the agreements tBalyle signed with NBA and RRI.

Similarly, the parties’ requestsrfdeclaratory relief are mirror images

of each other. In the Texas action, NBéeks a declaration that it owns, pursuant

14



to the “work for hire” letter executed @anuary 3, 2012, the intellectual property
that Doyle purportedly assigned to RRI on January 25, 2012. (Doc. # 1

Ex. A 11 21, 29(a), 29(b).) ConverseRRI, in the California action, seeks a
declaration that (1) it owns the inwtkual property through its own contribution
and through the January 25 assignment foyle and that (2) NBA'’s claims to
that property pursuant to the “work foire” letter Doyle executed are invalid.
(Doc. # 67 11 84-88.) Both actions raise the same question: Who owns the
intellectual property that Doyle producddring the relevant time that he was
working for NBA?

NBA also requests a declaratioath[a]t no time ha RRI or Robbins
entered into a contract with NBA by wh RRI or Robbins acquired any rights,
title, or interests in the NBA Technologhe NBA Products or in any intellectual
property” (doc. # 1 Ex. A 1 29(c)). Bause RRI alleges that the SOT vested
ownership of all relevant intellectualgperty in RRI, such a declaration would
also require this Court to find that tB©T was not binding on the parties. (See
doc. # 20 at 2 (wherein NBacknowledges that “RRIllages ownership of the
software based upon an unsigned ‘summarngiwhs’™).). Conversely, RRI, in the
California action, requests a declaratioritbe respective rights and obligations of
RRI and NBA under [the SOT]specifically NBA'’s obligation “to deliver the

software and other work product for the Applications.” (Doc. # 67 { 87, 85.)

15



Again, both requests for declaratory relief hinge on the same question: Was the
SOT, while never execudenevertheless bindiran the parties?

As NBA itself admits, “[a]t its cordhis case, like the parallel case in

California, involves the question wtho owns [the] software” at issue

(doc. # 20 at 1 (emphasis added)jdeed, NBA repeatedly makes strong

arguments in favor of transfer when itaits that “at the heart of the parties’

disputes lies the NBA-Doyle relatidmp and their January 3 Contract”

(doc. # 20 at 9); that many of RRI’s claims in the California action “indisputably
would be compulsory counterclaims” iretif'exas action (doc. # 8 at 2); and that
RRI and Doyle are “prosecuting inglCalifornia case” claims that are
“duplicative” of those in the Texas action (id. at 6).

Moreover, with the exception of Tony Robbins, who is a California
resident and may be joined if NBA desiral,of the defendants in this action are
parties to the California action. Whileetiparties need not be identical to find
“substantial overlap,” Save Power, 12Bd at 951, the near identity of these
parties certainly weighs invar of such a finding. Becae all of the defendants in
the Texas action are subject to the peas jurisdiction of the United States
District Court for the Central District @alifornia, NBA carobtain the same relief

it seeks in Texas by filing counterclaimstire California action. See W. Gulf.

Mar. Ass’n, 751 F.2d at 731 n.5 (noting titomplete identity of the parties does

16



not require the simultaneous litigationtefo essentially identical actions where
the parties could obtain comege relief in one forumrad any missing parties could
probably be joined in that action).

In sum, while the claims in thisase and the California action are not
identical, “the record shows that the ovecantent of each suit . . . would likely
overlap to a substantial degree.” Mawifg., 439 F.2d at 407. Had these actions
both been filed in the same district, fBeurt has little doubt that they would have
been consolidated pursuant to Federal Rél€ivil Procedure 42(a). See Fed. R.
Civ. P. 42(a) (permitting a court, in its distion, to consolidate cases before it that

“involve a common question of law or fagtBristol-Myers Squibb Co. v. Safety

Nat'| Cas. Corp., 43 F. Supp. 2d 734DETex. 1999) (court’s discretion to

consolidate premised on balancing tesat theighs savings of time and effort

against inconvenience, delay, or expense); Morrison v. Amway Corp., 186 F.R.D.

401, 403 (S.D. Tex. 1998) (“Actions inwing the same parties are likely
candidates for consolidatiobut a common question of laov fact is sufficient.”).
It is clear, therefore, that theseaactions “substantig overlap.”

B. NBA’s Arguments Againstransfer Are Meritless

The first-to-file rule is not an ffexible rule to be mechanically

applied. Nevertheless, the Fifthr€liit has stated that only “compelling

17



circumstances” can justify departure framMann Mfg., Inc., 439 at 407. As

detailed below, the Court does not find seompelling circumstances in this case.

1. RRI Has Not Engaged in Forum Shopping

As a preliminary matter, whilBA claims that[RRI’s] initial
complaint in the California case was mgra sham filing to avoid anticipated
litigation in Texas” (doc. # 20 at 3), ti@ourt finds no evidence of impropriety on
RRI's part. Instead, the clua of forum in the Central District of California was
reasonable on a number of grounds. Fih&,California court had subject matter
jurisdiction pursuant to 28 U.S.C 1831 since, among other things, the
determination of whether Doyle created siodtware as a “work for hire” for NBA,
and the respective rights of the parties to the intellectual property, require
application of federal copyrd law. See 17 U.S.C. § 101.

Second, the California court hpdrsonal jurisdiction over NBA and
Doyle, since each of them had minimwontacts with California sufficient to
support specific jurisdiction over thenm NBA'’s case, of course, those minimum
contacts arose from its negotiations with R&California corporation, relating to
a product to be delivered and used in @afifa. In Doyle’s case, those minimum
contacts arose from his entrance iatbassignment agreement with RRI, a
California company, and hisleged transfer to RRI of the intellectual property at

issue._See, e.q., Burger King CovpRudzewicz, 471 U.S. 462, 475-76 (1985)
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(where defendant deliberately createdntinuing obligations” between himself
and residents of the forum, he availed himself of the privilege of conducting
business there, requiring him to submittie burdens of litigation there as well).
Third, many of the “conveniencadtors” that courts weigh when
considering whether to transfer action under 28 U.S.C. § 1404(a) favored

litigation in the Central District of Califorai See In re Volkswagen of Am., Inc.,

545 F.3d 304, 315 (5th Cir. 2008) (considering (1) the relative ease of access to
sources of proof; (2) the availabiliof compulsory process to secure the
attendance of witnesses; (3) the costtténdance for willing wnesses; and (4) all
other practical problems that makelkiof a case easgxpeditious and
inexpensive). For example, the agreatbetween RRI andBA was negotiated
by Robbins and RRI's employees and attornailf whom reside in California.
(Doc. # 10 1 32.) As NBA's counsel admitted at the hearing on February 15,
2013, only one of NBA'’s threprincipals lives in Texas; the other two live in New
York and Puerto Rico. The applicationgssue were intended for RRI's use in its
California-based businesgDoc. # 10 § 32.) Additionally, whether or not the
SOT'’s forum-selection clause was bindmgthe parties (an issue this Court need

not address today), it was not unreasonabl®f®l to believe that it was and to act

accordingly when initiating the Califora action. (See doc. # 10 {{ 16-17
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(indicating that RRI beliexd®NBA had accepted the terms of the SOT by email
and that the parties had acted in reliance on it).)

Finally, the Court finds NB/A allegations that RRI somehow
“recruited Doyle to move to California” (do#.8 at 8) so that it could join him as a
party in the California action to be bathsupported by the record and irrelevant.
NBA has given this Court no reason to bediehat Doyle, who once declared that
he had no interest in the litigation (see dbc. # 10 at 12), would move across the
country at RRI's behest for the purposditifating these claimghere. Nor is
there any reason to believe that RRI'sid®n to join Doyle as a party—which it
did in response to NBA’s motion arguingattDoyle was an indispensable party
(doc. # 24)—was improper.

As Judge Wu stated in his orakenying NBA’s motion to transfer the
California action to this Court, “[tjh€ourt perceives zero indications that the
choice of forum in this case was as thsult of forum shopping.” (California
action, doc. # 30 at 4; 12-cv-00291-DAE, d#@4 at 5.) Considering the parties
and the subject matter, the United Statestrigt Court for the Central District of
California was a logical and proper place RRI to file suit. Accordingly, the
Court rejects NBA's contentions that thest-to-file rule should be disregarded

based on RRI's alleged forum shopping.
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2. This Court May Not Decide tHeropriety of the California Action

More fundamentally, NBA’s argumethat the first-filed case is a
“sham” misses the mark: The propriety o tGalifornia action is not for this Court
to decide. Although the Fifth Circuit genllyadisallows the use of an anticipatory

declaratory judgment action to establisinwe, see Granite Seins. Co. v. Tandy

Corp., 986 F.2d 94, 96 (5th Cir. 1992), it is the court of first filing that determines
whether the first-filed case should proceed. See Cadle, 174 F.3d at 606 (“[O]nce
the district court found that the issuagyht substantially overlap, the proper

course of action was for the court to tranghe case to the [first-filed] court to
determine which case shouid,the interests of sound judicial administration and

judicial economy, proceed.”); Tex. Imgiments Inc. v. Micron Semiconductor,

Inc., 815 F. Supp. 994, 999 (E.D. Tex. 1963)pprehension that the first-filed
court will fail to appropriatly consider the conveniencd the parties and the
witnesses is not a proper matter for @murt’s consideration.”); Lear Siegler

Servs. v. Ensil Int'l Corp., SA-05-CA-0679-XR, 2005 WL 2645008, at *2 (W.D.

Tex. Sept. 20, 2005) (“The validity of tiierst-filed] Action is not before this
Court. The issue before this Courinbether the cases are so duplicative or
involve substantially similar issues tlaate court should decide the subject matter

of both actions.”).
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NBA itself acknowledges thdi]n the absence of compelling
circumstances, the court initially seizefda controversy should be the one to
decide whether it should try the case” (d®d9 at 3—4), but it claims this Court,
not the California court, is the court ofdi filing. “[T]his Court,” says NBA, “is
the first court, from an actual and practipalspective, to be in a position to do
what the California court could not do wheRl filed suit there; that is, adjudicate
the entire controversy betweall necessary and indespsable parties . . . .”

(Doc. # 20 at 12.) However, this premisenistaken: the first-to-file rule favors

the court “initially seized” of the subjentatter of a controversy, not the court in

which all current parties we first joined. _See Mann Mfg. Inc., 439 F.2d at 408

(holding that the court with “prior jisdiction over the common subject matter”

should resolve all issues in related act)desnphasis added). It does not matter
when an additional party (here, Doyle)syained in the first-filed suit, because
“regardless of whether or not the suits are identical, if they overlap on the
substantive issues, the cases would baired to be consolidated in . . . the
jurisdiction first seized of the issuesld. (emphasis added)Accordingly, the
California court, as the court initially iged of the controversy surrounding the

intellectual property at issue in this caseyundoubtedly the court of first filing.

22



C. The California Court Must Orde Which Case Should Proceed

Because it is clear that (1) tkds a “likelihood of a substantial
overlap” between these two actions and (Bathe California court is the court of
first filing, this Court must permit th€alifornia court to determine which action

should proceed. Sutter Corp. v. P&Rlus., Inc., 125 F.3d 914, 920 (5th Cir.

1997) (holding that the district court inetlsecond-filed action abused its discretion
in denying a motion to dismiss, transferstay proceedings to allow the first-filed
court to rule). If the United States Dist Court for the Central District of
California determines that the interestgusitice and judicial economy require that
the action be adjudicated in this distrittmay transfer the action back to this
Court; but this Court, as the courtsd#cond filing, may not make such a

determination itself._See Mann Mfg., 4B2d at 408 n.6 (“Once the likelihood of

substantial overlap between the two sbhas been demonstrated, it was no longer
up to the [court in the second-filed case}esolve the question of whether both
should be allowed to proceed”; that autholiglonged to the court in the first-filed
case.). “This Court simply may not, cortieigt with the principles of comity and
conservation of judicial resources, usthp first-filed court’s role.”_Tex.

Instruments Inc., 815 F. Supp. at 999.

Accordingly, the Court grants Bendants’ Motion insofar as it holds

that the first-to-file rule warrants thatrsfer of this case to the United States
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District Court for the Central District @alifornia. The Court denies as moot
Defendants’ remaining alternative motidnghe extent they argue alternative
bases for dismissal, transfer, or stay of this action.

Il. NBA’s Motion for Preliminary Injunction

On April 9, 2012, NBA filed aMotion for Preliminary Injunction in
this action (doc. # 8), requesting thiais Court “enjoin[] RRI and Doyle from
prosecuting the subject matter of Doyle’s wlaiin the California case.”_(ld. at 2.)
NBA argues that RRI and Doyle are atté¢img to prosecute in California claims
that are “duplicative” (id. at 6) of thosefbee this Court. For the reasons already
given, this Court agrees that the twoi@as$ are “duplicative”; however, the Court
has determined that the proper course of action is to transfer this action to the
United States District Court for the Central District of California.

In light of the transfer of thisase to California, there is no longer a
“Texas action” for this Court to prior#e over the California action. Accordingly,
NBA'’s request that this Court enjoin RBnd Doyle from prosecuting their claims
in California (and, accordingly, that th@ourt require them to prosecute those
claims in the Texas actiom denied as moot.

1.  NBA’s Motion for Referral to Mediation

On April 25, 2012, NBA filed &otion for Order Referring Case to

Mediation (doc. # 15). NBA requestedtthis court “appoint a mediator and
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enter an order referring the pgas to mediation . . ..”_(Id. at 6.) In light of this
Court’s decision to transfer this casdhe United States District Court for the
Central District of California, where ¢tparties are scheduled to mediate this
dispute later this month, NBA’s Motion is denied as moot.

CONCLUSION

For the reasons given, the Court her&iRANT S Defendants’
Motion to Dismiss or Transfer Acin Pursuant to “First Filed Rule”
(doc. # 10 at 3-5) andRANSFERS this case to the United States District Court
for the Central District of California. The Court herdbENIESASMOOT
Defendants’ remaining alternative motidios dismissal, transfer, or stay
(doc. # 10 at 5-13).

IT ISFURTHER ORDERED that Plaintiff's Motion for Preliminary
Injunction (doc. # 8) IPENIED ASMOOT; and that Plaintiff's Motion for Order
Referring Case to Mediation (doc. # 15PENIED ASMOOT.

ITISSO ORDERED.

DATED: San Antonio, Texa February 20, 2013.

David Alan Efra
Senior United States District Judge
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