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ds Inc v. Quest Diagnostics Inc

United States
Central Distri

MYMEDICALRECORDS, INC.,
Plaintiff,
V.
QUEST DIAGNOSTICS, INC.,
Defendant.

Dog.

Bistrict Court
ct of California

Case No. 2:13-cv-02538-ODW(SHXx)-*
ORDER GRANTING PLAINTIFF'S
MOTION FOR LEAVE TO AMEND
INFRINGEMENT CONTENTIONS
[69]

MYMEDICALRECORDS, INC.,
Plaintiff,
V.
JARDOGS, LLC; ALLSCRIPTS
HEALTHCARE SOLUTIONS, INC.,
Defendants.

Case No. 2:13-cv-03560-ODW/(SHx)
ORDER GRANTING PLAINTIFF'S
MOTION FOR LEAVE TO AMEND
INFRINGEMENT CONTENTIONS
[78]

MYMEDICALRECORDS, INC.,
Plaintiff,
V.
WEBMD HEALTH CORP; WEBMD
HEALTH SERVICES GROUP INC,
Defendants/Counterclaimar

Case No. 2:13-cv-07285-ODW/(SHx)
ORDER GRANTING PLAINTIFF'S
MOTION FOR LEAVE TO AMEND
INFRINGEMENT CONTENTIONS
[48]
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. INTRODUCTION

Plaintiff MyMedicalRecords Inc. (‘“MMR")asserts U.S. Patent Nos. 8,301,466

(“the '466 Patent”) and 8,498,833 (“the '8&3atent”) in separate related actions
against Defendants Quest Diagnostics, Inc. (“Quest”); Allscripts Healthcare Solytion:
Inc. (“Allscripts”); and WebMD Health Gp and WebMD Health Services Group Inc.
(collectively, “WebMD”). (Case No. 23-cv-02538; Case No. 2:13-cv-03560; Case
No. 2:13-cv-07285.) MMR also asserts #he&6 Patent against Empty Jar, LLC f/kfa
Jardogs, LLC (“Empty Jar”).(Case No. 2:13-cv-03560).
On September 3, 2014, the Court issuedClaim-Construction Order construing
the claims of the 466 Patent and th838Patent. (Case No. 2:13-cv-00631, ECF No.
86.) In the Claim-Construction Order, theutt construed claims of the '466 Patent

during which the Court declined to addplMR’s proposed constructions. The parties
filed their Joint PosMarkman Scheduling report on $&mber 17, 2014 and the
Court re-opened discomethe next day.

MMR provided its Amended Infringemenb@tentions for the '466 Patent to all
Defendants on September 23)14. Empty Jar andll&cripts do not oppose the
amended infringement contentions, whereas Quest and WebMD oppose on thie be
that MMR cannot show good cause for the €omirgrant leave tamend. The Court
finds that MMR’s timely filing of its Anendments, which was without prejudice [to
the Defendants, satisfies the good-cause eleofdPatent Local Rule 3-6. Thus, the
Motions for Leave to File Amended Infringement Contentions (Case No. 2:1B-cv:
02538, ECF No. 69; Case No. 2:13-cv-035BCQF No. 78; Case No. 2:13-cv-07285,
ECF No. 48) ar66RANTED .

. FACTUAL BACKGROUND

MMR is the owner of the '446 Patetitted “Method and System for Providing
On-line Records,” and the '883 Patdiited “Method for Providing a User with

}98)

! After carefully considering theapers filed in support of and @pposition to the Motion, the Court
deems the matter appropriate fl@cision without oral argument. Fed. R. Civ. P. 78; L.R. 7-15.
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Service for Accessing and Collecting Prgstoons.” MMR allgges that Defendant
infringe one independent claim per patent—+ul& of the '466 Pata and claim 1 of
the 883 Patent—as well &x dependent claims.Sée e.gCase No. 2:13-cv-0253§
ECF No. 1.)

The asserted clainere method claims directed gomethod for providing user
with a secure and private way to edil, access, and manage medical reéambtne.
Users can securely request their medieabrds from healthcare providers, which
received at a remote serveseparate from where the libaare providers store an
maintain their respective records. Viaiaterface, the patient accesses, controls,
manages the aggregatetords on the server.

Facing several actions involving the salWBIR patents, the Court consolidate

the cases for claim-construction purposasDecember 9, 2013. (Case No. 2:13-
00631, ECF No. 38.) The low number caB®MedicalRecords, Inc. v. Walgree
Co., No. 13-cv-00631-ODW(SHXx), veadesignated as the leadea The lead case hjg
since settled, but the case remains open fptirposes of discovery pertaining to
of the MMR patent cas€s.

On August 19, 2014, the Court held @nsolidated claim-construction hearir
and issued an order on Sepiber 3, 2014. (ECF N86.) On September 18, 201
the Court issued the Pdstarkman Scheduling Order (ECF No. 88) based upon
parties’ Joint Report (ECF No. 87). &jifically, the Scheduling Order identifie
February 18, 2015, as thetaiff date for all discovery and granted Defendants le
to file a motion for entry of judgmendn invalidity or early summary-judgmer
motions to be filed by November 17, 2014.

On October 3, 2013, MMR filed witthe Court its Unopposed Motion fg

Leave to Amend Infringement ContentionsBmpty Jar, LLC, F/K/A Jardogs, LLG.

(Case No. 2:13-cv-03560, ECF No. 79.) Oatober 8, 2014, MMR filed its Motiofr

% The '883 Patent is specifically directed to dprgscriptions. The Court includes drug prescripti
within “medical recordstnless otherwise indicated.
3 Citations to the docket refer to the docikethe lead case unless indicated otherwise.
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for Leave to Amend Infringement Contams to WebMD (Cas No. 2:13-cv-07285
ECF No. 48) and WebMD timely opposdd.( ECF No. 50). OrDctober 9, 2014
MMR filed its Motion for Leave to Amend fringement Contentios to Quest (Cast
No. 2:13-cv-02538, ECF No. $and Quest timely opposeltl ECF No. 73). Thes{
Motions are now before the Court for decision.
lll. LEGAL STANDARD

The Patent Local Rules reflect a marenservative approach to amendm;d
than the liberal policy for amending pleéagls under the Fedal Rules of Civil
Procedure. Patent Local Rule 3-6 pesmatmendment of infringement contentio
“only by order of the Court upontamely showing of good cause.ComparePatent
L.R. 3-6with Fed. R. Civ. P. 15(a)(2) (permitg leave to amend “when justice §
requires”).

To make a satisfactory showing of gboause, a party seeking to amend
infringement contentions must show thatatted with diligence in promptly movin
to amend when new evidence is reveale®&2eO2 Micro Int'l, Ltd. v. Monolithic

Power Sys.467 F.3d 1355, 13(Fed. Cir. 2006§affirming the district court’s denial

of leave to amend infringement contentiovizere the party seeking to amend had
necessary discovery almost three monthsreefooving for leave to amend). Even
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the moving party establishes its diligencke Court then considers the potential

prejudice to the nonmoving party in determopwhether to grant leave to amend.
at 1368.
Patent Local Rule 3-6 includes a noftitaustive list of scenarios that cou
support a finding of good cause:
(a) A claim construction by the Courtftkrent from that proposed by the
party seeking amendment;
(b) Recent discovery of material, priart despite earlier diligent search;
and

Id
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(c) Recent discovery of nonpublic information about the Accused
Instrumentality which was not digeered, despite diligent efforts,
before the service of ¢hinfringement Contentions.

IV. DISCUSSION

MMR moves to amend its infringememnrdentions in response to the Cour
Claim-Construction Order regandj the '466 Patent terms “receiving at the server
files . . . from a healthcare @rider associated with the user,” “maintained on

server independently,” and “managed ptely.” MMR argues tht good cause exist
since the Court adopted constructions @stterms that were different from MMR
proposed constructioffs. (Case No. 2:13-cv-02538, ECF No. 69 at 4.) MN
contends that it timely amended its infringamhcontentions five days after the Col
re-opened fact discovery and only 20 dafter the Court's Claim-Constructio
Order. (d.) Further, MMR argues that eventlife Court determines that MMR wa
not diligent, the Court should still gralgave to amend becauBefendants will not
suffer undue prejudice.ld. at 5.) Particularly, MMR notes that Defendants recei
the Amended Infringement Contentions fiunths before cl@s of discovery andg
seven months before trialld()

Defendants WebMD and Quest (“l@adants”) opposeamending the
infringement contentions, contending th&MR was not diligent because MMR wa
on notice of Defendants’ proposed claimanstructions four months prior to th
Court’s Claim-Construction Order adoptitigpse constructions. (Case No. 2:13-(
02538, ECF No. 73 at 7.)Further, Defendants argusecause summary-judgme
motions are due November 17, 2014, theyld be unduly prejudiced with respect
their position regarding noninfringemeninvalidity, and claim construction i
amended infringement contentionsre/served at this timeld at 9.)

*MMR'’s Motion for Leave to Amend Infringement Cemtions was substantially similar in all thrg
cases and thereforéations of the Motion will réer to Case No. 2:13-cv-02538.
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MMR has shown diligence sufficient toeet the good cause standaripple
Inc. v. Samsung Elecs. C8013 WL 3246094, at *5 (N.D. Calune 26, 2013) (“[t]he
decision by the court to adopt a particutanstruction gives se to good cause nc

because the construction happens to be diffdret because that difference is matef

to a party’s theory of infringement. Ba&use those theories are reflected in
contentions, amendment of the contentiongddress the material difference in t
claim construction is apppriate.”). MMR provided notice in the Joint Pos
Markman Schedule that they plan on filingave for amendment of infringeme
contentions, which was filed on Septemi&; 2014, fourteen ¢a after the Court
issued the Claim-Construction OrderSee€ECF No. 87 at 4-5.) Further, cases tl
denied leave to amend infringement @riions after claim construction did s
because a significant amount of unaccednttime lapsed between the cla
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construction order and amendnt and the amendments were filed near the end of

discovery or close to trial.See e.g. Apple, Inc. v. Samsung Elecs, 2014 WL
1322028, at *7 (N.D. Cal. Ma28, 2014) (finding thaBamsung was not diliger
when filing leave to amend infringement cemntions almost a year after the clai
construction order and less thlinee weeks before trial).

While the Court agrees that diligencei®perly measured from the time MM
had notice of Defendants’ proposed damstions, the constructions exchanged
May 1, 2014, were “preliminarytlaim constructions subjett change until the Join
Claim-Construction Statement. (ECF Nt at 4.) ThereforeMMR did not know
the final proposed constructions until July 7, 20145ee Final Joint Claim-

Construction Chart, ECF No. 69. Under thpaeticular facts, a three-month delay |i
moving for leave to amend does not undermine MMR'’s diliger8®se Radware Ltd,

v. F5 Networks, In¢ 2014 WL 3728482, at *2 (N.D. Caluly 28, 2014) (finding
Radware diligent when there was a threenth delay between receiving notice
source code identified in defendant’'s mégatory responses and seeking leave
amend). It was reasonable for MMR toitmantil after the Court issued the Clain
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Construction Order and re-aped discovery, rather than amend immediately after
Joint Claim Construction Statement was filed. Additionally, MMR'’s delay doeg
undermine the notice function of infringent contentions. Once proposed clg
constructions were excharydetween the parties, Daftants were also on notig

that MMR would amend their infringeme contentions based upon a new clai

construction. Neither party had any way of predicting how the Court would ru
the claim construction dispute beforésgued the Claim-Construction Order.
Notwithstanding the diligence issuBefendants will not be prejudiced b

MMR’s proposed changes. The end of fact discoveryFebruary 18, 2015

Defendants have sufficient time to revig#MR’s amended infringement contention
Further, MMR’s proposed amendments dot add new patent claims or neg
products. See Linex Technologies,clnv. Hewlett—Packard Cp2013 WL 5955548
at *2 (N.D. Cal. Nov. 6, 2013) (granting motion for leave to amend infringer
contentions where the plaintiff's ‘@posed amendments to its infringemg

contentions do not add new patent clamnsnew products” iad the defendants had

“sufficient time to review [the] amendadfringement contentions”). Lastly, MMF
gave notice regarding its intent to amenftingement contentions in the Joint Po:
MarkmanSchedule, and Defendants still pursaadearly summary judgment motiof
due date. $eeECF No. 87 at 4-5.) By their owlogic, Defendants should hay
anticipated the possibility that MMR wouldave leave to amend its infringeme
contentions, and therefore cannot arguat they are now prejudiced by their ov
actions.
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V. CONCLUSION
In sum, the CourtGRANTS MMR’s Motion for Leave to Amend Infringemer

Contentions with respect to all the Dedants in the above captioned cases. (C

No. 2:13-cv-02538, ECF No. 69; Case No. 2:13-cv-03560, ECF No. 79; Cas
2:13-cv-07285, ECF No. 48.)

IT IS SO ORDERED.

November 6, 2014

p - e
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OTIS D. WRIGHT, Il
UNITED STATES DISTRICT JUDGE
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