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United States District Court
Central DBistrict of California
MORRIS REESE, Case No. 2:13-cv-05196-ODW(PLAX)
Plaintiff,
V. ORDER GRANTING MOTION FOR

SUMMARY JUDGMENT [30]
TRACFONE WIRELESS, INC.,
Defendant.

I. INTRODUCTION
Plaintiff Morris Reese notified virtuallphe entire cellular wireless industry ¢
U.S. Patent No. 6,868,150 (“the '150 Patemh 2005 through lettes alleging that
providing call-waiting and caller-ID servicadringed the '150 Pat¢. But it was not
until May 2013—more than eight years latdhat Reese filed patent-infringeme

TracFone Wireless Services Inc Doa.

38

nt

suits against the five cellular wireless pdmrs. Finding this delay unfair, t
wireless providers, including Defendant TracFdtieeless, Inc., all individually filed
motions for summary judgment against Released on the defense of laches. F

with dismissal of his current suits becawdehis prolonged dela Reese now offers

excuses—such as his illness and involvemerdther litigation—to justify his delay

in bringing suit. Because none of Reesplanations excuskis delay, the Court

GRANTS TracFone’s Motion for Summagdudgment. (ECF No. 30.)
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II. FACTUAL BACKGROUND
Reese is the sole named inventor a’itb0 Patent, whicissued on March 15
2005. (SUF 11 1-2; Ex. 1.) The '150 Patetates to the combination of Caller |
and Call Waiting. () The '150 Patent is@ntinuation of the '009 Patent which issu
July 30, 2002. The '150 Patent expired in 2Qivo years prior to Reese’s suit agai
TracFone.Id. 1 3.)

TracFone sells prepaid wireless cellutBavices throughout the United State
(Id. 5.) TracFone is a Mobile Virtual Weork Operator (“MNVQO”) that does naot

own or operate any wirelesdmmunication networks. Id.Y 4.) Rather, TracFon
utilizes the wireless communication twerks provided by network operators-

including AT&T Mobility Il LLC, Verizon Wireless Services, LLC, and T-Mobile
USA, Inc. (d. 1 5.) TracFone is a customer andemnitee of the network operators.

(1d. 19 4, 22.)

TracFone sells prepaid wireless chkllu devices at prominent nation
retailers—including Wal-Mart, CVSWalgreens and Dollar Generalld( § 7.)
TracFone has been operating unither TracFone brand since 1996&d. { 6.) In 2005,
TracFone had over 6 million customerdd. (ff 7.) By 2007 TracFone was the six{

largest wireless provider in the Country welpproximately 9.5 million customers.

(Id. 191 9-10.) TracFone’s prepaid wirelesfiular devices havmcluded call-waiting
and caller-ID features since 2001d.(Y 14.) TracFone has continuously advertis
and marketed those featurdsl.

Between April and June of 2005, Reeset sefringement-allegation letters to «
least twelve different telecommunicatiooempanies—BellSouth, Cingular Wireles
Motorola, Nextel, Nokia, Qwest Commigations, Samsung, SBC Communicatio
Sprint, T-Mobile, Verizon Communidans, and Verizon Wireless. Id( § 15.)
TracFone did not receive an infringent-allegation lettefrom Reese. I(.) Reese
asserts that he was not aware of TracFahehe time he sent the infringemer
allegation letters. (Reese Decl. 1 13.)
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Between 2005 and 2013, Reese litigatedes® other patent-infringement

lawsuits across the country(SUF { 16.) Four of these suits involved the '150 Patent

or its immediate parent.Id 1 17.) Reese was representgdcounsel for all of thesg
suits, with the exception dkeese v. Verizon Cal., Inc. et,a&ase No. CV-11-0193¢
SJO (C.D. Cal. Aug. 11, 2011), which Iitegated pro se. (Reese Decl. 1 33.)

From 2000 to 2008, Reese experiencedossrheath problems. Reese beg
dialysis treatments for renal failure in 2000d. ( 29.) Reese’s dialysis treatmer
were performed three times per week uRekese had a kidney transplant in 2008.
19 30-32.)

On May 29, 2013, Reese filed suit agsi TracFone—along with the cellulg
wireless providers who opste the networks: VerizoWireless, Sprint Nexte
Corporation, United States Cellular Corabon, AT&T Mobility LLC, and T-Mobile
USA, Inc. (Morris Reese v. Sprint Nextel Corporation et at13-cv-03811-ODW-

PLA (C.D. Cal.May 29, 2013) ECF No. 1.) TheoGrt severed the case on July 1

2013. (d. ECF No. 18.) Reese flefd a separate complaiagainst TracFone on Jul
18, 2013. (ECF No. 1.)
[I1. LEGAL STANDARD
Summary judgment should be granted drthare no genuine issues of mate
fact and the moving party is entitled to judgmasata matter of lawFed. R. Civ. P.
56(c). The moving party bears the initiairden of establishing the absence o

genuine issue of material facdCelotex Corp. v. Catretd77 U.S. 317, 323—-24 (1986).

Once the moving party has met its burden, the nonmoving party must go beyo

! Reese v. BellSouth Telecommunicatidts. 5:97-cv-00568-BO (E.D.N.C Nov. 14, 199Reese
v. U.S. West IncNo. 98-cv-80575-CRW (S.D. lowslar. 12, 1999) (transferred Reese v. U.S
West Inc. No. 1:99-cv-00773-WDM-MJW (DCol. Sept. 23, 2002)N. Telecom, Inc. v. Reeddo.
2:98-cv- 09591-LGB (C.D. Cal. Feb. 9, 1999) (transferred.tdelecom, Inc. v. Regs¢o. 4:99-cv-
80081-CRW (S.D. lowa Mar. 10, 1999R¢eese v. Aastra Technologi@$o. 2:03-cv-00267-TIW
(E.D. Tex. Feb. 9, 2005Reese v. Samsung Telecommunications America,NoP2:05-cv- 00415-
DF (E.D. Tex. Jan. 31, 2007Reese v. Southwestern Bell Telephone, L.P., .etCate No. 2:07-
CV-219 (E.D. Tex. Dec. 23, 2008); amkese v. Verizon California, Inc. and AT&T Californi
Case No. CV-11-01934 SJO (C.D. Cal. Dec. 21, 2012).
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pleadings and identify specific facts thgbuadmissible evidence that show a geny
issue for trial. 1d.; Fed. R. Civ. P. 56(c). Conclusory or speculative testimon
affidavits and moving papers issufficient to raise genuinissues of fact and defex

summary judgmentThornhill's Publ’'g Co. v. GTE Corp594 F.2d 730, 738 (9th Cir.

1979).

A genuine issue of materiéhct must be more thanszintilla of evidence, of
evidence that is merely colorabbr not significantly probativeAddisu v. Fred Meyer
198 F.3d 1130, 1134 (9th Cir. 2000). A disputed fact is “material” where
resolution of that fact might affect tletcome of the suit under the governing |3
Anderson v. Liberty Lobby, Incd77 U.S. 242, 248 (1968). An issue is “genuine
the evidence is sufficient for a reasonajolg to return a verdict for the nonmovin
party. Id. Where the moving and nonmoving partiesisions of events differ, court
are required to view the facts and dragasonable inferences in the light mc
favorable to the nonmoving partfcott v. Harris 550 U.S. 372, 378 (2007).

V. DISCUSSION

In the interest of fairness, thosdavare granted a monopoly under the pat
system have an obligation to enforce theghts in a timely mannerA defendant in a
patent-infringement suit may raise the equeadidfense of laches when the plaintiff

dilatory bringing suit and thatelay prejudices the defendami.C. Aukerman Co. \.

R.L. Chaides Const. C®60 F.2d 1020, 1030 (Fed. Cir. 1992).patent cases, lachd

bars recovery of damages for any infringentéat occurs prior to the filing of suit.

Id. at 1040. A laches defense is a matteéhiw the trial court’s discretion based ¢
consideration of all of thacts in a particular caskl. at 1040-41.

To prevail on a laches defense, a ddBnt must prove by preponderance @
the evidence that: (1) the plaintiff knewsitould have known of the infringement a
with that knowledge delagkfiling suit for an unreasonable and inexcusable lengt
time, and (2) the defendant was mmety prejudiced by the delayld. at 1032;see

also Hearing Components, Inc. v. Shure, 660 F.3d 1357, 1375 (Fed. Cir. 2010).
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Where the delay in filing the suit exceeds gears, the court will presume the del
was unreasonable and prejudicial to the defendant. 35 U.S.C. $#286ng 600
F.3d at 1375 (citindAukerman 960 F.2d at 1035-36.) The burden is then on

gy

the

plaintiff to prove the existence and reasorabks of an excuse for the delay, and to

show a lack of prejudice to the infringdfiearing 600 F.3d at 1375.

Determining the length of the delayalves two sub-issues: when the del
period begins to run and whéime delay period ends. Thelay period begins to ru
from the time that the plaintiff had actuad constructive knowldge of the allegeq
infringing activities. Aukerman 960 F.2d at 1032Hearing Component$00 F.3d at
1375. But the plaintiff need not be certaiattthe conduct is infringing; time starts

run when the patentee is awafesufficient facts to forna reasonable belief that some

infringing conduct exists.Aukerman,960 F.2d at 1032. The delay period ends
later than the date of the filing of suitld.{

The reasonableness of the delay is ntgrdeined by application of mechanic
rules. Aukerman 960 F.2d at 1032. Rather, th@asenableness of the delay deper
on the particular facts and circumstances of the individual daseThe court must
consider and weigh any justificationfefed by the plaintiff for its delayld. at 1033.

Prejudice to the defendant may Ilegther economic or evidentiary.Id.
Economic prejudice arises when a defendaotirs damages that would likely hay
been prevented by earlier suiGee id. Economic prejudice is not merely damag
attributable to patent infringement liabilityld. at 1033. Evidentiary or “defense
prejudice arises when thefdadant can no longer presenfull and fair defense of
the merits due to the plaintiff's delayd. at 1032 This inability may be occasione
by “the loss of records, the death of a w#s, [or] the unreliability of memories ¢
long past events.ld.

TracFone asserts that it is entitled dolaches presunipn because Rees
delayed filing his patent-inhgement suit for over six years after construct
knowledge of TracFone’s alleged infringemerin the alternative, TracFone asse
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that it can claim the benefit of the otherf®adants’ laches presumption as a customer
and indemnitee of the network providerReese argues thataliFone is not entitled
to a laches presumption because he waswwate of TracFone at the time he sent the
letters to the other wireless-provider defendann the alternate, Reese argues that
he can rebut the laches presumption bez#is delay was reasdrla and resulted ir
no prejudice to TracFone. The Court considers each in turn.

A. Laches Presumption

TracFone argues that Reese had traosve knowledge of TracFone’s
allegedly infringing products in 2005—or #te very least 2007. TracFone asserts
that regardless of which date the Courteqats, Reese’s failure to file suit until 2013

entitles TracFone to a presumption of laches under § 286. Reese contends t
because he was not aware of TracFone at the time he sent the letters to the ot

wireless-carrier Defendants the Cowhould not impose on him constructiye
knowledge of TracFone’s infringement.

The equitable nature of lachedoes not demand aetu knowledge of
infringement to trigger.See Aukermarf60 F.2d at 1032. The delay period begins at

“the time the patentee knewr in the exercise of reasonable diligence should have

known, of the allegedly infringing activity.’ld. Thus, in some circumstances coufts
impose an affirmative duty on patent ownewspolice their rights, and will imposg
constructive knowledge bad on the required reasonable, diligent inquiry.

Imposition of constructive knowledge ahfringement is appropriate i

—

circumstances where thereeafpervasive, open, and notorious activities” that a
reasonable patentee would suspect were infringilignlass v. General Elec. Cd.48
F.3d 1334, 1338 (Fed. Cir. 1998). Significardlés, marketing, publication, or publ|c
use of a product similar to or embodyingheclogy similar to the patented invention
... gives rise to a duty to investigate whether there is infringenéntiall, 93 F.3d
at 1553. A duty to investigate may alsoitmputed when “[thg@atentee] has no actual
knowledge of the sales, mating, publication, publicuse, or other conspicuous
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activities of potential infringement if thesetivities are sufficiently prevalent in th
inventor’s field of endeavor.’ld.

Based on the undisputed fad®&eese was, at the latesh constructive notice of

TracFone’s infringing activity as of 200When TracFone became the sixth-larg
wireless provider as measured by custobesme. (SUF § 10.) Ew if Reese had n(
actual knowledge of TracFone’s sales anaket@ng—which is doubtful considerin
TracFone’s well-established nationwide img@ss—he may still be charged wi
constructive knowledge of TracFone’s pdtahinfringement based on its prevalen
in the field.

In 2007, TracFone’s marketed and sdfdwireless cellular devices to over
million customers. 1.y 10.) Its activities were opepervasive, notorious, and f
squarely within Reese’s field of endeaveelecommunications. It is undisputed th
TracFone’s wireless cellular devices uid caller-ID and call-waiting technolog
since at least 2001.1d¢ 11 6, 14.) It is also undisted that TracFone’s wireleg
cellular devices were soldy well-known nationwide retailers such as Wal-Mg
CVS, and Dollar General.ld, 1 7.) Despite TracFone’s commercial sucéeRegse
never undertook any investigation of TracFare its infringing activities. Rees
ignored TracFone when he sent the 206Bingement-allegation letters to th
wireless-carrier defendants—despite the thett TracFone is a competitor of tho
defendants in a field with few comypgets. A reasonable patentee, under
circumstances, would have at the védeast investigated TracFone—and Rees
active enforcement history demonstratest tReese is a morbdn-capable litigant
shrewd at enforcing his patent rights.

Of course Reese did not have duty to police the entire wireless

telecommunications industry by testing asuyd all questionable products. But t

% TracFone’s success has continued. Its custonser s increased over time, swelling to 8 millipn
in 2006, 9.5 million in 2007, 11 million in 2008, Hillion in 2009, and over 17.5 million in 2010.

(SUF 11 9-13))
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law imposes a duty to investitg a particular product &nd when publicly available

information about it should ka led him to suspect that product of infringingccord

Wanlass 148 F.3d at 1338Hall, 93 F.3d at 1553 (finding constructive knowled
where the defendant sold and market#egadly infringing prodcts through print
advertisements and trade showspcet Sports Tech. Inc v. Polar Electro,IiNo. C-
12-02234 EDL, 2013 WL 1729668 at *4-5 (N.D. Cal. Apr. 16, 20B)Engine, Inc.

v. AOL Inc, No. 2:11cv512, 2012 WL 5880265, &6 (E.D. Va. Nov. 20, 2012);

Crown Packaging Tech., Ing. Rexam Beverage Can Cblo. 05-608 (MPT), 201(
WL 170249, at *4-7 (D. Del. Jan. 15, 2010).

Accordingly, after considering the totality of undisputed evidence presente
Court finds it appropriatéo impose on Reese constructive notice of TracFo
infringing products as of 2007. Reese did not file his infringement suit ag
TracFone until 2013, which amounts to a seadelay. Thus, under § 286, TracFc
is entitled to the laches presumptibrConsequently, the burden is on Reese to “cq
forward with evidence sufficient to putdlexistence of these presumed undispu
facts into genuine dispute, either by shogvihat the delay was reasonable or that
movant did not suffer prejudice caused by the wdd."at 1038.

B. Reasonableness of the delay

Reese argues that even if he cancharged with knowledge of TracFonsg
infringement in 2005, his ¢y in filing suit was reasonable. Reese proffers {
justifications for his delay: his involmeent in other litigation and his worsenir
medical condition. Reese also claims ikeentitled to leniency because he W
representing himself for some of the litigati The Court addresses each in turn.

First, Reese argues that his six-yedayen filing suit against TracFone wa
reasonable because he was extensively waebin other litigabn. On August 31

® Because the Court finds that TracFone istlextito the laches presiption based on Reese

constructive knowledge of TracFdsealleged infringement, itneed not determine whethe

TracFone, as a customer and indemnitee of the nletgrovider defendants, can claim the benefit
their laches presumption.
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2005, Reese filed suit against cellular pharenufacturers Samsung, Motorola, So
Siemens, LG, RiM and Palm, alleging infrimgent of the ‘009 Patg (the immediate
patent of the 150 Patent). (Reese D&cl7.) That suit cdmued through Januan
31, 2007. Id. T 18.) Four months later, Reese sued land-line telephone s¢
providers Southwestern Bell Telephone Camyp GTE Southwest, and their pare

companies AT&T and Verizon, forfilngement of the '150 Patentld(  21.) Reese

voluntarily dismissed AT&T and Verizon frothat action, but later brought a separ
suit against the same companies thaethstom March 2011 to December 21, 20!
(Id. 11 24, 33.) Approximately five months later, Reese filed this action ag
TracFone, again alleging infringent of the '150 Patent.

Involvement in other enforcement dgjition may, in some circumstance
excuse a plaintiff's delay in suing an ais infringer. But the Federal Circuit hs
held that a plaintiff’s calculated choice to proceed with certain lawsuits while del
others—absent other factors—is a stratelgicision that does not excuse or otherw
toll the presumption period for lacheslall v. Aqua Queen Mfg., Inc93 F.3d 1548,
1554 (Fed. Cir. 1996).

In Hall, the Federal Circuit noted that delaccasioned by involvement in oth
enforcement litigatiormay be reasonable if the afjed infringer has knowledge ¢
(1) the existence of the other litigation, a(®) the plaintiff’s intent to enforce it
rights against the infringer at tlo®nclusion of the other litigationHall, 93 F.3d at
1554;accord Aukerman 960 F.2d at 1039. Here, there is no evidence that Trac
knew of Reese’s other litigation, nor of his mte¢o sue TracFone after it conclude
Reese’s choice to strategically pursudéeotlawsuits while ignoring TracFone
legally insufficient to overcome th@esumption of unreasonable delay.

Second, Reese argues that his deldyrimging suit was reasonable becausg
the serious health problems he experienitech 2000 to 2008. He argues that |

ability to sue TracFone was significantly resed because of his frequent dialys

treatments and eventual kidney transplant.
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Generally, illness is not recognized asaalequate excuse for a plaintiff’s dels
in bringing suit. And althagh Reese certainly was afflickevith a debilitating illness
Reese’s assertion that his delay was necgsmarause of his failing health is direct

contradicted by his previous excuse—higeesive involvement in other litigation.

Notwithstanding his poor health, Reese was abléle multiple suits against othg
infringers during his illness anlitigate them to conclusion. (Reese Decl. Y 17—
The fact that Reesgas able to competently litigateveeal other lawsuits underming
his contention that he was physically uratd pursue lawsuits against TracFone.

Moreover, Reese ignores the five yedhat have passed since his kidr
transplant. Even after his health issaesled in 2008, Reeskd and said nothing
until he filed suit in 2013. Reese does not adbaitthis health issues continued aftg
2008. Thus, at a minimum Reese had tlyears after the resolution of his hea
issues before laches would be presumed.

Finally, an inability to find willing cours, another of Reese’s excuses,
widely rejected as a lethp cognizable reason to exsel an unreasonable delay

filing suit. Hall, 93 F.3d at 1554. Additionally, Res litigation history shows that

he has used multiple counsel at varionses, and was fully caple of engaging in
different litigation activities with different counsel—or by himself.

C. Prgudice

A plaintiff can also rebut the laches puagption by raising a genuine fact iss
regarding the absence of prejudice to the defendamiterman960 F.2d 1030. Rees
contends that his delay dibt materially prejudice TracFoneBut Reese attempts
prove this lack of prejudice by asserting thieicFonehas failed to demonstrate that
has been prejudiced by Reese’s delayust placing the burden of production ¢
TracFone. This is incorrect; thA&uckermanpresumption places the burden
production on the plaintiff.Hall, 93 F.3d at 1553. Thus it Reese’s burden to com
forward with affirmative evidence of adk of prejudice. TracFone may remain
111
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“utterly mute on the issue of gudice and nonetheless prevail[Hall, 93 F.3d at
1554,
1. Evidentiary prejudice

Reese has provided no affirmative eande that TracFone will not suffe

evidentiary prejudice from his eight-year deldg.contrast, TracFone argues that th
will suffer evidentiary prejudice becausteese is unable to account for evider
relevant to TracFone’s defense of this acti®eese does not dispute that he no lon
has a complete of set documents producedr generated during the course of |
prior litigation relating to '150Patent. (SUF § 18; Mot. Exs. 13, 14.) To date, Rq
has been unable to produce ak thocuments that existed for thkS WestNorthern
Telecom Aastra Samsungor Verizon Californiacases. Additionally, Reese does 1
dispute that he no longer has a complete set of licensing agreements for the
related patents. (SUF19; Mot. Exs. 13,13 Reese’s prior counsel also admitted
destroying 68 folders of documents relatedReese’s prior litigation—some of whig
directly involved the '150 Rant. (SUF { 20, Ex. 15.)

The loss of these documents is probleeméor three major reasons. Firs
because the licenses—many of which revegiven to cell-phone-hands
manufacturers—may protect TracFone frdteese’s infringement allegations.
Reese licensed customers to use handsatsstibscribe to TracFone’s services, t
license may protect TracFone from infringemhelaims. Second, those licenses
essential to allow TracFone to propose@easonable-royalty rate for any potent
damages involving unlicensed products$zinally, TracFone’s inequitable condu
defense and counterclaim will likely seff from Reese’s inability to produc
documentation from his priditigations—documentation wth TracFone asserts w4
material and not disclosed during the exaation of the '150 Patg. In the absencs
of this evidence, TracFone’s opportunitydefend itself against Reese’s infringem:
claim is somewhat lessah “full and fair.”
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Reese attempts to argue that TracFesheuld endeavor to reconstruct t
evidence for its defense, which he allegdould still be available from some oth

sources. But Reese presents no authdéwityhis novel proposition that TracFone |i

required to attempt to gather whateverdence remains and hope that it works
their defense. This burden lies witleése, not TracFone. Consequently, Reeseg
not met his burden to come forward with affative evidence of kck of evidentiary
prejudice.
2. Economic prejudice

Reese also argues that TracFone faited to prove that it has besg
economically prejudiced by Reese’s delayfiimg. But again, it is not TracFone’
burden, as Reese argues, to demonstatmomic prejudice in light of the lachg
presumption. Rather, Reese has the burden of proving that TracFone has n
economically prejudiced by Reese’s delay—ekhhe does not attempt to do in I
Opposition. Reese merely attacks TracFomssertions of economic prejudice
“largely conclusory and lack[ing] any proof.”(Opp’'n 15.) This is insufficient
Accordingly, Reese has failed to adducy affirmative evidence that TracFone h
not been economically prejudiced by Reeselgadt six-year delay in filing suit.
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V. CONCLUSION
Based on the undisputed facts, Tracd-as entitled to the presumption ¢
laches. Reese has failed to prove thatdelay was reasonable, or that TrackFq
suffered no prejudice as a result of the delAgcordingly, for the reasons discuss
above, TracFone’s Motiofor Summary Judgment SRANTED. (ECF No. 30.) A
Judgment will issue. The parties are diredtefile a joint status report detailing wh
issues, if any, remain for this Court to resolve.
ITISSO ORDERED.

May 9, 2014
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OTISD. WRIGHT, I
UNITED STATESPRISTRICT JUDGE
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