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UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA
BMW OF NORTH AMERICA, LLC and| Case No. 2:15-cv-8758-ODW-AFM
BAYERISCHE MOTOREN WERKE AG,
o ORDER GRANTING PLAINTIFFS’
Plaintiffs, MOTION FOR DEFAULT
V. JUDGMENT [32]

FIX CAR NOW, INC.; CHANCE W.
BROWN; and JAMES F. DAVIDSON,

Defendants.

l.  INTRODUCTION

On November 10, 2015, Plaintif@MW of North America, LLC and
Bayerische Motoren Werke AG (collectivel'BMW?”) filed suit against Defendants
Fix Car Now, Inc., Chance W. Browrgnd James F. Davidson for trademd
infringement under the LanhmAct, 15 U.S.C. § 105kt seq.and California’s unfair
competition law. Later that same dagMW filed a First Amended Complain
(“FAC”), seeking the same relief as in itaginal Complaint. (ECF No. 11.) Afte
Defendants failed to answer otherwise respond to tHeAC, BMW requested thal
the Clerk enter default as to each Defendd@iMW then filed the present Motion fg
Default Judgment against all Defendants obrtary 3, 2016. (ECF No. 32.) For th
reasons discussed below, the Court acceptaltbgations in BMW’s FAC as true ar
GRANTS BMW'’s Motion for Default Judgmerit.

! After carefully considering the papers filedsopport of the Motion, the Court deems the ma
appropriate for decision wibut oral argument. Fed. R. Civ. P. 78; L.R. 7-15.

merica, LLC et al v. Fixcarnow LLC, et al Doa.
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. FACTUAL BACKGROUND
Bayerische Motoren Werke AG, commprknown as BMW, or BMW AG, is
known as a preeminent designer, manufactutistributor, and service provider (

motor vehicles, parts, and other vehicutaoducts. (FAC 1T 2, 8, ECF No. 11.

BMW AG wholly owns the subsidiary BW of North America, LLC (“BMW NA”).
(Id. 1 1.) BMW NA is responsible for thehelesale distribution of BMW and MIN
vehicles through the United Statesld.Y BMW AG is also the owner of BMW'’S
signature “Roundel” logo and the MINI “Wingkgo, which are potected through a
least nineteen federally registered trademarkd. §(12.) For example, BMW AG
registered the BMW Roundel logo, U.$rademark Registration No. 613,465, {
October 4, 1955 to protect the mark foeusn automobiles, matoycles, and their
inclusive parts. I(l.) Likewise, BMW registeredthe MINI Wings logo, U.S.
Trademark Registration No. 2,907,546, on December 7, 2004 to protect the m;
use on gloves, headwear, jackets, and shiitks) (

BMW AG has licensed the Roundel altINI Wings logos to BMW NA for
use in connection with its businesdd. (f 14.) BMW NA has used the Roundel log
in the United States since at least 1946 has used the MINI Wings logo since
least 2002. Id. 11 9-10.) BMW NA authorizes BMWealerships to use the Roung
logo and MINI dealerships tase the MINI Wings logo inelation to the sale an
service of its respective productsld.( 15.) BMW also spendsillions of dollars
annually to promote its brands \aavertising across the countryld.( 17; Motion
(“Mot.”) 3, ECF No. 32.) BMW takes substsal steps to assutbat these marks ar,
displayed according to theompany’s quality standards. (FAC § 16.) The Rourn
logo and MINI Wings logo are thus consréd distinctive marks among the Americ
public. (d. {17.)

Defendants Davidson and Brown are the owners of Defendant Fix Car
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Inc., a California corporation that seregand repairs automobiles, including BMW

and MINI vehicles, in competition with BMW and its authorized dealdcs.§{] 3—4.)
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As BMW alleges, Defendasitdisplayed BMW’s Roundebgyo on their banners and

—

property, as well as both the RoundaldaMINI logos on their website, withoU
BMW'’s authorization. Id. § 18;see alsoFAC, Ex. A, ECF No. 11-1.) Defendants
have never provided repair services BdMW NA or any of BMW AG’s subsidiaries
affiliates, or authorized agents. (FAQY.) Moreover, Defendants are not affiliated
with or sponsored by BMW, nor haveethbeen authorized by BMW to use BMW,
Roundel logo or MINI Wings logo in any formId( { 22.)

BMW sent four letters, including two fihavarning letters and draft complaints,
requesting that Defendants cease andstieksplaying BMW’s Roundel and MIN]|
Wings logos. Id.  19;see alsdec. 3, 2012 Declaratioof Brent D. Sokol (“Sokol
Decl.”), Mot., ECF No. 32-2; Apr. 2, 201S0kol Decl., Mot., ECF No. 32-4; Mar. 5,
2014 Sokol Decl., Mot., ECF No. 32-6,o0M 13, 2015 Sokol Decl., Mot., ECF No.
32-6.) Defendants did not comply wiBMW'’s request and continued to use the
Roundel and MINI Wings logos for their business (F#C20, 25.)

On November 10, 2015, BMW filed thesction against Defendants, alleging

claims for: (1) trademark infringement, 15 U.S.C. § 1114; (2) false designatipn o

origin, 15 U.S.C. § 1125(a); (3) unfair contiien, Cal. Bus. & Prof. Code § 17200;
and (4) trademark infringement and unt@mpetition under California common lay.
(FAC 11 27-46.)

After Defendants failed to answer, BMWaqreested an entry of default as [to
Davidson and Fix Car Now on January2016. (ECF Nos. 19-20.) BMW requested
an entry of default as to Defendant Broam February 1, 2016(ECF No. 29.) The
Clerk entered default as to Fix Car andvidaon on January 8, 2016 and as to Brown
on February 2, 2016. (ECF Bla23, 30.) BMW subsequentiyed the Motion at bar,
which now stands for decision. (ECF No. 32.)

lll. LEGAL STANDARD
Before a court can enter a default judgnegdinst a defendant, a plaintiff must

D

satisfy the procedural requirements for défaudgment set forth in Federal Rules pf




© 00 N o o b~ w N P

N N RN N DN DN N NDNN R P RBP RB R R R R R R
0o N o OO » W N PP O © 0 N~ o 0o W N B O

Civil Procedure 54(c) and 55(a), as wellLagal Rule 55-1. Local Rule 55-1 requirs
that the movant submit a declaration eksaing: (1) when and against whom defa
was entered; (2) identification of the pleading entering default; (3) whethe
defaulting party is a minor, incompetent mersor active service member; and (4) tl
the defaulting party was proge served with notice.Vogel v. Rite Aid Corp992 F.
Supp. 2d 998, 1006 (C.D. Cal. 2014).
Federal Rules of Civil Procedure 55(b) authorizes a district court to

default judgment after the Clerk enters détffainder Rule 55(a). A district court hg

discretion whether to enter default judgmeAtdabe v. Aldabeg616 F.2d 1089, 1092

(9th Cir. 1980). When moving for a fdelt judgment, the well-pleaded factu
allegations in the complainte@aaccepted as true, with theception that allegations a
to the amount of damages must be provdelevideo Sysinc. v. Heidenthal826
F.2d 915, 917-19 (9th Cir. 1987) (per curiafg¢d. R. Civ. P. 54(c) (“[a] judgmer
by default shall not be different in kind or exceed in amount that prayed for i
[complaint]”).

In exercising its discretion, a coumtust consider several factors (tEdel
factors), which include: (1) the possibility pfejudice to the plaintiff; (2) the merit
of the plaintiff's substantivelaim; (3) the sufficiency afhe complaint; (4) the sum @
money at stake; (5) the possibility of amlite concerning material facts; (6) whett

the defendant’s default was due to esalle neglect; and (7) the strong polil[cy

underlying the Federal Rules of Civil Remlure favoring decisions on the meri
Eitel v. McCool,782 F.2d 1470, 1471-72 (9th Cir. 1986).
IV. DISCUSSION

A. Procedural Requirements

BMW has satisfied the procedural regunents under Federal Rules of Ci
Procedure 54(c), 55(a), and Local Rule 55-1. The Clerk of the Court entered (
against Defendants Fix Car Now, Inc. andr/idaon on January 016 and Brown or
February 2, 2016. (ECF Nos. 23, 30.) BMlso establishes that Defendants are

D
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minors or infants, incompetent persons,nmilitary service or otherwise exemptq
under the Servicemembers CiRRelief Act (50 U.S.C. Ap. 88 501-597). (Feb. 3

2016 Sokol Decl. 1 19, Mot., ECF No. 32-1BMW served Defendants with a noti¢

of Motion for Default Judgment on Februa&8y2016. (ECF No. 32.) Finally, BMV
complies with Federal Rules of Civilrocedure 54(c) by requesting a remedy

different in kind from that prayed for ithe Complaint. (FAC 17-18; Mot. 5-9|

Plaintiff has thus complied with the prateal prerequisites for entry of defal
judgment. See PepsiCo Inc., v. Cal., Security C&#83 F. Supp. 2d172, 1175 (C.D.
Cal. 2002) (finding that the procedural reqments of Rule 55 and Local Rule 55
are met where plaintiffs address each regufetor in their application for defau
judgment).

B. Eitel Factors

The Court finds that thEitel factors weigh in favor oflefault judgment for the

reasons discussed below.
1. Factor 1: Possibility of Prejudice to Plaintiff
The firstEitel factor considers whether a plafhwill suffer prejudice if default
judgment is not enteredd. at 1177. Defendants failed &ppear and defend again
BMW'’s allegations. Absent entry of f@alt judgment, BMW will be without
recourse, given Defendants’ unwillingndgescooperate and defend. Because BM
will suffer prejudice in the absence of a ddfgudgment, this factor weighs in favg
of default.
2. Factors 2 and 3: The Merits of thePlaintiff's Substantive Claim and the
Sufficiency of the Complaint
The second and third factors, which |lowkthe merits of BMW’s substantiv
claims and the sufficiency of the Complaiatso support entry of default judgmer
BMW’s FAC asserts four claims againstfBredants: (1) trademiainfringement, 15

U.S.C. § 1114; (2) false designation ofigin, 15 U.S.C. § 1125(a); (3) unfal

competition, Cal. Bus. & Prof. Code £7200; and (4) common law claims f

d

e

~

not

t

~

st

W
1

D

nt.

DI




© 00 N o o b~ w N P

N N RN N DN DN N NDNN R P RBP RB R R R R R R
0o N o OO » W N PP O © 0 N~ o 0o W N B O

trademark infringement and unfair competition.
a. Trademark Infringement and Unfair Competition Claims
All four claims are premised on tradark infringement and rely on the san
alleged course ofanduct. A claim of trademark infrgement may be brought agair
a defendant who, without thensent of the holder of the registered trademark,
“in. commerce any reproductiorgounterfeit, copy, or colorable imitation of
registered mark in connection with thelesaoffering for sale, distribution, 0
advertising of any goodsr services on or in connection with which such use is lil
to cause confusion, or to cause mistaketo deceive.” 15 U.S.(8 1114(1)(a). To
prevail on a claim for unfair competitiamder Section 43 of the Lanham Act (whi
addresses federal trademark law), a plaintiffst show that a defendant uses a wc
term, name, symbol, device, or false desiigmaof origin in commerce in connectio
with goods or services, and that such uséikKedy to cause confusn or . . . mistake
. as to the origin, sponsorship, or approval of his or her goods, servics
commercial activities.” 15 &.C. § 1125(a)(1)(A).
Infringement claims brought under 156S.C. 88 1114 and 1125 are subject
the same test: “[T]he critical determinatisnwvhether an alleged trademark infringe
use of a mark creates a likeod that the consuming publwill be confused as tq

who makes what product.Jada Toys, Inc. v. Mattel, In&618 F.3d 628, 632 (9th Cif.

2008) (internal quotations and citations omi}tedo find a “likelihood of confusion,”
neither actual confusion nor intent is necess@ge Century 21 Real Estate Corp.
Sandlin 846 F.2d 1175, 1178 (91ir. 1998). BMW'’s state law unfair competitio
claims under Cal. Bus. & Prof. Code § 172@@d California common law similarl)

use the “likelihood of confusion” testSee Dreamworks Prod. Grp., Inc. v. SK

Studiq 142 F.3d 1127, 1129 n@®@th Cir. 1998) (explaining that “under both tl
Lanham Act and state common law . . . thearok [are treatedds coextensive.”)see

2 Cal. Bus. & Prof. Code § 17200 prohibits “any awful, unfair or fraudulent business act
practice and unfair, deceptive,ttre or misleading advertising.”
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also M2 Software, Inc. v. Madacy Entm421 F.3d 1073, 1089-90 (9th Cir. 200
(state law claims for unfair competitiamder California common law and Cal. Bu
& Prof. Code § 17200 are “substantially camgnt to claims made under the Lanhg
Act”) (internal quotatbn marks omitted).

Here, BMW alleges that Defendantsntinue to use BM/’s Roundel logo and
MINI Wings logo in connection with the sace and repair of BMW- and MINI-brang
motor vehicles, and without BMW'’s condgen(FAC 11 18, 22-23, 25.) The FA
alleges that BMW is the exclusive ownef both marks and that Defendant
unauthorized actions resulted BMW'’s alleged injuries. I¢. 17 12-13, 17, 25, 31
38, 41, 46.) BMW also alleges that Dedants’ unauthorized use of the marks v
both willful and deliberateld. 11 30, 36.) The FAC indicates that Defendants h
used BMW’s Roundel and MINI Wings logamn banners, buildings, and photogray
posted on Defendants’ company websitecdb®@ok page, and internet listings,
without proper permissn from BMW. (d. { 18| FAC, Ex. A.) Finally, the Court
takes as true BMW’s contention that Defemida systematic and prolific use of it
trademarks will likely cause consumer confusiofFAC 1 28, 32, 40, 44.)If a
consumer should see the recognizable Rdumd®INI Wings symbol atop a Fix Cal
Now sign, a reasonable consumer coulelspme that Fix Car Now’'s products cor
with the same standard of service, carel prestige as those saddl authorized BMW
dealers. Accordingly, the Court finds that each element of BMW’s Lanham Act
common law claims for trademainfringement are satisfiedEitel factors two and
three thus weigh in favor of BMW.,

3. Factor 4: Amount of Money at Stake

Eitel's fourth factor looks at the sum of money at stakarever 21, Inc. v.
Nat'l Stores Inc. No. 2:12-CV-10807-ODW, 2014 WL 3898729, at *4 (C.D. G
Aug. 11, 2014). This factor “requiresaththe court assess wether the recovery
sought is proportional to the haraused by defend#s conduct.” Landstar Ranger,
Inc. v. Parth Enters.725 F. Supp. 2d 916,22 (C.D. Cal. 2010). While th¢
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allegations in the FAC are taken to be tfae purposes of defdt judgment, courts
must make specific findings of faot assessing the amount of damag&ee Fair
Hous. of Marin v. Comhs285 F.3d 899, 906 (9th Ci2002). The Court ha
discretion to determine the amowiftdamages to be awarde&olex Watch, U.S.A|

Inc. v. Michel Cq.179 F.3d 704, 712 (9th Cir999). BMW does not seek mone

damages in this action. As discussatta, BMW is only seeking a permane
injunction to prevent Defendants fromrthuer wrongful appropriation and use

BMW’s Roundel logo and MINI Wings log@and its reasonable attorneys’ fees.

Therefore, this factor weighs in favor of BMW.
4. Factor 5: Possibility of a Digute Concerning Material Facts
The nextEitel factor considers the possibility thaaterial factsare in dispute.
PepsiCo 238 F. Supp. 2d at 117Ejtel, 782 F.2d at 1471-72. As discussed abdg
BMW has adequately alleged the facts necessary to establish BMW'’s claims
FAC. There appears to be no reasondidpute since the Defendants have madg
attempt to challenge the accuracy of tHegations it the FAC. Furthermore, BMV
provided the Court with exhibits of thalleged trademark infringements beari
BMW:’s trademarks, which the Court accepts as true and accudeMot., Exs. 2—
6.) With no information to contradict BW’s factual allegations, the Court sees
dispute of material fact and accordingly firtdgs factor weighing in favor of default.
5. Remaining Eitel Factors
The sixth factor considers whether fBedants’ default was the result {
excusable neglect. The Motion indicatdmt Defendants wer@roperly served,

ve,
in i
no

V

no

provided notice of this litigation, and affad the opportunity taddress this matt
out of court. (Mot. 2.) Defendants megiven ample opportunity to respond,
instead chose to disregard all of BMWEsmmunications. Accordingly, the six
Eitel factor favors default judgment.

Lastly, theEitel court maintained that “[c]@s should be decided upon thg
merits whenever reasonably possible.” 782 FRaRli472. However, where, as in t
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case at bar, a defendant fails to answerglaintiff's complaint, “a decision on th
merits [is] impractical, if not impossible.PepsiCo 238 F. Supp. 2dt 1177 (“Under
Fed. R. Civ. P. 55(a), teimation of a case before hearing the merits is alloy
whenever a defendant fails defend an action.”). Thubgecause the flendants failed
to appear and answer the FAte Court finds the seventhitel and final factor
weighs in favor of graimg default judgment.
C. Remedies

BMW requests a permanent injunction and attorneys’ fees and costs. (M
9; FAC 17-18.) The relief sought is consistesith the relief requested in the FAC
(FAC 17-18.) Considering BMW'’s briefingnd Motion for Default Judgment, th
Court concludes that BMW is entitled to the relief sought.

1. Permanent Injunctive Relief

BMW seeks to permanently enjoin Deéants from engaging in any furth
trademark infringement, falsgesignation, and unfair competition in connection w
their use of BMW’s Roundel logo and MINVings logo. (FAC 17; Mot. 5-6.) Th
Lanham Act gives the Court “power to gtanjunctions, according to the principle
of equity and upon such terms as the tonay deem reasonable, to prevent

ved

ot. 5
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e
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violation of any right of the registramdf a mark registered in the Patent and

Trademark Office or to prevent a violai under [the Lanhamct].” 15 U.S.C. §
1116(a).

In order for the Court to grant a perneai injunction, BMW must demonstrats
(1) that it has suffered irreparable injurf2) the remedies available at law g
inadequate compensation; (3) a remedyenuity is warranted, considering tt
hardships imposed on the parties; andt} a permanent injunction would not |
contrary to the public interesGee Reno Air Racing Ass'n v. McCo#&2 F.3d 1126
1137 n.11 (9th @i 2006) (quotingeBay Inc. v. MercExchange, L.L,G47 U.S. 388,
391(2006)).

Here, BMW has demonstrated thauimctive relief is warranted. BMW woulg
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suffer irreparable injury in the absenof a permanent injunction because |of

Defendants’ continued, unauthorizeceusf BMW'’s Roundel logo and MINI Wings$
logo. Defendants’ use undermines BMiNability to control its reputation and
threatens the BMW brand’s established goodwAllplaintiff's loss of control over itg

business reputation resulting from a defen@aalleged unauthorized use of its

protected mark during the pendency ofiminingement action constitutes irreparab
harm. See Kalologie Franchising LLC v. Kalologie Skinare Med’l Group of, B&.

CV 14-00016 DDP VBKX, 2014 WL 953442, at *5 (C.D. Cal. Mar. 11, 20BMW

also expends millions of dollars in advertising efforts throughout the country
takes substantial steps to ensure tthet marks are displayed according to |it
standards. Furthermoreprtinuation of infringement degp notification establishes
irreparable injury. See Sennheiser Elec. Corp. v. Eichldp. CV 12-10809 MMM
PLAX, 2013 WL 3811775, at *1QC.D. Cal Jul. 19, 2013)BMW sent Defendants
multiple cease and desist letegave Defendants notice thiahad filed a complaint

UJ

against them, and offered an opportunityséttle the litigation.(Feb. 3, 2016 Soko|

e

anc
S

Decl. 11 2-8.) Defendants ignored these letters, as well as the filing of this actian, al

their infringement continuesBecause Defendants’ failure appear suggests that thg

will continue to infringe onBMW'’s trademarks without judicial intervention, the

potential for future han to BMW persists.

U
<

By the same token, traditional lega¢émedies are inadequate to redress

Defendants’ continued infringement. BMW sh#ost control of its reputation, the
guality of services offered under its markisddhe goodwill associated with its marks
BMW’s injury will not be fully remediedoy a monetary awardnd Defendants will

continue to infringe unless enjoined by this CouBee Deckers Outdoor Corp. V.
Ozwear Connection Pty LtdNo. CV 14-2307 RSWIFFMX, 2014 WL 4679001, at

*13 (C.D. Cal. Sept. 18, 2014) (explaining that “even after receiving a statutory

damages award, Plaintiff's injury will bhdoe fully remedied by a monetary award

10
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because its injury is hard to computed ddefendants will contue their infringing
activity if not enjoined by the Court.”).
Furthermore, the balance of hardshgiso favors BMW. BMW will continue

to suffer injury from Defadants’ ongoing infringemenand will have no other

recourse if the Court does not grant themction, whereas Defendants will need of
to remove the trademarks from their hgdes, buildings, bmers, and all othe
materials in connection with its businessctumply with the injunction. Defendanf

will not be prevented from conducting theiruas business. Finally, there is great

public interest in protecting the rights of the trademark owner than in allo
Defendants to continue using the tradetedr logos in coursef business. “In
trademark cases, the public interest is the public’'s right not to be deceiv
confused.” Warner Bros. Entm’t, Incv. The Global Asylum, IncNo. CV 12-9547
PSG CWX, 2012 WL 6951315, at *23 (C.D. IC®ec. 10, 2012). A permanel
injunction favors the public interest becaiisill prevent consumer confusion. TH
Court therefore finds that BMW is entileto a permanent injunction restrainir
Defendants from further exploitati of BMW'’s registered marks.
2. Attorneys’ Fees and Costs

Finally, BMW seeks attorneys’ fees aoolsts. (Mot. 8-9; FAC 18.) Under th

Lanham Act, attorneys’ feeare appropriate in “excépnal cases.” 15 U.S.C.

ly
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1117(a). “A trademark infringement isewed as ‘exceptional’ under § 1117(a) when

the infringement is malicious, fraudult, deliberate or willful.” Rolex Watch 179
F.3d at 711. Further, a court may alsmsider a defendant’s failure to defend
action in determining whetheghe defendant’s conduct was willful for purposes
attorneys’ fees.See, e.g.Moroccanoil, Inc. v. Astate Beauty Prods., Inc847 F.
Supp. 2d 1197, 1204C.D. Cal. 2012);see also Taylor Madé&olf Co. v. Cartsen
Sports, Ltd. 175 F.R.D. 658, 663 (S.D. Cal. 1997)A] case may be considere

‘exceptional’ where the defendant disregattas proceedings and does not appeatr.

Here, BMW has pled willful infringemengnd Defendants haveilled to appear and
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defend the action. The Court finds that at&ys’ fees and costs are appropriatg in
this case.

V. CONCLUSION

For the reasons discussed above, the GBRANTS BMW'’s Motion for Entry
of Default Judgment. (ECF No. 32.) ItR&JRTHER ORDERED that Defendants
are directed to:
A. Within thirty (30) days of entry athis judgment, file and serve upon BMW
a sworn statement setting forth in dietae manner and form in which they
have complied with the terms dfiis injunction pursuant tb5 U.S.C. §

1116(a); and
B. In accordance with Section 36 tfe Federal Trademark AdS U.S.C8§
1118 deliver up for destructioany and all guarantees, circulars, price lists,
labels, signs, prints, packages, wragpggouches, receptacles, advertising
and promotional matter, electronicleB, and other materials in the
possession or control of defendantatng BMW’s Roundel logo and/g

-

MINI Wings logo or any other marksvned by BMW, or any derivation g

=

colorable imitations thereof.
IT IS SO ORDERED.

June 2, 2016

%Mw%

HON.OTIS D. WF\{IGHT Il
UNITED STATES DISTRICT JUDGE
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