Fabric Selection, Inc. v. NNW Import, Inc. et al Doc. 165

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

CIVIL MINUTES — GENERAL ‘o’
Case No. 2:16-cv-08558-CAS(MRWX) Date April 11, 2018
Title FABRIC SELECTION, INC. vNNW IMPORT, INC. ET AL.

Present: The Honorable CHRISTINA A. SNYDER

Catherine Jeang Not Present N/A
Deputy Clerk Court Rporter / Recorde Tape No.
Attorneys Present for Plaintiffs: Attorneys Present for Defendants:
Not Present Not Present

Proceedings: (IN CHAMBERS) - PLAINTIFF'SMOTIONS IN LIMINE (Dkt.
122, filed March 12, 2018; dkt. 12#led March 12, 2018; dkt. 126,
filed March 12, 2018; dktL57, filed March 30, 2018)

DEFENDANTS’ MOTIONS IN LIMINE (Dkt. 128, filed March 12,
2018; Dkt. 129, filed March 12018; Dkt. 130, filed March 12,
2018; Dkt. 131, filed March 12018; Dkt. 132, filed March 12,
2018; Dkt. 133, filed March 12018; Dkt. 134, filed March 12,
2018; Dkt. 135, fild March 12, 2018)

l. INTRODUCTION & BACKGROUND

On November 16, 2016, plaintiff Fab&election, Inc. filed the instant action
against defendants NNW Import, Inc. (“NNWDifo, Inc., Superline, Inc., Lady Monkey
Apparel, Inc., Eve Yun Design @moration, Zulily, LLC, Styledor Less, Inc. (“Styles”),
and Does 1-10, inclusive. DHKt.(“Compl.”). Plaintiff allgges claims for (1) copyright
infringement and (2) contributory copyright imfgement. In sum, plaintiff asserts that it
registered an original print design wittetbinited States Copyright Office, and that
during the last three yeaesach defendant has infringed ugaaintiff's copyright.

On December 13, 2016, Styles and Supetiled answers to the Complaint.
Dkts. 16 (“Styles Answer”), 18 (“SuperknAnswer”). On December 15, 2016, NNW
filed an answer to the Complaint. DRR (“NNW Answer”). On January 11, 2017,
plaintiff filed a Notice of Settlement ds Zulily and Eve Yun. Dkt. 37.
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On December 28, 2016, plaintiff requestidt the Clerk enter default judgment
against the two remaining defendants who failed to appear: Lifo and Lady Monkey.
Dkts. 29, 30. On January 3, 2017, ther€lentered default against Lifo and Lady
Monkey pursuant to Federal Rule of Civil Pedlure 55(a). Dkts. 33, 34. On July 17,
2017, plaintiff filed a motion for entry afefault judgment against Lifo and Lady
Monkey. Dkt. 52. On Augu21, 2017, the Court denied plaintiff’'s request for default
judgment, concluding that there was a risknabnsistent results if default judgment
were entered as to defaulting defenddnto and Lady Monkey while non-defaulting
parties NNW, Styles, and Superline remaine/agarticipants in the litigation. Dkt. 64
(citing Frow v. De La Vegab2 U.S. 552 (1872)).

On October 16, 2017, plaintiff filed a mon for partial summary judgment as to
liability and willful infringement against NNW&tyles, and Superline. Dkt. 71. On
October 20, 2017, NNW, Styles, and Suipereach filed motions for summary
judgment, dkts. 81, 85, 88.

On November 6, 2017, Styles filedChapter 11 Bankruptcy Petition, and the
following day Styles filed a notice of automasitay before this Court. Dkt. 111. On
November 14, 2017, the Coudrdinued all dates in thection for ninety days and
continued the motions for summary judgme&nEebruary 26, 2018. Dkt. 115. On
February 1, 2018, plaintiff filed notice afUnited States Bankruptcy Court’s decision
approving a modification to theutomatic stay and allowingahtiff to proceed in the
instant action against Styles to final judgment. Dkt. 116.

On February 26, 2018, the Court held oral argument on the summary judgment
cross-motions and subsequently deniediffs and defendants’ motions for summary
judgment. Dkt. 117.

On March 12, 2018, plaintiff filed three motions in limine. Dkt. 122 (“Pl. MIL
17); Dkt. 124 (“Pl. MIL 2”); Dkt. 126 (“PI MIL 3”). On March 19, 2018, NNW and
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Superline jointly filed oppositions.Dkt. 140 (“Dfs. Opp’n 1); Dkt. 141 (“Dfs. Opp’n

2"); Dkt. 142 (“Dfs. Opp’n 3”). Plaintiffiiled a fourth motion in limine on March 30,
2018, dkt. 157 (“PI. MIL 4”), and on April 2018, defendants jointly filed an opposition,
dkt. 161 (“Dfs. Opp’'n 47).

On March 12, 2018, NNW arfSuperline jointly filed eight motions in limine.
Dkt. 128 (“Dfs. MIL 1); Dkt. 129 (“Dfs. ML 27); Dkt. 130 (“Dfs. MIL 3”); Dkt. 131
(“Dfs. MIL 47); Dkt. 132 (“Dfs. MIL 57); Dkt. 133 (“Dfs. MIL 6”); Dkt. 134 (“Dfs. MIL
77"); Dkt. 135 (“Dfs. MIL 8”). On Mart 19, 2018, plaintiff filed oppositions to
defendants’ motions in limine. Dkt. 137 (“pp’'n 17); Dkt. 138 (“PIl. Opp’n 2"); Dkt.
139 (“Pl. Opp’n 37); Dkt. 144 (“PIl. Opp’n 4"Pkt. 148 (“Pl. Opp’n 5”); Dkt. 149 (“PI.
Opp’n 77); Dkt. 150 (PI. Opp’n 8).

On April 2, 2018, plaintiff filed a request for judicial notice in support of its case-
in-chief. Dkt. 160 (“RIN"Y

On April 9, 2018, the Court held oralgarment. After carelly considering the
parties’ arguments, the Court finds and concludes as follows.

Il. PLAINTIFF'S MOTIONS IN LIMINE
A. Plaintiff's Motion in Limine One

Plaintiff contends that defendants mdeto introduce at trial evidence of other
copyright infringement actions filed by plaintitind plaintiff asserts that this evidence is
irrelevant, would unduly prejuck and confuse the jury, rdsin mini-trials, and waste

1 Styles did not file any motions in limind=or purposes of the Court’s discussion
concerning the instant motions in limine, NNANd Superline are collectively referred to
as “defendants.”

2 Defendants submit an Omnibus Declamatof Miles L. Prince in support of all
motions in limine filed by defendants. Dkt. 136. Plaintiff objects to this declaration on
evidentiary grounds. Except as otherwnsted, the Court does not reach plaintiff's
objections insofar as it does not relytbis declaration in its analysis.
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the Court’s time and resources. PIl. Mliatl3. Moreover, plaintiff argues that
defendants’ attempts to damage plairgittredibility by portraying it as a “copyright
troll” are highly prejudicial to plainti and a waste of time._Id. at 5.

In opposition, defendants assert that they only intend to offer evidence of unrelated
complaints as rebuttal evidence to plaintiff's intended use of unrelated complaints
previously filed against defendan Dfs. Opp’n 1 at 2. Defendants contend that if the
Court grants defendants’ motion in limineexclude plaintiff's use of past complaints
and litigation involving defendas, then defendants will not offer into evidence any other
litigation filed by plaintiff. 1d.

Insofar as it is unclear at this junctdmew plaintiff's other copyright infringement
actions are relevant to the issuleshe instant action, the CoBRANTS plaintiff's
motion in limine to exclude evidence of plaintiff's initiation of other lawsuits.

B. Plaintiff's Motion in Limine Two

Plaintiff asserts that defendants will seekntroduce documents attached as
Exhibit A to the Declaration of Miles Pre, dkt. 83, which were not identified in
defendants’ Rule 26 disdares or produced in response to written disco¥very. MIL 2
at 1. Plaintiff argues that, setting aside isafemuthenticity and relevance, none of these
documents were identified in defendantstial disclosures, and these documents were
disclosed only days before the close aflcdvery and after plaiiff could take any
written discovery on the exhibits. Id. at 2-3.

In opposition, defendants contend tha dlocuments attached as Exhibit A are
merely print-outs of the results of a sim@eogle search, which will be submitted as an
exhibit at trial and accompanied by testimdanying foundation for how the results were
obtained. Dfs. Opp’n 2 at Pefendants argue that thesepouts are not even subject

3 The documents in Exhibit A include imageat defendants assert closely resemble
the Subject Design. See Dkt 83. In paricuthese images were obtained as a result of
defendants’ Google image search for “unigeemetric vector sedass pattern made in
ethnic style....”_See id.
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to Rule 26(a), as the results of the Googledearere not in the “possession, custody, or
control” of defendants r to defendants’ summajgydgment research.

Defendants also note that plaintiff recages that these docunterwere produced
and disclosetheforethe discovery cut-off, and contetitht plaintiff fails to produce any
authority why these documents should be excluddd.Moreover, defendants assert that
plaintiff's own disclosuresrad production suggest that deflants’ production was timely
and admissible, as only seven days pridhoproduction of documents in Exhibit A,
plaintiff produced 75 pages of business records. Id.

Insofar as the documents at issue areestiltdp Rule 26(a) dismsure requirements,
the Court finds that the documents were tintksclosed ten days before the close of
discovery. Although plaintiff contends thaetdocuments were disclosed so close to the
close of discovery that it was “unable toaloy follow-up discovery,” it does not appear
that plaintiff requested an extension of thecovery cut-off to pursue issues presented by
these documents, and plaintiff does not offiey reason for its failure to seek follow-up
discovery with ten days renmang before the cut-off Accordingly, because these
documents were timely produced, the CRENIES plaintiff's request to exclude the
documents at issue containing the hesof defendants’ Google image seatch.

C. Plaintiff's Motion in Limine Three

Plaintiff argues that it secured an adsion from Superline and Styles that the
Subject Design and the design appearinthenmAccused Garment are substantially
similar, and asserts that Superline and Styles are bound by that admission and should be
precluded from introducing any evidence, testiryy or argument to the contrary. Pl.
MIL 3 at 3. In particular, plaintiff contels that in connection with written discovery,
plaintiff served requests for admissions (A&RJFon Superline and Styles, and that the
RFA asked whether the Subjéx¢sign, attached as ExItili to the Complaint, was
substantially similar to the design depictedthe garments in the photographs attached
as Exhibit 3 to the Complaint._Id. at 3-th response, Superline and Styles wrote

4 With respect to evidentiary objections at trial, plaintiff has preserved its hearsay
and lack of foundation objections these documents.

CV-8558 (04/18) CIVIL MINUTES - GENERAL Page5 of 21



UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

CIVIL MINUTES — GENERAL ‘o’
Case No. 2:16-cv-08558-CAS(MRWX) Date April 11, 2018
Title FABRIC SELECTION, INC. vNNW IMPORT, INC. ET AL.

“Admit.” Id. Plaintiff provides the completRBFAs that it sent Superline and Styles as
evidence of its assertions, and contends tite Court shouldot consider evidence
inconsistent with Superleis and Style’s admissiorsid. at 4-5 (citing Tillamook
Country Smoker, Inc. v. Tillamook Cty. €amery Ass’n., 333 F. Supp. 2d 975, 984 (D.
Or. 2004), aff'd sub nom. Tillamook Country 8ker, Inc. v. Tillamook Cty. Creamery
Ass’n, 465 F.3d 1102 (9th Cir. 2006)).

In opposition, defendants assert tplaintiff's motion “completely ignores
Superline’s and Styles’ subsequent supgetal responses theoét—filed after the
February 26, 2018 hearing on the motimrssummary judgment—which expressly
denied the request. Defs. Opp’n 3 at3xfendants further argue that the supplemental
responses to the RFA were made in godith &ter a “previous comparison provided by
plaintiff was revealed to be [] wholly deceiV 1d. at 2—-3. Defendants contend that the
Court should deny plaintiff's request toatxde Superline’s and Styles’ supplemental
responses, and that it should permit them to present their supplemental responses to the
jury. Id. at 5.

Upon review of plaintiff's March 162017 RFAs, which plaintiff submitted along
with the instant motion, it appears that RRémber 11 requested Superline and Styles to
compare the Subject Desigttahed as Exhibit 1 to t@omplaint, with the design
appearing on the Accused Garment, attachdtekhgit 3 to the Comlpint. See Dkt. 126
& Exs. A, B. Inturn, Exhibit 1 and Exhilo8 appear to accurately represent the Subject

5 At the February 26, 2018 summary judgmiesaring, plaintiff's counsel asserted
that Superline and Styles admitted that tlwvo designs were substantially similar in
response to plaintiff's RFAs. Plaintiff assadtthat the images referenced by its RFAs
properlycompared the Subject Design witletAccused Design, and thus, summary
judgment for plaintiff was warranted on the issaf substantial similarity. However, in
its motion for summary judgment, plaintiffddnot provide the Court with a complete
copy of the RFAs that it sent to Superlered Styles. Accordingly, in its summary
judgment analysis, the Court was unabldeétermine whether Superline’s and Style’s
admissions were in fact premised on aousate comparison of the two designs.
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Design and the Accused Garment, respecti\aeiyg, therefore it appears that Superline’s
and Styles’ responses to RFA number 11 vpeeenised on an accurate comparison of the
Subject Design and the design on the AcciBadnent._See Compl. & Exs. 1, 2.

The Court requested oral argument as ibsue. At the hearing, it became
apparent that neither Superline nor Stylesced a motion to withdraw its admissions as
to substantial similarity, and that theset@s supplemented their admissions on February
27, 2018 without leave of CaurBecause Superline and Styles have not moved for
withdrawal of these admissions, Superlamel Styles may not offer evidence that
contradicts these admissions. See 999 NTQCorp., 776 F.2d 866, 869 (9th Cir. 1985)
(“Evidence inconsistent with a Rule 36 adsion is properly excluded.”) (citing Fed. R.
Civ. P. 36(b) advisory committee note (1970)). Accordingly, the CGBRANTS
plaintiff’'s motion in limine to exclude agtence from Superline and Styles that is
inconsistent with their admissions tassubstantial similarity.

D. Plaintiff's Motion in Limine Four

Defendants seek to advise the jury thtles is in bankruptcy and is no longer in
business. Plaintiff argues that this ende is irrelevant, would unfairly prejudice
plaintiff, confuse the jury, result in mini-&is, and waste the Cdilsrtime and resources.
Pl. MIL 4 at 3—4. Moreover, plaintiff comes that the untimeliness of its motion should
be excused, as it became clear that Sty not bringing a representative to trial
“during the preparation of the JoiRretrial Order.”_Id. at 5.

In opposition, defendantssert that plaintiff's motion in limine number four was
untimely and that its proffered excuse for urdimess is untrue. Dfs. Opp’'n 4 at 2.
Specifically, defendants assert that duting parties’ Local Rle 16—2 conference on
February 26, 2018, defense coeinsxplained that Styles could not commit to producing
a witness at trial and that no representativef&tyles would be present at trial because
of the bankruptcy. Id. Accordingly, defg@ants argue there is no reason why plaintiff
could not prepare the motion between ey 26, 2018 and Macl2, 2018, the date
the motions in limine were due. Defendamguest that the Court deny the motion or
strike it as untimely, and request that threu@ issue sanctions against plaintiff for its
willful disobedience of the Local Rules.. I@iting Espinoza v. First Guar. Fin. Corp.,

CV-8558 (04/18) CIVIL MINUTES - GENERAL Page7 of 21



UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

CIVIL MINUTES — GENERAL ‘o’
Case No. 2:16-cv-08558-CAS(MRWX) Date April 11, 2018
Title FABRIC SELECTION, INC. vNNW IMPORT, INC. ET AL.

2013 WL12119737, at *1 (C.D. C&ept. 5, 2013) (striking motion for insufficient
notice); Tiscareno v. Bass, 2011 WL 132135696 (C.D. Cal. Jan. 18, 2011) (denying
motion for coming after the Court’s set deadline).

Moreover, defendants argue that meting defendants from explaining why
Styles is not present at trial would confuse jiry. 1d. at 3.Defendants assert that
plaintiff intends to use deposition testimonyrfr&tyles’ representative, and that the jury
should be informed as to why the deponent isavailable to testify in open court. Id.
Defendants state that this ist‘esssue that will come up afdt once or twice, at most,”
and contend that the Court could simpligetgudicial notice of Styles’ bankruptcy
petition or inform the jury why Styles does @tve a representative present at trial. Id.

In the course of oral argument, it becartear that Styles’ counsel, Mr. Lee, will
be representing Styles at trial, and twaether defendants may reference Styles’
bankruptcy arises from the fact that Styhegy not have a corporate officer present
during trial given that all corporate officesgere discharged of their duties in Chapter 11
proceedings. Plaintiff's counsel assertigat plaintiff sent a subpoena to Douglas
Pereira, Styles’ President, in order to haveeRPa testify during trial, and that he intends
to read from Pereira’s deposition testimonyha event that Pereira does not comply with
the subpoena.

When a witness does not comply witeubpoena, and absent any indication of a
problem with notice, the witness is considered unavailabler dretieral Rule of
Evidence 804(b)(1). See Matv. Mariposa Cty. JaiB69 F.2d 1497 (9th Cir. 1989)
(reasoning that a witness was unavailable @lnes attendance atal was unable to be
procured by process or other reasonamdans, and wheredlproponent made a good
faith effort to obtain the witness’s preseratdrial by sending a subpa&). On balance,
whether Pereira testifies or whether haltanately deemed unavailable, the Court
concludes that any reference to Styles’ bankruptcy is irrelevant and poses the risk of juror
confusion. Accordingly, the CouBRANTS plaintiff's motion in limine to exclude
reference to Styles’ bankruptcy.
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1. DEFENDANTS MOTIONS IN LIMINE
A. Defendants’ Motions in Limine One and Six

Defendants argue in their first motionlimine that the Court should exclude any
expert testimony offered by plaintiff, given that the “Court meldar expert testimony
would be required” to prove thesue of substantial similariip its ruling on the motions
for summary judgment, and plaintiff subseqtlefailed to provide expert disclosures as
required by Federal Rule @fivil Procedure 26. Dfs. MILlL at 3-5. Defendants further
assert that following the February 2818 hearing on the motions for summary
judgment, plaintiff's counsel represented thkintiff would be offering expert testimony
from two or three of plaintiff's employegghough it did not provide names for these
witnesses and did not atteniptprovide Rule 26 expertstlosures._Id. at 4-5.
Defendants argue that plaintiff's failure toeaiately disclose its experts has prejudiced
defendants, prevented alsdovery related to the imded expert testimony, made
defense rebuttal of plaintiff's experts impdssi and robbed defendants of the ability to
make any expert-related mans in limine. _Id.

Defendants contend that insofar as@uwairt is inclined to grant defendants’
motion in limine number one amkclude expert testimony offered by plaintiff, the Court
should also grant motion in limine numlsx and exclude any argument or evidence
regarding substantial similarityhich they argue requireset testimony. Dfs. MIL 6
at 3-5.

In opposition, plaintiff asserts that thetrxsic test for substantial similarity does
notrequire expert testimony, insofar as Niath Circuit’s holding that expert testimony
Is required to undertake the extrinsic analysiSwirsky v. Carey, 376 F.3d 841 (2004) is
contrary to other established Ninth Circuit [aRl. Opp’n 1 at 3. Plaintiff asserts that
Ninth Circuit case law holds that expert tesimg may be used, if helpful, to aid the trier
of fact. Id. at 3-5 (citing Three Boys Mastorp. v. Bolton, 212 F.3d 477, 485 (9th Cir,
2000);_Smith v. Jackson, 84 F.3d 1213, 12%8 (8r. 1996); Apple Computer, Inc. v.
Microsoft Corp., 35 F.3d 1435, 1443 (9th Ai094)). Plaintiff argues that Swirsky did
not overrule any of the prior decisions holding that expert testimaybe used, and
contends that Swirsky’s facts are distinguidbdrom the instant action, in that Swirsky
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dealt with infringement in the context dfythm and blues songs. Id. at 5-6.

Moreover, plaintiff asserts that the exped testimony of plaintiff's designer,
Yuko Grasier, will not be expert opiniorstemony, and that she was disclosed as a
witness during the course of discovery. IdatPlaintiff argues that Grasier will offer
her testimony about the process by which skated the Subject Design, and will testify
as to her observation that the same elemarttee Subject Design appear on the design
on the Accused Garment. Id. Plaintiff ass¢hat Grasier’s testimony will include her
(1) percipient testimony, as the designethef Subject Design, and (2) her opinion as a
lay witness that the same elemergpear in both designs. Id. at 10.

Plaintiff also contends that its initidisclosures stated that Sean Javaheri,
Grasier’s supervisor, would be testifying regarding defendali¢'geal infringement, and
that plaintiff did not provide an expert repfor Javaheri because he is simply an
employee of plaintiff who will be testiing on matters within the scope of his
employment._Id. at 11. Accordinglyetause expert testimony is not required to
establish the extrinsic prong of the substarsimilarity test, and because plaintiff asserts
that it can demonstrate substantial similawtthout resort to expert opinion testimony,
plaintiff argues that the Court should defgfendants’ motions in limine one and $ix.

1. WhetherExpert TestimonyIs Necessary to Determine
Substantial Similarity

The Court notes that its February 26, 20t@er on the parties’ cross-motions for
summary judgment concluded that expert testiynwould aid the Court in its analysis of
whether judgmerds a matter of lawvas warranted under thetersic test._See Dkt.

117 at 14, 17 (“insofar as the expert testimony is required to aid the Court in its
determination of whether summary judgmenveranted as a mattef law, Lee and
Javaheri appear to lack the requisite quadiions to engage en expert '‘analytical

6 Insofar as Grasier’'s and Javaheri’s testimony may be deemed to constitute expert
testimony, plaintiff also requests that theu@ allow defendants to depose Grasier and
designate a rebuttal expert, ahds permit a short continuancgtrial. 1d. at 12.
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dissection' of the designs.”).

With respect to whether expert testimonyéxessary to aid the trier of fact in
addressing the extrinsic test at the timériad, Ninth Circuit precedent demonstrates that
expert testimony is “often” (but not alwgy®quired._See Rice, 330 F.3d 1170 at 1179;
Three Boys Music Corp., 212 F.3d 477 at 48pple Computer, Inc., 35 F.3d 1435 at
1443. Here, it appears that none of thdipaithave attempted fwoperly disclose
experts pursuant to Rule Z)d plaintiff asserts that it does not intend to offer expert
testimony. Thus, to the extent expert testimwill be necessary to analytically dissect
the design patterrnisall parties have failetb designate expertitmesses, and both sides
are precluded from offering experttiesony as to substantial similarity.

2. The Scope of Plaintiff's Witness Testimony

Insofar as plaintiff intends to offéine testimony of its designers, Grasier and
Javaheri, the Court finds that this testimas properly limited to a description of the
process by which the Subject Design wasated, which includes an explanation of
artistic decisions to include and incorporate various design elem&ntlse hearing,
plaintiff's counsel argued that Javaherisyaoperly disclosed as an employee expert
under Rule 26(2)(c)(2), and asserted thgardless, both Grasiand Javaheri could
engage in an analytical dissection as to Waeparticular elements in the Subject Design
also exist in the desigm the Accused Garment.

Despite plaintiff's arguments that Javahsra properly disclosed employee expert,
plaintiff failed to file an expert report fdroth Grasier and Javaheri. Thus, Grasier and
Javaheri—and any other wésses, including defendahwitnesses—are hereby

! An analytical dissection of fabric dgsis using objective criteria means that the
trier of fact will “examine the similaritie their ‘objective details in appearance,’
including, but not limited to, ‘the subjentatter, shapes, colors, materials, and
arrangement of the representations.’ ” LPAintex Indus., Inc. v. Aeropostale, Inc., 676
F.3d 841, 849 (9th Cir. 2012), amended on denial of reh’'@@reh’g en banc (June 13,
2012).

CV-8558 (04/18) CIVIL MINUTES - GENERAL Pagellof21



UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

CIVIL MINUTES — GENERAL ‘o’
Case No. 2:16-cv-08558-CAS(MRWX) Date April 11, 2018
Title FABRIC SELECTION, INC. vNNW IMPORT, INC. ET AL.

precluded from testifying as to their opiniargarding the sirtarities between the
Subject Design and the design on the AstlGarment. Impermissible testimony
includes testimony as to whether elementheSubject Design are present in the design
on the Accused Garment.

Accordingly, the CourGRANTS defendants’ motion in limine one aBbENIES
defendants’ motion in limine six to precludeaipitiff's argument and evidence relating to
substantial similarity, given Styles’ and Sdpees’ admissions as to this issue. The
Court observes that because neither sidetidezhto an expert, then insofar as expert
testimony is necessary for determining Wieetthe design on the Accused Garment is
substantially similar to the Subject Desigrerdfamay be a failure of proof. If necessary,
the Court will consider a Rule 50 motion ashs issue at the conclusion of trial.

B. Defendants’ Motion in Limine Two

Defendants argue that plaintiff intendsotifer dozens of unrated claims, cease
and desist letters, and lawsuits involvindestelants in support of plaintiff's claim of
infringement and willfulnessDfs. MIL 2 at 5. Defendastassert that none of those
unrelated claims resulted in a finding @Hility, and amount to mere allegations; thus,
they argue that this evidence is irreleviamnivhether infringement occurred with respect
to the Subject Design. Id. Moreoverfelgdants argue that the evidence is unfairly
prejudicial and a waste of time. _Id. Acdmgly, defendants argue that this evidence
should be excluded under Feddrale of Evidence 403.

Defendants also contend that to the extent plaintiff offers this evidence to suggest
defendants have a habit of infringingistievidence amounts to improper character
evidence._Id. at 6 (citingnited States v. Angwin, 27/A.3d 786, 799 (9th Cir. 2001);
Classical Silk, Inc., No. 14-CV-09224BM-RW, 2016 WL 7638112, at *11 (C.D. Cal.

Mar. 21, 2016)).

In opposition, plaintiff asserts that the prior copyright litigation is directly relevant
to the issue of willfulness, given that a findiof willfulness in the Ninth Circuit can be
based on either intentional or reddebehavior. Pl. Opp’n 2 at 2—3 (citiMpshington
Shoe Co. v. A-Z Sporting Goodscln 704 F.3d 668, 674 (9th Cir. 2012mini
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Innovation Corp. v. McFerran Home Fighings, Inc., 301 F.R.D. 487, 491 (C.D. Cal.
2014) (Lew, J.)). Plaintiff argues thaetbvidence of prior litigation should not be
excluded under Rule 403, besauhe evidence is nonfairly prejudicial and is instead
directly relevant to: (1) defendants’ knowledge of theirgattions under the Copyright
Act; (2) Styles’ business plan of intemtially not instituting measures to prevent
copyright infringement; and (2) NNW's and Sdpe’s desire to make certain business
changes only when it becomes eamnzal to do so._Id. at 6-7.

With respect to plaintiff's attempt ietroduce other copyright actions and cease
and desist letters against defendants to dhaivdefendants haweehabit of infringing,
the Court concludes that this evidence is madible because it is m®prejudicial than
it is probative. Moreover, counsel for NNWidaSuperline states thatone of the three
defendants ... have ever been found liabtectipyright infringement," and that "all
matters involving any of the three defendaate still pending ... or were dismissed by
the plaintiff following a settlement thatcluded a denial of any wrongdoin®.Dkt. 136
1 12. In light of these assertions, andhaiit any evidence that the cases are related or
particularly relevant on thesue of willfulness, the Courbncludes that each defendant's
involvement in unrelated claims, lawsuits, and cease and desist letters is irrelevant to
plaintiff's claim of infringemenand the issue of willfulness.

Accordingly, the CourGRANTS defendants' motion in limine to exclude
evidence of defendants' involvemenuimrelated claims and lawsuits.

8 Insofar as plaintiff objects to thissteamony as irrelevardand lacking foundation,
the Court concludes that this testimony igvant to whether plaintiff may permissibly
reference unrelated cases andsseand desist letters duringitr With respect to the
testimony’s foundation, the Court observes thatantiff's burden to lay the
foundation for the cases that it intends toddtrce into evidenceAccordingly, the Court
overrules plaintiff’'s objection to counsel'sstanony concerning the unrelated copyright
actions.
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C. Defendants’ Motions inLimine Three and Four

In defendants’ motion in limine three,fdedants assert that plaintiff has made
repeated use of an exhibit that inaccuratelgnpared the Subject Design with an image
of the same, instead of aroect comparison between thalfect Design and the Accused
Garment. Defs. MIL 3 at 3Defendants assert that the eande is irrelevant and unfairly
prejudicial.

With respect to motion in limine foudefendants note that deposition testimony
from all three defendants’ corporate desigrredéied heavily on this inaccurate exhibit.
Defs. MIL 4. Upon realization of thisedeption, all three deponents disavowed their
testimony, and accordingly those depositi@mscripts must be dacted and portions
making reference or relying upon the deceptx@lat should not be read into evidence.
Id. Defendants argue that this is proper fasas this exhibit is irrelevant, and each
deponent was led to believeatithey were viewing a corapson of the Subject Design
against the Accused Gaemt. 1d. at 4.

Plaintiff asserts that it may introducette®ny at trial relating to the inaccurate
comparison for a single purpose: to impetmhtestimony by NNW’s President, Jiachen
Wu, who, despite the exhibit's two desidreing identical, testified extensively to
“imagined distinctions” between the two inesy which speaks to Wu’s credibility. PlI.
Opp’'n 3at 2; Pl. Opp’'n 4 at 3.

TheCourt GRANTS defendants’ motions in limine three and four to exclude
evidence or argument premised upon andneate comparison of the Subject Design
with itself. Plaintiff will not be permitté to use testimony relying on the inaccurate
comparison for any purpose.

D. Defendants’ Motion in Limine Five

Defendants argue that the Court shaxdlude all evidence or argument offered
by plaintiff that relates toeference to China or Chinese companies and their purported
cultural or business practices that result mager amounts of intellectual property theft.
Defs. MIL 5 at 2. Defendantsssert that in the Ninth Cuit, any evidence or arguments
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based on cultural, racial, or ethnic stereosyprist be excluded under Rule 403. Id. at 4
(citing Jinro America Inc. v. Secure Invesnts, Inc., 266 F.3d 949th Cir. 2001); Bird

v. Glacier Elec. Coop., Inc255 F.3d 1136, 1151 (9th C#001); U.S. v. Cabrera, 222
F.3d 590, 596 (9th Cir. 2000); Bains v. Qamn, 204 F.3d 964, 974-75 (9th Cir. 2000)).
Accordingly, defendants argue that plaingiffould not be allowed to present, even
through innuendo, that NNWIsusiness ties to China maitenore susceptible to
committing copyright infringementld. at 5. Defendants carid that these theories will
unfairly prejudice the jury against NNW for martg other than its management’s national
origin, and that this must be preventedtagould cause “irreversible harm.”_Id.

In opposition, plaintiff argues that deftants are actually seeking to preclude
evidence that NNW actaecklessly by failing to take stefis determine the propriety of
the design on the goods it was purchasingptde acquiring the goods from a country on
the Office of the U.S. Trade RepresentasiV*USTR”) Priority Watch list due to
pervasive intellectual property theft, athelspite purchasing the goods at one of the
USTR’s identified “Notorious Markets.” PlL.@p’'n 5 at 2. Plaintiff contends that it has
never argued that NNW’s goods are of lessetityuaecause they affeom China, or that
Wu'’s character is impugned becatmgeis Chinese. Id. at 3nstead, plaintiff argues that
NNW has an obligation to inge as to the provenance of the design appearing on the
goods it was purchasing, and that this obligatvas heighted by virtue of the fact that it
was acquiring goods from China. Id. Rl#f argues that the pervasive theft of
intellectual property by companies located in @hma fact, not a racist stereotype. Id.
at 3—4.

The Court finds that any referenceGhbina or Chinese companies and how their
purported cultural and business practicesdsity involve intellectual property theft is
irrelevant to defendantsllaged infringement or willfulngs. To the extent these
assertions have any limitedgirative value, the Court conclugdthat their risk of unfair
prejudice substantially outweighs any pritbavalue under Federal Rule of Evidence
403. Accordingly, the CouGRANTS defendants’ motion in limine to exclude any
reference to China or Chese companies and their purgally common practices of
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engaging in intellectual property théft.
E. Defendants’ Motions in Limine Seven

Defendants argue that plaintiff sholdd precluded from arguing at trial that
defendants’ alleged infringements willful. Dfs. MIL 7 at 4. Defendants assert that the
claims against NNW as to willfulness amotmfive key allegations: (1) the Accused
Garment is a supposed 69% reduction of3bbject Design; (2) NNW relied solely on a
vendor’s representations and warranties; (3) NNW’s counsel allegedly stated that
garments are purchased by the pound; (4Y\Nfélies on vendors’ representations that
designs were original and developed in-hoaset (5) NNW had a receipt made in order
for the goods to be importedd. at 6. With respect toUperline, defendants argue that
plaintiff merely alleges that it willfully infinged because it “did nothing” except require
indemnity from suppliers andritten assurance that all gooclsmplied with applicable
law. 1d.

Defendants assert that these allegationgriaievant to the issue of willfulness.
Id. at 7 (citing_Louis Vuitton Malletier, S.A.. Akanoc Solutions, Inc., (9th Cir. 2011)
658 F.3d 936, 944 (“To prove iiulness’ under the Copyrighact, the plaintiff must
show (1) that the defendant was actually anarthe infringing activity, or (2) that the
defendant’s actions were the result of ‘reckless disregard’ for, or ‘willful blindness’ to,
the copyright holder’s rights.”)). Defendantgae that none of theve allegations make
it any more or less likely that NNW ouerline were aware that their sales were

9 Plaintiff requests that the Court takelicial notice of the following facts: (1) the
United States government has placed Chinésoriority Watch List for having “serious
intellectual property rights deficienciesind (2) the government has also placed Jin
Long Pan Foreign Trade Garntéviarket, Jinshun Garment Market, Qi Pu Market, Silk
Market, Zengcheng Internatidnideans Market, and Yiwu Market on the “Notorious
Markets List,” which highlights online anghysical markets around the world that are
reported to engage sopyright piracy. RJIN at 2—35iven the Court’s ruling excluding
this evidence from trial, the CoUDENIES plaintiff's RIN.
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allegedly infringing, or that either acted recklessly. Id. Defendaqtgest that the Court
exclude any evidence or argument relatedllieged willful infringanent on the part of
NNW or Superline.

In opposition, plaintiff first argues that defendants’ motion in limine seven is a
procedurally improper motion for reconsidioa filed despite express instructions from
the Court not to repackage their motion partial summary judgment as motions in
limine. Pl. Opp’n 7 at 2. Additionally, @intiff contends that defendants failed to
properly meet and confer in adwanof filing the instant motion.

The Court declines to summarilyrdethe instant motion and will address
defendants’ motion on the merits, though @wurt admonishes all parties to abide by
Local Rules during future proceedings.

With respect to the issue of willfulness, plaintiff argues that each defendant is a
repeat infringer: (1) Styles has been stoFdtopyright infringenent 38 times and has
received approximately 30 cease and dedisrie“resolved prior to litigation;” (2)
Superline has been sued for copyrightimgement a dozen times; and (3) NNW has
been sued six times for copyright infringem&htd. at 4 (citing Amini Innovation Corp.
v. McFerran Home Furnishings, Inc.,.0C Cal. 2014) (Lew, J.301 F.R.D. 487, 491
(“Courts have found that a defendant’s litigatihistory may be relewato the issue of
willfulness in the copyrighinfringement context”).

10 In defendants’ motion in limine two, defendants argue that evidence of prior
copyright citation should be excluded aslevant, particularly as to the issue of
willfulness. Dfs. MIL 2 at 4 (citing Wall Da Inc. v. L.A. Count Sheriff's Dep't, 447
F.3d 769, 783 (9th Cir. 2006) (excluding evidenteroducts unrelated to the product at
issue in the copyright litigation); FahmyJday Z, et al., 2:07-cv-05715, 2015 WL
5680299, at *15 (C.D. Cal. Sept. 24, 2015) (J. Snyder) (excluding evidence of prior
unrelated copyright infringement claims“asinimally probative to establish the
defendants’ willfulness” whilécarrying a substantial ris&f prejudicing the jury” and
“result[ing] in mini-trials [which would] unduly delay” the trial)).
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Plaintiff further asserts that defendardsposition testimony evidences a complete
lack of effort to determine the origins thfe designs on the goods they purchased and
sold. 1d. Plaintiff argues that NNW relied “nothing more than, at most, puffery from
its vendors,” and that NNW cannot provideyadmissible evidence &s its efforts to
prevent infringement._1d. at 5. With respexSuperline, plaintiff asserts that it relied on
“nothing more than generic vendor letters” assythat goods comply with all applicable
law, and that it has “chandets policies and procedureafter multiple copyright
lawsuits to require proof of actual ownleirs with respect to certain goods. Id.

“[T]o prove willfulness under th Copyright Act, the plaintiff must show (1) that
the defendant was actually aware of the infringing activity, or (2) that the defendant’s
actions were the result of reckless disregard for, or willful blindness to, the copyright
holder’s rights.” _Unicolors, Inc. v. UrlbaOutfitters, Inc., 853 Bd 980, 991 (9th Cir.
2017) (quoting Wash. Shoe Co. v. A-Z Spay Goods Inc., 704 F.3d 668, 674 (9th Cir.
2012)). “Willfulness does not exist, hovaywhere infringingvorks were produced
under color of title....”_Evergren Safety Council v. RSMetwork Inc., 697 F.3d 1221,
1228 (9th Cir. 2012).

Upon review of the record, it appe#nat NNW'’s buyer received representations
and reassurances from its Chinese vendottiigatlesigns it sold were developed by or
for that vendor, and that during the 200215 period that NNW operated under these
representations and reassues)dNNW never had any legakues with the garments it
imported. Dtk. 84 1 6-”Moreover, NNW’s owner statesah”l never had reason to
believe NNW should have beemaking any further inquiry to its vendors concerning the
source of the garment’s designdd. 1 7. Similarly, it ppears that Superline received
representations and reassurances tleagdlods it purchased were complied with all
applicable law, as Superés’ vendors are required to ensure that “all products comply
with applicable federal, state, and local stes, rules, and regaians.” Dkt. 90 1 3 &

Ex. A. In addition, it does not appeaatiiefendants made asgles of the Accused
Garment after receipt of plaintiff's notice alleged copyright infringement. At least one
other Court in this district Isadetermined that a plaintifbald not prove willfulness as a
matter of law when defendantaé stores did not violate any cease and desist orders with
its sales._United Fabrics Int’l, Inc. 3. C. Penney Corp., Inc., No. 08-CV-1936-VBF-
PJW, 2009 WL 10674938, at {€.D. Cal. Apr. 10, 2009) (gnting summary judgment

CV-8558 (04/18) CIVIL MINUTES - GENERAL Pagel8of 21



UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

CIVIL MINUTES — GENERAL ‘o’
Case No. 2:16-cv-08558-CAS(MRWX) Date April 11, 2018
Title FABRIC SELECTION, INC. vNNW IMPORT, INC. ET AL.

when plaintiff did not dispute that defendants did not receive or violate cease and desist
letters, and when plaintiff did not offer anther evidence of its own as to willfulness);
see also Evergreen Safety Council, 697 F.3d 1221 at 1228 (holding that prior to
appellant’s receipt of demand letterspaltant did not willfully infringe upon an
appellee’s copyright because it acted underraoiditie). Moreover, recklessness or
willful blindness is typically demonstrated byspgractices of infringing other works, or
when a defendant ignores a warning lestmt by plaintiff's counsel. _See Nimmer on
Copyright 8 1404[B][3][a], at 14-94—14-95; see also Peer Int'l Carpausa Records,
Inc., 909 F.2d 1332, 1335-36 (9th Cir. 199%i)ding willfulness because defendants
received notice of the termination of thesenses to manufacture, distribute and sell
certain copyrighted works, yatvertheless continued to madades); Microsoft Corp. v.

E & M Internet Bookstore, Inc2008 WL 191346, (N.D. Cal., da22, 2008) (finding

that defendants’ infringement was willfafter defendants received 65 takedown notices
but continued to sell the products at issueA. IPrintex Indus., Inc. W.ia Lee, Inc., No.
08-CV-1836-ODW-PJW, 2009 WL 789877, at *7.IpC Cal. Mar. 23, 2009) (granting
summary judgment with respect to willfubgwhen it was “undisputed” that defendant
had notice of plaintiff's cease and desgster but continued to sell the infringing
design”).

However,determiningwillf ulness requires an assessment of defendants’ state of
mind, which is generally a fagal inquiry ill-suited for judgmet as a matter of law. See
Friedman v. Live Nation Merch., Inc., 83336.1180, 1186 (9th Cir. 2016) (holding that
the defendant was not entitled to summaggment on willfulness where the defendant’s
approval procedures for use of photografiever explicitly asks about copyrights,”
which could demonstrate recklessness or willful disregakd)stated, the record
demonstrates that defendants did not engagales in violation of plaintiff's notice
letters, and nothing in the record indicates that defendants have a prior history of
infringement. If compliance with cease and dekatters and a lack of prior history of
infringement were the only two requisite ingasiwith respect to willfulness, defendants
would be entitled to judgment as a mattelasd. Yet considering the reasoning in
Friedman, the Court concludestta question of fact exisés to willfulness because a
jury could reasonably condlle that defendants’ purch@ag process amounted to
recklessness or willful disregard insoéar they failed to “explicitly ask[] about
copyrights at all.”_See Fedman, 833 F.3d 1180 at 1187.
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Accordingly, the CourDENIES defendants’ motion in limine to exclude any
evidence or argument related to allegetifwiinfringement on the part of NNW or
Superline.

F. Defendants’ Motion in Limine Eight

Defendants next assert that plaintiff fiaised to show a “reasonable possibility,
not merely a bare possibilitythat defendants had the chance to view the Subject Design.
Dfs. MIL 8 at 5 (citing Art Attacks Inkl.LC v. MGA Entm’t Inc., 581 F.3d 1138, 1143
(9th Cir. 2009)). Defendants argue that plaintiff has not demonstrated that NNW'’s
Chinese vendor had adequate asde the Subject design, and that plaintiff has failed to
disclose any evidence that defendants ltaegss to the Subject Design. Id. at 5-6.
Accordingly, defendants request that any puxtly relevant evidence to the issue of
access should be excluded. Id. at 6.

As with its opposition to defendants’ matiin limine seven, plaintiff asserts that
motion in limine eight is procedurally impper as it repackages defendants’ motion for
partial summary judgment. Pl. Opp’n 8 at 2.

The Court concludes, asdétermined in its Februa@6, 2018 order, that the issue
of access is better determinedajury. Accordingly, the CouPENIES defendants’
motion in limine to exclude any evidenceavgument related to the issue of access. If
appropriate, after trial th€ourt will consider whether judgment under Rule 50 is
appropriate with respect the issue of access.

V. CONCLUSION

In accordance with the foregoing, the CABRANTS plaintiff’s motion in limine
one. The CouDENIES plaintiff’s motion in limine two. The CouGRANTS
plaintiff’'s motions in limine three and four.
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TheCourtGRANTS defendants' motions in limine one, dDENIES defendants’
motion in limine six. The CouBRANTS defendants' motions in limine two, three,
four, and five. The CouENIES defendants’ motions in limine seven and eight.

IT IS SO ORDERED.

00 : 00
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