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United States District Court
Central Bistrict of California
LA GEM and JEWELRY DESIGN., INC., Case No. 2:19-cv-00035-ODW (PLAX)
Plaintiff,
V. ORDER GRANTING IN PART

DENYING IN PART MOTION FOR
GROUPON, INC.; GROUPON GOODS, SUMMARY JUDGMENT [120]
INC., et al.

Defendants.

l. INTRODUCTION
Plaintiff LA Gem and Jewelry Desigrinc. (“LA Gem”) filed a copyright
infringement suit against Groupon, IncGroupon Goods, Inc. (collectively
“Groupon”) and severgkewelry businesses. Pendingfdre the Court is LA Gem'’s
Motion for Summary Judgment. (Mdbr Summ. J. (“Mot.”), ECF No. 120.) For
the following reasons, the Cou@RANTS in part DENIES in part LA Gem’s
Motion.

1 After considering the paperdéil in connection with these motions, the Court deemed this m
appropriate for decision withootal argument. Fed. R. Civ. P. 78(b); C.D. Cal. L.R. 7-15.
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Il. BACKGROUND

On January 3, 2019, LA Gem filed iisitial Complaint against Defendan
alleging direct, contributory, and vicatis copyright infringement against 4
Defendants. (Compl. {1 78ECF No. 1.) Since é&m, LA Gem has settled it
claims with all Defendants except Golddoon Inc. (“Golden Moon”), David Khafif,
and Groupon. See Order of Partial DismissalECF No. 46; Order Grantin
Dismissal, ECF No. 115; Order Gtarg Dismissal, ECF No. 116.)

LA Gem is a jewelry comgmy in Los Angeles, California, that emplo
designers and sells unique jdyeoieces in retail and e-oumerce stores like Macy'’s
J.C. Penney, and Amazon. (Pl.’s 8taent of Undisputed Facts (“PSUFYT 1-2,
ECF No. 120-1.) LA Gem asserts th&olden Moon, Khafif, and Groupo

(collectively, “Defendants”) infringed tav of its copyrighted designs. (First Am.
Compl. (“FAC") 1 35-53, ECF No. 3&@®SUF Y 3-5.) LA Gem owns U.5.

Copyright Registration Nos. VA 1-88%3 (the “Mom Degin”) and VA 1-916-408
(the “Crescent Design”) (together, “Camhted Designs”). (PSUF {1 10, 12; De

of Paul Heimstadt Ex. 3 (“Copyright Retzetion of Mom Design”), ECF No. 122-1;
Decl. of Paul Heimstadt Ex. 1 (“CopyrigRegistration of Crescent Design”), EC

No. 122-1.) The two Copyrighted Desighave been distributed worldwide sing

2 Defendants dispute statements G&m proffers as undisputedSeeDSUF.) However, in severg
instances, Defendants fail to cite evidence onrdtively, cite to entire deposition transcripts

assert a dispute.Sée e.gDSUF 1-2, 22-25.) “[J]Judges are nogligigs, hunting for truffles burieg
in briefs.” Uche-Uwakwe v. Shinsel@72 F. Supp. 2d 1159, 1162 n.1 (C.D. Cal. 2013). Parties
the obligation to lay outheir support clearly.Carmen v. S.F. Unified Sch. Dis237 F.3d 1026,
1031 (9th Cir. 2001). “The district court need noamine the entire file foevidence establishing

genuine issue of fact, where tegidence is not set forth indhopposing paperwith adequate
references so that it could conveniently be founld.” If the non-moving party fails to identify th
triable issues of fact, the court may treat the mg\arty’s evidence as uncontroverted, so long
the facts are “adequately supported”thg moving party. Local Rule 56-8¢e also Internationa
Longshoremen’s Ass’'n, AFL-CIO v. Dgw&6 U.S. 380, 398 n.14 (1986]I]t is not [the Court’s]

task sua sponte to search the rddor evidence to support the [pas’] claim[s].”). Nonetheless,

the Court attempted to discernf®edants’ point of contention y&aund no material dispute in mos

instances.

i

o2

D

O

-

U)J

D

—

[S
1]

/'S

bear

as



© 00 N oo 0o b~ W N

N N RN NN NN NDN R B R R R B B B R R
©® N o O N W N RBP O © 0 N © OO » W N B O

2013. (PSUF 91 9, 11.) The Copyrighi2ésigns and the infringing jewelry piecs
are attached as Exhibit C to theclaration of Jonathan Ross.

5

GOLDEN MOON’S EARRINGS
GOLDEN AMLOON'S Y-NECRLACE

LA, GEMS CRESCENT FENDANT L.A, GEMS MOM PENDANT

(Decl. of Jonathan Ross E&, ECF No. 130-2.)

Defendants contend that the phrasdoite you to the moon and back” firs
appeared in a children’s book and thus, isarobriginal phrase created by LA Gel
(Defs.” Statement of Undisputed Facts (‘OFS) § 74.) Defendants also indicate th
the combination of a crescent moon andraeleiand a crescent moon with the phrg

“to the moon and back” is present in ath@wvelry designs. (BUF |1 75-76.) This

pre-existing use was not identified in L&em’s copyright rgistrations. (DSUF
177)

Golden Moon sells jewelry but doe®mt manufacture or design it. (PSU
19 20, 21.) Instead, Golden Moon frequents trade shows to select designs it wi
copy. (PSUF 1 22; Decl. of JonathanRbss Ex. G (“Khafif Dep.”) 35:7-12.
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Specifically, an employee of Goldenddn walks through the trade shows w

employees of its Chinese manufacturer and points out designs at booths to orc

similar pieces. (PSUF Y 22, 29; Khafif pe68:18-69:3.) Relevant here, Gold
Moon attended the JCK trade show in Megas between 201éhd 2019, where LA
Gem had a booth during those years drgplayed the Crescent Design and Mg
Design every year since 2015. (PSUF { 30.)

LA Gem claims that Khafif—Presidenshareholder, and primary bookkeef
of Golden Moon—approved orders of jewelry infringing the Copyrighted Desigr
2016. (PSUF 9 18, 24-25.) Golden Maswid pendants copying the Crescg
Design and earrings copying the Mobesign only through Groupon. (PSU

19 33, 36.) Groupon approved the two prodfmtssale and issuedurchase orders|.

(PSUF | 37.) Prior to selling the produetsither Golden Moon nor Khafif ordered
copyright search or conducted a due eiige investigation to that end. (PS\
1941, 42.)

Groupon Inc. is an e-commerce retailed &roupon Goods Inc. is a subsidig
of Groupon Inc. that negotiates with aadvises vendors on prodyarices and sale!

timeline. (PSUF 11 43, 46.Both share a website, empk®s, officers, and offices.

(PSUF { 44.) Vendors may paet with Groupon to sell theproducts on its platforn
provided that the vendor satisfies Grouporesting process. (PSU 48, 49.) Fot
instance, a potential vendanay be designated as airét-party vendor” after
contacting Groupon with a proposed prodaiesti meeting with Groupon to determit
product fit. (PSUF 9 63.)Here, Groupon’s representativdgson Stutzman, visite
Golden Moon’s office in New York ten tfifteen times and intacted with Golden
Moon at Groupon’s Chicago office. (PSUB(Q) Stutzman was aware that Gold
Moon acquired jewelry from internationalipply channels and did not manufactt

the products. (PSUF { 51.) Golden Moeas approved as a first-party vendor.

(PSUF 1 63.)
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As required by the Groupon Goods Vendauide, Golden Moon represente
that it had the rights to sell the infringing products. (PSUF  62.) However, LA
never authorized Golden Moon, Khafif, Groupon to copy, reproduce, manufactu
duplicate, disseminate, or distribute the Cagiyted Designs. (PSUF { 8.) In tot:

o]
Gen
re,
al,

Groupon sold 38,963 jewelry pieces infringithe Crescent Design and 664 jewelry

pieces infringing the Mom Design, all suiggl by Khafif and Golden Moon. (PSU
19 13-14, 16-17, 72—73.) @gmon accepted payment fromarsumers and retained
portion of the revenue. (PSUF Y 67, 7&)oupon also determined the retail sa

price and sold the infringing products groupon.com and limgsocial.com. (PSUF

19 52-58.)
1. PRELIMINARY PROCEDURAL ISSUES

A. Evidentiary Objections

Defendants object to LA Gem'’s evidence. (Defs.idE®bj., ECF No. 129-2.)
First, Defendants assert that LA Gemdeclarations of Joe Behney and P
Heimstadt should not be considered as GA&m failed to send anyone to its notic
deposition under Rule 30(b)(6)Defs.’ Evid. Obj. 2.) “he court where the action
pendingmay, on motion, order sanctions if: (i) arpaor a party’s officer, director, o
managing agent--or a personsamated under Rule 30(b)(6)y 31(a)(4)--fails, after

being served with proper notice, to appfarthat person’s deposition;” Fed. R. Civ.

P. 37(d) (emphasis added). Here, eurt extended the deadline for discove
several times from the original deadlioé¢ February 28, 202@ May 20, 2020.
(Scheduling and Case Managem®rder 24, ECF No. 63; Order, ECF No. 109.)

March 16, 2020, Defendants contacted G&m to reschedule the deposition whi
was, at that time, noticed for March 1922, due to concerns related to the ongo‘
pandemic. (Ex Parte Appl. 3, ECF No. )1 Defendants explained that it failed

reschedule the deposition because of ¢batinuing circumstances and sought
extend the May 20, 2020 deadline to JuneZR0. (Ex Parte Appl. 4.) LA Ger
opposed the extension and indicated Befiendants had noticeddeposition for May
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22, 2020, which LA Gem had agreed to diesthe discovery deadline. (Opp’'n to &

Parte 2, ECF No. 118.) Thus, the Courhidd the ex parte application for &
extension, finding that Defendants had tedaheir crisis. (Order, ECF No. 119.)

The Court ordered that “[a]ll depositis shall be scheduled to commer
sufficiently in advance of the discovery aff-date to permit thir completion and tg
permit the deposing party ergiutime to bring any discovery motions concerning
deposition prior to the cutoff date.” (®duling and Case Magement Order 3.)

Defendants knew well before the originadadlline in February that it wished t

depose LA Gem. Yet, thegiled to notice a deposition withthe discovery period
Additionally, a court ordebased on a showing of “good cause” is required to depd
witness after the discovery teaff ordered by the court; p@es’ stipulation is not
sufficient. Fed. R. Civ. P. 29(b). hUis, the deposition was not properly noticed, :
LA Gem was under no obligatido attend. Accordinglythe Court will not sanctior
LA Gem for Defendants’delay and the CourOVERRULES the objection.
Nevertheless, the Court notes that it has not relied on any specific statements 1
either declaration to which Defendants object.

Defendants also object several separate staterhgraragraphs on relevang

grounds. As the Court does not considbe facts Defendants contest in t
disposition of this Motion, the Cou@VERRULES Defendants’ objections.
B. Rule 56(d) Extension

Defendants seek an order dewyithe Motion without prejudice undg
Rule 56(d) and compelling LAem to appear for its deposition. (Opp’n to Mot.
ECF No. 129.) Rule 56(ghermits a continuance whetlge requesting party provide
a declaration adequately explaining thadditional discovery would reveal specif
facts precluding summary judgmentlatum v. City of San Franciscé41 F.3d 1090
1101 (9th Cir. 2006). Defendants fail to mee$ burden. Additionally, as previous
discussed, the Court extended the alWsecy cut-off for seeral months, yet
Defendants noticed LA Gem’s depositibayond the May 20, 2020 deadline. Th
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the Court DENIES Defendants’ request to deny the instant Motion pursuan
Rule 56(d).
V. LEGAL STANDARD

A Court “shall grant summary judgmentttie movant shows that there is |
genuine dispute as to any material fantl the movant is entitled to judgment as
matter of law.” Fed. R. CiW?. 56(a). Courts must viete facts and draw reasonal
inferences in the light most favorable to the nonmoving pa8gott v. Harris 550
U.S. 372, 378 (2007). A disputed fact is “eval” where the redotion of that fact

might affect the outcome of the suit undée governing law, and the dispute |i

“genuine” where “the adence is such that a reasonable jury could return a verdiq
the nonmoving party.” Anderson v. Liberty Lobby, Inc477 U.S. 242, 248 (1986
Conclusory or speculative testimony in affidavgsnsufficient to raise genuine issu
of fact and defeat summary judgmenthornhill Publ'g Co. v. GTE Corp594 F.2d
730, 738 (9th Cir. 1979).Moreover, though the Courhay not weigh conflicting
evidence or make credibilityeterminations, there must bere than a mere scintill
of contradictory evidence tsurvive summary judgmentAddisu v. Fred Meyer, Inc.
198 F.3d 1130, 1134 (9th Cir. 2000).

Once the moving party satisfies its den, the nonmoving party cannot simg
rest on the pleadings or argue that arsagieement or “metaphysical doubt” abou
material issue of fact precludes summary judgm&ate Celotex Corp. v. Catref77
U.S. 317, 322-23 (1986Matsushita Elec. Indus. Co. v. Zenith Radio Co#a5 U.S.
574, 586 (1986)Cal. Architectural Bldg. Prods., Inc. v. Franciscan Ceramics.,
818 F.2d 1466, 1468 (9th Cir. 1987). Naitlwncorroborated allgations and “self-
serving testimony” create a geneirssue of material factVilliarimo v. Aloha Island
Air, Inc., 281 F.3d 1054, 1061 (9th Cir. 2002)he court should grant summa
judgment against a party who fails to dmretrate facts sufficient to establish
element essential to his casben that party will ultimately bear the burden of prg
at trial. See Celotexd77 U.S. at 322.
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Pursuant to the Local Rules, partrasving for summary judgment must file
proposed “Statement of Uncontrovertedcts and Conclusions of Law” that shol
set out “the material faces to which the moving party contends there is no gen
dispute.” C.D. Cal. L.R. 56-1. A partypposing the motion must file a “Statement
Genuine Disputes” setting forth all materiatfs as to which it contends there exist

genuine dispute. C.D. Cal. L.R. 56-2.T]fie Court may assume that the mater

facts as claimed and adetrig supported by the moving iy are admitted to exis
without controversy except to the extent thath material facts are (a) included in t
‘Statement of Genuine Disputes’ and (b) conerted by declaration or other writte
evidence filed in opposition toegmotion.” C.D. Cal. L.R. 56-3.
V. DISCUSSION
LA Gem seeks judgment on the validity itg copyrights, Defendants’ willfu

infringement, and Defendantgffirmative defenses and counterclaims. (Mot. |i

Defendants oppose and argue thatcopyright registratiorere invalid as the design
are not original, the products are not gahsally similar, their conduct was no
willful, and the Digital Millennium Copyght Act shields Groupon from liability

(SeeOpp’'n to Mot. (“Opp’n”), ECF No0.129.) The Court ddresses LA Gem’s

motion and discusses Defendantg'tipent arguments therein.
A. LA Gem’s Infringement Claim

LA Gem moves for summary judgment ib® claim of copyright infringement,

(SeeMot.) To establish a \d copyright infringement @im, LA Gem must prove

(1) that it owns a valid copyright in thegbected materials; an@) that Defendants

copied protected aspects of the woigkidmore as Tr. for Randy Craig Wolfe Tr.
Zeppelin 952 F.3d 1051, 1064 (9th Cir. 2020pefendants challenge both elemern
(Opp’'n 6-11.)

1.  Copyright Validity

LA Gem argues that its copyright regations are valid, while Defendants

counter that they are not. (Mot. 7; Opgih—12.) “A copyright registration is prim
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facie evidence of the validity of the copyriginid the facts stated in the certificate.

United Fabrics Int'l, Irc. v. C&J Wear, InG.630 F.3d 1255, 1257 (9th Cir. 201
(internal quotation marks omitted). Thmesumption can be rebutted, but “|
registration error does not bar anfrimgement action unless ‘the inaccure
information was included orthe application [ ...Jwith knowledge that it was
inaccurate’ and the inaccuracy, ‘if known, would have caused the Registq
Copyrights to refuseegistration.” Unicolors, Inc. v. Urban Oultfitters, Inc853 F.3d
980, 991 (9th Cir. 2017) (emphastdad) (citing 17 U.S.C. § 411(b)(1)).
Defendants assert that LA Gem knogly failed to identify pre-existing
materials used in its work on its regisiva certificates. (Opp’'n 11-12.) Specificall
Defendants contend that L&em failed to identify the prexisting phrase “lI Love
You to the Moon and Back” and the comdtiion of a crescent moon and circ
(Opp’'n 11.) Defendants provide as eande pre-existing materials—images of
book published in 1994 in which the phrd$dove you right up to the moon an

al
ite

o Of

d

back” exists, and photos of jewelry desigmedating LA Gem’s with certain elemen

S

in common. (DSUF 11 74-76.) Althoughe Copyright Registrations do not
reference the pre-existing materials, criticaDefendants fail to provide any evidence

that LA Gem was aware of these materials. (DSUF fSééDecl. of Jonathan J.
Ross {1 3-5, ECF No. 130; Reply 5, 8.)am attempt to prove that pre-existing

materials exist, counsel for Golden Moon #&tthfif declares that his “firm maintain
a library of books and catalogs containinggas of jewelry pieces from ancient tim
to the present” which contaipieces with elements similar to those of LA Gern
designs; however, he provides no con@xtto how LA Gem would have access
these materials. (Decbf Stephen E. Feldman %4, ECF No. 129-3.) Thug
Defendants have failed tofuee the presumption of lidity based on the copyrigh
registrations.Unicolors, Inc, 853 F.3d at 991.

Defendants also assert that LA Gentopyrights are invalid because t
Crescent Design and Mom Design are mwiginal and, therefore, are n
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copyrightable. (Opp’'n 7-9.) ‘@pyright protection subsists . . . in original works
authorship fixed in any tangle medium of expression..” 17 U.S.C. § 102.

To qualify for copyright protection, a work must be original to the author.
Original, as the term is used inmyright, means only that the work was
independently created by the author (as opposed to copied from other
works), and that it possesses at lesmshe minimal degree of creativity.

To be sure, the requisite level of dredy is extremely low; even a slight
amount will suffice. The vast majoritgf works make the grade quite
easily, as they possess some ftiveaspark, “no matter how crude,
humble or obvious” it might be. Oiitplity does not signify novelty; a
work may be original even though it closely resembles other works so
long as the similarity is fortuitous, not the result of copying.

Feist Publications, Incv. Rural Tel. Serv. Cp499 U.S. 340, 345 (1991) (intern
citations omitted). Works may compile pre-existing elements in an original de
and where “the selection amgrangement are original, tleeslements of the work ar
eligible for copyright protection.’ld. at 349.

Here, LA Gem provides a declaratioratstg that LA Gem employs artisti
designers to create original and uniquegky pieces including the Crescent Desi
and the Mom Design. (PSUF 11 1, 3-5.)rtkermore, Defendants do not rebut t
authorship prong of originality. SeeOpp’'n.) Thus, LA Gem establishes that “t
work was independently created by the authéieist 499 U.S. at 245.

Defendants argue that the designs hyecembine common and trite elemen
lacking distinguishable variations from priorks. (Opp’n 8.) They urge the Cou
to look to Satava v. Lowryin which the Ninth Circuit concluded that copyrig
protection over realistic sculptures of jellyfishglass was “thin” because the plaint
could not prevent others from copying “elemeritexpression thatature displays for
all observers,” such as the jellyfish physiology orsgim-glass medium. 323 F.3
805, 811-12 (9th Cir. 2003). However, tBatavacourt held that a combination ¢
unprotectable elements may tfyafor copyright protection “if those elements a
numerous enough and their esfion and arrangement original enough that tf
combination constitutes an omgl work of authorship.”ld. at 811.
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Here, the Crescent Design and thenMDesign each present a common phr
in a unique font, with particularly amged, darkened text on common symbols-
round sun and a crescent moon—in a distmahner. (Mot. 11, 12.) Thus, the mg
than “slight” amount of creativity in the designs suffices, and the Court finds
original. Feist 499 U.S. at 245t.A. Printex Indus., Inc. v. Aeropostale, In676
F.3d 841, 851 (9th Cir. 2012) (distinguishifgtavaand finding floral designs of
fabric sufficiently original);see also Lucky Break Wishbo@erp. v. Sears, Roebug
& Co., 528 F. Supp. 2d 1106, 1112 (W.D. Waab07) (granting plaintiff's summary
judgment on this issuegff'd, 373 F. App’x 752 (9th Cir. 2010). Accordingly, t
Court GRANTS LA Gem’s motion on this eleemt and Defendants’ counterclai
seeking a declaration of invalidity.

2.  Copyright Infringement

The Court next addresstge second prong of the infringement analysis, wh
contains two separate components:ogying” and “unlawful appropriation.’
Rentmeester v. Nike, In@83 F.3d 1111, 1116 (9th Cir. 2018grt. denied 139 S.
Ct. 1375, 203 L. Ed. 2d 609 (201®verruled on other grounds Wykidmore 952
F.3d 1051.

a. Copying

Copying can be proved “circumstantially by showing that the defendant
access to the plaintiff's work and thaetkwo works share similarities probative
copying.” Id. at 1117. To demonstrate access,ifpii must show that the defendat
had a ‘reasonable possibility’ toew the plaintiff's work.” Unicolors, Inc. v. Wet
Seal, Inc, No. SACV 12-1065-DOC JCX, 2013 WI953727, at *4 (C.D. Cal. May 9
2013). “Circumstantial evidence of reasomaatcess is proven in one of two way
(1) a particular chain of events is edisliied between the plaintiff's work and th
defendant’s access to that work ..., or (2) the plaintiff's work has been w

disseminated."Three Boys Musi€Corp. v. Bolton212 F.3d 477, 482 (9th Cir. 200Q).
“To prove copying, the simitdéies between the two workseed not be extensive [of
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involve protected elements of the plaintifiigork. They just need to be similaritig
one would not expect to arise if the twarks had been created independentl
Skidmore 952 F.3d at 1051.

LA Gem proffers undisputed circugtantial evidence that Golden Moon a
Khafif had access to its copyrighted designs, and that the products sold on Grg
website are similar to its work. (Mot. 83.) Golden Moon sells jewelry but does
manufacture it or employ jewelry designersdisign it. (PSUF 11 20, 21.) Insted
Golden Moon frequents trade shows withfiaseign manufacturing partner where

discovers and identifies dgsis to reproduce and sel{PSUF § 22, 29; Khafif Dep,

35:7-12; 68:18-69:3.) Specifically, Gold&foon attended the JCK trade show
Las Vegas betweeR013 and 2019, and LA Gem hadbooth at JCK during thos
years where it displayed tli&rescent Design and Mom Design every year since 2
(PSUF 1 30.) LA Gem lays out a clearach of events between its works a
Defendants’ access to that work. Thus, ¢herno dispute of fact that Defendants H
a reasonable possibility to a&ss the Copyrighted Designs.

LA Gem also establishes that the infringing works are similar to
Copyrighted Designs. Specifigg LA Gem asserts that ¢htwo have the same tex

text placement, font, design shape, andragimailar characteristics. (PSUF f 13, 1

Mot. 11, 12.) Defendants do not disputedd facts, but argue that the works

dissimilar nevertheless. @UF 1 20-22, 29; Opp’n 9-11Defendants conflate th
similarity requirements of copyirgnd unlawful appropriation.SeeOpp’'n 9-11.) As
“the similarities between the two works nemot be extensive [or] involve protecte
elements of the plaintiffsvork” to prove copying indct, the Court finds that th

works are sufficiently similato establish this prongRentmeestei883 F.3d at 1116}

Thus, the CourGRANTS LA Gem’s Motion for Summary Judgment on the issug
copying.
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b. Unlawful Appropriation
“[T]o prove unlawful appropriation, on ¢hother hand, the similarities betwe

1%
>

the two works must be ‘substantial’ and thmayst involve protected elements of the
plaintiff's work.” Skidmore 952 F.3d at 1051. The Ninthr€uit uses a two-part test
to determine substantial similarity: (1) tegtrinsic test, and (2) the intrinsic tedd.
at 1064. “[T]he extrinsic test, commar the objective similarities of specific
expressive elements in the two works.Cavalier v. Random House, Inc297
F.3d 815, 822 (9th Cir. 2002). For the exdrintest, only substantial similarity i
protectable expression maynstitute actionable copying thegsults in infringemen{

-]

liability; thus, “it is essetial to distinguish betweethe protected and unprotected
material in a plaintiff's work.” Swirsky v. Carey376 F.3d 841, 845 (9th Cir. 2004).
The intrinsic test, “test[s] for similaritpf expression from the standpoint of the
ordinary reasonable observarith no expert assistance.Jada Toys, Inc. v. Mattel,
Inc., 518 F.3d 628, 637 (9th Cir. 2008). Therimsic test requires that the work|s
elements be viewed “as a whole . Apple Computer, Inc. v. Microsoft Coy@35
F.3d 1435, 1442 (9th Cir. 1994Because “the intrinsic teg inherently subjective,’
it is “often inappropriatéor summary judgment.’Express, LLC v-etish Group, IngG.
424 F. Supp. 2d 1211228 (C.D. Cal. 2006%kee Baxter v. MCA, Inc812 F.2d 421,
424 (9th Cir. 1987) (“The test to be applieas been labeled an “intrinsic” one by th

S

Court in that it depends napon external criteria, but instead upon the response qgf the

ordinary reasonable person to the worksTyyentieth Century-Fox Film Corp. V.
MCA, Inc, 715 F.2d 1327, 1330 (9th Cir. 1983} grant of summary judgment fo
plaintiff is proper where works are so ovéeimingly identical that the possibility @

= s

independent creation is precluded.”)

Here, LA Gem moves for summary judgn on the issues that the Golden
Moon necklace is substantially similar i3 Crescent Design and Golden Moon’s
earrings are substantially similar to its Mdesign. (Mot. 10-14.) LA Gem asserts
that the necklace copied the placemernhef“l / love you/ to the / moon and / back”
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text, mimicked the position on the crescent disavell as the cursive font with a heart
after the “k” and similarly darkened the text. (Mot. 11.) Furthermore, the stones il
both are similarly sized and placed in order of ascending and descending siz
(Mot. 11.) As for the Mom Design, L&em again argues that Golden Moon’'s Mom
earrings copy the Mom Design’s font, inding its placement and darkening.
(Mot. 12.) The letters in LA Gem’s dgsi are randomly capitalized, yet, strikinglL,
the same letters are capitaliz@dGolden Moon’s design(Mot. 12.) In opposition,
Defendants do not dispute tleesimilarities but raise diffences: LA Gem’s Crescent
Design are two free standing pendants, whil@ésklace is oneoninected piece with
an additional crystal dangly on the bottom. (Opp’n 10.) As for the Mom Design,
Defendants assert that their earrings douset the word “Mom,” nor do they contain
a heart-shaped element(Opp’'n 11.) Additionally, D&ndants contend that the
thicknesses and depths of its prodwts different. (Opp’n 10.)
The combination of LA Gem’s uniquerf the placement of the font on the
crescent, the combination of the shapeth the placement of the crystal, the
darkening of the text and the choice adpitalization are all unique expressions
protected in its work. SeeCosmos Jewelry Ltd. v. Po Sun Hon ,CGb/0 F. Supp,
2d 1072, 1083 (C.D. Cal. 2006), aff'd, No. B6338, 2009 WL 766517 (9th Cir. Mal
24, 2009). The Court notes that there appedre substantial milarities between the
two works in the protectablelements. Thus, LA Geradequately establishes the

-

extrinsic test. However, as for the intrinsest, the Court finds that a reasonable jyror
could conclude that Golden Moon’s werklook and feel” different from LA Gem’s
work. Sid & Marty Krofft Television Prods., Inc. v. McDonald’s Corf62
F.2d 1157, 1164 (9th Cir. 1977@verruled on other grounds b$kidmore 952
F.3d 1051;see Lucky Break Wishbones28 F. Supp. 2d at 1124-25 (“There are
genuine issues of material fact aswbether the Sears Wishbone and the wishbone
image in the Sears Circular are virtualyentical to the Lucky Break prototype
wishbone.”); Fantasy, Inc. v. Fogerfy664 F. Supp. 1345, 1350 (N.D. Cal. 198)/),
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aff'd, 984 F.2d 1524 (9th Cid.993), rev'd, 510 U.S. 517 (199@After reviewing the
papers and exhibits submitted by the partighe court finds that reasonable min
could differ as to the absence or existencsutistantial similarity between Jungle a
Old Man.”); but see L.A. Printex Induydnc. v. Lia Lee, In¢g.No. CV 08-1836 ODW,
(PJWX), 2009 WL 789877, at *5 (C.D. Cdllar. 23, 2009) (finding defendant’
designs “strikingly similar” to plaintffs design where the only difference was t
language of text printed on thebfac). Accordingly, the CourDENIES LA Gem'’s

motion on the issue of unlawful appropriation.

LA Gem also moves for summaryjudgment on issues of secondg
infringement. (Mot. 17-21.) As the Court et determined that direct infringeme
occurred, the Court does not reack tesue. Accordingly, the CoutENIES LA
Gem’s motion on the issuesiaflirect infringement.

B.  Willfulness of Infringement

Next, the Court addresses LA Geanrhotion for summary judgment on tf
issue that Defendants willfully infringeoh its designs. (Mot. 14-17.) “[T]o proV
willfulness under the CopyrighAct, the plaintiff must show (1) that the defendg
was actually aware of the infringing activity;, (2) that the defendant’s actions we
the result of reckless disregard for, willful blindness to, tle copyright holder’'s
rights.” Unicolors, Inc, 853 F.3d at 991. Typically, the question of willfulness
submitted to the JurySee Unicolors, In¢.853 F.3d 980, 992 (9th Cir. 2017y re
Barboza 545 F.3d 702, 708 (9th Cir. 2008). \wever, courts mafind willfulness on
summary judgment where evidendemonstrates that infringement continued des
notice of the rights.See Peer Int'l Corp. Wausa Records, Inc909 F.2d 1332, 133X
(9th Cir. 1990). LA Gem presents evidence demonstrating that Defendants n
aware of its products sold at tradeshows anline platforms. (Reply in Supp. ¢

Mot. 18, ECF No. 155.) Hweever, LA Gem does not gve that Defendants had
notice of its rights. Indeed, Defendanassert that because LA Gem’s wor

combined common elements, they had emson to believe LA Gem’s products we
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protectable and that its pnacts were infringing. (Opp’d4.) Thus, the Court find;
that there is a material dispute of fact as to Defendants’ awareness of LA ¢
copyrights. Additionally, ashe Court has not determinedat direct infringement
occurred, the Court cannot determine theassuwillfulness. Accordingly, the Cour
DENIES the motion on the issue of willful infringement.
C. Defendants’ Affirmative Defenses

LA Gem also seeks judgment on Defema affirmative defenses: lache
unclean hands, misuse of copyright, ipeledent creation and innocent inte
(Mot. 22-24.) Defendants do notpmgse the motion on these groundSedOpp’n.)
LA Gem asserts that Defendarftil to raise any evidence creating a triable issug
these defenses. &Court agrees.

First, for the defense of laches, “tBepreme Court held that laches could |

bar a copyright infringement claim brougiithin the Copyright Act’'s three-year

statute of limitations.” Pinkette Clothing, Incv. Cosmetic Warriors Ltd.894 F.3d
1015, 1018 (9th Cir. 2018) (citingetrella v. Metro-Goldwyn-Mayer, Inc572 U.S.
663, 677 (2014)). No evidence is presdnte establish that this suit was broug
outside of the three-year statuteliafitations. Accordingly, the CouGRANTS LA
Gem'’s Motion as to the defense of laches.

Next, “[the defense ofinclean hands by virtue @bpyright misuse prevent
the copyright owner from asserting infrimgent and asking for damages when
infringement occurred by hereliction of duty.” Supermarket of Homes, Inc. v. S
Fernando Valley Bd. of Realtqrg86 F.2d 1400, 1408 (9th Cir. 1986). No evidel
of LA Gem’s dereliction of duty existisefore the Court. Thus, the COGRANTS
LA Gem’s Motion on thisaffirmative defense.

For independent creation, “[o]nce a pl#if has demonstrated that a defend:
had access to the copyrighted work anat ithe defendant’'s work is substantia
similar to the copyrighted work, the burdenfshto the defendant to prove that tl
defendant’s work was not a cogylt was independently createdTransgo, Inc. v.
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Ajac Transmission Parts Corp768 F.2d 1001, 1018 (9t@ir. 1985). Here, as

previously discussed, Defendants had asde LA Gem’s designs yet do not argt
let alone proffer evidence, to support thia¢y independently created their desig
Seeinfra IV.A.2.a. Accordingly, the CourGRANTS LA Gem’s Motion on this
defense.

As for innocent intent, Defendants mpsbve that they “w[ere] not aware ar
had no reason to believe tljgteir] acts constituted an infrygement of copyght.” 17
U.S.C. § 504(c)(2). The CounENIES LA Gem'’s motion for summary judgment g
the “innocent infringer” defense for the sane@sons it denies the motion with resp
to willfulness. LA Gem presents no idegnce suggesting that Defendants w
actually aware that their acts constitubefilingement. AlthougiDefendants failed tc
investigate possible copyright protection$aeifinder could conclude that Defendar
had reason to believe that taking inspoatirom designs at a tradeshow may not h
infringed on someone’s rights.

Finally, in its Reply, LA Gem seelsimmary judgment on the issue of reles
as a defense. (Reply 19.) Although thmu@ concurs that no evidence demonstre
that LA Gem released its claim, the CODENIES summary judgment on this issy
as LA Gem failed to raise it in its Mongthereby denying Defendants an opportur
to oppose. feeMot.; Autotel v. Nevada Bell Tel. C&97 F.3d 846, 852 n.3 (9th Ci
2012) (“[AJrguments raised for the firéime in a reply brief are waived.”{500s v.
Shell Oil Co, 451 F. App’x 700, 701 (9th Cir. 20113tating that issues not raise
until the Reply brief are waived).)

D. Digital Millennium Copyright Act

Finally, LA Gem moves for summary judgment on the issue of whethe
Digital Millennium Copyright Act (“DMCA”) protects Groupon. DMCA provide
safe harbors in certain conditions for qualified online service providers from clai
copyright infringement made against thenaagsult of the conduct of their users.
U.S.C. § 512. “The definition of ‘servigarovider’ for the purposes of the § 512
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safe harbor limitation of liability is ‘an &ty offering the transmission, routing, or

providing of connections for digital bne communications, between or among poi

specified by a user, of material of theetls choosing, without modification to the

content of the material as sent or receivedEllison v. Robertsgn357 F.3d 1072
1081 (9th Cir. 2004) (quoting 17 U.S.C. 8§ 3492()(A)). To qualify for the safe
harbor, the service provider:

(1)(A) [can] not have actual knowleddlkat the material or activity is
infringing;

(B) in the absence of such actualowledge, is not aware of facts or
circumstances from which infringg activity is apparent; or

(C) upon obtaining such knowledge awareness, acts expeditiously to
remove, or disable access to, the material,

(2) [can] not receive a financial bdiedirectly attributable to the
infringing activity, in a case in which the service provider has the right
and ability to control such activity[.]

17 U.S.C.A. 8§ 512(d).
First, LA Gem provides evidenceahGroupon was aware of the facts a
circumstances from which infringing activitg apparent. &upon advises vendor
on product prices and sabmd vendors partner with Grouptmsell their products o
its platform. Additionally, vendors musatisfy Groupon’s vetting process. (PSUF
43, 46, 48—-49; Mot. 21-22.) To be desigabas a first-party vendor, Golden Mo
interacted with a Groupon representative avelozen times in its New York office g
well as Groupon’s Chicago office. (PSUF30] 63.) The representative was awsx
that Golden Moon acquired jewelry from imational supply channels and did n
manufacture the products. (PSUF Y 51.) Thaisbest, the evidence shows tf
Groupon may have been aware of the infmggactivity, which is insufficient.
Notably, LA Gem provides evidence thatoupon received a financial bene
directly attributable to the infringg activity. (Mot. 21-22.) Groupon accept
payment from consumers and retained digorof the revenue of 38,963 units
infringing jewelry similar to the Cresceesign and 664 units of infringing jeweli
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similar to the Mom Design. (PSUF |1 13-18-17, 62—-73.) LA Gu also provides

evidence of the control Groupon had irlisg these products: from sourcing the
goods, to purchasing and then resellingnth (PSUF 11 50, 68,/.) Defendants do

not dispute these facts. As Groupon selected and profited from Golden Moon'

products, the Court finds that Groupon slomot qualify for the safe harbo
Accordingly, the CourGRANTS LA Gem’s Motion on this issue.
VI. CONCLUSION
For the foregoing reasons, the Co@RANTS LA Gem’'s Motion for

_—

Summary Judgment as to the validity of LA Gem’s copyrights and the element o

copying andDENIES the Motion as to the element of unlawful appropriation and
issues of secondary infringement amidifulness. Additionally, the CourGRANTS

the

LA Gem’s Motion as to Defendants’ affiative defenses of laches, unclean hands/

copyright misuse, andhdependent creation bMENIES the Motion as to innocen
defense and release. Finally, the C&IRANTS LA Gem’s Motion as to Groupon’s
DMCA defense. (ECF No. 120.)

IT IS SO ORDERED.

S,

K\' f;‘?’- ¥ r"'x. /
- £ a :

OTIS D. WRIGHT, Il
UNTED STATES DISTRICT JUDGE

September 10, 2020
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