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a, LLC et al v. Padova Wheels, Inc. et al D

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA
EASTERN DIVISION

BII\/IW OF NORTH AMERICA, LLC, et|] Case No.: 5:16-cv-01373 ARAOX)
al.,
Plaintiffs, L’ERMANEN INJUNCTION
AGAINST DEFENDANT
V. SALAHUDIN NUDIN NLN D/B/A
PIONEER TIRE AND WHEEL
PADOVA WHEELS,INC., et al., AND DISMISSAL, WITH
PREJUDICE
Defendants. _
Honorable André Birotte Jr.

The Court, pursuant to the Stipulatifam Entry of Permanent Injunction g

Dismissal (“Stipulation”), by and betwe@taintiffs BMW of North America, LLC

(“BMW NA") and Bayerische MotoretWerke AG (“BMW AG”) (collectively

DC. 45

ind

-

<

“Plaintiffs”), and DefendanSalahudin Nudin NIn d/b/a Pioneer Tire and Wheel

(“Defendant”) filed concurrently henath, hereby ORDERSADJUDICATES an
DECREES that a permanent injunctionallibe and hereby is entered aga
Defendant in the above-re@nced matter as follows:
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1. PERMANENT INJUNCTION. Defendant, andany person or

entity acting in concert with, or at tltkrection of Defendantincluding any ang

|-

all agents, servants, employees, pagneassignees, distributors, suppliers,

resellers and any others owehich Defendant may exesd control, is herelly

restrained and enjoined, pursuant toUdted States Code (“U.S.C.”) 81116

and 35 U.S.C. 8283, from engaging in, dileor indirectly, or authorizing qr

assisting any third party to engageany of the following activities in the United

States and throughout the world:

(1) copying, manufacturingjmporting, exporting, purchasin
marketing, selling, offering for sale, afiiibuting or dealing in any product
service that uses, or otherwise makmmgy use of, any of BMW'’s intellectu
properties, including but not limitetb the BMW®-, M®-, 3 SERIES®-,
SERIES®-, 6 SERIES®- and/or 7 SERIES®demarks and/or Plaintiffs’ desi

patents D29/511,036; D516,989615,018 C1; D617,712)621,770; D621,771,;

D635,078; D643,794; D558,114; D671,473; and D68®,1Rollectively

hereinafter “BMW'’s Intelleatal Properties”), and/omg intellectual property that

is confusingly or substantially similar tor that constitutes a colorable imitati
of, any BMW Intellectual Properties, wihet such use is as, on, in or

connection with any trademark, servicerkydrade name, logo, design, Inter

use, website, domain namenetatags, advertisinggromotions, solicitations

(a)

g,
or

al

Ol

lon
in

net

commercial exploitation, television, Wwdased or any other program, or any

product or service, or otherwise;

(i)  advertising or displang images and/or photographs of n
genuine BMW automobile wheel rimaith a BMW®, M®, 3 SERIES®, !
SERIES®, 6 SERIES®-and/Gr SERIES® trademark;

(i) advertising or selling non-genuine BMW automobile rims,

center caps, or badges;
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(iv) using BMW Intellectual Riperties, including but not limitg
to the BMW®, M®, 3 SERIES®, 5 SERIES®, 6 SERIES® and 7 SERI
trademarks in advertising to suggdbfit non-genuine BMW products bei

advertised are sponsored by, endorsedobygre otherwise affiliated with BMV

d
ES®

ng
U

and/or advertising non-geine BMW automobile wheel rims and other npn-

genuine BMW automotive parts using destops that imply that the products 4
genuine BMW products;

(v) using, advertising or dilying BMW'’s trademarks, including

but not limited to BMW®-, M®-, 3 SRIES®-, 5 SERIES®-, 6 SERIES®- o
SERIES®-trademarks, to suggest that non-genuine BMW products

advertised are manufacturesbonsored or endorsed B¥W or advertising non
genuine BMW automobile paror related products ungj descriptions that imp
the products are genuine BMW produciBefendant may, heever, use “BMW
or other BMW wordmarks to aduwese non-BMW products with fair us
descriptions such as ‘for BMW autommtes’ or ‘fits BMW model e
similar language, providetthat “BMW” and any otheBMW wordmarks that ar

used are in the identical font, formatesi and color as, and no more promine

\re

7
being

Yy

he
r
e

ntly

displayed than the surrounding texin no event may any BMW logos, design

marks, or other graphical traderkabe used under this exception;

(vi) performing or allowing dters employed by or represent
Defendant, or under Defendante®ntrol, to perform @y act or thing which i
likely to injure Plaintiffs, any BMW Itellectual Properties, including but r
limited to the BMW®, M®, 3 SERIE®, 5 SERIES®, 6 SERIES® and
SERIES® trademarks and/or Plaintiffs’sign patents, and/or Plaintiffs’ busing
reputation or goodwill, including makinglisparaging, negative, or critic
comments regarding Plaintiffs treir products and services;

(vi) engaging in any actsof trademark infringement, fals

designation of origin, dilution, unfair corafition, design patenhfringement, or
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other act which would tend damageinjure Plaintiffs; and/or
(viii) using any Internet domain mee or website that includes any|

Plaintiffs’ trademarks or design patents, including but not limited to the BM

M®, 3 SERIES®, 5 SERIES®, 6 SERIBSand 7 SERIES® marks and/or desj
patents D29/511,036; D516,98961b,018 C1; D617,712)621,770; D621,771,;

D635,078; D643,794; D558,110671,473; and D686,130.

2. Defendant is ordered to deliver immediately for destructiof
counterfeit, infringing or otherwise uathorized products, including automol
wheel rims, center caps, emblems,ddpss, labels, signs, prints, packag
wrappers, receptacles and advertisements relating therdiis,ppssession and

under his control embodying, comprised, utilizing and/or bearing any E

Intellectual Properties, or any simutat, reproduction, @unterfeit, copy or

colorable imitations thereof, and all plateglds, heat transfersgcreens, matrice

and other means of making the same, toetktent that any of these items are

Defendant’s possession.

3. This Permanent Injunction shall be deemed to have been serve
Defendant at the time of its execution by the Court.

4. The Court finds there is no just reason for delay in entering
Permanent Injunction against Defendaand, pursuant to Rule 54(a) of t
Federal Rules of Civil Procedure, tl@ourt directs immediate entry of th
Permanent Injunction against Defendant.

5. NO APPEALS AND CONTINUING JURISDICTION. No

appeals shall be taken from this Permanent Injunction, angdties waive a

rights to appeal. This Court expressbtains jurisdiction over this matter

enforce any violation of the terms of this Permanent Injunction by Defendan
6. NO FEES AND COSTS. Each party shall bear their own attorne

fees and costs incurred in this matter.
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7. DISMISSAL. Upon entry of this Permanent Injunction agalnst

Defendant, the case shall be dismisaedo Defendant, with prejudice.

IT IS SO ORDERED, ADJUDIBTED and DECREED this f1day of

HON.ANDRE BIROTTEJR.
District Court Judge of the United States
Central District of California
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