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8 United States District Court
o Central District of California
10 Western Division

11
12 | NEXTENGINE VENTURES, LLC, CV 13-0463 TJH (JPRX)

13 Plaintiff/ Counter-Defendant,

Findings of Fact
14 V.

and
15| LASTAR, INC.,

Conclusions of Law

16 Defendant/Counter-Claimant.

17

18 | AND RELATED COUNTERCLAIMS

19

20 The parties waived trial by jury, anstipulated to a bench trial on written

21 | documents, including depositions, exhibits andfbr The Court, having considered the
22 || submitted briefs and evidence, and having heard closing arguments, now, issues the

23 || following Findings of Fact and Conclusions of Law:

24
25 FINDINGS OF FACT
26 1. The evidence does not establish theenship, membership or domicile pf

\1%4

27 || Plaintiff/Counter-Defendant NextEngine Meres, LLC (“NEV”). While there are
28 || assertions that Michael Gleissner is NEV'esnember, there is mvidence to establish
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those assertions. During Gleissner’s depasjtne could not recall the state where N
was registered as a limited liability compa@Bieissner merely confirmed that NEV w
within his portfolio of companies.

2. NEV is in the business afjiter alia, acquiring internet domain names 1
investment purposes.

3. Defendant/Counter-Claimalnastar, Inc. (“Lastar”)s an Ohio corporatior
in the business of manufacturing and selbogputer, network, audio/video and otk
electronic connectivity products.

4, The internet domain named Gocables.com is a defeindiaam.

5. Other than as to tha rem defendant, personal jediction and venue ar
not disputed by the parties.

6. Lastar first began using its Cables To Go mark in commerce in
Around 1995, Lastar began marketing tre internet using the domain nar
Cablestogo.com.

7. Lastar’s primary internet domain name is Cablestogo.com.

8. In 2001, Lastar learned that Global Manufacturing Solutions,
(“Global”) had applied for fderal registratiorof the trademark Go Cables and h
registered the Gocables.com domain name.

9. The Gocables.com domain name doesincorporate the Cables To (
trademark.

10. In May, 2002, Lastar filed an oppositito Global's trademark applicatio

11. In March, 2004, the Trademark Traand Appeal Board (“TTAB”) issue(
a decision in favor of Lastar and denied Global’'s trademark application.

12. Following the TTAB decision, Global filed case number CV 04-4499
in this Court against Lastar assertingok&l’s right to use the Go Cables mark &
domain name.

13. On September 7, 2005, Global voluilyadismissed its suit against Last
pursuant to a settlement agreement. Purdoahiat settlement agreement, Global v
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permitted to use th Gocables.com domain name until May, 2010, and, then,
obligated to transfer the Gocables.com dammame to Lastar no later than Augus
2010.

14. In 2006, Lastar registered CablBo Go as a federal trademark.

15. On July 3, 2010, Global allowedethegistration for the Gocables.cq
domain name to lapse, and notified Lastatheflapse so that Lastar could register
Gocables.com domain name.

16. Lastar failed to immediately register the Gocables.com domain 1|

was

m
the

lame,

resulting in the Gocables.com domain naeedming available for registration by othefs.

During his deposition, Lastar’s presidentili&m Diederich, testified that Lastar wa
indeed, notified by Global of the registatilapse and that, for reasons unknown to |
Lastar failed to register the Gocablesacdomain name, thereby allowing that dom
name to become available for registration by anyone else.
17. OnJuly5, 2010, Obada Alzatari retgred the Gocables.com domain na
18. On October 4, 2010, NEV acquirde Gocables.com domain name fr(
Alzatari as part of a bulk purchaseapiproximately 344 domainames for $90,000.0(

or about $260.00 per domain name.
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19. Later in 2010, NEV registerethe Gocables.com domain name wijth

GoDaddy, Inc. (“GoDaddy”), a domain name registrar.

20. Atthetime of NEV’sregistration of the Gocables.com domain name, G
To Go was a distinctive trademark.

21. Lastar’sfailure to immediately register the Gocables.com domain nam
it was notified by Global that the Gocablesrcdomain registratiohad lapsed and wa
available for registration, led to NEV’sgistration and use of the Gocables.com don
name to NEV’s detriment.

22. All domain name registrants, including NEV, subscribe to the Unil
Domain Name Dispute Resolution PolicJORP”) when they register domain nam

with certified domain registrars of thetémnet Corporation for Assigned Names &
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Numbers (“ICANN”).
23. GoDaddy is an ICANN certified domain registrar.

24. The UDRP requires domain name regiggasuch as NEV, to “represent

and warrant” that “to [the registrantkihowledge, the registration of the domain ngme

will not infringe upon or otherwise violate the rights of any third party.”

25. The UDRP places responsibility on the dammame registrant to determi
whether the domain name infringes or violates another party’s rights.

26. Atnotime did NEV make any effad determine whether the Gocables.c
domain name infringed the rights of any other party.

27. NEV used the Gocables.com domaimgato redirect internet traffi
intended for Gocables.com to commercial sijgsrated by NEV or its affiliates, such
sexymandarin.com.

28. NEV’s use of the Gocables.com domain name to redirect internet tral
other commercial websites was intended twease traffic to those other commerg
websites.

29. Sexymandarin.com offeredmmercial goods for sale.

30. Around January, 2012, Lastar firgiscovered NEV’'s use of th
Gocables.com domain name.

31. In January, 2013, Lastar filed angolaint against NEV in the Nation:
Arbitration Forum (“NAF”), pursuant to the UDMR seeking transfer of the Gocables.c
domain name to Lastar.
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32. Atthe conclusion of arbitrationgmeedings, the NAF found that NEV’s use

of the Gocables.com domaname violated the UDRP.

33. On March 6, 2013, GoDaddy received MAF decision. That same da
GoDaddy sent an email noé to NEV advising that GoDaddy would transfer
Gocables.com domain name registration tstaain ten business days, unless NEV §
GoDaddy proof that a court action had bdged regarding the ownership of th
Gocables.com domain name.
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34. On March 20, 2013, the tenth business day from the date of GoDz
notice, NEV filed this action seeking return of the Gocables.com domain T
However, NEV sent its proof of suit @oDaddy after GoDaddy closed for business
day.

35. GoDaddy transferred the Gocables.dmmain name registration to Lastar.

36. Pursuant to the Final Pre-trial Conference Order, NEV asserted:
1. Three claims against Lastar:
A. Reverse domain hijacking, pursuant to 15 U.S.C
1114(2)(D)(iv);
B. Injunctive relief, pursuant to 15 U.S.C. § 1114(2)(D)(v); g
C. Declaratory relief, pursuant to 28 U.S.C. § 2201.
2. Anin rem claim against the Gocableem domain name for quig
title, pursuant to Cal. Code Civ. Proc. 88 760.010 — 764.080.
37. Also, pursuant to the Final Pre-tr@bnference Order, Lastar assertec
counterclaim against NEV for cybersdiirdg, pursuant to the Anticybersquatti
Consumer Protection Act (“ACPA”), 15 U.S.C. § 1125(d).
38. Inresponse to the counterclaim,\N&sserted the affirmative defenses
laches and estoppel.
39. Thedomain name registry for Gocables.com s Verisign, Inc., headque
in Mountain View, California.
40. The domain name registrar for Gocables.com is GoDaddy, headquiz

in Scottsdale, Arizona.
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41. When NEV obtains domain names, itkesino effort to determine whether

those domain names infringe the rights of any other parties.
42. Some of the domain names purchased by NEV in the bulk grouj
included Gocables.com are identical to resgistl trademarks held by others, such
Airmail.co, Paypilot.com, and Ribbonwood.com.
43. When NEV registered the Gocabtesn domain name, it was not aware
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Lastar’'s Cables To Go trademark, ortlo¢ dispute between Global and Lastar.

44. NEV holds no trademark or other intellectual property rights in
Gocables.com domain name.

45. The Gocables.com domain name doescansist of NEV'’s, or any of it
related entities’, legal name, nor a name otherwise commonly used to identify N
any of its related entities.

46. The parties agree that NEV mamteuse of the Gocables.com domain né
in connection with the bona fiddfering of any goods or services.

the

UJ

EV or

lme

47. NEV did not make a bona fide non-commercial or fair use of the Cables To

Go mark in a site accessible under the Gocables.com domain name.

48. NEV did not intend to divert stomers from Lastar’s Cablestogo.cc
website to another site located at Gocables.com

49. NEV’s use of the Gocables.com domain name did not harm the gof
earned by the Cables To Go trademark.

50. NEV’s use of the Gocables.com domaame did not create a likelihood
confusion between Gocables.com and Cablestogq.or as to either domain’s sour
sponsorship, affiliation, or endorsement.

51. NEV made no offer to transfer, salf,otherwise assign the Gocables.c
domain name to Lastar, or any third pafty, financial gain without having used,
having an intent to use, the Gocables.comalamame in the bona fide offering of a
goods or services.

52. No evidence was presented to suggiest NEV ever made an offer |
transfer, sell, or otherwise assign any domame for financial gain without havin
used, or having an intent to use, that donmame in the bona fide offering of any goc
or services.

53. NEV did not provide any false information when it registered
Gocables.com domain name.

54. NEV has not registered or acquiradltiple domain names that it actua
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knew were confusingly similar to the marksotifiers that were distinctive at the time
registration of those domain names, or thatewhblutive of famous marks of others th
were famous at the time of registration of those domain names.

55. Based on the unique facts and circamesg of this case, NEV exhibited
bad faith intent to profit when it registerdte Gocables.com domain name without f
conducting a reasonable investigation, letnal any investigation, as to wheth
Gocables.com infringed on any other partyghts; by having a practice and custom
registering domain names without first contilug reasonable investigations as to
whether the domain names infringed on anlyer party’s rights; and by using tl
Gocables.com domain name tdirect internet users to NEV's other commercial si

56. NEVis not entitled to the shelter providey the bad faith safe harbor of t
ACPA because it was not reasonable for NEWeteve that its use of the Gocables.c
domain name was lawful without firsbeducting a reasonable investigation as
whether the Gocables.com domain nanfienged on any other party’s rights.

57. Lastar has no evidence that individuals searching for Cablestog
mistakenly wento Gocables.com.

58. Pursuantto evidence from Google Atiak, from January, 2012, to May
13, 2014, 261 web browsers searchingtha phrase “go cables” ended up going

of
at

rst
er

om
to

D.COM

to

Cablestogo.com. Eight of those web browsers made purchases at Cablestogo.com

totaling $4,022.09.

59. Cables To Go and Gocables.com aonthe identical words “Go” an
“Cables.”

60. The Gocables.com domain nameasfasingly similar, under the ACPA
to Lastar’'s Cables To Go trademark.

61. Lastar did not knowingly and matdiyamisrepresent that Gocables.con

confusingly similar to its Cables To Go trademark.

s

62. Atthe commencement of this triegstar owned the Gocables.com domfain

name.
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63. Insum, NEV registered and usee @ocables.com domain name with a f
faith intent to profit; the Gocables.com domaame was confusingsimilar to Lastar’s
Cables To Go trademark; and Lastar’'s Cabe&o trademark wasstinctive at the time
NEV registered the Gocables.com domaimea Consequently, NEV violated tf
ACPA. Moreover, NEV is nantitled to benefit from the ARA’s bad faith safe harbg
because it could not taia reasonably believed that its use of the Gocables.com dc
name did not violate another party’s rightslowever, NEV is entitled to equitab
estoppel to bar Lastar from recoveringmatary damages from NEV because Last
conduct led to NEV'’s registration ande of the Gocables.com domain name.

64. Lastar is the lawful owner, and 8hatain the lawful ownership, of the

Gocables.com domain name.

CONCLUSIONS OF LAW
1. The Court has subject matter gdiction over the federal law clain
pursuant to 28 U.S.C. § 1331.

2. To establishn rem jurisdiction over persongroperty, the property mus

be located within this DistrictOffice Depot Inc. v. Zuccarini, 596 F.3d 696, 700 (9th Ci
2010).

3. Domain names are personal propddgated wherever the registry
registrar are locatedOffice Depot, 596 F.3d at 702-3.

4, Because the registry and registrahefGocables.com domain name are
resident in the Central Distriof California, this Court lackis remjurisdiction over the
Gocables.com domain name.

5. To prevail on a claim under 15 U.S81114(2)(D)(v), NEV must establis
the following:

A. Thatthe Gocables.com domain nanses transferred away from NE
pursuant to a domain name registradicy prohibiting the registration ¢
a domain name that is confusingly similar to another’s trademark;
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B. That it filed a civil action and gaveotice of the civil action to th
owner of the trademark; and
C. That its use of the domain name was not unlawful under

chapter.”

6. The First and Second Circuits havdirted “this chapter,” as used in 1

U.S.C. § 1114(2)(D)(v), to mean just the ACF5allen v. Corinthians Licenciamentos
LTDA, 273 F.3d 14, 18 (1st Cir. 20080reyv. CelloHoldings, LLC, 347 F.3d 370, 38!
(2nd Cir. 2003), while the Fourth Circuit$defined that phrase to mean the en
Lanham ActBarcelona.com, Inc. v. Excel entisimo Ayuntamiento DeBarcelona, 330 F.3d
617, 626 (4th Cir. 2003). The Ninth Circuitshaot addressed this issue yet. But
distinction is not relevant if NEV is unable to establish that it did not violate the A¢
which is included within the Lanham Act.
7. To establish that it did not vioathe ACPA, NEV must establish any o
of the following:
A. That it did not register or use the Gocables.com domain name
B. ThatLastar's Cables To Go texdark was not distinctive when NE
registered the Gocables.com domain name;
C. Thatthe Gocables.com domain name was not confusingly sim
Lastar's Cables To Go trademark; or
D. Thatitdid not have a bad faithtémt to profit from the Gocables.co
domain name.
15 U.S.C. 8§ 1125(d)(1)(A).
8. Federal registration of a trademarkabtishes the distinctiveness of th
trademark.See Lahoti v. Vericheck, Inc., 586 F.3d 1190, 1199 (9th Cir. 2009).
9. To determine whether the Gocables.com domain name is confusingly §
to the Cables To Gibademark, the Court mustropare the Gocaldecom domain nam
to the Cables To Go trademarkee GoPets, Ltd. v. Hise, 657 F.3d 1024, 1032 (9th C

19%
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10.
the mark, adds generic terms to the markiebetes or rearrangedtkys in the markSee
GoPets, 657 F.3d at 103Z)PST Intern., Inc. v. Nahum, 624 F.3d 1213, 1222 (9th C

2010).

11.
the Gocables.com domain name, the most itapbfactors are the unique circumstan
of the case.Rearden LLC v. Rearden Commerce, Inc., 683 F.3d 1190, 1220 (9th C

2012).

12.
listed in 15 U.S.C. § 1125(d)(1)(B)@ determine NEV’s bad faith:

A domain name may be confusingly ganto a trademark if it incorporatg

In considering whether NEV had a Waith intent to profit from the use ¢

S

=

)f
Ces

=

In addition, the Court may consider the following nine non-exclusive factors

A. The trademark or other intellectymoperty rights of NEV, if any, i
the Gocables.com domain name;

B. The extent to which the Gocablemm domain name consists of t
legal name of an entity, or a name that is otherwise commonly us
identify that entity;

C. NEV’s prior use, if any, othe Gocables.com domain name|i

connection with the bona fiddfering of any goods or services;
D. NEV’s bona fide noncommercial or fair use of the Cables Tag

trademark in a site accessible under the Gocables.com domain namie;

E. NEV’s intent to divert consum&from Lastar’s online location to
site accessible under the Gocables.clmmain name that could harm t
goodwill represented by the Cables Tot@alemark, either for commerci

Al

gain or with the intent to tarnish drsparage that trademark, by creating a

likelihood of confusion as to theource, sponsorship, affiliation,

endorsement of the site;

F. NEV’s offer to transfer, sell, or otherwise assign the Gocables|

domain name to Lastar or any thirdydor financial gain without having

used, or having an intent to uiee Gocables.com domain name inab

DI

com

bna
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fide offering of any goods or servicas NEV’s pria conduct indicating
a pattern of such conduct;
G. NEV’sprovision of material and sieading false contact informatig
when applying for the registrationf the Gocables.com domain nan
NEV’s intentional failure to mainta accurate contact information,
NEV’s prior conduct indicating a pattern of such conduct;
H.  NEV’sregistration or acquisitioof multiple domain names which
knew were identical or confusinglynsilar to marks of others that a
distinctive at the time of registration of such domain names, or dilutiy
famous marks of others that are faus at the time of registration of su
domain names, without regard to the goods or services of the parties
l. The extent to which the Cabl@® Go trademark incorporated
NEV’s Gocables.com domain name regiibn was, or was not, distinctiy
and famous.
See Rearden, 683 F.3d at 1220.
13. Section 1125(d)(1)(B)(ii) of Title 15 tte United States Code provides
a “bad faith safe harbor” if the Courinéls that NEV believedand had reasonab
grounds to believe, that its use of thec&@aes.com domain name was a fair use
otherwise lawful.
14. The bad faith safe harbor of 15 LLCS§ 1125(d)(1)(B)(ii) must be invoks

it
e
ye of
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5. and
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sparingly and only in the most unusual caagsrty who acts even partially in bad fajith

does not qualify for the safe harbor defenSee GoPets, 657 F.3d at 1033.

15. To succeed on its reverse domain highjacking claim, NEV must est
that GoDaddy transferred the Gocables.ctmmain name to Laat based on Lastar]
knowing and material misrepresentatitrat the Gocables.com domain name \
confusingly similar to Lastar’'s Cables To Go trademark. 15 U.S.C. § 1114(2)(D)

16. Under the Declaratory Relief Act, PI8S.C. § 2201, this Court may decls
the rights and other legal relations of amigrested party seeking such declaration.

ablish
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17. For Lastar to prevail on its cylsquatting counterclaim under 15 U.S.C.

1125(d), Lastar must establish that NEWistered, trafficked in, or used tt

§
e

Gocables.com domain name, that the c&aes.com domain name was confusingly

similar to Lastar’s Cables TGo trademark, that LastarGables To Go trademark wj

S

distinctive when NEV registered the Gotadcom domain name, and that NEV had a

bad faith intent to profit from the Gocables.com domain name.

18. For NEV to prevail on its equitabdstoppel defense, NEV must establjsh

that Lastar’s conduct in failing to immexdely register the Gocables.com domain na
led to NEV'’s registrationrad use of the Gocables.com domain name, and that NE\
injured by relyingon Lastar’s conductSee Jamesv. Nelson, 90 F.2d 910, 918 (9th Ci
1937).

19. Any Conclusion of Law erroneously egbrized above as a Finding of F3
is hereby incorporated into these Conclusions of Law.

Date: December 8, 2014

Senior United States District Judge

me

/ was

By

ACt

Findings of Fact and Conclusions of Law — Page 12 of 12



